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The Legal Practice Service of the International Cooperation and Legal Affairs Department prepares a 
yearly overview of the case-law of the General Court and the Court of Justice of the European Union 
(GC/CJ) with regards to trade mark and design matters.  
 
This overview is published for information purposes and includes abstracts of judgements, preliminary 
rulings and important orders rendered by the GC and the CJ, which are arranged in categories to be 
browsed more easily according to their content. Cases in which the GC or the CJ have decided 
differently from OHIM are indicated by the symbol ♦ before the case number. 
 
Preliminary Rulings are integrated alongside the judgments. References to the CTMR in the chapter 
headings should be read as extending to the equivalent rules in Directive 2008/95/EC (TMD), where 
existent. 
 
Each reference to a case contains an abstract of the relevant issues together with the indication of the 
language of the proceedings.  
 
More detailed information can be found in the GC/CJ Case Law Database on OHIM’s website 
(eSearch Case Law) which contains keywords, relevant legal norms, facts in brief and headnotes of 
each judgment. 
 
Please note that this overview is an unofficial summary only and does not reproduce the exact 
wording of the judgments, preliminary rulings or important orders. For full information, please consult 
the official website of the GC/CJ at www.curia.europa.eu (Curia website).   
 
Furthermore, the information on the basis of which this overview is compiled is obtained exclusively 
from the official website of the GC/CJ without any verification. The accuracy of this data is the sole 
responsibility of said EU institution. The Office is not liable for any damage caused by the disclosure of 
this data. 
 
 
 

 

 
 CTRL + click on the titles of the index to go directly to the text.

 
 

  

https://oami.europa.eu/eSearchCLW/
http://curia.europa.eu/
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I. PROCEDURAL MATTERS 

A. PROCEDURE BEFORE THE GC/CJ 

1. Admissibility 

 1.1 Right to appeal, form, deadline 
 
T-451/11; Gigabyte / GIGABITER, Judgment of 15 January 2013, Gigabyte Technology Co. Ltd. / 
OHIM – en: The GC - noting some confusion in the choice of the legal ground relied upon by the 
applicant - stated that it is not necessary for a party to expressly indicate the provisions under which it 
is entitled to bring its action, or, more generally, on which it is basing the pleas which it is raising. It is 
enough for the subject of that party’s application and the main elements of fact and law on which it is 
based to be set out sufficiently clearly in the appeal (Para. 28). 
 
T-662/11; Sunless/ SUNLESS et al, Judgment of 29 January 2013; Thomas Müller / OHIM – de: The 
GC rejected the applicant’s arguments against identity of the goods in Classes 22 and 24 as 
inadmissible, because he had not argued against such identity before the Board of Appeal, but had 
restricted his arguments to the OD’s assessment of likelihood of confusion and to the similarity of the 
goods in Classes 6 and 19 to those of the earlier marks. Hence, the subject-matter of the dispute 
before the Boards did not cover the issue of identity of the goods in Classes 22 and 24 to those of the 
earlier marks. The attempt to introduce this argument before the Court changes the subject-matter of 
the dispute (Paras. 16-19). The GC also rejected an argument of the applicant based on semantic 
differences between the English, German and French versions of the Nice Classification as 
inadmissible, because it was raised for the first time before the Court (Paras. 20-23). 
 
T-412/11 and T-426/11; Transcendental Meditation, Judgments of 6 February 2013, Maharishi 
Foundation Ltd / OHIM – en: OHIM had claimed that the appeal was inadmissible to the extent that 
the refusal of the CTMAs was not yet final, pending the examination of Article 7(3)CTMR. The GC 
dismissed this claim and held that, since the Board had extended the territorial scope of the refusal, 
the decision had negative consequences for the applicant and changed its legal position. It is 
therefore appealable (Paras. 24-26). 
 
T-224/11, T-225/11 and T-631/11; BERG et al / Christian Berg, Judgments of 20 February 2013, 
Caventa AG / OHIM – de: The Court recalled that a party appealing to it has to state the reasons for 
its action according to Article 44 § 1 GC RoP clearly and precisely enough to allow the preparation of 
the defence (see T-127/02, Para. 17) but does not need to quote the particular norm, if it can be 
inferred from its submissions (see T-279/03, Para. 41). 
 
C-266/12P; FS / FS, Order of 7 February 2013; Jaroslaw Majczak / OHIM – en: The CJ dismissed the 
appeal as partly manifestly inadmissible and partly manifestly unfounded. It found that the appeal was 
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based on arguments which are incoherent, or vague, or unspecific in respect of which parts of the 
GC’s judgment are challenged (Paras. 25 to 29).  
 
T-422/12; THE FUTURE HAS ZERO EMMISSIONS, Order of 27 February 2013, Kappa Filter 
Systems GmbH / OHIM- de: The GC dismissed the action as manifestly inadmissible (Article 111 ROP 
GC) as the appeal had been raised outside the deadline.  The GC confirmed that the deadline for 
submission of the pleadings was 24 September at midnight (two month from notification of decision 
and a period of ten days on account of distance – Article 65(5) CTMR, Articles 101, 102(2) ROP GC). 
The original of the fax submissions arrived outside the ten-day deadline for its submission under 
Article 43(6) ROP GC and outside the deadline for appeal. The GC rejected the applicant’s arguments 
relating to the Austrian Postal Service. As regards Article 45(2) of the Statute, the GC confirmed that 
the concepts of force majeure and unforeseeable circumstances contain an objective element relating 
to abnormal circumstances unconnected with the trader in question and a subjective element involving 
the obligation, on his part, to guard against the consequences of the abnormal event by taking 
appropriate steps without making unreasonable sacrifices. In particular, the trader must pay close 
attention to the course of the procedure set in motion and, in particular, demonstrate diligence in order 
to comply with the prescribed time limits (Para. 16). The GC found that the start of the time period for 
delivery in the manual of the Austrian Postal Service was not clear and that it was not specified 
whether this was the usual time period or a time period guaranteed by the Austrian Postal Service 
(Para. 17). Even if the Austrian Postal Service would oblige itself to deliver within ten days, this does 
not make the delivery outside those ten days a case of unforeseeable circumstances or force majeure 
(Para. 18). The applicant did not use the diligence necessary by using the service, in particular in view 
of the tight timing in handing the original over to the post (Paras. 18, 19). 
 
T-553/10; FARMASUL / MANASUL, Judgment of 13 March 2013, Biodes, S.L. / OHIM – es: The GC 
declares inadmissible the applicant’s claim on the comparison of the products, as it lacks clarity.     
 
T-505/10; ASTALOY / HASTELLOY, Judgment of 10 April 2013, Höganäs AB, / OHIM – en: The GC 
declares inadmissible the applicant’s claim based on Article 9 CTMR, as the applicant did not explain 
how that provision might have been infringed by the BoA.  
 
C-661/11; MARTIN Y PAZ DIFFUSION – NATHAN, Preliminary ruling of 19 September 2013, Martin 
y Paz Diffusion SA / David Depuydt, Fabriek van Maroquinerie Gauquie NV – fr: On article 8 of 
Directive 89/104 the Court Stated that an interpretation of that provision, which relates to licences, is 
irrelevant in regard to the resolution of the dispute in the main proceedings. The fact, that relations 
between the parties to the main proceedings were never governed by a licence, is referred to in the 
order for reference and was confirmed by Martin Y Paz’s reply to the Court’s questions during the oral 
procedure. In that regard, while it submitted that the shared use of the ‘Nathan’ goods and of the 
marks relating to those goods was similar to a contractual relationship in the nature of a licence, 
Martin Y Paz acknowledged that that use did not really have the characteristics of such a relationship. 
The Court therefore declared the request for a preliminary ruling inadmissible in so far as it relates to 
the interpretation of Article 8 of Directive 89/104 and admissible as to the remainder. 
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 1.2 Claims 
. 

1.2.1 Claims to issue directions to OHIM 
 
T-361/12; ECOFORCE / ECO FORTE, Judgment of 6 December 2013, The Premiere Polish 
Company Limited / OHIM – en: Regarding admissibility, the GC confirmed that it is not for it to issue 
directions to OHIM, it is for OHIM to draw appropriate inferences from the operative part and grounds 
of judgments of the Courts of the EU. Thus, the head of claim requesting the GC issue directions to 
OHIM is inadmissible (Para. 17).  
 
 

1.2.2 Claims to change an OHIM decision 
 
T-247/11; FAIRWILD / WILD, Judgment of 7 March 2013, FairWild Foundation / OHIM – de: The 
applicant had asked for the Board’s decision to be annulled and for the opposition to be rejected. As 
the claim based on Article 8(1)(b) was rejected, the GC found that the action had to be rejected in its 
entirety without it being necessary to decide on the admissibility and substance of the claim for 
alteration of the decision (Para. 51).  
 
♦ T-411/12; PHARMASTREET/PHARMASEE, Judgment of 6 June 2013, Celtipharm & Alliance 
Healthcare France SA / OHIM- fr:  Referring to Article 65 (3) CTMR as interpreted by the Court of 
Justice in the case EWIN/OHIM, the General Court takes the final decision in the present case in 
relation to the decision of the Opposition Division, allowing the opposition for “pharmaceutical products 
and dietetical substances for medical use” and some services in Class 35. 
 
♦ T-353/12; ALARIS, Judgment of 16 May 2013; Aleris / OHIM - en: As far as the application seeking 
alteration of the contested decision was concerned, the General Court confirmed its case-law that the 
exercise of the power to alter decisions must, in principle, be limited to situations in which the Court, 
after reviewing the assessment made by the Board of Appeal, is in position to determine on the basis 
of the matters of fact and of law as established, what decision the Board was required to take (Para. 
44). In the case at hand, the Board erred in its analysis of the question of genuine use of the products 
by not identifying within the category of ‘instruments and medical equipment’ various sub-categories 
capable of being viewed independently, and therefore it was not for the Court to carry out that analysis 
(Paras. 45-46).  
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♦ T-514/11; BETWIN / bTwin, Judgment of 4 June 2013, i-content Ltd Zweigniederlassung 
Deutschland / OHIM-en: The GC, by way of alteration of the contested decision, annulled the 
Opposition Division’s decision and rejected the opposition in relation to the abovementioned goods 
(Paras. 78-79). 

 

♦ T-599/10; EUROCOOL / EUROCOOL LOGISTICS et al, Judgment of 6 September 2013, Eurocool 
Logistik GmbH / OHIM – de: The GC found that the refusal of the opposition falls within the 
competences of the Board. Consequently, the GC is also empowered to refuse the opposition 
according to Article 65 (3) CTMR (power of alteration). The applicant’s plea to refuse the opposition is 
therefore admissible. 

 
T-328/12; Maxigesic / OXYGESIC, Judgment of 16 October 2013, Mundipharma GmbH / OHIM – de: 
As far as the CTM applicant´s (intervener’s) argument is to be understood as an independent plea in 
law based on Article 134(2) RoP, that plea is incompatible with the form of order it is seeking and must 
be rejected, since the intervener has not applied for the annulment or alteration of the contested 
decision under Article 134(3) RoP (Para. 29). 

 
1.2.3 Claim by applicant to confirm decision 

 
[no entry] 

 
 

1.2.4 Claim in excess of what is appealable 
 
T-115/12; ROCA/ROCA, Judgment of 30 May 2013, Buzil-Werk Wagner GmbH & Co. KG / OHIM- de:  
The applicant’s claim is in part inadmissible, namely for those goods of the CTMA which had already 
been refused by the OD in its decision, a decision that had not been appealed by the applicant. Those 
goods did not form part of the subject-matter decided by the Board and their inclusion at the level of 
the GC would be an inadmissible modification of the subject-matter (Paras. 19-29).  
 
T-451/12; STORMBERG, Order of 24 October 2013, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS – en: As to the alleged breach of Articles 58(1), the Court finds that there is no 
decision subject to appeal by which the CD authorised the conversion of the CTM into national marks.  
This plea is ineffective and lacks any foundation in law (Para. 57).  
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T-457/12; Stromberg, Order of 24 October 2013, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS – en: The second plea, alleging infringement of Rule 48(1)(c) CTMIR and Article 
57-60 CTMR, is also rejected as manifestly lacking any foundation in law (Para. 39). The request for 
conversion could only be filed by the proprietor of the CTM and there was no other party to the 
proceedings (Para. 34).  Therefore, the applicant cannot challenge the outcome of such proceedings 
or any decision taken by OHIM in respect of the proprietor of the CTM. The plea alleging infringement 
Article 81(1) CTMR is ineffective.  Even if it were to be assumed that OHIM erred in rejecting the 
request of restitutio in integrum, the fact remains that the appeal was inadmissible since there was no 
challengeable act (Paras. 44-46).    
 

1.2.5 Clarification of claim by applicant 
 
[no entry] 
 

1.2.6 Interpretation of claim by Court 
 

T-502/11; Wavy Line / Wavy Line, Judgment of 17 May 2013, Sanofi Pasteur MSD SNC / OHIM – 
de: The Court rejected the opponent’s argument that it had claimed an enhanced level of 
distinctiveness of its earlier rights, which the Board should have taken into account. Although the 
opponent had made this claim before the Opposition Division, which was rejected by that instance, it 
had not sustained it before the Boards of Appeal. The opponent’s statement in its ground of appeal 
that “enhanced distinctiveness is only one of many elements to be taken into account” and that “even 
if there was no enhanced distinctiveness, there would be likelihood of confusion” are not the same as 
expressly claiming that the earlier rights had an enhanced distinctiveness (Para. 23). They in no way 
explain why the OD’s assessment of this issue should have been wrong, nordo they refer to evidence 
submitted in this context (Para. 26). 
 
♦ T-214/10; DIVINUS, Judgment of 30 May 2013, Moselland eG – Winzergenossenschaft / OHIM – 
de: The decision has to be annulled due to the infringement of Rule 80(2), 82(2) CTMIR. This claim 
was not made by the opponent in the appeal nor in the application to the Court, but during the 
proceedings. It is, nevertheless, admissible and not belated since it is encompassed by the original 
claim of the infringement of Rules 19(1), (2) and 20(1) CTMIR. 
 

1.2.7 Claim that the case has become devoid of purpose 
 
C-268/12; ZYDUS / ZIMBUS, Order of 8 May 2013, Cadila Healthcare Ltd / OHIM-en: The Court of 
Justice confirms that the legality of a decision upholding an opposition based on an earlier mark 
cannot be influenced by the fact that this earlier mark has subsequently lapsed due to the failure to 
renew it:  “The expiry of the earlier mark, which occurred after the action had been brought, did not 
deprive the contested decision of its purpose or of its effects. In addition, the assessment in that 
decision, to the effect that a likelihood of confusion exists between the marks ZYDUS and ZIMBUS as 
regards pharmaceutical, veterinary or sanitary preparations, continued to produce its effects at the 
time when the General Court delivered the judgment under appeal. The General Court did not, 
therefore, err in law in holding, in paragraph 22 of the judgment under appeal that the action had not 
become devoid of purpose” (Para. 33). 
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T-218/10; SERVICEPOINT / ServicePoint, Judgment of 30 May 2013, DHL International GmbH / 
OHIM – de: The GC rejected the applicant’s argument that the earlier right had not been renewed for 
the goods in Class 20 as the earlier right was still in force for those goods at the time the Board’s 
decision was taken (Paras. 16-18). 
 

1.3 Undisputed facts, arguments, grounds or evidence – examples 
 
T-218/10; SERVICEPOINT / ServicePoint, Judgment of 30 May 2013, DHL International GmbH / 
OHIM – de: Article 8(1) (b) CTMR: The goods and services are in part identical, in part highly similar 
(not disputed). The relevant consumer is the average consumer in the EU (not disputed). 
 
T-243/12; ALOHA / ALOA, Judgment of 3 July 2013, Warsteiner Brauerei Haus Cramer KG / OHIM – 
de: The Court confirmed that the goods to be compared are identical (not disputed). 
 

1.4 New facts, arguments, grounds or evidence 
 
 
T-451/11; Gigabyte / GIGABITER, Judgment of 15 January 2013, Gigabyte Technology Co. Ltd. / 
OHIM – en: The GC held that an applicant is entitled to produce new documents before the Court as 
evidence of the accuracy – or inaccuracy – of a matter of common knowledge relied upon by the 
applicant itself or the Board (Para. 22). 
 
T-474/09; JACKSON SHOES / Jacson of Scandinavia, Judgment of 24 January 2013, Fercal – 
Consultadoria e Serviços, Lda / OHIM – pt: The GC rejected documents attempting to show that the 
name Jackson and its variations were commonly used as they had been submitted to it for the first 
time (Paras. 26-28). 
 

♦ T-283/11; nfon / fon et al, Judgments of 29 January 2013, Fon Wireless Ltd / OHIM –de: The Court 
rejected the documents related to the reputation of the earlier marks, which were not presented in the 
course of the administrative proceedings before OHIM. An action before the Court aims at the review 
of the legality of the Board’s decision (Para. 23). The Court recalled that the opposition was based 
only on Article 8(1)(b) and that Article 8(5) was not invoked before the Board either. The applicant to 
the Court does not have the power to alter the terms of the dispute as delimited in the respective 
claims and allegations it and the party opposing the trade mark application have submitted (Article 
65(2) CTMR) (Para. 20). 
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T-504/11; DIGNITUDE / Dignity, Judgment of 4 February 2013, Paul Hartmann AG / OHIM – en:  
Admissibility: The Court rejected various documents presented for the first time before it as 
inadmissible (Paras. 13-16). 
 
T-159/11; WALICHNOWY MRKO / MAR-KO, Judgment of 4 February 2013, Marek Marszałkowski / 
OHIM – pl: The GC also dismissed the applicant’s argument relating to the reputation of the mark 
applied for. The GC confirmed that the reputation of the mark does not affect the assessment of the 
likelihood of confusion when it concerns the mark applied for (Para. 48). In any case, this argument 
was invoked for the first time before the GC and could not be subject to review in the proceedings. 
There was a likelihood of confusion between the marks. 
 
♦ T-263/11; Grünes Achteck, Judgment of 6 February 2013, Carsten Bopp / OHIM – de: First, the 
GC pointed out that the fax report (showing that the applicant indeed sent a letter to the Board) 
submitted by the applicant as annex of its second brief in the proceedings before the GC was 
admissible (Para. 31-37). According to the GC, the applicant gave sufficient reasons why the fax 
report was submitted at this late stage (Para. 34-35). In particular, the GC argued that the fax report 
corroborated only facts which had already been brought forward in the first brief before the GC (Para. 
34). The right of defence on part of the Office was not violated since the applicant’s letter had been 
brought to the attention of the Office on two earlier occasions (Para. 35). 
 
C-266/12P; FS / FS, Order of 7 February 2013; Jaroslaw Majczak / OHIM – en: Finally, the claim that 
the GC had failed to give a ruling on all the facts of the case is unfounded given that the CTM 
proprietor refers to documents which were submitted for the first time before the GC and are therefore 
inadmissible (Paras. 44 to 45). 
 
T-33/12; MEDIGYM, Judgment of 8 February 2013; Elke Piotrowski / OHIM – de:The GC rejected 
excerpts from Wikipedia and other webpages as well as a book, all covering the meaning of “medi”, as 
inadmissible, as the applicant had submitted them for the first time before the Court (Paras. 9-12).  
 
T-498/10; DAVID MAYER / DANIEL & MAYER MADE IN ITALY ET AL, Judgment of 8 March 2013, 
David Mayer Naman / OHIM – it: The GC rejected as inadmissible the CTM owner’s plea, raised for 
the first time at the hearing before the Court, alleging that the invalidity applicant would have 
acquiesced in the use of the contested CTM and would therefore be precluded, under Article 54(2) 
CTMR, from seeking its cancellation. The GC noted that the claim had not been included in the 
application to the Court, nor had it been raised before the Board during the administrative 
proceedings. The GC referred to Article 48(2) of its Rules of Procedure, according to which no new 
plea in law may be introduced in the course of proceedings unless it is based on matters of law or of 
fact which come to light in the course of the procedure (Paras. 23-27).  
 
T-571/11; CLUB GOURMET / CLUB DEL GOURMET EN EL CORTE INGLÉS, Judgment of 20 
March 2013, El Corte Inglés, S.A. / OHIM –es: The opponent argued, for the first time before the GC, 
that the earlier mark also covers the goods designated by the other Spanish marks which are cited in 
the list, as constituting the scope of application of ‘advertising sentence’. It also claimed a specific 
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practice of the Spanish TM Office concerning the treatment of the so-called ‘slogan marks’ until 1997, 
a practice which, in its’ view, would extend the scope of protection of the earlier mark to the goods 
covered by the other Spanish marks cited (Para. 20). The Court noted that the earlier sign’s list of 
services identifies a single service in Class 35, namely ‘an advertising sentence’. It is not apparent 
from the description that the earlier mark is supposed to cover also the goods designated by the other 
Spanish marks. Moreover, it is not possible to know which goods are designated by those marks 
(Para. 24). There was no evidence that the opponent had submitted, during the administrative 
procedure, that the protection conferred by the earlier mark was supposed to extend beyond the 
services in Class 35 (Para. 33).  
 
T-506/11 and T-507/11; Peek & Cloppenburg / Peek & Cloppenburg, Judgments of 18 April 2013, 
Peek & Cloppenburg KG / OHIM– de: The GC rejected the applicant’s argument that the opponent 
had lost any right it might have had to prevent the applicant from using the sign through acquiescence 
according to § 21 MarkenG. This argument had been presented for the first time before the Court and 
was thus inadmissible (Para. 34). 
 
T-454/11; AL BUSTAN / ALBUSTAN, Judgment of 19 April 2013, Luna International Ltd. / OHIM – 
en: The GC declares that, even if the (undated) photographs of tomato cans submitted as evidence of 
use were taken at a date subsequent to the expiry of the relevant period, they may still be taken into 
account in order to assess the genuine use of the earlier mark during the relevant period (Para. 46).  
 
T-109/11; ENDURACE/ENDURANCE, Judgment of 23 April 2013, Apollo Tyres AG / OHIM- en: New 
evidence presented for the first time before the Court is in principle inadmissible. However, the GC has 
a certain margin of discretion in this respect. In this case, the evidence is inadmissible as it aimed at 
supporting a claim which was pivotal in the dispute (that is, the understanding of the meaning of the 
French or English word ‘endurance’ throughout the Union) and which the applicant could have 
submitted evidence on at an earlier stage of the proceedings (Paras. 20-21).  
 
T-284/11; METROINVEST/ METRO et al, Judgment of 25 April 2013; Metropolis Inmobiliarias y 
Restauraciones, S.L. / OHIM – en: The opponent alleged the inadmissibility of extracts from an on-line 
dictionary and of a translation of the word ‘metro’ included in an EN/DE dictionary, which had been 
lodged by the applicant for the purposes of disputing the Board’s claim that the word METRO does not 
exist in German. The GC declared the documents admissible.  Since the assessment that the word 
METRO does not exist in German appeared for the first time in the contested decision, the applicant 
cannot be prevented from disputing it (Para. 16).  
 
T-393/11; CA'MARINA / MARINA ALTA, Judgment of 14 May 2013, Masottina SpA / OHIM-en: The 
GC recalls the principle following which new evidence presented for the first time before the Court is in 
principle inadmissible (Para. 12). 
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T-244/12; fluege.de, Judgment of 14 May 2013, Unister GmbH / OHIM-de: The applicant did not rely 
before OHIM on the distinctive character acquired by its mark. It is not for the General Court to rule on 
that issue, which did not form part of the subject-matter of the proceedings before the Board of Appeal 
(Para. 54). 
 
♦ T-214/10; DIVINUS, Judgment of 30 May 2013, Moselland eG – Winzergenossenschaft / OHIM – 
de: The decision has to be annulled due to the infringement of Rule 80(2), 82(2) CTMIR. This claim 
was not made by the opponent in the appeal nor in the application to the Court, but during the 
proceedings. It is, nevertheless, admissible and not belated since it is encompassed by the original 
claim of the infringement of Rules 19(1), (2) and 20(1) CTMIR. 
 
T-68/11; WATCH DIALS, Judgment of 6 June 2013, Erich Kastenholz / OHIM – de: The arguments 
raised for the first time before the Court are admissible. The invalidity applicant attempts to 
demonstrate the trend in the decorative watch sector, in which the principle of the dial that changes 
colour was developed, for the first time, in the earlier designs, which the invalidity applicant considers 
important in order to assess the overall impression produced on the informed user by the designs at 
issue. The argument develops the line of argument that the contested design does not have individual 
character, according to which the contested design is merely a reproduction of the earlier designs 
whose original idea or principle was to show the changing hours through the changing of the colours 
of the watch dial. It had already been put forward by the invalidity applicant during the administrative 
procedure (Para. 27). 
 

♦ T-505/11, dialdi / ALDI, Judgment of 25 June 2013, Aldi GmbH & Co. KG / OHIM – en: The GC 
declared inadmissible certain documents filed by the opponent for the first time before the Court and 
seeking to show, on the one hand, that the earlier trade mark had acquired enhanced distinctiveness 
through use and, on the other hand, seeking to substantiate the alleged existence of clear phonetic 
similarities between the marks on the ground that the earlier mark ‘ALDI’ was often presented in 
conjunction with the prefix ‘di’, meaning ‘by’ or ‘from’ in Spanish, Italian and in Portuguese, that is to 
say, as the mark ‘di ALDI’ (Paras. 14-19). 
 
T-89/12; R / R, Judgment of 27 June 2013, Repsol YPF, S.A. / OHIM – es: Documents filed for the 
first time before the General Court are inadmissible.  However, national judgments and decisions of 
the Opposition Division filed for the first time before the General Court are admissible, as the Court, in 
interpreting EU law, can draw inspiration from elements based on EU, national or international law 
(Para. 22). 
 
T-569/11; GITANA / KITANA, Judgement of 16 September 2013, Gitana SA / OHIM and Teddy SpA 
(intervener) – en: On the admissibility of the additional evidence, the GC held that any additional 
evidence, presented for the first time in the proceedings, could not be taken into account (Para. 22). 
The documents intended to prove notoriety of the CTMA were disregarded, with the argument that 
only the reputation of the earlier mark is relevant when assessing the likelihood of confusion (Para. 
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72). Additionally, such evidence has to prove reputation for the goods referred to in the CTMA and not 
to goods which are not relevant in the case at issue (Para. 73).  
 
♦T-320/10; CASTEL, Judgement of 13 September 2013, Fürstlich Castell’sches Domänenamt 
Albrecht Fürst zu Castell-Castell / OHIM and Castel Frères SAS – en: On the abuse of rights the CTM 
proprietor claimed that the action is inadmissible because the cancellation applicant filed an 
application for registration of the word mark CASTEL in Germany while the invalidity proceedings 
before OHIM were on-going and as abuse of rights is a public-policy argument it may be put forward 
even for the first time before the GC. The admissibility objection has been rejected because it has not 
been submitted before the Board and “‘parties’ pleadings may not change the subject-matter of the 
proceedings before the Board of Appeal” (Para. 16). Furthermore, the GC held that an argument 
alleging an abuse of rights in an action brought against a decision of the Board “cannot play any part 
as regards the admissibility of that action” (Para. 18). On the plea alleging infringement of Article 7(1) 
(d) CTMR, the cancellation applicant claimed that the Board had not examined the appeal in the light 
of Article 7(1)(d) CTMR of its own motion. The Court held that the plea was inadmissible for two 
reasons. Firstly, because it was submitted for the first time before the GC and, secondly, and more 
importantly, because in invalidity proceedings the Board is not required to examine of its own motion 
all the absolute grounds for refusal, but only those put forward by the applicant. The CTM enjoys a 
presumption of validity. Therefore, it is for the person who has requested the invalidity of the CTM to 
invoke, before OHIM, the specific facts which call the validity of the CTM in question. (Paras. 27 - 29). 
On the references to the administrative file, the CTM proprietor claimed that the general reference of 
the cancellation applicant to documents submitted to the Departments of OHIM is inadmissible. The 
GC accepted the admissibility objection since the general reference to documents submitted in 
OHIM´s instances “cannot be connected to the pleas and arguments developed in the application” 
(Para. 35). The summary of the pleas relied on must be sufficiently clear and precise to enable the 
defendant to prepare its defence and the Court to rule on the action, if necessary without any other 
supporting information (Para. 34).  
   

 
T-416/11; CARDIO MANAGER / CardioMessenger, Judgement of 25 October 2013, Biotronik SE & 
Co. KG / OHIM and Cardios Sistemas Comercial e Industrial Ltda – en: On the admissibility of new 
evidence, the GC held that any additional evidence, presented for the first time in the proceedings, 
could not be taken into account (Para. 20). The legality of a decision of a Board of Appeal of OHIM 
must be assessed in the light of the information available to it when it adopted that decision (Para. 19). 
On the admissibility of the plea in law alleging infringement of Article 8(1)(b) CTMR, the GC concluded 
that since the Board did not address the question whether there was LoC, the GC could not review 
this issue. Thus, the plea is not admissible (Para. 22).  

 
T-388/12; CORDIO / CORDIA, Judgment of 16 October 2013, Daniel Singer, / OHIM – en: The 
applicant requested the Court to appoint an expert to obtain evidence. The Court held that it has a 
wide discretion in that respect according to Article 70 of the Rules of Procedure, whereby the Court 
‘may’ order an expert’s report. In the case at hand the Court rejected the request because it had been 
done in an inordinately brief manner and secondly because the Court considered that it had sufficient 
information from the documents in the file (Para. 18-19). The Court confirmed settled case-law stating 
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that a general reference to documents filed during the administrative procedure, as done by the 
applicant, is inadmissible. While references to certain passages in extracts from documents annexed 
to it, are acceptable, a general reference to documents, even those annexed to the application, cannot 
make up for the absence of the essential arguments in the application, and it is not for the Court to 
place itself in the parties’ position and seek the relevant information in the annexes (Para. 14-17). 
 
T-377/10; Jambo Afrika / JUMBO, Judgement of 18 November 2013, Preparados Alimenticios, SA  
OHIM and Rila Feinkost-Importe GmbH & Co. KG (intervener) – en: On the admissibility of documents 
produced for the first time before the Court, The General Court (GC) ruled that as the purpose is to 
review the legality of decisions of the BoA, it is not the Court’s function to review the facts in the light 
of documents produced for the first time before it (Para. 18) 

 
T-200/10; AVERY DENNISON / DENNISON, Judgment of 16 September 2013, Avery Dennison Corp. 
/ OHIM & Dennison-Hesperia S.A. – es: Regarding Article 8(1)(b), the GC declares this plea 
admissible, even though the CTM applicant only dealt with proof of use and expressly refused to 
discuss the likelihood of confusion, since the contested decision ruled on LOC by expressly confirming 
and assuming the reasoning and conclusions of the Opposition Division decision (Paras. 91-97).  The 
GC confirms the comparison of the goods and of the signs, as well as the finding of likelihood of 
confusion.  

 
C-609/11P; CENTROTHERM, Judgment of 26 September 2013; Centrotherm Systemtechnik GmbH v 
OHIM – de:The Appellant is the owner of the CTM CENTROTHERM registered for goods and 
services in Classes 11, 17, 19, 42. The other party applied for revocation of the mark for all the 
registered goods and services. In order to demonstrate genuine use of its mark, the owner produced 
photographs, invoices and a sworn declaration of one of its managers. The Cancellation Division 
revoked the mark finding that the evidence was not sufficient. The Board of Appeal annulled the 
decision and dismissed the application for revocation in respect of some goods, whereas it dismissed 
the appeal for the remainder of the appeal. The Appellant is the owner of the CTM CENTROTHERM 
registered for goods and services in Classes 11, 17, 19, 42. The other party applied for revocation of 
the mark for all the registered goods and services. In order to demonstrate genuine use of its mark, 
the owner produced photographs, invoices and a sworn declaration of one of its managers. The 
Cancellation Division revoked the mark finding that the evidence was not sufficient. The Board of 
Appeal annulled the decision and dismissed the application for revocation in respect of some goods, 
whereas it dismissed the appeal for the remainder of the appeal.  

 

♦ T-374/09; GANEDER/GANTER, Judgment of 28 November 2013; Lorenz Shoe Group AG v OHIM 
– de. The CTM applicant sought to register the word sign shown below as a CTM for goods in Classes 
14, 18 and 28. The opponent based its opposition on Article 8(1) (b) CTMR using the earlier CTM 
word mark shown below, registered for goods in Class 25, in particular “shoes”. The opposition was 
directed against part of the applied for goods namely, “shoes” (Class 25). The Opposition Division 
rejected the opposition. The Board of Appeal dismissed the opponent’s appeal, finding that there was 
no likelihood of confusion. The GC dismissed the opponents claim that the response of the intervener 
would be inadmissible because it had not submitted any statements during the administrative 
procedure before the Office. The GC clarified that according to Art. 134 (1) and (2) RPGC the parties 
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of the proceedings before the Board of Appeal (BoA) would have the same procedural rights as the 
parties of the proceedings before the GC. Consequently, they may intervene before the GC by 
submitting in due time a response, irrespective of the fact if they filed any submissions during the 
administrative procedure or not (Para. 17 – 19) 
 
 

1.5 Limitation, including restriction of goods and services 
 

T-625/11; ECODOOR, Judgment of 15 January 2013, BSH Bosch und Siemens Hausgeräte GmbH / 
OHIM - de: With regard to the applicant´s claim that, as a result of the limitation of the list of goods, 
the mark no longer covers components of the machines and devices, such as doors, but only the 
machines and devices themselves the Court observed that a sign that is descriptive of a characteristic 
of a component incorporated in a product can also be descriptive of the product itself (Para. 26). That 
is the case where, from the perception of the relevant public, the characteristic of the component 
described by the sign could have a significant impact on the essential characteristics of the product 
itself. In this case, the relevant public will, immediately and without further thought, take the 
characteristic of the component described by the sign to mean the essential characteristics of the 
product in question (Para 26). 
 
T-224/11, T-225/11 and T-631/11, BERG et al / Christian Berg, Judgments of 20 February 2013, 
Caventa AG / OHIM – de: The Court confirmed its jurisprudence on the admissibility of the limitation of 
the goods after the decision of the Board. It recalled that the legality of the BoA decision is the subject 
matter of the Court proceedings. A limitation of goods would change the subject matter and is 
inadmissible (Article 135 § 4 GC RoP), unless it can be interpreted as a statement that the contested 
decision was being challenged only in so far as it covered the remainder of the goods concerned. 
Such an interpretation of a limitation is possible only if the applicant confines itself to withdrawing one 
or more goods or services from the list, or one or more categories of goods or services. In such a 
case, it is clear that the Court is in fact being asked to review the legality of the Board of Appeal’s 
decision not in so far as it relates to the goods or services withdrawn from the list but only in so far as 
it relates to the other goods or services remaining on that list (Paras. 15, 16). The limitation of the 
goods “sport clothing” to “Sport clothing for boxing” (Class 25) and the addition of “boxing gloves” to 
the originally claimed „sporting articles and equipment” in Class 28 is an alteration of  the subject 
matter and, therefore, inadmissible (Para. 18). 
 
T-467/11; 360º SONIC POWER, Judgement of 10 December 2013, Colgate-Palmolive Company / 
OHIM – en: Regarding the admissibility of the restriction, in certain circumstances such restriction 
could be viewed as a statement that the contested decision is challenged only as to the remaining 
goods, without changing the subject-matter and could be admissible (Para. 17). In the particular case 
however, it would have an impact on the assessment of the distinctive character of the element ‘sonic’ 
and ultimately affect the assessment of the likelihood of confusion (Para. 19). Consequently the 
declaration was disregarded.  
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1.6 Matters of fact appealed to CJ 
 
C-261/12 P; AJ AMICI JUNIOR / AJ ARMANI JEANS, Order of 17 January 2013, Annunziata Del 
Prete / OHIM – it: As regards the first plea in law (breach of Article 8(1)(b)), the Court of Justice states 
that the CTM applicant seeks to substitute its own assessment of the facts for that carried out by the 
GC. The GC has exclusive jurisdiction to make findings of fact, save where a substantive inaccuracy 
in its findings is attributable to the documents submitted to it, and to appraise those facts. Therefore, 
that appraisal does not, save where the clear sense of the evidence before it has been distorted, 
constitute a point of law which is subject to review by the Court of Justice on appeal. Since the 
applicant did not claim that the evidence was distorted by the GC, the first plea in law was rejected as 
inadmissible (Paras. 27, 28). 
 
C-21/12 P; RESTORE, Order of 17 January 2013; Abbott Laboratories / OHIM – de: As regards the 
first plea in law, the Court of Justice pointed out that a distortion must be obvious from the documents 
on the Court’s file, without there being any need to carry out a new assessment of the facts and the 
evidence (Para. 55). Contrary to what was claimed by the applicant, the GC had not decided that it 
was general knowledge that RESTORE had a link to the field of medicine; it had merely stated that it 
was general knowledge, as evidenced by two cited dictionaries, that RESTORE means to “re-
establish (a previous right, practice or situation)” and that it had, in one of its meanings, a direct 
connection to health (e.g. “she was fully restored to health”). There is no distortion of evidence (Paras. 
56, 59 and 60).  
 
C-266/12P; FS / FS, Order of 7 February 2013; Jaroslaw Majczak / OHIM – en: The CJ also found 
that the appeal was based on arguments which aim at challenging the factual assessment carried out 
by the GC. These arguments are inadmissible, since Article 256 TFEU and Article 58 of the Statute of 
the Court of Justice limit appeals before the CJ to points of law (Paras. 31 to 39). 
 
C-655/11P; SEVEN FOR ALL MANKIND / SEVEN et al, Judgment of 21 February 2013, Seven for all 
mankind LLC / OHIM – en: The CTM applicant alleged a breach of procedure, since the GC ignored a 
search in trade mark registers showing that there are numerous marks containing the word SEVEN or 
the numeral 7. The CJ found that the alleged procedural irregularity, even if it had been proven, could 
not lead to the setting aside of the judgment under appeal, as it is not established that, in its absence, 
the GC might have reached a different conclusion. The GC did not commit an error in law, as it 
conducted a thorough and comprehensive examination of the sign for which registration is sought. 
The reasoning of the GC on the conceptual and phonetic similarities between the marks at issue is not 
vitiated by a contradiction. 
 
C-354/12; FEMIFERAL / Feminatal, Order of 11 April 2013, ASA Sp. z o.o. / OHIM-pl:  As to the 
infringement of Article 8(1)(b) CTMR, the CJ recalled that the assessment of the relevant public, its 
level of attention, the distinctiveness of the earlier mark and the similarity of the signs are questions of 
facts which are not subject of the review by the CJ (Paras. 31-36). 
 
C-268/12; ZYDUS / ZIMBUS, Order of 8 May 2013, Cadila Healthcare Ltd / OHIM-en: The CTM 
applicant’s claims are inadmissible as they relate to issues of fact (Paras. 43-50). 
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C-379/12; H. EICH / SILVIAN HEACH, Order of 16 May 2013, Arav Holding S.r.l. e Arav Fashion 
S.p.A. / OHIM- it: As regards the first argument, relating to the assessment of the dominant elements 
of the signs, the Court of Justice found that the opponent sought to substitute its own assessment of 
the facts carried out by the GC. The GC has exclusive jurisdiction to make findings of fact, save where 
a substantive inaccuracy in its findings is attributable to the documents submitted to it, and to appraise 
those facts. Since the opponent did not claim that the evidence was distorted by the GC, this 
argument was rejected as inadmissible (Paras. 42, 43). The opponent’s argument that the GC erred in 
excluding a conceptual similarity between the marks due to the fact that they are both composed of 
names of a non-Italian origin, was found by the Court of Justice to be aimed at a new evaluation of the 
facts. Therefore, this claim was rejected as manifestly inadmissible. The opponent’s arguments 
relating to the overall assessment made by the GC on the risk of confusion, namely the overall 
dissimilarity of the signs, taking into account their distinctive and dominant elements, was also merely 
directed towards a new evaluation of the findings of facts made by the GC, without any claim that the 
evidence was distorted by the GC. Therefore, this argument was also rejected as manifestly 
inadmissible. 
 
C-14/12 P;  AYUURI NATURAL / AYUR, Order of 30 May 2013, Sheilesh Shah, Akhil Shah / OHIM – 
en: The assessment of the similarities between the signs at issue is factual in nature and, save where 
the evidence and facts are distorted, is not subject to review by the Court of Justice (Para. 25). The 
GC’s findings in that regard do not contain anything capable of suggesting that the facts or evidence 
were distorted at first instance (Para. 27). 
 
C-357/12 P; KINDERTRAUM / KINDER, Judgment of 30 May 2013, Harald Wohlfahrt / OHIM – de: 
The arguments regarding the comparison of the signs result from a wrong understanding of the 
judgement and are unfounded and also inadmissible since this comparison is a question of fact 
(Paras. 53 and 58). 
 
C-346/12; MILRAM / RAM, Order of 13 June 2013, DMK Deutsches Milchkontor GmbH / OHIM- de: 
The arguments concerning the visual and aural comparison of the signs were rejected by the Court of 
Justice as manifestly inadmissible since the applicant merely criticised the evaluation of the facts 
made by the GC in order to ask for a new assessment of those facts by the CJ (Paras. 44, 45). As 
regards the last argument, relating to the distortion of facts, the Court of Justice left it open whether 
the use of lower case letters instead of capital letters could at all amount to a distortion of facts (Para. 
47). In any event, the CJ found that the GC did in fact identify the contested sign correctly as 
“MILRAM”, i.e. written in capital letters. The GC used the lower case letters only when comparing 
elements of the conflicting signs (Para. 47). This argument was also rejected as manifestly 
inadmissible (Para. 49). 
 

1.7 Other, including general reference to previous statements 
 
T-378/11; MEDINET, Judgment of 20 February 2013; Franz Wilhelm Langguth Erben GmbH & Co. 
KG / OHIM – de: The applicant’s general reference to previous submissions is inadmissible (Para. 13). 
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T-218/10; SERVICEPOINT / ServicePoint, Judgment of 30 May 2013, DHL International GmbH / 
OHIM – de: The GC rejected the applicant’s general reference to its arguments before OHIM as 
inadmissible (Para. 15). It also rejected the applicant’s argument that the earlier right had not been 
renewed for the goods in Class 20 as the earlier right was still in force for those goods at the time the 
Board’s decision was taken (Paras. 16-18). 
 
T-591/11; SUPER GLUE, Judgment of 11 December 2013, Przedsiębiorstwo Handlowe Medox 
Lepiarz Jarosław Lepiarz Alicja sp.j. / OHIM – pl: Regarding admissibility, the application is admissible 
even if the Office was not indicated as defendant. Pursuant to Article 44(1) GCRP the application has 
to contain the name of the defendant, but according to the Case-Law it is sufficient if this can be 
deducted from the content, e.g. if the challenged decision and the body that rendered it are indicated. 
The applicant made clear that it challenges a decision of the BoA of the Office (Paras. 18-21). 

2. Essential procedural requirements 

2.1 Right to be heard 
 
[no entry] 

2.2 Adequate reasoning 
 
C-655/11P; SEVEN FOR ALL MANKIND / SEVEN et al, Judgment of 21 February 2013, Seven for all 
mankind LLC / OHIM – en: The CTM applicant alleged a breach of procedure, since the GC ignored a 
search in trade mark registers showing that there are numerous marks containing the word SEVEN or 
the numeral 7. The CJ found that the alleged procedural irregularity, even if it had been proven, could 
not lead to the setting aside of the judgment under appeal, as it is not established that, in its absence, 
the GC might have reached a different conclusion. The GC did not commit an error in law, as it 
conducted a thorough and comprehensive examination of the sign for which registration is sought. 
The reasoning of the GC on the conceptual and phonetic similarities between the marks at issue is not 
vitiated by a contradiction. 
 
C-14/12 P;  AYUURI NATURAL / AYUR, Order of 30 May 2013, Sheilesh Shah, Akhil Shah / OHIM – 
en: As regards OHIM’s argument that the GC did not provide sufficient reasons for its subsidiary 
finding, relating to the weak distinctive character of the earlier mark, the argument is directed against 
grounds included in the judgment purely for the sake of completeness. Complaints directed against 
grounds included in a judgment of the GC purely for the sake of completeness must be rejected from 
the outset as they cannot lead to that judgment being set aside (Para. 43). 
 
T-569/11; GITANA / KITANA, Judgement of 16 September 2013, Gitana SA / OHIM and Teddy SpA 
(intervener) – en: The BoA did not err, when it considered the request for proof of use of the earlier 
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CTM inadmissible, because by the time of publication of the CTM application, the earlier mark had not 
been registered for more than five years (Para. 31).  
 
C-597/12 P; ZEBEXIR / ZEBINIX, Judgement of 17 October 2013, Isdin SA / OHIM – en: The CJ 
based its judgment only on the plea challenging the lack of reasoning in GC´s judgment.  In order to 
assess the degree of similarity between the marks, the GC had taken account of the marketing 
conditions only for a part of the goods concerned in Class 5 (Para. 22). It did not extend this reasoning 
to the other goods in the same Class but annulled the Board’s decision for all goods in that Class 
(Para. 24). According to settled case-law the examination of the grounds for refusal must be carried 
out in relation to each of the goods or services for which TM registration is sought (Para. 25). Even 
though the reasoning may be general for all goods and services concerned where the same ground of 
refusal is given for a category or group of goods and services (Para. 26), such power extends only to 
goods and services which are interlinked in a sufficiently direct and specific way as to form a 
sufficiently homogeneous category or group of goods. The mere fact that the goods are listed in the 
same Class is not sufficient for a finding that such homogeneity exists (Para. 27). The GC drew a 
distinction between goods within the same Class on the basis of the conditions under which they are 
marketed; consequently it was incumbent on the GC to set out reasons with regard to each group of 
goods which it had established within that Class (Para. 28). Finally, the GC failed to provide adequate 
reasoning as to enable the parties concerned to know the grounds of the judgment and the CJ to 
exercise its power of review (Para. 29). 
 
T-379/12; LIFECYCLE / LIFECYCLE, Judgment of 15 October 2013, Electric Bike World Ltd / OHIM – 
en: The GC rejected the CTM applicant’s plea alleging an infringement of Article 75 CTMR so far as it 
did not provide any specific reasoning as regards the similarity between, on the one hand, electric 
bicycles; motorised bicycles in Class 12 and, on the other, exercise bikes included in the goods 
machines for physical exercises in Class 28. The GC stated that, since regular bicycles, electric 
bicycles and motorised bicycles do form part of a homogenous group, the Board of Appeal was 
entitled to confine itself to general reasoning for bicycles and electric or motorised bicycles and, 
therefore, the Board of Appeal fulfilled its obligation to state reasons, as provided for in Article 75 
(Paras. 38, 39). 
 
T-451/12; STORMBERG I, Order of 24 October 2013, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS – en: As the decision of the Board is sufficiently reasoned, the first plea is rejected 
as manifestly lacking any foundation in law (Para. 31). Also the alleged breach of Article 81(1) 
manifestly lacks any foundation in law. The applicant should not have excluded the possibility that the 
intervener would file a request for conversion of its CTM after it had surrendered it. A party who 
applies for revocation of a CTM on grounds of non-use has a legitimate interest in continuing the 
revocation proceedings in spite of the surrender of the CTM by its proprietor (Para. 48). 
 
T-457/12; STROMBERG, Order of 24 October 2013, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS – en: As the decision of the Board is sufficiently reasoned, the first plea is rejected 
as manifestly lacking any foundation in law (Para. 30).  
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♦ T-448-11; GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Golden Balls Ltd / 
OHIM – en: On Article 8(5) CTMR. The Board of Appeal dismissed the opponent’s claim under Article 
8(5) CTMR without examining it into details. Such an error is however without effect in this case (Para. 
69). Article 8(5) requires identity or similarity of the signs (Para. 70). The marks lack similarity and the 
BoA would thus, in any case, have had to reject the opposition under Article 8(5) regarding non similar 
goods (Paras. 72-73). The opponent’s cross-appeal concerning the violation of Article 8(5) CTMR is 
therefore dismissed 

T-284/12; PROSEPT / Pursept, Judgment of 16 September 2013; Oro Clean Chemie AG v OHIM – 
de: The applicant filed a CTM application for the word mark PROSEPT for “disinfectants” in Class 5. 
The opponent lodged an opposition based on its earlier German trade mark Pursept, registered for 
goods in Class 5, inter alia “disinfectants”. The Opposition Division (OD) granted the opposition on the 
basis of Article 8(1)(b) CTMR. The Board of Appeal confirmed the OD’s decision. Article 76(1) CTMR 
does not oblige the Board to accept factual submissions by one party on the grounds that those have 
not been contested by the other party (Para. 17). The Board of Appeal is free to assess the facts in a 
way different from the parties irrelevant of the conclusions that the parties reach. The fact that the 
Board did not hear the parties in relation to its different assessment of the facts does not constitute a 
breach of the right to be heard (Art. 75 CTMR). The parties must be heard in relation to the relevant 
factual and legal arguments they have no right, however, to be heard in relation to the final 
assessment that the administration will make (Para. 26). 

 
 

2.3 Ultra petita 
 
[no entry] 

 

2.4 Other 
 
C-655/11P; SEVEN FOR ALL MANKIND / SEVEN et al, Judgment of 21 February 2013, Seven for all 
mankind LLC / OHIM – en: The CTM applicant alleged a breach of procedure, since the GC ignored a 
search in trade mark registers showing that there are numerous marks containing the word SEVEN or 
the numeral 7. The CJ found that the alleged procedural irregularity, even if it had been proven, could 
not lead to the setting aside of the judgment under appeal, as it is not established that, in its absence, 
the GC might have reached a different conclusion. The GC did not commit an error in law, as it 
conducted a thorough and comprehensive examination of the sign for which registration is sought. 
The reasoning of the GC on the conceptual and phonetic similarities between the marks at issue is not 
vitiated by a contradiction. 
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C-21/12 P; RESTORE, Order of 17 January 2013; Abbott Laboratories / OHIM – de: The CJ rejected 
the applicant’s arguments that the GC, by combining the meaning of the sign with the goods, in reality 
assessed the sign “RESTORE SOMEONE’S HEALTH” instead of the sign “RESTORE”. On the one 
hand, the applicant seeks a re-evaluation of facts, namely how the relevant public would understand 
the sign “RESTORE” (Para. 70). On the other hand, the GC has assessed the sign “RESTORE”, not 
any other sign. For the GC, the term as such is, with regard to the goods in issue, always connected 
to medical actions (Para. 73). A possible breach against Article 7(1)(b) CTMR is irrelevant as the 
ground for refusal in Article 7(1)(c) CTMR is applicable (Para. 77).  
 
 
 

3. General principles of Community Law 
 
T-353/11; eventer EVENT MANAGEMENT SYSTEMS / Event, Judgment of 21 March 2013, Event 
Holding GmbH & Co. KG / OHIM –en: Regarding the opponent´s argument that the German Federal 
Patents Court had found similarity between ‘entertainment; sporting and cultural activities’ and 
‘restaurant and accommodation services’, the GC emphasized the autonomy of the CTM regime and 
recalled that national case-law could not call into question the contested decision (Paras. 56-58).  
 
C-357/12 P; KINDERTRAUM / KINDER, Judgment of 30 May 2013, Harald Wohlfahrt / OHIM – de: 
The claim that the earlier trade mark was registered “in abuse of law” cannot lead to a refusal of the 
opposition and the decision on it does not belong to the competence of the OHIM (Paras. 43 and 46). 
 
C-354/12; FEMIFERAL / Feminatal, Order of 11 April 2013, ASA Sp. z o.o. / OHIM-pl:  There is no 
infringement of Article 9 TEU, since the principle of equal treatment has to be applied in relation with 
the principle of legality. The CJ recalled its established case-law on this matter (Para. 43). 
 
C-49/13.; Order of 14 November 2013, MF 7 a.s. v MAFRA a.s - cz. The CJ has no jurisdiction to 
answer the questions referred by the Czech Industrial Property Office in its decision of 22 January 
2013. 
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B. PROCEDURE BEFORE OHIM 

1. Admissibility 

1.1 Right to appeal, form, deadline 
 
T-360/11; PATRIZIA ROCHA / ROCHA, Judgment of 10 April 2013, Fercal Consultoria e Servicos, 
Ld, / OHIM –pt: The Court held that the event that starts the time limit for filing the statement of 
grounds is, in conformity with Article 60 CTMR, the day of the notification of the Opposition Division’s 
decision, that is to say, 27 September 2010. In application of Rule 70 CTMIR, the time limit started to 
count the day after the notification and expired on 27 January 2011. It is therefore not correct to 
argue, as the applicant did, that the time limit expired on 28 January 2011. The fact that the statement 
of grounds was sent by post on 27 January does not count. The relevant date to be taken into account 
is the day on which the statement of grounds was received by OHIM, namely 2 February 2011. It is 
the date of reception of the statement of grounds by OHIM which is relevant and not the date on which 
the statement was sent. The argument of the applicant explaining that when it wanted to send the 
statement of grounds by fax, the fax was not working and therefore it had to send the document by 
mail was not accepted. As the statement of grounds was received by OHIM after the expiration of the 
deadline for filing it, it is correct that the Board declared the appeal inadmissible based on Rule 49 (1) 
CTMIR. The action was dismissed in its entirety. 
 
T-378/11 MEDINET, Judgment of 20 February 2013; Franz Wilhelm Langguth Erben GmbH & Co. KG 
/ OHIM – de: The GC rejected the applicant’s claim that the Board should have held an oral hearing. 
The Board had before it all the information needed as a basis for the operative part of its decision 
(Para. 74). 
 
T-608/11; INSTRUMENTS FOR WRITING, Judgment of 27 June 2013, Beifa Group Co. Ltd / OHIM-
en: The GC reiterates that a request for proof of use must be submitted before the Invalidity Division, 
failing which it is automatically inadmissible (Para. 87), as already settled by the case-law relating to 
Article 42(2) and (3) CTMR. Article 42(2) and (3) CTMR applies also, by analogy, to requests for proof 
of genuine use made in the context of RCD invalidity proceedings (Paras. 89-90).  
 
T-236/12; NEO, Judgment of 3 of July 2013, Airbus SAS / OHIM – en: As regards the applicant’s first 
plea [infringement of Articles 64(1) and 59 CTMR], the GC considered that the Board exceeded the 
limits of its powers by re-opening ex officio the examination of the application in respect of the 
services in Class 39 which had been accepted by the examiner.  The GC reasoned that parties to 
proceedings can only appeal a decision which adversely affects them. By contrast, when the decision 
upholds the claims of a party, such party is not entitled to appeal (Para. 23). Accordingly, when the 
application is only rejected in part, the applicant cannot legitimately appeal the decision as regards the 
goods and services which have been accepted. Therefore, even if the decision is appealed in its 
entirety, as in this case, the Board cannot carry out a full examination of the entire application.  
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T-97/11; ROVI PHARMACEUTICALS / ROVI ea, Judgment of 16 September 2013, Rovi 
Pharmaceuticals GmbH / OHIM & Laboratorios Farmacéuticos Rovi S.A. – en: Regarding Article 8(1) 
(b), most of the arguments on the comparison of goods and services are declared inadmissible, as the 
Applicant referred to its grounds of appeal before the Board without identifying the specific paragraphs 
of the contested decision and of its written submissions to OHIM to which it refers.  
 

1.2 New facts, arguments, grounds or evidence 
 

♦ T-413/11; EUROPEAN DRIVESHAFT SERVICES ED, Judgment of 15 January 2013, Welte-Wenu 
GmbH / OHIM – de: New evidence: The Court declared that the Board was right in accepting EU 
Directives, submitted by the invalidity applicant for the first time on appeal, as these concern legal 
matters that can be put forward at any stage of the proceedings and that, as part of the Community 
law, cannot be disregarded by the Office (Para. 33). 
 
T-355/09; WALZERTRAUM/ WALZERTTRAUM, Judgment of 17 January 2013; Reber Holding 
GmbH & Co. KG / OHIM – de: The relevant period for proof of use runs from 13 February 2001 to 12 
February 2006. Contrary to the Board, which had found all pieces of the opponent’s evidence to be 
admissible, the Court rejected the 2007 internet excerpt and the undated photos as inadmissible 
(Paras. 32, 33). The error of the Board has, however, no influence on the contested decision (Para. 
34).  
 
T-80/10; MONTRES, Judgment of 25 April 2013, Bell & Ross BV / OHIM –fr: On the violation of 
Articles 57 and 63 CDR and Article 6 ECHR: The RCD holder claimed that the Board of Appeal was 
wrong to dismiss the additional evidence submitted for the first time on appeal. The GC notes that the 
Board of Appeal justified the dismissal of some of the evidence by the fact that the RCD holder failed 
to give any reason as to why it could not have submitted at an earlier stage, and held that the 
additional evidence was in any event irrelevant. However, as regards the additional views of the 
earlier design, the GC found that the Board of Appeal considered such evidence to be relevant and 
therefore admissible (Para. 80).  
  
C-621/11 P; FISHBONE / FISHBONE BEACHWEAR, Judgment of 18 July 2013, New Yorker SHK 
Jeans / OHIM – en:The Court of Justice confirmed its case-law that the submission of evidence by the 
parties remains possible after the passing of the time limits and that OHIM is in no way prohibited from 
taking into account evidence produced late, stressing that Article 76(2) CTMR grants OHIM broad 
discretion to decide, while giving reasons for its decision in that regard, whether or not to take such 
information into account. In the context of proof of use for opposition proceedings, it pointed out that 
the CTMR does not specify the lime limit within which the relevant evidence must be adduced (Paras. 
22-24). 
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C 121/12 P; PROTIVITAL, Judgment of 3 October 2013, Bernhard Rintisch v OHIM - en. : The applicant 
sought to register the word mark ‘PROTIVITAL’. An opposition based on several earlier German trade 
marks was filed. The Office gave the opponent a deadline by which to substantiate the existence and the 
validity of these earlier marks. The opponent failed to comply with the deadline and the Opposition 
Division (OD) rejected the opposition. Before the Board of Appeal (BoA), the opponent filed the evidence. 
The BoA confirmed the decision concluding that it did not have discretion under Article 74(2) of 
Regulation No 40/94 (new Article 76(2) CTMR) to take into account belated documents, having regard to 
Rule 20(1) CTMIR. The CJ held that the BoA erred in finding that Rule 20(1) CTMIR ruled out the 
possibility of discretion. The third subparagraph of Rule 50(1) CTMIR provides that the Board of Appeal 
must limit its examination to facts and evidence presented within the time-limits unless the BoA finds that 
the facts and evidence must be allowed due to Article 76(2) CTMR. The BoA thus has the discretion to 
decide whether or not to take into account the belated evidence (Paras. 32-36). However, the BoA had 
stated that, if it held the discretion, it would exercise that discretion against the opponent. Although the 
BoA had erred when applying Rule 20(1) CTMIR and Article 76(2) CTMR, it had thus, in effect, exercised 
its discretion as required and thereby remedied this error (Paras. 37-38). 
 
C 122/12 P; PROTIACTIVE, Judgment of 3 October 2013, Bernhard Rintisch v OHIM - en. : The 
applicant sought to register the word mark ‘PROTIACTIVE’. An opposition based on several earlier 
German trade marks was filed. The Office gave the opponent a deadline by which to substantiate the 
existence and the validity of these earlier marks. The opponent failed to comply with the deadline and the 
Opposition Division (OD) rejected the opposition. Before the Board of Appeal (BoA), the opponent filed 
the evidence. The BoA confirmed the decision concluding that it did not have discretion under Article 
74(2) of Regulation No 40/94 (new Article 76(2) CTMR) to take into account belated documents, having 
regard to Rule 20(1) CTMIR. As to if the decision to disregard the evidence was correct, the CJ reiterated 
that the relevant factors to take in to consideration are: 1. If the evidence is likely to be genuinely relevant 
to the outcome, 2. the stage of the proceedings when submission was made and 3. if the circumstances 
do not argue against it being taken into account (see judgments of 13 March 2007, C-29/05 P, ‘ARCOL’, 
para. 44 and of  26 September 2013, C-610/11 P, ‘CENTROTHERM’, para. 113). One of those criteria 
alone is sufficient to establish that it must not take into account the belated evidence (Paras. 39, 45) The 
opponent was aware of Rule 19(2)(a)(ii) CTMIR (requirement to substantiate by renewal certificates in 
time). Furthermore, the opponent had been in possession of the proof of renewal of the as from 15 
January 2007 and had not clarified why he withheld that document until October 2007. It was thereby 
clear that the circumstances did not justify the appellant’s delayed submission (Paras. 40-42). As regards 
the second ground, according to established case-law, the appeal must state precisely the contested 
elements of the judgment which the appellant seeks to have set aside and also the legal arguments in 
support of the appeal. The opponent had failed to do so and the ground was thus rejected as 
inadmissible (Paras. 49-51). 
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1.3 Limitation, including restriction of goods and services 
 
T-104/12; VORTEX/ VORTEX, Judgment of 16 May 2013, Verus Food / OHIM –en: Pursuant to 
Article 64(1) CTMR, the Board of Appeal is called upon to carry out a new, full examination of the 
merits of the opposition in terms of both law and fact (Para. 34). It was allowed to examine the 
admissibility of the partial surrender, since this influences the scope of the opposition and the 
assessment of the likelihood of confusion (Para. 34). The crucial issue of the case was if the Board of 
Appeal was correct in not taking into consideration the limitation of the services of the earlier CTM. 
The Board considered the limitation inadmissible since it changes (broadens) the scope of protection. 
The opponent challenged this finding and insisted on the fact that the change was registered and thus 
accepted by the Office. There was no infringement of Articles 29 and 50 CTMR. The CTM that was 
the basis of the opposition can be considered “the earlier trade mark” only as far as the services 
covered by it are identical with those of the priority mark (Para. 41). The “retail services” were, 
however, not covered by the original list of services of the CTM or the German priority mark. A change 
of the list of services in Class 35 by adding to the original “arranging and concluding of commercial 
contracts, including within the framework of e-commerce” a further qualification “namely retail and 
wholesale services in relation to vehicles, motor vehicle wheels, chassis parts for two-wheeled 
vehicles, (..)”  is not admissible. As stated in the judgement C-418/02 (Praktiker), retail services 
include, in addition to the legal sales transaction, all activity carried out by the trader for the purpose of 
encouraging the conclusion of such a transaction. Thus, it is broader than “commercial contracts” only 
(Para. 43). The opponent does not enjoy the priority of the earlier German registration for “retail 
services” (Para. 46).  
 
♦ T-536/10; PRAMINO / PREMENO, Judgment of 8 November 2013, Kessel Marketing & Vertriebs 
GmbH / OHIM – de: The Court annulled the decision due to an infringement of Article 43(1) CTMR. 
The case-law has recognized that a therapeutic indication is a relevant criterion for restriction of goods 
in Class 5 (with references to the cases RESPICUR and ZUFAL, Para. 44). The limitation is 
admissible as far as it concerns ‘vaginal ovules against vaginal dryness and vaginal infections’ (Para. 
46). It is not admissible as far as the goods applied for were restricted to ‘non-prescription’ medicines.  
This criterion is not valid due to the lack of uniform rules governing sales of medicines requiring 
prescription within the EU (Paras. 47, 31 and 32). The inadmissibility of the limitation as far as it 
concerned the non-prescription medicines cannot lead to the conclusion that it was entirely irrelevant. 
The Board had to take into account the other part of the restriction which is based on the therapeutic 
indication (Para. 49). The decision has to be annulled on this reason (Para. 51). The claimed 
infringement of Article 42 CTMR - as far as it had not been found ill-founded - is therefore irrelevant, 
(Para. 34).  
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2. Essential procedural requirements 

2.1 Right to be heard 
 
T-237/11; BELLRAM / RAM, Judgment of 15 January 2013, Lidl Stiftung & Co. KG / OHIM – en: The 
applicant claimed that the Board of Appeal should have invited it to submit observations on the earlier 
word mark in the proceedings before it, since the Opposition Division had compared the mark applied 
for only with the earlier figurative mark. The Court confirmed that the Board was allowed to base its 
reasoning on the earlier word mark and did not  breach the applicant’s right to be heard by not 
expressly inviting it to submit observations on the earlier word mark. The Court referred to its case law 
that the right to be heard as a principle resulting from Articles 75 and 76 CTMR (Para. 23). It also 
confirmed that the effect of the appeal brought before it is that the Board of Appeal is called upon to 
carry out a new, full examination of the merits of the opposition, in terms of both law and fact (Para. 25 
with a reference to T-191/07 ‘Budweiser’). Since the opposition was based on both, the figurative and 
the word mark, and the CTM applicant was invited by the Opposition Division to file its observation on 
it, the applicant had an opportunity to present, both before the Opposition Division and the Board of 
Appeal, its arguments that there is no likelihood of confusion between the mark applied for and, in 
particular, the earlier word mark. The applicant cannot therefore claim that it could not foresee that the 
Board of Appeal would base its assessment of the likelihood of confusion on the earlier word mark 
(Paras. 27, 28). The Board of Appeal was not required to inform the applicant of its intention to 
replace, in the context of the assessment of the likelihood of confusion, the earlier figurative mark with 
the earlier word mark. Articles 4 (2) and 10 BoA-RoP must be read in conjunction with Articles 63(2), 
75 and 76 CTMR and do not impose an obligation on the Board of Appeal to inform the parties of its 
intention to take account, when assessing the likelihood of confusion, of one or all of the earlier marks 
upon which the opposition is based. 
 
T-137/12; SHAPE OF A VIBRATOR (3D), Judgment of 18 January 2013, FunFactory GmbH / OHIM – 
de: The Board did not infringe the right to be heard (Article. 75 (2) CTMR) (Para. 65). If an applicant 
claims that a trade mark applied for is distinctive, despite OHIM’s analysis, it is for that applicant to 
provide specific and substantiated information to show that the trade mark applied for has an intrinsic 
distinctive character (Para. 50). With regard to the internet evidence attached by the examiner, the 
applicant could not, at Court level, invoke a violation of the right to be heard, because it had failed to 
raise this issue before the Board (Para. 61). 
 
T-33/12; MEDIGYM, Judgment of 8 February 2013; Elke Piotrowski / OHIM – de: The Court 
furthermore rejected the applicant’s claim that its right to be heard had been infringed (Article 75(2) 
CTMR). The applicant was informed of all the relevant factual and legal aspects throughout the 
administrative proceedings. Several aspects mentioned by the applicant were already expressly 
stated in the examiner’s decision. The fact that the applicant had not been sent copies of the relevant 
pages from the Acronyms, Initialism & Abbreviations Dictionary and Collins English Dictionary does 
not infringe its right to be heard as they are generally available sources of information which the 
applicant was able to consult (Para. 25). 
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♦ T-427/11; BIODERMA, Judgment of 21 February 2013, Laboratoire BIODERMA / OHIM, Cabinet 
Continental – fr: The Court held that the Board did not violate Article 75 CTMR as the examination of 
the distinctiveness on the basis of the relevant Greek speaking public was not done in violation of the 
law. The Board did not base its assessment on elements that the parties did not have the opportunity 
to discuss. 
 
T-277/12; Caffè KIMBO / BIMBO, Judgment of 20 March 2013; Bimbo S.A. / OHIM, Café do Brasil 
(Caffè KIMBO) –en: The decision is sufficiently reasoned (Article 75 CTMR) and the right to be heard 
was complied with (Paras. 45-46). 
 
 
T-347/10; 3D BOTTLE, Judgment of 19 April 2013, Adelholzener Alpenquellen GmbH / OHIM – de: 
As far as the infringement of the right to be heard is concerned, the GC states that it is a well-known 
fact that bottles contain lines and creases. Consequently, there was no need for the Office to prove 
this fact with examples and the applicant’s right to be heard was not affected (Paras. 60 – 64). 
 
T-80/10; MONTRES, Judgment of 25 April 2013, Bell & Ross BV / OHIM –fr: The RCD holder also 
complained that the representation of the earlier design had not been communicated by the Invalidity 
Division and that the Board of Appeal failed to sanction the violation of its right to be heard. The GC 
notes that the appeal before it cannot be directed against the decision taken by the Invalidity Decision 
(Para. 85). In any event, the RCD holder’s claim must be dismissed because, at least in the course of 
the appeal phase, the Board of Appeal had communicated the representation of the earlier design. 
Given the functional continuity between OHIM’s first and second instance bodies, the fact that the 
RCD holder was not in possession of such representation during the first instance proceedings does 
not impact on the legality of the Board’s decision (Paras. 88-90). The error committed by the Invalidity 
Division was in any event covered by the fact that the representation of the earlier design was 
communicated to the RCD holder in the context of the procedure pending before the French court 
(Para. 91). 
 
T-104/12; VORTEX/ VORTEX, Judgment of 16 May 2013, Verus Food / OHIM –en: Article 75(2) 
CTMR was not infringed by the fact that the Board did not invite the opponent to file observations on 
the admissibility of the partial surrender. The opponent based its appeal on the fact that the surrender 
should have been taken into consideration, so already presented its position on its admissibility (Para. 
74).  
 
T-608/11; INSTRUMENTS FOR WRITING, Judgment of 27 June 2013, Beifa Group Co. Ltd / OHIM-
en: The RCD holder’s right to be heard was not violated since it had ample opportunity throughout the 
administrative proceedings to express its opinion on the invalidity applicant’s claim that the contested 
RCD lacked individual character (Para. 47). The fact that the rapporteur of the case asked the parties 
to take position in writing on two issues relating to the GC judgment could not give the RCD holder the 
assurance that the legal basis for the decision would remain the same (Paras. 49-50). Article 62 CDR 
does not require that, following resumption of the proceedings after a decision has been annulled by 
the GC, the parties again be invited to submit observations on points of law and fact on which they 
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have already had opportunity to express their views in the course of the administrative procedure 
(Para. 61). The RCD holder’s claim that his right to be heard was damaged by the fact that the finding 
of lack of individual character lacked one degree of administrative review is dismissed: neither Article 
60(1) CDR, nor 62 CDR nor Article 1(d) of Regulation 216/96 (“the Rules of Procedure of the Boards”) 
requires that the case be referred back to the lower adjudicating body (in this case, the Invalidity 
Division) and that the parties be invited to comment on the decision taken in this respect (Paras. 54-
56). In any event, the referral of the case to the Invalidity Division would not have had the effect that a 
request for proof of use of the earlier marks would have become admissible, given that such a request 
(which had been submitted for the first time before the Board) was belatedly filed (Para. 62).  
 

♦ T-599/10; EUROCOOL / EUROCOOL LOGISTICS et al, Judgment of 6 September 2013, Eurocool 
Logistik GmbH / OHIM – de: According to established case-law infringement of procedural rules will 
be taken into account only in cases where the observance of these rules would have led to a different 
result (Para 51). The GC held that although the Opposition Division infringed clearly the applicant’s 
right to be heard, because it had not given to it the opportunity to file any observations against the 
opposition, the applicant had the opportunity to comment on all legal and factual aspects of the case 
during the proceedings before the Board. Consequently, the claimed infringement of the right to be 
heard is unfounded (Paras. 59-63). 

2.2 Adequate reasoning 

T-137/12; SHAPE OF A VIBRATOR (3D), Judgment of 18 January 2013, FunFactory GmbH / OHIM – 
de: The Board did not violate the duty to state reasons in accordance with Article 75 (1) CTMR (Para. 
47). It is not obliged to exhaust every argument put forward by the parties one by one (Para. 41). It is 
sufficient that all facts and arguments of essential importance are dealt with (Para. 42). The Board 
complied with the requirements in the present case. In particular, it adequately studied the shape and 
use of vibrators (Para. 46).  
 
T-25/11; 3D TILE CUTTER, Judgment of 29 January 2013, Germans Boada, SA / OHIM – es: On the 
violation of Articles 75 and 76 CTMR: The GC held that the contested decision made it very clear on 
which points of fact and law the Board based its decision. Moreover, the Board reasoned the 
decisions in relation to all evidence filed (Paras. 109-116). 
 
T-378/11; MEDINET, Judgment of 20 February 2013; Franz Wilhelm Langguth Erben GmbH & Co. 
KG / OHIM – de: The GC rejected the applicant’s argument that the Board had not sufficiently 
reasoned its decision. The Board was not required to carry out a detailed analysis of the decisions 
referred to by the applicant (Para. 17).  
 
T-277/12; Caffè KIMBO / BIMBO, Judgment of 20 March 2013; Bimbo S.A. / OHIM, Café do Brasil 
(Caffè KIMBO) –en: The decision is sufficiently reasoned (Article 75 CTMR) and the right to be heard 
was complied with (Paras. 45-46). 
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T-502/11; Wavy Line / Wavy Line, Judgment of 17 May 2013, Sanofi Pasteur MSD SNC / OHIM – 
de: The Court rejected the opponent’s argument that it had claimed an enhanced level of 
distinctiveness of its earlier rights, which the Board should have taken into account. Although the 
opponent had made this claim before the Opposition Division, which was rejected by that instance, it 
had not sustained it before the Boards of Appeal. The opponent’s statement in its ground of appeal 
that “enhanced distinctiveness is only one of many elements to be taken into account” and that “even 
if there was no enhanced distinctiveness, there would be likelihood of confusion” are not the same as 
expressly claiming that the earlier rights had an enhanced distinctiveness (Para. 23). They in no way 
explain why the OD’s assessment of this issue should have been wrong, nor do they refer to evidence 
submitted in this context (Para. 26). Moreover, the Board decided on the issue of an enhanced 
distinctiveness in any case, namely by following the OD’s decision that such distinctiveness had not 
been proven (Para. 32). Hence, the Court dismissed the claim based on an infringement of Article 76 
CTMR. 
 
T-248/11; PURE POWER, Judgment of 27 June, International Engine Intellectual Property Company, 
LLC / OHIM – en: The Board found at paragraph 25 that the sign is descriptive, although there is no 
reasoning concerning a descriptive character of the mark applied for and the contested decision 
rejected the application solely on the ground of its lack of distinctive character. Since the errors in the 
contested decision may have prompted the applicant to bring this action, each party is ordered to bear 
its own costs. 
 

♦ T-106/12; ALPHAREN / ALPHA D3, Judgment of 3 July 2013, Cytochroma Development, Inc. / 
OHIM-en: In addition, the GC found in relation to an infringement of Article 76(1) CTMR that the 
legality of a decision cannot be questioned on account of a reason which is stated obiter dictum (Para. 
57). 
 
T-236/12; NEO, Judgment of 3 of July 2013, Airbus SAS / OHIM – en: The GC considered, under a 
well-established case-law, that the Board could not be criticized for not following the previous practice 
of the Office or that of the national offices. The GC found that Article 112(2) (b), on the conversion into 
a national trade mark, does not imply that the Board has to carry out a detailed analysis in respect of 
all Member States in order to facilitate a request for conversion by the applicant. Such interpretation 
would distort Article 7(2) (Paras. 57-58). 
 
T-208/12; ROTE SCHNÜRSENKELENDEN, Judgment of 7 July 2013, Think Schuhwerk GmbH / 
OHIM - de: The GC rejected the applicant’s argument based on Article 75. It considered that, on the 
one hand, the applicant had well understood the argumentation of the Board that shoes and shoe 
laces existed in the market in many different forms, shapes and colours. On the other hand, it found 
that the applicant’s arguments did, in reality, not relate to a lack of reasoning, but to the substantive 
issue of whether the sign has distinctive character (Para. 18).  The GC considered there was no 
violation of Article 76 CTMR. Where the Board finds that the sign is devoid of intrinsic distinctive 
character, it may base its’ analysis on facts arising from practical experience generally acquired from 
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the marketing of general consumer goods which are likely to be known by anyone and are in particular 
known by the consumers of those goods. In such a case, the Board is not obliged to give examples of 
such practical experience (Para. 24).  
 

♦ T-34/12; HERBA SHINE / HERBACIN, Judgment of 28 November 2013, Herbacin cosmetic GmbH 
/ OHIM – de:  The opponent challenged the finding of the BoA that only invoices addressed to the 
companies within European Union can be taken into consideration. It submitted that the BoA did not 
apply the provision of Article 15(1)(2)(b) CTMR according to which the use may consist in affixing the 
mark to the goods in the Community only for the purpose of export. The Office submitted in the 
response that the BoA was entitled not to take the invoices into consideration, since they did not prove 
that the goods were produced or even that the mark was affixed to them within the European Union. 
The Court raised on its own motion the question of the lack of reasoning pursuant to Article 75 CTMR. 
It observed that the opponent and the Office interpret the decision of the BoA differently and the 
reasoning in the contested decision does not allow any conclusion about which of these 
interpretations is right (Para. 45). Even if the opponent never claimed that it used the mark for export, 
it provided invoices addressed to companies outside Europe (Para. 47). These invoices were taken 
into consideration in the opposition proceedings, thus, the BoA was obliged to give a reason why it 
dismissed the invoices (Para. 49).  

 
T-428/12; VALORES DE FUTURO, Judgement of 6 December 2013, Banco Bilbao Vizcaya 
Argentaria  S.A. / OHIM – es: As to the argument of the applicant that the Board did not motivate 
enough the decision the Court dismissed this argument as not correct. The Court confirms the 
correctness of the BoA’s reference to the theory of ‘education in values’ to motivate and support its 
decision. The Board of appeal was not obliged to quote and cite concrete examples as the application 
of this theory and the meaning perceived by the relevant public for the expression VALORES de 
FUTURO is a question of public facts (Para. 31).  Article 7(1)(b) CTMR, the applicant’s allegation that 
the sign is distinctive for the other services of Class 41 claimed for (entertainment, sport activities, 
cultural activities, publishing of texts, publishing of books, organisation and direction of events and 
fairs, organisation and direction of workshops for training, vacations camps, videos renting and DVD) 
was rejected by the Court based on the case law applicable to slogans and advertising expressions 
(Paras. 44, 45). First of all the Court rejected the claim of the applicant that the Board did not motivate 
its decision for each particular kind of service in Class 41. The Court maintained that the services 
applied for in Class 41 are sufficiently linked together. 

2.3 Ultra petita 
 
T-277/12; Caffè KIMBO / BIMBO, Judgment of 20 March 2013; Bimbo S.A. / OHIM, Café do Brasil 
(Caffè KIMBO) –en: The GC reiterates that the Office is not bound by the points which are not 
challenged by the parties: ‘The issues of the existence and the scope of an earlier mark are thus not 
factors which can be left to the free assessment of the parties’ (Para. 35).  
 
T-123/12; SMARTBOOK, Judgment of 11 December 2013, Smartbook AG / OHIM – de: The action is 
only admissible as far as it is directed against a refusal of the CTM registration (Para. 22). The Court 
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considered it ‘obviously mistaken’ that the BoA found a ground of refusal for some goods which were 
accepted by the examiner (Para. 29). These goods were not subject of the appeal, and the BoA had 
no competence to examine them (Para. 28).  

2.4   Other 
 
T-80/10; MONTRES, Judgment of 25 April 2013, Bell & Ross BV / OHIM –fr: The RCD holder had 
launched a court action in France against the invalidity applicant as an alleged infringer. The invalidity 
applicant filed a counterclaim alleging that the earlier RCD was devoid of individual character. The 
RCD holder claimed that both the Invalidity Division and the Board of Appeal violated Article 91(2) 
CDR by failing to suspend the proceedings until the French court adopts a final ruling on the 
counterclaim. The GC confirms that the Board of Appeal was right not to suspend the proceedings in 
view of the fact that the French court had decided to stay such proceedings pending the decision to be 
taken by the Invalidity Division (Paras. 52-53). 
 
T-284/11; METROINVEST/ METRO et al, Judgment of 25 April 2013; Metropolis Inmobiliarias y 
Restauraciones, S.L. / OHIM – en: The GC rejects the alleged infringement of Articles 6 and 14 ECHR 
(Paras. 61 et seq.). 
 
T-338/12; K9 PRODUCTS / K9, Judgment of 18 of June 2013, Rocket Dog Brands LLC / OHIM – en:  
Finally, the GC stated that the obligation to take into account decisions already taken in respect of 
similar applications does not amount to taking into account the arguments raised by a party made in 
the context of other proceedings which concern similar products (Para. 59). 
 

3. General principles of Community Law 
 

T-356/11; EQUIPMENT, Judgment of 16 May 2013, Christian Restoin / OHIM –fr: On the applicant’s 
argument that the word mark EQUIPMENT has been registered in France, Canada, Australia, Hong 
Kong, USA, United Kingdom and Singapore, the General Court recalled the case-law according to 
which the CTM regime is an autonomous legal system which pursues objectives particular to it; it 
applies independently of any national system. That is so even if such a decision was adopted in a 
country belonging to the linguistic area from which the word mark in question originated. 

 
♦ T-396/11; ultrafilter international, Judgment of 30 May 2012, ultra air GmbH / OHIM – de: The 
purpose of the administrative procedure laid down in Article 56(1)(a) CTMR is, inter alia, to enable 
OHIM to review the validity of the registration of a mark and to adopt, where necessary, a position 
which it should have adopted of its own motion under Article 37(1) CTMR. OHIM is required to assess 
whether the mark is descriptive and/or devoid of distinctive character, without the motives and earlier 
conduct of the invalidity applicant being able to affect the scope of the task entrusted to OHIM in 
relation to the public interest. Given that, in applying the provisions at issue, OHIM does not rule on 
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the question whether the rights of the CTM owner take precedence over any rights which the invalidity 
applicant might have, but ascertains whether the rights of the CTM owner were validly obtained in the 
light of the rules governing the registrability of marks, there can be no question of an ‘abuse of rights’ 
on the part of the invalidity applicant (Para. 21). 

 
T-208/12; ROTE SCHNÜRSENKELENDEN, Judgment of 7 July 2013, Think Schuhwerk GmbH / 
OHIM - de: There is no violation of the principle of equal treatment.  Earlier decisions of OHIM in other 
cases do not give a right to the applicant to have his sign registered (Para. 56).   

 
T-156/12; FORM EINES OVALS, Judgment of 12 December 2013, Sweet Tec GmbH / OHIM – de: 

 
On the principle of equal treatment, the CTM applicant referred to the judgment in case C-51/10P and 
argued that the BoA infringed the principles of sound administration not taking into account the 
decisions already taken in respect of similar applications. The GC recalled that the quoted judgment of 
the Court of Justice indeed obliges the Office to take into account its previous decision in similar cases 
and consider with special care whether it should decide in the same way or not (Para. 28). However, 
the same judgment emphasized that the principles of equal treatment and sound administration must 
be consistent with respect for legality. Consequently, a person who files an application for registration 
of a sign as a trade mark cannot rely, to his advantage and in order to secure an identical decision, on 
a possibly unlawful act committed to the benefit of someone else. That examination must be 
undertaken in each individual case. The registration of a sign as a mark depends on specific criteria, 
which are applicable in the factual circumstances of the particular case and the purpose of which is to 
ascertain whether the sign at issue is caught by a ground for refusal (Para. 29). The CTM applicant 
cannot question the finding that the ground of refusal pursuant to Article 7(1)(b) CTMR applies in this 
case, which was confirmed by the GC (Para. 30). 
 

4. Other 
 
♦ T-263/11; Grünes Achteck, Judgment of 6 February 2013, Carsten Bopp / OHIM – de: the GC did 
not accept the argument of the Office that the applicant’s letter could be disregarded since it was not 
sent to the official fax number of the Office (Para. 38-43). Although the cover letter of the Registry of 
the Boards of Appeal included the correct fax number, the applicant could rely on the fact that the fax 
number shown in the letter of the rapporteur was also correct (Para 41). Consequently, the applicant’s 
letter should have been taken into account when deciding whether the sign at issue was apt for 
registration or not (Para. 45). In that letter, the applicant specified and clarified the services covered by 
its sign. According to the GC, it could not be excluded that the Board of Appeal would have taken a 
different decision if it had taken into account this clarification (Para 49). By not considering those 
specified services, the Board infringed Articles 7(1)(b) and (c) CTMR (Para 53). 
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T-25/11; 3D TILE CUTTER, Judgment of 29 January 2013, Germans Boada, SA / OHIM – es: On the 
violation of equal treatment and of Article 14 of the European Convention of Human Rights: The 
applicant argued that there was a violation of this provision, referring to the registration of other 3D 
marks. The GC confirmed that the Board did not violate these principles and that the examples 
mentioned by the applicant referred to products which are not comparable with the one applied for 
(Para. 100). 
 
T-571/11; CLUB GOURMET / CLUB DEL GOURMET EN EL CORTE INGLÉS, Judgment of 20 
March 2013, El Corte Inglés, S.A. / OHIM –es: The GC examined whether OHIM was required to take 
into account, of its own motion, the fact that, under Spanish national law, the protection conferred by 
the earlier mark extended to the goods designated by the marks referred to in the description of 
services (Para. 34). It noted that only EU law falls within the area of law, in which the maxim iura novit 
curia applies, whereas national law is an issue of fact whose content must be demonstrated where 
necessary (Para. 35). It also results from Rules 19(2) and 20(1) CTMIR that it is for the opponent to 
file proof of the scope of protection of the earlier mark and not for OHIM to investigate it (Para. 36). As 
a rule, it is therefore for the party relaying on national law to show that it supports his claims (Para. 
38). Nonetheless, OHIM must in certain cases obtain, on its own motion, information about the 
national law of a Member State. That obligation is subject to two conditions: first, that such information 
is necessary to assess the applicability of a ground for refusal and, in particular, the accuracy of the 
facts and the evidence submitted; and second, that OHIM already has information relating to national 
law, either in the form of claims as to its meaning, or in the form of evidence submitted and whose 
probative value has been adduced (Paras. 39 and 41). In the case at hand, the opponent had not 
expressly argued that the earlier mark was protected for goods and services other than those in Class 
35. Consequently, OHIM was not required to obtain information about Spanish national law or to carry 
out investigations (Para. 43). The GC confirmed that the description of the services of the earlier mark 
does not allow them to be compared with the goods designated by the mark applied for and that the 
opposition had to be rejected for that reason (Paras. 54-55). 
 
T-409/10 and T-410/10; 3D SHAPE OF A BAG, Judgment of 22 March 2013, Bottega Veneta 
International Sàrl / OHIM – it: The GC rejected the applicant’s argument that the examiner had made 
an error in not taking into consideration the woven pattern of the bags’ surface. The Court noted that 
Rule 9(3)(a) CTMIR enables the regularisation of a CTM which has been filed missing the minimum 
formal requirements for the granting of a filing date (Para. 23). In the present cases, no deficiencies 
were detected by the examiner (Para. 25). The representation of a mark must enable the sign to the 
precisely identified (Para. 37). The registration of a sign as a trademark is carried out on the basis and 
within the limits established by the applicant.  
 
♦ T-396/11; ultrafilter international, Judgment of 30 May 2012, ultra air GmbH / OHIM – de: The GC 
emphasized that, whereas relative grounds for refusal protect the interests of proprietors of certain 
earlier rights, absolute grounds for refusal aim to protect the public interest underlying them. This 
explains why Article 56(1)(a) CTMR does not require the invalidity applicant to show an interest in 
bringing proceedings (as opposed to Article 56(1)(b) and (c) CTMR) (Para. 18). The purpose of the 
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administrative procedure laid down in Article 56(1)(a) CTMR is, inter alia, to enable OHIM to review 
the validity of the registration of a mark and to adopt, where necessary, a position which it should have 
adopted of its own motion under Article 37(1) CTMR. OHIM is required to assess whether the mark is 
descriptive and/or devoid of distinctive character, without the motives and earlier conduct of the 
invalidity applicant being able to affect the scope of the task entrusted to OHIM in relation to the public 
interest. Given that, in applying the provisions at issue, OHIM does not rule on the question whether 
the rights of the CTM owner take precedence over any rights which the invalidity applicant might have, 
but ascertains whether the rights of the CTM owner were validly obtained in the light of the rules 
governing the registrability of marks, there can be no question of an ‘abuse of rights’ on the part of the 
invalidity applicant (Para. 21). The Court rejected the CTM owner’s arguments, namely that the 
invalidity applicant only wanted to affix the sign to its own products, that the owner’s former manager 
(now manager of the invalidity applicant) had argued the opposite before and that the invalidity 
applicant engaged in unfair competition, as irrelevant. The Board erred by annulling the decision of the 
Cancellation Division and by rejecting the application for a declaration of invalidity as inadmissible on 
the basis of an alleged ‘abuse of rights’. 
 
♦ T-214/10; DIVINUS, Judgment of 30 May 2013, Moselland eG – Winzergenossenschaft / OHIM – 
de: The assessment of the evidence presented before the Board was wrong (Para. 32). The 
confirmation of the filing of the opposition generated by the internet server of the Office refers to 14 
pages, the number of which corresponds to the notice of the opposition, the statement of grounds and 
the registration certificate with its translation (Paras. 33-37). This error would lead to an annulment of 
the decision, had the Board based it only on this ground (Para. 41). In the subsidiary reasoning, 
however, the Board did analyse the documents, the transmission of which was in question (Para. 42). 
The registration certificate, as it was reproduced in the certification of the transmission and presented 
by the opponent before the Board, did not cover the protected goods and was therefore not sufficient 
to substantiate the opposition (Para. 50). The error in the first part of the decision cannot rebut the 
correct assessment in the second part (Para. 53). The decision has to be annulled due to the 
infringement of Rule 80(2), 82(2) CTMIR. This claim was not made by the opponent in the appeal nor 
in the application to the Court, but during the proceedings. It is, nevertheless, admissible and not 
belated since it is encompassed by the original claim of the infringement of Rules 19(1), (2) and 20(1) 
CTMIR. Within the reasoning, that the Office is responsible for the internet server, the opponent in fact 
referred to the ratio of these provisions (Para. 72). This claim is also well founded. It is apparent from 
the file that the opponent wanted to transmit all necessary documents, but some of them were not 
transmitted entirely. The reason for the error in the transmission is not known. According to the quoted 
provisions related to electronic transmission, the Office was, however, obliged to inform the opponent 
about the mistake and request that the documents be sent once again (Paras. 80, 81). 
 

♦ T-106/12; ALPHAREN / ALPHA D3, Judgment of 3 July 2013, Cytochroma Development, Inc. / 
OHIM-en: Both OD and Board of Appeal had upheld the opposition in its entirety. By judgment T-
222/09, the GC annulled the decision for some goods, because the Board had based the comparison 
of these goods on information which it had collected on the Internet and which could not be 
considered to relate to “well-known facts”. The Presidium of the Boards of Appeal remitted the case to 
another board, for a new decision to be taken pursuant to Article 65(6) CTMR. The rapporteur was 
however the same person. The Board concluded that there is LoC. On further appeal before the GC, 
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the comparison of the signs was not questioned. The CTM applicant complained that the rapporteur of 
the Board who took the first decision was the same rapporteur of the Board who took the second 
decision. The GC observed that, after referral by the Presidium to a different Board, the designation of 
the same rapporteur resulted in the violation of Article 1(d)(2) of the Rules of Procedure of the Boards 
(Para. 27). The GC dismissed the application of Article 137(3) CTMR (which provides that “an 
objection shall not be admissible if, while being aware of a reason for objection, the party has taken a 
procedural step”) to the referral by the Presidium to a different Board (Paras. 27-30). The fact that the 
parties have responded to a communication signed by this rapporteur did therefore not render any 
subsequent objection inadmissible. The GC concludes that the outcome of the decision might have 
been different had the rapporteur been excluded from composition. It is therefore left to conjecture 
whether, if it had not been for the irregularity, the decision would have been the same (Para. 31). The 
GC however decides to examine the remaining pleas. The GC dismissed the applicant’s claim that the 
Board shpuld only have taken note of the earlier GC judgment 8and therefore dismiss the opposition), 
not re-opened the BoA procedure. The GC noted that, in its first judgment, it had not taken position on 
the similarity of the goods, but only prohibited that such examination be based on information found by 
the Board ex officio. “Consequently, OHIM was required to carry out a new examination of the 
similarity of the goods, albeit without referring to that research” (Paras. 42-43). In addition, the GC 
found in relation to an infringement of Article 76(1) CTMR that the legality of a decision cannot be 
questioned on account of a reason which is stated obiter dictum (Para. 57). 
 
 

♦T-320/10; CASTEL, Judgement of 13 September 2013, Fürstlich Castell’sches Domänenamt 
Albrecht Fürst zu Castell-Castell / OHIM and Castel Frères SAS – en: The Court held that the plea 
was inadmissible for two reasons. Firstly, because it was submitted for the first time before the GC 
and, secondly, and more importantly, because in invalidity proceedings the Board is not required to 
examine of its own motion all the absolute grounds for refusal, but only those put forward by the 
applicant. The CTM enjoys a presumption of validity. Therefore, it is for the person who has requested 
the invalidity of the CTM to invoke, before OHIM, the specific facts which call the validity of the CTM in 
question. (Para. 27 to 29). On the references to the administrative file, the CTM proprietor claimed that 
the general reference of the cancellation applicant to documents submitted to the Departments of 
OHIM is inadmissible. The GC accepted the admissibility objection since the general reference to 
documents submitted in OHIM´s instances “cannot be connected to the pleas and arguments 
developed in the application” (Para. 35). The summary of the pleas relied on must be sufficiently clear 
and precise to enable the defendant to prepare its defence and the Court to rule on the action, if 
necessary without any other supporting information (Para. 34). 
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♦T-245/12; GREEN STRIPES ON A PIN, Judgment of 12 November 
2013, Gamesa Eólica, SL / OHIM – en:  
Regarding the second plea, all the matters dealt with by the lower-level department of the Office in the 
decision form part of the legal and factual framework before the BoA, which therefore has jurisdiction 
to examine them. Since the issue of the nature and exact categorisation of the mark applied for must 
necessarily be examined in order to determine whether that mark has a distinctive character and was 
indeed examined by the Cancellation Division in its decision, the BoA had competence to re-examine 
that issue in its decision and, where appropriate, reach a conclusion other than that reached by the 
CD. As far as the plea is questioning the BoA’s competence in this respect, it is unfounded and must 
be rejected. However, as far as it questions whether the BoA’s findings were correct, it is indissociable 
from the first plea in law and will be examined in the context of that plea (Para. 20). As for the first 
plea, in order to assess a potential infringement of Article 7(1)(b) CTMR, the exact nature of the mark 
must first be determined (Para. 32). The Court found it evident from the application form and the 
acknowledgement of receipt of the application, that the mark was registered as a colour mark and that 
this has not been challenged by any of the parties (Para. 35) The question whether the contested 
mark was a colour mark per se, was discussed, in particular during the proceedings before the BoA 
(Para. 36). The arguments put forward by the Office are essentially based on the fact that the trade 
mark application would have been structured differently had the sign been limited to the colour 
combination, to the exclusion of the shape of the shaft (Para. 37). However, the Court found that, 
although the CTM proprietor could have explained how the colours would be applied on wind turbine 
towers, neither the case-law nor any provision of CTM requires it to do so. A CTM applicant is not 
required to represent the contours of the sign by dotted lines in order to indicate that the contours of 
the sign are disclaimed (Para. 38). This leads to the conclusion that the BoA erred in categorizing the 
mark as a two-dimensional figurative mark made up of both colours and the contours of a shaft (Para. 
39). The BoA’s further assessment was thus based on a mistaken perception of the nature and 
characteristics of the mark at issue, which is sufficient to vitiate the entirety of its assessment, as set 
out in the contested decision (Para. 40). 
 
 

CTM applied for 
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II. ABSOLUTE GROUNDS FOR REFUSAL/INVALIDITY  

A. Article 7(1)(a), 52(1)(a) CTMR – Sign of which a CTM may consist 
 
[no entry] 
 

B. Article 7(1)(b), (c) and (d), 52(1)(a) CTMR – Non-distinctive, descriptive, customary 
 
Non-distinctive  
 
T-582/11 and T-583/11; PREMIUM L and PREMIUM XL, Judgment of 17 January 2013, Solar-Fabrik 
AG für Produktion und Vertrieb von solartechnischen Produkten / OHIM – de: The General Court 
dismissed the appeal and decided that the CTM applications had to be refused since they lacked 
distinctive character, Article 7(1)(b) CTMR. The Court confirmed the understanding of the trade marks 
applied for which was the basis for the decision of the Board: ‘premium’ means ‘of best quality’ and 
‘XL’ or ‘L’ are abbreviation used to designate ‘large’ or ‘extra large’ (Para. 22). These abbreviations 
are commonly used as a designation of size also beyond the fashion industry from which they come 
(Para. 26). The understanding of the CTM applications as a reference to the quality and size of the 
goods applied for is obvious. The relevant public will understand them only as advertising slogans 
(Para. 22).  The Court referred to its jurisprudence on slogans, according to which the registration as 
CTM of this kind of trade marks can be refused even if they emit an imprecise message on the quality 
(T-242/02 ‘TOP’, Para. 95 and T-424/07 ‘OPTIMUM’, Para. 26). The argument that the relevant 
professional public will have an enhanced level of attention was dismissed, firstly, because the 
message of the sign was considered obvious and, secondly, because the level of attention of even a 
professional public is relatively limited in case of advertising slogans (reference to the ‘OPTIMUM’ 
judgement, Para. 28). The Court did not decide on Article 7(1)(c)CTMR, since one ground is sufficient 
for the refusal of a CTM application (Para. 37). 
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T-137/12; SHAPE OF A VIBRATOR (3D), Judgment of 18 January 2013, FunFactory GmbH / OHIM – 
de:  
 

CTMA 

 

 
The Court agreed that the sign is devoid of distinctive character (Para. 38). It upheld the Board’s 
finding that the relevant public is the average consumer in the European Union who is of age (not 
disputed) (Para. 24). In order to determine whether the shape departs significantly from the norm or 
customs of the sector, all the usual shapes of the goods in the category ‘vibrators’ have to be taken 
into account. The shape cannot be individualized by narrowing down the product group (Para. 28). 
Even though vibrators often have a longish shape, various shapes exist in the market which have a 
globular, roundish or flattened shape (Para. 29). The shape applied for does not depart significantly 
from the norm or customs of the sector. This finding is not called into question by the composition of 
the aligned balls or the triangular alignment of the buttons on the differently coloured control unit 
(Para. 32). Furthermore, the shape of the goods has to adapt to the human body and has to answer 
the intended purpose. The product is intended to achieve a certain result. It is not likely that the 
consumer will remember the geometrical composition or the other trivial details (Para. 33). The word 
element ‘fun’ does not change the lack of distinctiveness of the 3D element (Para. 36). It is descriptive 
of the goods (Para. 35). The word element ‘factory’ was rightly not taken into account by the Board as 
it was not legible in the application (Para. 37).  
 
T-25/11; 3D TILE CUTTER, Judgment of 29 January 2013, Germans Boada, SA / OHIM – es:  
 
 
 

CTMA 
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The Court agreed with the Board that the relevant public for the goods, manual cutter machines for tiles, 
is made-up of DIY amateurs whose level of attention is not as high as that of professionals but higher 
than that of an average consumer because of the level of detail of the work required to operate the 
machine. The mark applied for is composed of the appearance of the product itself. The shape of the 
machine is banal, with no particular original feature and not easy to remember. The cutter does not 
depart significantly from other shapes of machines to cut tiles that are available on the market (Para. 49). 
Moreover the colours used are commonly used in this market and are not particularly original.  

 
T-104/11; PERLE', Judgment of 1 February 2013, Ferrari F.lli Lunelli SpA / OHIM – it: Where a sign is 
found to be descriptive under Article 7(1)(c) CTMR, it is necessarily also devoid of distinctive character  
pursuant to Article 7(1)(b) CTMR (Para. 32). 

 
CTMA 

 

 
 

 
 

T-409/10 and T-410/10; SHAPE OF A BAG (3D), Judgment of 22 March 2013, Bottega Veneta 
International Sàrl / OHIM – it:  

 
CTMAS 

 

As regards Article 7(1)(b) CTMR, the GC confirmed its settled case-law that the criteria for assessing the 
distinctive character of 3D marks consisting of the appearance of the product itself are no different from 
those applicable to other categories of trademarks. It is necessary to determine whether the mark will 
enable the targeted public to distinguish the goods or services of one undertaking from those of another 
when making a purchasing choice (Paras. 47 - 50). Extrinsic circumstances, such as the marketing levels 
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and product prices cannot be taken into consideration in the assessment of the distinctive character 
(Paras. 56, 57). In the cases at hand, the position of the handles in the one and the shape similar to that 
of a shopper in the other was deemed to be a mere variant of the traditional one and does not represent 
a characteristic capable of attributing a level of personalization which would be eye catching and which 
would attract the attention of the consumers (Paras. 62, 63). 

 
T-383/10; CONTINENTAL, Judgment of 17 April 2013, Continental Bulldog Club Deutschland eV / OHIM 
– de: The Court found that the CTM application was descriptive pursuant to Article 7(1)(c) CTMR which 
was sufficient for its refusal, without it being necessary to examine Article 7(1)(b) CTMR (Para. 71). In 
order to determine the descriptiveness of the CTMA, the Board of Appeal found that it would be 
understood as designating a breed of bulldogs, since the term ‘continental bulldog’, referred to a breed of 
dog, already recognised in Switzerland. The Court confirmed this finding (Para. 29). Even though the 
word ‘continental’ has various meanings, that fact cannot be considered as making it impossible or more 
difficult for the relevant public to make a link between one of the possible meanings of that word and the 
designation of the ‘continental bulldog’ breed at issue. In particular, since it emerges from the extracts of 
the internet websites cited in the contested decision that the new breed was thus named specifically in 
order to set itself apart from the well-known ‘English bulldog’ breed, at least part of the public made up of 
professionals, whose sound knowledge of the field at issue, as well as their linguistic knowledge, must be 
taken into account, could perceive the terminological conflict between ‘continental’ and ‘English’ and 
discern all the more easily a reference to the new breed of dog in the word constituting the trade mark for 
which registration is sought, which seeks to designate dogs and breeding or keeping services thereof 
(Para. 46). 
 
T-347/10; 3D BOTTLE, Judgment of 19 April 2013, Adelholzener Alpenquellen GmbH / OHIM – de: The 
GC confirmed the case law concerning 3D marks which consist of the shape of the goods or its usual 
packaging to the extent that only shapes which depart significantly from the usual appearance may 
comply with the functions of a trade mark (Para. 21). With respect to the applied-for shape the GC 
concludes that it consists of a common shape of a bottle. It is a well-known fact that bottles usually 
contain lines and creases on the as they do in the present case (Para. 27). Finally, the relief on the top of 
the bottle is not striking or unusual enough and will be perceived as a mere decorative element (Paras. 
29, 30). As a whole, the combination of all the elements of the applied-for shape are not distinctive and 
the applicant could not show that the average consumer, who has a low degree of attentiveness with 
respect to the goods in Class 32, would consider the shape as an indicator of the origin of those goods 
(Para. 37).  
 
T-145/12; ECO PRO, Judgment of  25 April 2013; Bayerische Motoren Werke AG / OHIM – en:The GC 
confirmed the Board’s finding about the meanings (from the standpoint of the English-speaking public) of 
‘eco’, a common abbreviation for the word ‘ecological’ (Para. 25), and ‘pro’, which would be perceived as 
meaning ‘professional’ or ‘favourable, positive or supportive’ (Para. 27), and held that the lexical structure 
employed, which consists in placing a laudatory element after a descriptive element, is common in 
advertising language and in the commercial context at issue (Para. 29). The GC therefore confirmed the 
Board’s finding that ECO PRO would be perceived by the relevant English-speaking public, in the field to 
which the application for registration relates, as an indication that the designated goods are intended for 
‘ecological professionals’ or are ‘ecological supporting’ (Para. 31). That public will therefore perceive the 
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semantic content of ECO PRO as providing information on certain characteristics of the goods concerned 
and not as indicating their origin. Accordingly, the applied for trade mark is necessarily devoid of any 
distinctive character with regard to those goods, within the meaning of Article 7(1)(b) (Para. 32). The GC 
stated that a word sign must be refused registration under that provision if at least one of its possible 
meanings designates a characteristic of the goods or services concerned (it also referred to the 
Judgment of 29 April 2010 in Case T-586/08 Kerma v OHIM (BIOPIETRA), Para. 35). 

 
T-640/11; RELY-ABLE, Judgment of 30 April 2013, Boehringer Ingelheim International GmbH / OHIM- 
en: The relevant consumer is the English speaking professional consumer in the EU who is specialised in 
the pharmaceutical field (Para. 15). The Court rejected the applicant’s argument that the Board had 
disregarded the fact that the visual perception was of particular importance in relation to the services. The 
Board had regard to the importance of the visual perception of the sign. It argued with the spelling, which 
relates to visual perception (Para. 18). As regards the distinctive character, the Court emphasized that 
misspellings are not generally conducive to overcoming refusal of registration because the content of the 
sign is immediately comprehensible as laudatory or descriptive. Moreover, where the misspelling of a 
word mark is not perceptible phonetically, it has no effect on the possible conceptual content that the 
relevant public will attribute to that mark (Para. 20). The misspelling of “reliable” is perceptible visually 
rather than phonetically, so there is no conceptual ambiguity for the relevant public (Para. 21). Even 
visually, “reliable” is merely broken down into its verbal root “rely” and its adjectival suffix “able”. The 
laudatory or promotional meaning of the sign will be immediately perceived and understood by the 
relevant public, in particular as it is specialised (Paras. 23, 24). The Court also rejected the applicant’s 
argument that the Board erred in finding that misspellings were a frequent feature of promotional 
messages. Even if this might not be the case for services related to clinical trials, the Board’s statement 
was included purely for completeness sake and cannot lead to the decision being set aside (Paras. 26-
28). “RELY-ABLE” is not a juxtaposition of two words (and the case-law relevant to such juxtapositions 
therefore is not relevant) (Para. 31). The case-law on the use of a hyphen in the context of relative 
grounds for refusal does not offer guidance on the separate question whether an additional hyphen might 
render a sign distinctive for the purposes of absolute grounds for refusal (Para. 32). The registration of 
other CTMs, including the mark “RE-LY”, is not binding. An examination must be undertaken in each 
individual case separately (Paras. 33, 34). 
 
T-356/11; EQUIPMENT, Judgment of 16 May 2013, Christian Restoin / OHIM –fr: The Court held that the 
targeted public by reference to which the existence of an absolute ground for refusal must be assessed is 
the average English speaker consumer in the European Union.  The mark applied for is composed of the 
term ‘equipment’, which is an English word that will be translated in French as “equipement” meaning “the 
means used in an operation or activity”. The word EQUIPMENT can also be translated as the tools or 
means necessary to perform this activity. With this general definition in mind the Board was correct in 
finding that the word “equipment” constitutes information about the nature of the products meaning that 
they constitute elements of a whole (equipment) to be used in the performance of an activity. This 
analysis made by the Board could correctly be extended to services in Class 35 as the services included 
in the application are closely linked to the products. Therefore, the Board did not err in its conclusion that 
the sign is devoid of distinctive character for the products and services.  
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T-178/11; 3D BOTTLE, Judgment of 28 May 2013, Voss of Norway ASA & Nordic Spirit AB / OHIM –en: 
 

 

 
The Court held that the  ‘perfect cylinder’ shape of the CTM proprietor’s bottle, although somewhat 
original, cannot be regarded as departing significantly from the norms and customs of the sector. In 
relation to the non-transparent cap having the same diameter as the bottle itself, the Court confirmed that 
this, too, can hardly be considered to depart significantly from the norms and customs of the sector as it 
is well known that many bottles are closed with a cap made of a different material and colour from the 
body of the bottle. It also added that the diameter of the cap, which is the same as the bottle’s, is a mere 
variant of the existing shapes and cannot be regarded as departing significantly from the norms and 
customs of the sector, even though it is somewhat original. Therefore the GC concluded that the 
contested trade mark is made up of a combination of components, each of which is liable to be in general 
commercial use for packaging the goods covered by the trade mark and is therefore devoid of distinctive 
character. On the combination of the different elements, the Court held that the manner in which the 
components are combined is not capable of giving the mark distinctive character. The GC also confirmed 
that the Board had correctly applied the test established by case –law in order to assess the distinctive 
character of a 3D sign even if the decision is prior to the Freixenet judgment of the Court of Justice. As 
regards the argument of the CTM proprietor that the Board had failed in the assessment of the evidence 
submitted by the cancellation applicant, the GC held that even if the Board did not establish that there 
were other, similar bottles on the market which were also registered, the Board was correct in noting that 
bottles containing alcoholic and non-alcoholic beverages generally have a cylindrical shape and a non-
transparent cap and that the CTM proprietor’s bottle was a mere variant of that commonly-used shape. 
The General Court also confirmed that the Board did not distort the evidence in its possession in correctly 
finding that the lack of a neck – as argued by the CTM proprietor itself, namely the lack of narrowing 
towards the top of the bottle and the bottle keeping the same diameter from the base to the top – meant 
that the bottle was merely a variant of existing shapes of bottles sealed with a cap, which could not be 
viewed as departing significantly from the norms and customs of the sector. The Board of Appeal was 
therefore correct in finding that the registered trade mark was devoid of distinctive character and that it 
could not really be distinguished from the forms of packaging frequently used in the beverages sector. 

 
 
  

CTMA 
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T-126/12; INSPIRED BY EFFICIENCY, Judgment of 6 June 2013, Interroll Holding AG / OHIM-de: There 
are no different criteria for slogans. However, the relevant public’s perception is not necessarily the same 
in relation to marks in certain categories and it could prove more difficult to establish distinctiveness in 
relation to such marks (Para. 20). Marks can express an objective message, even a simple one, and still 
be capable of indicating the commercial origin of the goods or services, in particular, where those marks 
are not merely an ordinary advertising message, but possess a certain originality or resonance, requiring 
little in the way of interpretation by the relevant public, or setting off a cognitive process in the minds of 
that public (Para. 23). The case at hand: The relevant public is made up of specialist consumers. 
Although specialist consumers usually possess a higher degree of attentiveness, their awareness is liable 
to be relatively low for purely promotional indications (Para. 27). The mark is neither grammatically 
incorrect nor syntactically unusual (Para. 30). The internet pages cited by the Board show that the word 
combination is not unusual in English. This is not changed by the fact that those pages show the words 
embedded in a larger text, that many of them refer to the applicant itself or that it was unclear which 
goods or services the internet pages refer to (Paras. 33-35).  “Efficiency” refers to the efficiency of the 
goods and services and not, as claimed by the applicant, the efficiency of the developer of such goods 
(Para. 39). The fact that “inspired by efficiency” might be the company philosophy does not make it 
distinctive (Para. 40). Consumers will understand it as laudatory and advertising reference to the 
efficiency of the goods and services, not as a reference to their commercial origin (Para. 41). Contrary to 
the applicant’s claim, the situation of the present case differs significantly from that of “Vorsprung durch 
Technik”. The latter was a widely known slogan that had been used for many years. It also had a different 
level of originality, resonance and necessity of interpretation (Para. 43). Therefore, the GC “cannot be 
guided by the CJ’s decision in “Vorsprung durch Technik” in the present case” (Para. 43). As the present 
slogan lacks distinctive character within the meaning of Article 7(1)(b) CTMR, it is not necessary to 
assess it under Article 7(1)(c) CTMR (Para. 48). 

 
T-515/11; INNOVATION FOR THE REAL WORLD, Judgment of 6 June 2013, CBp Delphi Technologies, 
Inc., / OHIM-en: Despite a generally high level of awareness of a general public composed of 
professionals, that level can be relatively low when it comes to purely promotional indications, which well-
informed consumers do not see as decisive (see REAL PEOPLE, REAL SOLUTIONS, T-130/01, Para. 
24).  The GC confirms at paragraphs 26 and 27 that the CJ’s judgment VORSPRUNG DURCH TECHNIK 
does not cast doubt on this statement, as the level of awareness of well-informed consumers is low when 
the mark gives purely promotional indications but not when the mark is both a promotional formula and an 
indication of the commercial origin of the goods or services concerned. According to the GC, the sign 
INNOVATION FOR THE REAL WORLD is instantly apparent to the relevant English-speaking public as 
meaning that the goods covered by the mark applied for are innovations for the real world (Para. 30). The 
relevant public will perceive it, directly and without further consideration, as an allusion to innovative 
goods and not as an indication of the commercial origin of such goods (Para 32). Furthermore, the sign 
cannot be perceived other than as a promotional message. It is not sufficiently original or resonant to 
require at least some interpretation, thought or analysis on the part of the relevant public, as that public is 
led to associate that sign immediately with goods which are capable of being marketed by any 
undertaking offering innovative products (Para. 37). 
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T-248/11; PURE POWER, Judgment of 27 June, International Engine Intellectual Property Company, 
LLC / OHIM – en: The general public consists of English speaking D.I.Y. car enthusiast consumers and 
professionals. The word sign PURE POWER may immediately be perceived by the relevant public as 
capable of meaning ‘sheer energy for motion’ or ‘energy that is free from pollutants’.  It conveys a clear 
and unambiguous meaning and does not create a ‘play on words’ such as to confer a fanciful character 
on the sign. It is therefore devoid of distinctive character inasmuch as the relevant public will immediately 
associate the expression PURE POWER with the goods at issue. 
 
T-236/12; NEO, Judgment of 3 of July 2013, Airbus SAS / OHIM – en: The GC declared that the sign 
NEO is descriptive under Article 7(1) (c) since it refers in Modern Greek to something new or modern 
(Para. 37). Given such descriptive character, the sign also lacks a distinctive character under Article 7(1) 
(b) (Para. 44). This finding was sufficient for a refusal under Article 7(1) (b) and (c), without being 
necessary to provide further evidence, as requested by the applicant. The GC thus annulled the Board’s 
decision in so far as it considered that the sign is descriptive and non-distinctive in relation to the services 
in Class 39 (Para. 27), while it dismissed the action as to the remainder. 
 
 
T-208/12; ROTE SCHNÜRSENKELENDEN, Judgment of 7 July 2013, Think Schuhwerk GmbH / OHIM - 
de: 

CTM 
 

 The GC’s approach in relation to marks that are made up of the appearance of a product (only 
acceptable if sign departs significantly from the norm or customs of the sector) applies not only to 3D 
marks, but also to figurative marks and to signs made up of a design on the surface of a product (Para. 
34), such as the present CTM. The sign does not depart significantly from the norm or custom of the 
sector. The GC rejected the applicant’s arguments that consumers of shoes had a high level of attention 
(it’s average, Para. 42) and that red shoe laces were unusual in the sector (they are merely a variety of 
the basic form Para. 47).  
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T-492/11; DARSTELLUNG EINES TAMPONS, Judgement of 12. September 2013, “Rauscher" 
Consumer Products GmbH / OHIM – de:  
 

Mark applied for 

 
 
The Court referred to the case-law regarding the distinctiveness of three dimensional marks that 
resemble the form of the goods (referring to C-136/02P) which is applicable also to figurative marks that 
depict the relevant goods (with reference to C-144/06P). The CTMA presents the usual form of a tampon 
whilst the arrows illustrate its way of functioning (Paras. 21 – 25). The level of attention of the relevant 
public will not enhance its ability to perceive the signs as a trade mark (Para. 26). As far as the Applicant 
referred to the registration of a very similar mark for the same goods, the Board examined it but the 
decision does not show that it considered with especial care whether it should decide in the same way as 
required by the Court of Justice in C-51/10P (Para. 75).  This does not, however, influence the outcome 
of the decision.  
 
T-123/12; SMARTBOOK, Judgment of 11 December 2013, Smartbook AG / OHIM – de: On Article 
7(1)(b) CTMR, the BoA based the refusal on the fact that the term ‘SMARTBOOK’ was a generic term for 
a new kind of computers at the time of filing of the CTM application. The GC confirmed this finding in the 
light of the evidence on file. These are general sources (mainly excerpts from newspapers and computer 
related magazines) which are able to prove the perception of the relevant public (Para. 46). Even if the 
term is not currently used, the distinctiveness of a trade mark has to be assessed with reference to the 
time of the application (Para. 48). The infringement of Article 7(1)(c) CTMR does not need to be 
examined since the existence of one ground listed in Article 7(1)(b)  CTMR is sufficient for refusal. 
 

T-156/12; FORM EINES OVALS, Judgment of 12 December 2013, Sweet Tec GmbH / OHIM – de: 
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On Article 7(1)(b) CTMR, the Court confirmed the case law on three dimensional trademarks displaying 
the form of the product or its packaging. It recalled that the more closely the shape for which registration 
is sought resembles the shape of the product or package, the likelier it is that the shape is devoid of 
distinctive character for the purposes of Article 7(1)(b) CTMR. Only a mark which departs significantly 
from the norm or customs of the sector and thereby fulfils its essential function of indicating origin is not 
devoid of distinctive character for the purposes of Article 7(1)(b) CTMR (Para. 16-18). The consumer will 
not pay much attention to the shape and colour of confectionery and accordingly, it is unlikely that the 
choice of the average consumer will be determined by the shape of the sweet (Para.22). Even if the oval 
shape in the CTM applied for, as emphasized by the CTM applicant, has a complex hollow in its surface, 
this cannot be considered as a significant difference to the shapes of confectionary available on the 
market, as shown by the examples in the file (Para. 25)  
 

Distinctive 
 

♦ T-427/11; BIODERMA, Judgment of 21 February 2013, Laboratoire BIODERMA / OHIM, Cabinet 
Continental – fr: However, the GC took the view that this link is not direct and concrete for dietetic 
substances for medical use in Class 5. The link with ‘skin’ when they are used is too far from the 
perspective of the relevant public. For this product, the Court found that the assessment of the Board 
under Article 7(1)(c) CTMR was incorrect. The same conclusion was reached with regard to Article 
7(1)(b). The CG annulled the Board’s decision as regards dietetic substances for medical use in Class 5 
as the word ‘derma’ is not used frequently in relation with such a product and the mark applied for has a 
minimum of distinctive character for it.  

 
Descriptive 
 

T-104/11; PERLE', Judgment of 1 February 2013, Ferrari F.lli Lunelli SpA / OHIM – it:  
 
 

CTMA 

 

The General Court held that the term ‘perlé’ means a slightly fizzy wine. Since the expression belongs to 
both the French and the English language, the French and the English public’s perception must be 
considered (Paras. 17, 19). In order to determine the relevant target public, the applicant contends that 
professionals in the wine industry are not relevant. According to the applicant, only the public at large is 
the final buyer of the goods concerned, without special knowledge in the field of wines. For these 
consumers the term ‘perlé’ has no meaning (Para. 20). According to the General Court, the knowledge of 
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wine and of wine-making has a cultural impact. Therefore, at least a part of the general public is 
composed of average consumers that have some knowledge of wines and who know the meaning of the 
term ‘perlé’ (Para. 22). Those consumers who do not know the term ‘perlé’ can be advised by 
professionals in the field concerned and can be informed of the meaning of that term when buying wines 
(Para. 23). On the basis of the foregoing, the Board of Appeal was right to conclude that the term ‘perlé’ 
was descriptive for wines and sparkling wines (Para. 27). The General Court confirmed its case law 
according to which, in order for Article 7(1)(c) CTMR to be applied, it is not necessary that a sign is 
actually used for descriptive purposes in relation to the product concerned at the time of the application 
for registration as a trademark. It is sufficient that the sign may be used for such purposes (Para. 30). In 
addition, it is immaterial whether there are synonyms that allow designating the same characteristics of 
the products mentioned in the application for registration of the sign (Para. 31). Where a sign is found to 
be descriptive under Article 7(1)(c) CTMR, it is necessarily also devoid of distinctive character pursuant to 
Article 7(1)(b) CTMR (Para. 32). 

 
 

T-625/11; ECODOOR, Judgment of 15 January 2013, BSH Bosch und Siemens Hausgeräte GmbH / 
OHIM; - de The General Court dismissed the appeal and decided that the CTM application had to be 
refused since it was descriptive of the goods, Article 7(1)(c) CTMR. With regard to the applicant´s claim 
that, as a result of the limitation of the list of goods, the mark no longer covers components of the 
machines and devices, such as doors, but only the machines and devices themselves the Court observed 
that a sign that is descriptive of a characteristic of a component incorporated in a product can also be 
descriptive of the product itself (Para. 26). That is the case where, from the perception of the relevant 
public, the characteristic of the component described by the sign could have a significant impact on the 
essential characteristics of the product itself. In this case, the relevant public will, immediately and without 
further thought, take the characteristic of the component described by the sign to mean the essential 
characteristics of the product in question (Para 26). 

 
T-412/11 and T-426/11; Transcendental Meditation, Judgments of 6 February 2013, Maharishi 
Foundation Ltd / OHIM – en: The relevant public is the public at large, with the exception of ‘instructional 
and teaching material’, which is intended for professionals in the educational sector (Para. 57). The GC 
confirmed that the expressions ‘Transcendental Meditation’ and ‘Méditation transcendentale’ (which 
exists in all languages in closely similar forms) could be understood everywhere in Europe, with the 
exception of Bulgaria and Greece (Paras. 61-67). The GC noted that both words have a meaning and 
that their combination suggested unambiguously ‘the action or practice of focusing one’s mind for a 
period of time, in silence or with the aid of chanting, for religious or spiritual purposes or as a method of 
relaxation, on issues relating to a spiritual realm’ (Para. 72). The CTMAs are therefore descriptive of the 
subject-matter of ‘Instructional and teaching material’ (Class 16) and of the services ‘Education; providing 
of training; entertainment’ (Class 41), ‘Medical services; hygienic and beauty care for human beings’ 
(Class 44) and ‘Personal and social services rendered by others to meet the needs of individuals’ (Class 
45) (Paras. 81-90). The CTMAs inform the public that those services are centred or based on the specific 
type of meditation known as transcendental meditation or that they use that type of meditation for such 
purposes. The GC dismissed the argument that the CTMAs are distinctive since they describe a type of 
meditation offered by the organisation Transcendental Meditation and to distinguish its teaching services. 
This does not render the CTMAs less descriptive (Paras. 91-92). 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

49 

 

 

♦ T-427/11; BIODERMA, Judgment of 21 February 2013, Laboratoire BIODERMA / OHIM, Cabinet 
Continental – fr: The perception of the contested mark by the Greek speaking public is a matter of 
common knowledge and therefore could be used by the Board as a basis of the reasoning. The fact that 
both words, bio and derma, have a Greek origin was discussed in depth by the parties during the 
administrative process. The Board was also right to conclude that the goods and services concerned 
were addressed to the average consumer who is presumed to be normally informed and reasonably 
attentive. As some of the goods and services concern pharmaceutical products, the public is also 
composed of professionals of the health sector. The neologism BIODERMA indicates the natural origin of 
a product for the skin or refers to services of natural treatments for the skin. The Board was correct to find 
a concrete and direct link between the meaning of BIODERMA and the products in Class 3 as these 
products are used for the skin. This is also the case for pharmaceutical products in Class 5 as some of 
these products are used to treat the skin. The link exists also for hygienic products in Class 5. In relation 
to the services of beauty salons, advice in the field of hygiene, treatments in the field of cosmetology and 
dermatology, body treatments and beauty treatments, all these services relate to the treatment of the 
skin. It is therefore also correct that the Board found the mark to be descriptive for these services in Class 
44. The GC also confirmed the assessment of the descriptiveness of the mark for those products and 
services that have as essential objective to preserve the skin when they are used or put in place. This is 
the case for lotion for the hair and perfumes in Class 3, hairdresser salons in Class 44, disinfectants or 
plasters in Class 5 and for preparations to clean and wash in Class 3. 
 
T-294/10; CARBON GREEN, Judgment of 11 April 2013, CBp Carbon Industries, Inc., / OHIM – en: The 
GC declares that, although the combination of the words CARBON and GREEN may appear paradoxical, 
it corresponds precisely to the description of the characteristics of the goods which, although composed 
of a chemical element associated with detrimental effects on the environment, are developed from 
reclaimed and recycled materials. The alleged contradiction simply shows the direct and specific 
relationship between the sign CARBON GREEN and the goods concerned (Para. 27). The GC recalls 
that it is sufficient that the Board applied the descriptiveness test, as interpreted by case-law, in order to 
reach a decision. It was not obliged to justify its action by the production of evidence (Para. 39). The GC 
found that it is reasonable to envisage that the sign CARBON GREEN may, in the future, be associated 
in the mind of the relevant public with similar goods, so that they may immediately perceive, without 
further thought, a description of the characteristics of those goods (Para. 45). 

 
T-544/11; STEAM GLIDE, Judgment of 16 of January 2013; Spectrum Brands (UK) / OHIM – en: As 
regards the refusal to register a trade mark or to invalidate it based on Article 7(1)(c) CTMR, there must 
be a sufficiently direct and specific relationship between the sign and the goods or services in question to 
enable the public concerned immediately to perceive a description of the goods and services or one of 
their characteristics (Para. 21). It is not necessary that the signs composing the mark are in use in a way 
that is descriptive of the goods or services. It is sufficient that such signs and indications could be used 
for such purposes (Para. 24). The relevant consumer is an average consumer from the United Kingdom, 
Ireland and Malta (Para. 25). Each of the words of which the expression ‘steam glide’ is composed is 
descriptive of a characteristic of the goods in issue (Para. 30). The word ‘steam’ is directly descriptive. 
The term ‘glide’, when it is specifically associated with the goods in issue, directly describes the 
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movement of an iron used to press clothes (Para. 29). A combination of words such as ‘steam’ and ‘glide’ 
is not unusual in English and it is not unusual either that the word “steam” is combined with a verb (Paras. 
32, 33). There is no perceptible difference between the expression ‘steam glide’ and the mere sum of the 
words of which it is composed (Para. 35).  It is sufficient that one of the absolute grounds for refusal listed 
in Article 7(1) CTMR applies (Para. 46). Moreover, a word mark which is descriptive under Article 7(1)(c) 
CTMR is necessarily devoid of distinctive character under Article 7(1)(b) CTMR. 
 
T-33/12; MEDIGYM, Judgment of 8 February 2013; Elke Piotrowski / OHIM – de: The Board’s decision 
does not infringe Article 154 in conjunction with Article 7(1)(c) CTMR. The element “gym” will be 
understood by the English speaking public as abbreviation of “gymnasium” or “gymnastic” (not disputed) 
(Para. 37). “Medi” is the root of the adjective “medical” and an abbreviation of the term “medicine”. 
Furthermore, “medi” is a common component of numerous terms in the medical field (Paras. 38-40). 
Consumers of the relevant goods will understand “medi” as reference to the use of these goods in the 
medical field, even though the term might have other meanings in other contexts (Paras. 42-44). The 
elements are combined in accordance with the rules of English grammar (not disputed) (Para. 51). The 
relevant consumers will directly understand “MEDIGYM” as “medical gymnasium” or “medical gymnastic” 
and therefore as a direct reference to the purpose of the goods (Para. 55-57). 
 
T-61/12; SLIM BELLY, Judgment of 30 April 2013, ABC-One Produktions- und Vertriebs GmbH / OHIM -
de: The CTMA has to be refused pursuant to Article 7(1)(c) CTMR as it is descriptive of the purpose of 
the goods and services. SLIM BELLY will be understood by the English public. Both words are listed in 
dictionaries, the composition follows common expressions like „slim-ankled“, „slim-legged“, „slimbuilt“ or 
„slim-tailed“ (Para. 24). The examiner and the Board correctly considered it a well-known fact that the 
consumer will perceive a “slim (thin) belly” as a symbol of beauty and fitness. Well-known facts (those 
shown by practical experience generally acquired in the relevant field and likely to be known by anyone) 
do not need to be proven (Para. 28 with the reference to C-25/05 P Para. 54). The decision was well 
reasoned. The existence of a ground of refusal has to be reasoned in relation to any good of service 
applied for or a homogenous group of those (Para. 33 with a reference to the previous cases law).   

 
T-244/12; fluege.de, Judgment of 14 May 2013, Unister GmbH / OHIM-de: The CTMA is descriptive 
pursuant to Article 7(1)(c) CTMR for the related services. It consists of the joined elements ‘fluege’ and 
‘.de’, the first of those elements being a variant, written in lower case and with the group of letters ‘ue’ in 
place of the letter ‘ü’, of the German word ‘Flüge’ (flights) and the second of those elements being a top-
level domain associated with a country or an independent territory (country code Top-Level Domain 
(ccTLD), in this case Germany (Para. 21). The relevant public is used to certain particular features of the 
writing of internet addresses. Internet addresses are normally written in lower case letters. Special 
characters such as the letters ‘ä’, ‘ü’, ‘ö’ and ‘ß’ are often replaced by the groups of letters ‘ae’, ‘ue’, ‘oe’ 
and ‘ss’. As a consequence, the relevant public, which is aware of those particular features, would not 
perceive them as diverging from common linguistic practice (Para.22). The fact of joining an element 
corresponding to a top-level domain (for example, the top-level domain ‘.de’) to a descriptive term devoid 
of distinctive character does not have the effect of conferring on the resulting sign – which is 
spontaneously identifiable by the relevant public as a domain name and, therefore, as a reference to an 
internet address – a distinctive character. The distinctive part of such a domain name is not the top-level 
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domain, which may consist of a dot and a group of letters corresponding to the national extension, but, at 
most, the second-level domain to which the top-level domain is joined (para.26). A domain name, as 
such, refers, at most, only to an internet address, and not to the commercial origin of goods or services of 
a specific producer or supplier (Para.28). There is a distinction between the rights derived from the 
registration of a domain name, on the one hand, and the rights derived from the registration of a sign as a 
CTM, on the other hand. Thus, the fact that a party possesses a domain name, such as the domain name 
‘fluege.de’, does not mean that that domain name can, by reason of that fact, be registered as a CTM 
(Para.29).  
 
T-598/11; Lean Performance Index, Judgment of 12 June 2013, MPDV Mikrolab GmbH / OHIM- de: The 
relevant consumer is the English speaking professional public in the EU with knowledge and experience 
in business administration (Para. 13). The combination ‘Performance Index’ has a widespread use in 
business administration and is often combined with an adjective (e.g. ‘Environmental Performance Index’, 
‘Cost Performance Index’). Lean is another word for ‘slim’. The Board was correct in assessing that the 
CTMA would be perceived as an index for measuring the efficiency of working methods (Para. 29). The 
Board assessed the descriptiveness of the mark correctly in relation to three homogeneous groups of 
services, i.e. consultancy services, business management and office works (Paras. 38, 42, 45). The mark 
is descriptive for all of them (Paras. 37, 40/41 and 44). 
 
T-236/12; NEO, Judgment of 3 of July 2013, Airbus SAS / OHIM – en: The GC declared that the sign 
NEO is descriptive under Article 7(1) (c) since it refers in Modern Greek to something new or modern 
(Para. 37). This finding was sufficient for a refusal under Article 7(1) (b) and (c), without being necessary 
to provide further evidence, as requested by the applicant. The GC thus annulled the Board’s decision in 
so far as it considered that the sign is descriptive and non-distinctive in relation to the services in Class 
39 (Para. 27), while it dismissed the action as to the remainder. 
 
T-428/12; VALORES DE FUTURO, Judgement of 6 December 2013, Banco Bilbao Vizcaya Argentaria  
S.A. / OHIM – es: On Article 7(1)(c) CTMR, the Court notes that the applicant does not challenge the 
definition of the relevant public. Regarding the meaning of the expression Valores de Futuro, the Court 
confirms the validity of the assessment of the Second Board of appeal’s decision (Paras. 18 and 19 of the 
contested decision) the expression is a meaningful expression in Spanish language. In relation with the 
descriptiveness of the sign for the services of ‘education and training’ in Class 41, the Court upheld the 
assessment of the Board of appeal when it said the expression VALORES de FUTURO is a sign capable 
of designating the type or the objectives of the services of ‘education and training’. The relevant public 
will understand that the education and training services will pursue the objective of transmitting values. In 
relation with the allegation of the applicant that the expression is not used in the field of education and 
training the Court, referring to established case law (T-193/99 DOUBLEMINT), confirming that the fact 
that the expression may have other meanings is not relevant for the assessment that the sign is 
descriptive in relation with the type or the objectives of the services claimed for. Even if the expression is 
not common in the Spanish market of education and training services the two elements that compose the 
expression: VALORES and FUTURO indicate firstly, the possible content of these services and the 
secondly makes reference to the moment in which this content may be obtained. Therefore the public 
who is familiar with these two concepts will, when confronted with the full expression make a concrete 
and direct link between the meaning of the sign and the services. On the other argument, that the Board 
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had made an incorrect assessment of the distinctiveness of the signs, the Court maintained that the 
relevant public, when confronted with the expression VALORES DE FUTURO, will perceive a laudatory 
promotional message, whose only objective is to give a positive view to the services involved (Para. 54).  
  
 
♦T-320/10; CASTEL, Judgement of 13 September 2013, Fürstlich Castell’sches Domänenamt Albrecht 
Fürst zu Castell-Castell / OHIM and Castel Frères SAS – en:  The disputed CTM will be perceived by the 
relevant public as being a reference to the wine-producing municipality of Castell (Para. 76) and therefore 
must be held to be descriptive of the goods it is registered for (Para. 79). Relevant factors for the above 
decision are the awareness of the relevant public of the earlier geographical indication (Para. 77), which 
results in a sufficiently direct and specific link between the disputed mark and ‘alcoholic beverages 
(except beers)’, and that the mark will be perceived by the relevant public as designating a characteristic 
of those goods, namely their geographical origin (Para. 78). 
 

 
Not descriptive 
 

♦ T-427/11; BIODERMA, Judgment of 21 February 2013, Laboratoire BIODERMA / OHIM, Cabinet 
Continental – fr: The perception of the contested mark by the Greek speaking public is a matter of 
common knowledge and therefore could be used by the Board as a basis of the reasoning. The fact that 
both words, bio and derma, have a Greek origin was discussed in depth by the parties during the 
administrative process. The Board was also right to conclude that the goods and services concerned 
were addressed to the average consumer who is presumed to be normally informed and reasonably 
attentive. The GC took the view that the link is not direct and concrete for dietetic substances for medical 
use in Class 5. The link with ‘skin’ when they are used is too far from the perspective of the relevant 
public. For this product, the Court found that the assessment of the Board under Article 7(1)(c) CTMR 
was incorrect. The same conclusion was reached with regard to Article 7(1)(b). The CG annulled the 
Board’s decision as regards dietetic substances for medical use in Class 5 as the word ‘derma’ is not 
used frequently in relation with such a product and the mark applied for has a minimum of distinctive 
character for it.  
 
T-313/11; MATRIX-ENERGETICS, Judgment of 21 November 2013, Günter Heede / OHIM – de: The GC 
confirmed that even though a CTM application has been published, this does not mean that the Office 
cannot refuse the application based on absolute grounds for refusal. Such grounds can be assessed at 
any moment during the procedure for registration (Para. 24). It correctly heard the applicant before taking 
its refusal decision (Para. 25). It is not disputed that the relevant public for the services in Class 35 is a 
specialised public (Para. 40). Within the general public to which the other services are addressed, the 
BoA could rightly take into account that such a public included a smaller group, to which the services are 
principally addressed, in the present case, those interested, for example in education relating to health 
care (Para. 43). As regards the evidence relating to the descriptive character, the GC rejected the 
applicant’s argument that the Office had wrongly taken into account evidence dated after the filing date. 
Although the descriptive character of a sign has to be assessed as on the filing date, this does not 
exclude that under certain circumstances evidence dated after the filing date allows conclusions to be 
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drawn as to the situation at the filing date. Moreover, it is sufficient that the sign can be used 
descriptively; there need not be evidence of actual use (Paras. 47 – 51). The BoA rightly found that the 
sign applied for would be understood by German and Austrian consumers as a reference to an alternative 
cure and was, therefore, descriptive for all the specified services (Paras. 61 – 67). This conclusion is not 
hindered by the fact that there are two German trade marks for this term (Paras. 64, 65). There is thus no 
infringement of Article 7(1)(c) CTMR. As one ground for refusal is sufficient, there is no need to decide 
about Article 7(1)(b) CTMR. 
 

C. Article 7(1)(e), 52(1)(a) CTMR – Shape 
 
[no entry] 

D. Article 7(1) (f), 52(1)(a) CTMR – Public policy/morality 
 
T-52/13; FICKEN, Judgment of 14 November 2013, Efag Trade Mark Company GmbH & Co. KG / OHIM 
– de: The Court confirmed that the registration was contrary to public policy and accepted principles of 
morality. For Article 7(1)(f) CTMR to apply the term does not need to be discriminatory, offensive or 
grossly degrading. The word applied for is a rude expression in a sexual context and will be considered 
as vulgar and obnoxious by the relevant part of the public (Para. 16). In the examination of this ground for 
refusal has to be based on the perception of a reasonable person with a normal level of sensitivity (Para. 
18). (See hereto T-417/10 “!Que Bueno ye! HIJOPUTA”, Para. 17 and T-526/09 “PAKI”, Para 12). The 
fact that the word applied for is used in literature and art does not change the conclusion that it cannot be 
registered (Para 29). The refusal pursuant to Article 7(1)(f) CTMR does not depend on the word applied 
for being a swearword or a term of abuse (Para. 32). The German registration of the same term is not a 
valid argument for a registration as a CTM due to the autonomous character of the Community trade 
mark law (Para. 42). 
 
T-54/13; FICKEN LIQUORS, Judgment of 14 November 2013, Efag Trade Mark Company GmbH & Co. 
KG / OHIM – de: The Court confirmed that the registration was contrary to public policy and accepted 
principles of morality. For Article 7(1)(f) CTMR to apply the term does not need to be discriminatory, 
offensive or grossly degrading. The word applied for is a rude expression in a sexual context and will be 
considered as vulgar and obnoxious by the relevant part of the public (Para. 18). In the examination of 
this ground for refusal has to be based on the perception of a reasonable person with a normal level of 
sensitivity (Para. 21). (See hereto T-417/10 “!Que Bueno ye! HIJOPUTA”, Para. 17 and T-526/09 “PAKI”, 
Para. 12). The use of the word applied for in literature and art does not make it able to be registered as a 
CTM (Para 33). The German registration of the same term is not a valid argument for a registration as a 
CTM due to the autonomous character of the Community trade mark law (Para. 46). 
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E. Article 7(1)(g), 52(1)(a) CTMR – Deceptive 
 
[no entry] 
 

F. Article 7(1)(h) and (i), 52(1)(a) CTMR – Emblems etc 
 
♦ T-413/11; EUROPEAN DRIVESHAFT SERVICES ED, Judgment of 15 January 2013, Welte-Wenu 
GmbH / OHIM – de:  

 
CTM      Emblem of Intergovernmental 

Organization 

 

 

 
 

The GC confirmed that the CTM was registered contrary to Article 7(1)(h) CTMR. It agreed that the CTM 
contained a heraldic imitation of the flag of the Council of Europe/European Union, referring, in particular, 
to the blue background (independent of the difference in the shade of blue) (Para. 42) and the Board’s 
consideration that the general consumer, from a heraldic point of view, would not necessarily take note of 
the difference in the colour of the stars (Paras. 43 and 44). The Court also agreed that the CTM was of a 
nature to suggest to the public that a connection exists between the CTM and the European Union. There 
are numerous EU Directives that apply to the relevant goods and show that the EU is active in these 
fields (Paras. 46 and 51). The Court agreed that the relevant public is not only composed of professionals 
in the sector, but also covered the general consumer, who can be the owner of a car. Such owners have 
an interest in having their cars fitted with parts that are in accordance with quality and safety norms (Para. 
57). The mere fact that such consumers are advised by professionals when purchasing a car or parts for 
it does not mean that they are ignorant of marks or other signs referring to such parts, for example on the 
packaging, in documents or brochures (Para. 57). Moreover, even as regards professionals the possibility 
of making a connection between the sign and the Organization is not excluded (Para. 66). The CTM 
owner did not proof otherwise (Para. 68). Different from Article 6ter (1)(a)PC, for which it is sufficient that 
the sign contains the emblem or its heraldic imitation, Article 6ter(1)(c) PC has to be considered in an 
overall assessment. It is not excluded that the other elements of the sign can lead to the overall 
conclusion that the public would not connect the sign to the Organization (Para. 59). The suggestion of a 
connection does not only include cases where the public would believe that the goods or services stem 
from the Organization, but also those where it could believe that they have the approval or warranty of the 
Organization or are linked to it in another way (Para. 61). In the present case, the other elements of the 
sign do not exclude the suggestion of a connection. The figurative element will be regarded as reference 
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to the goods, while the word elements ‘european’ and ‘services’ increase the suggestion of a connection 
as they could be perceived as referring to approval, quality control or warranty services of an official EU 
agency in relation to the goods (Para. 64).  
 
T-3/12; MEMBER OF €E EURO EXPERTS, Judgment of 10 July 2013, Heinrich Kreyenberg / OHIM – 
de:   
 
 

CTM Number 6 110 423 
 

 
 
 
The General Court found that the EURO-symbol was an emblem of particular public interest within the 
meaning of Article 7(1) (i) CTMR. It did not make a difference that not all EU Member States were also 
members of the Monetary Union. Furthermore, the EURO-symbol was not excluded from protection 
under Article 7(1)(i) CTMR merely because it was a currency symbol. The Court further clarified that not 
only identical reproductions of the emblem as a trade mark or as part of a trade mark were barred from 
registration under Article 7(1) (i) CTMR, but also imitations of that symbol (parallel to Article 7(1) (h) 
CTMR and Article 6ter PC). As regards the CTM in issue, the General Court considered that the 
differences between the sign contained in the CTM and the EURO-symbol (proportions, colour, link to 
letter “e”) were unlikely to be perceived by the average consumer. It is that consumer who is relevant 
when it comes to determining whether there is an imitation, not the heraldic expert. As regards the 
connection made by the public (Article 6ter (1)(c) PC), the Court decided that Article 7(1) (i) CTMR, as 
Article 7(1) (h) CTMR, applied to symbols of international intergovernmental organizations also if, without 
misleading the public as to the origin of the goods, the public could believe that the goods and services 
are endowed with the approval or guarantee of the body to which the emblem refers. The Board of 
Appeal was correct in its finding that it could not be excluded, in view of the vast variety of areas in which 
the EU has competencies, that the public would assume that the goods and services provided under the 
mark belonged to an area in which the EU has become active. Moreover, none of the other elements of 
the CTM detract the public from making the connection. The word element “member of euro experts” 
creates the impression that there is a limited circle of Euro specialists that have been officially recognised 
and thus approved by the EU. 
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G. Article 7(1)(j) and (k), 52(1)(a) CTMR – Geographical indication for wines and spirits – 
agricultural products and foodstuffs 
 
♦T-320/10; CASTEL, Judgement of 13 September 2013, Fürstlich Castell’sches Domänenamt Albrecht 
Fürst zu Castell-Castell / OHIM and Castel Frères SAS – en:  The GC upheld the appeal and annulled 
the decision of the BoA. The relevant public was established to be the average consumer of everyday 
consumers´ goods (Para. 51). The difference between the mark and the geographical indication was 
found to be insignificant and unable to outweigh the resemblance between them (Para. 70).  The 
contested CTM lacks any additional elements, able to weaken the similarity to the geographical indication 
(Para. 71). The word ‘castel’, even though used frequently in the wine sector, usually does not appear by 
itself and the relevant public is unaccustomed to being confronted with the term used on its own for 
designation of wines (Para. 73). The difference in meaning could not alter the finding as to the absence of 
a perceptible difference between the two terms from a semantic point of view, because of the minimal 
spelling difference (Para. 74). Consequently, the disputed CTM will be perceived by the relevant public as 
being a reference to the wine-producing municipality of Castell (Para. 76) and therefore must be held to 
be descriptive of the goods it is registered for (Para. 79). Relevant factors for the above decision are the 
awareness of the relevant public of the earlier geographical indication (Para. 77), which results in a 
sufficiently direct and specific link between the disputed mark and ‘alcoholic beverages (except beers)’, 
and that the mark will be perceived by the relevant public as designating a characteristic of those goods, 
namely their geographical origin (Para. 78). Although the applicant raised infringement of Article 7 (g) and 
(j) as well as the descriptiveness, the Court found it was sufficient that one of the absolute grounds for 
refusal listed in Article 7 (1) applied (descriptiveness).   
 
 

H. Article 7(3), 52(2) CTMR - Distinctiveness acquired through use 
 
T-104/11; PERLE', Judgment of 1 February 2013, Ferrari F.lli Lunelli SpA / OHIM – it: As regards the 
proof of use under Article 7(3) CTMR, the General Court held that the applicant failed to furnish sufficient 
evidence of said use in all the relevant Member States. The General Court confirmed that the distinctive 
character acquired through use of a sign must be demonstrated in all the Member States in which the 
existence of such a ground for refusal was found (Para. 38). 
 
T-25/11; 3D TILE CUTTER, Judgment of 29 January 2013, Germans Boada, SA / OHIM – es: The GC 
confirmed that acquired distinctiveness had not been demonstrated in at least a significant part of the EU 
territory. The evidence filed concerns only a part of the Union’s territory namely: Spain, Portugal, the 
United Kingdom, Poland and France (Paras. 72, 73). The Board made no mistake when it concluded that 
the sales figures and the budget for publicity of the applicant did not suffice to demonstrate that its mark 
had acquired distinctiveness. The figures do not show the market share acquired by the sign because 
they do not contain the sales figures and publicity budget of competitors (Para. 79). Moreover, the GC 
confirmed the assessment of the Board when it took note that the evidence filed by the applicant did not 
show the shape of the machine alone but the machine labelled with a number of verbal signs such as 
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RUBI, RUBI TS; or RUBI T 30. The same can be said for the advertising material filed as all the 
reproductions of the shape are accompanied by a verbal or a figurative sign (Paras. 82-85). 

 
T-412/11 and T-426/11; Transcendental Meditation, Judgments of 6 February 2013, Maharishi 
Foundation Ltd / OHIM – en: The applicant’s plea concerning the violation of Article 7(3) CTMR is 
inadmissible to the extent that the Board did not assess the proof of acquired distinctiveness and limited 
itself to refer the case back to the examiner for that purpose (Paras. 100-101). 
 
T-409/10 and T-410/10; 3D SHAPE OF A BAG, Judgment of 22 March 2013, Bottega Veneta 
International Sàrl / OHIM – it:  As regards Article 7(3) CTMR, the GC confirmed its settled case-law 
regarding the test to check whether Article 7(3) CTMR can be applied, i.e., among others, that at least a 
significant part of the relevant public, thanks to the mark alone, identifies the commercial origin of the 
goods concerned in the territory where the sign was originally devoid of distinctive character (Paras. 74 - 
78). The GC confirmed the assessment of the probative value of the evidence submitted by the applicant 
to show acquired distinctiveness, namely that it was insufficient. It is not clear whether the sales figures 
submitted by the applicant relate to the mark as applied for. The magazine excerpts are only in a limited 
number of EU languages (Para. 101). 
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RELATIVE GROUNDS FOR REFUSAL/INVALIDITY  

A. Article 8(1)(a), 53(1)(a) CTMR – Identical signs/g&s 
 
[no entry] 
 

B. Article 8(1)(b), 53(1)(a) CTMR – Likelihood of confusion 
 
Likelihood of confusion (LOC) 
 
T-568/11; Interdit de me gronder IDMG / DMG, Judgment of 11 January 2013, Kokomarina, Vana Real 
State / OHIM – en:  

 
CTMA Earlier Benelux mark 

 

 
  DMG 

 

 
 

On the comparisons of the signs, the Court confirmed its’ judgment in ‘La Victoria de Mexico’ (T-205/10) 
that when a sign is a complex one, comprising verbal and figurative elements, the verbal ones are, 
generally, more distinctive than the others (Para. 38). In the present case, the dominant element of the 
complex sign is the letter combination IDMG in bold, in which the letters of the earlier mark, DMG, are 
contained. Therefore, it is correct to conclude that the signs share some visual similarity. Phonetically, 
except for the letter ‘I’, all the letters of the earlier mark will be pronounced identically to those of the 
contested mark. Conceptually, neither sign has a meaning. The expression ‘interdit de me gronder’ will be 
understood only by the French speaking public in the Benelux. Bearing in mind that the goods are 
identical and that the signs share a visual and phonetic similarity the Board was correct in concluding that 
there is a risk of confusion between the signs. LOC   

 
T-451/11; Gigabyte / GIGABITER, Judgment of 15 January 2013, Gigabyte Technology Co. Ltd. / OHIM 
– en: As to the comparison of the services, the GC started by referring to the contested services in Class 
37 and held that repairing computers may involve destroying or obliterating data and that professionals 
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and, in general, average consumers wishing to delete data electronically stored on their computers 
permanently, with a view, for example, to destroying them, recycling them, or putting them to another use, 
might well employ the data-obliterating and destroying services covered by the earlier trade mark and the 
installation, maintenance and repair services for computers and computer equipment covered by the 
mark applied for. The GC added that all of the services in question can be distributed using the same 
channels. The GC then held it to be a fact that was well known to any person with a basic level of 
understanding of computer related matters that it is common practice for providers of installation, 
maintenance and repair services connected with computers and computer equipment also to destroy data 
electronically stored on computers in order to repair them (Paras. 47-71). Turning to the contested 
services in Class 42 (listed above), the GC held that they are similar to the obliterating services covered 
by the earlier trade mark, given that they belong to the same area, namely computing, are addressed to 
the same public, are made available using the same channels and are provided by the same type of 
undertaking (Paras. 72-81). In light of the similarity of the signs (undisputed) and the similarity of the 
services, the GC confirmed the Board’s finding as to the existence of a likelihood of confusion (Paras. 90-
98). LOC 

 
 

T-189/11; DISCO DESIGNER / DISCO, Judgment of 24 January 2013, Peter Yordanov / OHIM – de: 
 
 

CTMA Earlier Benelux mark 

DISCO DESIGNER 
 

   
The GC confirmed the view taken by the Board of Appeal that the relevant public consists of the general 
consumer (Para. 28). The attention of the public of the goods in Class 11 is of an average degree (Para. 
32). The goods are identical. The applicant’s claim that he is offering specialised products for night clubs 
under the contested mark is irrelevant. The goods have to be compared as reflected in the register and 
the earlier mark was not subject to the use requirement in the proceedings at hand (Para. 42). The signs 
at issue are visually similar (Para. 53). The earlier mark is visually dominated by the word element 
‘DISCO’ which is also the first element of the contested mark. The identical beginning of the conflicting 
signs is relevant as consumers tend to focus on the beginning when being confronted with a trade mark 
(Para. 55). The signs are also phonetically similar due to the identical pronunciation of the first element 
‘DISCO’ (Para. 57). Conceptually, the signs are also similar as far as the word ‘Disco’ is concerned. It will 
be understood as a music style or as an abbreviation for the word ‘discotheque’ (Para 58). Bearing in 
mind the identity of the goods and the similarity of the signs, the Board of Appeal correctly concluded that 
a likelihood of confusion in the meaning of Article 8(1)(b) CTMR existed (Para. 65). LOC 
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♦T-283/11; nfon / fon et al, Judgments of 29 January 2013, Fon Wireless Ltd / OHIM –de: 
 

CTMA Earlier Marks 

nfon 

 (CTM) 
FON  (UK) 

 
 
The Court found the goods/services similar or identical (Para. 39). It found a high visual and phonetic 
similarity resulting from the fact that the signs coincide in the letter sequence ‘fon’ (Para. 52). Within the 
conceptual comparison, the Court confirmed the reasoning in the Board’s decision that the word ‘fon’ will 
be understood as a reference /short form of the word ‘telephone’ throughout the European Union (Paras. 
55-57) and found a  ‘certain degree’ of conceptual similarity since the public will perceive the conflicting 
TMs as referring to ‘phones’ (Para. 61). In the global assessment, the Court recalled that the closer the 
products, the bigger the distance between the TMs should be in order to exclude LOC. The conflicting 
TMs do not keep that distance (Para. 69). This result cannot be called into question on the basis of the 
limited distinctiveness of the earlier trademarks or the fact that the conflicting trademarks coincide only in 
the descriptive element ‘fon’ (Para. 71). The limited distinctiveness of the earlier trademarks cannot 
exclude LOC (reference to T-134/06 Para. 70), nor will the public overlook that the marks coincide in the 
element ‘fon’ as it dominates the global impression of the conflicting signs (Para. 77). LOC 

 
T-662/11; Sunless/ SUNLESS et al, Judgment of 29 January 2013; Thomas Müller / OHIM – de:  
 
 

CTMA Earlier CTMs 

 

SUNLESS 
LONCAR-SUNLESS 
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The relevant public is that of the EU. As the goods are comparatively expensive and consumers will not buy 
them every day, their level of attention is above average (Paras. 29-32). For practical reasons, the Court 
started with the assessment in relation to consumers in Member States, in which English is not usually 
spoken (confusion of part of the consumers is sufficient). The Court rejected the applicant’s argument that the 
goods in Class 22 of the earlier mark are intermediate products and are dissimilar to the goods in Classes 6 
and 19 of the CTMA. “Sunblinds” made of metal or not of metal are devices on windows that protect from 
light, weather conditions and observation by others, whereas “awnings” are roofs made from textiles or other 
materials, supported by a frame and fixed above a door or on the deck of a ship to protect from bad weather 
or light. The products are in competition with each other and similar or highly similar (Paras. 39-44). The 
Court rejected the applicant’s argument that the marks are dissimilar due to the descriptive meaning of the 
term “sunless”. Consumers in countries where English is not usually spoken might understand “sun”, but 
won’t understand “less”, so that the level of distinctiveness of the earlier marks is medium (Paras. 55, 56). 
The figurative element of the CTMA is decorative and does not draw the attention of the consumer (Paras. 
54, 59, 60). The signs are visually highly similar and phonetically identical (SUNLESS) and visually and 
phonetically similar (LONCAR-SUNLESS) respectively. There is no conceptual difference between the signs. 
There is likelihood of confusion, even if consumers have an above average level of attention (Para. 82). LOC 
 
♦ T-272/11; FITCOIN / coin, Judgment of 1 February 2013, Coin SpA / OHIM – en:  

 
 

CTMA Earlier marks 

Fitcoin 
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In the Court’s view, the Board should have also found that the word ‘fit’, in the sense of ‘to be of the 
correct size or shape’, has a limited distinctive character as regards ‘clothing and footwear’ in Class 25 
(Para. 34), and that the similarity due to the common element ‘coin’ is not counteracted by the presence 
of the element ‘fit’ in the CTMA. The Board erred in finding that there is no likelihood of confusion for 
English consumers as regards ‘clothing, including footwear and slippers’ in Class 25. LOC 
 
 
T-159/11; WALICHNOWY MRKO / MAR-KO, Judgment of 4 February 2013, Marek Marszałkowski / 
OHIM – pl:  

 
 

CTMA Earlier CTM 
 

 

MAR-KO 

 
 

 The GC confirmed its jurisprudence in relation to Article 8(1)(b) CTMR. It stressed the unitary character 
of the Community trade mark and recalled that the existence of grounds for refusal in one territory (in this 
case Poland) was sufficient to refuse the CTM application (Para. 35). The relevant public consisted of 
average Polish consumers (Para. 35). The GC dismissed the applicant’s argument that the consumers 
would exercise a higher degree of attention with regard to the goods at issue (meat and charcuterie). The 
GC considered that although the quality and origin of such products might be of importance for the 
consumers, it is clear that these goods are purchased on regular basis; their price is not too high so they 
do not significantly affect the family budget and their purchase is not preceded by long hesitation and 
comparisons of various offers (Para. 37). The GC agreed that the goods were similar and, in part, even 
identical. The element MARKO of the CTM application is visually dominant. The word WALICHNOWY is 
less prominent and it will be perceived by Polish consumers as indicating the geographical origin of the 
goods (Para. 41 and 42). The GC referred to its jurisprudence and confirmed that in case of marks 
composed of figurative and word elements, it is usually the word element that is dominant (Para. 40). 
Therefore, the Board was correct in giving more importance to the element MARKO. The marks were 
visually and aurally similar and the conceptual comparison did not affect the likelihood of confusion in this 
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case (Paras. 44 and 45). The GC also dismissed the applicant’s argument relating to the reputation of the 
mark applied for. The GC confirmed that the reputation of the mark does not affect the assessment of the 
likelihood of confusion when it concerns the mark applied for (Para. 48). In any case, this argument was 
invoked for the first time before the GC and could not be subject to review in the proceedings. There was 
a likelihood of confusion between the marks. LOC 

 
T-50/12; METRO KIDS COMPANY / METRO, Judgment of 7 February 2013, AMC-Representaçoes 
Têxteis Lda / OHIM – en:  
 
 

CTMA Earlier IR 

 
 

 

 
The relevant public consists of the average consumer of the relevant goods. The conflicting goods are 
identical. The signs are visually similar as they contain the distinctive element METRO.  The other word 
elements in the CTM applied for are elements with low distinctiveness; they are extremely commonplace 
and will be understood even by a public which has difficulty mastering the English language. There is an 
even stronger aural similarity, as the figurative elements of the signs will not be pronounced. No 
conceptual comparison is possible. The signs are similar overall, the goods are identical.  The Board 
rightly found that there is a likelihood of confusion. The quality, price or details of the applicant’s goods 
and the particular circumstances in which they are marketed, which are dependent on the commercial 
intentions of the person applying for the trade mark and which may therefore vary in time, cannot be 
relevant for the purposes on analysing the likelihood of confusion (Para. 58). The application is 
dismissed. LOC 
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T-224/11, T-225/11 and T-631/11; BERG et al / Christian Berg, Judgments of 20 February 2013, 
Caventa AG / OHIM – de:  
 

CTMA Earlier Mark (CTM) 

BERG

 

Christian Berg 

 
 
The GC found the goods to be similar or identical and the trade marks similar, affirming the likelihood of 
confusion. The GC took into consideration that the earlier trade mark can be perceived as a forename 
and a surname (Para. 47). It referred to the case law regarding family names and repeated that their 
perception can be different in different countries. In some countries, the family name is more important 
than the forename (Para. 48). However, the GC emphasized that this general rule allows exceptions and 
needs to be assessed on a case by case basis (Paras. 48 and 50), taking especially into account how 
widespread the name/forename is (Paras. 48 and 49).  The GC affirmed that CHRISTIAN is a very 
popular forename, whilst BERG is used (and recognizable) as family name but is not very widespread. 
For this reason, this part of the earlier mark is more distinctive (Para. 52) and the fact that the CTM 
applications take up this part leads to a similarity (Para.58). LOC 

 
T-498/10; DAVID MAYER / DANIEL & MAYER MADE IN ITALY ET AL, Judgment of 8 March 2013, 
David Mayer Naman / OHIM – it:  
 
 

Contested CTM  Earlier Mark 

 

    
DANIEL & MAYER MADE IN ITALY 
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The GC rejected the CTM owner’s plea alleging an infringement of Article 53(1)(a) in combination with 
Article 8(1)(b) CTMR, to the extent that the Board would have failed to make a sufficiently motivated 
comparison of the goods concerned and would have wrongly concluded that a likelihood of confusion 
existed. The Court noted that the Board had expressly referred to the more detailed comparison of goods 
made by the Cancellation Division and that, by means of this express reference, the detailed analysis 
formed part of the Board’s contested decision (Paras. 56-59). As regards the signs, the GC stated that 
the surname Mayer is not common in Italy and is therefore inherently distinctive from the standpoint of the 
Italian public (Paras. 76-79). The signs present visual, aural and conceptual similarities and evoke, in the 
consumers’ minds, the reference to a natural person having a name of Jewish origin (Daniel and David, 
respectively) and a German surname (Mayer) (Paras. 81-99). The Court rejected the CTM owner’s 
arguments concerning (i) the alleged reputation of the contested CTM, (ii) the lack of confusion due to the 
specific distribution channels used by the parties and (iii) the alleged coexistence between the signs. In 
this last respect, the Court noted that the invalidity applicant had filed evidence relating to on-going 
lawsuits between the parties before the Italian Courts and stated that judgments by national courts can 
prove the absence of peaceful coexistence. Finally, the GC recalled the judgment of 1 March 2005 in 
Case T-185/03, ENZO FUSCO/ANTONIO FUSCO and concluded that also in the present case there is a 
likelihood of confusion between the signs, which share the same surname and whose other distinctive 
and dominant elements, Daniel and David, are similar (Paras. 102-155). LOC 
 
T-247/11; FAIRWILD / WILD, Judgment of 7 March 2013, FairWild Foundation / OHIM – de:  The 
relevant consumer is both the general consumer with an average level of attention and the professional 
consumer with a higher level of attention (not disputed). The assessment of likelihood of confusion needs 
to be based on the consumer with the lowest level of attention, here the general consumer (Para. 19). 
The goods are in part identical, in part similar (not disputed). Where a mark is formed by including the 
earlier right and adding another component to it this points to a similarity between the signs (Para. 31) 
The element ‘WILD’ is contained in its entirety in the sign ‘FAIRWILD’. The general assumption that the 
consumer focusses more on the beginning of a mark does not always hold true. It needs to be assessed 
in the context of the case at hand (Para. 33). The Court rejected the applicant’s argument that the 
element ‘WILD’ had a low level of distinctiveness due to being part of the basic English vocabulary. First 
of all, it rejected the internet pages of advertising submitted to it by the applicant for the first time (Para. 
38). It also considered that those documents did not support the applicant’s claim that ‘WILD’ was part of 
the basic English vocabulary as it did not proof that the consumer to whom that advertising was directed 
would understand the term (Para. 39). Moreover, the documents referred only to some EU Member 
States and not to others and therefore did not prove the applicant’s claim that ‘WILD’ in the CTM has only 
a low level of distinctive character (Para. 40). As a not irrelevant part of EU consumers do not speak any 
German or English, or only very little, and will not understand the meaning of the German/English term 
‘wild’, it was correct to find that the earlier CTM had an average level of distinctiveness and not, as 
claimed by the applicant, a low level (Para. 41). The element ‘WILD’ cannot be ignored in the comparison 
of the signs and the Board of Appeal was correct in stating that it created an average visual and phonetic 
similarity between the signs (Para. 42). A conceptual comparison is not relevant as the term ‘FAIRWILD’ 
will be understood as a fantasy term (Para. 43). Taking into account the above as well as the fact that the 
element ‘WILD’ has an independent distinctive role in the composite sign (Paras. 49 and 50), the Court 
confirmed that there was a likelihood of confusion. LOC 
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T-571/10; FLT-1/FLT et al, Judgment of 22 March 2013; Fabryka Łożysk Tocznych-Kraśnik S.A. / OHIM 
– pl: 
 

CTM applied for Earlier CTM 

 

 

 
 
The GC confirmed its jurisprudence in relation to Article 8(1)(b) CTMR. It found the goods at issue 
identical and directed at professionals in the EU. The marks, despite graphic differences between them, 
were considered similar as they coincided in the letters F,Ł, and T. The GC emphasized that where a 
trade mark is composed of verbal and figurative elements, the former are, in principle, more distinctive 
than the latter, because the average consumer will more readily refer to the goods in question by quoting 
their name than by describing the figurative element of the trade mark (Para. 34). Therefore, the Board 
was right to consider that the element FŁT-1 of the mark applied for would be more often used to refer to 
the mark (Para. 35). As to the applicant’s argument that the letters FŁT, forming a part of its company 
name (acronym of Fabryka Łożysk Tocznych), is highly recognizable, the GC noted that such an 
argument would be in fact in favour of giving higher protection to the earlier mark. This is because the 
letters FŁT are protected in the earlier mark and constitute its dominant element. Therefore, by arguing 
that they are highly distinctive the applicant in fact argues in favour of enhanced distinctive character of 
the earlier mark whereas it obviously has no interest to do so (Paras. 44-49). Insofar as the applicant 
claimed that the letters FŁT are associated with the applicant, the claim was not supported by the 
evidence (Para. 53); it was solely based on the fact that the applicant produces and markets the goods at 
issue.  Similarly, the applicant’s argument of co-existence of the conflicting marks has to be rejected as 
the applicant only refers to the co-existence on the register and does not provide any evidence of 
peaceful co-existence on the market (Para. 60). There is a likelihood of confusion between the marks.  
LOC 
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T-553/10; FARMASUL / MANASUL, Judgment of 13 March 2013, Biodes, S.L. / OHIM – es:  
 
 

CTMA Earlier Spanish mark 

 

 

          
 

 
The GC confirms the average visual and aural similarity of the signs (Paras. 50 and 54) and the impossibility 
to compare them conceptually (Para. 58).  The GC declares that the evidence filed before OHIM did not 
prove the higher distinctive character of the earlier mark or that it is well-known. In view of the high similarity 
between the signs and the identity or similarity of the goods identified, there is likelihood of confusion.  LOC 
 
 
T-624/11; ONESTO / ENSTO et al, Judgment of 19 March 2013, Yueqiong Onesto Electric Co. Ltd, 
Ensto Oy / OHIM – en:  
 

CTMA Earlier Mark  
 

 

 

 
 

 
The relevant public is the general and professional public (not disputed). The GC confirmed that ‘signal 
lanterns’ covered by the mark applied for were included in the category of ‘signalling apparatus and 
instruments’ in Class 9 covered by the earlier mark. These goods are identical. In so far as concerns the 
other goods covered by the mark applied for they are included in the category of ‘electric apparatus and 
instruments’ in Class 9 covered by the earlier mark and are, therefore also identical. Visually, the signs 
differ in relation to their first letters, namely ‘o-n-e’ in the sign applied for and ‘e-n’ in the earlier sign. The 
GC also noted that the letters ‘e’ and ‘n’ are reversed in the sign applied for as compared to the earlier 
mark and, thus, the only visually noticeable difference is that the sign applied for begins with an ‘o’. 
Similarly, the difference in the length of the signs, six letters in the sign applied for as compared to five in 
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the earlier sign, is not important enough to be decisive in the present case. The visual similarity of the 
signs is rather low. The sign applied for will be pronounced in three syllables, whereas the earlier sign will 
be pronounced in two. They will be pronounced, respectively, as ‘o-nes-to’ and ‘ens-to’ or ‘en-sto’.  
Although the pronunciation of the letters ‘o’ and ‘en’, situated at the beginning of the respective signs, is 
not identical in French, it may nonetheless be very similar. Thus, for the French speaking public, the only 
noticeable phonetic difference between the signs resides in the third letter of the sign applied for, namely 
‘e’, which does not feature in the earlier sign. The GC also noted, as did the Board of Appeal, that the 
ending ‘sto’, common to both signs, is quite unusual for the French speaking public, with the result that 
those endings that coincide will be easily noticed. Consequently, there is a high level of aural similarity for 
the French speaking public. In so far as concerns the non-French speaking public, the signs have only a 
low degree of aural similarity since only the final syllable is the same in the two signs. Finally, on the 
conceptual comparison, the GC confirmed that the signs have no meaning, except for the Italian 
speaking public, for whom the word ‘onesto’ means ‘honest’. Bearing in mind that the goods covered by 
the opposing marks are identical, that the signs are both visually and aurally similar, that for French 
speaking consumers the signs are highly similar from an aural point of view, that the sign applied for has 
a meaning for the Italian speaking public (whereas it does not in any of the other languages of the 
European Union), it must be found that there is a likelihood of confusion between the opposing marks. 
LOC 
  
T-505/10; ASTALOY / HASTELLOY, Judgment of 10 April 2013, Höganäs AB, / OHIM – en: The BoA did 
not err in holding that the signs are visually similar to a medium degree.The GC also confirmed the 
finding of phonetic similarity. With regard to the alleged coexistence of the signs in the market, the GC 
notes that the presence and use of a mark in a particular market can be adduced by other evidence 
besides sales information (Para. 55), like technical and scientific articles or extracts of presentations at 
conferences and exhibitions in which that mark is mentioned (Paras. 56-58). The Court found that the 
applicant has shown to the requisite legal standard that the CTMA was present in all Member States 
before the date of the application. However, it failed to adduce conclusive evidence that the consumers of 
the products covered by each of the marks at issue did not confuse them prior to the filing of the 
application (Para. 62).  Only two affidavits were submitted, one from a former executive of the applicant, 
the other from a professor and consultant in the relevant field.  However, neither of them comes from one 
of the consumers of the products at issue (Para. 65). The GC confirmed the likelihood of confusion or 
association, even for a professional public which pays a high degree of attention. LOC 
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T-537/11; SNICKERS / KICKERS, Judgment of 19 April 2013, Hultafors Group AB / OHIM –en:   
 
 

CTMA Earlier Italian mark 

 

KICKERS 
 

 
The relevant public is made up of average consumers with an average level of attention when purchasing 
those goods (Para. 23). The goods are identical (not disputed) (Para. 28). The word element ‘snickers’ is 
the dominant element of the CTMA. The figurative element, given its commonplace form, has a low 
degree of distinctiveness and will be perceived as a decorative element (Para. 36). The signs present an 
average degree of visual similarity, having the same number of syllables, their last six letters being 
identical and the vowels being the same (Paras. 37-38). Although in principle it is the beginning of marks 
which focuses the attention of the public, still the overall impression caused by the signs must be taken 
into account. In the present case, the difference between the letters ‘sn’ and ‘k’ cannot prevent the signs 
from being similar, since consonants are involved in both instances and the consumer will not stop at the 
first letter, but will consider at least the first syllable. The following letter of the respective syllables of the 
signs at issue is identical. Thus, the differences between the two marks cannot counteract the similarities 
(Para. 41). As regards the applicant’s argument that words ending in ‘ickers’ are not uncommon in 
English, and that, therefore, the beginning of the signs is all the more important, the GC held that, 
although many Italian consumers have a sufficiently good knowledge of English, the fact remains that the 
ending ‘ickers’ does not exist in Italian and will appear unusual to the majority of the relevant consumers 
(Paras. 42-43). The signs are phonetically similar to an average degree, given that they contain the same 
number of syllables, the first of which are similar because of the presence of the vowel ‘i’, and the second 
of which are identical, that they share the same vowel order, that is to say, ‘i’, then ‘e’ and that the 
consonants ‘k’ and ‘sn’ are not significant in the overall pronunciation (Para. 44). As to the conceptual 
aspect, the Court endorses the Board’s finding that, for the limited part of the relevant Italian public which 
understands the word ‘kickers’, the signs are not conceptually similar, while for the other part of that 
public the conceptual comparison is not possible (Para. 52). The GC dismissed the applicant’s argument 
concerning the highly distinctive character of the CTMA, since it is not a relevant factor to be taken into 
account in the assessment of the likelihood of confusion (Para. 55).  LOC 
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T-109/11; ENDURACE/ENDURANCE, Judgment of 23 April 2013, Apollo Tyres AG / OHIM- en:  
 

Contested CTMA (Classes 12, 35, 37) Earlier CTM (Classes 12) 
 

ENDURACE 
 

 
 
 
The GC confirms that the CTMA’s ‘tyres, tubes and flaps for automobiles’ in Class 12 are included in the 
broader category of the earlier mark’s ‘parts, fittings and accessories for land vehicles’ in Class 12. The 
latter category is not limited to metallic products (Para. 37) and current use of the opponent in respect of 
metallic spare parts is irrelevant (Para. 40). To the applicant’s argument that the list of goods covered by 
the earlier mark is vague and imprecise, the GC replies that ‘it cannot be considered that the category of 
goods “parts, fittings and accessories for land vehicles” of the earlier mark, the only one taken into 
consideration by the Board of Appeal in the context of the assessment of the similarity between the 
goods at issue, is too vague or imprecise’ (Para .42). As the earlier mark is a CTM, the relevant public is 
the European public at large. It is not limited to consumers in France and the English-speaking parts of 
the Unions, for which the meaning of ‘endurance’ is clear (Paras. 49-50). This public includes, but is not 
limited to, consumers having a higher degree of attentiveness (Para. 56). The meaning of the word 
‘endurance’ is likely to be unknown to the public outside the French and English-speaking parts of the 
Union, given the absence of close equivalents in other languages and the fact that ‘endurance’ does not 
belong to the basic English vocabulary (Paras. 66-67). The applicant’s analogy with the Cheapflight 
judgment was not accepted because it was not established that ‘endurance’ was so commonly used that 
its meaning would be grasped throughout the Union (Paras. 68-69). The word ‘endurance’ will therefore 
be perceived as a distinctive word by the public located outside the French and English-speaking parts of 
the Union. This word element is dominant in the earlier sign (Paras. 70-72). The signs are visually similar 
(Para. 74) and even more similar aurally (Para. 76), while no conceptual difference can distinguish them 
(Para. 78). Likelihood of confusion therefore exists, even in the perception of a highly attentive public 
(Para. 78). The alleged weak distinctive character of the earlier mark does not allow another conclusion, 
since the mark is registered, it is worth protection (Para. 80). LOC   
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T-284/11; METROINVEST/ METRO et al, Judgment of 25 April 2013; Metropolis Inmobiliarias y 
Restauraciones, S.L. / OHIM – en:  
 

CTMA  Earlier marks: DE, CTM  
 

METROINVEST 
 

 

 
 
 
The GC confirms that there is some degree of visual and aural similarity.  Contrary to the Board’s view, 
the German public might be able to establish a link between the word METRO and a foreign underground 
railway system, therefore there is a certain conceptual similarity too (Para. 46). The services are identical. 
By merely claiming that there is no similarity between the services without putting forward any specific 
arguments on that point, the applicant has failed to satisfy the requirements of Article 44(1) of the Rules of 
Procedure. The objection of inadmissibility raised by OHIM against the applicant’s complaint alleging lack 
of similarity between the services was upheld (Para. 34). There is LOC. LOC 
 
T-393/11; CA'MARINA / MARINA ALTA, Judgment of 14 May 2013, Masottina SpA / OHIM-en: The GC 
confirms that the CTMA’s ‘Alcoholic beverages, in particular wine, sparkling wine, spirits, liqueurs’’ in 
Class 33 are identical to the earlier mark’s ‘Alcoholic beverages (except beers)’ in Class 33 (Para. 19). 
Consumers of such products, including wines, display an average degree of attentiveness (Paras. 24-25).  
The signs are visually similar to the extent that they coincide in their dominant element MARINA (Para. 
30). The CTM applicant’s claim that MARINA is commonly used on the alcoholic beverages market is 
unsubstantiated and, in any event, such a claim could not have the effect of diminishing the importance to 
give to MARINA on account of its size and position in the signs (Para. 32). The signs are phonetically 
similar for the same reason (Para. 35). The differentiating elements are unable to outbalance the 
similarities (Para. 36). The signs are conceptually similar to the extent that they refer to the sea, since for 
a large part of the relevant public, the elements ‘ca’ and ‘alta’ have no meaning and thus are not capable 
of affecting the perception of strong conceptual similarity between the signs as a result of the common 
word ‘marina’ (Para. 46). There is likelihood of confusion because consumers exposed to wines sold 
under the earlier mark could believe that the wines sold under the mark applied for come from the same 
undertaking or connected undertakings (Para. 50). The CTM applicant’s argument that ‘MARINA’ lacks 
distinctive character fails because the validity of an earlier mark (including a CTM) cannot be called into 
question in opposition proceedings (Para. 52). Finally, the fact that the quality and price range of the 
products sold by the parties make confusion unlikely to occur in practice is irrelevant because the 
foregoing factors depend solely on the marketing strategies of the parties (Paras. 54-58). LOC 

 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

72 

 

 
 
 

T-19/12; IKFLT KRASNIK / FLT, Judgment of 14 May 2013, Fabryka Łożysk Tocznych-Kraśnik S.A. / 
OHIM – pl:  
 

CTMA  Earlier CTM  

 

 

 
 
There is a likelihood of confusion on the part of the relevant professional public within the European 
Union. With regard to the comparison of the goods there is a similarity between “roller bearings” and 
“machines and machines tools”. It results from their complementary character as well as from the fact that 
they share the same distribution channels and selling points (Para. 34). There is a visual and phonetic 
similarity between the signs resulting from the coincidence in the letters “FŁK”, which build up the earlier 
mark and have a distinctive, dominant and independent role in the CTM application (Para. 48). Especially 
Polish consumers will understand the second word of this application “KRAśNIK” as a name of a town 
which has a minor distinctive character (Para. 49). LOC 
 
T-508/10; SEBA TRADITION / JOHANN WILHELM VON EICKEN TRADITION, Judgment of 16 May 
2013, Seba Diş Tįcaret ve Naklįyat AŞ  / OHIM – de:  
 

CTMA  Earlier German mark  

 

 

 
 
 
The relevant consumer is the average German consumer (not disputed) (Para. 22). The goods are 
identical or similar (not disputed) (Para. 23). The visual impression of both marks is dominated by the 
component “TRADITION” (Para. 31), in the CTM though its striking red letters on a golden background; in 
the earlier right though its large, bold black letters on a white background. Although the other elements 
are not completely irrelevant, the marks are visual similar due to their dominant element and their similar 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

73 

 

composition (Para. 34). The fact that “TRADITION” might have a low level of distinctive character does 
not prevent it from being the dominant element (Para. 36). Even if the element “TRADITION” was not 
dominant, the marks would be visually similar (Para. 35). The marks are either phonetically identical (if 
they are verbalised as “TRADITION”) or phonetically similar (if they are verbalised “Seba Tradition” and 
“von Eicken Tradition”). The other elements on the packaging are unlikely to be verbalised (Paras. 41, 
42). The marks are conceptually similar, even if it was assumed that the element “TRADITION” was 
descriptive (Para. 47). In the overall assessment, there is likelihood of confusion, even if the element 
“TRADITION” was considered to have a low level of distinctive character (Para. 57). LOC 

 
♦T-80/11; RIDGE WOOD/ RIVER WOODS, Judgment of 16 May 2013; Dwarka Nath Kalsi and Ajit Nath 
Kalsi / OHIM – de: 

 
CTMA  Earlier CTM  

 

 

 
 

 
The consumer of the goods is the general public, whereas the consumer of the services “processing and 
finishing skins, leather, furs and textiles” in Class 40 is a professional consumer (not disputed). The 
goods in Classes 18 and 25 are identical (not disputed). The Court stated, however, different from the 
Board, that the goods in Class 24 of the CTMA and the services “processing and finishing skins, leather, 
furs and textiles” in Class 40 of the earlier right could not be complementary as they were destined for 
different types of consumers (general consumer v professional consumer) (Paras. 28-30). OHIM’s 
argument that there were overlaps between the general and the professional consumer was rejected 
(Para. 31). The Board erred in finding these goods and services to be similar. As regards the similarity of 
the signs, the Court found that the signs are strongly similar on a visual level. The similarity of the word 
elements RIDGEWOOD and River Woods outweighs the differences between these elements (Para. 41). 
The figurative elements and the additional word element in the earlier mark cannot counteract that visual 
similarity. The word elements RIDGEWOOD and River Woods, although not dominant, have an 
independent distinctive role within the signs and are perceived as important elements (Para. 43). The 
visual similarity is also enhanced by the fact that both signs contain trees as figurative elements (Para. 
44). The signs are also highly similar phonetically due to the pronunciation of the word elements 
RIDGEWOOD and River Woods. LOC  
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The additional word element “north-eastern suppliers” of the earlier mark has only a subsidiary position 
and is unlikely to be verbalised by the consumer (Para. 48). The verbal element “woods” combined with 
the figurative element of the trees leads to conceptual similarity of the signs for the English speaking 
public, which is not counteracted by the flag of the USA (and possible reference to the American way of 
life) in the earlier mark (Paras, 52-57). In view of the above, and the normal level of distinctive character 
of the earlier right, the GC confirmed the Board’s assessment that there was likelihood of confusion with 
regard to the goods in Classes 18 and 25. LOC 

 
T-115/12; ROCA/ROCA, Judgment of 30 May 2013, Buzil-Werk Wagner GmbH & Co. KG / OHIM- de:  

 
CTMA Earlier figurative Spanish mark 
Roca 

 
 

The signs are visually similar and phonetically and conceptually identical (not disputed). The earlier 
Spanish mark has a normal level of distinctive character (not disputed). The Court rejected the 
opponent’s argument that the relevant consumer was exclusively a professional consumer of cleaning 
materials. The relevant consumer is the average general consumer, even with regard to those goods of 
the CTMA that might be used with the help of special machines. The goods are not restricted to 
professional users, but are widely available in retail for a moderate price (Paras. 41-44). But even if the 
relevant public was made up of professional and general consumers, the Board would have had to 
assess the likelihood of confusion on the basis of the general consumer as he has the lower level of 
attention (Para. 46). The goods are similar to an average degree. Although the cleaning supplies listed in 
the CTMA are not of the same nature as the “brushes and sponges” for which the earlier mark is 
registered, the goods have an identical function (cleaning), are distributed through the same channels 
and are complementary to each other (brushes and sponges enable the use of the cleaning supplies 
mentioned in the CTMA) (Paras. 53-59). The applicant has not provided any evidence proving its 
allegation that its cleaning supplies are applied by use of special machines rather than through brushes 
and sponges. It has also never presented this argument before OHIM (Para. 62). Furthermore, the 
applicant’s argument that the Board had not proven that the goods are sold through the same channels 
was rejected. The Board could validly base itself on well-known facts. The applicant has not submitted 
any evidence calling the Board’s statement into question (Paras. 64, 65). In view of the high level of 
similarity of the signs, the similarity between the goods and the fact that the relevant consumer does not 
have a particularly elevated level of attention, the Board rightly found that the was likelihood of confusion 
(Para. 68). LOC  



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

75 

 

 
 

T-218/10; SERVICEPOINT / ServicePoint, Judgment of 30 May 2013, DHL International GmbH / OHIM 
– de:  

 
CTMA Earlier CTM 

 

 

 
 

   
The goods and services are in part identical, in part highly similar (not disputed). The relevant consumer 
is the average consumer in the EU (not disputed). As regards the comparison of the signs, the attention 
of the consumer is drawn to the verbal element in the earlier right due to its position, size and different 
fonts. In the CTM applied for, the verbal element draws the attention through its capital letters in two 
colours (Para. 37). The GC rejected the applicant’s argument that the verbal element was purely 
descriptive. KNOWLEDGE OF ENGLISH OF AVERAGE EU CONSUMER: Outside the UK and Ireland 
only 34% of EU inhabitants are able to communicate in English. A large part does not have any 
significant knowledge of the language. Half of the adults in the EU do not speak English. Of those who 
can speak the language, a third has only basic knowledge (Para. 39). Only in French is there an identical 
verbal expression. In other languages the translation is very different. The applicant has not shown that 
“service point” is part of the basic English vocabulary (Para. 40). The Board was correct in finding that the 
verbal element has no meaning for many of the relevant consumers. For the English speaking consumers 
who might understand the expression, it is not the normal expression (usually, such points are referred to 
as “customer service points” or “information points”) and has an, albeit low, level of distinctive character 
(Para. 42). The figurative elements of the signs are merely decorative (Para. 47). Visually, the verbal 
element is dominant. Phonetically, the signs are similar (not disputed). Conceptually, a large part of the 
relevant public will not attribute any meaning to the expression. Where they do, there is conceptual 
similarity. In view of the high level of similarity of the signs, the identity or strong similarity of the goods 
and services, there is likelihood of confusion. This is even so for those Member States, in which the 
verbal element has a low level of distinctive character (Para. 55). LOC  
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C-14/12 P;  AYUURI NATURAL / AYUR, Order of 30 May 2013, Sheilesh Shah, Akhil Shah / OHIM – en: 
The GC did not err in law in holding,  that, even in a case involving earlier marks of weak distinctive 
character, there may be a likelihood of confusion on account, in particular, of a similarity between the 
signs and between the goods or services covered and that therefore, even if the distinctive character of 
the earlier marks were considered weak for all of the relevant public, the similarities between the goods in 
question and the signs at issue would justify the conclusion that there exists a likelihood of confusion. 
The GC cannot be criticised for holding that, in the present case, the allegedly weak distinctive character 
of the earlier marks was not such as to preclude the existence of a likelihood of confusion since (Para. 
42). LOC 
 
♦T-514/11; BETWIN / bTwin, Judgment of 4 June 2013, i-content Ltd Zweigniederlassung Deutschland / 
OHIM-en:  

CTMA Earlier CTM 

BETWIN 

 

 
 

 
 
There is likelihood of confusion between the marks in respect of the contested goods in Class 25 and 
‘gymnastic and sporting articles (other than clothing, footwear and mats)’ in Class 28. As to the 
comparison of the signs, the GC confirmed that they are visually similar (Para. 50), phonetically identical 
from the standpoint of a not insignificant part of the relevant English-speaking public (Para. 57) and 
conceptually similar to the extent that part of the English-speaking public might perceive in the signs a 
common reference to the notion of ‘being twin’ or of ‘be twin’ (Para. 58).  The GC confirmed that there 
exists likelihood of confusion in respect of the contested goods in Class 25 and of ‘gymnastic and 
sporting articles (other than clothing, footwear and mats)’ in Class 28, whereas it annulled the contested 
decision to the extent that it had found likelihood of confusion in respect of a long list of goods which fall 
in the broader categories of ‘toys, games and playthings’ (Paras. 75-76).  LOC 
 
♦T-411/12; PHARMASTREET/PHARMASEE, Judgment of 6 June 2013, Celtipharm & Alliance 
Healthcare France SA / OHIM- fr:  The Court took the view that the contested decision is wrong in the 
assessment of the similarity of the signs. The element “PHARMA” which is placed at the beginning of 
both marks has more impact than the other elements of the signs. The elements “STREET” and “SEE”, 
placed at the end of the signs, are shorter and draw less the attention of the relevant public. The signs 
are similar from a visual point of view. The jurisprudence related to the impossibility for a descriptive 
element to be the dominant part of a sign is not applicable in the present case. On the phonetic 
comparison, the General Court held that the signs share not only the pronunciation of the part “PHARMA” 
but also the sounds “S” and “I” in the second part. Therefore, the signs are similar from the phonetic point 
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of view. Conceptually, the applied for sign refers to pharmacy’s street and the other is a jeu de mots with 
the French word pharmacie. Both signs conceptually refer to the pharmaceutical field and therefore they 
are similar. As the goods and services are similar (this conclusion is a confirmation of the assessment 
done by the contested decision) and the signs too, the fact that the element “PHARMA” is not distinctive 
is not an obstacle to the conclusion that there is a risk of confusion. LOC 
 
♦T-580/11; NICORONO / NICORETTE, Judgment of 6 June 2013, Cytochroma Development, Inc. / 
OHIM-en: The GC confirms that the degree of attentiveness of the public in respect of smoking cessation 
products in Classes 5, 10 and 30 (including gums) is higher than average in spite of the fact that they are 
mass market consumer goods because they affect the state of health of the end consumers (Paras. 26-
31). The goods are identical. Regarding the similarity of the signs, the GC noted that the prefix is 
evocative of “nicotine” in all Member States, with the result that the public will split the signs in two 
components, namely a prefix “NICO” and a suffix “RETTE” or “RONO” (Paras. 42-43).  “The presence of 
that substance in those goods is therefore, from the point of view of the relevant public, a significant 
feature of those goods, the objective of which is to stop smoking”. The degree of distinctiveness of the 
prefix “NICO” is weak (Paras. 51-52). However, despite its weak distinctive character, the element ‘nico’ 
is likely to attract the attention of the relevant public at least as much as the elements ‘rette’ and ‘rono’ 
because of its length and position at the beginning of the signs (Para. 63). The signs have similar length 
and are globally similar (Para. 67). They are phonetically (Para. 68). The signs are conceptually similar, 
“because of the identical element ‘nico’, the only element with a clear and definite conceptual content” 
(Para. 69). The Board therefore erred in considering that the signs were dissimilar. There is likelihood of 
confusion even from the perspective of a highly attentive public (Para. 77). LOC 
 
♦ T-219/11 and T-522/11; APLI-AGIPA / AGIPA et al, Judgment of 18 June 2013, Jose Luis Otero 
Gonzalez / OHIM-es: The Court held that the consumer of the goods is the general public of Spain. The 
only early product which use is proven for are metallic finished drawing cards. The Court found that 
except for typewriters all other products of the CTMA, namely: “Paper, cardboard and goods made from 
these materials, not included in other classes; printed matter; bookbinding material; photographs; 
stationery; adhesives for stationery or household purposes; artists' materials; paint brushes; office 
requisites (except furniture); instructional and teaching material (except apparatus); plastic materials for 
packaging (not included in other classes); printers' type; printing blocks” are similar to “metallic finishing 
drawing cards” of the earlier Spanish registration. It concludes that all these products are for office 
activities, for education, for artistic education and are similar or closely connected (Para. 26). These 
products are often sold through the same channels. The Court considers that there is a contradiction in 
the contested decision between points 24 and 25 and 26 where the products of the earlier marks are, on 
one side, declared similar and then dissimilar. The products belong to the same homogenous group of 
products. Typewriters are more complex products and are machines. They are not similar to “metallic 
finished drawing cards” of the earlier mark. The verbal signs are identical; therefore there is risk of 
confusion for all the products considered similar or complementary. LOC The decision is annulled except 
for typewriters. 
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T-367/12; MOL Blue Card / BLUE et al, Judgment of 27 June 2013. MOL Magyar Olaj- és Gázipari Nyrt. 
/ OHIM-en:  The applicant raised one plea in law, namely infringement of Article 8(1)(b) CTMR. It disputes 
the assessment of the similarity of the services and the marks and claims that the Board of Appeal erred 
in finding that there was a likelihood of confusion. As regards the services concerned, the GC confirmed 
the general rule that where the services covered by the earlier mark include the services covered by the 
applied-for trade mark, those services are considered to be identical (Para. 35).  As regards the 
comparison of the signs, the GC confirmed that, although the first component of a word mark may be 
more likely to catch the consumer’s attention than the following components, it is necessary to take into 
account the overall impression created by the marks when examining their similarity (Para. 47). As 
concerns the word component ‘BLUE’, in so far as no direct relation with the services in question was 
established, it was deemed to have normal distinctiveness for the earlier mark ‘blue’ and average 
distinctiveness for the other two marks (Para. 50). Moreover, the GC confirmed that an earlier mark may 
be used by a third party in a composite mark with an independent distinctive role, but without necessarily 
constituting the dominant element. In such a case the overall impression produced by the composite sign 
may lead the public to believe that the goods or services concerned come from companies which are 
economically linked, in which case the likelihood of confusion must be held to be established (Para. 57). 
In the case at hand, the element ‘BLUE’ was found to play an independent distinctive role in the mark 
MOL Blue Card, without necessarily constituting the dominating element. Therefore, such element should 
be taken into account when assessing the similarity of the marks and the likelihood of confusion (Para. 
58). LOC 
 
T-89/12; R / R, Judgment of 27 June 2013, Repsol YPF, S.A. / OHIM – es: 
 

CTMA Earlier marks: DE, CTM 

 

 

 
 
The relevant public is the average Spanish consumer of goods and services in Classes 25 and 35.  The 
Board erred in not taking into account that the signs to be compared are short, so that the relevant public 
will more easily perceive the differences between the signs (Para. 36). Rather than visually very similar, 
the signs are just visually similar. The GC confirms that the marks are aurally identical. Since letters have 
no conceptual content, there is no conceptual comparison. There is an overall degree of similarity 
between the signs, not a high degree, as the Board found. The Board erred in relation to the distinctive 
character of the earlier sign, which is very similar to the symbol ® (registered trade mark) and has thus a 
low distinctive character, resulting only from its colour and thickness (Paras. 50-51). In view of the identity 
of the products and services and of the overall similarity of the signs, the Board did not err in finding LOC, 
despite the two errors mentioned above (average similarity of the signs, not high; low distinctiveness of 
the earlier mark). LOC 
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T-243/12; ALOHA / ALOA, Judgment of 3 July 2013, Warsteiner Brauerei Haus Cramer KG / OHIM – de: 
 

CTMA Earlier French and IR marks 

 

 
ALOA 

 

 
The Court confirmed that the goods to be compared are identical (not disputed) (Para. 26). It stated that 
within the contested CTMA, the element “ALOHA” is the dominant part due to its eye-catching position 
and the descriptive meaning of the elements, “100%” and “NATURAL” as well as the decorative character 
of the figurative elements (Paras. 30-32). Since the dominant word element, “ALOHA”, of the contested 
CTMA includes all the letters of the earlier mark and, additionally, the letter “H”, there is at least a medium 
degree of visual similarity (Para. 33). From an aural point of view, a relevant part of the public will 
pronounce the contested mark only by referring to the word “ALOHA”. This leads to an aural identity 
(Para. 34). The GC held that the Italian public will, in principle, not understand the Hawaiian language 
(contrary to what was claimed by the applicant) and, consequently, the conceptual comparison is 
irrelevant (Para. 35). The GC added that for the goods in Class 32 the aural comparison is important as 
they are often ordered aurally (Para. 42) and, from an aural point of view, the marks are very similar. 
Taken all the relevant factors into account, the GC concluded that there is likelihood of confusion and 
dismissed the appeal (Para. 44). LOC 
 
T-205/12; LIBERTE american blend / LA LIBERTAD et al, Judgment of 3 July 2013, GRE Grand River 
Enterprises Deutschland GmbH / OHIM – de: 
 

CTMA Earlier Mark 

 

 
 
The Court considered the goods identical or similar and the trademarks similar. It affirmed that there was 
likelihood of confusion even on the basis of an enhanced level of attention that the relevant public of 
tobacco products pays to their trade marks (Para. 23). The visual and phonetic similarity of the signs 
results from the coincidence in their dominant elements: LIBERTE and LIBERTAD (Paras. 40 and 45). 
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There is a conceptual identity of both marks provided the public makes a translation (Paras. 50-52 with 
the reference to T-33/03). The argument of the CTM applicant that the earlier mark has a limited 
distinctiveness as a common word of the Spanish language was rejected, since there is no connection 
between its meaning and the protected goods (Para. 58). LOC 
 
 
T-206/12; LIBERTE American blend / LA LIBERTED et al, Judgment of 3 July 2013, GRE Grand River 
Enterprises Deutschland GmbH / OHIM – de: 
 
 

CTMA Earlier Mark 
 

 
 

La LIBERTAD 

 
The Court considered the goods identical or similar and the trademarks similar. It affirmed that there was 
likelihood of confusion even on the basis of an enhanced level of attention that the relevant public of 
tobacco products pays to their trade marks (Para. 23).The visual and phonetic similarity of the signs 
results from the coincidence in their dominant elements: LIBERTE and LIBERTAD (Paras. 40 and 45). 
There is a conceptual identity of both marks provided the public makes a translation (Paras. 49-51 with 
the reference to T-33/03). The argument of the CTM applicant that the earlier mark has a limited 
distinctiveness as a common word of the Spanish language was rejected since there is no connection 
between its meaning and the protected goods (Para. 58). LOC 
 
 
♦T-142/12; CULTRA / SCULPTRA, Judgment of 11 July 2013, Aventis Pharmaceuticals, Inc. / OHIM – 
en: 
 

CTMA Earlier national marks 
 

 

 
 

SCULPTRA 

 
The opponent raised two pleas in law, namely infringement of Article 76 CTMR and Rule 50 CTMIR, and 
of Article 8(1) (b) CTMR. As regards the public concerned, the GC confirmed that the goods and services 
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concerned are directed at both professionals in the medical and paramedical fields and at the end 
consumers of those goods or services who display a high degree of attention (Para. 27). As regards the 
comparison of the signs, the GC noted that the Board of Appeal omitted to compare the signs 
phonetically from the perspective of that part of the public which would pronounce the figurative element 
of the applied-for trademark as a letter ‘c’. That omission constituted a mistake which led to Board to the 
finding of only a low degree of phonetic similarity (Paras. 41-42). Since the first syllables of the signs 
begin with two sounds which are similar for a part of the relevant public and the second syllables 
coincide, the signs are phonetically similar for that part of the public (Para. 45). As concerns the 
conceptual comparison, the GC concluded that some degree of conceptual similarity exists between the 
signs, at least in relation to that part of the public which associates the words ‘cultra’ and ‘sculptra’ with 
the concepts of culture and sculpture, since those concepts may be linked to each other. Therefore, the 
Board’s assessment of conceptual dissimilarity was wrong (Paras. 48-49). In light of the foregoing, the 
GC concluded that the decision of the Board of Appeal was based on an incorrect finding as regards the 
assessment of the phonetic and conceptual similarity of the signs and needed to be annulled (Para. 56). 
LOC 
 
 
T-349/12; REVARO / RECARO, Judgment of 6 September 2013, Rudolf Leiner GmbH / OHIM – de:  
 
 

CTMA Earlier CTM  

 

RECARO 
 

 
 
The relevant consumer of ‘furniture’ is the general public. When purchasing such goods, the consumer 
shows an increased level of attention (Para. 17). The goods concerned are identical. The signs are 
visually similar to a high degree. The consumer is generally prone to focus on the word element of a 
combined CTM than its figurative elements. This goes for the word mark applied for due to its size and 
central position in the mark (Paras. 23, 24). Although the figurative element of a cube, placed at the 
beginning of the mark applied for, is not negligible, it could well be understood as a decorative element. It 
has no meaning that would give the sign distinctive character. The stylization of the word element in no 
way affects the legibility and immediate recognisability of the word (Para. 26). In spite of that stylisation, 
and bearing in mind the imperfect recollection of the consumer, there is high visual similarity. Equally, the 
signs are highly similar phonetically due to their structure, rhythm and pronunciation. The different letter in 
the second syllable does not outweigh the similarities (Para. 33). Neither word has a meaning (not 
disputed). There is likelihood of confusion. LOC 
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T-78/12; LIBERTE brunes / La LIBERTAD, Judgment of 3 July 2013, GRE Grand River Enterprises 
Deutschland GmbH / OHIM – de: 
 

CTM applied for Earlier CTM 

  

 
Consumers of tobacco products pay a high degree of attention when purchasing the products due to their 
brand loyalty (Para. 23).  The goods are identical (not disputed) (Para.25). The figurative elements are of 
subordinate importance to the word elements and are viewed by the consumer as decorative elements. 
The elements, “Liberte” and “Libertad” are the dominant elements. The additional element “brunes” is 
merely a descriptive term indicating a type of tobacco and the additional element “la” merely an article 
commonly used in languages of Latin origin (Para. 31). As the dominant elements are close to identical, 
other features, figurative as well as font, are insufficient to avoid similarity. The signs are visually similar 
(Para.  34). When spoken, it is probable that only the dominant elements, in this case the almost identical 
verbal elements “Liberte” and “Libertad”, will be pronounced (Para. 37). The consumer often reduces 
what he verbalises to the dominant elements (Para.38). The marks are conceptually highly similar, if not 
identical for those consumers that have at least a basic knowledge of French and Spanish (Para. 42). 
Conceptual similarity can arise in situations that require a translation (Para. 43 with reference to T-33/03, 
Shark/Hai). The GC concludes that, due to the identity of the goods, the visual similarity, the high degree 
of phonetic similarity as well as the conceptual identity for those consumers that understand the dominant 
verbal elements of the marks, there is a likelihood of confusion. This assessment is not changed by the 
fact that other marks containing the element “Libertad” for tobacco products have been registered. The 
registration of such other marks is not evidence of a low degree of distinctiveness of the earlier right. It is 
not evidence of real market presence (Para. 50). LOC 
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♦ T-599/10; EUROCOOL / EUROCOOL LOGISTICS et al, Judgment of 6 September 2013, Eurocool 
Logistik GmbH / OHIM – de:  
 

CTMA Earlier German mark  
 
 
 

EUROCOOL 

 
 
The GC confirmed the assessment in the contested decision, except for the opposed services, 
‘development of software for the storage, commissioning and transport of chilled and frozen goods’ (class 
42). The GC concluded that those contested services are targeted at business consumers as the 
providers of transport or storage services, whereas the earlier transport services are targeted at the 
clients of transport or storage providers (Para. 90). The purpose and method of use of the confronted 
services are different. The services may not be substituted by one another and, since the consumers are 
different, these services cannot be complementary (Paras. 92 - 94). These services are dissimilar. The 
GC agreed with the Board’s finding that the earlier mark is dominated by the expression ‘EUROCOOL’. 
Consequently, the contested decision rightly found a similarity between the signs.  Taken into account, 
that the expression ‘EUROCOOL’ has an average distinctive character (Para. 140) the GC found that 
there is likelihood of confusion for the identical and similar services.. LOC  
 
T-249/11; REPRESENTACIÓN DE UN POLLO / REPRESENTACIÓN DE UN POLLO, Judgment of 14 
May 2013, Sanco S.A. / OHIM & Marsalman S.L. – es:  
 

CTM applied for Earlier Spanish mark 

 

 
 

- Class 35: advertising, commercial 
agencies, franchising, export and import 

- Class 39: transport, storage and 
distribution of chickens. 
 

- Class 29: meat, poultry and game; meat 
extracts  

- Class 31: Live animals. 
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The GC confirms that the relevant public was comprised of both the average consumer from the general 
public and the average consumer from a more specialised public (Para. 19 of the contested decision and 
Paras. 26-27 of the Judgment). The GC found two errors, both relating to the professional (specialised) public 
of the relevant goods and services. Regarding services in Class 35, the existence of a complementarity 
cannot be rejected on the sole ground that there was no connection between the nature, the method of use 
and the distribution channels of the goods and services.  According to the GC, the Board should have 
examined, inter alia, whether from the point of view of a professional purchaser of chickens or of meat, the 
services of advertising, commercial agencies, franchising or export and import were important during the 
purchase of chickens or meat to the extent that he would think that the responsibility for the production of 
those goods or provision of those services lies with the same undertaking (Para 39). Regarding services in 
Class 39, some degree of complementarity must be found between at least chickens and the transport, 
storage and distribution of chickens (Para. 62). The professional consumer of those goods and services, 
being an undertaking purchasing chickens generally a wholesaler who also needs the services of transport, 
storage and distribution of chickens, is likely to think that the responsibility for the production of those goods 
or provision of those services lies with the same undertaking (Para 53). LOC 
 
T-97/11; ROVI PHARMACEUTICALS / ROVI ea, Judgment of 16 September 2013, Rovi 
Pharmaceuticals GmbH / OHIM & Laboratorios Farmacéuticos Rovi S.A. – en:  

CTM applied for Earlier rights 

ROVI Pharmaceuticals 
 

ROVIFARMA 
 

 
For the rest, the GC confirms the comparison of the remaining goods and services as well as the 
comparison of the signs and the finding of likelihood of confusion. The GC dismisses the Applicant’s 
claim that the distinctive character of ROVI is weakened because the relevant public is accustomed to the 
use of such word in trade marks.  Quite on the contrary, the GC notes that the relevant public’s 
recognition of a mark is liable to confer a high distinctive character on that mark, and not to weaken its 
distinctive character. LOC 
 
T-200/10; AVERY DENNISON / DENNISON, Judgment of 16 September 2013, Avery Dennison Corp. / 
OHIM & Dennison-Hesperia S.A. – es: Regarding Article 8(1)(b), the GC declares this plea admissible, 
even though the CTM applicant only dealt with proof of use and expressly refused to discuss the 
likelihood of confusion, since the contested decision ruled on LOC by expressly confirming and assuming 
the reasoning and conclusions of the Opposition Division decision (Paras. 91-97).  The GC confirms the 
comparison of the goods and of the signs, as well as the finding of likelihood of confusion. LOC   
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T-569/11; GITANA / KITANA, Judgement of 16 September 2013, Gitana SA / OHIM and Teddy SpA 
(intervener) – en: The applicant´s allegation that the CTMA´s goods are sold through specialised shops 
was rejected as LOC cannot be dependent on the marketing intentions of the mark´s owners which are, 
by their very nature, subjective (Para. 74). LOC 
 
T-569/11; GITANA / KITANA, Judgement of 16 September 2013, Gitana SA / OHIM and Teddy SpA 
(intervener) – en:  

CTM applied for Earlier CTM 
 

 
 

As to the likelihood of confusion between the marks, the Court confirmed the analysis of the Board of 
Appeal as regard to the relevant public and territory - the average consumer in the EU- (Para. 37), the 
identity of the goods in Class 25 (Para. 38). As regards the comparison between Class 25 goods and 
‘goods made of these materials [leather and imitations of leather]’ in Class 18 the GC has confirmed 
previous case-law, holding that these goods ‘bear more than a slight degree of similarity’ (Para. 45), the 
reason being the often identical distribution channels and the consumer’s perception that the above 
goods in Class 18 are clothing accessories (Para. 46). The GC also confirmed the reasoning of the BoA 
as to the similarity of the signs. The identical length of the words, the fact that there are the dominant and 
more distinctive elements in the marks (Para. 54), the figurative ones being considered to have merely a 
decorative function (Para. 55), led to the conclusion of visual similarity. The syllables ‘gi’ and ‘ki’ were 
considered highly similar for part of the relevant public (Para. 63). Conceptually the marks could not be 
compared, because of the lack of meaning of one of the signs. Referring to the principle of 
interdependence between the relevant factors for the assessment of the likelihood of confusion (Para. 
68), the Court confirmed the decision of the BoA. LOC  
 
T-338/09; MBP / ip_law@mbp,Judgment of 16 September 2013, Müller-Boré & Partner Patentanwälte. 
Rechtsanwälte / OHIM – de: The GC confirmed the reasoning of the Board of Appeal as to the existence 
of a likelihood of confusion between the marks. The services of a lawyer or patent attorney are also 
directed at specialists with a high degree of attention. These specialists will perceive the element “ip_law” 
of the earlier mark as an abbreviation for Intellectual or Industrial Property Law (Para. 35 and 59). In 
particular, the public in the UK and in Germany will understand “ip_law” in such a way (Para. 36). The 
services in Class 42 of the conflicting marks are identical or highly similar (Para. 37). The earlier mark as 
a whole enjoys an average degree of inherent distinctiveness (Para. 51). The signs share visually and 
phonetic similarity due to the common element “MBP” (Para. 53). This identical element dominates the 
earlier mark whereas the part “ip_law” is hardly distinctive in relation to legal services and services of a 
patent attorney (Para. 57-59). The similarity between the signs cannot be called into question by their 
different length and the different position of the common element “MBP” (Para. 73). Referring also to the 
principle of interdependence between the relevant factors for the assessment of the likelihood of 
confusion (Para. 80), the GC confirmed the decision of the BoA. LOC 
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T-285/12; BOOMERANG / BOOMERANG TV, Judgment of 2 October 2013, The Cartoon Network, Inc. / 
OHIM – en: 
 

CTM applied for Earlier Mark 

BOOMERANG 

 

 
 Film production services are aimed solely at professionals and not the general public (Para. 22). 
Although such services may be provided to broadcasters who are influenced by the general public, this 
does not mean that the general public is itself the target public (Para. 23). However, the Court agreed 
with the Board of Appeal that, owing to the existence of a strong similarity between the conflicting marks 
and a similarity between the services in question, there is a likelihood of confusion for professionals. The 
error of including the general public in the definition of the relevant public therefore had no consequence 
for that finding (Para. 45). Regarding the mark applied for, the Court held that those services were 
directed not only to the general public but also to a specialised public of broadcasting professionals. 
Regarding complementarity of services, the earlier mark’s film ‘production services’ and the applied-for 
mark’s ‘broadcasting services’ are different in nature and purpose (Para. 29), but the services are often 
carried out by the same undertakings, and film producers can develop broadcasting services (Para. 31). 
Further, the relevant public can coincide (Para. 32) and audio-visual content is generally produced and 
made so that it can then be broadcast to the public, showing a close connection between the services 
(Para. 33). Accordingly the services are complementary. The applicant’s assertion that professionals will 
perceive this theoretical complementarity of content production and delivery but that that they will be 
aware of their different positions in the ‘supply chain’ and will see them as distinct services, was held to 
be of no relevance for the assessment of their complementarity (Para. 34). The Court held that the 
wording used by the Board of Appeal, that the similarity between the signs ‘reinforces’ the degree of 
similarity, although not corresponding precisely to the words used in the case-law, clearly refers to the 
idea of the interdependence of factors and ‘offsetting’ in the case-law, and was not wrong in law (Para. 
48). Similarly, the Board’s use of the expression that a likelihood of confusion ‘cannot be excluded’ clearly 
meant no more than ‘a likelihood of confusion exists’ (Para. 49). Regarding the applicant’s arguments of 
coexistence of the marks, the Court noted that to substantiate such a claim, it is necessary to 
demonstrate that the coexistence of the marks on which it relied was based on the absence of a 
likelihood of confusion on the part of the relevant public (Para. 56). However, in this case the evidence 
related solely to the applied-for mark with no indication of the way in which the relevant public 
encountered the conflicting marks on the market and the services for which they were used. Nor can use 
of the signs on the market be inferred from the national registers, and the affidavit from the applicant itself 
was held to be disputable evidence unsubstantiated by independent sources (Para. 59). The Court 
therefore confirmed that the Board was correct to consider that that evidence was insufficient to 
demonstrate the coexistence of the conflicting marks. LOC 
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T-379/12; LIFECYCLE / LIFECYCLE, Judgment of 15 October 2013, Electric Bike World Ltd / OHIM – 
en: With regards to the plea of infringement of Article 8(1)(b) CTMR, the GC noted that the similarities 
between electric or motorised bicycles and exercise bikes are sufficient to establish at least a slight 
similarity between those goods (Paras. 44 to 48). Therefore, since the signs are identical, the Board of 
Appeal correctly found that, in accordance with the principle of interdependence, the low degree of 
similarity between the goods is offset by the identity of the signs. Therefore, despite consumers’ higher 
degree of attentiveness, there is a likelihood of confusion. LOC 
 
T-63/13; AYUR / AYUS, Judgment of 7 November 2013, Three-N-Products / OHIM – fr: The Court held 
that the Board of Appeal was correct in the finding that the level of attention of the relevant public will be 
normal for products and services of the earlier mark except for those related to medical care. For those 
ones the level of attention will be high. The General Court confirmed the Board’s assessment that the 
signs have an average/high degree of similarity from the visual and phonetical point of view but 
conceptually neither sign has a meaning for the relevant public. Even if the relevant public or a part of this 
public namely those who like the alternative medicine or the professionals of beauty and health can 
associate the word AYUS with Ayurveda this public will also associate the term AYUR with Ayurveda and 
in this case the signs could be considered similar from the conceptual point of view. The General Court 
confirmed the assessment of the cancellation division and of the Board of Appeal that the products of 
Class 5 are identical with the products of Class 5 in one of the earlier marks, the services of Class 44 of 
one of the earlier rights and the goods included in Class 5 products of the contested mark are 
complementary. Finally the products included in Class 3 of one of the earlier trademarks are similar to 
those included in Class 5 of the contested mark. On the overall assessment, the General Court confirmed 
the conclusion of the Board that the earlier marks have a normal level of distinctiveness and that taking 
into account the identity or similarity of the goods and services and the similarity of the signs and having 
considered normal the level of distinctiveness of the earlier signs there is a risk of confusion between the 
signs. This conclusion is also valid for those products and services for which the relevant public will have 
a higher level of attention. LOC 
 
 
T-453/12; ZOOSPORT / SPORTS ZOOT SPORTS, Judgment of 16 October 2013, Zoo Sport Ltd / OHIM 
and K-2 Corp. – en: 
 

CTM applied for Earlier Mark 

ZOOSPORT 
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 It is not sufficient for an applicant to state that, in a given sector, consumers are particularly attentive to 
marks. Such claims must be substantiated with facts or evidence (Para. 35).  The goods in Class 25 are 
identical given that the marks cover clothing and footwear, and that ‘maillots’ are included in the category 
of clothing covered by the earlier figurative mark, just as ‘sports shoes’ are included in the category of 
footwear covered by the earlier figurative mark (Para. 44). The visual aspect plays a greater role in the 
global assessment of the likelihood of confusion for clothing as the choice of the item of clothing is 
generally made visually (Para. 66). For each of the signs, the dominant element contains three or four 
letters respectively and shares the letter sequence ‘z’ ‘o’ ‘o’, which is visually striking in all languages of 
the European Union. Similarly, the two signs have the same construction, in that the dominant element is 
juxtaposed with the evocative word ‘sport’ or ‘sports’ which occupies a secondary position in relation to 
the other element. Although the symmetry characterising the earlier figurative mark is not found in the 
mark applied for, the signs have an average degree of visual similarity (Paras. 63, 64). The signs are 
distinguished by the letter ‘t’, or possibly ‘z’, of the earlier figurative mark. The signs are phonetically 
similar to an average degree as the phonetic impact of the last letter ‘t’ or ‘z’ does not offset the global 
similarities resulting from pronunciation of their common element ‘zoo’ (Para. 75). LOC 
 
T-455/12; ZOOSPORT / SPORTS ZOOT SPORTS, Judgment of 16 October 2013, Zoo Sport Ltd / OHIM 
and K-2 Corp. – en:  
 

 
The Board did not err in finding that the level of attention of the relevant consumer would be average and 
would not increase in accordance with the price (Para. 42). The goods in Class 25 are identical given that 
the marks cover clothing and footwear, and that ‘maillots’ are included in the category of clothing covered 
by the earlier figurative mark, just as ‘sports shoes’ are included in the category of footwear covered by 
the earlier figurative mark (Paras. 44, 45). The visual aspect plays a greater role in the global assessment 
of the likelihood of confusion for trademarks assigned to clothing as the choice of the item of clothing is 
generally made visually (Para. 68). The symmetrical effect which characterises the earlier figurative mark 
is not found in the mark applied for. The typefaces used differ between the marks. However, the signs still 
have an average degree of visual similarity (Para. 65). Although the signs are distinguished by the fact 
that the letter ‘t’, or possibly ‘z’, of the earlier figurative mark must be pronounced, which will not be the 
case for the mark applied for, that difference is not sufficient to reject that the signs are phonetically 
similar to an average degree. The phonetic impact of the last letter ‘t’ or ‘z’ does not offset the global 
similarities resulting from pronunciation of their common element ‘zoo’ (Para. 77). Regarding conceptual 
similarity, the signs have the word ‘sport’ or ‘sports’ in common, which supports the view that there is 
some conceptual similarity between them although this similarity cannot totally neutralise the conceptual 
difference which exists between ‘zoo’ and ‘zoot’, or possibly ‘zooz’ (Para. 88). The signs are visually and 
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phonetically similar to an average degree. Conceptually the signs do not reveal a significant difference 
between them (Para. 91). Due to the identical nature of the goods, the average visual and phonetic 
similarity of the signs and the fact that, conceptually, the comparison of the signs does not establish a 
significant difference between them, it must be held that there is a likelihood of confusion on the part of 
the relevant public between the mark applied for and the earlier figurative mark (Para. 98.) LOC 
 
T-417/12; AQUA FLOW, Judgment of 23 of October 2013, SFC Jardibric / OHIM – en:  
 

CTM  Earlier Mark 

 

 
 

 
 

 
As far as the second plea is concerned, the GC stated, first, that the relevant public mainly consisted of 
Spanish professional consumers involved in the watering and irrigation industry and also of members of 
the general public, such as Spanish do-it-yourself enthusiasts, the degree of attentiveness of the latter 
being higher than average (Para. 51). As regards the comparison of the goods, it was found that, despite 
their different wording, the goods in Class 11 were identical (Para. 55). The goods in Classes 6 and 21 of 
the CTM were considered to be complementary, and thus similar, to the goods in Class 11 of the earlier 
mark (Para. 57). With respect to the comparison of the signs, the GC set out that, from a visual 
perspective, the difference between the marks (the letter ‘v’ at the beginning of the earlier sign) could not 
counteract their similarities, with the result that there was an average degree of visual similarity (Para. 
64). This conclusion could not be altered by the graphic layout and colours of the marks, likely to be 
perceived as decorative, non-decisive elements (Para. 65). Phonetically, the signs were found to be 
highly similar: Although the distinguishing feature is at the beginning of the earlier sign, this cannot 
counteract the overall impression of phonetic similarity (Para. 68). Conceptually, the relevant consumers 
would associate ‘aqua flow’ and ‘vaqua’ with the Spanish term ‘agua’ (water) and in that sense the signs 
are conceptually similar to an average degree (Para. 73). As a result, the GC concluded that there was a 
likelihood of confusion between the confronted signs and rejected the second applicant’s plea (Para. 75). 
LOC 
 
 
T-388/12; CORDIO / CORDIA, Judgment of 16 October 2013, Daniel Singer / OHIM – en: The Court 
confirmed that the services to be compared are identical and similar. The different marketing intentions of 
the parties, as put forward by the applicant, are not relevant (Para. 36). The contested decision was right 
to conclude that the signs are visually and aurally highly similar. From a conceptual point of view the 
signs are different, but only for part of the relevant public (Para. 45). Finally, the Court held that even for 
professionals there would be likelihood of confusion between the marks (Para. 48). LOC 
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T-533/12; IBSolution / IBS, Judgment of 7 November 2013, IBSolution GmbH / OHIM – en:  
 
 

CTM applied for Earlier CTM  

IBSolution  
 

 
The GC rejected the CTM applicant’s plea alleging an infringement of Article 8(1)(b) CTMR so far as the 
Board found the marks overall similar. The GC confirmed in particular the finding of the contested 
decision that the dominant element of the earlier mark is the letter group ‘ibs’, which will more strongly 
attract the attention of the relevant public, in the light, first, of the size and position (in the beginning) of 
those letters and, secondly, of the fact that, in accordance with the case-law, consumers will more readily 
refer to the word element than to the figurative elements (Para. 33). On the other hand, since the mark 
applied for has a meaning (solution) and the earlier mark none, the GC considered that the BoA erred in 
finding that there was a conceptual similarity between the signs at issue (Para. 51). That error, however, 
is not such as to invalidate the Board’s finding that the signs at issue are similar and that there is a 
likelihood of confusion, in the light of the existing visual and phonetic similarities (Para. 52). Finally, the 
applicant’s arguments relating to the widespread use of acronyms consisting of the same letters as those 
making up the earlier mark was dismissed since the applicant has not shown that the letter combination 
‘ibs’ was descriptive as regards both the services at issue and the relevant public’s perception of them 
(Para. 59). Moreover, the GC reminded that, according to the case-law, even in a case involving an 
earlier mark of weak distinctive character, there may be a likelihood of confusion on account, in particular, 
of a similarity between the signs and between the goods or services covered (Para. 57). LOC 
 
T-361/12; ECOFORCE / ECO FORTE, Judgment of 6 December 2013, The Premiere Polish Company 
Limited / OHIM – en: The relevant public tends to read from left to right, from top to bottom, and the size 
and configuration of the wording in the figurative mark creates no dominant word. ‘ECO’ may have 
conceptual links with ‘ecological’ but for the visual analysis it is a non-negligent element that cannot be 
ignored (Para-29). For the figurative element, the limited colours and banal arrangement of shapes with 
no distinctive character means that these elements have no semantic content, and are unlikely to make 
an impression or be remembered by consumers (Para. 35). Accordingly, there is low visual similarity 
(Para. 36). Conceptually, English and French may associate ‘ECO’ with ecological. There is a conceptual 
similarity between ‘FORCE’ and ‘FORTE’ (’strong point’ and ‘physical strength, respectively) (Para. 44). 
Moreover, the applicant did not contest the BoA assessment that the word elements in both signs would 
be perceived overall as invented words, as they have no inherent meaning in any EU language, and so 
the conceptual comparison remains neutral (Para. 43).  In finding LOC, the BoA was not required to take 
into account the usual method of marketing of the goods in question – while OHIM may take this factor 
into account, in particular to determine the weight to accord the visual, phonetic and conceptual aspects 
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of the marks, in this case the BoA rightly held that the visual differences are insufficient to offset the other 
criteria correctly taken into account in the global assessment of LOC. In this case, the claim relating to the 
objective conditions under which the goods are marketed is irrelevant (Para. 52). LOC 
 
 
T-443/12; ancotel / ACOTEL, Judgment of 21 November 2013, Equinix (Germany) GmbH / OHIM – de:  
 

CTMA Earlier CTM  

 
 

 
The GC confirmed that the relevant public was a specialised public and that the BoA had rightly based 
itself on that public and its higher than average level of attention (Para. 24). The signs have an average 
level of visual similarity. Although it is correct that the identical letters ‘tel’ at the end refer to 
‘telecommunications’, this is not the only similarity between the signs. They share the sequence of letters 
‘a-c-o’ with only the letter ‘n’ included additionally in the CTMA. The other differences, namely use of 
upper and lower key, a dot at the end of the CTMA, graphic elements and colours are insufficient to 
exclude visual similarity (Paras. 33 – 37). The phonetic difference between the signs is small; thus the 
signs are phonetically highly similar (Paras. 38 – 40). The conceptual comparison is neutral (Para. 41). 
As the specification of the earlier right is wide enough to also include the services offered under the 
CTMA, the services have to be considered identical (Para. 46). Taking into account, in particular, the 
visual similarity and strong phonetic similarity as well as identity of the services, the BoA rightly concluded 
that there was likelihood of confusion, even if the public concerned was a professional public with a 
higher than average level of attention. A high level of attention does not mean that the professional public 
will analyse the sign to the last detail or compare it in detail with other signs. Even a public with a high 
level of attention needs to rely on its imperfect memory (Paras. 47 - 57). LOC  
 
T-410/12; vitaminaqua / VITAMINWATER, Judgment of 28 November 2013, Vitaminaqua Ltd / OHIM – 
hu:  

CTMA Earlier marks 

 

• Portuguese registration No 432174 MNA, for 
"VITAMINWATER"; 

• Italian registration No 1208924 for 
"VITAMINWATER"; 

• Spanish registration No 2714126M8 for 
"VITAMINWATER"; 

• French trade mark registration No 3431977 
for "VITAMINWATER"; 

• Community trade mark registration No 
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5187216 for 3D mark ; 
• Community trade mark registration No 3 064 

061 for ; 
• United Kingdom trade mark registration N  

2324471 for  
The relevant consumer is the average consumer in the European Union and, regarding materials for 
stopping teeth in Class 5, professionals in the dentistry area (not disputed). The goods are identical or 
similar (not disputed). The GC rejected the applicant’s argument that the elements ‘vitamin’, ‘aqua’ and 
‘water’ are descriptive (especially in Class 32). The weak distinctive character of an element of a complex 
mark does not necessarily imply that that element cannot constitute a dominant element, as it may make 
an impression on consumers and be remembered by them (Para. 38). The GC rejected the applicant’s 
argument that the marks in conflict have such a very weak distinctive character, that the signs have to be 
identical for the conclusion of likelihood of confusion. Even if the marks are of weak distinctive character, 
there can be a likelihood of confusion between the signs (Para. 39). The applicant’s argument that the 
terms ‘vitamin’ and ‘water’ are common words in the business and they cannot have a special protection 
was also rejected. The fact that there is a need for the sign to be available for other economic operators 
cannot be one of those relevant factors. The answer to the question as to whether there is a likelihood of 
confusion must be based on the perception by the public of the goods covered by the mark of the 
proprietor on the one hand and the goods covered by the sign used by the third party on the other (Para. 
42). The GC also rejected the opponent’s argument in relation to the figurative element of the application 
which should be the dominant element of the sign. The figurative element of the sign is not special and 
original; it has only a decorative function. Therefore, the word element ‘vitaminaqua’ has a bigger 
influence on the costumers. Not all the opponent’s registrations cover the same signs, the same goods 
and the same territories. The comparison was made separately (Paras. 54-82). There is visual and 
phonetic similarity. The GC rejected the applicant’s argument that the relevant consumer who 
understands ‘aqua’ cannot understand ‘water’ and vice versa. The signs ‘vitaminaqua’ and ‘vitaminwater’ 
can be perceived by at least a part in the European Union conceptually identical. Since the goods 
covered by the conflicting marks are identical or similar and the marks are visually and phonetically 
similar and conceptually similar or identical, a finding of a likelihood of confusion on the part of the public 
is justified. LOC   
 
T-467/11; 360º SONIC POWER, Judgement of 10 December 2013, Colgate-Palmolive Company / OHIM 
– en: The Court confirmed the finding of a certain visual and phonetic similarity (Paras. 61- 62). As 
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regards the conceptual comparison, the GC rejected the Applicant’s claims as to the different scientific 
meanings of the terms ‘energy’ and ‘power’, confirming the possibility of a conceptual association 
between the signs (Para. 65). The certain visual and aural similarity, the high degree of conceptual 
similarity and the identity of the goods, leads to the conclusion of likelihood of confusion. The existence of 
other trademarks that include the term ‘sonic’ and are registered for goods in Class 21, to which the 
Applicant referred, were disregarded by the Court. Firstly, the cited marks were not identical to the 
conflicting signs (Para. 73). Secondly, the Applicant failed to prove that such existence was based on the 
absence of likelihood of confusion (Para. 74). LOC   
 
T-591/11; SUPER GLUE, Judgment of 11 December 2013, Przedsiębiorstwo Handlowe Medox Lepiarz 
Jarosław Lepiarz Alicja sp.j. / OHIM – pl: On the merits, the BoA did not breach the law when stating that 
the earlier mark is descriptive for the relevant goods on one hand and deciding that there was likelihood 
of confusion on the other hand. The Office and the Court have to assess the distinctiveness of the earlier 
mark. According to the judgment of 24 May 2012, Case C-196/11P, Formula One Licensing BV / OHIM, 
the coexistence between the CTM-system and national trade mark systems prohibits, the conclusion that 
an earlier national mark is not distinctive (Paras. 42-44). Despite its statement that the earlier mark was 
descriptive the BoA was allowed to decide that it had some distinctive character sufficient to fulfill the 
function of a trade mark (Para. 47). The signs are visually and phonetically similar, because the dominant 
element of the CTM application coincide with the earlier mark (Paras. 52-53, 57). The BoA was right in 
concluding that the marks are conceptually identical for the part of the public which understands the 
meaning of ‘super glue’ (Paras. 59). LOC 
 
C-524/12P; f@aircredit / FERCREDIT.Judgment of 14 November 2013; TeamBank AG v OHIM - de. 
The applicant filed a CTM application for the figurative mark f@ircredit (depicted below) for services in 
Class 36. An opposition was lodged based on the earlier figurative CTM FERCREDIT, registered for 
services in Class 36 alleging the ground of Article 8(1) (b) CTMR. The Opposition Division upheld the 
opposition. The Board of Appeal confirmed this decision. The General Court (GC) rejected the action 
directed against the Board of Appeal (BOA) decision. The applicant appealed this judgment on the 
grounds of an infringement of Article 8(1) (b) CTMR. The Court of Justice General Court rejected the 
arguments alleging an erroneous assessment of the level of consumer’s attention, of the conceptual 
similarity of the signs and of the distinctive character of the earlier sign as manifestly inadmissible 
because they aim at a new evaluation of the facts. As regards the argument that the Court should not 
have taken into account the element “credit” at all because of its descriptive content, the Court of Justice 
reiterates the case-law whereby the likelihood of confusion must be assessed on the basis of the 
impression produced by the signs in their totality. Moreover, in the context of an opposition procedure, the 
General Court is not competent to assess the registrability of the signs under Article 7(1) (c) CTMR (para. 
47). As regards the assessment of the phonetic similarity, the Court confirms the pertinence of the GC’s 
statement that the phonetic impression is less important given the way in which the relevant services are 
marketed (para. 60).  LOC 

 
♦ T-374/09; GANEDER/GANTER, Judgment of 28 November 2013; Lorenz Shoe Group AG v OHIM – 
de. The CTM applicant sought to register the word sign shown below as a CTM for goods in Classes 14, 
18 and 28. The opponent based its opposition on Article 8(1) (b) CTMR using the earlier CTM word mark 
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shown below, registered for goods in Class 25, in particular “shoes”. The opposition was directed against 
part of the applied for goods namely, “shoes” (Class 25). The Opposition Division rejected the opposition. 
The Board of Appeal dismissed the opponent’s appeal, finding that there was no likelihood of confusion. 
The Court annulled the contested decision for the following reasons: The target public of shoes has an 
average attentiveness, because shoes are mass consumption products. They are not expensive or rare, 
and they do not potentially affect the health, the life or the economic situation of the consumers. 
Consequently, the finding of the BoA that the consumers would be above average attentive is not correct 
(Para. 35). The contested decision was right to consider the signs as being relatively short, with the 
consequence that the central parts of the marks are as important as their beginnings and endings. 
However the finding in the contested decision that the differences in the central parts would create clear 
visual differences does neglect the similarities at the beginnings and endings of the signs and is 
considered as an error of assessment (Para. 39 and 40). Aurally, according to the GC the differences in 
the syllables, is compensated by the similarities in the first two syllables of the marks, and in the fact that 
the final syllable of each mark contains the vowel “e” and the consonant “r”. This would lead to a similar 
sound. Therefore the signs might not be considered as aurally different only because one mark has an 
additional syllable. This would even apply if the consonants, “d” of the contested sign and “t” of the earlier 
mark would be seen as not similar (Para. 45-48). From a conceptual point of view the BoA was right to 
conclude that none of the signs have meaning. The GC concludes that the signs are overall similar (Para. 
50). The GC concludes in an overall assessment taking all the relevant factors into account that the 
identity of the goods and the overall similarity of the signs leads for the average attentive consumers to a 
likelihood of confusion (Para. 55 – 57). LOC 
 
T-155/12; Klassiklotterie / NKL Klassiklotterie. Judgment of 23 October 2013; Hans Gerd Schulze v 
OHIM - de. The applicant filed a CTM application for the word mark Klassiklotterie for, inter alia, services 
in Classes 35 and 41. An opposition was lodged based on the earlier German trade mark NKL-
Klassiklotterie, registered for goods and services in Classes 16, 35 and 41. The Opposition Division 
partially upheld the opposition for the above mentioned services on the basis of Article 8(1) (b) CTMR. 
The Board of Appeal confirmed this decision, arguing that the identity of the distinctive component 
“Klassiklotterie” was the reason for a high degree of similarity of the signs. : The General Court confirms 
the Board’s assessment in relation to the distinctiveness of the component “Klassiklotterie” (in English: 
“classical lottery”). There is no such thing as a modern or a classic lottery so that the component cannot 
be considered descriptive. Even if the first part of the earlier mark “NKL” was more important because it 
had been proven that is corresponds to a well known trade mark, it does not follow that the second part 
could be ignored (Para. 34). Given the length of the second component of the earlier trade mark, it must 
be taken into account when assessing the similarity of the signs. In view of the identity/similarity of the 
services and the high degree of visual, the average degree of phonetic and a certain degree of 
conceptual similarity between the signs, there is likelihood of confusion. LOC 
 

T-250/10; KNUT – DER EISBÁR / KNUD, Judgment of 16 September 2013, IP Management Ltd v OHIM 
– de. The applicant filed a CTM application for the word mark KNUT – DER EISBÄR for goods in Classes 
16, 25, 28, 41. An opposition was lodged based on the earlier German trade mark KNUD, registered for 
goods in Classes 9, 16, 28. The Opposition Division partially upheld the opposition on the basis of Article 
8(1) (b) CTMR. The Board of Appeal annulled the Opposition Division’s (OD) decision to the extent that it 
had refused the opposition for certain goods and services in Classes 16, 25, 28 and 41. “Paper, carton 
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board and goods made from these materials” does not only include “raw materials” but also processed 
final products made from these materials (Para. 31). As “printed matter” is made from paper, it is identical 
to paper and card board (Para. 33). As regards “sports articles” on the one hand and “toys” on the other, 
it is difficult to define the borderline between both as certain sport equipment is offered as toys and toys 
can be offered for sports purposes; therefore a low degree of similarity exists (Para 47). The same 
applies to the comparison of “clothing” and “toys”. There are clothes for teddy bears and puppets which 
allow the conclusion that there is a distant similarity (Para. 66). “Toys” and the services “sportive 
activities” are also similar because toys might be used during the sportive activities (Para.72). As regards 
the visual similarity of the signs, the beginning of the word mark will be paid more attention by the 
relevant consumer. Given that the first name is also visually separated from the addition “DER EISBÄR”, 
the coinciding beginning of both marks allows the conclusion that there is a considerable visual similarity. 
There is an average degree of conceptual similarity because both signs point to the identical first name in 
different spelling. The descriptive addition “DER EISBÄR” (the polar bear), cannot neutralize this 
similarity. Given that “Knut” is the dominant element of the CTM applied for, there is a likelihood of 
confusion. LOC 
 
T-4/12; Maestro de Oliva   / MAESTRO, Judgment of 5 of December 2013, Olive Line International S.L. 
v OHIM – es.  
 

CTMA Earlier Italian mark  

 

MAESTRO 

 
The applicant sought to register, through an international registration designating the EU, the figurative 
mark ‘Maestro de Oliva’ for goods in Classes 29 and 30. An opposition was filed on the grounds of Article 
8(1)(b) and Article 8(5) CTMR. It was based on the earlier Italian word mark ‘MAESTRO’, for goods in 
Classes 29 and 30. The Opposition Division rejected the opposition since it considered that the use of the 
earlier mark had not been demonstrated. The Second Board of Appeal upheld the appeal and annulled 
the decision of the Opposition Division. The General Court put forward, firstly, that the applicant has only 
challenged the nature of the earlier mark’s use (paragraph 27). It endorsed the Board’s opinion that the 
mark which has actually been used contained only minor variations (paragraph 30). In that sense, the 
figurative and verbal elements of the sign actually used are displayed in a secondary position (paragraph 
33). Moreover, they are either common elements for the presentation of the goods in question (paragraph 
34) or mere descriptive indications (paragraph 35). As a result, they do not alter the distinctive character 
of the earlier sign (paragraph 38). With respect to the second plea, the GC stated, first, that it remained 
undisputed that the relevant public was the average consumer in Italy and that the confronted goods are 
identical or similar (paragraph 45). The Court went on to analyse de distinctive and dominant elements of 
the challenged mark. In that regard, it was found that the verbal element ‘de oliva’ (being close to the 
Italian ‘di oliva’) has a very weak distinctive character (paragraph 58). The same considerations apply to 
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the figurative elements, which are commonly used in respect of the goods at issue (paragraph 59). 
Therefore, neither the verbal element ‘de oliva’, nor the figurative elements are the dominant ones in the 
overall impression of the mark (paragraph 61). Moreover, those figurative elements do not stand out 
because of their position or size (paragraph 63). As a result, even if the word ‘maestro’ is the dominant 
and distinctive element of the contested mark, the verbal elements ‘de oliva’ and the figurative elements 
are not insignificant ones. Accordingly, the comparison cannot be only based on the dominant element 
(paragraph 67). In view of the foregoing, the GC found that there is a likelihood of confusion between 
the confronted marks under Article 8(1) (b) (paragraph 89). LOC 

 
T-284/12; PROSEPT / Pursept, Judgment of 16 September 2013; Oro Clean Chemie AG v OHIM – de. 
The applicant filed a CTM application for the word mark PROSEPT for “disinfectants” in Class 5. The 
opponent lodged an opposition based on its earlier German trade mark Pursept, registered for goods in 
Class 5, inter alia “disinfectants”. The Opposition Division (OD) granted the opposition on the basis of 
Article 8(1)(b) CTMR. The Board of Appeal confirmed the OD’s decision. As to the similarity of the signs, 
the General Court held contrary to the Board that the public in Germany is used to encounter trade marks 
containing the element “sept” and that therefore this element is of weak distinctive character. However, it 
must not be ignored when assessing the similarity of the signs (Para. 56). Moreover, contrary to the 
Board assessment, the signs are also conceptually similar as they both allude to a “disinfectant”. Given 
the visual, phonetic and conceptual similarities, there is a likelihood of confusion, notwithstanding the 
weak distinctive character of the element “sept”. LOC 
 
T-378/12 X/X Judgment of 5 November 2013; Capitalizaciones Mercantiles Ltda. v. OHIM – es. The 
applicant sought to register the figurative mark reproduced below for goods in Class 25.  The opponent 
opposed the registration on the basis of the CTM figurative mark reproduced below, which covers goods 
in Class 25. The grounds were those laid down in Article 8(1) (b) CTMR. The OD dismissed the 
opposition. On appeal, the Board upheld the opposition and rejected the CTM application for all the 
goods covered.  Before the General Court, the applicant alleges an infringement of Article 8(1) (b) CTMR. 
 

CTMA    Earlier marks:  DE, CTM 

 

     
 
SUBSTANCE:  The relevant public is the average EU consumer of goods in Class 25.  The goods are 
identical or similar. The GC dismissed the applicant’s claim that single letters are devoid of distinctive 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

97 

 

character.  According to a well-established case-law, their distinctive character must be appreciated in 
relation to the relevant products or services and to their perception by the relevant public. Regarding the 
national case law quoted by the applicant, the GC noted that it is not bound by it (para. 49). The GC confirms 
that the marks are visually and aurally similar.  Conceptually, none of the signs has a meaning in any EU 
language.  However, there is some similarity, as the letter ‘x’ is used in Mathematics and in the Internet 
language.  The signs are overall similar. Taking into account the identity or similarity of the goods, there is 
LOC. The GC dismissed the plea based on coexistence of the marks, as it was not proved. During the 
hearing, the applicant raised a new plea, based on abuse of law by the intervener, who defended exactly the 
opposite position in other proceedings.  This plea was declared inadmissible pursuant to Art. 48 (2) (1) of the 
Rules of Procedure of the GC. 
 

  
No likelihood of confusion (NO LOC) 
 
T-54/12; KSPORT / K2 SPORTS, Judgment of 31 January 2013, K2 Sports Europe GmbH / OHIM – en: 
 

CTMA Earlier mark 

 

 
K2 SPORTS 

   
 
The GC found that the word ‘SPORT’ in the CTMA is descriptive or largely evocative of the goods in 
Classes 18, 25 and 28, in all languages of the Union concerned. As a result, the dominant element of the 
CTMA is the figurative element and the dominant element of the earlier sign is the element ‘K2’ (Paras. 
29-32). The figurative element of the CTMA ‘looks more like two dynamic, curved brush strokes than a 
letter of the alphabet’. ‘The result is that the public will not associate it directly with the first letter of the 
earlier marks’ (Para. 36), whether or not the CTM applicant’s company name begins with the letter ‘K’ 
(Para. 39). Thus, the GC ruled out the application of the principle following which the word elements of a 
mark are, in principle, more distinctive than the figurative elements (Para. 40). The GC went on to say 
that ‘the signs at issue, considered as a whole, are not visually similar because the term ‘sport’ at the end 
of the mark applied for is not decisive and will not attract the attention of consumers’ (Para. 41). The 
signs are dissimilar on the phonetic level (Para. 44). On the conceptual level, the degree of similarity 
deriving from the descriptive word ‘SPORT’ is not decisive and remains insufficient to offset the 
dissimilarities noted on the visual and oral levels (Paras. 48-49). The GC concluded that Article 8(1)(b) 
CTMR cannot be applied since ‘the overall impression created by the marks at issue is different, as they 
do not display sufficient visual, phonetic or conceptual similarities to be regarded as being similar’ (Para. 
50). NO LOC 
 
 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

98 

 

♦ T-272/11; FITCOIN / coin, Judgment of 1 February 2013, Coin SpA / OHIM – en:  
 
 

CTM applied for Earlier marks 

Fitcoin 
 

 

 
 

 
The Court considered that the word ‘fit’ is not frequently used in relation to the other contested goods and 
services of the CTMA in Classes 16, 28, 35, 36 and 41, with the result that the term ‘fit’ is distinctive for 
those goods and services (Para. 37). Consequently, the Court found that the Board correctly concluded 
that there is no likelihood of confusion in respect of those goods and services. NO LOC 
 
T-504/11; DIGNITUDE / Dignity, Judgment of 4 February 2013, Paul Hartmann AG / OHIM – en: The 
relevant public consists mostly of consumers suffering from incontinence, whose level of attentiveness is 
particularly high when selecting the goods at issue (Paras. 30-31). The question put to the Court is 
whether the goods ‘hosiery; underclothing, underpants; underwear’ in Class 25 covered by the CTM 
application are similar to the goods covered by the earlier marks in Classes 5 and 10 (namely, napkin 
pants, absorbent pads for incontinence purposes, orthopaedic articles, draw-sheets for sick beds and 
incontinence sheets). The GC found that the conflicting goods serve a different purpose, have a different 
nature, different channels of distribution, and are neither interchangeable nor complementary (Paras. 37-
45).The GC confirmed, the Board did not err in finding that the goods are not similar. Therefore, the 
Board was correct in finding that there was no likelihood of confusion with regard to these goods.  NO 
LOC 
 
T-444/10; KMIX / BAMIX, Judgment of 21 February 2013, Esge AG / OHIM – en: Goods covered by the 
mark applied for are domestic and electrical appliances used for cooking. The relevant public consists of 
both professional and general public, thus, it will have either an above average or a reasonable level of 
attention and circumspection (Paras. 18-19). Goods covered by the earlier CTM and CTMA are identical 
or similar (not disputed). As regards the visual comparison, the Court followed the previous case law by 
stating that the consumer generally pays greater attention to the beginning of a mark than to the end and 
that the brevity of the marks at issue enables consumers to better grasp the variations in their spelling. 
The GC found that the signs are not visually similar as they have different initial letters and a different 
number of letters (Paras. 26-28). With regard to the phonetic aspect, the Court held that as the word 
element ‘kmix’ does not correspond to any existing word in the European Union, it may be pronounced by 
part of the relevant public as it is written, namely as a single syllable. However, the pronunciation of the 
mark applied for as a two syllable word, namely ‘ka’ and ‘mix’, is also possible. In certain languages of the 
European Union (in particular French and German), the letter ‘k’ is pronounced as ‘ka’ and the 
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pronunciation ‘km’ is not usual. Therefore, the Board of Appeal erred by assessing that only the single 
syllable pronunciation “Kmix” is possible (Para. 32). The Court held that the visual similarity between the 
signs at issue has more weight than the phonetic similarity in the assessment of the overall similarity as 
greater weight will usually be attributed to visual similarity in cases where the goods covered by the mark 
in question are sold in self-service stores where consumers choose the goods themselves and must 
therefore rely primarily on the image of the trade mark applied to the goods (Paras. 36-39). Consequently 
the Court held that the fact that the BoA did not take into account the pronunciation of ‘kamix’ in the 
assessment of the phonetic similarity is not liable to affect the assessment of the overall similarity (Para. 
40). Given the visual differences between the signs at issue, the reduced importance of their medium 
degree of phonetic similarity and the fact that they cannot be compared conceptually, the GC held that 
the BoA did not err in law by concluding that there was no likelihood of confusion (Para. 42).  NO LOC 
 
T-277/12; Caffè KIMBO / BIMBO, Judgment of 20 March 2013; Bimbo S.A. / OHIM, Café do Brasil (Caffè 
KIMBO) –en:  
 

Contested CTMA (Cl. 30) Unregistered mark well-known in Spain for 
‘packaged sliced bread’ 

 

 
BIMBO 

 
The GC notes that the opponent contradicts the Board’s finding without putting forward convincing facts 
or evidence in support of the claim that ‘flour, ices, yeast, baking-powder’, confectionary, ices’ are similar 
to ‘packaged sliced bread’ (Paras. 57-59). The GC concludes that the reasons given by the Board of 
Appeal are sound and justify that the opposition be upheld only in respect of ‘preparations made from 
cereals, bread and pastry’ in Class 30. NO LOC 
 
T-353/11; eventer EVENT MANAGEMENT SYSTEMS / Event, Judgment of 21 March 2013, Event 
Holding GmbH & Co. KG / OHIM –en:  
 

CTM applied for Earlier German Mark 

 

EVENT 

 
The Court held that the relevant public for all services in Class 35 and the services related to arranging 
and conducting exhibitions in Class 41, covered by the mark applied for, and for ‘development of hotels’ 
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in Class 35, covered by the earlier mark, consisted of professionals with a high level of attention whereas 
the relevant public for the other services was the general public. The relevant territory was Germany 
(Paras. 31, 32, 38). With regard to the comparison of services, the Court upheld the Board´s assessment 

that ‘development of hotels’ and ‘services of business management; business administration’ are similar 
and not identical as the opponent has claimed. These services do not fully cover the same field of 
activities as ‘development’, unlike ‘management’, refers to a process of growth (Para. 44). ‘Operation of 
hotels’  was found to be dissimilar to ‘office functions’, as the former involves services such as the 
reception, cleaning, the stocking and supply of foods and drinks, which are  different from typical office 
functions. Within hotels, the latter are usually performed by the hotel staff, not by third parties (Paras. 46-
47). ‘Advertising; organisation and conducting of exhibitions and events for commercial or advertising 
purposes; publication of publicity texts’ services were also found to be different from the services covered 
by the earlier mark, since the operation of hotels – although involving the promotion of hotels and the 
activities they offer – remains an internal activity and does not target third party undertakings. 
Furthermore, while it is true that during publicity events restaurant or accommodation services can be 
provided, the connection between those services and the services relating to the organisation of said 
events cannot be treated as complementarity (Para. 51). Finally, ‘education; providing of training; 
entertainment; sporting and cultural activities; arranging and conducting of congresses, seminars, 
symposia and conferences’  are not similar to ‘restaurant and accommodation’ services. In the majority of 
cases, the former are provided by separate undertakings having commercial links to the hotels; when 
hotels organize such activities themselves they target their own customers and not the general public. 
Moreover, while these activities can be organized in hotels, hotel managers usually restrict themselves to 
hiring out their premises. Restaurant services provided during said activities are merely accessory and 
not complementary to those covered by the contested mark (Paras. 54-55). The Board´s finding that the 
word ‘event’ was descriptive and thus that the earlier mark had a weak distinctive character for those 
services considered similar was not followed (Para. 89). However, even assuming a normal level of 
distinctive character of the earlier right, the Board had not erred in its global assessment, since the 
similarities between the signs were insufficient to create likelihood of confusion for similar services, given 
the high degree of attentiveness of the professional public (Para. 92). NO LOC 
 
 
T-336/11 and T-337/11; GIUSEPPE GIUSEPPE ZANOTTI DESIGN / ZANOTTI, Judgments of 9 April 
2013, Società Italiana Calzature SpA / OHIM – it:  

CTMs applied for Earlier marks 
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The Court, in Case T-336/11, compared the CTMA and the earlier Italian mark and considered that they 
are visually dissimilar, given that in the CTMA the signature dominates the overall impression. The 
element ‘ZANOTTI’, given its position, is only a marginal element, devoid of any autonomous distinctive 
role, being placed between the remaining elements ‘GIUSEPPE’ and ‘DESIGN’ (Paras. 34-37). As to the 
phonetic comparison, the GC, while agreeing with the Board that the signature can only be read by 
referring to the element ’GIUSEPPE’ placed in the lower part of the sign, held, contrary to the Board, that 
the signs have a slight degree of similarity (Paras. 38-40). The Court also found that, in the CTMA, the 
combination of the elements ‘GIUSEPPE ZANOTTI DESIGN’ informs the public as to the person 
responsible for the appearance of the goods and that, therefore, due to the common presence of 
surname ‘ZANOTTI’, the signs present a certain degree of conceptual similarity (Paras. 41-42). The 
signature (regardless of whether it can be read as being the name Giuseppe or not) is the dominant 
element of the CTMA, and the visual aspect is of particular importance for the marketing of the goods 
concerned. Given the different visual impression, there is no likelihood of confusion. The Court dismissed 
the opponent’s argument that the surname ‘ZANOTTI’ is more distinctive than the name Giuseppe, which 
is widespread in Italy, and, referring to the ECJ’s ruling in Becker/Harman International Industries, held 
that the element ‘ZANOTTI’ forms part of the verbal expression ‘GIUSEPPE ZANOTTI DESIGN’, which, 
as stated above, has a purely informative role and which is clearly secondary in the overall impression 
caused by the sign (Para. 53). The Court confirmed the findings of the Board also in respect of the earlier 
CTM, thus considering the signs to be visually dissimilar, a circumstance which offsets the existing 
phonetic and conceptual similarities (Para. 63). The Court followed the same reasoning and came to the 
same findings in Case T-337/11.  NO LOC 
  

 

 

ZANOTTI 
(CTM) 

(Italian) 
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♦T-80/11; RIDGE WOOD/ RIVER WOODS, Judgment of 16 May 2013; Dwarka Nath Kalsi and Ajit Nath 
Kalsi / OHIM – de: 

 
CTMA Earlier CTM  

 

 

 
The GC confirmed the Board’s assessment that there was likelihood of confusion with regard to the 
goods in Classes 18 and 25. However, it annulled the Board’s decision with regard to the goods in Class 
24 of the CTMA due to a lack of similarity to the services “processing and finishing skins, leather, furs and 
textiles” in Class 40 of the earlier right. NO LOC 
 
 
T-502/11; Wavy Line / Wavy Line, Judgment of 17 May 2013, Sanofi Pasteur MSD SNC / OHIM – de:  
 

CTMA  Earlier French and IR marks 

 

 

 

 
 
As regards an infringement of Article 8(1)(b) CTMR, the Court agreed that there was no likelihood of 
confusion. The relevant consumers (professionals and patients) pay a higher level of attention in relation 
to pharmaceutical products, independent of whether they require a prescription or are sold over the 
counter (Para. 42). The goods are identical (not disputed) (Para. 44). There are significant visual 
differences between the signs (pointy vs straight ends etc.) (Para. 48); hence, they are only slightly 
visually similar. A phonetic comparison is not possible (Para. 49). Neither sign has a concept (Para. 50). 
The earlier rights have a low level of distinctive character as they are composed of two simple geographic 
shapes which do not engage the attention of the consumer (Para. 57). Enhanced distinctiveness through 
use has not been proven (Para. 60). NO LOC 
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T-231/12; JULIUS K9/ K9, Judgment of 17 of May 2013, Rocket Dog Brands / OHIM –en: 
 

CTMA Earlier Marks 

JULIUS K9 

 
 
 
The contested goods were considered to be partially similar and partially identical (undisputed) (Para. 
19). As regards the visual comparison, the GC found that the figurative elements of the earlier marks are 
the dominant ones (Para. 28), while the term ‘julius’ is the dominant element of the word mark applied for 
(Para. 29). Moreover, the GC considered that the principle set out in the Medion case (C-120/04) is not 
applicable to the case at hand (Para. 31). Given that the structure of the signs is also visually very 
different; the GC concluded that the marks are not similar (Para. 35). Phonetically, the mark applied for is 
composed of three syllables more than the earlier marks. Therefore, the GC endorsed the Board’s 
opinion that the marks are similar to a below average degree (Para. 37). Conceptually, neither the 
combination ‘K9’, nor the term ‘julius’ of the mark applied for creates a conceptual link with dogs (Para. 
39). The marks are thus conceptually dissimilar. The GC also refused as irrelevant the opponent’s 
argument that the applicant himself had submitted the opposite opinion in a parallel case (Para. 44). 
Finally, the GC recalled that OHIM is required to examine the inherently distinctive character of an earlier 
mark and that this assessment does not require the parties to provide facts, arguments or evidence 
(Para. 50). If the Board did not explicitly address this question, this has to be interpreted as meaning that 
OHIM did not attribute, to the earlier marks, an above-average degree of distinctiveness which it should 
have pointed out on its own motion. Moreover, the GC considered that the earlier marks had the level of 
inherent distinctiveness of any mark which does not describe the goods it refers to and their level of 
distinctiveness is not above average (Para. 52). There is no likelihood of confusion. NO LOC  
 
 
T-172/12; Be Light / BECK's, Judgment of 30 May 2013, Brauerei Beck GmbH & Co. KG / OHIM- de: 
 

CTMA Earlier CTM 

 

BECK’s 
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The relevant consumer is the average consumer in the European Union (not disputed). Neither the verbal 
elements nor the figurative element of the mark applied for dominate the overall impression in a way that 
would make the other elements negligible (Para. 23). The figurative element of the mark applied for will 
not be seen as a reference to the letter “x”, but will immediately be perceived as a figure with stretched 
arms and legs (Para. 25). The GC rejected the opponent’s argument based on a market study. The 
principle that prevails in Community law is that of the unfettered evaluation of evidence and it is only the 
reliability of the evidence that is decisive when it comes to its evaluation. In order to assess the probative 
value of a document, regard should be had first and foremost to the credibility of the account it contains 
and, in particular, to the person from whom the document originates, the circumstances in which it came 
into being, the person to whom it was addressed and whether, on its face, the document appears sound 
and reliable (Para. 27). The GC considered that the study submitted in the present case did not contain 
sufficiently convincing information that the results of the study are reliable (survey via internet, low 
number of answers) (Para. 28). The GC also rejected the opponent’s argument in relation to the figurative 
element based on the Vienna classification as that classification is for administrative purposes only (Para. 
29). Equally, the fact that OHIM had, it its confirmation of receipt of the application, shown the mark 
applied for as “beXlight” does not have any influence on the legal evaluation of the contested decision 
(Para. 29). The argument based on other similar applications was also rejected (Paras. 31-33). Since the 
marks only have the letters “b” and “e” in common and are pronounced very differently, there is no visual 
or phonetic similarity (Paras. 34, 35). “Be” and “light” form part of the basic English vocabulary that will be 
understood by a large number of the relevant consumers as a reference to the fact that the beverages in 
question have no negative influence on a person’s organism or might even be beneficial (Para. 36). The 
earlier mark has no meaning. Therefore, the signs are dissimilar and Article 8(1)(b) has not been 
breached. Equally, it is a condition of Article 8(5) CTMR that the signs are either identical or similar, which 
is not the case. NO LOC 
 
♦T-514/11; BETWIN / bTwin, Judgment of 4 June 2013, i-content Ltd Zweigniederlassung Deutschland / 
OHIM-en: The GC did not share the view of the Board that there is similarity between ‘gymnastic and 
sporting articles‘ in Class 28, covered by the earlier mark, and a long list of goods (Para. 31) that fall in 
the broad categories ‘toys, games and playthings’ in Class 28 of the CTMA. Concerning the argument 
that the category of gymnastic and sporting articles is generally aimed at the same users as toys, games 
and playthings, the GC held that since the goods are aimed at the public at large, such an assertion does 
not constitute a significant factor in assessing the similarity between the goods (Para. 34).  As regards the 
alleged identical purpose or intended purpose of the goods, the GC was not convinced by OHIM’s 
submissions that there is a certain fluid transition between sporting articles and games in that certain 
sporting articles can be used for games and certain games can also be sporting articles, and that many 
sporting articles are offered in simplified form as playthings, such as balls, rackets, nets or other 
equipment (Para. 35).  The GC held that, even if there might exist a link between certain gymnastic and 
sporting articles, on the one hand, and certain toys, games and playthings, on the other, in the absence 
of precise information as to the specific goods concerned and as regards the manner in which those 
goods might be affected, that circumstance did not call in question the fact that the intended purpose of 
those two categories of goods is essentially different. Gymnastic and sporting articles are intended to 
train the body through physical exercise, whereas toys, games and playthings are intended first and 
foremost to entertain their users (Para. 36). The GC furthermore stated that these are categories of 
goods which are generally manufactured by specialist undertakings and are sold in specialist stores and 
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that, even if they can be found also in large retail stores, they are sold in different specialist departments 
which, even though they may be close, are none the less separate (Para. 38). NO LOC  

 

♦ T-219/11 and T-522/11; APLI-AGIPA / AGIPA et al, Judgment of 18 June 2013, Jose Luis Otero 
Gonzalez / OHIM-es: Typewriters are more complex products and are machines. They are not similar to 
“metallic finished drawing cards” of the earlier mark. The decision is annulled except for typewriters, as 
for those there is NO LOC. 
 
T-636/11; MY DRAP / BON DRAP, Judgment of 13 of June 2013, Hostel Drap, S.L. / OHIM-es: 
 
 

CTM applied for Earlier Mark 

 

 

 
 

 
The contested products were considered to be directed to the public in general, composed of average 
consumers (Para. 25). The goods in Class 24 are identical (undisputed) (Para. 26). Contrary to the 
applicant’s submission, the Court confirms that the Board of Appeal did not only base the comparison of 
the marks on the element ‘DRAP’ but compared both signs as a whole, taking into account their figurative 
and word elements as well as the impression conveyed by both (Para. 29). As to the visual comparison, 
the Court finds that the figurative elements of the marks were simple and that neither the circle around 
the element ‘bon drap’, nor the word ‘bon’ can dominate the image of that mark. Moreover, the public will 
perceive as a whole both word elements ‘bon’ and ‘drap’ (Paras. 31-32). As a result, there exists a certain 
degree of visual similarity (Para. 33). There is an average degree of phonetic similarity; while the element 
‘drap’ is identically pronounced, the sounds of the first syllables of the signs are very different. 
Furthermore, the applicant did not prove that the accent in the earlier mark lies on the first syllable, while 
in the contested sign the accent is on the element ‘drap’ (Paras. 34-36). As to the conceptual 
comparison, the Court points out that the Board actually takes into consideration the entire relevant 
public, even though it focused on the Spanish-speaking part of the consumers (Para. 37). The applicant 
accepted during the oral hearing that the signs in conflict did not have a meaning. Nevertheless, the 
Court added in this respect that the signs could be understood by the French-speaking consumers for 
whom there exists therefore a conceptual similarity (Paras. 38-41). As a result, the marks are similar from 
a global point of view (Para. 42). In the analysis of the likelihood of confusion, the Court considers that 
the word elements of the earlier mark were descriptive for the French-speaking consumers. Even though 
the earlier sign is not exclusively descriptive due to its figurative elements, it has a low degree of 
distinctive character (Paras. 44-45). However, this fact does not impede to conclude that there is a 
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likelihood of confusion (Para. 46). Due to the similarity between the signs and the identity of the goods, 
the public may confuse the marks. Likelihood of confusion cannot be excluded (Para. 47). LOC 
 
T-338/12; K9 PRODUCTS / K9, Judgment of 18 of June 2013, Rocket Dog Brands LLC / OHIM-en:  
 

CTM Earlier CTM 

 

 

 
The invalidity applicant alleged the infringement of Article 8(1)(b) CTMR. It claimed that there was a 
strong conceptual similarity between the marks that the Board erred in assessing the overall impression 
and also failed to properly apply the test, according to which the average consumer does not usually 
make a direct comparison of the signs. The GC confirmed the Board’s finding that the public is the 
average consumer of the products in the EU (Para. 18). Similarly, it also endorsed the Board’s 
comparison of the goods, as described above. As regards the visual comparison, the GC found that the 
figurative element representing a dog in the earlier mark constitutes the dominant one (Para. 27) and 
recalled that the Board’s analysis had nevertheless not overlooked the remaining elements (Para. 28). 
Given that that their dominant elements are not the same and that their respective graphic elements are 
different, the marks in dispute are visually similar only to a low degree (Para. 30). As to the conceptual 
comparison, the GC considered that the contested mark does not contain any figurative element 
conveying the concept of a dog (Para. 31). This finding also applies, in particular, to the element ‘K9’ and 
the different arguments thereto produced by the invalidity applicant, some of which were submitted for the 
first time before the GC and, accordingly, were considered inadmissible. As a result, the GC found that 
the marks are not conceptually similar (Para. 34). As regards the assessment of the overall impression of 
the marks, the GC stated that the goods are usually bought after visual inspection. Hence, the visual 
aspect is of greater importance (Para. 48). Accordingly, even if there is a similarity between the goods 
and the marks are phonetically similar to a high degree, that similarity is outweighed by the conceptual 
difference and the low degree of visual similarity so as to exclude a likelihood of confusion (Para. 49). NO 
LOC 
 
♦ T-437-11; GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Golden Balls Ltd / 
OHIM – en: On Article 8(1)(b) CTMR. The goods in Class 16 are identical (not disputed) (Para. 31) 
whereas those registered for other Classes are different (Para. 30). The marks are visually and 
phonetically different (Paras. 38-39). For the relevant public to grasp the potential conceptual similarity, a 
certain linguistic knowledge must be presumed. Here the degree of relationship between the languages 
concerned and the actual words used by the signs at issue must be regarded (Para. 43). It cannot be 
assumed that the English and French speaking population will immediately make this connection (Para. 
44). An average consumer, in particular a francophone one, who will have a limited knowledge of English 
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who yet knows enough to understand the words ‘golden’ and ‘balls’ would also notice the use of the plural 
versus singular forms and the distinction this adds to the marks (Para. 47). The elements of the signs 
referring to ‘golden’ are placed in the beginning of the English mark and in the end of the French, making 
the discovery of the marks meaning more difficult for anglophone as well as francophone consumers 
(Para. 48). If a francophone consumers can translate the English mark and if he does so despite the fact 
that it concerns a simple purchase of everyday consumer goods, it is improbable that he would also 
analyse the results enough to connect the marks (Para. 49, 60). The Marks should thus be considered to 
have a weak or even very weak conceptual similarity and it should be noted that such similarity requires 
prior translation (Paras. 50-51). For a mark which is not especially well known, conceptual similarity may 
not be enough to give rise to likelihood of confusion (Paras. 53-54). The earlier mark’s alleged reputation 
has not been proven (Para. 59). Even if the Class 16 goods at issue are identical, the weak, or very 
weak, conceptual similarity which requires a prior translation cannot suffice to make up for the visual and 
phonetic dissimilarities which exist (Para. 58). The Board’s decision is annulled as far as it found LoC in 
respect of the Class 16 goods. NO LOC 
 
♦ T-448-11; GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Golden Balls Ltd / 
OHIM – en: On Article 8(1)(b) CTMR. The relevant goods and services are identical or similar with the 
exception of the supra mentioned goods in Class 9, which are different (not disputed) (Paras. 30-31). The 
signs are visually and phonetically different (Paras 38-40). For the relevant public to grasp the potential 
conceptual similarity, a certain linguistic knowledge must be presumed. Here the degree of relationship 
between the languages concerned and the actual words used by the signs at issue must be regarded 
(Para. 43). It cannot be assumed that the English and French speaking population will immediately make 
this connection (Para. 44). An average consumer, in particular a francophone one, who will have a limited 
knowledge of English who yet knows enough to understand the words ‘golden’ and ‘balls’ would also 
notice the use of the plural versus singular forms and the distinction this adds to the marks (Para. 47). 
The elements of the signs referring to ‘golden’ are placed in the beginning of the English mark and in the 
end of the French, making the discovery of the marks meaning more difficult for anglophone as well as 
francophone consumers (Para. 48). If a francophone consumers can translate the English mark and if he 
does so despite the fact that it concerns a simple purchase of everyday consumer goods, it is improbable 
that he would also analyse the results enough to connect the marks (Para. 49, 60). The Marks should 
thus be considered to have a weak or even very weak conceptual similarity and it should be noted that 
such similarity requires prior translation (Paras. 50-51) For a mark which is not especially well known, 
conceptual similarity may not be enough to give rise to likelihood of confusion (Paras. 53-54). The earlier 
mark’s alleged reputation has not been proven (Para. 59). That the earlier mark is well known has not 
been proven (Para. 59) Even for the goods that are identical, the weak, or very weak, conceptual 
similarity which requires a prior translation cannot suffice to make up for the visual and phonetic 
dissimilarities which exist (Para. 58). The Board’s decision is annulled as far as it found LoC in respect of 
the similar goods. NO LOC 

 
T-328/12; Maxigesic / OXYGESIC, Judgment of 16 October 2013, Mundipharma GmbH / OHIM – de: 
Even for identical goods there is no likelihood of confusion. The visual and phonetic similarity cannot 
compensate the conceptual differences between the trademarks and cannot lead to the likelihood of 
confusion on parts of the relevant public, whose level of attention is enhanced. The level of attention of 
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the relevant public is enhanced, but not “very high” as submitted by the CTM applicant (intervener before 
the Court). Within the trademark comparison it has to be noted that the common element “–gesic” will be 
understood as a reference to the word “analgesic” and is descriptive for the goods in question (Paras. 35 
et seq., 47). The relevant public generally does not consider a descriptive element forming part of a 
complex mark as the distinctive and dominant element in the overall impression conveyed by that mark 
(Para. 33 with reference to further case-law). The visual similarity is low, due to different beginnings 
(Para. 49), the phonetic similarity is average (Para. 50-52), both trademarks have different conceptual 
connotation, with MAXImum or OXYgen, respectively (Para. 53). NO LOC 
 
T-114/12; Sterilina / STERILLIUM ea, Judgment of 23 October 2013, Bode Chemie GmbH & Laros S.r.l. 
/ OHIM – fr:  
 

CTM applied for Earlier CTM 

 

STERILLIUM 
 
 

The Court held that the Board of Appeal was correct in finding that the relevant public is composed of 
consumers with a normal level of attention in relation to daily hygienic products or higher in relation to 
medical and pharmaceutical products. On the comparison of goods, some of the products included in the 
Classes 3 and 5 are identical or similar to the products included in the earlier registrations. Others are 
different. The General Court held that the signs share a certain similarity due to the presence, in both 
signs, of the prefix ‘steril’. Nevertheless, the signs also present some differences, in particular the endings 
‘INA’ and ‘LIUM’. The General Court took note of the presence of a white cross, a figurative element 
depicted in the contested sign, which because of its size and place affects the overall impression. The 
same effect could also be produced by the bright red colour of the contested sign. Even if these graphic 
elements may be considered as weak, from the point of view of distinctiveness, they are not negligible. 
From the visual point of view, the Board of Appeal was right when it concluded that the degree of visual 
similarity is weak. Phonetically, the General Court noted that the conclusion of the Board of Appeal, that 
the signs had only an average degree of similarity because of the different verbal elements, was not 
challenged by the applicant. Finally, on the conceptual side, the General Court confirmed the conclusion 
of the Board of Appeal that the signs share a certain degree of similarity. The prefix ‘steril’ shared by the 
two signs will be understood by the relevant public as a link to products sterilised or having the capacity 
to sterilise. This link is reinforced by the presence of the white cross in the contested sign which evokes a 
medical context. The General Court held that the prefix ‘steril’ is descriptive for the products concerned 
and, as a consequence, has to be analysed as having a weak distinctive character. As correctly pointed 
out by the Board of Appeal, the suffixes of the signs will occupy a more distinctive place in the 
identification of the commercial origin of the goods (Para. 31). In relation to the claim of enhanced 
distinctiveness of the earlier verbal mark STERILLIUM, the General Court confirmed the assessment of 
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the Board of Appeal that the documents and evidence filed did not suffice to demonstrate this argument. 
The conclusion that there was no likelihood of confusion was therefore confirmed by the General Court. 
As the verbal mark was the closest sign to the contested CTM application the General Court did not 
examine the figurative earlier CTM. NO LOC 
 
T-377/10; Jambo Afrika / JUMBO, Judgement of 18 November 2013, Preparados Alimenticios, SA / 
OHIM and Rila Feinkost-Importe GmbH & Co. KG (intervener) – en: The GC confirmed the findings of the 
BoA as regards the relevant public, which consists of EU ‘buyers’, in particular Spanish ‘buyers’ of food 
products such as soups, broths, condiments and sauces (Para. 30). The applicant submissions that the 
public is made up of people particularly familiar with food from Africa and that the products can only be 
purchased in specialised shops were not accepted, because nothing in the wording of the marks 
suggests specific purpose of the goods (Para. 31). The presence of a description of an African foodstuff 
in one of the previous registrations and the word Africa in the application, are not sufficient to establish 
that a particular category of consumers is targeted by the mark applied for (Para. 32). The Court also 
confirmed the reasoning of the Board as to the similarity of the goods, which vary from very high to low, 
according to the type of goods, as well as its assessment of the visual and conceptual dissimilarities. 
Phonetically however, the Board was wrong in finding identity. Considering the different number of words, 
letters and syllables, the signs have only slight degree of aural similarity (Para. 50). In view of the nature 
of the goods, which require visual perception by the relevant public (Para. 61), the phonetic similarity is of 
limited significance. In this regard, the visual and conceptual differences between the signs are sufficient 
to preclude likelihood of confusion on the part of the relevant consumer (Para. 62). The Court did not 
accept the claims of the applicant as regards the increased distinctive character of the previous 
trademarks, stating that the documents submitted (an excerpt from the applicant’s Internet site displaying 
the mark JUMBO, a worldwide list of registrations of the earlier marks, catalogues of the products, a list of 
consolidated data relating to the monthly sales for a certain period in certain African countries, a list of 
expenses incurred in respect of advertising campaigns and local press reports also from Africa) did not 
indicate the market shares, the intensity, how geographically widespread and longstanding their use has 
been or the amount invested in promotion (Para. 68). As regards the worldwide list of registrations of the 
earlier marks, the GC found that it could not by itself serve as proof not only for the reputation of the 
marks among the relevant consumers, but also for their actual use (Para. 69). NO LOC 
 
♦ T-394/10; SOLVO (fig.) / VOLVO, Judgment of 5 December 2013, Elena Grebenshikova / OHIM – en:  
 

 
Regarding Article 8(1)(b) CTMR, the GC observed that the relevant public targeted by the software 
covered by both marks is made up of specialised professionals such as managers of warehouse 
complexes or managers of container terminals (Para. 19) having a particularly high degree of 

CTMA Earlier mark 

 

 
 

VOLVO 
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attentiveness (Para. 21). The signs are visually dissimilar and aurally similar. No element of conceptual 
dissimilarity can distinguish them (Para. 25).  The GC rules out LOC and endorses the CTM applicant’s 
argument that the method of marketing the software in question means that the relevant professional 
public will inevitably be faced with the image of the sign applied for before making its choice. In a 
previous Judgment of 26/06/2008 (T-79/07, Polaris/Polar), the GC held that minor visual differences 
could suffice to exclude LOC in respect of identical goods (software in the banking sector) given the 
degree of attentiveness of the relevant IT-related public and the importance to give to the visual 
perception of the signs applied to specialised software (Para. 31). The GC applies the guidance of this 
previous judgment to the facts of the case and finds that ‘the staff responsible for the choice and 
purchase of ‘computer programs for warehouse management systems and computer programs for 
container terminal systems’ will inevitably be faced with the image of the sign applied for before making 
that choice [on the act of purchase] (Para. 33). Even if preliminary information regarding the software is 
given aurally to the purchaser, the latter will nevertheless ‘scrupulously examine the characteristics and 
the content of that software on account of the importance of their choice’. ‘Such an examination may 
consist of studying the written presentation of the software or a trial version of it as well as of visiting the 
provider’s website or of meetings with the provider’s employees. During that examination, which may be 
carried out in several stages following a call for tenders, the employees of the customer undertaking will 
inevitably see the image of the sign applied for, given that it is on the producer’s promotional documents 
and appears on its website’ (Para. 35). During this process, even ‘slight differences’ are unlikely to go 
unnoticed (Para. 36). Given the prevailing importance attached to the visual perception of the signs in the 
sector in question, the BoA made an error in finding that there was LOC ‘in spite of the identity of the 
goods and the high level of distinctiveness of the earlier mark’ (Para. 38). NO LOC 
 
T-487/12; EPM PANINI / GRANINI, Judgment of 11 December 2013, Eckes-Granini Group GmbH / 
OHIM – en:  
 

CTMA Earlier Mark 

 
GRANINI 

 
 
The GC dismissed the appeal. The GC found that the figurative elements making up the mark applied for 
are not merely decorative and help to create a very different visual impression between the signs (Paras. 
37 and 38). The signs show a low degree of phonetic similarity. The Court confirmed that the general 
principle that consumer normally attaches more importance to the initial part of words may apply to the 
present case (Paras. 41 and 45). Conceptually, as the element ‘granini’ has no meaning, there is a clear 
conceptual difference between the signs for the Italian-speaking public, for which the element ‘panini’ has 
a meaning (‘small bread rolls’ or sandwiches). No comparison can be made for the public for which the 
element ‘panini’ is wholly meaningless. There is a difference also with regards the concept of the 
‘medieval knight’ evoked by the contested mark. Therefore, the signs are conceptually dissimilar or no 
comparison is possible between them. The goods in question are usually sold in department stores which 
often operate on the basis of self-service. The visual perception of the marks will generally occur prior to 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

111 

 

purchase. Therefore, the phonetic similarity must be considered as being of less importance than the 
visual differences between the marks. In light of the above, it is confirmed that there is no likelihood of 
confusion between the signs at issue. NO LOC 
 
♦ T-599/10; EUROCOOL / EUROCOOL LOGISTICS et al, Judgment of 6 September 2013, Eurocool 
Logistik GmbH / OHIM – de:  
 

CTMA Earlier German mark  
 
 
 

EUROCOOL 

 
 
The GC confirmed the assessment in the contested decision, except for the opposed services, 
‘development of software for the storage, commissioning and transport of chilled and frozen goods’ (class 
42). The GC concluded that those contested services are targeted at business consumers as the 
providers of transport or storage services, whereas the earlier transport services are targeted at the 
clients of transport or storage providers (Para. 90). The purpose and method of use of the confronted 
services are different. The services may not be substituted by one another and, since the consumers are 
different, these services cannot be complementary (Paras. 92 - 94). These services are dissimilar. The 
GC agreed with the Board’s finding that the earlier mark is dominated by the expression ‘EUROCOOL’. 
Consequently, the contested decision rightly found a similarity between the signs.  Taken into account, 
that the expression ‘EUROCOOL’ has an average distinctive character (Para. 140) the GC found that 
there is likelihood of confusion for the identical and similar services. Consequently, the GC partially 
annulled the contested decision and altered it by rejecting the opposition as far as the contested services 
‘development of software for the storage, commissioning and transport of chilled and frozen goods’ (class 
42), are concerned. NO LOC  
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T-282/12; FREE YOUR STYLE / FREE STYLE, Judgment of 16 October 2013, El Corte Ingles & Nadia 
Mariam Sohawon / OHIM – es:  
 

CTM applied for Earlier CTM and Spanish trademarks 

 

FREE STYLE 
 
 

 
The Court held that the Board of Appeal was correct in the finding that goods in Class 25 may be similar 
to retail services in Class 35 (Paras. 37-39). On the visual comparison of the signs, the General Court 
confirmed the Board’s assessment that visually the similarity is weak (Para. 42). Phonetically, the 
General Court also confirmed that the similarity of the signs is average as the elements “free” and “style” 
will be pronounced the same way in all languages (Para. 43). As regards the element “your” of the 
contested mark its presence is not sufficient to conclude that the signs are dissimilar. On the conceptual 
side, the General Court confirmed the approach of the Board when it distinguished the consumers with 
good knowledge of English, those who have a basic understanding and those who have no 
comprehension of English at all. For those who have a good understanding of English the signs are 
different as the contested sign means “Free your style” and the earlier right means “ free style”. For those 
who have a basic understanding of English, the semantic difference between the signs will not be 
perceived; the signs will therefore be similar for this public. Finally, for those who do not understand 
English no conceptual comparison is possible. The conceptual assessment done by the contested 
decision is therefore approved (Para. 44). On the comparison of goods and services, the services 
covered by the contested mark are similar to the goods covered by the earlier sign, however the signs 
have a weak similarity from the visual point of view but are similar on the phonetic side. The goods and 
services and the signs do not have the degree of similarity to create a risk of confusion (Para. 51). Finally, 
in relation to the earlier Spanish mark: As this one is identical to the CTM, the same conclusions apply in 
relation to the relevant Spanish public. NO LOC 
 
Other LOC related cases 
 
C-354/12; FEMIFERAL / Feminatal, Order of 11 April 2013, ASA Sp. z o.o. / OHIM-pl:  The General 
Court was correct when stating that the practise of the European Medicine Agency was irrelevant for the 
assessment of the similarity of the signs within the meaning of Article 8(1)(b) CTMR, since the 
competences of the EMA are different from the issue of IP protection. The OHIM only applies the CTMR 
and implementing legislation as interpreted by the Courts (Para.34).  
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♦ T-505/11, dialdi / ALDI, Judgment of 25 June 2013, Aldi GmbH & Co. KG / OHIM – en:  

TMAs Earlier CTM 

  

 
  ALDI 

 
 
 
The GC endorsed the Board’s finding that the relevant public is composed of average consumers who 
are reasonably well-informed and reasonably observant and circumspect. The relevant public does not 
consist exclusively of consumers who demonstrate a higher level of attention when purchasing dietetic 
preparations and the like (Paras. 29-39). Concerning the comparison of the goods (that the Opposition 
Division had found to be identical), the GC held that it was  apparent that the Board had not pronounced 
itself on the goods, having excluded the possibility of a likelihood of confusion due to the substantial 
differences between the marks (Para. 40). Concerning the comparison of the signs, the GC held that the 
Board overestimated the graphic differences between the four first and two last letters of the mark applied 
for, and considered that the targeted consumers were not ‘highly likely’ to perceive the first four letters of 
the mark applied for as an element separate from the two final letters, as was suggested in the Board’s 
decision. Thus, the GC - having recalled that, in respect of word marks which are relatively short, the 
central elements are as important as the elements at the beginning and end of the sign - held the marks 
to be visually similar to a medium degree (Paras. 64-70). The GC found that the signs present a certain 
phonetic similarity, notwithstanding the presence of the two initial letters ‘d’ and ‘i’ in the mark applied for. 
The Court added that the Board should have assessed the likelihood of Italian, Spanish or Portuguese 
consumers treating the prefix ‘di’ (meaning ‘of’) in the mark applied for as an indication of the origin of the 
goods at issue and, therefore, not pronouncing it in a particularly strong manner, thus enhancing the 
degree of aural similarity between the signs (Paras. 75-76). The GC then found that, on a conceptual 
level, the marks, taken as a whole, have no clear meaning in any of the languages of the relevant territory 
(Para. 78). Given the visual and phonetic similarities between the signs, the Board should have assessed 
all the relevant factors and, in particular, determined whether the opponent had demonstrated (on the 
basis of the evidence filed during the administrative proceedings) the enhanced distinctive character 
acquired through use of the earlier mark, or even its renown. The Court therefore annulled the decision of 
the Board. 
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C. Article 8(3), 53 (1)(b) CTMR – TM filed by agent 
 
[no entry] 
 

D. Article 8(4), 53(1)(c) CTMR – Non registered marks/other signs used in the course of trade 
 
T-225/06, T-256/06, T-257/06 and T-309/06; BUD / BUD, Judgment of 22 January 2013, Budějovický 
Budvar, národní podnik / OHIM – en: 
 

CTMAs Earlier sign 

 BUD 

 
  BUD 

 

 
 
Notion of use in the course of trade of a sign of more than mere local significance (Art. 8(4) CTMR): The 
appeal in Case T-309/06 RENV was dismissed as not a single proof of use of the earlier sign BUD had 
an earlier date than the date of filing of the CTMA (Para. 55). The three remaining appeals were 
dismissed given that the earlier rights had not been shown to have been used in the course of trade of a 
sign of more than mere local significance in France and in Austria. As far as use in France is concerned, 
the GC confirmed that use reflected by four invoices, for a very limited amount and in only three cities, 
without any advertisement, did not qualify the notion of use in the course of trade of a sign of more than 
mere local significance (Para. 56). As far as Austria is concerned, the same conclusion applied since the 
GC found that use was limited to deliveries amounting to 12-25 hectolitres per year, for a marginal 
turnover (around 1.200 €), almost exclusively in Vienna (Para. 59-61). The GC dismissed the opponent’s 
argument that the lower amount of use was justified by the inherently limited production of a product 
covered by an appellation of origin in view of the fact that the opponent’s yearly production is higher than 
1 M. hectolitres of beers (Para. 65). 
 
 
T-474/09; JACKSON SHOES / Jacson of Scandinavia, Judgment of 24 January 2013, Fercal – 
Consultadoria e Serviços, Lda / OHIM – pt: The CTM owner did not contest that the cancellation applicant 
was the owner of the trade name, that it made use of the trade name on a national level, that Swedish 
law gives the owner of a trade name the right to prevent the use of a later trade mark if there is a risk of 
confusion and that the signs in issue are similar. The GC rejected the CTM owner’s argument that there 
was no risk of confusion as the relevant consumer would distinguish between trade names and trade 
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marks due to their different functions (distinguishing the goods and services of one undertaking from 
those of another vs distinguishing a business from other businesses). Where the use of a company 
name, trade name or shop name is limited to identifying a company or designating a business, such use 
cannot be considered as being ‘in relation to goods or services’. However, there is use in relation to 
goods where the owner of the trade name affixes it to the goods it commercialises or where, even if the 
trade name is not affixed to the goods, the owner uses the trade name in such a way that a connection 
will be made between the trade name and the goods and services (Para. 23). Moreover, even if the 
consumer in the present case would make a distinction according to the different functions of a trade 
mark and a trade name, this would not exclude the risk of confusion (Para. 24). The GC also rejected the 
CTM owner’s argument of a co-existence of marks containing the name ‘Jackson’. Although the 
possibility cannot be entirely dismissed that, in certain cases, the coexistence of earlier marks on the 
market could reduce the likelihood of confusion, that possibility can be taken into consideration only if it is 
duly demonstrated that such coexistence was based upon the absence of any likelihood of confusion on 
the part of the relevant public between the earlier marks to which the CTM owner refers and the 
cancellation applicant’s trade name, and provided that the earlier marks and the signs in conflict are 
identical (Para. 31). In the present case, the earlier marks cited by the CTM owner and the signs in 
conflict are not identical. The CTM owner has not demonstrated that the earlier marks it referred to 
effectively co-exist on the market, nor has it shown a co-existence without risk of confusion (Para. 32). 
The Court also rejected the CTM owners argument based on a low level of distinctive character of the 
elements ‘Jackson’ and ‘JACSON’, stating that, even if this were so, in view of the similarity between the 
signs and the identity of the products, the Board was right to find for a risk of confusion (Para. 35). 
 
 
T-506/11 and T-507/11; Peek & Cloppenburg / Peek & Cloppenburg, Judgments of 18 April 2013,  
Peek & Cloppenburg KG / OHIM – de: The GC confirmed that the Article 8(4) condition of a “right to 
prohibit use of a subsequent sign” has to be assessed in accordance with the relevant national law. The 
opponent bears the burden of proof to show that he has such a right (Para. 20).The Court rejected the 
applicant’s argument that the signs had peacefully coexisted in Germany as the applicant had not shown 
that such a coexistence actually existed and had in no way shown that a coexistence was based on a 
lack of confusion (Paras. 30, 31). The GC also rejected the applicant’s argument that the opponent had 
lost any right it might have had to prevent the applicant from using the sign through acquiescence 
according to § 21 MarkenG. This argument had been presented for the first time before the Court and 
was thus inadmissible (Para. 34). It was also unfounded since § 21 MarkenG regulates the relationship 
between a trade name and a registered trade mark and is not applicable to the relationship with a trade 
mark application such as the CTM applications in the present cases (Para. 35). The GC confirmed that 
the Article 8(4) conditions of “use in the course of trade” and “of more than mere local significance” have 
to be assessed in accordance with uniform standards of Community law, not in accordance with national 
law (Paras. 19, 47, 48). The opponent’s trade name is not of mere local significance simply because it 
might give the right to prevent use of another sign in only a part of Germany (Para. 51). In order to be 
able properly to oppose the registration of a CTM, it is necessary to establish that, through use, the 
earlier sign has acquired a significance which is not restricted from the Para. of view of the third parties 
concerned to a small part of the relevant territory (Para. 53). The opponent has shown use of its trade 
name in many areas in Germany (Para. 55). § 12 MarkenG does not restrict Article 8(4) to such earlier 
rights that can prevent use in the entire territory of Germany, amongst others, because it relates only to 
invalidity procedures and not to opposition procedures (Para. 54). 
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T-579/10; macro / macros consult GmbH, Judgment of 7 May 2013, macros consult GmbH – 
Unternehmensberatung für Wirtschafts- und Finanztechnologie  / OHIM – de: The GC confirmed that first 
two conditions of Article 8(4) CTMR, namely the existence of a sign used in the course of trade and its 
more than merely local significance, have to be interpreted in the light of EU law (Para. 55). The issue of 
the existence of a national right is a question of fact. It is for the party which alleges the existence of the 
right to establish, before OHIM, not only that this right arises under the national law, but also the scope of 
that law (Para. 62). The invalidity applicant cannot put forward, for the first time before the Court, the 
interpretation of Article 5 MarkenG carried out by the Bundesgerichtshof in several decisions and by 
German academic writing (Para. 76). The Court confirmed the Board’s finding that the invalidity applicant 
had not established the existence of an earlier right. In this context, the Court confirmed the Board’s 
rejection of evidence submitted by the invalidity applicant, which related to time periods after the owner’s 
application for the CTM. ‘Earlier’ as defined in Article 8(4) CTMR means that the right on which the 
application for a declaration of invalidity is based must have been acquired prior to the date of application 
for registration of the CTM in respect of which the declaration of invalidity is sought or the date of the 
priority of the latter (Para. 70).The only factual elements which date from prior to the application for 
registration of the CTM are documents relating to the registration of the invalidity applicant in the German 
commercial register and to an application for registration of the German national word mark macros 
(Para. 79). The invalidity applicant did not present any evidence before the Board showing that, in 
German law, the company name whose protection is invoked on the basis of Article 5 MarkenG (macros 
consult GmbH) can differ from the designation in the evidence put forward to prove the existence of that 
protection (macros consult GmbH – Unternehmensberatung für Wirtschafts- und Finanztechnologie). 
Even if it were accepted that the registration of the company name in the commercial register should 
have been taken into consideration by the Board, such a registration, while allowing the invalidity 
applicant to use the designation macros consult GmbH in the course of trade, does not in itself 
demonstrate the lasting nature of the use of that designation (Para. 82). Moreover, in finding that the 
mere application seeking the registration of a German word mark is not sufficient to prove the use of the 
company name macros consult GmbH in the course of business, the Board did not make an error of 
assessment. A trade mark application neither presupposes nor implies the use of the mark and it is 
undisputed that the registration procedure was not pursued by the invalidity applicant. Since the Board 
considered that the condition relating to use in the course of trade laid down in Article 5 MarkenG should 
show a certain degree of effectiveness and a sufficiently habitual character, it was entitled to infer that, in 
order to establish habitual use in the course of trade, mere isolated correspondence with the German 
PTMO was insufficient (Paras. 85, 86)  
 
T-321/11 and T-322/11; PARTITO DELLA LIBERTA´ / Partito della Libertà, Judgments of 14 May 
2013, Raffaello Morelli / OHIM- it:  
 

CTMs applied for Earlier Italian domain name 
 

1) PARTITO DELLA LIBERTA’ partitodellaliberta.it 
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2)  

The GC rejected the opponent’s argument that the fact that the domain name ‘partitodellaliberta.it’ had 
been formally attributed to it by the competent Italian authority was sufficient to prove the visible use of 
the domain name by third parties and, therefore, its use in the course of trade (Paras. 38-40). The Court 
noted that the domain name was under construction at the time of filing of the contested CTM 
applications, having therefore no content, and that the corresponding address automatically re-directed 
the user to another domain address, ‘www.liberali.it’. The GC held that, without it being necessary to 
examine the nature of the content available on the latter site, the re-direction mechanism was not able to 
prove the alleged use of the former domain name in the course of trade (Para. 44). The GC further held 
that the newspaper article dated 25 August 2007 and taken from the online edition of the Italian daily La 
Stampa could not prove the use of the domain name ‘partitodellaliberta.it’, since it only confirmed the 
mere existence of the website, but not that it had received visits thereof (Para. 46). Nor could extracts 
from the mentioned website dated after the filing of the two contested CTM applications be relied upon in 
order to prove the use of the domain name (Para. 47). The GC also confirmed the Board’s finding that the 
above extracts did not provide any information showing that the domain name was used in the course of 
trade with a view to economic advantage, given that they contained a concise introduction of a political 
program (Para. 48). Finally, the GC held that other documents, namely articles from publications and 
websites, filed by the opponent, did not assist in establishing the commercial use of the domain name on 
which the oppositions were based (Para. 49).  

 
T-581/11; BABY BAMBOLINA / BAMBOLINA, Judgment of 23 October 2013, Dimian AG / OHIM – en:  
 

Contested CTM Earlier right  

 

Bambolina 
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The GC dismissed the appeal. It recalled that Rule 19(2)(d) CTMIR expressly provides that, in the event 
that an opposition is based on Article 8(4) CTMR, the opposing party must provide evidence not only of 
the acquisition and of the scope of protection of that earlier right, but also of the continued existence of 
that right, and clarified that, by analogy, the earlier right relied on in support of an application for a 
declaration of invalidity must still exist at the time that application is made (Para. 26). The Court referred 
to the evidence of use (catalogues dated between 2007 and 2009) filed by the invalidity applicant during 
the administrative proceedings and referring to Germany, Italy and Spain, and noted that no information 
had been provided about the number of orders placed as a result of the alleged distribution of those 
catalogues (Para. 35). The Court then addressed the invalidity applicant’s argument that it was apparent 
from an affidavit signed by its Chairman that in 2007 it had sold approximately 30,000 items under the 
earlier mark in Germany, and held that, even assuming that the catalogue pages provided were sufficient 
to show that some sales were made in 2007, in no way were they sufficient per se to show that during 
2008 and 2009 sales of the same order of magnitude as in 2007 were made (Para. 38). Not only, the 
catalogues provided in relation to 2008 and 2009 did not make it possible to assess the volume of sales 
made under the earlier mark during those years, let alone the relationship between that volume of sales 
and the volume of sales in general of the products at issue in Germany. The Court further remarked that 
there was a period of more than 10 months between the date of expiry of the most recent provided by the 
invalidity applicant and the date of filing of the request (Para. 46), and that the catalogues filed lacked 
independence and that it was not possible to know whether they were in fact distributed in Germany or 
the quantities of such distribution (Para. 48). The Court reached the same conclusion in respect of the 
evidence (catalogues) filed in respect of Italy and Spain, holding that in both cases there was a period of 
several months between the expiry date of the most recent catalogue provided by the invalidity applicant 
and the date of filing of an application for a declaration of invalidity (Paras. 56-72). The Court therefore 
concluded that, in relation to all the relevant territories, the BoA had correctly found that the invalidity 
applicant had not proved use in the course of trade of a sign of more than mere local significance up to 
the date of filing of an application for a declaration of invalidity (Para. 73). 

 

E. Article 8(2)(c), 8(5), 53(1)(a) CTMR – Well-known marks/marks with a reputation 
 
C-261/12 P; AJ AMICI JUNIOR / AJ ARMANI JEANS, Order of 17 January 2013, Annunziata Del Prete / 
OHIM – it: As regards the second plea in law (breach of Article 8(5) CTMR), the applicant contends that 
the GC should not have considered the reputation of the earlier marks, since the appeal was based solely 
on Article 8(1)(b) CTMR and not on Article 8(5) CTMR, which had not been invoked (Para. 30). According 
to the Court of Justice, the likelihood of confusion is higher if the distinctive character of the earlier mark 
is higher, either inherently or because of its acquired reputation on the market. Therefore, the reputation 
of an earlier trademark may be relevant to assess the existence of a likelihood of confusion under Article 
8(1)(b) CTMR. Since the opponent, Georgio Armani S.p.A., invoked the reputation of its trademarks 
before the Board of Appeal, and also presented evidence in that regard, the GC did not err in law when it 
held that the Board should have set out the reasons why it was concluded that the highly distinctive 
character of the earlier marks relied on in support of the opposition was linked exclusively to the element 
‘armani’, while the opponent had relied on the reputation of those marks in their entirety. The second 
ground of appeal was rejected as manifestly unfounded (Paras. 37-39).  
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T-277/12; Caffè KIMBO / BIMBO, Judgment of 20 March 2013; Bimbo S.A. / OHIM, Café do Brasil (Caffè 
KIMBO) –en:  
 

Contested CTMA (Cl. 30) Unregistered mark well-known in Spain for 
‘packaged sliced bread’ 

 

 
BIMBO 

 
 
The opponent had claimed that its earlier mark was well-known, not only in respect of ‘packaged sliced 
bread’ but, more generally in respect of ‘cereals, milling industry, baking, pastry and starch’, such a fact 
being accepted by the applicant and unchallenged before the Board. The GC noted that, through the 
effect of the appeal brought before it, the Board of Appeal is called upon to carry out a new, full 
examination of the merits of the opposition, in terms both of law and fact, even on points on which the 
parties have not put forward a view and even if the first instance department of the Office has omitted to 
rule on that aspect. The Board of Appeal was therefore under an obligation to reassess the scope of 
protection of the earlier mark (Paras. 33-34) and the comparison of the goods (Paras. 40-42). The GC 
reiterates that the Office is not bound by the points which are not challenged by the parties: ‘The issues 
of the existence and the scope of an earlier mark are thus not factors which can be left to the free 
assessment of the parties’ (Para. 35).  
 
 
♦ T-437-11; GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Golden Balls Ltd / 
OHIM – en: On Article 8(5) CTMR. The Board of Appeal dismissed the opponent’s claim under Article 
8(5) CTMR without examining it into details. Such an error is however without effect in this case (Para. 
69). Article 8(5) requires identity or similarity of the signs (Para. 70). The marks lack similarity and the 
BoA would thus, in any case, have had to reject the opposition under Article 8(5) regarding non similar 
goods (Paras. 72-73). The opponent’s cross-appeal concerning the violation of Article 8(5) CTMR is 
therefore dismissed. 
 
 
♦ C-383/12P; TETE DE LOUP / WOLF JARDIN, Judgment of 14 November 2013, Environmental 
Manufacturing LLP / OHIM – en: 
 

Contested CTMA (Class 7)  Earlier CTM (Class 7) 
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In OHIM’s submissions, the change in the economic behaviour of the relevant consumer (Intel, Para. 77) 
follows from the dispersion of the reputed mark’s image and identity (Intel, Para. 76), with the result that 
the first requirement is not autonomous in respect of the second as the two sides of the same coin (Para. 
29-30). The CJ dismissed this argument and considered the requirement of proof of an economic change 
‘autonomous’ (Para. 35). In consequence, without adducing evidence that that condition is met, dilution 
(that is, the detriment or the risk of detriment to the distinctive character of the earlier mark) cannot be 
established (Para. 36). While the dispersion of the reputed mark’s image and identity in the public’s 
perception is a subjective condition, the change in the economic behaviour of this public is an objective 
one. The objective condition cannot be deduced from the mere fact that consumers note the presence of 
a new similar sign in a way which is likely to undermine the earlier mark’s ability to identify the goods for 
which it is registered as coming from the proprietor of that mark (Para. 37 and 39). A ‘higher standard of 
proof’ is required under Article 8(5) CTMR for a finding of dilution. The GC should have examined if actual 
change in the economic behaviour had occurred, or if a risk thereof was likely to occur on the basis of ‘an 
analysis of the probabilities and by taking account of the normal practice in the relevant commercial 
sector as well as all the other circumstances of the case’ (Para. 43). Since it failed to do so, the GC 
violated Article 8(5) CTMR. The case is remitted back to the GC (Para. 49). 
 

F. Other issues 
 
[no entry] 
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IV. PROOF OF USE 
 
T-355/09; WALZERTRAUM/ WALZERTTRAUM, Judgment of 17 January 2013; Reber Holding GmbH & 
Co. KG / OHIM – de: The applicant sought to register the figurative mark “Walzer Traum” for “coffee, 
sugar” and other goods in Class 30. The opponent opposed the registration on the basis of the German 
word mark, “Walzertraum”, which was registered for “bakery products, chocolate products” and other 
goods in Class 30. To prove the use of its earlier mark, the opponent submitted a declaration of its 
director, two photos of the window display of a coffee house/confectionery shop, monthly sales lists for 
chocolate products between March 2001 and December 2002 and two excerpts of the opponent’s 
internet pages (2004 and 2007). The GC confirmed that the relevant period for proof of use runs from 13 
February 2001 to 12 February 2006. Contrary to the Board, which had found all pieces of the opponent’s 
evidence to be admissible, the Court rejected the 2007 internet excerpt and the undated photos as 
inadmissible (Paras. 32, 33). The error of the Board has, however, no influence on the contested decision 
(Para. 34). The Court recalled its case-law according to which use of the mark need not always be 
quantitatively significant for it to be deemed genuine. However, the smaller the commercial volume of the 
exploitation of the mark, the more necessary it is for the opponent to produce additional evidence to 
dispel possible doubts as to its genuineness (Paras. 39, 40). Chocolate products are general consumer 
products which are bought quickly and without much attention. The fact that the opponent’s products are 
hand-made does not change this as they are available to the vast majority of consumers and are 
relatively inexpensive (Para. 42). The monthly sales lists for chocolate products show an average sale of 
40 to 60 kg per year, which is low but relatively constant (Para. 37). The chocolate is sold in only one 
place, a coffee house/confectionery shop in a German city (18.000 inhabitants). The fact that the 
opponent chooses such a limited sales point as part of its marketing concept is irrelevant as marketing 
concepts are not part of the register (Para. 44). The advertising shown on the 2004 internet excerpt is 
advertising the coffee house/confectionery shop, not the chocolate called “Walzertraum”. Moreover, the 
chocolate cannot be ordered through the internet (Para. 47). Therefore, although the evidence shows a 
certain continuity of use, there is only a limited amount and it is only local. This cannot be regarded as 
genuine use. 
 
T-498/10; DAVID MAYER / DANIEL & MAYER MADE IN ITALY ET AL, Judgment of 8 March 2013, 
David Mayer Naman / OHIM – it: The GC rejected the CTM owner’s plea based on an alleged 
infringement of Article 57(2) and (3) CTMR, in that the Board should have considered that genuine use of 
the earlier mark had not been proven. The CTM owner had only belatedly requested before the Board 
that the invalidity applicant prove genuine use of its earlier mark. Such a belated request is inadmissible. 
The Court also rejected the CTM owner’s claim that it should have been allowed to seek, before the 
Board and by means of a procedural exception, a declaration of partial revocation for non-use of the 
earlier mark (Paras. 28-40).  
 
T-454/11; AL BUSTAN / ALBUSTAN, Judgment of 19 April 2013, Luna International Ltd. / OHIM – en: 
The GC declares that, even if the (undated) photographs of tomato cans submitted as evidence of use 
were taken at a date subsequent to the expiry of the relevant period, they may still be taken into account 
in order to assess the genuine use of the earlier mark during the relevant period (Para. 46). Furthermore, 
although the earlier mark is not reproduced in the invoices, they contain, in addition to references to the 
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ALBUSTAN mark, other details which enable the products to be identified in their packaging. Those 
details are the same as those that appear on the photographs of cans of tomato paste and on the 
reproduction of the label submitted by the invalidity applicant (Para. 55). With regard to the fact that none 
of the third party documents submitted confirmed that the product was sold in packaging bearing the 
earlier mark during the relevant period, the GC notes that the third parties concerned were not asked to 
provide the documents in question specifically with a view to proving genuine use. The invalidity applicant 
chose to submit only documents dating from the relevant period. Such documents have a commercial or 
administrative purpose and they cannot be expected to reproduce the figurative mark (Paras. 56-57). The 
contested decision did not base its findings on mere probabilities or suppositions, but cross-checked the 
various items of evidence submitted, and deduced from that accumulation of items of evidence that there 
had been genuine use of the earlier mark during the relevant period.  
 
T-530/10; Wolfgang Amadeus Mozart PREMIUM / W. Amadeus Mozart, Judgment of 16 May 2013, 
Reber Holding GmbH & Co. KG / OHIM – de:  The evidence provided is not sufficient to prove the 
genuine use of any of the earlier trademarks. It consists of an affidavit, a copy of a chocolates’ packaging, 
several printouts from the webpage of the opponent´s company and a page from a book with recipes 
(Para. 33). The affidavit is not clear and especially refers to the use of a trademark “W. Amadeus Mozart”, 
without specifying which of the two earlier marks is meant (Para. 34). It is not supported by further 
evidence (Para. 38). The representation of the mark on the product packaging cannot be qualified as its 
use as a trademark, since within the whole composition of the packaging it has rather a decorative role 
and secondary position (Para. 39). 
 
♦T-353/12; ALARIS, Judgment of 16 May 2013; Aleris / OHIM - en: As a preliminary point, the GC noted 
that the “ALADIN” case-law (Case T-126/03) is applicable to revocation proceedings where the cause of 
the revocation relied upon is the absence of genuine use of part of the goods or services for which the 
mark was registered (Paras. 18-20). Regarding the alleged infringement of 51(1)(a) and (2) CTMR in 
respect of goods in Class 10, the Court upheld the Board’s consideration that ‘instruments and medical 
equipment’ formed a category sufficiently broad for it to be possible to identify within it a number of sub-
categories capable of being viewed independently. However, it found that the Board had erred when it 
identified only one single sub-category, namely ‘infusion pumps and controllers’, and bundled within it 
goods which were admittedly complementary, but the intended uses of which differed. The GC held that 
the Board extended the protection conferred by the proof of genuine use of a part of the goods in respect 
of which the mark was registered beyond that provided not only by the CTMR but by the relevant case-
law as well (Paras. 21-23). With regard to the goods within the sub-category that have the same intended 
use, in particular controllers, the findings of the Board were confirmed. The Court also noted that genuine 
use for infusion systems, syringe pumps, volumetric pumps, thermometers and disposable thermometers 
was not contested by the revocation applicant and should therefore be deemed to have been proven 
(Paras. 24, 26). The GC annulled the contested decision insofar as it found that proof of genuine use was 
established in relation to goods covered by the mark in question falling within Class 10, other than 
infusion systems, syringe pumps, volumetric pumps, controllers, thermometers and disposable 
thermometers and dismissed the action as to the remainder. Regarding the alleged infringement of 
51(1)(a) CTMR in respect of services in Class 37, the Court rejected the revocation applicant’s argument, 
according to which the Board found that a single invoice was sufficient proof of the actual offer of 
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services, as factually incorrect (Para. 31). The GC found that the revocation applicant had failed to 
explain how the evidence submitted by the CTM proprietor and accepted by OHIM’s instances 
established only limited use of the services at issue. It also failed to put forward any evidence in support 
of the wider diversification of the market in medical services and the secondary market purchasers to 
which it referred. Finally, the Court noted that the revocation applicant did not contest the probative 
character of the evidence submitted by the CTM proprietor to OHIM (Paras. 40-42).  

 

C-357/12 P; KINDERTRAUM / KINDER, Judgment of 30 May 2013, Harald Wohlfahrt / OHIM – de: The 
request for proof of use can be only made if the earlier trade mark had been registered for more than five 
years before the publication of the CTM application. Article 43(2) [now: 42(2)] CTMR mentions expresis 
verbis the date of the publication. The duty to use of the earlier trade mark is guaranteed by further 
provisions, e.g. the request for revocation of the earlier mark for non-use pursuant to the relevant national 
law (Para. 32).  Provisions of German and Italian trade mark law, mentioned by the applicant, cannot be 
applied by analogy, since CTM law is an autonomous system (Para. 33). 

 

T-608/11; INSTRUMENTS FOR WRITING, Judgment of 27 June 2013, Beifa Group Co. Ltd / OHIM-en: 
The RCD holder stated that, in the absence of any peremptory time limit provided for in the CDR and the 
CDIR, the admissibility of its request for proof of use should have been examined under Article 63(2) 
CDR (that is, the discretionary power when adjudicating on the admissibility of belated facts and 
arguments). The GC reiterates that a request for proof of use must be submitted before the Invalidity 
Division, failing which it is automatically inadmissible (Para. 87), as already settled by the case-law 
relating to Article 42(2) and (3) CTMR. Article 42(2) and (3) CTMR applies also, by analogy, to requests 
for proof of genuine use made in the context of RCD invalidity proceedings (Paras. 89-90).  
 
C-621/11 P; FISHBONE / FISHBONE BEACHWEAR, Judgment of 18 July 2013, New Yorker SHK 
Jeans / OHIM – en: The Court of Justice confirmed its case-law that the submission of evidence by the 
parties remains possible after the passing of the time limits and that OHIM is in no way prohibited from 
taking into account evidence produced late, stressing that Article 76(2) CTMR grants OHIM broad 
discretion to decide, while giving reasons for its decision in that regard, whether or not to take such 
information into account. In the context of proof of use for opposition proceedings, it pointed out that the 
CTMR does not specify the lime limit within which the relevant evidence must be adduced (Paras. 22-24). 
The CJ then analysed Article 42(2) CTMR and Rule 22(2) CTMIR and held that although the opposition 
must automatically be rejected when no proof of use is submitted within the time limit set, this does not 
apply when proof of use has indeed been submitted within that time limit. In such situations, the potential 
subsequent rejection of the opposition due to insufficient proof of use does not result from application of 
Rule 22 CTMIR, which is a procedural rule, but exclusively from the application of the substantive 
provision in Article 42(2) CTMR. In the case at hand, since relevant evidence had been submitted within 
the time limit set by OHIM, the submission of additional proof remained possible after the expiry of that 
time limit (Paras. 28-30). The General Court's finding that OHIM was right to take into account the belated 
evidence was therefore correct. 
 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

124 

 

♦ T-34/12; HERBA SHINE / HERBACIN, Judgment of 28 November 2013, Herbacin cosmetic GmbH / 
OHIM – de: On the first plea regarding the infringement of Article 42(2) CTMR, the opponent argued that 
the CTM applicant had tacitly withdrawn its request for proof of use, when it did not challenge the proof 
provided but only explained it had ‘no remarks on the evidence’. The Court recalled that the request for 
proof of use was made expressly and timeously (Para. 24). It referred to its previous case law (T-303/03, 
Para. 79) and decided that notwithstanding the absence of any challenge on the part of the CTM 
applicant to the proof of use the Office has to examine it (Para. 26). The opponent challenged the finding 
of the BoA that only invoices addressed to the companies within European Union can be taken into 
consideration. It submitted that the BoA did not apply the provision of Article 15(1)(2)(b) CTMR according 
to which the use may consist in affixing the mark to the goods in the Community only for the purpose of 
export. Office submitted in the response that the BoA was entitled not to take the invoices into 
consideration, since they did not prove that the goods were produced or even that the mark was affixed 
to them within the European Union. 
 
T-416/11; CARDIO MANAGER / CardioMessenger, Judgement of 25 October 2013, Biotronik SE & Co. 
KG / OHIM and Cardios Sistemas Comercial e Industrial Ltda – en: The GC found that the opponent did 
not provide sufficient evidence to prove the genuine use of its registration. A reference was made to 
established case law, according to which genuine use is defined as use in accordance with the main 
function of the mark to distinguish the goods and services of one undertaking from those of other 
undertakings, in order to create or maintain a market for those goods and services (Para. 29). The mark 
must be used publicly and outwardly (Para. 30). For the assessment of genuine use, all relevant factors 
must be taken into account, as market share, nature of the goods, character of the market, scale and 
frequency of use (Para. 31). Although commercial success is irrelevant (Para. 32), solid and objective 
evidence of actual and sufficient use of the mark on the market concerned must be presented (Para. 33). 
After reviewing the material submitted before the Board (training and presentation documents, scientific 
publications, extracts from instruction manuals, Internet pages, packaging for products and a formal 
statement by the opponent), the Court concluded that they do not provide indications as to the extent of 
use, the volume of sales, the advertising turnover, or the market share. More precisely, the GC held that 
the manual relates only to the way in which the patient is to use the product and that it does not provide 
any additional solid evidence of use of the TM. It is not possible to extract from the manual the 
information necessary for verifying use, such as the place of sale, the sales systems and the quantities of 
goods sold. The GC held that the above finding applies also to the product packaging and to the Internet 
pages. Finally, as regards the affidavit comprising a statement of the opponent´s Vice-President, the 
Court held that the value of such document is lower than the value of a statement from an independent 
source and the information contained in it must be supported by other information (Para. 41). 
 
C-445/12P; BASKAYA/Passaia. Judgment of 12 December 2013. Rivella International AG v OHIM – 
de:. The  applicant filed a CTM application for the figurative mark BASKAYA for goods in Classes 29, 30 
and 32. An opposition was lodged based on the earlier international figurative mark Passaia, which 
produces effects in Germany, Spain, France, Italy, Austria and the Benelux countries, for goods in Class 
32, invoking the ground of Article 8(1)(b)CTMR. The Opposition Division rejected the opposition since 
there was no proof of use of the earlier trade mark. The documents provided showed that the mark was 
only used in Switzerland. The Board of Appeal confirmed this decision. The only relevant legal framework 
to apply was that of the CTMR and not the Convention between Switzerland and Germany of 1892 under 
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which use in Switzerland is equivalent to use in Germany. The opponent brought an action for annulment 
of the contested decision. The General Court found that, although procedures for the registration of 
trademarks are covered by the national law of each Member State, the same cannot be said of the 
determination of the territory in which genuine use of the earlier trade mark must be established, as that 
question is exclusively governed by EU law. The Court of Justice first emphasized that trade marks 
registered under international arrangements which have effect in a Member State (here Madrid 
Agreement) are, for the purposes of Article 8(2)(a)(iii) CTMR, subject to the same system as the trade 
marks registered in a Member State (para. 43). It confirmed the GC’s ruling that the concept of use of a 
Community trade mark in the European Union is exhaustively and exclusively governed by EU law (para. 
52). Finally, the Court explained that the principle of the unitary character of a trade mark is not absolute. 
Article 111(1) CTMR allows the proprietor of an earlier right which only applies to a particular locality to 
oppose the use of a Community trade mark in a territory where his right is protected, in so far as the 
legislation of the Member State concerned so permits (para. 57).   
 
♦ C-610/11P; CENTROTHERM Judgment of 26 September 2013.Systemtechnik GmbH v OHIM – de.. 
The Appellant is the owner of the CTM CENTROTHERM registered for goods and services in Classes 
11, 17, 19, 42. The other party applied for revocation of the mark for all the registered goods and 
services. In order to demonstrate genuine use of its mark, the owner produced photographs, invoices and 
a sworn declaration of one of its managers. The Cancellation Division revoked the mark finding that the 
evidence was not sufficient. The Board of Appeal annulled the decision and dismissed the application for 
revocation in respect of some goods, whereas it dismissed the appeal for the remainder of the appeal. In 
particular, the Board of Appeal found that evidence of genuine use had been adduced for certain goods, 
since the photographs submitted by demonstrated the nature of the mark’s use and the invoices 
produced showed that the goods mentioned had been marketed under the contested mark. However, the 
Board of Appeal also found that the owner had solely provided the statement of its manager by way of 
evidence in relation to the other goods and services which was insufficient to show genuine use. The 
Board considered that additional evidence was adduced out of time and cannot be taken into 
consideration. Against this decision the owner brought an action for annulment which was dismissed by 
the General Court (GC). The GC held that, before OHIM, the owner had adduced relatively weak 
evidence of sales as compared with the sum indicated in the statement of its manager. Consequently, 
even if the Board of Appeal had taken that statement into account, it should be noted that there was 
insufficient evidence in the file supporting the statement as regards the value of sales. Moreover, the 
Board was not allowed to take into account additional evidence as there is a provision which precludes 
the taking into account of the material submitted to the Board of Appeal, namely Rule 40(5) of Regulation 
No 2868/95 (IR).  The Court of Justice held that the fact that, unlike Articles 42(2) and 57(2) CTMR, 
Article 51(1) of that regulation does not specify that it is for the proprietor to furnish proof of genuine use 
or of the presence of proper reasons for non-use cannot be interpreted as meaning that the European 
Union legislature intended that the principle of the burden of proof should not apply in revocation 
proceedings (para. 55). It is clear that the principle reflected in Articles 42(2) and 57(2) CTMR, under 
which it is for the proprietor of the earlier mark to prove genuine use of that mark, is in reality merely an 
application of common sense and requirements of procedural efficacy (para. 60) which must also be 
applied in revocation proceedings. The interpretation by the General Court, whereby the second sentence 
of Rule 40(5) of Regulation No 2868/95 constitutes a provision contrary to Article 76(2) CTMR, with the 
consequence that the Board of Appeal was not free to take into account the additional evidence of use of 
the mark adduced by the owner, constitutes an incorrect interpretation of that Rule (para. 84). Unless it 
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emerges that that evidence is entirely irrelevant for the purpose of establishing genuine use of the mark, 
the proceedings must take their course. OHIM must inter alia, as provided for by Article 57(1) CTMR 
invite the parties, as often as necessary, to file observations on communications from the other parties or 
issued by OHIM itself.  
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V. OTHER CANCELLATIONS 
 
ARTICLE 52(1)(B) CTMR - BAD FAITH 
 
C-320/12; PLASTIC BOTTLE, Malaysia Dairy Industries Pte. Ltd / Ankenævnet for Patenter og 
Varemærker; Preliminary Ruling of 27 June 2013 – da: The Danish Appeal Board took the view, inter alia, 
that Article 15(3)(3) of the Danish Law on trade marks must be interpreted as meaning that actual or 
presumed knowledge of a mark in use abroad for the purposes of that provision is sufficient to establish 
that the owner is acting in bad faith at the moment of application, even if it can be assumed that the 
owner had acquired at an earlier point in time a registration of the mark in another country. The 
Højesteret (Supreme Court) asked the CJ a number of questions about the interpretation of the Trade 
Mark Directive for preliminary ruling. The CJ replied to the questions as follows: Article 4(4) (g) TMD must 
be interpreted as meaning that the concept of ‘bad faith’, within the meaning of that provision, is an 
autonomous concept of European Union law which must be given a uniform interpretation in the 
European Union. Article 4(4) (g) TMD must be interpreted as meaning that, in order to permit the 
conclusion that the person making the application for registration of a trade mark is acting in bad faith 
within the meaning of that provision, it is necessary to take into consideration all the relevant factors 
specific to the particular case which pertained at the time of filing the application for registration. The fact 
that the person making that application knows or should know that a third party is using a mark abroad at 
the time of filing his application which is liable to be confused with the mark whose registration has been 
applied for is not sufficient, in itself, to permit the conclusion that the person making that application is 
acting in bad faith within the meaning of that provision. Article 4(4)(g) TMD must be interpreted as 
meaning that it does not allow Member States to introduce a system of specific protection of foreign 
marks which differs from the system established by that provision and which is based on the fact that the 
person making the application for registration of a mark knew or should have known of a foreign mark 

. 
T-321/10; GRUPPO SALINI / SALINI, Judgment of 11 July 2013, SA.PAR. Srl / OHIM – it: The GC 
found that the CTM owner could not ignore, and was probably aware of, the fact that the invalidity 
applicant had been using the sign SALINI (alone or in combination with the word ‘COSTRUTTORI’ 
meaning ‘builders’) both in Italy and abroad for a long time in order to distinguish its activity in respect of 
building activities and the planning of public infrastructures. Moreover, the directors of the CTM owner 
were not only members of the same enlarged Salini family, but they were sitting on the board of directors 
of the invalidity applicant (one of them having acted as President of the board of directors between 2000 
and 2003) and were, therefore, in a position to influence the business strategies of the invalidity 
applicant, including the choice of applying to register the SALINI trade mark, that had been in use for 
several decades (Para. 25). The GC then focused on the timing of events and noted that the CTM owner 
had filed the contested mark only a few months after the start of the pending (before the Italian Courts) 
dispute between the parties and had taken advantage of the situation of legal uncertainty concerning the 
internal balance of the invalidity applicant, and that the filing had taken place during a phase of rapid 
growth, both domestically and internationally, of the invalidity applicant. The GC thus held that the CTM 
owner could not possibly ignore the potential damage that its initiative of filing the contested mark 
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implied for the invalidity applicant’s business strategies (Para. 30). The GC then noted that the fact that 
the invalidity applicant had not registered its brand ‘SALINI’ could be explained with its belief that its prior 
use of the sign conferred onto it legal ownership rights under Italian law and, in particular, with the 
invalidity applicant’s willingness to respect the ‘gentlemen agreement’ that was apparently in force 
between the various members of the Salini family and which meant that they could use the name Salini 
to distinguish their different business activities, but not attempt to register it (Para. 31). The GC further 
noted that in 2003 the invalidity applicant had adopted an ethical code where reference was made to 
‘Gruppo Salini’ and it was explained that said code was binding for all the members of the group of 
companies (i.e. including the CTM owner) and that the expression ‘Gruppo Salini’ designated the 
invalidity applicant and any other company controlled by it (i.e. also the CTM owner). Thus, the CTM 
owner cannot reasonably claim that, at the time of filing, it did not know about the existence of the 
mentioned ethical code and the definition of the expression ‘Gruppo Salini’ therein contained (Para. 32). 
Finally, the GC confirmed the Board’s finding that the existence of bad faith at the time of filing entails 
the invalidity of the contested mark in respect of all of the services covered by it (Para. 48). Having found 
that the Board had correctly concluded that the invalidity applicant had established that the CTM owner 
was in bad faith at the time of filing, the GC refrained from addressing the other grounds and pleas on 
which the appeal was based. 

 

C. Article 53(2) CTMR – Other relative grounds for invalidity 
 
[no entry] 
 

D. Article 54 CTMR – Acquiescence 
 
 
T-417/12; AQUA FLOW, Judgment of 23 of October 2013, SFC Jardibric / OHIM – en: The CTM owner 
alleged the infringement of Article 54(2) and of Article 8(1)(b) CTMR. As regards the first plea, the CTM 
owner alleged limitation in consequence of acquiescence. The General Court found, firstly, that the Board 
was right to refuse to take into account the late documents produced by the CTM owner (Para. 38). 
Secondly, the GC pointed out that the period of limitation in consequence of acquiescence starts to run 
from the time when the proprietor of the earlier trade mark is made aware of the use of the later CTM and 
not, as the CTM owner submitted, from the registration of the contested CTM. Accordingly, the CTM 
owner should have demonstrated that the invalidity applicant had acquiesced in the use of the contested 
CTM in Spain from the relevant date (Para. 40). Thirdly, the fact that the invalidity applicant was aware of 
the existence of the French trade mark AQUA FLOW did not mean that it had acquiesced in the use of 
the CTM in Spain (Para. 41). As a consequence of the above, the GC considered that the Board had not 
infringed Article 54(2) and rejected the CTM owner’s first plea (Para. 42-43). 
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VI. DESIGN MATTERS 
 

A. Article 3(a), 9 CDR - Registration Proceedings 
 
[no entry] 

B. Article 25b CDR – Invalidity Proceedings 
 
T-80/10; MONTRES, Judgment of 25 April 2013, Bell & Ross BV / OHIM –fr:  
 

Contested RCD (2 out of 7 views) Earlier design 

 

 

 
 
 
The request for a declaration of invalidity was based, inter alia, on the disclosure in Japan of a cockpit 
clock. Both the Invalidity Division and the Board of Appeal considered that the contested RCD lacked 
individual character, under Article 6 CDR. The Board of Appeal found that the overall impressions 
produced by the RCD and the earlier design are not different when compared on their whole. It declared 
the RCD invalid. The GC confirmed that the Board had not erred in this assessment.  
 
T-55/12; CLEANING DEVICES, Judgment of 25 April 2013; Su-Shan Chen / OHIM –en: 
 

Contested RCD (1 out of 7 views) Earlier CTM (Class 3) 
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The GC confirms the principle following which the application of Article 25(1)(e) CDR is not limited to 
cases in which the earlier distinctive sign is reproduced identically in the contested design. It is enough 
that the dominant features of the earlier sign be discernible in the contested design, in the perception of 
an average consumer having an imperfect recollection (Paras. 21-22). In this case, both shapes have a 
compact rectangular body rounded at the edges with a spray device attached on one side and a sponge 
on the other side. The differences between the shapes affect secondary elements and do not rule out the 
conclusion that ‘the features of the earlier mark [are] discernible in the contested design’ (Para. 28). On 
the violation of Article 9(1)(b) CTMR (likelihood of confusion):The GC reiterates that a shape such as the 
contested RCD can be used ‘for’ or ‘in relation to’ goods, within the meaning of Article 9(1)(b) CTMR, 
even if consumers do usually not perceive packaging to be trade marks (Paras. 38-39). In this case, the 
possibility that the contested RCD is perceived as a distinctive sign is supported by the fact that the 
shape is ‘sufficiently striking’ (Para. 40). The goods covered by the earlier mark in Class 3 are identical to 
those in which the design will be incorporated (Para. 47). Differences affecting secondary elements or 
word elements which are hardly legible must be ignored (Para. 52). Given the similarity of the signs and 
the identity of the goods, there is likelihood of confusion, even under the assumption that the earlier mark 
has only a weak distinctive character (Para. 64). Since the invalidity applicant has the right, under the 
CTMR, to prohibit the use of the contested RCD, the latter must be declared invalid under Article 25(1)(e) 
CDR. 
 
T-68/11; WATCH DIALS, Judgment of 6 June 2013, Erich Kastenholz / OHIM – de:  
 

Contested design Earlier works 

 

 

 
 
The invalidity applicant’s request that an expert opinion be obtained was rejected. The work of the 
professor of art, as expert, would be confined to examining the factual circumstances of the dispute and 
to giving a qualified opinion on them, on the basis of his or her professional skills. However, whether or 
not copyright protection exists for the original idea underlying a work of art is an assessment of a legal 
nature which does not fall within the competence of an expert on art (Paras. 20-21). The arguments 
raised for the first time before the Court are admissible. The invalidity applicant attempts to demonstrate 
the trend in the decorative watch sector, in which the principle of the dial that changes colour was 
developed, for the first time, in the earlier designs, which the invalidity applicant considers important in 
order to assess the overall impression produced on the informed user by the designs at issue. The 
argument develops the line of argument that the contested design does not have individual character, 
according to which the contested design is merely a reproduction of the earlier designs whose original 
idea or principle was to show the changing hours through the changing of the colours of the watch dial. It 
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had already been put forward by the invalidity applicant during the administrative procedure (Para. 27). 
With regard to the alleged lack of novelty, the designs at issue are not identical. According to Article 5(2) 
CDR, two designs are deemed to be identical if their features differ only in immaterial details, that is to 
say, details that are not immediately perceptible and that would not therefore produce differences, even 
slight, between those designs. A contrario, for the purpose of assessing the novelty of a design, it is 
necessary to assess whether there are any, even slight, non-immaterial differences between the designs 
at issue (Para. 37). The earlier designs are characterised by the graded sequence of a wide spectrum of 
colours, the combination and intensity of which changes with the hour, whereas the contested design has 
only two uniform shades or colours in the 12 o’clock and 6 o’clock positions or four uniform shades in the 
positions showing the other hours and, therefore, in each case, there is no variation in the intensity of the 
shades (Paras. 37, 40). With regard to the alleged lack of individual character, the differences between 
the designs at issue will easily be perceived by the informed user. When assessing whether a design has 
individual character, account should be taken of the nature of the product to which the design is applied 
or in which it is incorporated, and, in particular, the industrial sector to which it belongs. Concerning watch 
dials, parts of watch dials and hands of dials, the view must be taken that they are intended to be worn 
visibly on the wrist and that the informed user will pay particular attention to their appearance (Para. 62). 
The degree of freedom of the designer is limited only by the need to track and display the changing hours 
(Para. 69). With regard to the alleged infringement of German copyright law, the invalidity applicant has 
not provided any information as to the scope of copyright protection in Germany, in particular, as to 
whether it prohibits the unauthorised reproduction of the idea underlying the earlier works of art, and is 
not limited to protecting the configuration or features of those works (Para. 80). 
 
 
T-608/11; INSTRUMENTS FOR WRITING, Judgment of 27 June 2013, Beifa Group Co. Ltd / OHIM-en: 
 

Contested RCD (1 out of 7 views) Earlier German mark (Class 16) 

 

 

 

 
The GC confirms that the identity of the goods and the similarity of the signs lead to a finding of likelihood 
of confusion (Paras. 93-95). The Board correctly found that the indentations in the contested RCD are 
secondary features, in view of their purpose (allowing a better grip), which leave intact the impression that 
the signs are similar overall (Para. 101).   
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T-666/11; LA FORMA DI UN GATTO DOMESTICO, Judgment of 7 November 2013, Danuta Budziewska 
/ OHIM – pl:  
 

Contested design Earlier TM IR 369 072 

  
 
The first head of claim is directed against the decision of the Invalidity Division asking the Court to annul 
it. It follows from the statement of reasons that the claim encompasses the annulment of the contested 
decision of the Board and is therefore admissible (Para. 18). The design does not have the individual 
character that is required according to article 6 CDR (Para. 20). The assessment of the individual 
character should be carried in a four-step examination, comprising, first, the product in which the 
contested design is intended to be incorporated or to which it is intended to be applied, second, the 
informed user, their knowledge of the designs existing in the sector concerned and their level of attention, 
third, the degree of freedom of the designer and fourth, overall impression produced by the designs at 
issue on the informed user (Para. 21). Individual character is assessed on the basis of the overall 
impression made by the design on an informed user. The concept of the informed user refers to a legal 
fiction of a person who according to the case law is situated between the concept of the average 
consumer in trade mark law and an expert in patent law. The higher their knowledge and level of attention 
are, the more likely the individual character of a design will be acknowledged (Para. 32). Both designs in 
question corresponds in their overall impression of a jumping feline seen by side, directed to the left, with 
a lifted tail, presented in bright colour on dark background (Para. 36). The argument of the design owner 
that one design shows a wild puma, the other a house cat must be rejected. It is first, not well founded, 
since both animals have characteristic slim and elastically wild bodies. Secondly, the zoological 
qualification of the animals is not decisive for the overall impression (Para. 38). 
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T-566/11 and T-567/11; VAJILLA CON ORNAMENTACIÓN ESTRIADA, Judgment of 23 October 2013, 
Viejo Valle, S.A. / OHIM – es:   
 
 

RCD Earlier Copyright 
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The applicant presented two pleas to the General Court. The first one alleging breach of Article 
28(1)(b)(iii) CDIR, on the ground that the intervener had failed to fulfil the formal requirements for claiming 
invalidity based on a previous copyright (Para. 25). The second alleging breach of Article 25(1)(f) CDR, 
on the ground that the Board of Appeal incorrectly held that the disputed designs constituted 
unauthorised use of the work of the intervener (Para. 27). The Applicant argued that the intervener did 
not present the requisite information concerning the protected works: In particular the dates on which the 
works were created and did not state which natural person was the actual designer (Para. 44). 
 
The General Court held that Article 25(3) CDR and Article 28(1)(b)(iii) CDIR require that the applicant for 
a declaration of invalidity of a Community design on the basis of a copyright protected under the law of a 
Member State be the holder of that copyright and that it provide OHIM with the information establishing 
that fact. The question of whether the applicant for a declaration of invalidity is the holder of the copyright, 
within the meaning of that provision, and the question of proving that right before OHIM, cannot be 
answered without having regard to the law of the Member State, in the present case French law, which is 
relied on in support of the application for a declaration of invalidity. The law of the relevant Member State 
serves in particular, in that context, to define the procedures for acquiring and proving copyright of the 
work relied on in support of the application for a declaration of invalidity. The General Court applied the 
solution found for trade marks in the Basmati case to copyright in the designs framework (Para. 52, See 
Case T 304/09 Tilda Riceland Private v OHIM – Siam Grains (BASmALI), [2012] ECR II 0000, Para. 22). 
 
The Court held that the only relevant question is the identification of the holder of the copyright, which, in 
the absence of a claim by the natural person who created the work, is the natural or legal person under 
whose name that work is disclosed (Para. 56). On this plea the General Court therefore dismissed the 
appeal as it is based on an alleged inadequacy of information supplied by the intervener before OHIM in 
relation to the protected works and, in particular, on the absence of evidence of the dates of creation of 
the works, of the identity of the natural person who designed them and of the transfer of that person’s 
rights to the intervener (Para. 59).  
 
On the second plea, alleging breach of Article 25(1)(f) CDR, on the ground that the Board of Appeal 
incorrectly held that the disputed designs constituted unauthorised use of the work of the intervener, the 
General Court reminded that the discussion was not about the lack of individual character but confirmed 
that the only question which OHIM was asked was whether the intervener was the holder of a copyright 
under French law and whether that copyright was the subject of unauthorised use in the disputed designs 
(Para. 74). 
 
In order to assess the ground for invalidity, it was not appropriate to compare the designs at issue as a 
whole, but only to determine whether the work protected by copyright was used in the later designs, that 
is to determine whether the presence of that work could be noted in those designs, with the result that, in 
that context, the differences relied on by the applicant, such as the shape of the cup or the design of its 
handle or the shape of the bowl of the soup dish, were irrelevant (Para. 100). The General Court 
confirmed that “it is undeniable that the decoration of the disputed designs greatly resembles the 
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decoration of the intervener’s items of crockery, both as concerns the identical nature of the covered 
surfaces and as concerns the concentric nature, regularity and narrowness of the grooves. The greater 
thickness and the more pronounced character of the grooves, claimed by the applicant, are not sufficient 
to obscure that similarity” (Para. 101). 
 
The appeal was dismissed as the Applicant has not established, before the Court, that the Board of 
Appeal erred in finding, on the basis of the elements available to it, that the decoration of the items of 
crockery relied on by the intervener in support of its applications for a declaration of invalidity was 
protected under French copyright law and that that decoration was the subject of an unauthorised use in 
the disputed designs (Para. 102). 
 
 
T-337/12; Design of a corkscrew. Judgment of 21 of November 2013; El Hogar Perfecto del Siglo XXI 
S.L. v OHIM – en. 
 

CD applied for Earlier Design 
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The applicant sought to register the designed reproduced below, for ‘corkscrews’ in Class 07-06. An 
application for a declaration of invalidity was filed, on the grounds that the design was allegedly not new 
and that it lacked individual character, relying on a design registered in Spain. The Cancellation Division 
upheld the application for the declaration of invalidity on the ground that the contested design lacked 
individual character. The Third Board of Appeal dismissed the appeal. It considered that the informed 
user is a private individual and a professional who uses corkscrews. 
 
It also found that the designer enjoyed a high degree of freedom. In the Board’s view, the two designs at 
issue have non-functional elements in common and, as a result, they do not produce a different overall 
impression on the informed user. The applicant alleged the infringement of Articles 4 and 6(1), read in 
conjunction with Article 25(1) (b), and the infringement of Articles 4 and 6(2), read in conjunction with 
Article 25(1)(b). It put forward that the Board had erred in the assessment of the individual character of 
the contested sign, more in particular in the assessment of the concept of ‘informed user’ and the degree 
of freedom enjoyed by the designer.  
 
The GC endorsed the Board’s definition of the informed user, namely both a private individual who uses 
those devices at home and a professional who uses them in a restaurant. That person, without being an 
expert in industrial design, is aware of what the market offers and the basic features of the product 
(paragraph 27). As regards the degree of freedom of the designer, the GC considered that such degree is 
a high one (paragraph 39). In that sense, it further explained that the design and shape of the handle and 
the position of some features are not dictated by requirements of functionality.  
 
As a consequence, the GC found that the general appearance of the corkscrew is not determined by the 
existence of technical constraints and that they may vary considerably (paragraph 38). With respect to 
the overall impressions of the confronted designs, the GC declared, firstly, that the Board had correctly 
taken into account the device both in an open and in a close position. More in particular, the GC 
reminded that the assessment must concern the overall impression produced by a design, including the 
manner in which the product in question is used. Therefore, the consideration of the impression made by 
the design when the product is closed cannot be criticized (paragraph 46). Secondly, the GC stated that 
the differences between the designs are either irrelevant or insignificant (paragraph 47). The analysis of 
the characteristics of the handle, the small blade, the helical screws and of the double lever (paragraphs 
48-51) does not reveal a significant effect on the overall impression.  
 
Finally, it was set out that the disadvantages or operational difficulties associated with those elements, 
allegedly resolved by the contested design, are not relevant for proving its individual character (paragraph 
52). The GC concluded that the Board had correctly found that the contested design and the earlier 
design do not produce different overall impressions on the informed user and that the contested design 
lacked individual character (paragraph 54). 
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T-231/10; Design of a toygame,Judgment of 25 October 2013;  Merlin Handelsgesellschaft mbH et al. v 
OHIM – de. 
The below depicted Community design was registered in relation to “games” in Class 21-01 of the 
Locarno Classification. A request for cancellation based on the alleged lack of novelty and individual 
character was rejected by the Cancellation Division. This decision was annulled by the Board of Appeal 
on the grounds that the Cancellation Division should have taken into account a number of documents 
which it had declared inadmissible. In a second decision, the Cancellation Division confirmed the 
rejection of the request for cancellation. This decision was confirmed by the Board of Appeal. Even if 
certain decorative elements of the game blocks already existed before, the fact that those decorative 
elements have been integrated in a different shape triggers a different overall impression of the designs 
to be compared.   

 
The General Court confirmed the decision of the Board of Appeal. The registered design is not limited to 
the decorative elements of the game blocks but consists of the game in its entirety. Even if the depicted 
game consists of many pieces, those are to be considered an aesthetical unity united by its common 
function (para. 32). It is true that the earlier designs contain similar decorative elements, however, those 
elements are not independent from the shape of the game block in which they are integrated. While the 
decorative elements of a design may dominate its impression on the informed user, in the present case 
the shape of the game blocks are of similar importance (para. 38). 
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VII. ENFORCEMENT 
 
[no entry] 
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VIII. OTHER 
 
Seniority (Article 34 CTMR) 
 
T-378/11; MEDINET, Judgment of 20 February 2013; Franz Wilhelm Langguth Erben GmbH & Co. KG / 
OHIM – de:  
 

CTMA Earlier national and IR mark 

 

 

 
 
 
The GC rejected the applicant’s claim of seniority. In order to uphold a claim of seniority, three cumulative 
conditions must be fulfilled; one of them being the identity of signs (Para. 26). A sign is identical with a 
trade mark only where it reproduces, without any modification or addition, all the elements constituting the 
trade mark or where, viewed as a whole, it contains differences which are so insignificant that they may 
go unnoticed by an average consumer (Paras. 26, 27). A concept which is used in different provisions of 
a legal measure, must, for reasons of coherence and legal certainty, and particularly if it is to be 
interpreted strictly, be presumed to mean the same thing, irrespective of the provision in which it appears 
(Para. 41). Therefore, although the objectives of Article 8(1)(a) and of Article 34 are not the same, the 
concept of “identical” need to be interpreted in the same (strict) way in both provisions. Although the 
Board found that this concept did not necessarily have to be interpreted in the same way in both articles, 
this error does not vitiate the reasoning in the Board’s decision, since the grounds for the decision are 
consistent with the definition used by the Court (Para. 46). The scope of protection of the marks, contrary 
to what OHIM submits, is not a factor to be taken into consideration in examining seniority (Para. 47). 
Also, the Guidelines are merely a set of rules setting out the line of conduct which OHIM proposes to 
adopt. It must be determined in the light of the case-law whether the difference between the signs is so 
insignificant that they must be regarded as identical (Paras. 50, 51). The fact that a mark is registered in 
colour or, on the contrary, does not designate any specific colour cannot be regarded as a negligible 
element in the eyes of a consumer. The impression left by a mark is different according to whether that 
mark is in colour or does not designate any specific colour (Para. 52). The Board was right to find that the 
marks were not identical (Paras. 53, 54). The Court also rejected the applicant’s argument for a partial 
seniority, i.e. that the applicant should be able to rely, in the relevant countries, on the seniority of the 
mark in colour and not the seniority of the CTM for the representation in black and white. This would 
render meaningless the requirement that the marks have to be identical (Para. 68). Furthermore, the 
possibility of relying on the seniority of a part of the earlier national mark is not provided for by Article 34 
CTMR (Para. 69).  
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Restitutio in integrum (Article 81, former 78, CTMR) 
 
T-451/12 STORMBERG I, Order of 24 October 2013, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS – en: The request for restitutio in integrum is not due to deficiencies on the part of 
OHIM, but to a lack of due care on the part of the applicant, who did not file a notice of appeal in due time 
against the CD decision, although nothing was preventing it from doing so (Para. 54).  
 
 
Classification of Goods and Services 
 
T-66/11; babilu / BABIDU, Judgment of 31 January 2013, Present-Service Ullrich GmbH & Co. KG / 
OHIM – en: The GC found that, given the nature of the services in question, the relevant public has a 
higher than average level of attentiveness (Para. 25). As to the comparison of the services, it should be 
noted that the Board’s decision was taken before the ECJ rendered its ruling in the by now famous IP 
Translator case. The earlier mark covered, in addition to some more specific services, the class heading 
of Class 35. The GC confirmed the Board’s finding that the applicant’s services described as ‘advertising 
mail’, ‘dissemination of advertising’, ‘on line advertising on a computer network’, ‘advertising mail’, 
‘advertising on the Internet, for others’ and ‘presentation of companies on the Internet and other media’ 
are included in the broader category of ‘advertising’ services covered by the earlier trade mark and, 
accordingly, are identical (Para. 48). In answer to a written question by the GC, the Office explained that 
both under the previous practice and under the new one implemented following the mentioned judgment, 
the Board’s conclusion that the applicant’s ‘provision of auctioneering services on the Internet’ is identical 
to the opponent’s services in Class 35 cannot be called into question. The GC took note of this 
explanation and confirmed the above finding of identity, having regard both to the old practice and the 
current one. In particular, it held that, under the previous practice of OHIM described in Communication 
No 4/03 and which was not challenged by the applicant, the earlier trade mark, which contains all the 
general indications of the class heading of Class 35, entails a claim to all the services falling within that 
class, including the applicant’s ‘auctioneering’ services’. On the other hand, the GC (taking note of the 
OHIM’s above clarification) confirmed that ‘auctioneering services’ appear in the alphabetical list of Class 
35 of the 8th edition of the Nice Classification in force at the time of filing of the earlier CTM  and that, 
therefore, also under the new, post IP Translator practice the respective services are identical since the 
opponent’s ‘auctioneering’ services clearly include the ‘provision of auctioneering services on the Internet’ 
covered by the mark applied for (Para. 49). The GC pointed out that, in its written pleadings, the 
opponent had confirmed that its intention when submitting its application for registration of the earlier 
trade mark was indeed to claim protection for all the services listed in the alphabetical list of Class 35. 
The GC further confirmed the Board’s finding that the signs were visually (Paras. 55-59) and aurally 
similar to a high degree (Paras. 60-66), whereas neither of them had a meaning, thus not being 
comparable conceptually (Paras. 67-72). 
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Exhaustion of rights 
 
C-661/11; MARTIN Y PAZ DIFFUSION – NATHAN, Preliminary ruling of 19 September 2013, Martin y 
Paz Diffusion SA / David Depuydt, Fabriek van Maroquinerie Gauquie NV – fr: On the questions related 
to Article 5 of Directive 89/104, the Court gives important guidance in terms of interpreting the concept of 
exclusive right conferred by a mark: 
- Articles 5 to 7 of Directive 89/104 effect a complete harmonisation of the rules relating to the 
rights conferred by a trade mark and accordingly define the rights of proprietors of trade marks in the 
European Union (see, inter alia, Joined Cases C 414/99 to C 416/99 Zino Davidoff and Levi Strauss 
[2001] ECR I 8691, Para. 39; Case C 127/09 Coty Prestige Lancaster Group [2010] ECR I 4965, Para. 
27; and Case C 482/09 Budějovický Budvar [2011] ECR I 8701, Para. 32). 
- Except for the specific cases governed by Article 8 et seq. of that directive, a national court may 
not, in a dispute relating to the exercise of the exclusive right conferred by a trade mark, limit that 
exclusive right in a manner which exceeds the limitations arising from Articles 5 to 7 of the directive. 
- Consent, such as that allowing person A to use signs which are identical to Person B’s trade 
marks in respect of handbags and shoes, does indeed result in the exhaustion of the exclusive right 
within the meaning of Article 7 of Directive 89/104, but only in respect of the individual items of the 
product which were first put on the market in the European Economic Area (EEA) by the party who 
received the consent (see, to that effect, Case C 173/98 Sebago and Maison Dubois [1999] ECR I 4103, 
Paras. 19 and 20, and Coty Prestige Lancaster Group, Para. 31). 
- From that case-law and from the actual wording of Article 7 of Directive 89/104 it is clear that the 
third party who receives that consent and who may therefore invoke the exhaustion of the exclusive right 
in respect of all the individual items of the goods covered by that consent which it puts on the market in 
the EEA, may no longer invoke such exhaustion once the consent is withdrawn. 
- As regards the limitations on the exclusive right which inherently follow from Article 5 of Directive 
89/104 as such, it is settled case-law that the exclusive right under that provision was conferred in order 
to enable the trade mark proprietor to protect his specific interests as proprietor of that mark, that is, to 
ensure that the trade mark can fulfil its functions. Therefore, the exercise of that right must be reserved to 
cases in which another party’s use of the sign adversely affects or is liable adversely to affect one of the 
functions of the trade mark. Those functions include not only the essential function of the trade mark, 
which is to guarantee to consumers the origin of the goods or services in question, but also its other 
functions, in particular that of guaranteeing the quality of those goods or services or those of 
communication, investment or advertising (see, to that effect, Budějovický Budvar, Para. 71 and the case-
law cited, and Case C 323/09 Interflora and Interflora British Unit [2011] ECR I 8625, Paras. 32 to 41). 
- It is for the referring court to examine, if Gauquie is to be regarded, since the expression by 
Martin Y Paz of its wish to exercise its exclusive right against it, as using signs which are identical to 
Martin Y Paz’s trademarks without its consent, in accordance with what has been stated above, to assess 
whether, in the circumstances of the present case, that use adversely affects or is liable adversely to 
affect one of the functions of those marks. If it were established that such a detriment or risk of detriment 
exists, it would have to be held that depriving Martin Y Paz of the possibility of exercising its exclusive 
right against that use by Gauquie exceeds the limitations arising from Articles 5 to 7 of Directive 89/104. 
- A national court may impose a penalty on the proprietor of a trade mark or order it to pay 
compensation for the damage suffered if it finds that that proprietor has unlawfully withdrawn the consent 
by which it allowed a third party to use signs which are identical to its marks. However, as was stated by 
the Polish Government and by the Commission, as well as by the Advocate General in Paras. 78 to 83 of 
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his Opinion, a finding that there has been such conduct cannot have the effect of prolonging, by a court 
decision and for an unspecified period, the shared use of those marks where the companies concerned 
no longer have the joint intention of sharing their use. 
- In conclusion the Court held that the answer to the questions referred is that Article 5 of Directive 
89/104 precludes a proprietor of trademarks which, in a situation where there has been use shared with a 
third party, had consented to the use by that third party of signs which are identical to its marks in respect 
of certain goods in Classes for which those marks are registered and which no longer consents to that 
use, from being deprived of any possibility of asserting the exclusive right conferred upon it by those 
marks against that third party and of itself exercising that exclusive right in respect of goods which are 
identical to those of that third party. 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

143 

 

 
Annex 1:  
 
Alphabetical List of GC and CJ Judgements and Important Orders in 2013 by  nickname of trade 
mark (ICLAD Case Quotation Manual) 

 
 
Actions On Appeal From The Office 
 
360º SONIC POWER, Judgement of 10 December 2013, Case T-467/11, Colgate-Palmolive 
Company / OHIM  
 
3D BOTTLE, Judgment of 28 May 2013, Case T-178/11, Voss of Norway ASA & Nordic Spirit AB / 
OHIM 
 
3D BOTTLE, Judgment of 19 April 2013, Case T-347/10, Adelholzener Alpenquellen GmbH / OHIM  
 
3D TILE CUTTER, Judgment of 29 January 2013, Case T-25/11, Germans Boada, SA / OHIM 
 
AJ AMICI JUNIOR / AJ ARMANI JEANS, Order of 17 January 2013, Case C-261/12 P, Annunziata 
Del Prete / OHIM 
 
AL BUSTAN / ALBUSTAN, Judgment of 19 April 2013, Case T-454/11, Luna International Ltd. / OHIM 
 
ALARIS, Judgment of 16 May 2013, Case T-353/12, Aleris / OHIM 
 
ALOHA / ALOA, Judgment of 3 July 2013, Case T-243/12, Warsteiner Brauerei Haus Cramer KG / 
OHIM 
 
ALPHAREN / ALPHA D3, Judgment of 3 July 2013, Case T-106/12, Cytochroma Development, Inc. / 
OHIM 
 
ancotel / ACOTEL, Judgment of 21 November 2013, Case T-443/12, Equinix (Germany) GmbH / 
OHIM 
 
APLI-AGIPA / AGIPA et al, Judgment of 18 June 2013, Joined Cases T-219/11 and T-522/11, Jose 
Luis Otero Gonzalez / OHIM 
 
AQUA FLOW, Judgment of 23 of October 2013, CaseT-417/12; SFC Jardibric / OHIM  
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ASTALOY / HASTELLOY, Judgment of 10 April 2013, Case T-505/10, Höganäs AB, / OHIM 
 
AVERY DENNISON / DENNISON, Judgment of 16 September 2013, Case T-200/10, Avery Dennison 
Corp. / OHIM & Dennison-Hesperia S.A. 

 
AYUR / AYUS, Judgment of 7 November 2013, Case T-63/13, Three-N-Products / OHIM 
 
AYUURI NATURAL / AYUR, Order of 30 May 2013, Case C-14/12 P, Sheilesh Shah, Akhil Shah / 
OHIM 
 
babilu / BABIDU, Judgment of 31 January 2013, Case T-66/11, Present-Service Ullrich GmbH & Co. 
KG / OHIM 
 
BABY BAMBOLINA / BAMBOLINA, Judgment of 23 October 2013, Case T-581/11  Dimian AG / OHIM 
 
 BASKAYA / PASSAIA, Judgment of 12 December 2013 in Case C-445/12 P RIVELA 
INTERNATIONAL / OHIM  
 
Be Light / BECK’s, Judgment of 30 May 2013, Case T-172/12, Brauerei Beck GmbH & Co. KG / OHIM 
 
BELLRAM/RAM, Judgment of 15 January 2013, Case T-237/11, Lidl Stiftung & Co. KG / OHIM 
 
BERG et al /Christian Berg, Judgments of 20 February 2013, Joined Cases T-224/11, T-225/11 and T-
631/11, Caventa AG / OHIM 
 
BETWIN / bTwin, Judgment of 4 June 2013, Case T-514/11, i-content Ltd Zweigniederlassung 
Deutschland / OHIM, 
 
BIODERMA, Judgment of 21 February 2013, Case T-427/11, Laboratoire BIODERMA / OHIM, 
Cabinet Continental 
 
BOOMERANG / BOOMERANG TV, Judgment of 2 October 2013, Case T-285/12, The Cartoon 
Network, Inc. / OHIM  
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BUD / BUD, Judgment of 22 January 2013, Joined Cases T-225/06, T-255/06, T-257/06 and T-
309/06, Budějovický Budvar, národní podnik / OHIM 
 
Caffè KIMBO / BIMBO, Judgment of 20 March 2013, Case T-277/12; Bimbo S.A. / OHIM, Café do 
Brasil (Caffè KIMBO) 
 
CA'MARINA / MARINA ALTA, Judgment of 14 May 2013, Case T-393/11, Masottina SpA / OHIM 
 
CARBON GREEN, Judgment of 11 April 2013, Case T-294/10, CBp Carbon Industries, Inc., / OHIM 
 
CARDIO MANAGER / CardioMessenger, Judgement of 25 October 2013, Case T-416/11, Biotronik 
SE & Co. KG / OHIM and Cardios Sistemas Comercial e Industrial Ltda  
 
CASTEL, Judgement of 13 September 2013, Case T-320/10, Fürstlich Castell’sches Domänenamt 
Albrecht Fürst zu Castell-Castell / OHIM and Castel Frères SAS 
 
CENTROTHERM, Judgment of 26 September 2013 in Case C-609/11 P, CENTROTHERM CLEAN 
SOLUTIONS / OHIM 
 
CENTROTHERM. Judgment of 26 September 2013  in Case C-610/11 P, CENTROTHERM CLEAN 
SOLUTIONS / OHIM 
 
CLEANING DEVICES, Judgment of 25 April 2013, Case T-55/12, Su-Shan Chen / OHIM 
 
CLUB GOURMET / CLUB DEL GOURMET EN EL CORTE INGLÉS, Judgment of 20 March 2013, 
Case T-571/11, El Corte Inglés, S.A. / OHIM 
 
CONTINENTAL, Judgment of 17 April 2013, Case T-383/10, Continental Bulldog Club Deutschland 
eV / OHIM 
 
CORDIO / CORDIA, Judgment of 16 October 2013, Case T-388/12, Daniel Singer / OHIM  
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CULTRA / SCULPTRA, Judgment of 11 July 2013, Case T-142/12, Aventis Pharmaceuticals, Inc. / 
OHIM 
 
DARSTELLUNG EINES TAMPONS, Judgement of 12. September 2013, Case T-492/11, “Rauscher" 
Consumer Products GmbH / OHIM 
 
DAVID MAYER/DANIEL & MAYER MADE IN ITALY ET AL, Judgment of 8 March 2013, Case T-
498/10, David Mayer Naman / OHIM 
 
dialdi / ALDI, Judgment of 25 June 2013, Case T-505/11, Aldi GmbH & Co. KG / OHIM 
 
DIGNITUDE/Dignity, Judgment of 4 February 2013, Case T-504/11, Paul Hartmann AG / OHIM 
 
DISCO DESIGNER / DISCO, Judgment of 24 January 2013, Case T-189/11, Peter Yordanov / OHIM 
 
DIVINUS, Judgment of 30 May 2013, Case T-214/10, Moselland eG – Winzergenossenschaft / OHIM 
 
ECODOOR, Judgment of 15 January 2013, Case T-625/11, BSH Bosch und Siemens Hausgeräte 
GmbH / OHIM 
 
ECO PRO, Judgment of 25 April 2013, Case T-145/12, Bayerische Motoren Werke AG / OHIM 
 
ECOFORCE / ECO FORTE, Judgment of 6 December 2013, Case T-361/12, The Premiere Polish 
Company Limited / OHIM 
 
 
ENDURACE/ENDURANCE, Judgment of 23 April 2013Case T-109/11, Apollo Tyres AG / OHIM 
 
EPM PANINI / GRANINI, Judgment of 11 December 2013, Case T-487/12, Eckes-Granini Group 
GmbH / OHIM 
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EQUIPMENT, Judgment of 16 May 2013, Case T-356/11, Christian Restoin / OHIM 
 
EUROCOOL / EUROCOOL LOGISTICS et al, Judgment of 6 September 2013, Case T-599/10, 
Eurocool Logistik GmbH / OHIM 

 
EUROPEAN DRIVESHAFT SERVICES ED, Judgment of 15 January 2013, Case T-413/11, Welte-
Wenu GmbH /OHIM 
 
eventer EVENT MANAGEMENT SYSTEMS / Event, Judgment of 21 March 2013, Case T-353/11, 
Event Holding GmbH & Co. KG / OHIM 
 
f@irCredit / FERCREDIT, Judgment of 14 November 2013 in Case C-524/12 P TEAMBANK / OHIM 
 
FAIRWILD/WILD, Judgment of 7 March 2013, Case T-247/11, FairWild Foundation / OHIM 
 
FARMASUL / MANASUL, Judgment of 13 March 2013, Case T-553/10, Biodes, S.L. / OHIM 
 
FEMIFERAL / Feminatal, Order of 11 April 2013, Case C-354/12, ASA Sp. z o.o. / OHIM  
 
FICKEN, Judgment of 14 November 2013, Case T-52/13, Efag Trade Mark Company GmbH & Co. 
KG / OHIM 

 
FICKEN LIQUORS, Judgment of 14 November 2013, Case T-54/13, Efag Trade Mark Company 
GmbH & Co. KG / OHIM 

 
FISHBONE / FISHBONE BEACHWEAR, Judgment of 18 July 2013, Case C-621/11 P, New Yorker 
SHK Jeans / OHIM 

 
FITCOIN/coin, Judgment of 1 February 2013, Case T-272/11, Coin SpA / OHIM 
 
FLT-1/FLT et al, Judgment of 22 March 2013, Case T-571/10, Fabryka Łożysk Tocznych-Kraśnik S.A. 
/ OHIM 
 
fluege.de, Judgment of 14 May 2013, Case T-244/12, Unister GmbH / OHIM 
 
FORM EINES OVALS, Judgment of 12 December 2013, Case T-156/12, Sweet Tec GmbH / OHIM  
 
FREE YOUR STYLE / FREE STYLE, Judgment of 16 October 2013, Case T-282/12, El Corte Ingles & 
Nadia Mariam Sohawon / OHIM 
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FS/FS, Order of 7 February 2013, Case C-266/12P, Jaroslaw Majczak / OHIM 
 
GANEDER / GANTER, Judgment of 28 November 2013 in Case T-374/09 LORENZ SHOE GROUP 
AG / OHIM 
 
Gigabyte / GIGABITER, Judgment of 15 January 2013, Case T-451/11, Gigabyte Technology Co. Ltd. 
/ OHIM 
 
GITANA / KITANA, Judgement of 16 September 2013, Case T-569/11, Gitana SA / OHIM and Teddy 
SpA (intervener) 
 
GIUSEPPE GIUSEPPE ZANOTTI DESIGN / ZANOTTI, Judgments of 9 April 2013, Joined Cases 
T-336/11 and 337/11, Società Italiana Calzature SpA / OHIM 
 
GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Case T-437-11, Golden Balls 
Ltd / OHIM 
  
GOLDEN BALLS / BALLON D'OR, Judgment of 16 September 2013, Case T-448-11, Golden Balls 
Ltd / OHIM 
 
GREEN STRIPES ON A PIN, Judgment of 12 November 2013, Case T-245/12, Gamesa Eólica, SL / 
OHIM 
 
GRUPPO SALINI / SALINI, Judgment of 11 July 2013, Case T-321/10, SA.PAR. Srl / OHIM 
 
Grünes Achteck, Judgment of 6 February 2013, Case T-263/11, Carsten Bopp / OHIM 
 
H. EICH / SILVIAN HEACH, Order of 16 May 2013, Case C-379/12, Arav Holding S.r.l. e Arav 
Fashion S.p.A. / OHIM 

 
HERBA SHINE / HERBACIN, Judgment of 28 November 2013, Case T-34/12, Herbacin cosmetic 
GmbH / OHIM   

 
IBSolution / IBS, Judgment of 7 November 2013, Case T-533/12, IBSolution GmbH / OHIM 
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IKFLT KRASNIK / FLT, Judgment of 14 May 2013, Case T-19/12, Fabryka Łożysk Tocznych-Kraśnik 
S.A. / OHIM 
 
INNOVATION FOR THE REAL WORLD, Judgment of 6 June 2013, Case T-515/11, CBp Delphi 
Technologies, Inc., / OHIM 
 
Interdit de me gronder IDMG / DMG, Judgment of 11 January 2013, Case T-568/11, Kokomarina, 
Vana Real State / OHIM 
 
INSPIRED BY EFFICIENCY, Judgment of 6 June 2013, Case T-126/12, Interroll Holding AG / OHIM 
 
INSTRUMENTS FOR WRITING, Judgment of 27 June 2013, Case T-608/11; Beifa Group Co. Ltd / 
OHIM 

 
JACKSON SHOES / Jacson of Scandinavia, Judgment of 24 January 2013, Case T-474/09, Fercal – 
Consultadoria e Serviços, Lda / OHIM 
 
Jambo Afrika / JUMBO, Judgement of 18 November 2013, Case T-377/10, Preparados Alimenticios, 
SA / OHIM and Rila Feinkost-Importe GmbH & Co. KG (intervener) 
 
JULIUS K9/ K9, Judgment of 17 of May 2013, Case T-231/12, Rocket Dog Brands / OHIM 
 
K9 PRODUCTS / K9, Judgment of 18 of June 2013, Case T-338/12, Rocket Dog Brands LLC / OHIM 
 
KINDERTRAUM / KINDER, Judgment of 30 May 2013, Case C-357/12 P; Harald Wohlfahrt / OHIM 
 
KLASSIKLOTTERIE / NKL KLASSIKLOTTERIE, Judgment of 23rd October 2013 in Case T-155/12, 
HANS GERD SCHULZE / OHIM 
 
KMIX/BAMIX, Judgment of 21 February 2013, Case T-444/10, Esge AG / OHIM 
 
 KNUT-DER EISBÁR, Judgment of 16. September 2013 in Case T-250/10 KNUT IP MANAGEMENT / 
OHIM  
 
KSPORT / K2 SPORTS, Judgment of 31 January 2013, Case T-54/12, K2 Sports Europe GmbH / 
OHIM 
 
LA FORMA DI UN GATTO DOMESTICO, Judgment of 7 November 2013, Case T-666/11, Danuta 
Budziewska / OHIM   
 
Lean Performance Index, Judgment of 12 June 2013, Case T-598/11, MPDV Mikrolab GmbH / OHIM 
 
LIBERTE american blend / LA LIBERTAD et al, Judgment of 3 July 2013, Case T-205/12, GRE Grand 
River Enterprises Deutschland GmbH / OHIM 
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LIBERTE American blend/LA LIBERTED et al, Judgment of 3 July 2013, Case T-206/12, GRE Grand 
River Enterprises Deutschland GmbH / OHIM 
 
LIBERTE brunes / La LIBERTAD, Judgment of 3 July 2013, Case T-78/12, GRE Grand River 
Enterprises Deutschland GmbH / OHIM 
 
LIFECYCLE / LIFECYCLE, Judgment of 15 October 2013, Case T-379/12, Electric Bike World Ltd / 
OHIM 
 
macro / macros consult GmbH, Judgment of 7 May 2013, Case T-579/10, macros consult GmbH – 
Unternehmensberatung für Wirtschafts- und Finanztechnologie  / OHIM 
 
MAESTRO DE OLIVA / MAESTRO, Judgment of 5th of December 2013 in Case T-4/12, OLIVE LINE 
INTERNATIONAL / OHIM  
 
MATRIX-ENERGETICS, Judgment of 21 November 2013, Case T-313/11, Günter Heede / OHIM 

 
Maxigesic / OXYGESIC, Judgment of 16 October 2013, Case T-328/12, Mundipharma GmbH / OHIM 

 
MBP / ip_law@mbp, Judgment of 16 September 2013, Case T-338/09, Müller-Boré & Partner 
Patentanwälte. Rechtsanwälte / OHIM  

 
MEDIGYM, Judgment of 8 February 2013, Case T-33/12, Elke Piotrowski / OHIM 
 
MEDINET, Judgment of 20 February 2013, Case T-378/11, Franz Wilhelm Langguth Erben GmbH & 
Co. KG / OHIM 
 
MEMBER OF €E EURO EXPERTS, Judgment of 10 July 2013, Case T-3/12, Heinrich Kreyenberg / 
OHIM 
 
METROINVEST/ METRO et al, Judgment of 25 April 2013, Case T-284/11, Metropolis Inmobiliarias y 
Restauraciones, S.L. / OHIM 
 
METRO KIDS COMPANY/METRO, Judgment of 7 February 2013, Case T-50/12, AMC-
Representaçoes Têxteis Lda / OHIM 
 
MF 7 / MLADA FRONTA & MF, Judgment of 14th of November 2013 in Case C- 49/13,   
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MILRAM / RAM, Order of 13 June 2013, Case C-346/12, DMK Deutsches Milchkontor GmbH / OHIM 
 
MOL Blue Card / BLUE et al, Judgment of 27 June 2013, Case T-367/12, MOL Magyar Olaj- és 
Gázipari Nyrt. / OHIM 
 
MONTRES, Judgment of 25 April 2013, Case T-80/10, Bell & Ross BV / OHIM 
 
MY DRAP / BON DRAP, Judgment of 13 of June 2013, Case T-636/11, Hostel Drap, S.L. / OHIM 
 
NEO, Judgment of 3 of July 2013, Case T-236/12, Airbus SAS / OHIM 
 
nfon / fon et al, Judgments of 29 January 2013, Case T-283/11, Fon Wireless Ltd / OHIM  
 
NICORONO / NICORETTE, Judgment of 6 June 2013, Case T-580/11, Cytochroma Development, 
Inc. / OHIM 
 
ONESTO / ENSTO et al, Judgment of 19 March 2013, Case T-624/11, Yueqiong Onesto Electric Co. 
Ltd, Ensto Oy / OHIM 

 
PARTITO DELLA LIBERTA´ / Partito della Libertà, Judgments of 14 May 2013, Joined Cases 
T-321/11 and T-322/11, Raffaello Morelli / OHIM 
 
PATRIZIA ROCHA / ROCHA, Judgment of 10 April 2013,Case T-360/11, Fercal Consultoria e 
Servicos, Ld, / OHIM 
 
PERLE', Judgment of 1 February 2013, Case T-104/11, Ferrari F.lli Lunelli SpA / OHIM 
 
PHARMASTREET/PHARMASEE, Judgment of 6 June 2013, Case T-411/12, Celtipharm & Alliance 
Healthcare France SA / OHIM 
 
Peek & Cloppenburg / Peek & Cloppenburg, Judgments of 18 April 2013, Cases T-506/11 and T-
507/11, Peek & Cloppenburg KG / OHIM 

 
PRAMINO / PREMENO, Judgment of 8 November 2013, Case T-536/10, Kessel Marketing & 
Vertriebs GmbH / OHIM 
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PREMIUM L and PREMIUM XL, Judgment of 17 January 2013, Joined Cases T-582/11 and T-583/11, 
Solar-Fabrik AG für Produktion und Vertrieb von solartechnischen Produkten / OHIM  
 
PROSEPT / PURSEPT Judgment of 16th September 2013 in Case T-284/12 ORO CLEAN CHEMIE 
AG / OHIM 
 
PROTIVITAL/ PROTI, Judgment of 3rd October 2013 in Case C-121/12 P BERNHARD RINTISCH / 
OHIM 
 
PROTIACTIVE / PROTI, Judgment of 3rd October 2013 in Case C-122/12 P BERNHARD RINTISCH / 
OHIM 
 
PURE POWER, Judgment of 27 June, Case T-248/11, International Engine Intellectual Property 
Company, LLC / OHIM 
 
R / R, Judgment of 27 June 2013, Case T-89/12, Repsol YPF, S.A. / OHIM 
 
RELY-ABLE, Judgment of 30 April 2013, Case T-640/11, Boehringer Ingelheim International GmbH / 
OHIM 
 
REPRESENTACIÓN DE UN POLLO / REPRESENTACIÓN DE UN POLLO, Judgment of 14 May 
2013 Case T-249/11, Sanco S.A. / OHIM & Marsalman S.L. 

 
RESTORE, Order of 17 January 2013, Case C-21/12 P, Abbott Laboratories / OHIM 
 
REVARO / RECARO, Judgment of 6 September 2013, Case T-349/12, Rudolf Leiner GmbH / OHIM 
 
RIDGE WOOD/ RIVER WOODS, Judgment of 16 May 2013, Case T-80/11, Dwarka Nath Kalsi and 
Ajit Nath Kalsi / OHIM 
 
ROCA/ROCA, Judgment of 30 May 2013, Case T-115/12, Buzil-Werk Wagner GmbH & Co. KG / 
OHIM 
 
ROTE SCHNÜRSENKELENDEN, Judgment of 7 July 2013, Case T-208/12, Think Schuhwerk GmbH 
/ OHIM 
 
ROVI PHARMACEUTICALS / ROVI ea., Judgment of 16 September 2013, Case T-97/11, Rovi 
Pharmaceuticals GmbH / OHIM & Laboratorios Farmacéuticos Rovi S.A 
 
SACACORCHOS (corkscrews), Judgment of 21st November 2013 in Case T-337/12 EL HOGAR 
PERFECTO DEL SIGLO XXI / OHIM 
 
SEBA TRADITION / JOHANN WILHELM VON EICKEN TRADITION, Judgment of 16 May 2013, Case 
T-508/10, Seba Diş Tįcaret ve Naklįyat AŞ  / OHIM 
 



 

International Cooperation and Legal Affairs Department 
Yearly Overview of GC/CJ case-law – 2013 

153 

 

SERVICEPOINT / ServicePoint, Judgment of 30 May 2013, Case T-218/10; DHL International GmbH / 
OHIM 
 
SEVEN FOR ALL MANKIND/SEVEN et al, Judgment of 21 February 2013, Case C-655/11P, Seven 
for all mankind LLC / OHIM 
 
SHAPE OF A BAG (3D), Judgment of 22 March 2013, Joined Cases T-409/10 and T-410/10, Bottega 
Veneta International Sàrl / OHIM 
 
SHAPE OF A VIBRATOR (3D), Judgment of 18 January 2013, Case T-137/12, FunFactory GmbH / 
OHIM 
 
SLIM BELLY, Judgment of 30 April 2013, Case T-61/12, ABC-One Produktions- und Vertriebs GmbH / 
OHIM 

 
SMARTBOOK, Judgment of 11 December 2013, Case T-123/12, Smartbook AG / OHIM 
 
SNICKERS / KICKERS, Judgment of 19 April 2013, Case T-537/11, Hultafors Group AB / OHIM 
 
SOLVO (fig.) / VOLVO, Judgment of 5 December 2013, Case T-394/10, Elena Grebenshikova / OHIM 
 
SPIELE, Judgment of 25th October 2013, Case T-231/10 MERLIN et al / OHIM 

 
STEAM GLIDE, Judgment of 16 of January 2013, Case T-544/11, Spectrum Brands (UK) / OHMI 
 
Sterilina / STERILLIUM ea, Judgment of 23 October 2013, Case T-114/12, Bode Chemie GmbH & 
Laros S.r.l. / OHIM 
 
STORMBERG I, Order of 24 October 2013, Case T-451/12, Stromberg Menswear Ltd / OHIM & 
Leketoy Sotrmberg Inter AS  
 
Stromberg, Order of 24 October 2013, CaseT-457/12, Stromberg Menswear Ltd / OHIM & Leketoy 
Sotrmberg Inter AS   
 
Sunless/ SUNLESS et al, Judgment of 29 January 2013, Case T-662/11, Thomas Müller / OHIM 
 
SUPER GLUE, Judgment of 11 December 2013, Case T-591/11, Przedsiębiorstwo Handlowe Medox 
Lepiarz Jarosław Lepiarz Alicja sp.j. / OHIM  
 
TETE DE LOUP / WOLF JARDIN, Judgment of 14 November 2013, Case C-383/12P; Environmental 
Manufacturing LLP / OHIM  
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THE FUTURE HAS ZERO EMMISSIONS, Order of 27 February 2013, Case T-422/12, Kappa Filter 
Systems GmbH / OHIM 
 
Transcendental Meditation, Judgments of 6 February 2013, Joined Cases T-412/11 and T-426/11, 
Maharishi Foundation Ltd / OHIM 
 
Ultrafilter international, Judgment of 30 May 2012, Case T-396/11, ultra air GmbH / OHIM 
 
VAJILLA CON ORNAMENTACIÓN ESTRIADA, Judgment of 23 October 2013, Cases T-566/11 and 
T-567/11; Viejo Valle, S.A. / OHIM  
 
VALORES DE FUTURO, Judgement of 6 December 2013, Case T-428/12, Banco Bilbao Vizcaya 
Argentaria  S.A. / OHIM 

 
VORTEX/ VORTEX, Judgment of 16 May 2013, Case T-104/12, Verus Food / OHIM 
 
WALICHNOWY MRKO/MAR-KO, Judgment of 4 February 2013, Case T-159/11, Marek 
Marszałkowski / OHIM 
 
WALZERTRAUM/ WALZERTTRAUM, Judgment of 17 January 2013, Case T-355/09, Reber Holding 
GmbH & Co. KG / OHIM  
 
WATCH DIALS, Judgment of 6 June 2013, Case T-68/11, Erich Kastenholz / OHIM 
 
Wavy Line / Wavy Line, Judgment of 17 May 2013, Case T-502/11, Sanofi Pasteur MSD SNC / OHIM 
 
vitaminaqua / VITAMINWATER, Judgment of 28 November 2013, Case T-410/12;  Vitaminaqua Ltd / 
OHIM 

 
Wolfgang Amadeus Mozart PREMIUM / W. Amadeus Mozart, Judgment of 16 May 2013, Case T-
530/10, Reber Holding GmbH & Co. KG / OHIM 
 
ZEBEXIR / ZEBINIX, Judgement of 17 October 2013, Case C‑597/12 P, Isdin SA / OHIM  
 
ZOOSPORT / SPORTS ZOOT SPORTS, Judgment of 16 October 2013, Case T-453/12, Zoo Sport 
Ltd / OHIM and K-2 Corp. 
 
ZOOSPORT / SPORTS ZOOT SPORTS, Judgment of 16 October 2013, Case T-455/12, Zoo Sport 
Ltd / OHIM and K-2 Corp. 
 
X/X Judgment of 5 November 2013 in Case T-378/12. Capitalizaciones Mercantiles Ltda. v. OHIM.  
 
ZYDUS / ZIMBUS, Order of 8 May 2013, Case C-268/12, Cadila Healthcare Ltd / OHIM 
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Preliminary Rulings  
 
PLASTIC BOTTLE, Malaysia Dairy Industries Pte. Ltd / Ankenævnet for Patenter og Varemærker; 
Preliminary Ruling of 27 June 2013, Case C-320/12 
 
Gautzsch Großhandel, Opinion of Advocate General M. Wathelet, 5 September 2013, Case C-479/12, 
H. Gautzsch Großhandel GmbH & Co. KG / Münchener Boulevard Möbel Joseph Duna GmbH 
 
MARTIN Y PAZ DIFFUSION – NATHAN, Preliminary ruling of 19 September 2013, Case C-661/11 
Martin y Paz Diffusion SA / David Depuydt, Fabriek van Maroquinerie Gauquie NV 
 
DAIICHI SANKYO & SANOFI AVNTIS DEUTSCHLAND – DEMOTRIPS, Preliminary Ruling of 18th 
July 2013 in Case C 414/11. 
 
Fèd Cynoloqique Int – FCI (ES), Preliminary Ruling of 21 February 2013 in Case C-561/11. 
 
Colloseum/ LEVI – blue jeans back pocket (DE), Preliminary Ruling of 18th April 20113 in Case C-
12/12. 
 
SPECSAVERS (en). Preliminary Ruling of 18th July 2013 in Case C-252/12. 
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