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The Legal Practice Service of the International Cooperation and Legal Affairs Department
prepares a yearly overview of the GC/CJ case-law regarding trade mark and design
matters. The judgments and orders are arranged in categories to be browsed more easily
according to their content.

This overview includes judgments, preliminary rulings and important orders rendered by the
GC and the CJ.

Cases in which the GC or CJ have decided differently from the EUIPO are indicated by the
symbol Dbefore the case number.

Cases which are cited in more than one category in the present report are indicated by the
symbol Dbefore the case number.

The European Union trade mark Legislative Reform package comprised a complex set of
legal texts with changing references and numbering of Articles. For reasons of
simplification, the numbering of Articles in this overview refers to:

- EUTMR: Regulation (EU) 2017/1001 of the European Parliament and of the Council
of 14 June 2017 on the European Union trade mark (codification);

- EUTMDR: Commission Delegated Regulation (EU) 2018/625 of 5 March 2018
supplementing Regulation (EU) 2017/1001 of the European Parliament and of the
Council on the European Union trade mark, and repealing Delegated Regulation (EU)
2017/1430;

- EUTMIR: Commission Implementing Regulation (EU) 2018/626 of 5 March 2018
laying down detailed rules for implementing certain provisions of Regulation (EU)
2017/1001 of the European Parliament and of the Council on the European Union
trade mark, and repealing Implementing Regulation (EU) 2017/1431,

except for those cases in which there is no equivalent provision in the current EUTMR,
EUTMDR or EUTMIR or the content of the provision is different and this has an implication
in the judgment or order. In those cases the specific legal text is mentioned.

References to the EUTMR in the chapter headings should be read as extending to the
equivalent rules in Directive 2008/95/EC of the European Parliament and of the Council of
22 October 2008 to approximate the laws of the Member States relating to trade marks
(Codified version), where such equivalent exists.

For internal users (EUIPO staff) the judgment, ruling or order and its available translations
can be accessed by CTRL + click on the respective case number. For external users, or
more detailed information, please see the GC/CJ Database which can be accessed online
at http://curia.europa.eu/, which contains keywords, relevant legal norms, facts in brief and
headnotes of each judgment, including the official translations, or see the eSearch Case
Law database which can be accessed online at hitps://euipo.europa.eu/eSearchCLW/.

Please note that the document does not necessarily reproduce the exact wording of the
judgments, preliminary rulings or orders.

Q»—»T) CTRL + click on the titles of the index to go directly to the text (internal EUIPO users only).


http://curia.europa.eu/
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l. PROCEDURAL MATTERS

A. Procedure before the GC/CJ

1. Admissibility

1.1.  Right to appeal, form, deadline

DP-387/17; FORM EINES BALLAHNLICHEN KORPERS MIT KANTEN (3D); Triggerball

GmbH v EUIPO; Judgment of 16 May 2018; EU:T:2018:272; Language of the case: DE.

The applicant sought to register the three-dimensional mark 6 F ORM EI NES
BALL HNLI CHEN K¥RPER Sas &EUTMKok dafioedNgdods in Classes 5

and 10. The Office partly refused the mark, citing Article 7(1)(b) EUTMR. The Board of
Appeal (BoA) dismissed the appl i cant-dssinctieeppeal
for all the goods as the relevant public, whose level of attention was normal, would see

nothing in the mark beyond the usual aspects of a massage ball. The applicant appealed to

the General Court (GC), relying on one sole plea in law: infringement of Article 7(1)(b)
EUTMR. Admissibility of documents before the court. A document meant to further
illustrate the appearance of a three-dimensional mark is not admissible before the court

(para. 15).

DP-657/17; HPC POLO / POLO et al.; Gidon Anabi Blanga v EUIPO; Judgment of 20 June
2018; EU:T:2018:358; Language of the case: EN. The applicant sought to register the word
mark HPC POLO for goods in, inter alia, Classes 18 and 25. An opposition was filed
pursuant to Article 8(1)(b) EUTMR and Article 8(5) EUTMR, based on the EU word mark
POLO for goods in Classes 18 and 25. The Opposition Division (OD) upheld the opposition
for goods in Classes 18 and 25 on the grounds of likelihood of confusion (LOC). The Board
of Appe a | (BoA) dismissed the applicantés appeal, fi
or similar goods except whips, harness and saddlery, for which the earlier mark POLO was
considered to have weak inherent distinctiveness. The opposition against these goods was,
however, upheld on the grounds of Article 8(5) EUTMR. The applicant appealed to the
General Court (GC), seeking the annulment of the decision, relying on a single plea in law,
infringement of Article 8(1)(b) EUTMR. Admissibility. Although the applicant sought
annulment of the contested decision in its entirety, their action is inadmissible insofar as the
BoAOGs applAitiate8®)i EDTMR @sfconcerned, since the applicant did not submit a
plea in law in support of that specific head of claim (paras 14-16).

1.2 Claims

1.2.1. Claims to issue directions to the EUIPO

[No entry]

1.2.2. Claims for alteration of the EUIPO decision

[OF-765/16; EL TOFIO El sabor de CANARIAS (fig.); Grupo Ganaderos de Fuerteventura,
S.L. v EUIPO; Judgment of 25 January 2018; EU:T:2018:31; Language of the case: ES.
The applicant sought to register the figurative mark &L TOFIO EIl sabor de CANARIASG6for
a list of goods in Class 29, inter alia, milk, cheese and milk products; edible fats. The Office
refused to register the mark as an EUTM in its entirety on the grounds of Article 7(1)(c)


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/174842d7-1c0b-4060-8728-9fb70acc4620
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b151b0b3-abc7-4cac-87d7-3150891b1ef9
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b3369cd2-b056-4b77-abc9-2ca6d03eb499
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EUT MR. O0TOFI 06, a bowl linked to the 6émajorerabd

i mmedi ately inform consumers that t th ronehe 6 mi

Canary Islands. The sign was also refused on the grounds that it infringed Article 7(1)(j) and
(k) EUTMR. The applicant appealed the Of f i de@sirsand requested a limitation of the
relevant goods to cheese. The Board of Appeal (BoA) dismissed t he appl i
because it found that the mark was descriptive 8 it is considered a well-known fact that
Fuerteventura has a native race of goats (cabra majorera) used to elaborate Queso
Maj or er o ( Pdppgears in tihe Hatdbase dd the Academia Canaria de la Lengua, as
well as on social networks and in the Gran Enciclopedia Virtual Islas Canarias (GEVIC)
database in the sense indicated in the Of f i deasibrs Therefore, the sign would be seen
as descriptive of the kind of cheese protected. Registration in Spain is not binding and there
is no need to evaluate as to Article 7(1)(j) EUTMR because refusal under one ground is
sufficient. The claim for modification of the contested decision. The admissibility of the
appell ant 6s c lodificatien ofaascontested dlebiston must be evaluated in the
light of the competences attributed to the BoA, and this organism is not competent to
declare the registration of an EUTM application. Consequently this claim is inadmissible
(paras 24-28).

1.2.3. Claim by applicant to confirm decision

[No entry]

1.2.4. Claim in excess of what is appealable

DF-2/17; MASSI / MASI et al.; SRL v EUIPO; Judgment of 3 May 2018; EU:T:2018:243;
Language of the case: EN. The predecessor in title of the EUTM proprietor was granted
registration of the word mark MASSI as an EUTM for, inter alia, goods in Class 12. An
application for invalidity was filed for those goods pursuant to, inter alia, Article 60(1)(a)
EUTMR in conjunction with Article 8(1)(b) EUTMR. The Cancellation Division (CD)
dismissed the application for invalidity because it related to the same goods, was partly
identical as regards the cause of action and subject matter, and concerned parties
connected to those involved in application No 5 069 C for a declaration of invalidity. This

Il k p

cant 6s

earlier proceedingwas f i | ed by Har o Bi anddhadddeeCrejecied by th®é Har 06 ) ,

Office in a decision having the force of res judicata. The Board of Appeal (BoA) upheld the
invalidity applicantdos appeal afar dll thet eantested
goods. It found that the conditions laid down in Article 63(3) EUTMR were not satisfied, as
the invalidity applicant was not the same entity as in earlier proceedings No 5 069 C; that
the earlier mark was still well known for bicycles and parts thereof in Italy; and that there
was a likelihood of confusion (LOC) between the earlier well-known mark MASI and the
registered EUTM, MASSI. The EUTM proprietor filed an action before the General Court
(GC), relying on two pleas in law: (i) infringement of Article 63(3) EUTMR and
(ii) infringement of Article 60(1)(a) EUTMR in conjunction with Article 8(2)(c) EUTMR. Other
invalidity grounds relied on by the invalidity applicant. Considering that the BoA did not
rule on the other grounds for invalidity and that the Court does not have sufficient material

ed

torueonthem ei t her , the invalidity applicantés

be rejected as inadmissible (paras 80-83).

t he

reqgue


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/50126aa2-f2e8-4cea-ab8d-16fcda000f78
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1.2.5. Clarification of claim by applicant

[No entry]

1.2.6. Interpretation of claim by Court

DP-424/17; FRUIT; Fruit of the Loom, Inc. v EUIPO; Judgment of 22 November 2018;
EU:T:2018:824; Language of the case: EN. The EUTM proprietor registered the word mark
FRUIT as an EUTM for clothing, footwear, headgear in Class 25. A revocation application
was filed pursuant to Article 58 EUTMR. The Cancellation Division (CD) upheld the
revocation application. The EUTM proprietor filed an appeal. The Board of Appeal (BoA)
dismissed the appeal. It found that genuine use of the mark had not been proven. The
proprietor filed an action with the General Court (GC). The GC upheld the action. It found
that the BOoAds assessment of the evidence and
satisfy the criteria laid down by case-law and referred the case back to the BoA. The BoA

t h

di smissed the propr i einmfar@stheacqniested mark hhdtnot beemu n d

genuinely used for footwear and headgear, it had to be declared revoked for those goods.
As regards clothing, the evidence produced could not be regarded as containing any
indication of use of the contested mark. Furthermore, even if it were considered that the
goods presented in the various catalogues relied on by the proprietor bore the contested
mark, the commercial acts relied on by the proprietor were not sufficient to classify the use
claimed as genuine. The proprietor merely asserted that it had participated in a single
fashion trade fair, held in Berlin in July 2012, and sent out catalogues. Those commercial
acts, seen in the |ight of the proprietor
clothing range, a decision that was not the result of an unsuccessful attempt to market its
goods, were insufficient to show that the contested mark had been genuinely used. The
proprietor appealed to the GC, relying on two pleas in law: (i) infringement of Article 18(1)
EUTMR and (ii) infringement of Article 72(6) EUTMR. Compliance with the judgment of
the Court. It is apparent from the contested decision that the BoA complied with the
judgment of 07/07/2016, T-431/15, FRUIT, EU:T:2016:395, insofar as it essentially found,
following its assessment of the evidence submitted by the proprietor, that, even if some of
the promotional commercial acts relied on by the proprietor were established, they were not
sufficient, on account of their number, their volume and the fact that they were concentrated
over a very short period of time, to classify the use of the contested mark claimed by the
proprietor as genuine use. It was only at the ultimate stage of its reasoning that the BoA
took account of the proprietords commerci
t he USA® c | ot hi12#)gn additiongtee BoApfaundathat there was no genuine
use of the contested mar k 0 aohacoount dlthe stoppiag of

al

rea

the |l aunch of the 6Born in the USAO6 clothing

that the BoA based its decision on that circumstance alone (para. 125). Consequently, it
must be held that the BoA did not disregard the authority of res judicata attached to the
judgment of 07/07/2016, T-431/15, FRUIT, EU:T:2016:395. It is thus necessary to also
reject this plea regarding compliance with the judgment of the Court and, therefore, to
dismiss the action in its entirety (para. 126).

1.2.7. Claim that the case has become devoid of purpose

[No entry]

e <ci

t hat

deci

deci

sono
ran


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/59571237-d884-4f3d-974c-327964776fde
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1.3.  Undisputed facts, arguments, grounds or evidence

D2-84/17 P, C-85/17 P and C-95/17 P (joined cases); SHAPE OF A FOUR FINGER

CHOCOLATE BAR (3D mark); Mondelez UK Holdings & Services Ltd v EUIPO 8 Société

des produits Nestlé SA; Judgment of 25 July 2018; EU:C:2018:596; Language of the case:

EN. The EUTM proprietor was granted registration of the three-dimensional mark 6 SHA P E

OF A FOUR FINGER CHOCOL ATE aB AarRBUTM for goods in Class 30. An

application for invalidity was filed pursuant to Article 59 EUTMR in conjunction with

Article 7(1)(b) EUTMR. The Cancellation Division (CD) upheld the application insofar as the

mark was devoid of any distinctive character. The Board of Appeal (BoA) upheld the EUTM
proprietords appeal. I't found that although the
character, it had acquired this character through use. The invalidity applicant appealed to

the General Court (GC). The GC annull ed the BoAbGs decision in
the BOA did not correctly assess the markoés dis
since it had not adjudicated on the redimvant pul
Belgium, Greece, Ireland and Portugal, and had failed to analyse the evidence submitted by

the EUTM proprietor with regard to those Member States. The invalidity applicant appealed

to the Court of Justice (CJ). Admissibility of the invalidity applic ant 6 s . Sigcgthea |

invalidity applicant does not request that the operative part of the judgment be set aside,

but only certain grounds of that judgment, the appeal is inadmissible (paras 43, 50). The

force of res judicata extends only to the grounds supporting the operative part of a

judgment (para. 52). Consequently, when a decision of the EUIPO is annulled by the GC,

the grounds upon which the court dismissed certain arguments relied upon by the parties

cannot be considered to have gained the force of res judicata (para. 53).

DP-724/17; VIANEL/VIANIA et al.; The Vianel Group LLC v EUIPO; Judgment of
22 November 2018; EU:T:2018:825; Language of the case: EN. An opposition based, inter
alia, on the EUTM registration for the word mark VIANIA was brought against the
international registration (IR) designating the EU for the word mark VIANEL, pursuant to
Article 8(1)(b) EUTMR. The Opposition Division (OD) partially upheld the opposition,
namely, for clothing, namely, sweaters, t-shirts, shirts, blouses, corsets, suits, vests,
raincoats, skirts, coats, trousers, pullovers, dresses, jackets, shawls, sashes for wear,
scarves, neckties, pocket squares, suspenders, gloves, belts, stockings, tights, socks,
singlets, bathing suits and bath robes in Class 25. It found that genuine use of the earlier
mark was proved only for underwear in Class 25, and that there was a likelihood of
confusion with the contested IR for the abovementioned goods in Class 25. The Board of
Appeal (BoA) dismissed the appeal filed by the IR holder. It noted that the IR holder had
accepted t he orgerivine ukeiofthe ieamligr snark and the identity and similarity
of the goods. The BOA thus endorsed the ODO6s rea:
the likelihood of confusion. The IR holder brought an action before the General Court (GC),
relying on two pleas in law: (i) irrelevance of the evidence of genuine use submitted by the
opponent before the OD and (ii) infringement of Article 8(1)(b) EUTMR. Since the question
of proof of genuine use of the earlier mark was not submitted to the BoA and therefore they
did not rule on that matter, the plea to this effect must be declared inadmissible (paras 19-
22). Furthermore, since the applicant expressly stated before the BoA that it did not dispute
t he ODO® s onfthe rampanisprs of the goods, the claim relating to the dissimilarity of
the goods must also be rejected as inadmissible (paras 25-26).


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b0472f88-e666-448a-8768-51f2a030c74a
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/5b4a5bed-9348-47e7-aed8-c4d00683852e
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/d0a73166-4602-4420-9d12-33154fd8bd1f
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/ba0b6eac-e107-44c7-8be6-3c39fb8edac5
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1.4.  New facts, arguments, grounds or evidence

[DP-765/16; EL TOFIO El sabor de CANARIAS (fig.); Grupo Ganaderos de Fuerteventura,
S.L. v EUIPO; Judgment of 25 January 2018; EU:T:2018:31; Language of the case: ES.
The applicant sought to register the figurative mark &L TOFIO El sabor de CANARIASbHfor
a list of goods in Class 29, inter alia, milk, cheese and milk products; edible fats. The Office
refused to register the mark as an EUTM in its entirety on the grounds of Article 7(1)(c)
EUT MR. O0TOFI 06, a bowl linked to the 6émajorerabd
i mmedi ately inform consumers that tth womneghe 6 mi | k p
Canary Islands. The sign was also refused on the grounds that it infringed Article 7(1)(j) and
(k) EUTMR. The applicant appealed the Of f i de@sirsand requested a limitation of the
relevant goods to cheese. The Board of Appeal (BoA) dismissed t he applicantés
because it found that the mark was descriptive 8 it is considered a well-known fact that
Fuerteventura has a native race of goats (cabra majorera) used to elaborate Queso
Maj orero (PDO). O6Tofi o6 appaeamarCanariadelalLbnguadsat abase
well as on social networks and in the Gran Enciclopedia Virtual Islas Canarias (GEVIC)
database in the sense indicated inthe Of f i de@si@rs Therefore, the sign would be seen
as descriptive of the kind of cheese protected. Registration in Spain is not binding and there
is no need to evaluate as to Article 7(1)(j) EUTMR because refusal under one ground is
sufficient. The request for limitation. The appl i cantés request to | i mit
goat cheese originating from the Canary Islands must not be taken into consideration
because this would modify the subject matter of the case as evaluated before the BoA
(paras 11-23).

DP-261/17; SALOSPIR 500 mg (fig.) / Aspirin et al.; Bayer AG v EUIPO; Judgment of

24 October 2018; EU:T:2018:710; Language of the case: EN. The applicant sought to

register the figurative mark &ALOSPIR6 as an EUTM for goods in Class5
(pharmaceuticals). An opposition was filed pursuant to Article 8(1)(b) EUTMR, Article 8(4)

EUTMR (84(2) German law) and Article 8(5) EUTMR. It was based on the earlier German

figurative mark @Aspiring the earlier German word mark @spiring the earlier EU figurative

trade marks and the non-registered sign @ASPIRING (packaging) in Germany. The

Opposition Division (OD) dismissed the opposition, so the opponent appealed. The Board

of Appeal (BoA) dismissed the appeal. It held that the contested mark was different from

the earlier German marks and from the earlier EU figurative marks, and that the opponent

had not proved that German law granted protection to the non-registered sign. The

opponent filed an action before the General Court (GC), relying on three pleas in law:

(i) infringement of Article 8(1)(b) EUTMR, (ii) infringement of Article 8(5) EUTMR, and

(i) infringement of Article 8(4) EUTMR. Inadmissibility of the new evidence before the

GC. The new evidence submitted bef or e the GC intended 6to prove
k nowl ed g sefitatignaefepingego methodology in surveys). However, as the accuracy

of the methodology governing the consumer recognition surveys is contested, this cannot

be considered 6éa matter of common knowll®.dged and
New evidence which seeks to contest an assessment made by the BoA is also inadmissible

(para. 20).

OP-120/17; FLUO. (fig.); M & T Emporia llektrikon-llektronikon Eidon AE v EUIPO;
Judgment of 11 October 2018; EU:T:2018:672; Language of the case: EN. The applicant
sought to register the figurative mark ¢-LUO.6as an EUTM for goods in, inter alia, Class 9.
The Office refused to register the EUTM application pursuant to Article 7(1)(b) and (c)
EUTMR, as it was descriptive and devoid of distinctive character. The applicant filed an
appeal. The Board of Appeal (BoA) partially dismissed the appeal and the applicant filed an
action with the General Court (GC), relying on two pleas in law: (i) infringement of


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b3369cd2-b056-4b77-abc9-2ca6d03eb499
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b1707973-1a67-4ae8-b43c-ebfce9a11d1c
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/0171f706-23c7-4afb-96f4-232d9f77e126
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Article 7(1)(c) EUTMR and (ii) infringement of Article 7(1)(b) EUTMR. New submission of
evidence before the GC. New evidence consisting of a market study on the perception of
t he word of | u-epgakibgypublichsenadmissible,csince as it was not produced
by the applicant during the proceedings before the EUIPO (paras 15, 17).

1.5.  Limitation, including restriction of goods and services

[No entry]

1.6. Matters of fact appealed to CJ

02-412/16 P and C-413/16 P (joined cases); ocean beach club Ibiza (fig.) et al. / OC
ocean club Ibiza (fig.) et al.; Ice Mountain lbiza, S.L. v EUIPO; Judgment of 1 March
2018; EU:C:2018:140; Language of the case: ES. The applicant sought to register the
figurative marks @cean beach club Ibizabas EUTMs for, inter alia, services in Class 41.
Two oppositions based on the earlier Spanish figurative marks &®C ocean club Ibizad
registered for services in Class 41 were filed respectively pursuant to Article 8(1)(b)
EUTMR. The Opposition Division (OD) upheld both oppositions and the applicant appealed
them. The Board of Appeal (BoA) dismissed both appeals as it found likelihood of
confusion. The applicant filed two actions before the General Court (GC) relying on a single
plea in law, infringement of Article 8(1)(b) EUTMR, which was dismissed, insofar as the GC
found likelihood of confusion given the identity or similarity of the services and the similarity
of the signs. The applicant filed two actions before the Court of Justice of the European
Union (CJ) relying on four pleas in law: (i) the incorrect assessment of the distinctiveness of
t he el ementi)the dEeAtMSSessment of the dominant character of the various
elements, (iii) the GC ignored relevant jurisprudence in its assessment of the similarity of
the signs, and (iv) the GC erred in concluding that there was a likelihood of confusion.
(i) The GC did not distort the evidence when it determined that the association with the sea
was not a necessary characteristic of the services (paras 39-40). The GC did not err in not
applying the judgment in case C-479/12, which interpreted Regulation No 6/2002 on
Community Designs (para. 42). The GC correctly applied the jurisprudence of the burden of
proof, without infringing the right of defence. The GC duly took into account the perception
ofthepublic when assessing the distinctive

demand an excessive or too rigorous level of evidence (paras 44, 49 and 50). (ii) The GC
did not apply automatically the principle that verbal elements are in general more important
than figurative elements, but, after examining the position and the dimensions of the word
element in the mark, concluded that the word elements were at least as dominant as the
figurative elements (paras 63 to 69). The CJ clarifies the content of judgment in case
T-134/06, namely that although the position and the dimensions of a weak element should
be taken into account when assessing the dominant character of that element, these are
not the only ones to be considered (paras 80-81). The CJ confirms that the alleged case-
law concerning invalidity proceedings under Regulation No 6/2002 is not applicable to the
present case because the criteria are different (para. 83); (iii) Since the arguments only

charact

guestion the GCO6s as s e smmesmiarty ofttHe sijng mtheabseoca c er ni ng

of claiming a distortion of facts, this plea in law is inadmissible (paras 90-97); (iv) The GC
duly considered the argument on coexistence. It identified the criteria correctly and pointed
out that the applicant had the possibility of submitting evidence in order to prove that
peaceful coexistence was due to the lack of likelihood of confusion, and that evidence
showing that the relevant public was already aware of each of the marks before the
application for registration of the contested mark was particularly relevant to that effect

10


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/7dd1cd74-b4be-4cb3-814d-304e31ec40a2
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/924c334d-86d6-498e-ae46-2577b0af433b

* X %

* ox X INTELLECTUAL

(paras 103-105).

C-139/17 P; medialbo / MediaLB et al.; QuaMa Quality Management GmbH v EUIPO;
Judgment of 25 July 2018; EU:C:2018:608; Language of the case: DE. The appellant
sought to register the word mark medialbo as an EUTM for goods and services in
Classes 9, 35, 37, 41 and 42. An opposition based on the earlier EUTM MedialB,
registered for goods and services in Classes 9, 41 and 42 was filed pursuant to
Article 8(1)(b) EUTMR on the last day of the time limit set to file an opposition. The
opposition was accompanied by an application to change the name and address of the
proprietor of the earlier mark. The Opposition Division (OD) informed the opponent that it
appeared that the opponent was seeking a transfer of the mark and not a change of name
and address. The opponent then filed an application for the registration of a transfer of the
earlier mark and the OD registered that transfer and subsequently rejected the initial
request for a change of name and address. OD partly upheld the opposition. The appellant
and the opponent appealed and the Board of Appeal (BoA) dismissed both appeals. It
found, in particular, as regards the alleged infringement of Article 5(5) EUTMDR, that it was
sufficient to apply for the registration of a transfer on the same day of the opposition, and
that the fact that the opponent had filed an application for a change of name and address,
and not a transfer, would only have been a legally incorrect presentation of one and the
same situation, which was soon after rectified. Therefore, the identity of the opponent and
owner of the earlier mark was always clear. The appellant appealed to the General Court
(GC) relying on two pleas in law: (i) infringement of Article 46(1) EUTMR and,
(i) infringement of Article 8(1)(b) EUTMR. The GC dismissed the appeal. The appellant
appealed to the Court of Justice of the European Union (CJ), raising the same two pleas in
law as before the GC. Distortion of facts and evidence. The allegation by the appellant
that the GC distorted the facts and evidence when it accepted that the belated request for a
transfer had already been made with the opposition must be rejected as inadmissible as the
appellant does not succeed in establishing any distortion of those elements. The appellant
confines itself to explaining how the GC should have assessed those elements without,
however, setting out precisely the errors of assessment which it considers led to that
distortion. The appellant thus presents its own assessment of the facts and evidence
already submitted to the GC without showing that the GC clearly exceeded the limits of a
reasonable assessment of those facts and evidence (para. 37). The appel |l ant
that there was insufficient evidence of a transfer of the earlier mark to the new proprietor
within the opposition period are also inadmissible, as such allegations were not contained in
the application lodged with the GC. That is to be regarded as a new plea in law, which
amends the subject matter of the proceedings before the GC (para. 45). Identification of
relevant public for each category of goods and service. Insofar as the appellant refers
to the GCds conclusion as to the definiti
OD, it is settled case-law that the findings on the characteristics of the relevant public and
its attention or attitude fall within the scope of factual assessment, which, unless distorted,
is not a matter of law under the jurisdiction of the CJ (para. 55).

D2-488/16 P; NEUSCHWANSTEIN; Bundesverband Souvenir 6 Geschenke o
Ehrenpreise v EUIPO; Judgment of 6 September 2018; EU:T:2018:673; Language of the
case: DE. The EUTM proprietor registered the word mark NEUSCHWANSTEIN as an
EUTM for goods and services in Classes 3, 8, 14 to 16, 18, 21, 25, 28, 30, 32 to 36, 38 and
44. An application for invalidity was filed pursuant to Article 59(1)(a) EUTMR in conjunction
with Article 7(1)(b) and (c) EUTMR. The Cancellation Division (CD) dismissed the
application for invalidity. This was because firstly, the contested mark did not consist of
indications which might serve to indicate the geographical origin or other characteristics of
the goods and services concerned. Secondly, it was distinctive for those goods and

on
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services, and thirdly, the invalidity applicant did not prove that the EUTM proprietor had
acted in bad faith. The Board of Appeal
the appeal. The invalidity applicant appealed to the General Court (GC), relying on three
pleas in law: (i) infringement of Article 7(1)(b) EUTMR (ii) infringement of Article 7(1)(c)
EUTMR, (iii) infringement of Article 59(1)(b) EUTMR. The GC rejected the three pleas of
the invalidity applicant and dismissed the action in its entirety. The invalidity applicant
appealed to the Court of Justice of the European Union (CJ). Bad faith. Pleading bad faith
on the EUTM proprietoros part without [
evidence upon which the GC based its assessment of that issue is inadmissible. This only
means that the invalidity applicant is in fact attempting to call into question the assessment
of the evidence carried out by the GC, which cannot be done before the CJ (paras 79-81).

1.7.  Other, including general reference to previous statements

DP-103/17; NORMOSANG / NORMON et al.; Recordati Orphan Drugs v EUIPO; Judgment
of 9 March 2018; EU:T:2018:126; Language of the case: EN. The EUTM applicant sought
to register the word mark NORMOSANG for the goods in Class 5 (Pharmaceutical
preparations containing human hemin). An opposition based on four earlier rights was filed
pursuant to Article 8(1)(b) and Article 8(5) EUTMR. The applicant asked that the scope of
the EU mark be limited to the following goods in Class 5: Pharmaceutical preparations
containing human hemin for administration by injection or perorally for the treatment of
hepatic porphyria. The intervener submitted a statement setting out its grounds for
opposition and the applicant contended that it had only proved the existence of the
international registration and requested that it submit proof that its earlier rights had been
genuinely used. The Opposition Division (OD) upheld the opposition for all the goods
concerned on the ground that there was a likelihood of confusion (LOC) with the Spanish
word mark NORMON. The applica n t appeal ed , @iddhe Bodrd ofi Apgea
(BoA) di smi ssed t hEhe Bop pdldithatahe exétenceaapdpvalidity of the
earlier Spanish mark had been duly proved. It also found that the relevant public were
health professionals and patients with a high level of attention; that the goods were
identical; that the marks at issue were visually and phonetically similar; and that there was
LOC. The EUTM applicant filed an action before the General Court (GC) relying on two
pleas in law: (i) infringement of Article 7(2)(a)(i) EUTMDR and Article 8(1) and (7)
EUTMDR and (ii) infringement of Article 8(1)(b) EUTMR. Admissibility. The Court declared
that the general reference made by the applicant to the arguments submitted before the
Office are inadmissible (para. 25). The Court also considered that annexes A8 and A9
containing evidence submitted for the first time before the Court are also

(paras 28-30).

OP-241/16; EW (fig.) / WE; EI Corté Inglés, SA v EUIPO; Judgment of 4 May 2018;
EU:T:2018:55; Language of the case: EN. The applicant sought to register the figurative
mark &EWaofor goods in Classes 3, 18 and 25. An opposition based on the EU word mark
WE for goods in Classes 3, 18 and 25 was filed pursuant to Article 8(1)(b) and Article 8(5)
EUTMR. The Opposition Division (OD) upheld the opposition for all contested goods except
for walking sticks in Class1 8 and the Board of Appeal
appeal. It found that there was likelihood of confusion (LOC) for all the goods that had been
found to be identical, similar or similar to a low degree because the signs were visually and
phonetically similar to an average degree. The applicant appealed an annulment before the
General Court (GC) relying on a single plea in law, alleging infringement of Article 8(1)(b)
EUTMR. Admissibility of a general reference to the written pleadings submitted
before the Office. An application before the GC must contain a brief statement of the pleas

(BoA) co

denti fyi

n

(BoA) di

12


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/c3a474b5-8cce-45e9-98d9-a61cb154100b
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/fe3511a1-0d6a-4b8a-abbe-b6bc6f6340fe

* X %

* ox X INTELLECTUAL

in law on which it is based. It follows that a general reference to other documents cannot
compensate for the failure to set out the essential elements of the legal argument, which
must appear in the application itself, and is inadmissible (paras 14-16).

DP-234/17; DIAMOND ICE / DIAMOND CUT,; Siberian Vodka AG v EUIPO; Order of 3 May
2018; EU:T:2018:259; Language of the case: DE. The international registration holder (IR
holder) sought to register the international registration designating the EU, DIAMOND ICE,
for goods in Class 33. An opposition based on the earlier EU word mark DIAMOND CUT,
registered for goods in Class 33, was filed pursuant to Article 8(1)(b) EUTMR. The
Opposition Division (OD) upheld the opposition insofar as it found likelihood of confusion.
The IR holder appealed and the Board of Appeal (BoA) dismissed the appeal, since it also
found likelihood of confusion, given the identity between the goods, the average phonetic
and visual similarity, as well as the average inherent distinctiveness. The IR holder filed an
action before the General Court (GC) relying on a single plea in law: infringement of
Article 8(1)(b) EUTMR. The general reference to previous statements. No specific
reference is made to the elements that the BoA failed to take into account. The generic
reference to the documents and evidence adduced during the opposition proceedings is not
sufficient and it is not for the Court to find in the file of the proceedings before the Office
arguments to which the applicant might be referring or to examine them (paras 45-47).

D2-547/17 P; RAPPRESENTAZIONE DI TRE STRISCE VERTICALI (fig.); Basic Net SpA
v EUIPO; Judgment of 6 September 2018; EU:T:2018:682; Language of the case: IT. The
applicant sought to register the figurative mark RAPPRESENTAZIONE DI TRE STRISCE
VERTICALI6as an EUTM for goods in Classes 18, 25 and 26. The mark was identified in
the application form as a figurative mark that claimed three shades of yellow, orange and
blue Pantone colours. The Office refused registration of the EUTM application pursuant to
Article7( 1) ( b) EUT MR. The Board of Appeal (B
found that the mark was devoid of distinctive character and that the applicant had not
proved acquisition by that mark of a distinctive character through use. The applicant
appealed to the General Court (GC), relying on two pleas in law: (i) infringement of
Article 7(1)(b) EUTMR and (ii) infringement of Article 7(3) EUTMR. The GC dismissed the
appeal. It found that, first, the mark was devoid of any distinctive character and, second,
that the acquisition by the mark of a distinctive character had only been proved for France,
Italy, the Netherlands and the United Kingdom. For Belgium, Germany, Spain and Austria,
the applicant had provided as evidence of use a sworn declaration mentioning turnover and
sales data for goods marketed under the disputed mark, but no other evidence to
corroborate it. The applicant appealed to the Court of Justice of the European Union (CJ).
In support of its appeal, the opponent relies, primarily, on a single plea, alleging
infringement of Article 7(3) EUTMR and the obligation to state reasons. In the alternative, it
puts forward three other pleas alleging infringement of Article 7(1)(b) EUTMR, failure to
take account of another EUTM belonging to it and failure to take into consideration other
registered marks consisting of combinations of colours, respectively. Obligation to state
reasons. Since the GC stated the grounds on which it held that acquisition by the mark of
distinctive character through use had not been proved for a number of EU countries,
namely Belgium, Germany, Spain, Hungary and Austria, the opponent is not justified in
accusing the GC of a breach of the obligation to state reasons in that regard (para. 39).
Inadmissibility of the alternative pleas in law. Considering that in support of its three
alternative pleas, the opponent fully reproduces, in its appeal, the arguments previously put
forward before the GC, without setting out in detail the parts of the contested judgment
concerned by those pleas or developing a specific legal argument capable of calling into
guestion the assessments of the GC, those three pleas must be rejected as inadmissible
(paras 42-44).
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T-664/16; Erdmann & Rossi; PJ v EUIPO; Order of 30 May 2018; EU:T:2018:517;
Language of the case: DE. The EUTM proprietor, a partner in a law firm, registered, in the
name of the company Erdmann & Rossi, the word mark Erdmann & Rossi as an EUTM for
goods and services in Classes 12, 37 and 42. An invalidity application was filed pursuant to
Article 59(1)(b) EUTMR based on bad faith on the behalf of the partner. The Cancellation
Division (CD) dismissed the invalidity application. The Board of Appeal (BoA) upheld the
appeal and found that the partner had acted in bad faith. In the proceedings before the
Office, the partner defended himself. He brought an action before the General Court (GC),
signed by Mr S., a lawyer in the law firm in which the EUTM proprietor is a partner. The
Office claimed that t he proprietords action was

representation. The proprietor transferred the contested mark to [Y]-GmbH and the
representative, MrS. |, applied for repl acement of

repl ac e mamskibility of the plea of inadmissibility. The Of ficeds

inadmissibility is admissible since it was filed, as prescribed, by means of a separate
document and within the legal time limit of 2 months of the Office being served the
application to the GC plus 10 days on account of distance. In particular, contrary to what
the proprietor claims, in the absence in the Rules of Procedure of the General Court
(RPoGC) of any indication to the contrary concerning the filing of a document by means of
the e-Curia application, it is clear that the additional period of 10 days on account of
distance provided for in Article 60 RPoGC applies to the filing of a plea of inadmissibility via

the e-Curia application (para. 4 0) . As t o the proprietofroathe cl ai m
when

examination of the file carried out by itsr epr esent ati ve that,

i nadmi s

t

pr

pl e

t
t h

inadmissibility was lodged on time, the lognand password of the Officeos
used, it must be regarded that it is technically impossible foronepart yéds representat

personally verify whether and when the other

login or password for the e-Curia IT application (para. 41). Admissibility of the action
brought by the proprietor before the GC. Alleged self-representation. Given that the
representative who signed and lodged the action before the GC through the e-Curia
application was Mr S., and not the proprietor, the plea of inadmissibility must be dismissed
as unfounded insofar as it is based on an alleged self-representation of the party (para. 59).
That finding cannot be called into question by the argument that the proprietor gave a
power of attorney for litigation to the law firm of which he himself is one of the two founding
partners, as the requirement provided for in Article 51(3) RPoGC, that a power of attorney
be lodged at the GC Registry, does not apply in cases, such as the present one, where the
party is a natural person. Therefore, the fact that the proprietor gave the law firm a power of
attorney for litigation has no effect on the assessment of the alleged self-representation
(para. 60). There was no self-representation. Alleged lack of independence of the lawyer
representing the proprietor before the GC. The proprietor is one of the co-founders and
one of the two partners of the I aw firm

lawyer without being a partner (para. 62). Since the decisions of that law firm are taken
unanimously by its two partners, the proprietor exercises effective cont r o | over

decisions, including decisions relating to its members of staff, and hence to Mr S.
Therefore, Mr S. does not enjoy the same degree of independence from his employer as a
lawyer working in an external law firm does in relation to his client. Consequently, Mr S. is
less able to deal effectively with any conflict between his professional obligations and his

~

client 6s 3) Imee the mneernesds.of the law firm are largely the same as those of

wher e

al

the proprietor, there is a risk that MrS. 6 s pr of essi onal opinion

influenced by his working environment (para. 64). This professional connection that Mr S.
had with the proprietor at the time of the lodging of the action is therefore of such a nature
that he may have not been in a position to fulfil his essential role as auxiliary to the GC in
the most appropriate way (para. 65). That conclusion cannot be called into question by the
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fact that the German national rules on the legal profession provide for the independence of
lawyers, given that, according to the case-law, the provisions on representation before the
EU Courts must be interpreted, as far as possible, independently and without reference to
national law, and the concept of independence of lawyers in EU law is defined not only
positively, on the basis of membership of a Bar and adherence to a Code of Conduct and
Code of Ethics, but also negatively (para. 67). It follows from settled case-law that fully
independent legal assistance is that provided by a lawyer who, structurally, hierarchically
and functionally, is a third party in relation to the undertaking receiving that assistance. The
fact that the requirement of independence of lawyers representing parties before the GC is
not expressly provided by the Statute of the Court of Justice of the European Union (CJEU)
cannot undermine the principle of legal certainty (para. 71). Request for replacement of
the appellant (proprietor) by the alleged new proprietor of the contested mark. There
is no need to adjudicate on the request for replacement since the GC has taken the view
that the action was inadmissible on the grounds of an irregularity in the representation of
the requesting party (para. 78). In any event, the request for replacement could not be
regarded as admissible on the facts of this case, where the lawyer who signed the request
for replacement, Mr S., is not an independent lawyer in relation to the applicant for
replacement (paras 79-80).

DP-668/17; Eico / MAICO; Maico Holding GmbH v EUIPO; Judgment of 20 September
2018; EU:T:2018:567; Language of the case: EN. The applicant sought to register the word
mark Eico as an EUTM for goods in, inter alia, Class 11. An opposition based on the earlier
EU word mark MAICO, registered for goods in, inter alia, Class 11, was filed pursuant to
Article 8(1)(b) EUTMR regarding apparatus for heating, refrigerating, drying, and ventilating.
The Opposition Division (OD) dismissed the opposition and the opponent filed an appeal.
The Board of Appeal (BoA) dismissed the appeal. It found that there was no likelihood of
confusion (LOC), insofar as the visual and phonetic differences between the signs
outweighed their similarities, given the high level of attention of the relevant public. The
opponent filed an action before the General Court (GC), relying on a single plea in law:
infringement of Article 8(1)(b) EUTMR. Request for a hearing. Although the applicant
stated in its application that it requested a hearing, that statement is not equivalent to a
request for a hearing within the meaning of the Rules of Procedure of the GC. According to
these provisions, it was submitted too early and could not, therefore, be taken into
consideration. The GC was therefore entitled to rule on this case without a hearing
(para. 13).

2. Essential procedural requirements

2.1.  Rightto be heard

[No entry]

2.2.  Duty to state reasons

C-519/17 P and C-522/17 P to C-525/17 P (joined cases); According to Case Quotation
Manual: MASTER PRECISE /MASTERS COLORS PARIS (fig.); L 6 Or ® & IEBIRO;
Judgment of 30 May 2018; EU:T:2018:348; Language of the case: FR
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EUTM application Earlier trade mark
Master Smoky
Master Shape MASTERS
Master Precise

COLORS
Master Duo

Master Drama

PARIS

The Gener al Court (GC) dismissed the EUTM applic
decisions of the Board of Appeal (BoA). Previously, the BoA also dismissed the EUTM
applicant 6s appeal against the decisielihoed of t he

of confusion between the word marks applied for and the earlier figurative mark, resulting in
the protection of identical goods (Class 3: eye makeup products) pursuant to Article 8(1)(b)

EUTMR. The EUTM applicant appealed against oft he

the European Union (CJ), relying on two pleas in law: (i) distortion of facts and;
(i) infringement of Article 8(1)(b) EUTMR. The CJ found a breach of the duty to provide
coherent and complete reasoning (para.7 4 ) . This related to

constitutes the most distinctive element of the earlier mark. The reasons provided by the
GC were equivocal and incomplete, resulting in the EUTM applicant failing to understand

t he

the decisionds reasoning. Further, t he TGJ

74
t h

Thi s regarded t he EUTM applicantds argument

conflicting marks as a whole. The decision was annulled and the case was referred back to
the GC.

C-564/16 P; DEVICE OF A JUMPING ANIMAL (FIG. MARK) / PUMA (FIG. MARK) et al.;
EUIPO v Puma SE; Judgment of 28 June 2018; EU:C:2018:509; Language of the case: EN.
The applicant sought to register the figuratve mark 6 DEVI CE OF A J UM&sI
an EUTM for goods in Class 7. An opposition was filed based on various earlier
international figurative marks for goods in Classes 18, 25 and 28, on the basis of
Article 8(5) EUTMR. In support of its claim that the earlier marks were reputed, the
opponent had, inter alia, relied upon three previous decisions of the Office in which its
reputation had been recognised. The Opposition Division (OD) dismissed the opposition as
it found that the relevant public would not establish a link between the marks, without first
examining whether the opponent had established the reputation of its earlier marks. The
Boards of Appeal (BoA) also dismissed the opponenté s appeal findi
established the reputation of its earlier marks. In addition, it also found that, even assuming
that the reputation of the earlier marks were to be regarded as proven, the existence of an
unfair advantage taken of the distinctive character or repute of the earlier marks or of
detriment to their distinctive character or repute, had not been satisfied either. The

). The CJ also found a |l ack of r e dlganswern g
e applicantds complaint and failed B182provide

GCbo

S

GC6o
applicant di d not submit any argument chall eng

was u
[ t

n

n
h

p
[

t h
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ng

t hat

opponent appealed to the General Court (GC) which annulled the Boar dés deci si on

infringement of the principles of legal certainty and sound administration, insofar as the BoA
had rejected the evidence relating to the reputation of the earlier trade marks and found that
their reputation had not been proved. The Office appealed to the Court of Justice of the
European Union (CJ), relying on two pleas in law: (i) infringement of Article 95(1) EUTMR
and of the principle of sound administration, read in conjunction with Article 7(2)(c)
EUTMDR and Article 8(5) EUTMR, and (ii) infringement of Rule 50(1) CTMIR and of
Article 95(2) EUTMR. (i) The opponent is free, in principle, to choose the form of evidence it
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considers useful to submit to the Office. Therefore, nothing precludes earlier Office

decisions from determining the existence of reputation in other inter partes proceedings and

being relied on in that context as evidence in support of the reputation of that earlier mark,

particularly when they are identified in a precise manner and their substantive content is set

out in the notice of opposition in the language of the case (para. 69). The GC did not err

when it found that the three previous decisions
(para. 75). The GC was right to examine whether the BoA, by merely stating in the decision

that the Office was not bound by its decision-making practice, had satisfied its obligation to

state reasons, due to the context in which the decision had been made and the legal rules

governing the matter, including the principles of sound administration and equal treatment

(para. 79). Merely stating that the lawfulness of the Officeds deci si ons must be
solely on the basis of EUTMR and not on the basis of its earlier decision-making practice

(para. 8 2) did not satisfy the Officebs bodies obli
decisions, insofar as they had recognised the reputation of the earlier marks, were a strong

indication that those marks could also be regarded as having a reputation in the current

opposition proceedings (para. 95). The Office was required to take into account the three

previous decisions relied on by the opponent, and had to provide an explicit statement of its

reasoning insofar as it had decided to depart from the approach adopted in those decisions

on the reputation of the earlier marks (para. 96). Therefore, the GC did not err in concluding

that it was incumbent on the BoA, in accordance with the principle of sound administration,

either to provide the reasons why it disregarded the findings made by the Office in the three

previous decisions relating to the reputation of the earlier marks, or request that the

opponent submit supplementary evidence of the reputation of the earlier marks (para. 100).

DP-623/16; MAIN AUTO WHEELS (fig.) / VW (fig.) et al.; Volkswagen AG v EUIPO;
Judgment of 19 September 2018; EU:T:2018:561; Language of the case: DE. The applicant
sought to register the figurative mark MAIN AUTO WHEELS6as an EUTM for goods and
services in Classes 12 and 35. An opposition based on, inter alia, the earlier figurative mark
&/'W0§ registered for goods and services in Classes 12 and 35, was filed pursuant to
Article 8(1)(b) and Article 8(5) EUTMR. The Opposition Division (OD) dismissed the
opposition. It found that there was no likelihood of confusion (LOC) as the signs had a very
low degree of similarity and produced different overall impressions. Regarding Article 8(5)
EUTMR, it held that the opponent had failed to prove unfair advantage. The opponent filed
an appeal, which the Board of Appeal dismissed. It found that the signs were dissimilar and
that therefore there was no need to compare the goods and services. Since the signs were
dissimilar, the opposition also failed insofar as based on Article 8(5) EUTMR. The opponent
appealed to the General Court (GC), relying on three pleas in law: (i) infringement of
Article 8(1)(b) EUTMR, (ii) infringement of Article 8(5) EUTMR and (iii) infringement of
Article 94(1) EUTMR. Lack of reasoning. The third plea, an infringement of Article 94
EUTMR, must be dismissed, as the applicant did not in fact allege that the Office had failed
to comply with the obligation to state reasons, but simply criticised the soundness of the
reasons given (para. 72).

2.3 Ultra petita

[No entry]

2.4. Other Issues

T-727/16; REPOWER; Repower AG v EUIPO; Judgment of 21 February 2018;
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EU:T:2018:88; Language of the case: FR. The EUTM proprietor was granted registration of
the word mark REPOWER for goods and services in Classes 4, 9, 37, 39, 40 and 42. An
application for invalidity was filed pursuant to Article 59(1)(a) EUTMR in conjunction with
Article 7(1)(b) and (c) EUTMR for all the goods and services. The Cancellation Division
partly upheld the application for invalidity, a
informed English-speaking consumers that the services in Classes 37 and 42 were
intended to repair or replace the engine or the energy source of energy installations. The
Board of Appeal (BoA) dismissed the invalidity a
filed an action before the General Court (GC). Considering that the contested decision was
vitiated by a breach of the duty to state reasons, the BoA revoked its decision in order to
analyse in further detail the distinctiveness and the descriptiveness of the sign for the
contested goods and services. The EUTM proprietor filed a new action before the GC
contesting the BoAOGrelying anvoarplaas in aw: (i)daekofi legal lmasis,
(ii) lack of competence of the BoA, (iii) infringement of Article 80(1) of Regulation (EC)
No 207/20009, t he EUI PObs Guidelines and principles of
and res judicata and (iv) failure to state reasons. On the lack of legal basis. Article 80(1)
of Regulation (EC) No 207/2009, stating that the Office must revoke a decision containing
an obvious procedural error, was applicable to the decisions adopted until 1 October 2017
(para. 27). On the lack of competence of the BoA. According to Article 103 EUTMR in
conjunction with Article 72 EUTMR, the BoA is entitled to revoke its decisions (paras 38 and
41). The fact that an action contesting the decision has been lodged before the GC does
not prevent the BoA from revoking it (para. 44). On the infringement of Article 80 of
Regulation (EC) No 207/2009, the E Ul P @daidelines and several general principles
of law. A procedural error is an error having procedural consequences and not an error
related to substantive issues (para. 55). A failure to state reasons has an impact on the
substance of the decision and cannot be qualified as a procedural error within the meaning
of Article 80(1) of Regulation (EC) No 207/2009 (para. 57). Therefore, the BoA could not
revoke its decision on the basis of Article 80(1) of Regulation (EC) No 207/2009 (para. 59).
Withdrawal of an unlawful administrative act is a general principle of law recognised by
case-law. Since the Boards of Appeal are administrative in nature, they can rely on this
general principle to revoke their unlawful decisions (para. 61). Relying on this general
principle is possible even where the withdrawal proceedings are already regulated by
specific provisions in the law (para. 65). Therefore, the regulation of revocation in
Article 80(1) of Regulation (EC) No 207/2009 does not preclude the application of
Article 107 EUTMR referring to general principles (para. 66). Retrospective withdrawal of an
unlawful administrative act that has created individual rights is permissible, if the institution
that adopted the act complies with the conditions relating to reasonable time limits and the
legitimate expectations of beneficiaries of the act who have been entitled to rely on its
lawfulness. Since the BoA did not describe either the contested goods and services or their
characteristics, it failed to state why the sign was not descriptive (para. 78). Furthermore,
the EUTM proprietor could not have | egitimate
lawfulness (para. 82). Withdrawal of an unlawful decision is compatible with the principle of
good administration and legal certainty (paras 83-85). This general principle cannot infringe
the principle of res judicata, since administrative decisions do not have a res judicata effect
(para. 86). Following the principle of good administration, the fact that the BoA should have
based its revocation decision on this general principle and not on Article 80(1) of Regulation
(EC) No 207/2009 will not lead to the annulment of the act, since that error does not affect
the content of the decision (para. 91). On the failure to state reasons. By stating that its
decision should be revoked because it was vitiated by a failure to state reasons that
constituted a manifest error of procedure, the BoA provided the reasons for its revocation
decision (para. 98).
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3. General principles of European Union Law
[No entry]
B. Procedure before Boards of Appeal

1. Admissibility
1.1.  Right to appeal, form, deadline

DP-272/17; Dating Bracelet (fig.); Webgarden Szolgaltaté és Kereskedelmi Kft v EUIPO;
Judgment of 20 March 2018; EU:T:2018:158; Language of the case: HU. The applicant
sought to register the figurative mark @ating Braceletbas an EUTM for goods and services
in Classes 9, 41, 42 and 45. The Office refused the registration of the EUTM application
pursuant to Article 7(1)(b) and (c) EUTMR. The EUTM applicant appealed and the Board of
Appeal dismissed the appeal. It found that the mark was descriptive and non-distinctive.
The EUTM applicant filed an action before the General Court (GC) relying on three pleas in
law: (i) infringement of Article 4 EUTMR, (ii) infringement of Article 7(1)(b) and (c) EUTMR
and (iii) infringement of the principles of equal treatment and legal certainty. Admissibility.
The plea under Article 4 EUTMR is inadmissible as it was not supported by any argument,
in breach of Article 177(1)(d) of the Rules of Procedure of the General Court (para. 16).

DpP-488/17; Dry Zone; Ghost 8 Corporate Management SA v EUIPO; Judgment of
20 September 2018; EU:T:2018:571; Language of the case: PT. The applicant sought to
register the word mark Dry Zone as an EUTM for goods in Classes 3, 5, 10 and 16. The
Office partially refused the trade mark applied for on the grounds that it did not comply with
the provisions of Article 7(1)(b) and (c) and Article 7(2) EUTMR. The applicant filed an
appeal. The Board of Appeal (BoA) dismissed the appeal. It found that the appeal was
inadmissible due to the fact that it was lodged after the time limit laid down in Article 68
EUTMR. The applicant brought an action before the General Court (GC), relying on three
pleas in law: (i) infringement of Article 68 EUTMR and Article 69 EUTMDR, (ii) infringement
of the principle of proportionality and (iii) infringement of the principles of legitimate
expectations and legal certainty. As regards the alleged infringement of Article 68
EUTMR. Since the appeal was received by the Office on 4 April 2017, it was lodged after
the expiry, on 3 April 2017, of the two-month period laid down in Article 68 EUTMR
(para. 35). The applicant did not provide proof, which was incumbent on it, that the delivery
time of the letter was the decisive cause of its failure to meet the time limit, in the sense that
it was an event of an inevitable nature against which it could not have protected itself. It
follows from the above considerations that the existence of a case of force majeure or
exceptional circumstances has not been established (paras 46-47). On the allegation of
infringement of the principle of proportionality. The applicant did not invoke any
argument specifically related to this principle (para. 48). (iii) Article 68 EUTMR must be
interpreted as meaning that the date to be taken into account for compliance with the time
limit to file an appeal is not the date on which the appeal was sent, but the date on which it
was received by the Office. On the alleged infringement of the principles of legitimate
expectations and legal certainty. The applicant cannot rely on the principle of protection
of legitimate expectations in order to seek the annulment of the contested decision
(paras 54-55). It is the principle of | e g al certainty itself
interpretation of Article 68 EUTMR. It follows that the applicant cannot rely on this principle
to challenge the interpretation (para. 56).
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7-30/18; Support pillows; Yados.r.o. v EUIPO; Judgment of 13 December 2018;
EU:T:2018:962; Language of the case: SK

RCD

-

The applicant applied for registration of the Community design (RCD) above. A declaration
of invalidity of the RCD was filed pursuant to Article 25(1)(b) CDR. The Invalidity Division
(ID) rejected the application because of its lack of novelty. The applicant filed an appeal
against t he | D o6he Bodré ofi Appeal NBoAg mlidmissed the appeal as
inadmissible due to the fact that the written statement setting out the grounds of appeal was
received after the time limit, expiring on 17 July 2017. The applicant filed an action with the
General Court (GC), relying on three pleas in law:(i) infringement of Article 57 CDR and
Article 65(1) CDIR and infringement of principles of legal certainty and proportionality,
(i) infringement of the fundamental right to be heard and the deprivation of the possibility of
legal proceedings and, (iii) infringement of the fundamental principles laid down in the CDR.
The GC annulled the BoA decision. It found in substance that there is no legal obligation for
the parties in the procedure before the Office to send documents in the relevant
proceedings to the Officeods 26-28j. Accordmg totheeQCe r al f ax
in the case in question, the applicant has established having sent a five-page document on
17 July 2017 to a fax number from which the ID sent its decision. The Office does not
dispute that it received, on 17 July 2017, a five-page document sent to said fax number
(para. 25). The GC concluded that the transmission report of 17 July 2017 demonstrated to
the requisite legal standard that the applicant had filed the written statement setting out the
grounds of appeal within the prescribed period. The date of dispatch of this document was
17 July 2017, the fax number of the addressee was used for the notific at i on of the | |
decision, and the number of pages sent was five, which corresponds to the number of
pages of the written statement of grounds of appeal, received two days later at the official
general fax number. The result of the transmission was indicat ed as O0OK©®, without
messages having been reported (paras 32 and 34). Although from a legal point of view, the
burden of proof that the Office was able to inspect the content of the documents sent on 16
and 17 July 2017 should be borne by the applicant, the factual evidence on which the
applicant relies in this case is of such a kind as to require the Office to provide an
explanation or justification of not receiving the documents concerned, failing which it is
permissible to conclude that the burden of proof has been discharged (para. 35).
Consequently, the written statement setting out the grounds of appeal was filed within the
prescribed period, so the BoA wrongly concluded that the appeal was inadmissible
(para. 36).

1.2.  New facts, arguments, grounds or evidence

C-634/16 P; FITNESS; EUIPO v European Food; Judgment of 24 January 2018;
EU:C:2018:30; Language of the case: EN. The EUTM proprietor was granted the
registration of the word mark O6FI TNEBSd&g2%s an EU
30 and 32. An application for invalidity was filed pursuant to Article 59(1)(a) EUTMR in
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conjunction with Article 7(1)(b) and (c) EUTMR. The Cancellation Division (CD) dismissed
the application for invalidity since the applicant failed to prove the descriptive and non-
distinctive character of the mark at the relevant point in time. The Board of Appeal (BoA)

di smissed the invalidity appl i candulimiteddopthes al

first time before the BoA since it was belated and new, applying by analogy the third
subparagraph of Rule 50(1) of Regulation 2868/95 in conjunction with Rule 37(b)(iv) of that
Regulation. The invalidity applicant filed an action before the General Court (GC) relying on,
inter alia, infringement of Article 95 EUTMR, read in conjunction with Rules 37(b)(iv)and
50(1) of Regulation 2868/95. The GC upheld the action. It found that Article 95 EUTMR,
read in conjunction with Rule 37(b)(iv), does not imply that evidence submitted for the first
time before the BoOA must be regarded as belated in invalidity proceedings based on an
absolute ground for refusal and that Rule 50(1) Regulation 2868/95 should not be applied
by analogy. The EUIPO filed an appeal before the Court of Justice of the European Union
(CJ) relying on two pleas in law: (i) infringement of Article 95 EUTMR, read in conjunction
with Rule 50(1) Regulation 2868/95, and (i)i mbal ance i n the part:i
infringement of the principles of procedural economy and sound administration. The CJ
dismissed the appeal. Time limit for the submission of evidence. In the context of
invalidity proceedings based on absolute grounds for invalidity, even if no time limit is set by
which to apply for the cancellation of the registration of a mark, a time limit is nevertheless
set for the submission of evidence in the context of the application for a declaration of
invalidity or may be set by the EUIPO, by virtue of its competence to organise the
procedure (para. 32). The GC erred in stating that Regulation 207/2009 contains no
provision fixing a time limit for the submission of evidence (para. 33). Belated evidence.
Article 95 EUTMR does not imply that evidence submitted for the first time before the BoA
must be considered to be out of time in all circumstances (paras 35-45). Scope of
application of 3rd subparagraph of Rule50(1) Regulation 2868/95. The third
subparagraph of Rule 50(1) of Regulation 2868/95 constitutes a special rule derogating
from the principle according to which the provisions relating to proceedings before the
department which has made the decision against which the appeal is brought are to be
applicable to the appeal proceedings mutatis mutandis. That special rule is specific to
appeal proceedings brought against the decision of the Opposition Division and is not
applicable in the context of invalidity proceedings based on absolute grounds for invalidity
(para. 48-49). Discretionary power. The discretionary powers conferred on the EUIPO by
Article 95 EUTMR, according to which it may decide to disregard or take into account facts
and evidence submitted after a deadline has expired, is in no way a favour granted to one
party, but must result from an objective, reasoned exercise of that discretionary power
(paras 56-58).

T-105/16; Raquel Superior Quality Cigarettes FILTER CIGARETTES (fig.); Philip
Morris Brands Sarl v EUIPO; Judgment of 1 February 2018; EU:T:2018:51; Language of
the case: EN. The intervener registered an EU figurative sign for the goods in Class 34
(tobacco pouches; tobacco; smoking tobacco; tobacco, cigars and cigarettes; manufactured
tobacco). The applicant filed an application for a declaration of invalidity of the mark at
issue on 13 earlier figurative marks. The Cancellation Division (CD) rejected the application
for a declaration of invalidity having first compared the contested trade mark and the earlier
international registration and found that the low similarity between the signs did not lead to
a likelihood of confusion (LOC) regarding Article 8(1)(b) and Article 8(5) EUTMR and that
furthermore, the applicant had not submitted any evidence to establish the reputation of the

earlier mark. The applicant filed a notice

evidence to prove reputation of the earlier mark. The Board of Appeal (BoA) dismissed the

of

and

ap

appeal and rejected the appl i cant)éhs dominagtu ment s 1
wer e t

el ements of the figurative signs at i ssue
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(i) it could not take into account evidence submitted for the first time before it; (iii) the
applicant s arguments al B(® G&UTMBR asithe fevidencegofthee nt of A
reputation of the earlier mark had been adduced for the first time before the BoA and,
therefore, as the evidence was not supplementary or additional to evidence that had
already been, submitted it could not be taken into account. The applicant raised three pleas
in law: (i) infringement of Article 95(2) EUTMR; (ii) infringement of Article 8(1)(b) and 95(1)
EUTMR, (iii) infringement of Article 8(5) EUTMR. The GC quoted the case-law on the
discretionary power of the BOA to take into account belated evidence, including that it only
extends to evidence which is additional or supplementary to evidence already lodged within
the original time limit. The GC confirms that the evidence was not additional or
supplementary but completely new. In those circumstances, the BoA was, in principle, not
required to take that evidence into account (para. 48). However, the BoA had knowledge of
a previous decision in which the earlier mark was found to have reputation. This decision is
not, in itself, sufficient to demonstrate the reputation of the earlier mark automatically.
However, this decision was a clear indication that the mark might have reputation
(para. 65). The Office is under a duty to exercise its powers in accordance with the general
principles of EU law, such as the principle of sound administration. It is in the interests of
the sound administration of justice that the BoA is able to make a fully informed decision
when ruling in proceedings brought before it. Therefore, it is for the BoA to examine with
care and impartiality all the factual and legal information necessary for the exercise of its
discretion (para. 63). The evidence was likely to be genuinely relevant to the outcome of the
proceedings and by refusing to examine the evidence on the ground that it was submitted
out of time, the BoA failed to examine a potentially relevant factor in the application of that
provision. Notwithstanding the interpretation of Rule 50 of Regulation No 2868/95 and
Article 95(2) EUTMR, the broad discretion enjoyed by the Office in the performance of its
duties cannot exempt it from its duty to assemble all the elements of fact and law necessary
for the exercise of its discretion where the refusal to take account of certain evidence
submitted late would breach the principle of sound administration (para. 67). Consequently,
the BOA should have taken the new evidence into account. This would not have resulted in
a breach of the principle of equality of arms because the other party had the chance to
comment on the evidence in the proceedings before the BoA (and in this case, they actually
did comment on it). This error of the BoA cannot be corrected by its conclusion that, in any
event, even if the reputation had been proved the outcome of the decision would not be
different as the degree of similarity between the marks was not sufficient for the successful
application of Article 8(5) EUTMR. As the existence of the link for the purposes of
Article 8(5) EUTMR must be assessed globally, and the similarity between the marks is only
one applicable factor, witht he strength of t he asameédingtobemar kbés r
considered, the application of Article 8(5) EUTMR could not have been excluded by the
BoA.

02-418/16 P; mobile.de; mobile.de GmbH v EUIPO; Judgment of 28 February 2018;
EU:C:2018:128; Language of the case: DE. The EUTM proprietor was granted the
registration of the EU word mark mobile.de and the figurative mark dnobile.debas EUTMs
for goods and services in Classes 9, 16, 35, 38 and 42. Two applications for invalidity were
filed pursuant to Article 60(1)(a) EUTMR, relying on the earlier Bulgarian figurative mark
0 mo bdoverng services, inter alia, in Classes 35 and 42. The Cancellation Division (CD)
dismissed both applications, on the ground that proof of use of the earlier mark was not
provided. The CD6s deci si o rhe Board of dppeab(Pod)ddure groodaf d
genuine use of the earlier Bulgarian mark, but only for advertising services for motor
vehicles in Class 35 and upheld the appeal. Since the CD had not examined likelihood of
confusion, the BoA referred the case to the CD for examination. The EUTM proprietor filed

t wo actions against the BoAb6s decisions before t
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both. The EUTM proprietor filed an appeal before the Court of Justice of the European
Union (CJ). Discretion of the BoA. The GC was right in finding that the BoA is entitled,
when examining an appeal directed against a decision of the CD, to take into account
additional evidence of genuine use of the earlier mark not produced within the set time
limits (para. 62). The GC examined not only whether the evidence produced late had any
real relevance, but also whether the stage of the proceedings at which the late submission
took place and the surrounding circumstances precluded the taking into account of such
evidence (para. 64). The GC has exclusive jurisdiction to find and appraise the relevant
facts and to assess the evidence. On the contrary, the CJ, upon appeal, has no jurisdiction
on the factual assessment, except when facts and evidence are distorted (para. 65). In this
case, the EUTM proprietor, rather than seeking to establish distortion of facts and evidence
regarding the invoices submitted before the CD, apparently seeks to have the CJ re-
examine whether the invoices produced for the first time before the BoA were intended to
reinforce and clarify the content of the evidence produced before the CD (para. 67).

02-478/16 P; GROUP Company TOURISM & TRAVEL (fig.) / GROUP Company
TOURISM & TRAVEL (fig.); EUIPO v Group ODD; Judgment of 19 April 2018;
EU:C:2018:268; Language of the case: BG. The applicant sought to register the figurative
mark shown 6 GROUP Company TOURI &Mn BEUTM RA 3&iited in
Classes 35, 39 and 43. An opposition was filed based on an earlier non-registered
figurative sign 6 GROUP Company TOURI, §9dd i& Bul§dria \CEethé,
Hungary, Poland and Slovakia as a company name for transportation services. The
Opposition Division (OD) dismissed the opposition insofar as the opponent had not
specified or provided any evidence about the applicable national law on which it was relying
and under which the use of the mark sought might have been prohibited in the Member
States concerned. The opponent filed an appeal and submitted references to Bulgarian law.
The Board of Appeal (BoA) dismissed the appeal, as it found that the documents produced
by the applicant before the OD did not contain any reference to Bulgarian law. The BoA
found that the references to three legal provisions in the statement of grounds of appeal,
had been submitted late. According to the BoA, the required reference to the legal bases
must be made within the time limits granted during opposition proceedings. It also found
that the applicant had referred only to the text of Article 12(1) of the Bulgarian law on trade
marks and geographical indications, without providing the original Bulgarian version or
proving that that text originated from an official and reliable source. The opponent filed an
action before the General Court (GC) relying on three pleas in law: (i) infringement of
Article 95(1) EUTMR, (ii) infringement of Article 95(2) EUTMR, and (iii) infringement of
Article 8(4) EUTMR. The GC upheld the action insofar as it found that the particulars of
the national legislation supplemented the initial evidence which concerned the use in the
course of trade of an unregistered sign, with both sets of evidence being regarded together
as Oone piece of evidence proving the a

protection of an earlier rightd. Therefore,

content of the national law, submitted for the first time before it, without exercising its
discretion under Article 95(2) EUTMR. Furthermore, the BoA could not require the
opponent to produce an extract from the Darzhaven vestnik or the official Bulgarian text. If
the BoA had doubts about the faithful reproduction, applicability or interpretation of the
Bulgarian law relied on by the applicant, it was required to exercise its powers of
verification. The Office filed an action before the Court of Justice of the European Union
(CJ) relying on two pleas in law: (i) infringement of Article 95(2) EUTMR in conjunction with
Rule 50(1) of Regulation No 2868/95 and (ii) infringement of Article 8(4) EUTMR in
conjunction with Article 7(2)(d) EUTMDR. (i) Regarding the first plea concerning the alleged
infringement of Article 95(2) EUTMR in conjunction with Rule 50(1) of Regulation
No 2868/95, the Court of Justice recalled that, when evidence is produced within the time

cqui siti
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limit set by the Office, the presentation of supplementary evidence remains possible

(para.37). The additi onal el ements must be regarded

since together they form part of the evidence used to prove the acquisition, permanence
and the scope of protection of the non-registered Bulgarian mark (para. 38). Moreover, the
additional evidence was related to evidence previously submitted before the OD, since the
Bulgarian law was indispensable for the assessment of the proof of use of the earlier non-
registered sign, and vice versa (paras 42-43).

DF-288/16; M'Cooky / MR. COOK (fig.); Convivo GmbH v EUIPO; Judgment of 26 April
2018; EU:C:2018:231; Language of the case: EN. The IR holder designated the EU for
M6 C O O&Kcdvvering goods and services in Classes 30 and 43. An opposition based on
the earlier Spanish figurative mark &MR. COOKG registered for goods in Classes 29, 30 and
31, was filed pursuant to Article 46 EUTMR. The Oppaosition Division (OD) partly upheld the

as

opposition. The Board of Appeal (BoA) di smi ssed

appealed to the Gener al Court ( GC) single pleanim u |

law, namely, infringement of Article 8(1)(b) EUTMR, submitting that the marks were not
visually, phonetically or conceptually similar. Admissibility of evidence adduced for the
first time before the court. A document, such as a dictionary extract, which substantiates
a factual matter of common knowledge which was not established in the E U | P Coitested
decision, is admissible (para. 26).

D2-85/16 P and C-86/16 P (joined cases); KENZO ESTATE / KENZO; Kenzo Tsujimoto v
EUIPO; Judgment of 30 May 2018; EU:C:2018:349; Language of the case: EN. The IR
holder designated the EU for two word marks KENZO ESTATE covering, respectively,
goods in Class 33 and goods and services in Classes 29, 30, 31, 35, 41 and 43. Two
oppositions based on the earlier word mark KENZO, registered for, inter alia, goods in
Classes 3, 18 and 25 were filed by the opponent pursuant to Article 8(5) EUTMR against all
the goods and services for which protection was sought. The Opposition Division (OD)
di smi ssed both oppositions. The Board of
to which Case C-85/16 P refers and partially upheld the appeal to which Case C-86/16 P
refers. The IR holder brought two actions before the General Court (GC) for the annulment
of the BoA decisions. The GC dismissed both appeals. The IR holder filed two appeals
before the Court of Justice of the European Union (CJ) relying on two pleas in law:
infringement of Article 95(2) and of Article 8(5) EUTMR. Cases C-85/16 P and C-86/16 P
were joined for the purposes of the procedure and of the judgment. The CJ dismissed the
appeals. On the first plea in law: the CJ reiterates the case-law whereby the BoA enjoys
discretion under Article 95(2) EUTMR, in connection with Rule 50(1) of Regulation 2868/95,
to decide whether or not to take into account additional or supplementary facts or evidence
that were not submitted within the time limits set by the OD (para. 44). The CJ endorsed the
G C 6fmdings, according to which proof of use and proof of reputation are indissociably
linked and that only an excessive and illegitimate formalism would dictate that the proof of
use could not be adduced as proof of reputation (para. 47).

DP-24/17; D-TACK / TACK et al.; LA Superquimica, SA v EUIPO; Judgment of 10 October
2018; EU:T:2018:668; Language of the case: EN. The predecessor of D-Tack GmbH
sought to register the word mark ®-TACK®&for the goods and services in Classes 1, 17 and
35. An opposition was filed based on six Spanish earlier rights, pursuant to Article 5
EUTMR and Article 8(1)(b) EUTMR. The Opposition Division (OD) rejected the opposition
in its entirety because proof of the earlier marks had not been provided and the evidence of
use of the earlier mark was insufficient.
The Board of Appeal (BoA) dismissed it as the evidence provided showed use that altered
the distinctive character of the earlier mark as registered. The opponent filed an action with

t he

Appeal
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the General Court (GC), relying on two pleas in law: (i) infringement of the rules on the
substantiation of the registrations of the earlier marks and (i) infringement of the rules on
proof of use of the earlier word mark TACK. On the alleged infringement of the rules on
the substantiation. The BoA exercised its discretion and considered, rightly, that the new
extracts from the Sitadex database could not be taken into account, highlighting the
legitimate interest of the applicant, whose behaviour in no way influenced the belated filing
of the extracts (paras 27-28).

2 Essential procedural requirements
2.1. Rightto be heard

T-222/16; MAGELLAN; Hansen Medical, Inc. v EUIPO; Judgment of 27 February 2018;
EU:T:2018:99; Language of the case: EN. The word mark MAGELLAN was registered as
an EUTM for goods and services in Class 10. An application for revocation was filed
pursuant to Article 58 EUTMR. The Cancellation Division (CD) dismissed the application for
revocation for medical apparatus and instruments, namely injection devices and their
components for all manner of injection, collection and transfer of tissue and fluids, and
granted the application for revocation for the following goods: surgical, dental and
veterinary apparatus and instruments. Both the invalidity applicant and the EUTM applicant

filed an appeal before the Board of Appeal
appeal and upheld the EUTM applicantés appeal

insofar as it revoked the contested mark for surgical, dental and veterinary apparatus and
instruments. The invalidity applicant filed an action before the General Court (GC), relying
on five pleas in law: (i) infringement of Article 18 and Article 58(1)(a) EUTMR,
(ii) infringement  of Article 64(1), Article 70(2), Article 94 and Article 95 EUTMR,
(i) infringement  of Article 71 EUTMR, (iv) infringement of Article 94 EUTMR, and
(v) infringement of Article 96 EUTMR. On the first plea in law. The BoA was fully entitled
to find that the contested mark did not cover surgical, medical, dental and veterinary
apparatus and instrumentsas f our separate categories,

was referring to a dedicated subgroup of goods consisting of injection devices and their
components for all manner of injection, collection and transfer of tissue and fluids
(para. 30). Evidence of genuine use of the contested mark for medical apparatus and
instruments, namely, injection devices and their components for all manner of injection,
collection and transfer of tissues and fluids was given. None of the evidence demonstrates
that an injection device used in medical procedures differs from an injection device used in
dental, surgical or veterinary procedures (paras 31-32). On the second plea in law. The
BoA was right to find that the CD6s deci s
the procedural error committed by it (by depriving the applicant of the opportunity to submit
its observations on the additional evidence that it had accepted) (paras 38 and 41). On the
third plea in law. Al t hough the BoA does refer to

genuine use of the contested mark, it nevertheless conducted its own analysis. It found that
the evidence submitted before the CD was sufficient to prove not only the genuine use of
the contested mark for medical apparatus and instruments, namely injection devices and
their components for all manner of injection, collection and transfer of tissues and fluids, but
also for all the goods for which the mark had been registered (para. 45). On the second
fourth in law. The duty to state reasons does not require the BoA to provide an account
that follows all the lines of reasoning articulated by the parties exhaustively and one by one.
The BOA set out the facts and the legal considerations having decisive importance in the
context of the decision: it explained that the injection devices for which use had been
proved did not form a subgroup of goods corresponding to a single general term on a list of
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goods, but instead formed a subgroup of goods of both medical apparatus and instruments
and of dental, veterinary and surgical apparatus and instruments (paras 50-51). On the
fifth plea in law. The BoA exercised its discretion by finding that it was in possession of all
the information required as a basis for the operative part of the contested decision
(para. 59).

DOP-721/16; BeyBeni (fig.) / Ray-Ban (fig.) et al.; Luxottica Group SpA v EUIPO;
Judgment of 8 May 2018; EU:T:2018:264; Language of the case: ES. The EUTM applicant
sought to register the figurative sign 6 B e y Bfermgood@ls in Classes 9, 14 and 18. An
opposition based on the earlier figurative trade mark 6 R éBya nwas filed pursuant to
Article 8(1)(b) and Article 8(5) EUTMR for all the abovementioned goods. The Opposition
Division (OD) upheld the opposition pursuant to Article 8(1)(b) EUTMR for all the goods
applied for in Classes 14 and 18 and for part of the goods applied for in Class 9. For the
remaining Class 9 goods (apparatus, instruments and cables for electricity; safety, security,
protection and signalling devices; devices for treatment using electricity; p hot ov o),
the opposition was dismissed, pursuant to Articles 8(1)(b) and Article 8(5) EUTMR, as
sunglasses and eyeglass frames (for which reputation was proved) are not close enough to
suchgoodsf or t he public to establish a || i nknd
the Board of Appeal (BoA) dismissed the appeal. It found that there was only a very small
degree of similarity between the signs at issue, and the sunglasses and spectacle frames
did not have sufficient proximity to the goods concerned for a link between the marks at
issue to be established in the mind of the relevant public. The EUTM applicant appealed to
the General Court (GC) relying on two pleas in law: (i) infringement of Article 70(2) and 94

t ai csé

The app

EUTMR and (ii) infringement of Article 8(5) EUTMR. The right to be heard. The OD®& s

conclusions on the degree of similarity of the signs were not appealed before the Board,
therefore the BoA should not have examined this question: the BoA re-examined the
substance of the opposition pursuant to Article 8(5) EUTMR, both in law and in fact and
analysed the relevant criteria. Since the degree of similarity is one of the criteria laid down
in this article, the BoA was right to make its own analysis (para. 20). Moreover, the BoA
was not required to hear the applicant again on the degree of similarity before delivering its
own assessment, as the applicant had already made its own observations. That decision
t herefore did not affect the applicdpah@5.

right

Finally, by rejecting the appl i cant 6s appeal, the BOA wupheld
Accordingly, insofar as the OD had not wupheld

following the contested decision, in a less favourable legal position than before the appeal
(paras 27-28). So the applicant was wrong in arguing that the BoA was required to hear it
prior to its decision on the degree of similarity of the signs at issue before adopting a
position which differed from that of the OD (para. 29).

7-803/16; SALMEX (fig.); Glaxo Group Ltd v EUIPO; Judgment of 6 June 2018;
EU:T:2018:330; Language of the case: EN. The applicant sought a declaration of invalidity
for the contested EUTM based on earlier national shape marks registered for goods in
Classes 5 and 10. The earlier national marks specifically included the French trade mark
registered, inter alia, for inhalers in Class 10. This was pursuant to Article 60(1)(a) EUTMR
in conjunction with Article 8(1)(b) and Article 8(5) EUTMR. The EUTM proprietor requested
proof of use of the earlier marks. The Cancellation Division (CD) upheld the application for
invalidity as it found: (i) that genuine use of the earlier French mark had been established
regarding inhalers and; (ii) likelihood of confusion existed between the conflicting marks.

Upon the EUTM proprietords appeal, ppeat anB o ar d

annulled the CDb6s decision on the ground
mark had been established. However, the BoA examined the issue of genuine use of the
earlier marks by its own motion. The applicant filed an action for annulment of the BoA

t hat

26

t

t
t
h

of

it


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/ee0e8060-3f98-496f-8225-37af0d2041c1
http://sharedox.prod.oami.eu/share/page/repository#filter=nodeRef|workspace://SpacesStore/c3619d30-f503-4a0d-93da-6649c4407c7f

* X %

* ox X INTELLECTUAL

decision before the General Court (GC). The GC confirmed previous case-law, stating that
the issue of genuine use of earlier marks is a specific and preliminary question, which must
be specifically raised by the parties before the BoA to become the subject matter of the
appeal (paras 27 and 31). Therefore, by examining and deciding upon the issue of genuine
use, in the absence of any request made to that effect by the parties to the proceedings
before it, the BoA infringed Article 71(1) EUTMR (para. 17). Therefore, the BoA acted
outside its competence (para. 31). As this is a matter of public policy, it must be raised by
the GC ex officio even in the absence of any request to that effect by the applicant for
annulment (para. 21).

OF-164/17; WILD PINK / PINK LADY et al.; Apple and Pear Australia Ltd v EUIPO;
Judgment of 15 October 2018; EU:T:2018:678; Language of .tTheapplicardg e : A?
sought to register the word mark &ILD PINK6as an EUTM for goods in Classes 29 to 31.
An opposition, based on the earlier EU and national (Benelux, German, UK, French) word
marks &INK LADYdas well as the earlier EU figurative marks &ink Lady (fig.)§ registered
for goods in Classes 29 to 31, was filed pursuant to Article 8(1)(b) EUTMR and Article 8(5)
EUTMR. The Opposition Division (OD) dismissed the opposition and the opponent filed an
appeal. The Board of Appeal (BoA) dismissed the appeal without assessing any reputation
the earlier marks may enjoy, since it found them to be dissimilar to the mark applied for.
The opponents filed an action before the General Court (GC), relying on four pleas in law:
() infringement of Article 95(1) EUTMR, (ii) infringement of Article 94 EUTMR and
Article 296 TFEU, (iii) infringement of Article 8(1)(b) EUTMR and (iv) infringement of
Article 8(5) EUTMR. Examination of the facts and right of defence. The considerations
concerning the pinkish-red colour of apples do not stem from the BoA acting on its own
initiative and are in fact based on facts and evidence submitted by the parties (para. 22).
The opponents were perfectly able to dispute the conclusions relating to the colour of the
apples before the Office and their right of defence were not in any way infringed (para. 27).
As to the BoAObGs comment regarding 6a short Vis
supplementary statement that was made for the sake of completeness (para. 28).

D7-8/17, GOLDEN BALLS / B AL L; GdderDEalld Rtd weBUIP@; Dudgment
of 17 October 2018; EU:T:2018:692; Language of the case: FR. The applicant sought to
register the word mark GOLDEN BALLS as an EUTM for goods and services in Classes 9,
28 and 41. An opposition based on the earlier word mark BAL L ON  DrégBtBred for
goods and services in Classes 9, 28 and 41, was filed pursuant to Article 8(1)(b) EUTMR
and Article 8(5) EUTMR. The Opposition Division (OD) rejected the opposition in its
entirety. The opponent filed an appeal. The Board of Appeal (BoA) annulled the ODOG s
decision, finding likelihood of confusion (LOC) for all of the goods except apparatus and
instruments for conducting, switching, transforming, accumulating, regulating or controlling
electricity in Class 9. Grounds under Article 8(5) EUTMR were not examined. The applicant
filed an action with the General Court (GC) pursuant to Article 8(1)(b) EUTMR and the
opponent filed a cross-claim pursuant to Article 8(5) EUTMR. In T-448/11, the GC upheld
the applicantés acti on an elaim dheegponent appehle toop ponent
the Court of Justice (CJ). In C-581/13 P & C-582/13P, t he CJ annull ed the GC
insofar as it concerned t he-cldmJheicasesveasremated t he opp
to the BoA, which noted that the specification of the trade mark application had been
restricted by deleting apparatus and instruments for conducting, switching, transforming,
accumulating, regulating or controlling electricity in Class 9 and that the refusal of the
opposition based on Article 8(1)(b) EUTMR was already final. It therefore remitted the case
to the OD for examination on the grounds of Article 8(5) EUTMR. The OD partially upheld
the opposition on Article 8(5) EUTMR for some of the goods and services. The applicant
also appealed against this decision, insofar as it rejected the trade mark application. The
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opponentfiledacross-appeal , seeking revision of t8@3 OD6s d
of Regulation (EC) No 216/96 for the goods and services that had not been rejected. The

BoA dismissed the applicant 0s -appgaerlrejectadthdb el d t he
EUTM application in its entirety. The applicant filed an action with the GC, relying on four

pleas in law: (i) infringement by the BoA of the authority of res judicata, (ii) that the BoA had

exceeded the subject matter of the appeal before it, thus infringi ng t he applicant s
defence, (iii) that the BoA failed to take into account developments after the filing of the

EUTM application and (iv) infringement of Article 8(5) EUTMR. The ground for opposition of

Article 8(5) EUTMR was still pending for all the goods and services referred to, with the

exception of those for which the applicant had withdrawn its application for registration, on

the dates on which the BoA6s second deci si on, t
contested third decision were adopted by the Office. The first plea must be rejected as

unfounded (paras 46-53). The applicant was not invited to file observations on the
opponent 6s appeal seeking revi sion 08(3) df h e OD6 s
Regulation (EC) No 216/96. By annulling the second OD decision to the extent requested

by the opponent, the BoA infringed Article 94 EUTMR. The contested decision is annulled

insofar as it upheld the opponentds app@lal seeki
68). The reputation of the earlier mark must be examined at the time when the contested

EUTM application was filed (para. 77).

DP-359/17; ALDI / ALDO (fig.); Aldo Supermarkets v EUIPO; Judgment of 25 October
2018; EU:T:2018:720; Language of the case: EN. The applicant sought to register the word
mark ALDI as an EUTM for, inter alia, services in Class 35. An opposition was filed
pursuant to Article 8(1)(b) and Article 8(5) EUTMR, based on the earlier Bulgarian figurative
mark 6 A L DThi& mark appeared in colour in the opposition notice and also in a separate
document, also in colour, although this additional document did not indicate its origin. The
Office found the opposition admissible and invited the opponent to substantiate the earlier
right. During the substantiation period, the opponent submitted a black and white copy of
the registration certificate of the Bulgarian mark and a translation of that document,
including a translation of the colours of the earlier mark, into the language of proceedings.
The Opposition Division (OD) partially upheld the opposition. However, the BoA rejected it
as unsubstantiated. The opponent appealed to the General Court (GC), relying on four
pleas in law: (i) infringement of Article 7 EUTMDR and of the principle of legal certainty,
(i) contradictory reasoning, (iii) infringement of the rights of the defence and of the principle
of the right to be heard and (iv) infringement of Article 47(2) EUTMR and Article 10(3) and
(4) EUTMDR. On the right to be heard. (iii)) In the information note attached to its letter,
the Office had informed the opponent that the registration certificate or an equivalent official
document had to be submitted as evidence of the existence of the earlier right, and that this
document had to include a representation of the mark as registered, that is to say, in colour
if appropriate (para. 70). Further, the evidence of the existence, validity and scope of
protection of a mark to be submitted during opposition proceedings is set out precisely and
exhaustively in Article 7 EUTMDR, so that an opponent is in a position to be aware, even
before filing its notice of opposition, of the specific documents it must produce in support of
that opposition (para. 69). Moreover, in this case, as the applicant had challenged the
circumstances surrounding the representation of the earlier mark before and/or during OD
and BoA proceedings, the opponent had had ample opportunity to provide the registration
certificate or another equivalent official document (paras 71-72, 75). The BoA is not
empowered to provide guidance as regards the production of evidence nor to assist an
opponent in proving the facts, evidence or arguments it must produce to demonstrate the
existence of its earlier right (para. 74). (iv) Since proof of the earlier mark had not been
adduced, there was no need to examine the fourth plea, that the earlier mark was used for
the goods and services for which registration was granted, since it was ineffective
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(para. 79).

DP-460/17; DARSTELLUNG EINES GLEICHWINKLIGEN ACHTECKS; Carsten Bopp Vv
EUIPO; Judgment of 21 November 2018; EU:T:2018:816; Language of the case: DE

EUTM application

The applicant sought to register the figurative mark above c | ai mi ng the col our

EUTM for the goods and services in Classes 16, 42 and 45. The examination proceedings
were stayed until the f i n a | outcome on the registrahb
application for a green octagonal frame. When the Court of Justice (C-653/15) dismissed
the appellantés appeal regardi ng t h applicaian
lacked distinctive character, the Office gave the applicant the opportunity to submit
observations on the judgment. The Office did not receive any observations. Irrespective of
this fact, it refused the EUTM application referring to the ECJ judgment. The applicant
appealed, claiming before the Boards of Appeal (BoA) that (i) it submitted observations that
were not taken into account, (ii) it was never given the opportunity to submit observations
on the claim that the EUTM application was not registrable in part of the EU and (iii) the
EUTM application was distinctive. The BoA dismissed the appeal confirming non-
distinctiveness of the mark. Taking into account the judgment regarding the green
octagonal frame, the Office refused the EUTM application, and therefore it was up to the
applicant to prove that the contested mark would be perceived as an indication of the origin.
The applicant filed an action before the General Court (GC), relying on two pleas in law:
() infringement of Article 7(1)(c) EUTMR and (ii) infringement of Article 94 EUTMR. On the
rightto beheard. As t o the claim that the Office
by not taking one of its submissions into account, the applicant admitted that it had only
saved a draft of its observations in its user account without proceeding to click on the
6confirmd button in order to submit t he
observations producing a receipt on behalf of the Office (para. 40). Therefore, these
observations were presented as evidence for the first time before the GC, and were,
therefore, inadmissible (para. 49).

DP-665/17; CCB (fig.) / CB (fig.) et al.; China Construction Bank Corp. v EUIPO; Judgment
of 6 December 2018; EU:T:2018:879; Language of the case: EN. The applicant sought to
register the figurative mark &€CBbas an EUTM for services in Class 36. An opposition
based on the earlier EU figurative mark &Boregistered for services in Class 36 was filed
pursuant to Article 8(1)(b) EUTMR. The Opposition Division (OD) upheld the opposition, as
it found likelihood of confusion (LOC). The applicant filed an appeal, which was dismissed
by the Board of Appeal (BoA). The applicant filed an action with the General Court (GC)
relying on two pleas in law: (i) infringement of Article 94(1) and Article 95(1) EUTMR, and
(i) infringement of Article 8(1)(b) EUTMR. Rights of defence. Having been a party to the
proceedings, the applicant was in a particularly good position to effectively make known its
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views on the previous BoA decision on CCB/CB referenced by the intervener, including all
of the elements taken into account (para. 25). The BoA did not exceed the limits of the
factual basis of its examination in relying on the absence of regular use of the services at
issue, and was not under an obligation to hear the applicant on the finding at issue
(para. 29).

2.2, Duty to state reasons

[OF-204/16; METABOX / META4 et al.; Sun Media Ltd v EUIPO; Judgment of 16 January
2018; EU:T:2018:5; Language of the case: EN. The applicant sought to register the word
mark METABOX for the services in Classes 35, 38, 41 and 42. An opposition based on the
earlier EU word marks (i) META4, (i) META4, (iii) META4 and (iv) the unregistered
Spanish word mark METAA4, registered for the services in (i) Classes 35 and 38;
(ii) Class 42; (iii) Class 35, and (iv) for the services corresponding to the following
description: advertising; business management; business administration; office functions;
information and advice on human resources and personnel; assistance to businesses
relating to human resources organisation and management; payroll preparation and
providing external human resource department services; salary data processing, salary
calculation, human resource management data processing; retailing in shops and via global
computer networks of computer goods and software, as well as on the earlier EU figurative

mark (v) MetaE! and (vi) the Spanish figurative mark mEtaE! registered for the services
in (v) Class 42 and (vi) Class 41 was filed pursuant to Article 8(1)(b) EUTMR. The
Opposition Division (OD) upheld the opposition in part for the services in Class 41
(entertainment; cultural and sporting activities; organisation of exhibitions for cultural or
educational purposes) and for all the services in Classes 35, 38 and 42. The opponent

appealed against the ODO6s decision and the

found that the marks had an average degree of visual similarity and some phonetic and
conceptual similarity, and that there was a likelihood of confusion for part of the contested
services due to a similarity of the signs and an identity or similarity between the services.
The applicant raised three pleas in law: (i) infringement of Article 8(1)(b) EUTMR,
(i) infringement of Article 94 EUTMR and (iii) infringement of the general principles of EU
law. On the second plea in law: the contested decision contains a statement of reasons
consistent with the requirements referred to in paras 21 and 22, which made it possible to
understand the BoA6és reasoning and whi ch
action (para. 24).

DOP-273/16; METAPORN / META4 et al.; Sun Media Ltd v EUIPO; Judgment of 16 January
2018; EU:T:2018:2; Language of the case: EN. The applicant sought to register the word
mark METAPORN as an EUTM for services in Classes 35, 38, 41 and 42. An opposition
based on, inter alia, the earlier EU word mark META4 (Classes 35, 38 and 42), the EU

figurative mark meta 2= (Classes 38 and 42) as well the Spanish word mark

METAA4 (Class 35) and the Spanish figurative mark metag:! (Classes 35 and 41), was
filed pursuant to Article 8(1)(b) and (2) EUTMR. The Opposition Division (OD) partly upheld
the opposition and refused to register the contested mark for all services in Classes 35, 38
and 42. The applicant filed an appeal, which was dismissed by the Board of Appeal (BoA).
It found that there was a likelihood of confusion, at least on the part of the Spanish-
speaking public, since the contested services in Classes 35 and 38 were identical and
those in Classes 41 and 42 were similar, and given the visual, phonetic and conceptual
similarity, as well as the normal degree of distinctiveness of the earlier marks. The applicant

made
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filed an action before the General Court (GC) relying on three pleas in law: (i) Article 8(1)(b)
EUTMR, (ii) Article 94 EUTMR, and (iii) infringement of the general principles of EU law. On
lack of reasoning. The BoA decision contains a sufficient statement of the reasons which
made it possible to understand its reasoning and for the applicant to prepare its action
(paras 26-27).

DP-179/17; NYouX (fig.) / NUXE; Laboratoire Nuxe v EUIPO; Judgment of 21 February
2018; EU:T:2018:89; Language of the case: FR. The applicant sought to register the
figurative sign dNYouXéfor goods in Classes 8, 11 and 26. An opposition based on the
French earlier word mark NUXE, registered for goods in Classes 3, 8, 11 and 26 was filed
pursuant to Article 8(1)(b) EUTMR. Given the low degree of similarity of the signs and the
average degree of distinctiveness of the earlier mark for the goods in Classes 8, 11 and 26,
the Opposition Division (OD) dismissed the opposition in spite of the identity/similarity of the
goods. OD did not examine the similarity of the hair-cutting device, hairdryers and
hairdressing accessories in Classes 8, 11 and 26 with cosmetics for which enhanced
di stinctiveness was <c¢l ai med. Upon the opponent 6
dismissed the appeal for the same reasons, without examining whether a different solution
could be reached if the contested goods in Classes 8, 11 and 26 were compared to the
goods in Class 3, and if the enhanced distinctiveness of the earlier mark for cosmetics was
substantiated. The applicant filed an action before the General Court (GC), relying on two
pleas in law: (i) infringement of the obligation to state reasons and (ii) infringement of
Article 8(1)(b) EUTMR. Obligation to state reasons. The BoA observed that the earlier
mark has an average intrinsic distinctive character as there is no conceptual link to the
goods in question (para. 22). The BoA considered that the visual and oral similarity of the
signs was low and there was no conceptual similarity (para. 30), but it also considered that
the signs were different overall (para. 35). These two findings cannot be reconciled
because if the similarity of the signs was low, it was necessary to carry out an overall
assessment of the likelihood of confusion (LOC), whereas it was not necessary if the signs
were different (para. 36).

DF-424/16; Footwear; Gifi Diffusion v EUIPO; Judgment of 14 March 2018;
EU:T:2018:136; Language of the case: EN. The RCD proprietor was granted the
registration of a design as an RCD for goods in Class 02-04 of the Locarno Classification
(footwear). An application for invalidity was filed pursuant to Article 52 CDR in conjunction
with Article 25(1)(b) CDR and the invalidity applicant claimed lack of novelty by reason,
inter alia, of prior disclosure of various earlier designs. It also claimed lack of individual
character because the overall impression it produced was similar to that of designs D 1,
D 18a, D 18b and D 19, as well as designs D 20-22. The Invalidity Division (ID) upheld the
application for invalidity and declared the contested design invalid due to a lack of individual
character in relation to the earlier Community design (D 1). The RCD proprietor appealed
and the Board of Appeal (BoA) upheld the appeal stating that the application for invalidity
needed to bere-e x ami ned Oiyro. i tld earetvierdthel ess restrictec
comparison between the contested design and designs D 1 to D 17, without expressing a
view on designs D 18 to D 22. The invalidity applicant filed an action before the General
Court (GC) relying on two pleas in law: (i)infringement of Article6 CDR and
(ii) infringement of Article 62 and Article 63(1) CDR. (i) The Office put forward two grounds:
designs D20 and D22 were invoked at a later stage of the proceedings, and
designs D 18a, D 18b and D 19 were not invoked with sufficient clarity and precision
(para. 33). It is not possible, however, to give this additional statement of reasons for the
first time before the Court (para. 34). Furthermore, even assuming that the BoA considered
that some designs had been invoked late, it was required to give reasons for its decision in
that regard (para. 38). Moreover, the application for a declaration of invalidity contained not
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only the indication and the reproduction of designs D 18a, D 18b and D 19 but also
documents proving the existence of those earlier designs, in the form of screenshots and
copies of journals. What is more, the invalidity applicant referred to them both in its
observations and before the BoA (para. 39). (ii)) The BoA was, in principle, required to
examine the contested design in relation to every earlier design duly invoked. Furthermore,
the BoA recalled that it was required to re-examine the invalidity application in its entirety. In

the absence of any statement of reasons for designs D 18toD2 2, t he BOAOGS
reasoning (paras 41-42). (iii) The BoA has exceeded the limits of its powers and it has gone
beyond the facts, evidence and argument

concernedd6 had roendferrinvaiidityvakegirg the lack af individual character
of the contested design in relation to designs D 2 to D 17, but, on the contrary, had
restricted that ground for invalidity to designs D 1 and D 18 to D 22 (para. 47). (iv) The
ground for invalidity examined of its own motion by the BoA entailed the assessment of
different legal criteria, concerning two separate grounds for invalidity. The BoA itself stated

on sever al occasions that the [inval i diwhyy]
these clogs should produce the same overal/l i mpr

taking account of the fact that this absence of explanation was due precisely to the fact that
the latter had not invoked that ground for invalidity (para. 48). (v) In the absence of any
statement of reasons i n the BoAlBdo D2 the &C
cannot substitute its own reasoning for that of the BoA nor carry out an assessment on
which the BoA has not yet adopted a position (para. 51).

DP-235/17; MOBILE LIVING MADE EASY; Dometic Sweden AB v EUIPO; Judgment of
22 March 2018; EU:T:2018:162; Language of the case: EN. The applicant sought to
register the word mark MOBILE LIVING MADE EASY as an EUTM for goods and services
in Classes 5 to 7, 9, 11, 12, 19 to 22 and 27. The Office refused the registration of the
EUTM application pursuant to Article 7(1)(b) EUTMR, as it was found to be devoid of
distinctive character. The applicant appealed and the Board of Appeal (BoA) dismissed the

deci si

S provi

on in

applicantbés appeal. The applicant filed an acti

two pleas in law: (i) infringement of Article 94 EUTMR and (ii) infringement of Article 7(1)(b)
EUTMR. The statement of reasons for the contested decision enabled the applicant to
understand how the BoA defined a homogenous category of goods and services in relation
to which it used general reasoning (para. 20). By stating that the link between all the goods

and services i s t hat t thee BoA dotind dhiatl they alt kmd ano b i | e

characteristic relevant to the examination of the absolute ground for refusal regarding a lack
of distinctiveness and that they were all part of a homogenous category (para. 16).

Dr-648/16; BOBO cornet www.bobo-cornet.com (fig.) / OZMO cornet (fig.); k ° |
¢i kol ata Géda Saw&ylkO; Judggment ot 1& Apeilt201% IEU:T:2018:194;
Language of the case: EN. The EUTM applicant sought to register the figurative sign
®BOBO cornetéfor goods in Classes 29, 30 and 32. An opposition based on the earlier
international registration @ZMO cornetbéwas filed pursuant to Article 8(1)(b). It was based
on all the goods of the earlier registration, namely goods in Class 30, and directed against
all the goods of the EU trade mark application. The Opposition Division (OD) rejected the
opposition in its entirety. The opponent filed an appeal which was dismissed by the Board
of Appeal (BoA). It found that the signs are visually dissimilar; aurally similar to a less than
average degree; and conceptually void and deduced that there was no likelihood of
confusion (LOC). The opponent filed an action before the General Court (GC) relying on
two pleas in law: (i) infringement of Article 8(1)(b) EUTMR and (ii) infringement of Article 94
EUTMR and, more particularly, breach of the duty to state reasons, infringement of
Article 95(1) EUTMR and breach of the duty of diligence. Breach of the duty to state
reasons and of the duty of diligence: the BoA did not fail to fulfil its duty of diligence as

en
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the statement of reasons for the contested decision as regards the phonetic and conceptual
comparison of the signs enabled the applicant to substantiate its case before the GC and
enabled the GC to understand the reasoning of the BoA (para. 102). The BoA excluded
LOC and did this while assuming that the goods were identical. Therefore, the BoA did not
breach its duty of diligence as the lack of a detailed analysis of the goods in question had
no consequences in this case (para. 104).

7-339/15 to T-343/15 (joined cases); STACJA BENZYNOWA (3D); Polski Koncern
Naftowy Orlen SA v EUIPO; Judgment of 16 April 2018; EU:T:2018:192; Language of the
case: PL

EUTM applications

- i d
(T-339/15) o (T-340/15)

dl = i g
== (T-341/15) - (T-342/15)

d -
- A (T-343/15)

The EUTM applicant sought to register five three-dimensional trade marks depicted above

for the goods and services in Classes 4, 35, 37, 39 and 43. The Office informed the EUTM

applicant of the grounds for refusal of registration of the marks and rejected the applications

for registration pursuant to Article 7(1)(b) EUTMR. The applicant filed appeals against the

Officebs deci si ons. The Board of Appeal (BoA) f ound
distinctive character for some goods and services but it appeared that the Of f i ce d s
justification for the lack of distinctiveness of the marks applied for was not sufficient for all

the goods and services at issue. The BoA annulled the Of f i deds@rs and remitted the
case for renewed assessment. The EUTM applicant filed an action before the General
Court (GC) relying on three pleas in law: (i) infringement of Article 94 EUTMR,

(ii) infringement of the principle of equal treatment and of the principle of sound
administration and (iii) infringement of Article 7(1)(b) EUTMR. The Office argued that the
action was not admissible because the decisions of the BoA annulled the decisions of the
first instance, and the BoA did not rule on the distinctive character of the marks applied for
and, consequently, the applicant was not adversely affected. The BoA justified its
annulment decision on the following grounds. It considered that the respective mark applied
for was devoid of any distinctive character
but also in relation to the typical services offered at service stations, such as the sale of
beverage and magazine retailers, loyalty management programmes and f ood servi ce
However, it added that the Of f i jostfiGaton for the lack of distinctiveness of the marks

applied for was not sufficient for all the goods and services in question. Moreover, the BoA
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considered that the application also included products and services which would not be part
of the usual range of goods and services offered at petrol stations (aviation fuel, petroleum
coke, xylenes and wholesale of fuel), and that the Office should have examined and
substantiated in detail why the marks applied for could not fulfil the function of indicating the
commercial origin of those goods and services (para. 41). The GC found that for those
goods and services the BoA did not rule on the distinctive character of the marks applied
for. Consequently, the BoA did not rule on that point in a negative way for the applicant
(para. 43). For those goods and services the application was inadmissible (para. 44).
However, for the goods and services that are typically offered in petrol stations, the GC
considered that the BoA, in the reasoning behind its decision, did rule on the distinctiveness

of the signs. This is becaus e from t he reasoning of t he

understood that the BoA had found that at least for some goods and services the
justification of the refusal provided by the first instance was sufficient. However, the BoA did

BoAO

not reject the applicanté s appeal with regard to those goods a

annulled the decisions of the first instance without making any distinction between the
goods and services (paras 48, 49). The GC found that neither the operative part of the BoA
decisions nor their reasoning allowed for a clear understanding as to which of the goods
and services normally supplied at the petrol stations the BoA ruled on the distinctiveness of
the applications (para. 50), and for which of them the reasoning of the first instance has
been found to be sufficient (para. 51). The BoA did refer to the goods and services supplied
at service stations, which might suggest that the lack of justification covered all those goods
and services (para.52). But it specifically mentioned only certain services and such
reasoning does not make it possible to understand whether the insufficiency of justification
concerns only these services or also other typical products or services offered at service
stations (para. 53). The GC observed that there was a partial discrepancy between the
reasoning of the BoA decisions and their operative parts, as well as a lack of clearness as
to the BoAb6s position on dib54)tQGivencthat theecantested
decisions are not clear as to whether the BoA has ruled on the question of the distinctive
character of the marks applied for for the goods and services other than those that are not
part of the usual goods and services offered in service stations, the grounds of
inadmissibility of the appeal relied on by the Office cannot be retained. The contested
decisions must therefore be annulled in that they contain a discrepancy between their
operative parts and their reasoning and that there is insufficient reasoning for those goods
and services other than those that are not part of the usual goods and services used in
service stations (paras 55-56).

DP-25/17; PROTICURD / PROTIPLUS et al.; Bernhard Rintisch v EUIPO; Judgment of
19 April 2018; EU:T:2018:195; Language of the case: EN. The international registration
designating the European Union of the word mark PROTICURD was notified to the Office
for registration for goods in Classes 5 and 29. An opposition based on the earlier German
word marks PROTI and PROTIPLUS (Classes 29 and 32), as well as the German figurative
mark drotiPower (fig.)§ was filed pursuant to Article 8(1)(b) EUTMR. The Opposition
Division (OD) upheld the opposition and the IR holder appealed. The Board of Appeal

(BoA) partially upheld the appeal and rejected the opposition for allthec ont est ed

goods in Class 5 (pharmaceutical preparations; dietetic substances for medical purposes,
dietetic preparations, dietary supplements, parapharmaceutical products, all for medical
purposes), and some of the goods in Class 29, namely milk powders and milk beverages,
with milk predominating. The opponent filed an action before the General Court (GC)
relying, inter alia, on the infringement of Article 8(1)(b) EUTMR. The GC upheld the plea in
|l aw based on the infringement of the duty
The case was referred to the BoA for a new ruling whichannul | ed t he ODO6s
opponent filed an action before the GC relying on three pleas in law: (i) infringement of
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Article 94 EUTMR, (ii) infringement of Article 47(2) EUTMR, and (iii) infringement of
Article 8(1)(b) EUTMR. On the alleged infringement of the obligation to state reasons.
The BoA provided a due statement of reasons as to whether proof of genuine use was
provided for the earlier mark for goods in Class 29. It observed that those goods could fall
within Class 29 only if they were added to a milk beverage or to a beverage with milk
predominating before being marketed, but the evidence did not show that those goods were
marketed in that form. Consequently, the BoA concluded that, for the purposes of the
opposition proceedings, the earlier mark PROTI had to be deemed to have been registered
for protein preparations in powder form for beverages supplemented with vitamins or
minerals as well as with carbohydrates in Class 32 (paras 38-39).

DP-220/17; 100% Pfalz (fig.); Pfalzmarkt fir Obst und Gemiise eG v EUIPO; Judgment of
26 April 2018; EU:T:2018:229; Language of the case: DE. The applicant sought to register
the figurative mark 400% PFALZbas an EUTM for goods and services in Classes 31 (fresh
fruits and vegetables) and 35 (retail and wholesale services of fruits and vegetables). The
Office refused the registration of the mark according to Article 7(1)(b) and (c) EUTMR. An

appeal was filed against the Officebds decision

appeal, declaring that the application was descriptive and non-distinctive. The applicant
appealed to the General Court (GC), relying on three pleas in law: (i) infringement of
Article 7(1)(c) EUTMR, (i) infringement of Article 7(1)(b) EUTMR and (iii) Article 94
EUTMR. The duty to state reasons. The BoA complied with its duty to state reasons. The
BoA did not refer to all of the previous BoA decisions quoted by the applicant. However, it
examined two decisions cited by the applicant and several earlier applications containing

one of the el ements %bf (tdd)g aapplication, 6100

DP-193/17, T-194/17 and T-195/17 (joined cases); DEVICE OF COMPONENT OF
PROTHESIS (fig.); CeramTec GmbH v EUIPO; Judgment of 3 May 2018; EU:T:2018:248;
Language of the case: EN. The EUTM proprietor was granted registration of three EUTMs
for goods in Class 10. Applications for invalidity were filed against the three marks in
response to two infringement proceedings, which the EUTM proprietor had brought on the
basis of the contested marks before the Landgericht Stuttgart (Stuttgart District Court,
Germany) and the Tribunal de Grand Instance de Paris (Paris Regional Court, France). The
invalidity applicant, however, subsequently informed the Office that it had filed
counterclaims for a declaration of invalidity of the contested marks in response to the
infringement proceedings before the Tribunal de Grande Instance de Paris and that it was
withdrawing its applications for a declaration of invalidity before the Office. The Cancellation
Division (CD) closed the cases and ordered the invalidity applicant to pay the costs incurred
by the EUTM proprietor in connection with the invalidity proceedings. The EUTM proprietor
filed three actions against the decisions of the CD closing the cases, claiming in particular
that the closure of the proceedings follo
consent, that the withdrawal had occurred at an advanced stage of proceedings and that it
had been deprived of the possibility of obtaining a positive decision on the validity of the

Wi

contested mar ks. The Board of Appeal (BoA)

being inadmissible, holding that the CD decisions had not adversely affected the EUTM
proprietor insofar as the marks remained

had been ordered to pay the costs incurred by the EUTM proprietor. The EUTM proprietor
appealed before the General Court (GC) relying on two pleas in law: (i) infringement of
Article 67 and 94 EUTMR and (ii) infringement of Article 94 and 107 EUTMR. Insufficient
statement of reasons. The EUTM proprietor cannot criticise the BoA for having failed to
state sufficient reasons for its contested decisions with regard to the legal consequences
flowing from the absence of a final decision on the merits, since the theory associated with
pursuing invalidity proceedings following the surrender of the contested mark arising from

on
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case-law is not applicable in a case concerning invalidity proceedings (para. 42).

[JP-188/17; Coil Liner; Bernard Krone Holding SE & Co. KG v EUIPO; Judgment of 4 May
2018; EU:T:2018:253; Language of the case: DE. The applicant sought to register the word
mark Coil Liner for the goods and services in Classes 12 and 35. The Office refused
registration of the trade mark applied for pursuant to Article 7(1)(b) and (c) EUTMR for all
the goods and services abovementioned. The applicant appealed against the decision and
the Board of Appeal (BoA) partially annulled the Of f i deasibrsfor the goods in Class 35
and dismissed the appeal for the goods in Class 12 as it found that the mark applied for
was descriptive for those goods. The EUTM applicant appealed to the General Court (GC)
relying on two pleas in law: (i) infringement of Article 7(1)(c) EUTMR and (ii) infringement of
Article 7(1)(b) EUTMR. As t he BOA considered that t he releva
speaking public of the Uniondé and examined the 1
vitiated the contested decision with a contradiction of reasons (para. 34). None of the
sources mentioned in the contested decision allowed to establish that the verbal sign in
guestion could designate, in English, the other goods and services in question (para. 37).
The BoAdidnotsuffi ci ently examine the meaning of the ter
by the applicant, and therefore did not assess the perception of the disputed sign by the
relevant public as it itself defined it (para. 3 8 ) . Regarding the tedm 6giga
also be understood by the English-speaking public, this statement is not supported by any
evidence and the only source mentioned in the contested decision in this respect is an
article in German (para. 40). The statement that the relevant public is people whose mother
tongue is not English but who have a good command of English, is not supported by any
evidence and does not establish in any way that persons who are fluent in English would
understand sources in German (para. 41).

DP-222/14 RENV; deluxe (fig.); Deluxe Entertainment Services Group Inc v EUIPO;

Judgment of 4 July 2018; EU:T:2015:364; Language of the case: ES. The applicant sought

to register the figurative mark d@eluxebas an EUTM for goods and services in Classes 9, 35,

37, 39, 40, 41, 42 and 45. The Office refused to register the mark for all the goods and

services on the grounds of Article 7(1)(b) and (c) EUTMR. The Board of Appeal (BoA)

di smissed the applicantdés appeal. |t found that
character and that the claimed acquired distinctiveness of the mark through its use had not

been proven. The applicant filed an action before the General Court (GC) relying on five

pleas in law. The GC annulled the contested decision of the BoA on the grounds that the

BoA neither carried out the specific assessment required in Article 7(1)(b) EUTMR nor

justified its decision for each of the goods and services. The Office lodged an action before

the Court of Justice of the European Union (CJ).
remitted the case to the GC for further assessment. Infringement of Article 94 and

Article 7(1)(b) EUTMR. The verbal el ement of the mark trarl
gualitydé and also constitutes O6a direct referenc
both meanings, has a laudatory character and the public will immediately perceive it as a

promotional formula that points out a positive characteristic of the goods (paras 46-47).
6Deluxed constitutes a confirmation of a superi
promotional tags, and being of Osuperior quality
the goods and services involved. Therefore, the public will immediately perceive this as a

laudatory term referring to the goods and services instead of an indication of their business

origin (para. 50). Despite the distinctive character of the figurative element of the mark

applied for, the relevant public will understand that mark, considered as a whole, in

particular due to the size and central position of its word element, as a direct and immediate

confirmation of the superior quality of the designated goods and services, and not as an

indication of their commercial origin. The sign is therefore devoid of any distinctive
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character (paras 57-59). The court confirms that all the goods and services designated in
the application can be advertised as being of superior quality and that this is a pertinent
characteristic for the assessment of the ground under Article 7(1)(b) EUTMR, on the basis
of which they form a category sufficiently homogeneous to justify a common global
motivation (paras 60-62). Infringement of Article 7(1)(c) EUTMR. Given that the BoA
considered that the sign in question lacks distinctive character, it did not commit an error
when it did not examine the ground based on Article (7)(1)(c) EUTMR (para. 78).

DP-581/17; DEVICE OF FOUR CROSSING LINES (fig.) / DEVICE OF FOUR CROSSING
LINES (fig.) et al.; Asics Corporation v EUIPO; Judgment 16 October 2018;
EU:T:2018:685; Language of the case: EN. The applicant sought to register the figurative
mark ®MEVICE OF FOUR CROSSING LINES6as an EUTM for goods in Classes 18, 24 and
25. An opposition based on the earlier EU figurative mark ®EVICE OF FOUR CROSSING
LINESO (for goods in Class 18) and an earlier Spanish figurative mark (for goods in
Class 25) was filed pursuant to Article 8(1)(b) and Article 8(5) EUTMR. The Opposition
Division (OD) dismissed the opposition, so the opponent filed an appeal. The Board of
Appeal (BoA) dismissed the appeal, finding that the signs gave an overall different
impression. It added that, as the signs were purely figurative, no phonetic comparison was
possible and that the conceptual comparison remained neutral. The opponent filed an
action before the General Court (GC), relying on five pleas in law: (i) infringement of
Article 95(1) EUTMR, as the BoA committed a manifest error in the assessment of the facts
and an infringement of essential procedural requirements during the comparison of the
signs, (ii) infringement of the ob |l i gati on of the BoOA to r
decision, (iii) infringement of Article 94 EUTMR as the BoA infringed its obligation to state
reasons, (iv) infringement of Article 8(1)(b) EUTMR, and (v) infringement of Article 8(5)
EUTMR. Scope of proceedings and statement of reasons. The BoA did not disregard
the existence of the earlier Spanish mark, but, in essence, considered that, for the purposes
of their comparison with the contested mark, it was possible to disregard the slight
differences between the two earlier marks (para. 20). Moreover, the applicant claimed the
seniority of the earlier Spanish mark for the purposes of registration of the earlier EU trade
mark, which demonstrates that the applicant itself considered that those marks were
identical (para. 22) As the BoA did not overlook the existence of the earlier Spanish trade
mark, a statement of reasons concerning the failure to take that earlier sign into account is
not warranted (para. 31).

DP-63/17; Bingo VIVA! Slots (fig.) / vive bingo (fig.); Grupo Orenes, S.L. v EUIPO;
Judgment of 24 October 2018; EU:T:2018:716; Language of the case: ES. The applicant
sought to register the figurative mark d@ingo VIVA! Slots6as an EUTM for online video game
services related to free games in Class 41. An opposition based on the earlier figurative
EUTM &ive bingo@ registered for services in Classes 28, 35, 36, 38 and 41, was filed
pursuant to Article 8(1)(b) EUTMR. The Opposition Division (OD) dismissed the opposition.
The opponent filed an appeal. The Board of Appeal (BoA) dismissed the appeal. It found
that the services were identical and the signs had a very low visual similarity and an
average phonetical and conceptual similarity. It considered that given the nature of the
services in question, the visual aspect should be favoured in the assessment and
consequently, a likelihood of confusion (LOC) between the signs had to be excluded. The
opponent filed an action with the General Court (GC), relying on two pleas in law:
(i) infringement of Article 94 EUTMR and ii) infringement of Article 8(1)(b) EUTMR. The
submission that the BoA should have carried out a comparison of the services different
from that carried out by the first instance of the Office, which had been accepted by the
opponent in the administrative proceedings, implies amending and enlarging the subject
matter of the proceedings before the BoA. Consequently, the claim that the BoA failed to

evi ew
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fulfil its obligation to state reasons is rejected, since it is based on an inadmissible
modification of the subject matter of the proceedings (paras 19-21).

DP-359/17; ALDI / ALDO (fig.); Aldo Supermarkets v EUIPO; Judgment of 25 October
2018; EU:T:2018:720; Language of the case: EN. The applicant sought to register the word
mark ALDI as an EUTM for, inter alia, services in Class 35. An opposition was filed
pursuant to Article 8(1)(b) and Article 8(5) EUTMR, based on the earlier Bulgarian figurative
mark 6 A L D @éntified in colour in the opposition notice and attached to it in a separate
document in colour, although this additional document did not indicate its origin. The Office
found the opposition admissible and invited the opponent to substantiate the earlier right.
During the substantiation period, the opponent submitted a black and white copy of the
registration certificate of the Bulgarian mark and a translation of that document, including a
translation of the colours of the earlier mark, into the language of proceedings. The
Opposition Division (OD) partially upheld the opposition. However, the BoA rejected it as
unsubstantiated. The opponent appealed to the General Court (GC), relying on four pleas in
law: (i) infringement of Article 7 EUTMDR and of the principle of legal certainty,
(i) contradictory reasoning, (iii) infringement of the rights of the defence and of the principle
of the right to be heard and (iv) infringement of Article 47(2) EUTMR and Article 10(3) and
(4) EUTMDR. On the first and second pleas. (i) The legal requirements concerning the
presentation of the facts, evidence and arguments and of the supporting documents are not
conditions of admissibility of the opposition, but conditions relating to the examination of its
substance (paras 39, 64). For the purposes of admissibility, it suffices that the notice of
opposition includes a representation of the earlier mark, in colour if necessary, whatever its
source, to enable clear identification of the earlier mark invoked. Those requirements are
distinct from those applicable to proof of the existence, validity and scope of protection of
the earlier mark (para. 43). The requirement to produce the registration certificate is not an
end in itself, but is intended to ensure that the EUIPO has reliable proof of the existence,
validity and scope of protection of an earlier trade mark on which an opposition is based
(para. 37). The production of a copy of a registration certificate that is fully in line with the
original from which it was copied does not satisfy the aim of identification, as in the notice of
opposition, but that of demonstration of the existence, validity and scope of protection of the
earlier mark as registered. The copy of the registration certificate should be identical in
every respect to the original certificate, and therefore must show any colours claimed
(paras4 0, 44, 45, 54). In the Officebds | etter reque
its earlier mark, it was expressly stated that the registration certificate or any equivalent
official document submitted as evidence of the existence of the earlier right should include a
representation of the mark as registered, that is to say, in colour if necessary (para. 47).
The different variations of the representation of the earlier mark (in orange, blue and white,
in black and white, and in red, black and white) did not satisfy the condition of accuracy and
reliability inherent to Article 7 EUTMDR (para. 48). Furthermore, the possibility offered by
the Office Guidelines to provide other documents to support a claim of a colour mark
applies only to marks registered in those States in which the certificate does not make it
possible to provide a representation of the registered mark in colour (para. 53) (ii) There
was no contradictory reasoning: on the one hand, the BoA found that the opposition was
admissible under Article 2 EUTMDR, as the notice of opposition contained a colour
representation of the earlier mark, while, on the other, it concluded that the applicant had
not provided proof of the earlier right, as it had not filed a copy of the registration certificate
identical to the original, in colour, in accordance with Article 7 EUTMDR (para. 65).
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DP-460/17; DARSTELLUNG EINES GLEICHWINKLIGEN ACHTECKS; Carsten Bopp v
EUIPO; Judgment of 21 November 2018; EU:T:2018:816; Language of the case: DE

EUTM application

The applicant sought to register the figurative mark abovec | ai mi ng the col our

EUTM for the goods and services in Classes 16, 42 and 45. The examination proceedings

were stayed until the final out c o maallebEUTM h e

application for a green octagonal frame. When the Court of Justice (C-653/15) dismissed

the appellantés appeal regardi ng t happlicatiant er |,

lacked distinctive character, the Office gave the applicant the opportunity to submit
observations on the judgment. The Office did not receive any observations. Irrespective of
this fact, it refused the EUTM application referring to the ECJ judgment. The applicant
appealed, claiming before the Boards of Appeal (BoA) that (i) it submitted observations that
were not taken into account, (ii) it was never given the opportunity to submit observations
on the claim that the EUTM application was not registrable in part of the EU and (iii) the
EUTM application was distinctive. The BoA dismissed the appeal confirming non-
distinctiveness of the mark. Taking into account the judgment regarding the green
octagonal frame, the Office refused the EUTM application, and therefore it was up to the
applicant to prove that the contested mark would be perceived as an indication of the origin.
The applicant filed an action before the General Court (GC), relying on two pleas in law:
(i) infringement of Article 7(1)(c) EUTMR and (ii) infringement of Article 94 EUTMR. On the
duty to state reasons. The contested decision does not lack reasoning as to the
assessment of the goods and services for which protection was sought. A general
reasoning may be given for a homogenous group of goods. Since the reasoning that the
sign is merely decorative applies to all goods and services, the group is homogenous
(paras 55-57). The contested decision does not lack reasoning as to the registered marks
guoted by the applicant, either. The BoA was not obliged to provide specific reasons in that
regard (para. 67).

OP-372/17; LV POWER ENERGY DRINK (fig.) / LV (fig.); Louis Vuitton Malletier v
EUIPO; Judgment of 29 November 2018; EU:T:2018:851; Language of the case: EN. The
applicant sought to register the figurative mark ¢V POWER ENERGY DRINKéas an EUTM
for goods and services in Classes 32, 35 and 43. An invalidity application was filed for all
the abovementioned goods and services pursuant to Article 60(1)(a) EUTMR in conjunction
with Article 8(5) EUTMR, based on the earlier figurative mark &Vé The Cancellation
Division (CD) dismissed the invalidity application. The invalidity applicant filed an appeal
against the CD6s decision and the Board
invalidity applicant filed an action with the General Court (GC), relying on two pleas in law:
(i) infringement of Article 8(5) EUTMR and (ii) infringement of the principle of legal certainty

and infringement of Article 94 EUTMR. Infringement of Article 94 EUTMR. The CD®6 s

decision shows that based on documents provided by the invalidity applicant, the reputation
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of the earlier mark in the EU was established by the Office in four decisions between 2002
and 2015, and was supported by several national decisions between 2007 and 2013. At
least some of the decisions also show that this reputation was for goods identical to those
in question (para. 49). Although the earlier decisions of the Office were duly relied on by the
invalidity applicant, they were not examined or even specifically identified in the contested
decision. The BoA merely stated that the Office was not bound by its previous decision-
making practice (para. 41). The BoA should have explicitly stated its reasons for departing
from the previous decisions on the reputation of the earlier mark, as the context in which it
adopted the contested decision included reliance on those previous decisions. It is clear
that the BoA did not show in any way that the mark no longer had a reputation, or that its
reputation had become weaker since those decisions were handed down, or that the
previous decisions were potentially unlawful (para. 52). The decision of the BoA was
therefore adopted in breach of Article 94 EUTMR. It is not necessary to examine the
alleged infringement of the principle of legal certainty (para. 53).

OP-373/17; LV BET ZAKGADY BUKMACHERSKI; Houi Yuittgn. ) / LV
Malletier v EUIPO; Judgment of 29 November 2018; EU:T:2018:850; Language of the case:
EN. The applicant sought to register the figurative mark & V BET ZAKGADY
BUKMACHERSKIEb6as an EUTM for goods and services in Classes 28, 35 and 41. An
opposition based on the earlier figurative mark &.Véwas filed for all the abovementioned
goods and services pursuant to Article 8(1)(b) and Article 8(5) EUTMR. The Opposition
Division (OD) upheld the opposition. It found that the signs had a low degree of visual
similarity, that they had a low, average or very high degree of phonetic similarity, depending
on the part of the relevant public taken into consideration, and that they were conceptually
dissimilar. The OD also found that the reputation of the earlier mark was proven in the EU
for a significant part of its goods in Classes 18 and 25 and that an association between the
marks was possible. Lastly, it considered that the mark applied for was likely to take unfair
advantage of the reputation and the distinctive character of the earlier mark. The applicant
filed an appeal. The Board of Appeal (BoA) wuphel
and rejected the opposition in its entirety. The opponent filed an action with the General
Court (GC), relying on two pleas in law: (i) infringement of Article 8(5) EUTMR and
(i) infringement of the principle of legal certainty and infringement of Article 94 EUTMR.
Infringement of Article 94 EUTMR. The OD6s decision shows that
provided by the opponent, the reputation of the earlier mark in the EU was established by
the Office in four decisions between 2002 and 2015, and was supported by several national
decisions between 2007 and 2013. At least some of the decisions also show that this
reputation was for goods identical to those in question (para. 48). Although the earlier
decisions of the Office were duly relied on by the opponent, they were not examined or
even specifically identified in the contested decision. The BoA merely stated that the Office
was not bound by its previous decision-making practice (para. 40). The BoA should have
explicitly stated its reasons for departing from the previous decisions on the reputation of
the earlier mark, as the context in which it adopted the contested decision included reliance
on those previous decisions. It is clear that the BoA did not show in any way that the mark
no longer had a reputation, or that its reputation had become weaker since those decisions
were handed down, or that the previous decisions were potentially unlawful (para. 51). The
decision of the BoA was therefore adopted in breach of Article 94 EUTMR. It is not
necessary to examine the alleged infringement of the principle of legal certainty (para. 52).

DP-471/17; EDISON (fig.); Edison SpA v EUIPO; Judgment of 7 December 2018;
EU:T:2018:887; Language of the case: IT. In 2003 the EUTM proprietor applied for the
figurative mark 6 E D1 Sa® BhOEUTM for all the goods covered by the general indications
in Class 4. The mark was registered in 2013. In 2015, the EUTM proprietor requested the
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Office to modify the previous list of goods by limiting it. The Office partly upheld the
limitation request except for electrical energy, because no such product existed in the list of
goods in Class 4 of the 8th Nice Classification, which is the applicable edition in this case.
The EUTM proprietor appealed and the Board of Appeal (BoA) endorsed the Of f i
conclusion, stating that by accepting electrical energy the scope of protection of the sign
would be unduly widened. The EUTM proprietor filed an action with the General Court (GC)
relying on two pleas in law: (i) infringement of Article 57 EUTMR in conjunction with
Article 111 EUTMR and (ii) infringement of Article 94 EUTMR. Failure to state reasons.
The EUTM proprietor was given the opportunity to be heard on all points of fact and law on
which the BoA based its decision. The continuity in terms of their functions between the
different units of the Office enables the BoA to complement the Of f i wasdnimg or
dismiss the appeal on the basis of a slightly different reasoning than that used in the first
instance decision (para. 62). The contested decision contains an explanation of the reasons
which led to the dismissal of the limitation request, and which is sufficiently detailed to allow
the EUTM proprietor to understand the reasoning of the BoA and the GC (para. 71).

2.3 Ultra petita

DP-424/16; Footwear; Gifi Diffusion v EUIPO; Judgment of 14 March 2018;
EU:T:2018:136; Language of the case: EN. The RCD proprietor was granted the
registration of a design as an RCD for goods in Class 02-04 of the Locarno Classification
(footwear). An application for invalidity was filed pursuant to Article 52 CDR in conjunction
with Article 25(1)(b) CDR and the invalidity applicant claimed lack of novelty by reason,
inter alia, of prior disclosure of various earlier designs. It also claimed lack of individual
character because the overall impression it produced was similar to that of designs D 1,
D 18a, D 18b and D 19, as well as designs D 20-22. The Invalidity Division (ID) upheld the
application for invalidity and declared the contested design invalid due to a lack of individual
character in relation to the earlier Community design (D 1). The RCD proprietor appealed
and the Board of Appeal (BoA) upheld the appeal stating that the application for invalidity

needed to bere-e x ami ned 6in its entiretyo. It neverthel

comparison between the contested design and designs D 1 to D 17, without expressing a
view on designs D 18 to D 22. The invalidity applicant filed an action before the General
Court (GC) relying on two pleas in law: (i) infringement of Article6 CDR and
(i) infringement of Article 62 and Article 63(1) CDR. (i) The Office put forward two grounds:
designs D20 and D22 were invoked at a later stage of the proceedings, and
designs D 18a, D 18b and D 19 were not invoked with sufficient clarity and precision
(para. 30). It is not possible, however, to give this additional statement of reasons for the
first time before the Court (para. 34). Furthermore, even assuming that the BoA considered
that some designs had been invoked late, it was required to give reasons for its decision in
that regard (para. 38). Moreover, the application for a declaration of invalidity contained not
only the indication and the reproduction of designs D 18a, D 18b and D 19 but also
documents proving the existence of those earlier designs, in the form of screenshots and
copies of journals. What is more, the invalidity applicant referred to them both in its
observations and before the BoA (para. 39). (i) The BoA was, in principle, required to
examine the contested design in relation to every earlier design duly invoked. Furthermore,
the BoA recalled that it was required to re-examine the invalidity application in its entirety. In
the absence of any statement of reasons for designs D 18toD2 2, t he Bo A& s
reasoning (paras 41-42). (iii) The BoA has exceeded the limits of its powers and it has gone
beyond the facts, evidence and argument s
concernedé had never invoked a ground for
of the contested design in relation to designs D 2 to D 17, but, on the contrary, had
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restricted that ground for invalidity to designs D 1 and D 18 to D 22 (para. 47). (iv) The

ground for invalidity examined of its own motion by the BoA entailed the assessment of

different legal criteria, concerning two separate grounds for invalidity. The BoA itself stated

on several occasions that the [invalidity] appli
these clogs should produce the same overall impression as the conteste d [ desi gn] 6, wit
taking account of the fact that this absence of explanation was due precisely to the fact that

the latter had not invoked that ground for invalidity (para. 48). (v) In the absence of any
statement of reasons i elatiort th desigRxAIB 40 D2, the &€ on i n r
cannot substitute its own reasoning for that of the BoA nor carry out an assessment on

which the BoA has not yet adopted a position (para. 51).

DOP-652/17;, Eddy 6s Snackcompany, EdHdy&PD¥nadck aCompany Gn
EUIPO; Judgment of 19 September 2018; EU:T:2018:564; Language of the case: DE. The
applicant sought to register thewordmark Ed dy 6 s S n a ¢ lasan EUWTIM foy goods
in Classes 29 and 30. An opposition based on, inter alia, the earlier German word mark
TEDDY, registered for goods in Class 30, was filed pursuant to Article 8(1)(b) EUTMR
against registration of the EUTM application for the goods for which protection was sought
in Class 30. The Opposition Division (OD) dismissed the opposition. It found that despite a
certain visual and aural similarity between the signs, there was, because of the total
difference between their meanings, no likelihood of confusion (LOC). The opponent filed an
appeal. The Board of Appeal (BoA) upheld the appeal. It found that there was a LOC: the
goods were in part dissimilar and in part similar to varying degrees, while the signs had at
least an average degree of visual and aural similarity and, conceptually, did not differ to the
point that it was easy for the target public to differentiate between them. The applicant
appealed to the General Court (GC), relying on two pleas in law: (i) infringement of
Article 8(1)(b) EUTMR and (ii) infringement of Article 95(1) EUTMR. Infringement of
Article 95(1) EUTMR. Although the opposition was directed only against the goods for
which protection was sought in Class 30, the BoA rejected the EUTM application also for
the goods in Class 29, thus ruling ultra petita and unlawfully extending its decision to goods
outside the scope of the opposition. Consequently, the second plea must be upheld
(paras 21-24).

24. Other [ssues

02-418/16 P; mobile.de; mobile.de GmbH v EUIPO; Judgment of 28 February 2018;
EU:C:2018:128; Language of the case: DE. The EUTM proprietor was granted the
registration of the EU word mark mobile.de and the figurative mark dnobile.debas EUTMs
for goods and services in Classes 9, 16, 35, 38 and 42. Two applications for invalidity were
filed pursuant to Article 60(1)(a) EUTMR, relying on the earlier Bulgarian figurative mark
0 mo bdovern@ services, inter alia, in Classes 35 and 42. The Cancellation Division (CD)
dismissed both applications, on the ground that proof of use of the earlier mark was not
providled. The CDO6s deci si o rnhe Board of dppeap(pod)ddurel groodai d
genuine use of the earlier Bulgarian mark, but only for advertising services for motor
vehicles in Class 35 and upheld the appeal. Since the CD had not examined likelihood of
confusion, the BoA referred the case to the CD for examination. The EUTM proprietor filed

t wo actions against the BoAOs decwhishidemissedbef or e t
both. The EUTM proprietor filed an appeal before the Court of Justice of the European
Union (CJ). On the referral of the case to the CD in its entirety. In virtue of the principle
of legal certainty and the definitive nature of its decisions, the CD cannot examine evidence
of genuine use of the earlier national trade mark for the services for which the BoA found
that evidence had not been adduced, unless the invalidity applicant challenges it by
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bringing an action before the GC (para. 107). In the context of the remittal procedure, and

since the BoA found that proof of genuine use of the earlier national mark had not been

adduced by its proprietor forc er t ain services, the CDO6s decisio
having definitively rejected the applications for a declaration of invalidity as regards those

services (para. 104). Therefore, the CD, in order to examine likelihood of confusion, can

only take into account the services for which the BoA ruled that proof of use was submitted.

Assessment on the bad faith of the invalidity applicant. The question on proof of use

had to be settled before a decision is taken on the application for a declaration of invalidity

and, i s, t herefor e, in that 88k &heGE wasaorreéctpim el i mi n a
holding that the BoA was entitled to refer the examination of the applications for

declarations of invalidity back to that CD in order for it to rule on the inadmissibility of those

applications due to the alleged bad faith of the invalidity applicant. The BoA is under no

obligation to exercise the powers of the department which adopted the contested decision,

having a wide discretion in that regard (paras 89 and 90).

DP-193/17, T-194/17 and T-195/17 (joined cases); DEVICE OF COMPONENT OF
PROTHESIS (fig.); CeramTec GmbH v EUIPO; Judgment of 3 May 2018; EU:T:2018:248;
Language of the case: EN. The EUTM proprietor was granted registration of three EUTMs
for goods in Class 10. Applications for invalidity were filed against the three marks in
response to two infringement proceedings, which the EUTM proprietor had brought on the
basis of the contested marks before the Landgericht Stuttgart (Germany) and the Tribunal
de Grand Instance de Paris (Regional Court, France). The invalidity applicant, however,
subsequently informed the Office that it had filed counterclaims for a declaration of invalidity
of the contested marks in response to the infringement proceedings before the Tribunal de
Grande Instance de Paris and that it was withdrawing its applications for a declaration of
invalidity before the Office. The Cancellation Division (CD) closed the cases and ordered
the invalidity applicant to pay the costs incurred by the EUTM proprietor in connection with
the invalidity proceedings. The EUTM proprietor filed three actions against the decisions of
the CD closing the cases, claiming in particular that the closure of the proceedings following
the invalidity applicantds wit hdawaliadloccurredqui r ed i
at an advanced stage of proceedings and that it had been deprived of the possibility of
obtaining a positive decision on the validity of the contested marks. The Board of Appeal
(BoA) dismissed the EUTM pr o ssibleehblding thatthea@CDt i ons as
decisions had not adversely affected the EUTM proprietor insofar as the marks remained
on the Officebs register and the invalidity app
incurred by the EUTM proprietor. The EUTM proprietor appealed before the General Court
(GC) relying on two pleas in law: (i) infringement of Article 67 and 94 EUTMR and
(ii) infringement of Article 94 and 107 EUTMR. Concept of a decision adversely affecting
a party. The concept of a decision adversely affecting a party cannot extend to considering
the impacts of the absence of a final decision on the merits, which, having the authority of
res judicata, would prevent the filing of a new application for a declaration of invalidity either
before the Office or before the national courts. The case-law accepting the theory of the
continuation of invalidity proceedings following a surrender of the contested mark cannot be
applied to the present case, given that the effects of a surrender and those of a declaration
of invalidity are not the same. Whereas an EU trade mark that has been surrendered
ceases to have effects only as from the registration of that surrender, an EU trade mark that
has been declared invalid is deemed not to have had any effects, as from the outset
(paras 26-28). In the present case, had the EUTM proprietor been successful in having the
applications for declarations of invalidity dismissed, there would have been no legal
consequence for the status of the contested marks, as they would have remained on the
Of ficedbs register as from t B9 If tha interestovhichtarh e i r reg
EUTM proprietor claims concerns a future legal situation, the EUTM proprietor must
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demonstrate that the prejudice to that future situation is already certain. Therefore, an
EUTM proprietor cannot rely on future and uncertain situations to justify its interest in
applying for annulment of the contested act (para. 31). The annulment of the decisions of
the CD would not necessarily have led to a favourable decision being made on the merits of
the validity of the contested marks. Consequently, the interest on which the EUTM
proprietor seeks to rely is future and uncertain (para. 32). The question as to whether a
decision adversely affects a party must be evaluated with respect to the instant proceedings
and not in comparison with, or in conjunction with, other proceedings. Consequently, the
existence of other proceedings before EU trade mark courts has no bearing on the
conditions for the admissibility of the action before the BoA (para. 33). Interpretation of the
concept of O6principles of procedural | aThe
provision in Article 107 EUTMR that in the absence of procedural provisions in the EUTM
regulations, the EUIPO is to take into account the principles of procedural law generally
recognised in Member States, does not apply in the present case where there are
procedural provisions covering the matter, such as Article 109(4) EUTMR which explicitly
deals with the consequences of a withdrawal of an application for a declaration of invalidity.
That Article provides that the party who terminates proceedings by withdrawing the
application for a declaration of invalidity is to pay the fees and the costs incurred by the
other party. The logical reason for the existence of that provision can only be that the
legislature wanted to confer on an applicant for a declaration of invalidity the right
unilaterally to withdraw its application (paras 50-51). It follows that the issue raised by the
EUTM proprietorés arguments is covered b
Consequently Article 107 EUTMR does not apply in the present case (para. 57). According
to Article 63 EUTMR an application for a declaration of invalidity based on an absolute
ground for invalidity does not require the applicant to show an interest in bringing
proceedings insofar as the aim of the absolute grounds for refusal of registration is to
protect the public interest underlying them. Consequently, there can be no question of an
6abuse of rightsdé6 on the part of thed).appl

7-577/15; SHERPA; Xabier Uribe-Etxebarria Jiménez v EUIPO; Judgment of 29 May
2018; EU:T:2018:305; Language of the case: ES. The EUTM proprietor was granted
registration of the word mark SHERPA as an EUTM for, inter alia, goods and services in
Classes 9 and 42. An invalidity application was filed pursuant to Article 60(1)(a) EUTMR in
conjunction with Article 8(1)(a) and (b) EUTMR, based on the earlier Spanish word mark
SHERPA for systems for the treatment of information and especially supervisory and

control systems in Class 9 . Upon the EUTM proprietords

provided a series of documents as proof of use of its earlier mark. The EUTM proprietor
then amended his list of goods in Class 9, introducing at the end of the list the limitation
with the express exclusion of supervisory and control systems and of systems for the
treatment of information intended for supervision and control. The Cancellation Division
(CD) partly upheld the application for invalidity insofar as the evidence provided by the
invalidity applicant proved use of the earlier mark in relation to systems for the treatment of
information and supervisory and control systems for industrial processes. The EUTM
proprietor filed an appeal against the CD decision and subsequently submitted two written
statements setting out the appeal grounds 8 an initial one and a later one bearing the title

gener al
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Osupplementary briefd (dbdbescrit o BoAd)migrisseththert ar i o

EUTM proprietords appeal. I't considered t
with the CD6s assessment of the evidence

its examination to analysis of the application of Article 60(1)(a) EUTMR in conjunction with
Article 8(1)(a) and (b) EUTMR. The BoA found that there was a likelihood of confusion for
all the goods and services for which protection was sought in Classes 9 and 42, as the
signs were identical and the goods and services either identical or similar. The EUTM
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proprietor appealed to the General Court (GC), relying on three pleas in law:
(i) infringement of Article 70(1), 71(1) and 95(1) EUTMR, (ii) infringement of Article 64(2)
EUTMR in conjunction with Article 47(2) and (3) EUTMR and with Article 22 EUTMDR and
(i) infringement of Article 8(1)(a) and (b) EUTMR. B o A 6obligation to examine the
evidence of use of the earlier mark at the request of the EUTM proprietor. In the first
brief with the appeal grounds before the BoA, the EUTM proprietor expressed his
agreement with the CD6s assessment of th

briefd, meant to further develop the arguments

assessment. Confronted with two mutually exclusive passages, the BoA would be replacing
the EUTM proprietor if it were to choose between his two contradictory positions and
determine, by deduction, the grounds on which, in its opinion, the claim was based. It is the
appellant who has to determine the framework of the controversy, formulating his requests
and arguments in a precise and coherent manner so that the BoA understands why the
appellant requests that the BoA annul or modify a decision. The documents provided by the
EUTM proprietor did not meet this requirement at the time when they were submitted
(paras 35-39). Bo Ads obligation to examine the eex
officio. When the question of the actual use of the earlier mark has not been specifically
raised before the BoA, that question does not constitute a point of law that must necessarily
be examined by the BoA in order to settle the dispute (para. 46). The functional continuity
bet ween the Officeds bodies and the devd
Appeal does not have the consequence that the BoA must automatically rule on the use of
the earlier trade mark when the appellant has not expressly raised such a question
(para. 47).

OP-297/17; WE KNOW ABRASIVES; VSM.Vereinigte Schmirgel- und Maschinen-Fabriken
AG v EUIPO; Judgment of 24 April 2018; EU:T:2018:217; Language of the case: DE. The
applicant sought to register the word mark WE KNOW ABRASIVES as an EUTM for goods
and services in Classes 3, 7 and 35. The Office partially refused the registration of the
EUTM application pursuant to Article 7(1)(b) EUTMR regarding the goods in Classes 3 and
7 and some services in Class 35 due to a lack of distinctiveness. For the remaining services
in Class 35 (advertising; business management; office functions; wholesaling in the fields of
sanding machines, abrasive preparations, tools and goods of common metal for building;
business administration) no objection had been raised. The applicant appealed and the
Board of Appeal (BoA) dismissed the appeal, insofar as it found that the slogan was non-
distinctive, as the sign conveys an advertising statement. The applicant filed an action
before the General Court (GC) relying on two pleas in law: (i) infringement of Article 7(1)(b)
EUTMR and (i) infringement of Article 66 and 67 EUTMR and Article 70(1) EUTMR.
Relevant public. The relevant public is the English-speaking general public or
professionals, since the mark is composed of three English words (para. 36). Meaning of
the sign and lack of distinctiveness. The expression WE KNOW ABRASIVES is a word
sequence that is formed from common English words (para. 39). The semantic content of
the word mark (and each one of the words) is clear and precise (para. 40). Given the close
connection between the sign and the goods and services concerned, as well as the
ordinary character of the sign, the relevant public will immediately perceive the word mark,
without further specific analytical or interpretative reflection, as a laudatory or promotional
reference to the high quality and usefulness of the goods and services concerned
(knowledge regarding abrasive products) and not as an indication of their commercial origin
(para. 46). The word combination does not present, at a grammatical or syntactical level,
any perceptible difference from the construction of an expression intended to convey the
same message (para. 51). The syntactic variation is not such as to confer on the sign an
unusual or ambiguous character (para. 50). The omission of the preposition which should,
under the rules of English syntax, connect the verb with the object will not prevent the
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relevant public from grasping the meaning of the expression (para.52). The adduced
distinctiveness acquired by use of the mark VSM 8 WE KNOW ABRASIVES should have
been based on the ground of Article 7(3) EUTMR, and, in any event, the signs are different

due to the additi on dparasw&®59)d (i) €He Bodchags excéeded MD

limits of jurisdiction by deciding to refuse to register services in Class 35 which had not
been refused by the Operations Department (OD) (para. 21). The applicant brought an
appeal before the BOA against the ODO6s d
services except for some services in Class 35. The contested decision had to be annulled
without any need to decide whether there had been an infringement of the right to be heard,
as the BoA could only decide on the goods and services that had in fact been refused by
the EUIPO (paras 19-20).

Dp-817/16; OV (fig.) / V (fig.); Vans, Inc. v EUIPO; Judgment of 6 December 2018;
EU:T:2018:880; Language of the case: DE. The applicant sought to register the figurative

mark6 V6 as an EUTM f or g o o dlS and 26dAn eppasition ltaged oni n
servi ce

the earlier figurative mark 6 V 6 , registered for g¢golBdd25 wad
filed pursuant to Article 8(1)(b) EUTMR. The existence of the earlier mark being an
international registration was shown by

The Opposition Division (OD) partially upheld the opposition. The applicant appealed and,
in its observations, the opponent filed a cross-appeal. The Board of Appeal (BoA)
dismissed the appeal in its entirety and upheld the cross-appeal partially. The applicant filed
an action before the General Court (GC), relying on three pleas in law: (i) infringement of
Article 7(2) and (4) and Article 8(1) and (7) EUTMDR, (ii) infringement of Article 8(1)(b)
EUTMR and (ii) infringement of Article 68(1), first sentence, Article 70(2) and Article 94(1)
EUTMR and of the principle of prohibition of reformatio in peius and of the right to be heard.
Cross-appeal. The opponent was entitled, in its response to the applicant, to seek a
decision annulling or altering the contested OD decision on a point not raised in the appeal
before the BoA without being required to comply with the deadline and pay the fee provided
in Article 68(1) EUTMR (para. 149). Reformatio in peius. Even if it were assumed that the

prohibition of reformatio in peius canbeinvok ed in rel ation to decisions

the argument that the BoA infringed that prohibition is unfounded since, when it upheld the

eci sion

an

Cl ass

opponent éds request t hat t he EUTcdd cagey) thé BoAt i on

simply allowed the opponenté s  c-apeal submitted on the basis of Article 68(2) EUTMR
and Article 8(3) of the Rules of Procedure of the Boards of Appeal (para. 156). Since none
of the pleas raised by the applicant in support of its claims for annulment or alteration are
well founded, the action must be dismissed in its entirety (para. 167). See also parallel case
T-848/16.

P-830/16; PLOMBIR; Monolith Frost GmbH v EUIPO; Judgment of 13 December 2018;
EU:T:2018:941; Language of the case: DE. Pursuant to Article 59(1)(a) EUTMR and
Article 7(1)(c) EUTMR an application for declaration of partial invalidity was filed against the
word mark PLOMBIR as far as it was registered for goods in Classes 29 (compotes, eggs,
milk and milk products) and 30 (coffee, cocoa, ices). The Cancellation Division (CD)
granted the application for a declaration of invalidity for milk and milk products in Class 29
and ices in Class 30 since it held PLOMBIR as being descriptive. The intervener
(cancell ation applicant) filed an appeal
It found that the applicant had not shown that the Russian word is understood in the
European Union, and in particular not in Germany. The applicant filed an action before the
General Court (GC), relying on three pleas in law: (i) infringement of Article 7(1)(c) EUTMR,
(i) infringement of the principle of ex officio examination of the facts provided for in
Article 95(1) EUTMR and (iii) infringement of the obligation to state reasons provided for in
Article 94 EUTMR. The BoA infringed Article 95(1) EUTMR in that it could not exclude
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nationals of the Baltic States from the definition of the relevant public on the sole ground of

an absence of concrete evidence as to the understanding of Russian in those countries,

without first deciding whether it was known that Russian was frequently understood by that

population (para. 35). The BoA committed an error of assessment in determining the

relevant public and a breach of Article 7(2) EUTMR, since the relevant public in relation to

which the absolute ground for refusal had to be assessed was a Russian-speaking public,

including the general public of the European Union who understand or speak Russian, and

reside in Germany and the Baltic States (para. 60). In particular it was held sufficient that

only 3 per <cent of Germans understand Russian. I
thef ai t hf ul transliteration of the term 0} dzsdzB Jtcbd
the relevant Russian-speaking consumer of the European Union, its descriptive meaning is

likely to be immediately and directly understood by that consumer (para. 75). As a result,

there is no need to consider the third plea (para. 77).

3. General principles of European Union Law

DP-272/17; Dating Bracelet (fig.); Webgarden Szolgaltatd és Kereskedelmi Kft v EUIPO;
Judgment of 20 March 2018; EU:T:2018:158; Language of the case: HU. The applicant
sought to register the figurative mark ®ating Braceletdas an EUTM for goods and services
in Classes 9, 41, 42 and 45. The Office refused the registration of the EUTM application
pursuant to Article 7(1)(b) and (c) EUTMR. The EUTM applicant appealed and the Board of
Appeal dismissed the appeal. It found that the mark was descriptive and non-distinctive.
The EUTM applicant filed an action before the General Court (GC) relying on three pleas in
law: (i) infringement of Article 4 EUTMR, (ii) infringement of Article 7(1)(b) and (c) EUTMR
and (iii) infringement of the principles of equal treatment and legal certainty. Principles of
equal treatment and legal certainty. The principle of equal treatment has to be reconciled
with the principle of legality. Each trade mark application must be subject of a full
assessment on its own merits and not aneking he basi
practice (paras 71 and 73). The principle of legal certainty has also not been breached
(para. 74).

DP-34/17; SKYLEADER (fig.); Skyleader a.s v EUIPO; Judgment of 4 May 2018;
EU:T:2018:256; Language of the case: EN. The applicant registered the figurative mark
GKYLEADEROGas an EUTM for goods in Classes 12 and 14. An application for revocation
was filed pursuant to Article 58 EUTMR. The Cancellation Division (CD) set the applicant a
time limit of 3 months to submit proof of genuine use of the mark. Within this time limit, the
applicant submitted a two-page fax in which it listed, via annexes, proof of genuine use of
the mark that was to be sent to the Office by courier. The listed documents were sent by
mail within the time limit but the Office received them after the time limit. The CD informed
the parties that the proof of use would not be taken into account since it was received
outside the time limit set, and it upheld the application for revocation. The applicant
appealed and the Board of Appeal (BoA) dismissed the appeal, as it found that the original
documents containing the proof of use were received outside the time limit set. Moreover,
the applicant did not take up the opportunity it was given of requesting an extension of the
time limit or the continuation of proceedings, or of filing a request for restitutio in integrum.
The applicant filed an action before the General Court (GC) relying on two pleas in law:
(i) infringement of Article 19(1) EUTMDR in conjunction with Article 95(2) EUTMR, and
(i) infringement of the principle of sound administration. Infringement of the principle of
sound administration. There is no provision requiring the Office to inform a party of the
procedures available to it, nor is it incumbent on it to advise that party to pursue any
particular legal remedy. In any event, information for the parties is contained in the
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Guidelines for Examination in the Office, particularly in the event of expiry of a time limit.
Therefore, the Office had no obligation of informing the applicant of the means for rectifying
the late submission of proof of use (para. 43).

DP-638/16; DARSTELLUNG EINES SCHUHES (fig.) / BALKENDARSTELLUNG AUF
EINEM SCHUH (POSITIONSMARKE) et al.; Deichmann SE v EUIPO; Judgment of
6 December 2018; EU:T:2018:883; Language of the case: DE

EUTM application Earlier trade marks

*K ,\ Earlier EUTM

-
et -
-
-
-
PPN

Earlier IR designating the EU

The applicant sought to register the figurative mark above as an EUTM for clothing,
footwear, headgear; belts, gloves in Class 25. An opposition based on the earlier position
mark (EUTM) above, registered for footwear in Class 25, and on the earlier figurative mark
above, registered for clothing, footwear, headgear (international registration (IR)
designating the EU), was filed pursuant to Article 8(1)(b) EUTMR. The Opposition Division
(OD) dismissed the opposition. The opponent filed an appeal. The Board of Appeal (BoA)
dismissed the appeal. It found that the visual dissimilarities between the mark applied for
and the earlier EUTM precluded any likelihood of confusion (LOC) between them. In
addition, the extract in German from the CTM-Online (now eSearch Plus) database and the
mention in the opposition form of the | R §aods did not constitute proof of the existence,
validity and extent of protection of the mark. The opponent appealed to the General Court
(GC), relying on two pleas in law: (i) infringement of Article 8(1)(b) EUTMR concerning the
earlier EUTM; and (ii) infringement of Article 7(2) EUTMDR and Articles 8(1), (2) and (7)
EUTMDR, of Article 189 EUTMR and of the principles of the protection of legitimate
expectations and legal certainty and the prohibition of non-retroactivity concerning the
earlier IR. Second plea (concerning the earlier IR). Proof of the earlier IR designating
the EU. It follows from Article 7(2) EUTMDR, which is applicable to IRs designating the EU
in accordance with Article 182 EUTMR, that the opponent must prove the filing or
registration of the earlier mark, where the opposition is based on a mark other than an
EUTM. The need to provide such evidence therefore also applies to IRs designating the

EU, which are not EUTMs (para. 9 2 ) . Excerpts f r eOnling databas®tiof i c e 0 s

not constitute proof of the protection of an IR designating the EU, since the Office, which is
not the competent authority for the registration of international registrations, is not the
administration with which the trade mark application was lodged (para. 102-103). The

principle of the protection of legitimate expectations. The Of ficebds

guidelines are not binding for the interpretation of EU law (para. 118). Moreover, a

C

exami

reference in such guidelines to 6Officema@racti ce:

independent and not bound by any instruction pursuant to Article 166(7) EUTMR
(para. 119). The protection of legitimate expectations requires in any case that the
assurances given comply with the applicable provisions. Even assuming that the Office®
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examination guidelines relied on by the applicant could constitute precise, unconditional
and consistent assurances from authoritative and reliable sources that extracts from the
CTM-Online database would be accepted by the BoA as evidence of the earlier IR, such
assurances breach the provisions of the EUTMR (para. 120). The applicant® argument that
the Office infringed the principles of the protection of legitimate expectations and legal
certainty and the prohibition on retroactivity is therefore unfounded and the second plea
must also be dismissed. The action of the applicant must therefore be dismissed in its
entirety (paras 127-128).

DP-222/14 RENV; deluxe (fig.); Deluxe Entertainment Services Group Inc v EUIPO;
Judgment of 4 July 2018; EU:T:2015:364; Language of the case: ES. The applicant sought
to register the figurative mark d@eluxebas an EUTM for goods and services in Classes 9, 35,
37, 39, 40, 41, 42 and 45. The EUIPO refused to register the mark for all the goods and
services on the grounds of Article 7(1)(b) and (c) EUTMR. The Board of Appeal (BoA)
di smi ssed t he dptpfoundctlzanthebmnsark avaspdevaid of any distinctive
character and that the claimed acquired distinctiveness of the mark through its use had not
been proven. The applicant filed an action before the General Court (GC) relying on five
pleas in law. The GC annulled the contested decision of the BoA on the grounds that the
BoA neither carried out the specific assessment required in Article 7(1)(b) EUTMR nor
justified its decision for each of the goods and services. The Office lodged an action before

theCourt of Justice of the European Union (CJ).

remitted the case to the GC for further assessment. Infringement of the principles of the
protection of legitimate expectations, acquired rights and legality of EU acts.
Regarding previous marks of the applicant which were allegedly accepted for registration by
the Office, the court refers to its previous statement that the mark currently applied for, in
relation to the goods and services at issue, incurred in one of the absolute grounds of
refusal set out in Article 7(1) EUTMR. In any case, the applicant has not established that
the Office infringed these principles when it refused the registration of the mark applied for.
As to the alleged existence of national registrations, the court recalls that the EU trade mark
regime is an autonomous system with its own set of objectives and rules peculiar to it
(paras 105-108).

DP-488/17; Dry Zone; Ghost 8 Corporate Management SA v EUIPO; Judgment of
20 September 2018; EU:T:2018:571; Language of the case: PT. The applicant sought to
register the word mark Dry Zone as an EUTM for goods in Classes 3, 5, 10 and 16. The
EUIPO partially refused the trade mark applied for on the grounds that it did not comply with
the provisions of Article 7(1)(b) and (c) and Article 7(2) EUTMR. The applicant filed an
appeal. The Board of Appeal (BoA) dismissed the appeal. It found that the appeal was
inadmissible due to the fact that it was lodged after the time limit laid down in Article 68
EUTMR. The applicant brought an action before the General Court (GC), relying on three
pleas in law: (i) infringement of Article 68 EUTMR and Article 69 EUTMDR, (ii) infringement
of the principle of proportionality and (iii) infringement of the principles of legitimate
expectations and legal certainty. As regards the alleged infringement of Article 68
EUTMR. Since the appeal was received by the Office on 4 April 2017, it was lodged after
the expiry, on 3 April 2017, of the two-month period laid down in Article 68 EUTMR
(para. 35). The applicant did not provide proof, which was incumbent on it, that the delivery
time of the letter was the decisive cause of its failure to meet the time limit, in the sense that
it was an event of an inevitable nature against which it could not have protected itself. It
follows from the above considerations that the existence of a case of force majeure or
exceptional circumstances has not been established (paras 46-47). On the allegation of
infringement of the principle of proportionality. The applicant did not invoke any
argument specifically related to this principle (para. 48). (iii) Article 68 EUTMR must be
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interpreted as meaning that the date to be taken into account for compliance with the time
limit to file an appeal is not the date on which the appeal was sent, but the date on which it
was received by the Office. On the alleged infringement of the principles of legitimate
expectations and legal certainty. The applicant cannot rely on the principle of protection
of legitimate expectations in order to seek the annulment of the contested decision
(paras 54-5 5 ) . It IS t he principle of | egal
interpretation of Article 68 EUTMR. It follows that the applicant cannot rely on this principle
to challenge the interpretation (para. 56).

DP-533/17; nuuna (fig.) / NANU et al.; Next design + produktion GmbH v EUIPO;
Judgment of 18 October 2018; EU:T:2018:698; Language of the case: DE. The applicant
sought to register the figurative mark duunabéas an EUTM for goods in Class 16. An
opposition was filed pursuant to Article 8(1)(b) EUTMR, that the opponent based on the
earlier word marks NANU-NANA and NANU, both registered for goods in Class 16. The
Opposition Division (OD) dismissed the opposition, so the opponent filed an appeal. The
Board of Appeal (BoA) upheld the appeal, finding that the conflicting goods were identical
or at least highly similar and that the signs had a low degree of visual similarity and an
average degree of phonetic similarity. It also found that the earlier marks had an average
distinctive character and concluded that there was a likelihood of confusion (LOC.) The
applicant filed an action before the General Court (GC), relying on three pleas in law:
(i) infringement of Article 8(1)(b) EUTMR, (ii) infringement of Article 1(1) EUTMR and the
principle of autonomy and (iii) infringement of the principles of legal certainty, legality and
good administration. Definition of an EUTM and the principles of autonomy, legal
certainty, legality and good administration. Even if the BoA had to render its decision on
the basis of the EUTMR, it must also take into account the interpretation of that regulation
by the GC, including the judgment of 23 September 2014 (Nuna, T-195/12,
EU:T:2014:804). The BoA did not infringe Article 1(1) EUTMR or the principles of autonomy
and independence of the EUTM or those of legal certainty, legality and good administration,
but instead provided a detailed reasoning leading to its conclusion of LOC. The action must
be rejected in its entirety (paras 115-118).

Il ABSOLUTE GROUNDS FOR REFUSAL/INVALIDITY

A. Article 7(1)(a), 59(1)(a) EUTMR & Signs which do not conform the
requirements of Article 4 EUTMR

[No entry]
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B. Article 7(1)(b), (c) and (d), 59(1)(a) EUTMR 6 Non-distinctive and descriptive
trade marks , customary signs and indications

1. Outcome: Non-distinctive (Article 7(1)(b) EUTMR)

T-250/17; avanti (fig.); Avanti v EUIPO; Judgment of 23 January 2018; EU:T:2018:24;
Language of the case: DE

EUTM application

avanti

The applicant sought to register the figurative EUTM above for goods and services in

Classes 9, 35, 41 and 42. The Office refused the registration of the EUTM application

pursuant to Article 7(1)(b) and (c) EUTMR. The Board of Appeal (BoA) dismissed the
applicant 6s appeal . applicatibnonouiddbe petceived as & laudaoly T M

indication devoid of distinctive character for the goods and services at issue. The applicant

filed an action before the General Court (GC) relying on a single plea in law: infringement of

Article 7(1)(b) EUTMR. The GC dismissed the action. Relevant public. The relevant public

is composed of professionals and employers displaying a high degree of attention
(para. 19). Perception of thesign.The el ement between 6ad and Oanti
the relevant ltalianand German-s peaki ng publ i c as tappkcatibneasa er o6v o.
whole will be perceived, immediately and without further thought, as a representation of the

wor d o @aras 80-2B)O6Lack of distinctive character. The term déavanti 6 wil |
as a slogan stating that the goods and services provided will enable the customer to move

forward and make progress. The stylised letter 6
positive idea that the goods and services are
Therefore, the EUTM application as a whole will be perceived as a promotional and

incentive message and not as an indication of commercial origin (paras 24-25).

T-843/16; Foto Paradies; dm-drogerie markt GmbH & Co. KG v EUIPO; Judgment of

28 February 2018; EU:T:2018:102; Language of the case: DE. The EUTM proprietor was

granted registration of the word mark Foto Paradies for, inter alia, goods and services in

Classes 1, 9, 16, 20, 38, 40 and 42. The intervener filed an application for a declaration of

invalidity pursuant to Article 59(1)(a) EUTMR, read in conjunction with Article 7(1)(b) and (c)

EUTMR. The Cancellation Division (CD) rejected the application and the intervener filed a

notice of appeal against the CD6s decision. The
decision and declared the contested mark invalid for the contested goods and services. The

EUTM applicant filed an action before the General Court (GC) relying on a single plea in

law: infringement of Article 59(1)(a) EUTMR read in conjunction with Article 7(1)(b) EUTMR.

The relevant public are average German-speaking consumers, normally informed and

reasonably attentive and knowledgeable, interested in photography, as amateurs or as

professionals (para. 22). The contested mark is composed of two words: Foto
(internationally understandable) and Paradies, understandable by the German-speaking

public. Lack of distinctiveness. The term Foto is a common abbreviation of the German

term O0fotografiebd (meaning photography) and ref
chemicals to record an image. Meanwhile, the term Paradies, preceded by a noun, means

in German an ideal place or it offers perfect conditions of well-being or for any activity or at
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least represents an affirmative statement on the above noun. By connecting the term Foto,
which for the German-speaking consumer refers to photography in general, with the term
Paradies, the contested mark therefore refers to an ideal location for photography or a
good price for a product, in the field of photography. It will be understood as a purely
promotional message (para. 27). Thec ont e st e doodsnimalued s Classes 1, 9 and
16, may be sold as part of a large and multiple offer of a shop in the field of photography.
The services included in Classes 38, 40 and 42, may all target the photography field. So,
the contested mark will be perceived as a purely promotional message and will not be
recognised as an indication of origin. The BoA rightly considered that the term will be
recognised as an advertising slogan, which is not appropriate to indicate the commercial
origin of the goods and services concerned (para. 29). Foto Paradiesand 6 Fot oparadi e
will be understood in the same way by the relevant public, who will still perceive the mark
as an advertising slogan (paras 31 and 32). Moreover, the contested mark is a word mark
consisting exclusively of letters, words or associations of words, written in block letters in a
normal font, without any specific graphic element, and the protection of such a mark is
limited to the word and does not take into account possible figurative representations of the
term. Therefore, even if in this case the two words are written with an upper-case letter, this
does not change its meaning (paras 33 and 37). Foto Paradiesand OFot opar adi es®
the same meaning, and the first one is written in full compliance with the rules of German
grammar and corresponds to the German use of compound nouns, inasmuch as the first
word specifies the meaning of the second word (para. 35). As the meaning of the two words
Foto and Paradies remains the same if they are separated by a space or not, the
contested mark has no originality nor does it require any effort of reflection or interpretation
by the consumer (para. 36). Phonetically, it is not proved that the pronunciation of the two
words will be perceptible orally, since the combined or separate writing of the two terms has
no effect on the number of pronounced syllables, prosody or accentuation (para.38).

T-279/17; Push and Ready (fig.); Hermann Bock GmbH v EUIPO; Judgment of 15 March
2018; EU:T:2018:149; Language of the case: DE

EUTM application

Pushﬂ

and

Ready
e

The EUTM applicant sought to register the figurative mark above as an EUTM for goods in
Classes 6, 10 and 20. The Office refused the registration of the EUTM application pursuant
to Article 7(1)(b) EUTMR, as it was found to be devoid of distinctive character. The EUTM
applicant appealed and the Board of Appeal (BoA) dismissed the appeal, since it found that
the sign as a whole is completely devoid of any distinctiveness or originality and would
instead immediately be perceived by the relevant consumers as a simple laudatory
promotional statement. The EUTM applicant filed an action before the General Court (GC),
relying on a single plea in law: infringement of Article 7(1)(b) EUTMR. Relevant public.
The goods target specialists in the medical field and the general public. Since the verbal
elements of the contested trade mark are English words, eligibility for protection must be
assessed taking into account the English-speaking public of the EU (paras 24-25).
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Meaning of the mark. Theterm 6 Pu s h a n ds aRvhaedisyimediately understood
by the relevant public to mean that the goods, which are furniture in general, can be
somehow used at the push of a button. The sequence of words is thus immediately
perceived as an advertising slogan, which promotes the goods as seating and reclining
furniture that can be assembled and used quickly and easily, and has a laudatory character
(para. 28). Moreover, the graphic design of the sign is limited to the addition of some very
common graphic elements. The red background, the white letters and the rounded
triangular grey frame do not allow the consumer to commit the sign to memory and
distinguish the goods in terms of their origin (para. 29). Furthermore, the horizontal tick or

comma is a simple geometric shape and does

from the meaning of the verbal elements (para. 39). Even if the contested mark had the
shape of a guitar pick, first of all, it would be highly unlikely that the relevant public would
recognise it, and, second, it would still be a simple geometric shape (para. 38). Registration
of marks made up of signs or indications that are also used as advertising slogans,
indications of quality or incitements to purchase the goods or services covered by those
marks is not excluded by virtue of such use (para. 38). Moreover, the BoA referred
generally to the use of the goods without including any specific hypothesis (para. 36). In
any event, the other forms of using the mark, such as its use a shield put as a metal label
on the goods, would not give distinctiveness to its verbal or figurative elements (para. 42).

DP-235/17; MOBILE LIVING MADE EASY; Dometic Sweden AB v EUIPO; Judgment of
22 March 2018; EU:T:2018:162; Language of the case: EN. The applicant sought to
register the word mark MOBILE LIVING MADE EASY as an EUTM for goods and services
in Classes 5 to 7, 9, 11, 12, 19 to 22 and 27. The Office refused the registration of the
EUTM application pursuant to Article 7(1)(b) EUTMR, as it was found to be devoid of
distinctive character. The applicant appealed and the Board of Appeal (BoA) dismissed the
appli cant 6s appeal . The applicant filed an
two plea(s) in law: (i) infringement of Article 94 EUTMR and (ii) infringement of
Article 7(1)(b) EUTMR. The statement of reasons for the contested decision enabled the
applicant to understand how the BoA defined a homogenous category of goods and
services in relation to which it used general reasoning (para. 20). By stating that the link
bet ween all t he goods and ser vi dhe BoAifosind that
they all had a characteristic relevant to the examination of the absolute ground for refusal
regarding a lack of distinctiveness and that they were all part of a homogenous category
(para. 16). Relevant public. The relevant public is the English-speaking public (para. 49).
Meaning of the mark: The relevant public will recognise in the contested mark the mere
juxtaposition of the expressions O6mobil e
meani ng Owhi ch f a(ard 49t Retcepsionmfotbei maek. The sfgre Has a
promotional meaning, which communicates a laudatory message as regards quality. It
merely serves to highlight positive aspects of the goods and services, namely that they
make it easy to have a mobile, travelling life. The contested mark will not therefore be
perceived by the relevant public as an indication of the origin of the goods and services, but
as an advertising slogan (para. 50). Homogeneity of goods and services. Despite their
possible different characteristics, the goods and services belong to a homogenous category
in the light of a common characteristic defined by reference to the meaning of the sign,
namely oOwhi ch f a¢parh. B2). & is sufficientahbtithe goods aré cagable of
being installed or used in vehicles serving as accommodation, such as caravans,
motorhomes and boats and, as a result, facilitate mobile life (para. 43). The Board of
Appeal was right in finding that the goods and services in question form a homogenous
category, in that they facilitate mobile life in one way or another (para. 44).

T-364/17; HOUSE OF CARS; Marcin Bielawski v EUIPO; Judgment of 17 April 2018;

not
action
at they
l i vingo
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EU:T:2018:193; Language of the case: PL. The applicant sought to register the word mark
HOUSE OF CARS as an EUTM for goods and services in Classes 25, 35, 37 and 39. The
Office refused the registration of the EUTM application pursuant to Article 7(1)(b) EUTMR,
as it was found to be devoid of distinctive character regarding certain services in
Classes35, 37 and 39. The appl i dptheBdasl ofdpppab(BOA)
which considered it not distinctive. It found that the level of attention of the public was
average or high. It also found that the sign was directly related to the contested services
(which directly concern or may concern vehicles) to such an extent that the relevant public,

i mmedi ately and without further reflection,

activity and its specialisation (the car industry). Therefore, the sign will not be perceived by
the relevant public as an indication of the commercial origin of the service but just an
indication of the services, industry or specialisation. The applicant filed an action before the
General Court (GC) relying on two pleas in law: (i) infringement of Article 7(1)(b) EUTMR
and (ii) infringement of the principles of legal certainty and legitimate expectations.
(i) Relevant public. The services concerned include both consumer services for the
average consumer and services to be provided to professionals. Due to the nature of the
services, the degree of attention of the relevant public will be high or at the level of an
average consumer who is reasonably well informed and reasonably observant and
circumspect (paras 24-25). The contested mark consists of elements that have a meaning
in English and, therefore, the assessment of the nature of the mark must be carried out
from the point of view of English-speaking consumers in the EU (para. 25). Meaning and
perception of the mark. The wor d ¢ h o u smeefr dmaliagn(suilding) butoalso a

buil ding having specific purpose, a company
link that expresses belonging, and the werd
wi || be understood as a -Bebmpadybusinnesgbdtae

(para. 27). All services relate to vehicles: therefore, they share a common characteristic and
they form part of a homogenous category of services. For instance, the services in Class 35
may all relate to vehicles insofar as vehicles may all be the object of auction sales, whereas
services in Class 39 include all types of vehicles, namely cars (para.38). Lack of
distinctiveness. The sign will be perceived as an indication of the services, industry or
specialisation, rather than an indication of the commercial origin of the service (para. 37).
(i) The way in which the principles of equal treatment and sound administration are applied
must be consistent with respect to legality. Moreover, for reasons of legal certainty and of
sound administration, the examination of any trade mark application must be undertaken in
each individual case. The BoA duly found that the mark was devoid of distinctive character,
regardless of the previous Office decisions that accepted the registration of marks
containing the wor(mrasd-85ment O6house of 6

O7-297/17; WE KNOW ABRASIVES; VSM.Vereinigte Schmirgel- und Maschinen-Fabriken
AG v EUIPO; Judgment of 24 April 2018; EU:T:2018:217; Language of the case: DE. The
applicant sought to register the word mark WE KNOW ABRASIVES as an EUTM for goods
and services in Classes 3, 7 and 35. The Office partially refused the registration of the
EUTM application pursuant to Article 7(1)(b) EUTMR regarding the goods in Classes 3 and
7 and some services in Class 35 due to a lack of distinctiveness. For the remaining services
in Class 35 (advertising; business management; office functions; wholesaling in the fields of
sanding machines, abrasive preparations, tools and goods of common metal for building;
business administration) no objection had been raised. The applicant appealed and the
Board of Appeal (BoA) dismissed the appeal, insofar as it found that the slogan was non-
distinctive, as the sign conveys an advertising statement. The applicant filed an action
before the General Court (GC) relying on two pleas in law: (i) infringement of Article 7(1)(b)
EUTMR and (i) infringement of Article 66 and 67 EUTMR and Article 70(1) EUTMR.
Relevant public. The relevant public is the English-speaking general public or
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professionals, since the mark is composed of three English words (para. 36). Meaning of
the sign and lack of distinctiveness. The expression WE KNOW ABRASIVES is a word
sequence that is formed from common English words (para. 39). The semantic content of
the word mark (and each one of the words) is clear and precise (para. 40). Given the close
connection between the sign and the goods and services concerned, as well as the
ordinary character of the sign, the relevant public will immediately perceive the word mark,
without further specific analytical or interpretative reflection, as a laudatory or promotional
reference to the high quality and usefulness of the goods and services concerned
(knowledge regarding abrasive products) and not as an indication of their commercial origin
(para. 46). The word combination does not present, at a grammatical or syntactical level,
any perceptible difference from the construction of an expression intended to convey the
same message (para. 51). The syntactic variation is not such as to confer on the sign an
unusual or ambiguous character (para. 50). The omission of the preposition which should,
under the rules of English syntax, connect the verb with the object will not prevent the
relevant public from grasping the meaning of the expression (para.52). The adduced
distinctiveness acquired by use of the mark VSM 6 WE KNOW ABRASIVES should have
been based on the ground of Article 7(3) EUTMR, and, in any event, the signs are different
due to the additi on dparasu&59)d (i) €He BoAchag excéeded MD
limits of jurisdiction by deciding to refuse to register services in Class 35 which had not
been refused by the Opposition Division (OD) (para. 21). The applicant brought an appeal
before the BOA against the OD6s decision
except for some services in Class 35. The contested decision had to be annulled without
any need to decide whether there had been an infringement of the right to be heard, as the
BoA could only decide on the goods and services that had in fact been refused by the
Office (paras 19-20).

DP-463/17; RAISE; Raise Conseil v EUIPO; Judgment of 3 May 2018; EU:T:2018:249;
Language of the case: FR. The EUTM proprietor registered the word mark RAISE for goods
and services in Classes 16, 35, 36 and 41. An application for invalidity was filed pursuant to
Article 59(1)(a) EUTMR in conjunction with Article 7(1)(b) to (d) EUTMR. The Cancellation
Division (CD) partially upheld the application for invalidity insofar as if found that the mark
lacked distinctiveness regarding financial services. The EUTM proprietor appealed, but the
Board of Appeal (BoA) dismissed the EUTM

be perceived as a promotional and laudatory message since it designates an activity aimed
at increasing financial wealth and value and developing the financial potential of clients
and/or fundraising. The EUTM proprietor appealed to the General Court (GC), relying on
three pleas in law: (i) infringement of Article 6 ECHR, (ii) infringement of Article 59(1)(a)
EUTMR in conjunction with Article 7(1)(b) EUTMR, and (iii) infringement of Article 59(2)
EUTMR in conjunction with Article 7(3) EUTMR. (i) Regardingthe Bo Ad&s use
references as evidence, they were already used by the CD and were not challenged by the
EUTM proprietor during the BoA proceedings. Even if they were taken into account by the
BoA ex officio for the first time during the appeal proceedings, the BoA was entitled to do so
as these refer to a well-known term (paras 29-30). (ii) Relevant public. The relevant public
consists of EU English-speaking professionals who are particularly knowledgeable and
attentive, as well as the general public with a high level of attention, as the services may
have significant financial consequences for their users. The argument that the public in the
United Kingdom should not be considered due to Brexit cannot succeed given that the
United Kingdom was still a member of the EU when the contested decision was issued by

the BoA (paras 51-52). Meaning of the mark. The word &érai sebd6 means

(para. 53). Direct link between the meaning of the mark and the services. The
expression Oraised is a promotional and
services offered by the EUTM proprietor serve, in particular through fundraising, to increase

i nsof ar

propri et
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6pu
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the financial wealth of its clients. The absence of the wor d 6f undsd wi | | not
relevant public from creating a direct link between the mark and the services, since the

mark RAISE will, implicitly but necessarily, make the public think of an increase in financial

wealth (paras 54-55).

DF-387/17; FORM EINES BALLAHNLICHEN KORPERS MIT KANTEN (3D); Triggerball
GmbH v EUIPO; Judgment of 16 May 2018; EU:T:2018:272; Language of the case: DE

EUTM application

The applicant sought to register the 3D mark above as an EUTM for various goods in
Classes 5 and 10. The Office partly refused the mark, citing Article 7(1)(b) EUTMR. The
Board of Appeal (BoA) dismissed the appl-icantds
distinctive for all the goods as the relevant public, whose level of attention was normal,
would see nothing in the mark beyond the usual aspects of a massage ball. The applicant
appealed to the General Court (GC), relying on one sole plea in law: infringement of
Article 7(1)(b) EUTMR. Relevant public. Orthopaedic, massage and physical therapy
articles, including massage balls, are frequently purchased by consumers displaying an
average level of attention (para. 27). Distinctiveness of the sign. Novelty and originality
do not endow a three-dimensional shape with the minimum degree of distinctiveness for
registration by themselves (paras 28-29). Similarly, as the three-dimensional shape of a
massage ball is not round but asymmetric, angular with lines framing these elements as if
they were strips, and that the colour of the surface is not uniform, does not necessarily
imply that the shape is endowed with intrinsic distinctive character (paras 31-33). Applicants
must submit evidence to the Office demonstrating that the three-dimensional mark does not
correspond to the usual form in its sector and that it is endowed with an intrinsic distinctive
character (paras 34-36).

T-299/17; 1000, T-300/17; 3000, T-301/17; 2000, T-302/17; 6000, T-303/17; 4000,
T-304/17; 5000; Sata GmbH & Co. KG v EUIPO; Judgment of 29 May 2018;
EU:T:2018:309; Language of the case: DE. The EUTM proprietor obtained registration of
the word marks 1000, 2000, 3000, 4000, 5000 and 6000 as EUTMs for goods in Class 7
(paint spray guns). An invalidity application was filed pursuant to Article 59(1)(b) EUTMR in
conjunction with Article 7(1)(b) and (c) EUTMR. The Cancellation Division (CD) upheld the
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invalidity application and the EUTM proprietor appealed. The Board of Appeal (BoA)

dismissed the appeal as it found that the mark was descriptive and non-distinctive. The

EUTM proprietor appealed to the General Court (GC) relying on four pleas in law:

(i) infringement of Article 94 EUTMR; (ii) infringement of Article 7(1)(c) EUTMR,

(i) infringement of Article 7(1)(b) EUTMR; and (iv) infringement of the general principles of

sound administration and equal treatment. (i) The first plea in law (violation of the duty to

state reasons) is unfounded as the BoA decision contained reasoning. The objections and

arguments intended to establish that the statement regarding the definition of the relevant

public and the descriptiveness of the mark and its material correctness are irrelevant in the

context of the duty to state reasons (para. 68). The aforementioned statement is well

founded. Although succinct, the reasoning was sufficient (as well as clear and precise), all

the more so since the EUTM proprietor was well aware of the context as the issue had

already been raised before the CD (paras 71-73). (ii) The relevant public is composed both

of professionals and the general public with a higher level of attention. The relevant territory

i s t he E W , a s@ 25000000 ® , 640006, 6500006 and 6600006 e
(paras 36-37). The consumers, irrespective of whether they are members of the general

public or specialists, are accustomed to the required operating pressure being specified on

paint spray guns. Pounds per square inch (PSI) is a common unit used in the United

Kingdom for measuring pressure (para. 38). There are paint spray guns with an operating

pressure of up to 6 800 psi on the market. Irrespective of whether professional consumers

possess the technical knowledge and know the detailed technical conditions of various

types of paint spray guns, 610006, 620006, 63000
a description of the pressure by at least part of the relevant public, no matter what

pulverisation technology is used, and regardless of the fact that the pressure indication

(6psi ) is not present. There is a sufficient |
the goods (paras 44-46). (iii) The descriptive signs are also devoid of any distinctive

character in relation to those goods (para. 53). (iv) As the BoA examined the marks fully

and according to the specific circumstances of the cases, there is no breach of the

principles of legal certainty or sound administration (para. 60).

T-362/17; FEEL FREE; NCL Corporation Ltd v EUIPO; Judgment of 27 June 2018;

EU:T:2018:390; Language of the case: DE. The applicant sought to register the word mark

FEEL FREE as an EUTM for arranging of cruises and cruise ship services in Class 39. The

Office refused to register the mark on the grounds of Article 7(1)(b) EUTMR. The Board of

Appe a | (BoA) dismissed the applicant b6-distimetpegp e al . |t
for the services as it merely consisted of a laudatory slogan devoid of any elements which

could, in addition to its promotional purpose, enable the public to memorise it easily and

immediately as an indication of the commercial origin of the services. The applicant

appealed to the General Court (GC), relying on one sole plea in law: infringement of

Article 7(1)(b) EUTMR. Relevant public. Since the mark consists of English words and the
services are offered to the public in general, t
distinctiveness are average English-speaking consumers (para. 35). Distinctiveness of

the sign. The conj oined words Of eeéanal canmdnplatd anded cons
grammatically correct expression with a simple, clear and evident meaning in English.

Therefore, the mark does not trigger any particular cognitive process and is perceived

simply and directly as a promotional slogan. It is not endowed with a minimum distinctive

character (paras 37-40). There was no need to differentiate the services in Class 39 as the

arguments that the mark has a minimum distinctive character apply to all of the
applicationbés servi ces 4%) dohe fadt tha bhothiwordslof theesigns ons ( p a
contain a double 6ed is not an el ement capable o
somet hing very frequent in English. Further mor e,
to be noticed by consumers, and even if it were, it will not be perceived as conferring a
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distinctive character (para. 46). The allegation that the public is used to seeing slogans as
trade marks has not been substantiated. Further, it is not decisive, as it does not explain
why the sign would be perceived as more than a slogan, but as an indication of the
commercial origin of the services (para. 48).

T-691/17; SHAPE OF HOUSING FOR MEASURING TAPE; hoechstmass Balzer GmbH v
EUIPO; Judgment of 29 June 2018; EU:T:2018:394; Language of the case: DE

EUTM application

- g

| EE

The applicant sought to register the shape mark above as an EUTM for goods in Class 9
(measuring tapes). The Office refused registration of the EUTM application pursuant to
Article 7(1)(b) EUTMR, as it was found to be devoid of distinctive character. The applicant
appealed and the Board of Appeal (BoA) dismissed the applicantds appeal
distinctiveness. The applicant appealed to the General Court (GC) relying on a single plea
in law: infringement of Article 7(1)(b) EUTMR. Relevant public. The goods concerned can
be used in any household, and they are simple, technically uncomplicated and generally
low-priced (para. 31). The target public comprises average consumers in the EU, that are
reasonably well informed, observant and circumspect (para. 32). Representation of the
shape mark. The product is a housing inside which the actual measuring tape is affixed in
such a way that it can be pulled out and will then automatically retract through a spring
winding system. Lack of distinctiveness. (i) The form and presentation of the goods is
absolutely standard and banal and has no special features whatsoever (para. 44). As
regards the argument that the design resembles pill containers or powder boxes in an art
nouveau style, since the recess in the middle part is barely visible in the images, or even
inexistent in some images, it is unlikely that it will evoke the above to the average consumer
(para. 37). (ii) Regarding the previous decisions of the German courts invoked by the
applicant, even if they might prove the existence of originality in terms of competitive
character, they would not respond to the question of registrability of the contested mark. In
any event, existing registrations in Member States are only one of several factors which
may be taken into consideration, without being given decisive weight, for the purposes of
registering an EUTM (paras 52-53). Scope of the proceedings. As to the alternative
request of l i mitation and partial a nmeaslringe nt of t
tape for tailors, the claim is inadmissible, as it would be liable to change the subject matter
of the proceedings (para. 59).
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DFP-222/14 RENV; deluxe (fig.); Deluxe Entertainment Services Group Inc v EUIPO;
Judgment of 4 July 2018; EU:T:2015:364; Language of the case: ES

EUTM application

The applicant sought to register the figurative mark above as an EUTM for goods and
services in Classes 9, 35, 37, 39, 40, 41, 42 and 45. The Office refused to register the mark
for all the goods and services on the grounds of Article 7(1)(b) and (c) EUTMR. The Board
of Appeal (BoA) dismissed the applicant 6s
distinctive character and that the claimed acquired distinctiveness of the mark through its
use had not been proven. The applicant filed an action before the General Court (GC)
relying on five pleas in law. The GC annulled the contested decision of the BoA on the
grounds that the BoA neither carried out the specific assessment required in Article 7(1)(b)
EUTMR nor justified its decision for each of the goods and services. The Office lodged an
action before the Court of Justice of th

decision and remitted the case to the GC for further assessment. Alleged infringement of
Article 94 and Article 7(1)(b) EUTMR. The verbal element of the mark transmits the idea

e

appeal

Eur ope

of O6superior gqualitydé and also constitutes

term, under both meanings, has a laudatory character and the public will immediately
perceive it as a promotional formula that points out a positive characteristic of the goods

(paras 46-4 7 ) . 6Deluxed constitutes a confi tomhat i

category of promotional tags, and being
characteristic of all the goods and services involved. Thus, the public will immediately
perceive this as a laudatory term referring to the goods and services instead of an
indication of their business origin (para. 50). Despite the distinctive character of the
figurative element of the mark applied for, the relevant public will understand the mark,
considered as a whole 8 in particular due to the size and central position of its word
element 8 as a direct and immediate confirmation of the superior quality of the designated
goods and services, and not as an indication of their commercial origin. The sign is
therefore devoid of any distinctive character (paras 57-59). The court confirms that all the
goods and services designated in the application can be advertised as being of superior
guality and that this is a pertinent characteristic for the assessment of the ground under
Article 7(1)(b) EUTMR, on the basis of which they form a category sufficiently
homogeneous to justify a common global motivation (paras 60-62).
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C-26/17 P; DEVICE OF A PATTERN (fig.); Birkenstock Sales GmbH v EUIPO; Judgment
of 13 September 2018; EU:T:2018:714; Language of the case: DE

IR designating the EU

The predecessor in title of the applicant obtained an international registration (IR)
designating the EU for the figurative mark above for goods in Classes 10, 18 and 25. The
Office refused to grant protection of the IR in the EU, pursuant to Article 7(1)(b) EUTMR, as
the mark was found to be devoid of distinctive character for all the goods concerned. The
Board of Appeal (BoA) dismissed the applicantoés
would, in all likelihood, perceive the sign as a simple surface pattern and not as an
indication of any particular commercial origin. The applicant filed an action before the
General Court (GC), relying on a single plea in law: infringement of Article 7(1)(b) EUTMR.
The GC partially dismissed the action. It found that the Bo A had been correct to apply the
case-law relating to signs that are indissociable from the appearance of the goods. The
applicant went on to appeal against the judgment of the GC before the Court of Justice of
the European Union (CJ), invoking three grounds in support of its appeal: (i) infringement of
Article 7(1)(b) EUTMR, (ii) contradictory reasoning in the judgment under appeal, and
(iii) distortion of the facts. Criteria for assessing the distinctive character of signs
consisting of a design applied to the surface of a product. The sign at issue is a
figurative sign made up of a series of elements that are repeated regularly and that can be
extended ad infinitum in all four directions, thereby lending itself particularly well to being
used as a surface pattern. Some of the s i g godds are ones that will obviously often
display surface patterns, such as fashion items in the broad sense of the term, while it is
less obvious that others will display surface patterns. It is only when a surface pattern is
unlikely, due to the nature of the goods at issue, that such a sign cannot be considered a
surface pattern for those goods (para. 39). The GC did not err in law when it used the
criterion of the possible, and not unlikely, use of the sign as a surface pattern in the light of
the nature of the goods concerned, in order to apply the case-law relating to three-
dimensional marks that are indissociable from the appearance of the goods (para. 40).
Firstly, due to the intrinsic characteristics of the sign at issue, which is made up of a series
of regularly repeated elements, and the nature of the relevant goods, the sign is, in
principle, intended to be affixed to the surface of those goods. There is therefore an
inherent probability that a sign consisting of a repetitive sequence of elements will be used
as a surface pattern and will therefore be indissociable from the appearance of the goods
concerned (para. 41). Secondly, the criterion of the most likely use adopted in the order of
26 April 2012, Deichmann v OHIM (C-307/11 P, EU:C:2012:254, paragraph 55), is
irrelevant, given that the case which gave rise to that order did not concern the registration
of a sign made up of a repetitive sequence of elements, but rather of a sign representing a
curved band with dotted lines (para. 42). And thirdly, compliance with the criterion of the
most likely use, as invoked by the appellant, would lead to it being possible for signs that
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lend themselves particularly well by reason of their intrinsic characteristics to be used as a
surface pattern for the goods covered, to avoid the case-law relating to marks that are
indissociable from the appearance of the goods being applied to them (para. 43).

T-184/17; DARSTELLUNG VON VIER GRUNEN QUADRATEN (posit.); Leifheit AG v
EUIPO; Judgment of 13 September 2018; EU:T:2018:537; Language of the case: DE

EUTM application

The applicant sought to register the position mark above as an EUTM for balances;
weighing scales; kitchen scales; household scales; analysis scales; scales for measuring
fat mass; heat control apparatus in Class 9. In the application for registration, the sign

applied for is described as foll ows, 6The

squares on the underside of a scale at each corner near the edge. The dashed lines

indicate the positionoft he mar k and ar e mMoetOffigeaefused to fegisteh e

the EUTM application pursuant to Article 7(1)(b) EUTMR, as it was devoid of distinctive
character. The applicant filed an appeal, which was dimissed by the Board of Appeal (BoA).
It found, firstly, that the mark applied for was inseparable from the rectangular shape of the
goods for which protection was sought, which would be evidenced not only by the dashed
lines, but also by the description; secondly, that because of its simple and purely decorative
configuration, the relevant public would not perceive the mark applied for as an indication of
origin; and thirdly, that the decorative possibilities of the surfaces of the goods in question
were unlimited. The applicant appealed to the General Court (GC), relying on one single
plea in law: infringement of Article 7(1)(b) EUTMR. Position marks. The mark applied for,
which seeks the protection of a specific sign on a particular part of the goods in question,
will be confused by the relevant public with the appearance of these products, the mark
being inseparable from the shape of the underside of a scale (paras 31-32). Specifically, in
view of the most likely use of the mark applied for, the mark is inseparable from the four
feet of a scale which form an integral part of the figurative form and representation of the
product (para. 34). On the possibility that the goods at issue are designed with convex or
concave sides, it does not follow from previous case-law that a mark is identical with the
appearance of the product concerned only if it adapts automatically to a change of shape
(para. 33). Distinctiveness. The mark does not significantly depart from the standard or
habits of the sector as, firstly, the square shape of the elements of the mark applied for
constitutes a basic form not likely as such to convey a message that consumers might
remember (para. 46). Secondly, it is positioned to coincide with the usual positioning of the
feet of weighing scales, ensuring the stability and operation of the products concerned
(para. 48). Thirdly, the light green colour chosen by the applicant for the four squares is not
particularly vivid or striking (para. 49) nor especially unusual in the sector concerned
(paras 56-58).
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