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DECISION No ADM-03-40 OF
THE PRESIDENT OF THE

OFFICE

of 28 October 2003

concerning the days on which the
Office is not open for the receipt of
documents and on which ordinary

mail is not delivered

THE PRESIDENT OF THE OFFICE
FOR HARMONIZATION IN THE
INTERNAL MARKET (TRADE
MARKS AND DESIGNS),

Having regard to Council Regulation
(EC) No 40/94 of 20 December 1993
on the Community trade mark, in par-
ticular Article 119 (2) (a) thereof,

Whereas pursuant to Rule 72 (1) of
Commission Regulation (EC) No
2868/95 of 13 December 1995 imple-
menting Council Regulation (EC) No
40/94 on the Community trade mark
(hereinafter referred to as ‘the Imple-
menting Regulation’) the President of
the Office shall fix the days on which
the Office is not open for the receipt of
documents;

Whereas any time limit that ends on a
day on which the Office is not open for
the receipt of documents extends to the
next working day on which the Office
is open for the receipt of documents
and on which ordinary mail is deliv-
ered;

Whereas any time limit that ends on a
day on which the Office, although open
to the public, does not receive ordinary
mail, extends to the next working day
on which the Office is open for the re-
ceipt of documents and on which ordi-
nary mail is delivered;

Whereas by Decision No ADM-95-23
of the President of the Office of 22 De-
cember 1995 (OJ 1995, 487) it has been
determined that the Office is not open
to the public on Saturdays and Sun-
days,

HAS ADOPTED THE FOLLOW-
ING DECISION:

Article 1

The official holidays on which the Of-
fice will not be open for the receipt of

DECISION OF THE FOURTH
BOARD OF APPEAL

of 28 August 2002

in Case R 785/2000-4

(Language of the case: German)

CTMR 4 - CTMR 7(1)(b) - CTMR 12 -
CTMR 44(2)

Amendment of the application -
Colour mark - Combination of
colours - Distinctiveness - Distribu-
tion channels

1. The assessment of the distinctive
character of a colour is based on a
series of criteria, such as the shade
of the colour, the specifics of the
relevant market, the conditions of
competition and the habits of con-
sumers. However, the Board con-
siders it unnecessary to take into
account a need to keep certain
colours free for use on the market
or to prevent the possible monop-
olisation of a colour by one under-
taking.

2. The shades of green contained in
the application are commonly used
for cleaning agents and polishing
compounds to invoke associations
of freshness and of a positive ambi-
ence for marketing purposes and as
such are not distinctive. The inten-
tion of the applicant to limit mar-
keting of the product to fairs and
specialised events and to set a high
price does not suffice to assume
that the standard of measurement
should not be the average con-
sumer, but a specialised public.

3. The CTMR allows corrections of
the initial application only where
the application contains obvious er-
rors and where the correction will
not result in a change of the sub-
stantive content of the mark. The
alternative submission of the appli-
cant to limit the scope of the initial
application to allow registration is
thus not admissible.

Garbiele Zielinsky
Barkensweg 50
D-26670 Uplengen/Stapelermoor
Germany

documents in 2004 shall be the follow-
ing days:

1 January (New Year)
6 January (Epiphany)
9 April (Good Friday)
12 April (Easter Monday)
22 April (Santa Faz)

20 May (Ascension) 
31 May (Whitsun)
24 June (San Juan)
12 October (Spanish national holiday)

1 November (All Saints)
6 December (Spanish Constitution
Day)
24 to 31 December

Article 2

The Office will not receive ordinary
mail within the meaning of Rule 72 (1)
of the Implementing Regulation on 8
December (Immaculate Conception)
2004. 

Article 3

This Decision shall enter into force on
1 January 2004. It shall be published in
the Official Journal of the Office.

Done at Alicante, 28 October 2003

Wubbo de Boer
President 



Appellant

represented by Rechts- und Patentan-
wälte LORENZ SEIDLER GOSSEL,
Widenmayerstraße 23, D-80538 Mu-
nich, Germany

APPEAL relating to Community trade
mark application No 904 169

The Fourth Board of Appeal

composed of C. Hoffrichter-Daunicht
(Chairperson and Rapporteur), C. Rus-
coni (Member) and F. López de Rego
(Member)

Registrar: E. Gastinel

gives the following

Decision

Summary of the facts and arguments
of the parties

1 By an application dated 4 Au-
gust 1998 the appellant sought to regis-
ter the colour mark (colour combina-
tion)

with the description ‘Pantone 375 C
(light green) and ‘RAL 6002 (leaf
green)’ for the following goods in

Class 3 – Cleaning agents and polishing
compounds for household and indus-
trial purposes.

2 The examiner informed the appel-
lant that the trade mark applied for was
devoid of any distinctive character in
respect of all the goods claimed (Arti-
cle 7(1)(b) CTMR). A colour combina-
tion without any contours was not re-
garded by consumers as a trade mark,
since goods were normally marketed in
various colours or colour combina-
tions.

3 In contrast, the appellant argued,
with reference to the decision-making
practice of the Boards of Appeal, that
colours complied with the requirements
of Article 4 CTMR and that even the

absolute grounds for refusal of Arti-
cle 7(1)(b), (c) and (d) CTMR were not
an obstacle to registration, at least if a
‘very special shade of colour’ were
claimed for ‘specific goods and ser-
vices’. What was claimed was not a sim-
ple basic colour but a specific colour
combination. The goods were packaged
in plastic cans, with the body coloured
in the leaf green claimed and the lid in
light green. The trade mark protection
could be restricted accordingly if nec-
essary. In this respect, the appellant re-
quested an indication of how to pro-
ceed. The goods claimed were not
mass-produced goods available in the
retail trade but high-priced products,
sold only at trade fairs and other pub-
lic events by demonstrators. The colour
combination claimed was not used by
competitors.

4 By the contested decision, the Of-
fice refused the application for all the
goods applied for. As grounds for its
decision, the examiner reiterated the
grounds for refusal communicated pre-
viously and added that, in respect of the
goods claimed, the colours ‘light green’
and ‘leaf green’ were not ‘exceptionally
unique and unusual’ shades within the
meaning of the decision by the Third
Board of Appeal in Case R 122/1998-3.
Competitors also offered cleaning and
washing agents in green packaging.
Furthermore, consumers associated the
colour green with unspoiled nature, as
a result of which use of this colour in
the cleaning agents sector and in envi-
ronmental protection was usual. No ev-
idence was provided of the existence of
any special distribution channels. Mere-
ly referring to an intended form of dis-
tribution had no influence on the dis-
tinctive character of a trade mark.

5 The appellant filed its notice of ap-
peal within the prescribed period and
submitted the following grounds for it
in due time:

The contested decision dealt merely
with the individual colours that consti-
tuted the colour combination, not with
the claimed colour combination itself.

The latter did have distinctive character
since consumers were not accustomed
to seeing the goods in question pack-
aged in several different shades of
green. In the alternative, the appellant
itemised the colour combination as fol-
lows: ‘The shades of green are to be on
cans, with the leaf green on the body
and the light green on the lid’.

Reasons

6 The appeal complies with Arti-
cles 57, 58 and 59 CTMR and Rule 48
IR. It is therefore admissible.

A. The abstract and concrete distincti-
veness of colour marks

7 The appeal is, however, unfounded,
for the Community trade mark appli-
cation is devoid of the necessary dis-
tinctive character according to Arti-
cle 7(1)(b) CTMR.

8 Individual colours and colour com-
binations are distinctive in the abstract
according to Article 4 CTMR (consis-
tent decision-making practice of the
Boards of Appeal, cf. most recently the
decision of the First Board of Appeal of
24 July 2001 in Case R 477/2000-1,
paragraph 10).

9 In addition, Community trade marks
must be distinctive in concrete terms ac-
cording to Article 7(1)(b) CTMR. Even
colours and colour combinations must
be capable, in the eyes of the trade cir-
cles addressed, of distinguishing the
claimed goods or services of one under-
taking from those of other undertakings
and thus of serving as the characteristic
mark of a particular undertaking. The
inherent distinctiveness to be attributed
to a colour mark is assessed, as with all
trade marks, by making an analysis,
which must be based on a multitude of
criteria, such as e.g. the shade of the
colour, the particular circumstances of
the market, competitors’ conduct, con-
sumer habits, etc. What is involved is a
multi-layered process of weighing up
criteria, which also interact with each
other. The aim of the analysis is to pre-
dict as accurately as possible how the av-
erage, reasonably well-informed, obser-
vant and circumspect consumer would
presumably perceive the trade mark,
which may not yet have appeared on the
market in the form concerned.



10 On the other hand, this Board
takes the view that the need for free
availability or the (supposed) risk of
certain colours’ being monopolised
need not be taken into consideration
for Community trade marks. The pro-
tective rights granted by the CTMR
necessarily give exclusive rights (i.e.
‘monopolies’) to individuals. The (as-
sumed) necessity of keeping certain
signs (colours) freely available for use
by competitors has no basis in the pro-
visions of Article 7(1)(b) CTMR, ac-
cording to which eligibility for regis-
tration depends solely on the capability
of the trade mark concerned to distin-
guish the goods and services actually
claimed by the applicant from those of
other undertakings. The sole crucial
factor here is the (presumed) perception
of the trade circles addressed. The re-
quirement for concrete distinctiveness
also guarantees limits to the granting of
protective rights. Any need over and
above that for certain indications to be
kept free is guaranteed by Arti-
cle 12 CTMR.

11 This Board’s views in this respect
are confirmed by the ECJ’s ‘Chiemsee’
decision (Judgment of the Court of Jus-
tice of 4 May 1999 in Joined Cases
C-108/97 and C-109/97 Windsurfing
Chiemsee Produktions- und Vertriebs
GmbH/Boots- und Segelzubehör Wal-
ter Huber und Franz Attenberger
(‘Chiemsee’), European Court Reports
(ECR) 1999, I-2779), according to
which the application of Article 3(1)(c)
and (3) of the First Council Directive
89/104/EEC of 21 December 1988 to
approximate the laws of the Member
States relating to trade marks
(OJ EC 1989, L 40, p. 1, ‘TMD’) does
not depend on there being a need to
keep free (see ECJ, loc. cit., para-
graphs 35 and 48). The provisions on
which the reference for the preliminary
ruling are based, in so far as relevant
here, coincide in their wording with the
corresponding rules of the CTMR. The
ECJ found that Article 3(3) TMD did
‘not permit any differentiation as re-
gards distinctiveness by reference to the
perceived importance of keeping the ...
name available for use by other under-
takings’ (see ECJ, loc. cit., paragraph 48).
Any interpretation of distinctiveness un-
der Article 3(3) TMD necessarily influ-
ences the interpretation of distinctive-
ness under Article 7(1)(b) CTMR. The

need to keep an indication freely avail-
able or any amendments in this respect
therefore cannot be taken into account
under the latter provision either.

12 Individual colours or colour com-
binations are generally devoid of con-
crete distinctive character because they
are not understood by consumers as an
indication of origin. Colours are a com-
ponent of the form of presentation of
almost all products and are normally
used only together with trade mark
names and other elements. Colours
therefore represent a typical decora-
tive/advertising element of the goods’
presentation and are perceived as such
by consumers. In addition, colours
convey a certain content as regards per-
ception: they represent particular stim-
uli, which alongside other environmen-
tal stimuli arouse feelings and are thus
intended to have a determining influ-
ence on consumer behaviour. Thus, for
example, the colours green/yellow/blue
reinforce the mental image of a ‘feeling
of emotional freshness’ (cf. Weinberg
quoted in Kroeber-Riel/Weinberg,
Konsumentenverhalten, 7th edi-
tion 1999, p. 423). As well as conveying
meaning through colours, colour pre-
sentation thus primarily creates a posi-
tive purchasing environment, but does
not indicate the origin of the goods.
However, under the particular circum-
stances of an individual case, colours
can of course, from the point of view of
the trade circles addressed, also acquire
the function of indicating origin.
Whether this is the case here must be
assessed using the criteria presented
above in paragraph 9 for the average
consumer described therein.

B. Lack of concrete distinctiveness of
colour combination applied for

13 Contrary to the appellant’s opin-
ion, the public addressed here is not
merely a specialist public but also the
simple average consumer. It follows
from the trade mark application that
the claimed goods are intended for
‘household and industrial purposes’.
There is therefore no basis for assum-

ing that the goods claimed are solely
high-priced products sold at special
events. Any intention of the applicant
of perhaps restricting use in this respect
would be of no significance. Therefore,
the trade circles addressed are com-
posed of both professional purchasers
of cleaning agents and polishing com-
pounds and end-users. For both con-
sumer groups there must be concrete
distinctiveness, although the criterion
to be applied in each case may vary be-
cause of differences in education and
knowledge of the market.

14 In the Board’s view, the average
consumer of the claimed goods would
not view the colour combination ap-
plied for as the characteristic mark of a
particular undertaking, in so far as it is
devoid of the concrete distinctive char-
acter required according to Arti-
cle 7(1)(b) CTMR. In reaching this
view, the Board has taken into account
the wealth of conceivable protected
forms of colour combinations.

15 In the market for cleaning agents
and polishing compounds, the use of
the shades of green applied for does not
function as the characteristic mark of a
particular undertaking. Experience
shows that, in the market for cleaning
agents and polishing compounds,
shades of green are used decoratively
both as the background colour on the
packaging and in the form of addition-
al elements on the labels. Many of the
applicant’s competitors use various
shades of green on their packaging for
cleaning agents. Thus, for example, in
the cleaning agents sector, Unilever use
a light green bottle with a dark green
top for the product ‘CIF’, as do Henkel
for the product ‘Mistol’. Competitors
also use shades of green decoratively on
the packaging of polishing agents. Thus
the packaging of ‘Tarni Shield Metals’
(3M) is light green with a dark green
top; SC Johnson’s Wax use green shades
on the packaging of ‘Pronto Limpiador
para madera’. Any differentiation be-
tween the appellant’s products and
those of other undertakings on the ba-
sis of the green colouring alone there-
fore seems extremely improbable to the
Board.



16 As already explained, the colour
green – along with other environmental
stimuli – promotes a ‘feeling of emo-
tional freshness’ in the consumer. Ob-
viously, ‘freshness’ is a positive proper-
ty, at least with regard to the use of
cleaning agents. It must also be taken
into account that using ‘green’ is very
common in the presentation of prod-
ucts whose manufacture and use have
an effect on nature. The colour green is
in those cases frequently associated
with protecting the environment. Such
an association is also obvious in the use
of the colour green for cleaning agents
and polishing compounds, for the latter
– as is generally known – end up in the
environment either directly upon use or
via effluent. Manufacturing such prod-
ucts from ingredients with as little neg-
ative impact as possible on the environ-
ment is a particularly positive charac-
teristic from the consumer’s point of
view. This is another reason why nu-
merous competitors use shades of green
in the design of their packaging for
cleaning agents and polishing com-
pounds.

17 In view of such associations made
by consumers on perceiving the (green)
colour combination applied for on
cleaning agents and polishing com-
pounds, the Board also considers it im-
probable that the colour combination
light green/leaf green could alone act as
the characteristic mark of a particular
undertaking. The conditions prevailing
on the market, as described above, are
against it. The end consumer will re-
gard the colours claimed as the expres-
sion of freshness and as environmental-
ly-friendly, not as a trade mark charac-
terising the cleaning agent as
originating from a particular undertak-
ing. There is therefore no longer any
need to consider whether the profes-
sional purchasers’ perception is differ-
ent in order to establish that the appli-
cation is devoid of the necessary dis-
tinctive character according to
Article 7(1)(b) CTMR.

C. Restriction of the list of goods and
services of the application in the al-
ternative

18 The ‘restriction’ of the application
undertaken in the alternative is inad-
missible. According to Article 44(2),
first sentence, CTMR, a Community
trade mark application may be amend-
ed, upon request of the applicant, only
by correcting the name and address of
the applicant, errors of wording or of
copying, or obvious mistakes, provided
that such correction does not substan-
tially change the trade mark or extend
the list of goods or services. Arti-
cle 44(2), first sentence, CTMR merely
allows corrections and therefore as-
sumes that the applicant had originally
intended to file an application other
than the original. This follows also
from the 16th Joint Statement by the
Council and the Commission of the
European Communities entered in the
minutes of the Council meeting at
which the Regulation on the Commu-
nity trade mark was adopted on 20 De-
cember 1993 (OJ OHIM 5/96, pp. 607-
611 and 613-623), according to which
the applicant’s intention was taken as
the basis when determining more pre-
cisely the concept of (obvious) ‘mis-
takes’. According to this, mistakes are
covered which require correction ‘in
the sense that nothing else would have
been intended than what is offered as
the correction’. It follows, however,
from the arguments of the appellant,
who wants ‘in the alternative, to re-
strict’ the trade mark, that the appellant
has by no means submitted an applica-
tion that is incorrect because it is not as
intended, but that it wants to amend its
application, as originally intended, by a
supposed ‘restriction’ (in accordance
with Article 44(1), first sentence,
CTMR in respect of the list of goods).
However, the Regulation on the Com-
munity trade mark makes no provision
for such amendments.

19 Furthermore, any amendment un-
der Article 44 CTMR would have to be
made expressly and, in particular, un-
conditionally (see Judgment of the CFI
of 27 February 2002 in T-219/00 – EL-
LOS; OJ OHIM 5/02, p. 1015, para-
graph 61). This accordingly excludes
any amendment made ‘in the alterna-
tive’, i.e. conditional upon refusal of the
main request.

20 However, even if one wanted to in-
terpret the appellant’s submission not as
a restriction in the alternative but as an
unconditional request for correction,
such a request would be inadmissible.
Putting the use of colour on the pack-
aging of goods in more concrete terms,
as was done in this case, represents an
amendment that ‘substantially changes
the trade mark’, for what would be in-
volved then would be no longer be an
abstract colour mark, but a colour mark
in a particular form of presentation, for
which the scope of protection differs
considerably from that for the abstract
colour mark.

21 In view of all the foregoing, the
contested decision was correct and the
appeal is therefore to be dismissed.

Order

On these grounds, the Board hereby:

Dismisses the appeal.



DECISION OF THE SECOND
BOARD OF APPEAL

of 21 November 2002

in Case R 944/2001-2

(Language of the case: English)

CTMR 8(1)(b) – CTMR 74(1)

First time on appeal – New means of
defence – Scope of appeal – Similarity
of the trade marks

1. The new means of defence and ob-
jections as to the proof of use raised
for the first time before the Boards
must not be admitted, as the appli-
cant did not adduce them when it
could and should have done within
the time limit set by the Opposi-
tion Division. The applicant cannot
avail itself of the appeal in order to
introduce new means of defence
and objections which it did not
submit in due time.

2. Visually and phonetically the signs
are very similar: eight and respec-
tively seven letters, first six letters
identical and placed in the same se-
quence. They differ only in the fi-
nal consonant, which is in the least
prominent position and without
which the marks would not be sim-
ilar but identical.

3. This conclusion is not altered by
the fact that ‘HALO’ is a generic
and descriptive term. The conflict-
ing marks are very similar not just
because they share the word
‘HALO’, but because the other
parts of the marks are also very
similar, and so the marks consid-
ered as a whole are strongly similar.

OSRAM Gesellschaft mit beschränk-
ter Haftung
Hellabrunner Str. 1
D-81543 Munich
Germany

Applicant / Appellant

represented by Lehmann & Fernández,
María Isabel Lehmann Novo, Alvarez
de Baena, 4, E-28006 Madrid, Spain

v

ESCOFA, S.A.
Ctra. Puente Arganda-Chinchón Km.
25
E-28500 Arganda del Rey (Madrid)
Spain

Opponent / Respondent

represented by Juan Carlos Vicente
Ochoa Blanco-Recio, Lagasca, 126, E-
28006 Madrid, Spain

APPEAL relating to Opposition Pro-
ceedings No B 199499 (Community
trade mark application No 965947)

The Second Board of Appeal

composed of K. Sundström (Chairper-
son), T. de las Heras (Rapporteur) and
D.T. Keeling (Member)

Registrar: E. Gastinel

gives the following

Decision

Summary of the facts

1 By application No 965947 with a
filing date of 26 October 1998, OS-
RAM Gesellschaft mit beschränkter
Haftung, the appellant/applicant (here-
inafter ‘the applicant’) sought to regis-
ter the word mark

HALOPAR

as a Community trade mark (‘CTM’)
for the following goods:

Class 11 – Apparatus for lighting, in
particular electric lamps; parts for the
aforesaid goods.

2 The application was published in
Community Trade Marks Bulletin No
55/99 of 12 July 1999.

3 On 6 October 1999, ESCOFA, S.A.,
the respondent/opponent (hereinafter
‘the opponent’) filed a notice of oppo-
sition against the registration of the
published trade mark. The opposition
was based on the following earlier
right:

— Spanish trade mark registration No
1564685 of the word mark

HALOPACK

which was filed on 25 April 1990 and
registered on 5 December 1991 for a
range of goods in class 11.

4 The opponent based its opposition
on the following goods covered by its
registration, namely:

Class 11 – Apparatus for lighting

5 The opponent directed its opposi-
tion against all the goods of the con-
tested application.

6 The grounds of the opposition were
those of Article 8(1)(b) of Council Reg-
ulation (EC) No 40/94 of 20 December
1993 on the Community trade mark
(‘CTMR’) (OJ EC 1994 No L11, p. 1;
OJ OHIM 1/95, p. 52).

7 On 9 January 2001 the Opposition
Division sent the applicant a copy of
the proof of use filed by the opponent.
The applicant submitted no objections
to the proof of use within the time lim-
it set by the Opposition Division.

8 On 5 September 2001 the Opposi-
tion Division took Decision
No 2175/2001 (‘the contested decision’)
ruling on Opposition No B 199499,
which was communicated to the parties
on 5 September 2001. The Opposition
Division upheld the opposition as the
goods in question were identical and
the trade marks in conflict were suffi-
ciently similar for there to be a likeli-
hood of confusion.

9 On 2 November 2001 the applicant
filed a notice of appeal against the con-
tested decision. A statement of grounds
was filed on 19 December 2001.

10 The opponent filed observations
on 12 February 2002.

Submissions and arguments of the
parties

11 The applicant requests the Board
to annul the contested decision and to
allow its application for a Community
trade mark to proceed to registration in
its entirety. The applicant’s arguments
can be summarised as follows:

— The first element ‘HALO’, which
the trade marks in conflict share, di-
rectly refers to the word halogen,
which in the Spanish language means
‘bulb, lamp or lighting appliance
made with the said elements and …
the light it projects’. Therefore it is
a generic and descriptive term and
thus cannot prevent the registration



of other distinctive signs, which
whilst sharing the descriptive term,
are confusingly similar as a whole.

— Making an overall appraisal of the
dominant elements of the two trade
marks, i.e. ‘PACK’ of the earlier tra-
de mark registration, and ‘PAR’ of
the trade mark application, although
they are apparently similar, concep-
tually they are totally different.
‘PAR’ in Spanish means ‘a couple, an
ensemble formed by two things,
whilst ‘PACK’ is a very common
English word used in everyday lan-
guage meaning ‘packet or wrapper’.
Therefore the dominant elements of
the trade marks in conflict have to-
tally dissimilar meanings and consu-
mers will retain these different men-
tal images to determine the differen-
ce between the two trade marks.

12 Furthermore, the applicant sub-
mits, for the first time before the Board,
new means of defence based on new
facts and new evidence, which it did not
submit before the Opposition Division.
These new means of defence can be
summarised as follows:

— The applicant has acquired earlier
trade mark rights on the word
HALO. It attaches as evidence data
taken from the Spanish Patent and
Trademark Office’s database con-
cerning its other international trade
marks protected in Spain, namely;
OSRAM HALOSTAR, OSRAM
HALOLUX, OSRAM HALO
STAR, OSRAM HALOCENT, OS-
RAM HALOTUBE, HALOMET,
HALOTRONIC, HALOS, which
cover goods in Class 11. Therefore,
the applicant argues that if anyone
has a right to use the word ‘HALO’
in Spain it should be itself as these
registered trade marks all have a pri-
ority date before that of the oppo-
nent’s trade mark (HALOPACK)
and they were not an obstacle to the
registration of the opponent’s trade
mark.

— The trade marks in dispute have al-
ready co-existed for a number of ye-
ars, since the Spanish authorities re-
gistered the opponent’s trade mark
‘HALOPACK’ despite the prior

existence of similar trade marks in
the applicant’s name. Therefore the-
re should be no obstacle to registe-
ring its new Community trade mark.

— The applicant is the owner of the in-
ternational trade mark No 607387
for ‘OSRAM HALOPAR’ for go-
ods in Class 11, whose protection in
Spain was granted without the op-
position of the opponent. The appli-
cant notes that the opponent did not
exercise its right to a declaration of
invalidity against its mark then.
Furthermore, this trade mark has
been used widely in Spain, and the
opponent has tolerated its use for
over five years. Even if the Commu-
nity trade mark application were re-
jected, the applicant could still use
its trade mark in Spain either as,
‘OSRAM HALOPAR’ or ‘HALO-
PAR’ and could stop the opponent
from using its trade mark outside
Spain. As far as the applicant is con-
cerned it is the opponent who has
allowed the consolidation of trade
marks to collide with its own, espe-
cially as the applicant is the owner of
another international trade mark re-
gistration No 607386 ‘OSRAM HA-
LOPAL’.

— The Opposition Division erred in
finding that there was sufficient pro-
of of use of the earlier trade mark
‘HALOPACK’ from the invoices
provided by the opponent. The in-
voices do not relate to the relevant
period, nor do the catalogues sub-
mitted prove that the goods bearing
the earlier trade mark were actually
sold. It also submits evidence of its
own regarding sales figures, catalo-
gues, etc. for the relevant period and
for goods with the ‘HALOPAR’ tra-
de mark.

— The opponent has used certain trade
marks registered in the applicant’s
name in its own catalogues, leading
the consumer to believe that they are
its own products and therefore cons-
tituting an act of unfair competition.

13 In its reply the opponent requests
that the contested decision be con-
firmed, that the Community trade mark
application be rejected, that the appeal
be dismissed, and that the applicant

bear the costs of the opposition and ap-
peal proceedings, for the following rea-
sons:

— The international trade mark regis-
tration ‘OSRAM HALOPAR’ is
very different from the Community
trade mark application ‘HALOPAR’
as consumers would know that the
origin of the goods is the company
OSRAM;

— Its trade mark ‘HALOPACK’ was
granted without any opposition
from the applicant, and the appli-
cant’s international registration has a
priority date from Germany of 1991,
which is later than that of its earlier
trade mark since it was filed in 1990;

— The debate on whether ‘OSRAM
HALOPAR’ or ‘HALOPACK’
were granted correctly or whether
their co-existence is pertinent to the
present case is immaterial, as ‘the
Office is not bound by national
practices and policies’ see decision of
13 March 2001 in case R 24/2000-2
TRI-CLAMP, paragraph 7, OJ
OHIM 12/2001;

— The fact that ‘PAR’ and ‘PACK’
have different meanings is irrelevant
as the Spanish speaking public might
not evoke different mental images to
determine the difference between the
two trade marks, therefore there is
still a risk of confusion;

— As to the applicant’s evidence, the
opponent claims that this should not
be considered by the Office as it
should have been filed before in the
opposition proceedings pursuant to
Article 74(2) CTMR. However, it
maintains that sales volume should
not influence any decision of the Of-
fice and that the applicant is making
use of the trade mark ‘HALOPAR’
without the ‘OSRAM’ element on
some of the evidence it submitted;

— As to the applicant’s claim of unfair
competition practices, the opponent
states that this has nothing to do
with the case in hand, and that any



allegations of this nature should be
brought before the Spanish authori-
ties. Furthermore, if allegations of
unfair competition are to be made,
the opponent claims that the appli-
cant has also used its trade mark
‘OSRAM HALOPAR’ without the
‘OSRAM’ element, thus infringing
the earlier trade mark ‘HALO-
PACK’.

14 On 9 May 2002, the applicant sent
in further evidence as concerns the re-
pute of its trade mark ‘OSRAM
HALOPAR’. Enclosed were two cer-
tificates issued by the Official Cham-
bers of Commerce of Madrid and
Barcelona, corroborating this trade
mark’s renown.

Reasons

15 The appeal complies with Articles
57, 58 and 59 CTMR and Rule 48 of
Commission Regulation (EC) No
2868/95 of 13 December 1995 imple-
menting Council Regulation (EC) No
40/94 on the Community trade mark
(OJ EC 1995 No L 303, p.1; OJ OHIM
2-3/95, p.258). It is therefore admissi-
ble.

16 The appeal however is unfounded,
because the contested decision was cor-
rect in finding a likelihood of confusion
between the conflicting marks.

17 First of all, as a preliminary ques-
tion the issue of the admissibility of the
new means of defence and the objec-
tions as to the sufficiency of the proof
of use of the earlier mark, referred to
above in paragraph 12 and raised by the
applicant for the first time before this
Board, must be decided. These new
means of defence and objections as to
the proof of use must not be admitted
for the following reasons.

18 The applicant did not adduce these
new means of defence when it could
and should have done, within the time
limit set by the Opposition Division for
the applicant to submit its response to
the opposition in accordance with Rule
19(1) IR. Neither did the applicant raise
any objections to the sufficiency of the
proof of use of the earlier mark within
the time limit set by the Opposition
Division (see paragraphs 7 and 12
above) in accordance with Arti-

cle 43(1) CTMR, notwithstanding the
fact that the proof was filed at its re-
quest. The applicant cannot validly
avail itself of the appeal in order to in-
troduce new means of defence and ob-
jections which it did not submit in due
time; it has the right to respond to the
opposition using all the means of de-
fence it deems appropriate, but also the
obligation to do so whilst strictly com-
plying with the deadline. The filing of
the appeal does not in itself make pro-
ceedings retroactive, so that facts and
evidence omitted may be implemented
when those proceedings could and
should have taken place within their
time limits in the course of the pro-
ceeding of first instance (cf. in a identi-
cal sense, decision of this Board of Ap-
peal of 6 May 2002 in Case R 664/2000-
2 – MAX THUNDER/T-THUNDER
and the decisions cited therein).

19 The applicant cannot adduce, in
this second instance, new means of de-
fence, facts and evidence – pendente ap-
pellatione nihil innovetur. It cannot
criticise the Opposition Division for
not taking into consideration new
means of defence which were not pre-
sented in due time, since the Opposi-
tion Division cannot legally examine ex
officio or give a ruling on matters not
previously submitted by the parties in
accordance with the adversarial and
party disposition principles, which gov-
ern opposition proceedings under the
terms of Article 74(1) CTMR, by virtue
of which the examination on the part of
the Office shall be restricted to the
‘facts, evidence and arguments provid-
ed by the parties and the relief sought’
(see decision MAX THUNDER/T-
THUNDER, cited above in paragraph
18).

20 The acceptance of new matters in
the second instance, apart from depriv-
ing the first instance of useful effect, is
contrary to the right of the other party
to a fair trial within a reasonable time,
which implies a rigorous observance of
the time limits. These time limits are
not subject to the will of the parties nor
extendable at their convenience, as stat-
ed by the Court of Justice (see judg-
ment of 7 July 1971 in Case C-79/70
Helmut Müllers v Economic and Social
Committee of the EEC and EAEC,
paragraph 18; and judgment of
12 July 1984 in Case C-227/83 Sophie
Moussis v Commission, paragraphs 12

and 13) and by the Boards of Appeal
(see decisions of 11 July 2000 in Case R
562/1999-1 – NIDEK (FIG. MARK)/
NIDER(S), paragraphs 18-26, and
MAX THUNDER/T-THUNDER,
cited above, paragraph 15 and the deci-
sions cited therein at paragraph 13).

21 Since the preliminary questions
have been resolved, it is appropriate to
examine the issue of likelihood of con-
fusion between the conflicting marks.

22 According to Article 8(1)(b)
CTMR, upon opposition by the pro-
prietor of an earlier trade mark, the
trade mark applied for shall not be reg-
istered ‘if because of its identity with or
similarity to the earlier trade mark and
the identity or similarity of the goods
or services covered by the trade marks
there exists a likelihood of confusion on
the part of the public in the territory in
which the earlier trade mark is protect-
ed; the likelihood of confusion includes
the likelihood of association with the
earlier trade mark’.

23 The likelihood of confusion on the
part of the public depends on numer-
ous elements and, in particular, on the
recognition of the trade mark on the
market, the association which can be
made with the used or registered sign,
the degree of similarity between the
trade mark and the sign and between
the goods or services identified. It must
be appreciated globally, taking into ac-
count all factors relevant to the circum-
stances of the case (see Case C-251/95
Sabèl BV v Puma AG, Rudolf Dassler
Sport (Sabèl) [1997] ECR I-6191, para-
graph 22, and Case C-342/97 Lloyd
Schuhfabrik Meyer & Co GmbH v Kli-
jsen Handel BV (Lloyd Schuhfabrik)
[1999] ECR I-3819, paragraph 18).

24 The likelihood of confusion must
be determined by means of a global ap-
praisal of the visual, phonetic and con-
ceptual similarity of the marks, on the
basis of the overall impression given by
the marks, bearing in mind in particu-
lar their distinctive and dominant com-
ponents. The average consumer nor-
mally perceives a mark as a whole and
does not proceed to analyse its various



details, since he only rarely has the
chance to make a direct comparison be-
tween the different marks and must
place his trust in the imperfect picture
of them that he has kept in his mind
(see, to that effect, Sabèl, paragraph 23;
Lloyd Schuhfabrik, paragraph 25).

25 The similarity of the marks and the
similarity of the goods are interdepen-
dent criteria in the sense that a lesser
degree of similarity between the goods
may be offset by a greater degree of
similarity between the marks, and vice
versa (see judgment of the Court of Jus-
tice of the European Communities of
29 September 1998 in Case C-39/97
Canon Kabushiki Kaisha, Japan v
Metro-Goldwyn-Mayer Inc. formerly
Pathe Communications Corporation,
(Canon) [1998] ECR I-5507, at para-
graph 17).

26 In the present case the finding of
the contested decision stating the exis-
tence of identity between the goods of
the conflicting marks has not been chal-
lenged. The question is whether the
conflicting marks are sufficiently simi-
lar to entail likelihood of confusion in
view of the identity of the goods.

27 The Board shares the view held in
the contested decision on the visual, au-
ral and conceptual similarity between
the marks being compared. Visually
and phonetically the marks are very
similar as they are of similar length
(eight letters and seven letters) and the
first six letters are identical and placed
in the same sequence (see in this sense
judgment of the Court of First Instance
of the European Communities of 23
October 2002 in Case T-388/00 Institut
für Lernsysteme GmbH v OHIM
(ELS/ILS), at paragraph 66). The appli-
cant’s arguments cannot cancel out the
irrecusable fact that the marks differ
only in their final consonant, the reper-
cussion of which is rather mitigated be-
cause its final position is the least
prominent. Thus visually and phoneti-
cally the marks are very similar since
the difference is just one digraph (‘CK’
sounds like ‘K’ in Spanish) which is
placed in an insignificant position, and
without which the marks would not be
similar but identical.

28 This conclusion is not altered by
the applicant’s argument that ‘HALO’
is a generic and descriptive term and
thus cannot prevent the registration of
other distinctive signs, which whilst
sharing the descriptive term, are con-
fusingly similar as a whole. On the oth-
er hand, here the conflicting marks are
very similar not just because they share
the word ‘HALO’, as the applicant
wrongly argues, but because the other
parts of the marks are also very similar,
and so the marks considered as a whole
are strongly similar.

29 The conceptual difference is non-
existent in the language of the targeted
public, which is Spanish; if the marks
are to be considered as a whole without
dissecting them into their component
parts, as the applicant wrongly holds,
neither one of them has any meaning in
Spanish as the contested decision cor-
rectly stated.

30 All in all the similarities between
the conflicting marks outweigh the dif-
ferences, since there are more similari-
ties than differences; the first six letters
of both marks are identical and also
they lie in the dominant parts of the
signs, whereas there is only one differ-
ence and it is not prominent, namely a
slight difference in a minor detail,
which the public generally does not re-
tain in its memory. The average con-
sumer normally perceives a mark as a
whole and does not proceed to analyse
its various details, since he only rarely
has the chance to make a direct com-
parison between the different marks
and must place his trust in the imper-
fect picture of them that he has kept in
his mind (see paragraph 24 above).

31 In conclusion, from the similarity
between the conflicting marks and from
the identity of the respective goods,
taking into account the principle of the
interdependence of both factors, the
Board comes to the same conclusion as
the contested decision, namely, that
there is likelihood of confusion in the
sense of the Article 8(1)(b) CTMR.

32 For the reasons given above, the
appeal must be dismissed in its entirety
and the contested decision confirmed.

Costs

33 Since the applicant is the losing
party within the meaning of Arti-
cle 81(1) CTMR, it must be ordered to
bear the costs incurred by the opponent
in the appeal proceedings.

Order

On those grounds, the Board hereby:

1. Dismisses the appeal.

2. Orders the applicant to pay the
costs incurred by the opponent in
the appeal proceedings.



DECISION OF THE THIRD
BOARD OF APPEAL

of 15 January 2003

in Case R 401/2002-3

(Language of the case: English)

CTMR 43(2) – CTMR 43(3) – IR 17(2)
– IR 22

Error - Substantial procedural viola-
tion

1. The contested decision is based on
the incorrect conclusion that regis-
tration no 1092363 of the figurative
mark ‘LOGIC CONTROL’ pro-
tects ‘recorded computer pro-
grams’. In so far as that mark pro-
tects ‘Disks, bands, rubans, cards
and punched cards; any magnetic
or punched carrier for software and
for the recordal of computer pro-
grams’, it is clear that protection
does not extend to ‘software and
recorded computer programs’.

2. Accordingly, the remainder of the
analysis in the contested decision
concerning the likelihood of confu-
sion between the marks is incor-
rect.

Nisaba Group Ltd
Nisaba House, Waterfront Business
Park
Fleet, Surrey GU13 8QT
United Kingdom

Applicant/Appellant

represented by Alexander Ramage As-
sociates, 20 High Street, Woking GU21
1BW, United Kingdom

v

Logic Control, S.A.
Ctra. de Prats, 122
E-08208 Sabadell
Spain

Opponent/Respondent

represented by Oficina Ponti, Con-
sell de Cent, 322, E-08007 Barcelona,
Spain

APPEAL relating to Opposition Pro-
ceedings No B 272213 (Community
trade mark application No 1226620)

The Third Board of Appeal

composed of  S. Sandri (Chairman), Th.
Margellos (Rapporteur) and A. Bender
(Member)

Registrar: E. Gastinel

gives the following

Decision

Summary of the facts and procedure

1 By application of 1 July 1999, the
applicant sought to register the word
mark below for the goods and services
listed thereafter. The application was
published in the Community Trade
Marks Bulletin No 21/2000 of 13
March 2000.

THE LOGIC GROUP

2 The goods and services in the appli-
cation are:

Class 9 – Computers, and electronic ap-
paratus being peripheral equipment for
use with computers; electronic appara-
tus for encoding, reading or verifying
encoded cards or data carriers in the na-
ture of cards; cards and data carriers in
the nature of cards; electronic apparatus
for the storage, handling, switching or
transmission of video or of data; parts
and fittings for all the aforesaid goods;
software.

Class 42 – Consultancy services in the
field of computer hardware, computer
programming, or computer software;
computer programming, computer
software design and updating; provi-
sion of research and consultancy ser-
vices in the field of computers, com-
puter software, and information tech-
nology.

3 On 30 May 2000, the opponent filed
a Notice of Opposition on grounds of
the likelihood of confusion between the
mark applied for and a number of reg-
istrations in Spain of various marks,
and of the use in the course of trade in
Spain of its trade name. The opposition
is directed at all of the goods in the ap-
plication. The earlier rights which the
opponent invokes are as follows:

1. Registration No 1092363 filed on
17 January 1985 of the figurative mark
below

The goods covered by the registration
on which the opposition is based are:

Class 9 – Disks, bands, rubans, cards
and punched cards; any magnetic or
punched carrier for software and for
the recordal of computer programs.

2. Registration No 1913405 filed on
13 July 1994 of the figurative mark be-
low

The goods covered by the registration
on which the opposition is based are:

Class 9 – Calculating, input, storage,
conversion, treatment and data signals
and information transmission appara-
tus, machines, devices and units; com-
puters, electronic and electric calcula-
tors, pocket calculators; computer pe-
ripherals; printers; electronic keyboard
and screen machines; Disks, bands,
rubans, cards and punched cards; any
magnetic or punched carrier for soft-
ware and for the recordal of computer
programs.

3. Registration No 1913411 filed on
13 July 1994 of the figurative mark be-
low



The goods covered by the registration
on which the opposition is based are
the same as those covered by the fore-
going registration.

4. Registration No 1913407 filed on
13 July 1994 of the figurative mark be-
low

The goods covered by the registration
on which the opposition is based are
the same as those covered by Registra-
tion No 1913405.

5. Registration No 1686286 filed on
25 February 1992 of the word mark be-
low

LOGIC CONTROL PLUS

The services covered by the registration
on which the opposition is based are:

Class 42 – Study and consultancy ser-
vices in the analysis of programming
matters and in computers working.

6. Registration No 1723496 filed on 6
October 1992 of the word mark below

LOGIC CONTROL WIN

The services covered by the registration
on which the opposition is based are
the same as those covered by the fore-
going registration.

7. Registration No 1723499 filed on 6
October 1992 of the figurative mark be-
low

The services covered by the registration
on which the opposition is based are
the same as the services covered by
Registration No 1686286.

8. Commercial name no 91041 grant-
ed on 7 December 1981 of

LOGIC CONTROL, S.A.

used in the course of trade for:

‘Business general consulting services;
work analysis and work programming
for computer execution’.

4 On 21 September 2000, the appli-
cant requested the opponent to provide
proof of use of the earlier marks for the
goods and services for which they were
registered.

5 On 8 May 2001, within the time
limit allowed for the submission of
facts, evidence and arguments, the op-
ponent submitted various documents as
proof of use.

6 By Decision No 592/2002 of 8
March 2002 (‘the contested decision’),
the Opposition Division rejected the
application in its entirety. Examining
the opposition based on Spanish regis-
tration No 1092363 of the figurative
mark ‘LOGIC CONTROL’, the Op-
position Division, firstly, noted that the
proof of use did not feature the figura-
tive mark in the registered form.
Nonetheless, it ruled that the use of the
Spanish trade mark, which contained
the words ‘logic control’ without the
thin horizontal lines, did not alter the
distinctive character of the mark in the
form in which it was registered. Sec-
ondly, the Opposition Division ruled
that the opponent did not provide evi-
dence of the proof of use of that mark
with ‘unrecorded magnetic carriers,
disks, bands, rubans etc.’, namely goods
‘other than recorded computer pro-
gramms’. The examination of the oppo-
sition based on the figurative mark was
therefore continued in respect of

‘recorded computer programms’.
Thirdly, in view of the identity of
‘recorded computer programms’  to
‘software’ in the application and the
similarity of   ‘recorded computer pro-
gramms’  to the remainder of the goods
and services in the application, and the
similarity of the marks based on the
dominance of the word ‘LOGIC’, there
was a likelihood of confusion in Spain.
The Opposition Division therefore up-
held the opposition and did not con-
sider it necessary to examine the oppo-
sition based on the other marks.

7 On 7 May 2002, the applicant filed
an appeal against the contested decision
together with the statement setting out
the grounds of appeal. The opponent,
who was notified of the appeal on 15
May 2002, replied with observations on
15 July 2002.

8 In the statement setting out the
grounds of the appeal, the applicant ar-
gues:

— The Opposition should be dismissed
because the notice of opposition is
deficient or alternatively the opposi-
tion based on Spanish registration
Nos 1092363, 1913405, 1913411 and
1913407 should not be taken into
consideration since the opponent has
not translated the description contai-
ned in the documents;

— The proof of use should be disregar-
ded since it has not been translated
into the procedural language.

— Where the opposition is based on an
earlier mark which has been registe-
red for more than five years prece-
ding the date of publication of the
mark applied for, in the context of
which proof of use is examined, it is
not open for the Office to determi-
ne whether use of the earlier natio-
nal mark in a form differing in ele-
ments which do not alter the dis-
tinctive character of the form in
which it was registered amounts to
use of the earlier mark. The Oppo-
sition Division erred in construing
Article 43(3) CTMR in the light of
Article 15(2)(a) CTMR since, firstly,



the wording ‘within the meaning of
paragraph 1’ in that sub-paragraph
clearly indicates that the subpara-
graphs to which it refers are inten-
ded to relate exclusively to Article
15(1) CTMR, namely a Community
trade mark, and not to all other ins-
tances where proof of use is requi-
red. Secondly, had it been intended
that Article 15(2)(a) should apply to
Article 43, a similar reference would
have been incorporated into Article
43. Thirdly, in the context of Article
7(3) CTMR, the Office does not ac-
cept evidence of use of a similar sign
as evidence of acquired distinctive-
ness.

— In any case, the signs which are fea-
tured in the proof of use are clearly
different from the registered mark
no 1092363 since those signs incor-
porate the expression ‘UNIDAD
DE SERVICIOS INFORMATI-
COS’ immediately above the word
‘LOGIC’, do not contain the dis-
tinctive appearance of the horizontal
lines featured in the registered mark
and contain in one use the word
‘LOGIC CONTROL’ in black
against a white rectangular back-
ground.

— There is no evidence of use on go-
ods actually covered by registered
mark no 1092363.

— Moreover, registered mark no
1092363 does not cover software or
any services relating to software, or
‘recorded computer programms’.
Registered marks Nos 1913407,
1913411 and 1923405 may cover ‘re-
corded computer programmes’ but
there is no suggestion in the contes-
ted decision that there is proof of use
of these marks.

— There is no proof that any of the re-
gistered marks were used in connec-
tion with the goods and services in
respect of which they are registered.

— Even if the opponent’s goods covers
‘recorded computer programmes’,
their nature and the purpose to
which they could be put is so diffe-
rent that there can be no confusion
as to the origin on the part of the
average consumer who will not
make a casual purchase without first
studying the product in detail. Furt-
hermore, there is no evidence that
‘Consultancy services in the field of
computer hardware, computer pro-
gramming, or computer software;
computer programming, computer
software design and updating; provi-
sion of research and consultancy ser-
vices in the field of computers, com-
puter software, and information
technology’ in the application are
routinely provided by enterprises
providing recorded computer pro-
grammes.

— In the assessment of the similarity
between the mark applied for and
the earlier registration of the figura-
tive mark No 1092363, the contested
decision assumes unjustifiably in the
absence of any evidence, that the do-
minant element is the word ‘LO-
GIC’.  To the contrary, searches of
the Spanish and Community trade
mark registers show that many tra-
ders use the word ‘LOGIC’ to de-
signate Class 9 goods. The mark ap-
plied for must be compared in its en-
tire form with the earlier mark as it
is registered with the addition of the
horizontal lines. The mere fact that
both signs contain the word ‘LO-
GIC’ does not of itself mean that
there is a likelihood of confusion.
Visually, phonetically and concep-
tually the marks in question are cle-
arly different.

9 The opponent contends as follows:

— The notice of opposition complies
with Rule 15 IR. All facts, evidence
and arguments in support of the op-
position as referred to in Rule 16(1)
and (2) IR were submitted on 8 May
2001 within the time limit set by the
Opposition Division.

— The Opposition Division has not re-
quested a translation of the proof of
use.

— The earlier marks are used in a form
differing in elements, which do not
alter the distinctive character of the
marks as they were registered. The
proof of use shows that the earlier
marks are applied to ‘registered
computer programs, services of
study and consultancy in the analy-
sis of programming matters and in
computer working’.

— There is a likelihood of confusion in
view of the similarity between the
marks in which the dominant ele-
ment is the word ‘LOGIC’, and the
fact that ‘registered computer pro-
grams, services of study and consul-
tancy in the analysis of program-
ming matters and in computer wor-
king’ protected by the earlier marks
are identical to the goods and servi-
ces in the application.

— The fact that there are other regis-
trations of marks containing the
word ‘LOGIC’ is irrelevant.

10 Reference is made to the docu-
ments in the file including, in particu-
lar, the pleadings of the applicant,
which have been considered by the
Board and taken as a basis for its deci-
sion.

Reasons

11 The appeal complies with Articles
57, 58 and 59 of Council Regulation
(EC) No 40/94 of 20 December 1993
on the Community trade mark (OJ EC
No L 11 of 14.1.1994, p. 1)(hereinafter
‘CTMR’) and Rule 48 of Commission
Regulation (EC) No 2868/95 of 13 De-
cember 1995 implementing the CTMR
(OJ EC L 303, 15.12.1995, p. 1). It is
therefore admissible.

12 In rejecting the Community trade
mark application the contested decision
confines itself to the examination of the
opposition based on the registration in
Spain No 1092363 of the figurative
mark ‘LOGIC CONTROL’, since that
is the mark which is presented first in
the notice of opposition.



13 In regard to that mark, the Oppo-
sition Division examines firstly the
proof of use, and rules that there is gen-
uine use of the figurative mark ‘LOG-
IC CONTROL’ under registration No
1092363 for ‘recorded computer pro-
gramms’, but, ‘that there is no indica-
tion in the evidence that the opponent
sells unrecorded magnetic carriers,
disks, bands, rubans etc.’ The contested
decision then examines the likelihood
of confusion between the mark applied
for in respect of the goods and services
listed in paragraph 2 and the figurative
mark ‘LOGIC CONTROL’ for
‘recorded computer programms’. Ac-
cordingly, it rules that there is no need
to consider the opposition based on the
remaining earlier marks.

14 The Board considers that, and as
the applicant argues, the contested de-
cision is based on the incorrect conclu-
sion that registration No 1092363 of the
figurative mark ‘LOGIC CONTROL’
protects ‘recorded computer pro-
gramms’. Insofar as that mark protects
‘Disks, bands, rubans, cards and
punched cards; any magnetic or
punched carrier for software and for
the recordal of computer programms’,
it is clear that protection does not ex-
tend to ‘software and recorded com-
puter programms’.

15 Accordingly, the remainder of the
analysis in the contested decision con-
cerning the likelihood of confusion be-
tween the mark applied for and the
above figurative mark is incorrect.  In
particular, the contested decision, hav-
ing firstly concluded that there is no ev-
idence of the use of the above figurative
mark in respect ‘unrecorded magnetic
carriers, disks, bands, rubans, etc.’, then
concludes that there is sufficient evi-
dence of the use of that mark with
‘recorded computer programms’.  Inso-
far as the opponent’s mark does not
protect ‘recorded computer pro-
gramms’ per se, but rather ‘Disks,
bands, rubans, cards and punched
cards; any magnetic or punched carrier
for software and for the recordal of
computer programms’, the finding that
there is a likelihood of confusion be-
tween the mark applied for and the op-
ponent’s registration of the figurative
mark  ‘LOGIC CONTROL’, in view

of the identity of ‘software’ and the
similarity of the remainder of the goods
and services in the application to
‘recorded computer programms’ pro-
tected by registration No 1092363 of
the figurative mark ‘LOGIC CON-
TROL’, is based on an incorrect
premise.

16 For the foregoing reasons, the
Board considers that the contested de-
cision must be annulled and remitted to
the Opposition Division for further
prosecution.

17 Furthermore, the Board considers
that since the above error constitutes a
substantial procedural deficiency, it is
equitable for the appeal fee to be reim-
bursed within the meaning of Rule 51
IR.

Order

On those grounds, the Board hereby:

1. Annuls the contested decision.

2. Remits the case to the Opposition
Division for further prosecution.

3. Orders the reimbursement of the
appeal fee.
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Gemeinschaftsmarkenverordnung
List of professional representatives according to Article 89 Community Trade

Mark Regulation
Liste de mandataires agréés conformément à l’article 89 du règlement

sur la marque communautaire
Elenco dei mandatari abilitati ai sensi dell’articolo 89 del regolamento

sul marchio comunitario

Inscripciones / Eintragungen / Entries / Inscriptions / Iscrizioni

België / Belgique

(véase / siehe / see / voir / vedi Benelux)

Deutschland

BÖHMER, Sabine (DE)
Hohenstaufenstr. 21
D-73061 Ebersbach an der Fils

GIRARDIN, Bärbel Anneliese (DE)
GIESECKE & DEVRIENT GMBH
Prinzregentenstr. 159
D-81677 München

JAGER, Barbara Gisela Libya (DE)
GIESECKE & DEVRIENT GMBH
Prinzregentenstr. 159
D-81677 München

LANGER, Andreas (DE)
GIESECKE & DEVRIENT GMBH
Prinzregentenstr. 159
D-81677 München

LE-SATTLER, Alicia (DE)
SCHNEIDERS & BEHRENDT
Huestr. 23
D-44787 Bochum



NOWLAN, Elke Ursula (US)
Johanneskirchner Str. 68
D-81927 München

PISCHITZIS, Anastassios (DE)
RUFF, WILHELM, BEIER, DAUSTER &
PARTNER
Kronenstr. 30
D-70174 Stuttgart

STAUFER, Werner (DE)
Asamstr. 71
D-85053 Ingolstadt

ULRICH, Thomas (DE)
EADS DEUTSCHLAND GMBH,
Patentabteilung
Willy-Messerschmitt-Str.
D-85521 Ottobrunn

Nederland
(Véase / siehe / see / voir / vedi Benelux)

Österreich
HARRER, Dagmar (AT)
VA TECH PATENTE GMBH
Penzinger Str. 76
A-1141 Wien

Sverige
KÄÄRIÄINEN, Jarmo Antero (SE)
BERGENSTRÅHLE & LINDVALL AB
Medborgarplatsen 25
S-118 93 Stockholm

United Kingdom
GOODCHILD, Joanne Elaine (GB)
W. P. THOMPSON & CO
Coopers Building
Church Street
Liverpool L1 3AB
United Kingdom

HINDLE, Alistair Andrew (GB)
KEITH W NASH & CO.
90-92 Regent Street
Cambridge CB2 1DP
United Kingdom

HISCOX, Corinna (GB)
HASELTINE LAKE
Redcliff Quay
120 Redcliff Street
Bristol BS1 6HU
United Kingdom

RAYMENT, Stewart Gregory (GB)
KINGSLEY AND TALBOYS
4 Sinclair House
Hastings Street
London WC1H 9PZ
United Kingdom

THACKER, Darran Ainsley (GB)
SERJEANTS
25 The Crescent
King Street
Leicester LE1 6RX
United Kingdom

VAN VUUREN, Danise (NL)
RECKITT BENCKISER (UK) LIMITED
103-105 Bath Road
Slough SL1 3UH
United Kingdom

Benelux
MOLLING, Matheus Catharina (NL)
VEREENIGDE
Nieuwe Parklaan 97
NL-2587 BN Den Haag

VAN VELZEN, Maaike Mathilde (NL)
Unilever NV
Patent Department
Olivier van Noortlaan 120
NL-3133 AT Vlaardingen

Modificaciones / Änderungen / Changes / Changements / Modifiche

België / Belgique
(véase / siehe / see / voir / vedi Benelux)

Deutschland
ALTENBURG, Udo W. (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

BARDEHLE, Heinz (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

BLASBERG, Tilo (DE)
PATENTANWÄLTE KEWITZ &
KOLLEGEN, PARTNERSCHAFT
Corneliusstr. 18
D-60325 Frankfurt am Main



DOST, Wolfgang A. (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz  1
D-81679 München

ELBEL, Michaela (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

GEISSLER, Bernhard (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

HESS, Peter K. (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

HOFFMANN, Walter (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

HROVAT, Andrea (DE)
PATENTANWÄLTE KEWITZ &
KOLLEGEN, PARTNERSCHAFT
Corneliusstr. 18
D-60325 Frankfurt am Main

HRUSCHKA, Jürgen (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

KEWITZ, Ansgar (DE)
PATENTANWÄLTE KEWITZ &
KOLLEGEN, PARTNERSCHAFT
Corneliusstr. 18
D-60325 Frankfurt am Main

KOCH-HULD, Christa Annegret (DE)
DR. WEITZEL & PARTNER
Friedenstr. 10
D-89518 Heidenheim

KRELLER-SCHOBER, Maria J. (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

LANG, Johannes (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

RINGS, Rolf (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

ROST, Jürgen (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz  1
D-81679 München

SPRANGER, Stephan (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

THÜRER, Andreas (DE)
Bosch Rexroth AG
Zum Eisengießer 1
D-97816 Lohr am Main

WICHMANN, Hendrik (DE)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Galileiplatz 1
D-81679 München

España

MIRA OBRADOR, Isabel Evelyn (ES)
BARDEHLE, PAGENBERG, DOST,
ALTENBURG, GEISSLER
Explanada de España, 3
E-03002 Alicante

France

MICHARDIÈRE, Bernard (FR)
CABINET ARMENGAUD AINÉ
3, avenue Bugeaud
F-75116 Paris

Ireland

MCNAMARA, Gillian (IE)
MASON HAYES & CURRAN
6 Fitzwilliam Square
IE-2 Dublin

Italia

BALDI, Claudio (IT)
ING. CLAUDIO BALDI S.R.L.
Viale Cavallotti, 13
I-60035 Jesi (Ancona)



STELLA, Lia (IT)
ING. BARZANÒ & ZANARDO MILANO
S.P.A.
Via del Commercio, 56
I-36100 Vicenza

Nederland

(Véase / siehe / see / voir / vedi Benelux)

Benelux

DE MEERSMAN, Roland Marc Florent (BE)
BUREAU GEVERS
Brussels Airport Business Park
Holidaystraat, 5
B-1831 Diegem

KRIJGSMAN, Petronella (NL)
AARDENBURG BRANDING
CONSULTANTS B.V.
Nachtschadestraat 36
NL-2153 EM Nieuw-Vennep

Correcciones / Berichtigungen / Corrections / Corrections / Rettifiche

France

THILL, Isabelle (FR)
CABINET REGIMBEAU
20, rue de Chazelles
F-75847 Paris Cédex 17

Cancelaciones / Löschungen / Deletions / Radiations / Radiazioni

Deutschland
FLÜGEL, Otto (DE)
FLÜGEL PREISSNER KASTEL
Wißmannstr. 14
D-81929 München

GERNHARDT, Claus (DE)
JUNG, SCHIRDEWAHN, GERNHARDT
Clemensstr. 30
D-80803 München

KAHLER, Kurt (DE)
KAHLER KÄCK MOLLEKOPF
Vorderer Anger 239
D-86899 Landsberg

LEWALD, Dietrich (DE)
VONNEMANN · KLOIBER · LEWALD ·
HÜBNER
Belgradstr. 1
D-80796 München

PRESTING, Hans-Joachim (DE)
MEISSNER & MEISSNER
Hohenzollerndamm 89
D-14199 Berlin 

SCHULMEYER, Karl-Heinz (DE)
Kieler Str. 59a
D-25474 Hasloh

SIEWERS, Gescha (DE)
HARMSEN & UTESCHER
Alter Wall 55
D-20457 Hamburg

España

ARACIL MEROÑO, Ignacio (ES)
ARACIL PATENTES Y MARCAS
C/ Mª de Molina, 22 - Bajo Dcha.
E-28006 Madrid



BUTCHER, Ian James (GB)
A.A. THORNTON & CO.
235 High Holborn
London WC1V 7LE
United Kingdom

CRAWFORD, Andrew Bennie Birkby (GB)
A.A. THORNTON & CO.
235 High Holborn
London WC1V 7LE
United Kingdom

EXELL, Jonathan Mark (GB)
WILLIAMS POWELL
Morley House
26-30 Holborn Viaduct
London EC1A 2BP
United Kingdom
HEDGES, Martin Nicholas (GB)
A.A. THORNTON & CO.
235 High Holborn
London WC1V 7LE
United Kingdom

JAPPY, John William Graham (GB)
GILL JENNINGS & EVERY
Broadgate House 
7 Eldon Street
London EC2M 7LH
United Kingdom

Danemark
REIMER, Anne Louise (DK)
PATRADE A/S
Fredens Torv 3A
DK-8000 Aarhus C

Suomi/Finland
WESTERHOLM, Carl Christian (FI)
KOLSTER OY AB
Iso Roobertinkatu 23
FIN-00120 Helsinki

Sverige
ROSANDER, Bengt Erik (SE)
STRÖM & GULLIKSSON IP AB
Sjöporten 4
S-417 64 Göteborg

United Kingdom
BENNETT, Adrian Robert James (GB)
A.A. THORNTON & CO.
235 High Holborn
London WC1V 7LE
United Kingdom

PARTE B: / TEIL B: / PART B: / PARTIE B: / PARTE B:
Lista especial de representantes autorizados contemplada en el artículo 78

del Reglamento sobre los dibujos y modelos comunitarios
Besondere Liste zugelassener Vertreter gemäß Artikel 78 der Gemeins-

chaftsgeschmacksmusterverordnung
Special list of professional representatives according to Article 78 Commu-

nity Designs Regulation
Liste spécifique des mandataires agréés conformément à l’article 78 du rè-

glement sur les dessins ou modèles communautaires
Elenco speciale di mandatari abilitati ai sensi dell’articolo 78 del regolamen-

to sui disegni e modelli comunitari

Inscripciones / Eintragungen / Entries / Inscriptions / Iscrizioni

France
DESVIGNES, Agnès (FR)
CABINET BALLOT
16, avenue du Pont-Royal
F-94230 Cachan



SOUTH, Nicholas Geoffrey (GB)
A.A. THORNTON & CO.
235 High Holborn
London WC1V 7LE
United Kingdom

THOMSON, Neil David (GB)
BOULT WADE TENNANT
Verulam Gardens
70 Gray’s Inn Road
London WC1X 8BT
United Kingdom



CASE-LAW OF THE COURT
OF FIRST INSTANCE OF THE

EUROPEAN COMMUNITIES (1)

JUDGMENT OF THE COURT
OF FIRST INSTANCE

(Fourth Chamber)

of 17 September 2003

in Case T-71/02 (action brought
against the decision of the Second
Board of Appeal of the Office for
Harmonisation in the Internal Mar-
ket (Trade Marks and Designs) of 14
December 2001 (Case R 810/1999-2)):
Classen Holding KG, v Office for
Harmonisation in the Internal Mar-
ket (Trade Marks and Designs)
(OHIM)

(Community trade mark - Admissibil-
ity of appeal before the Board of Ap-
peal - Formal requirements - Filing of
a written statement setting out the
grounds of appeal - Time-limit for ap-
plying for restitutio in integrum - Arti-
cles 59 and 78 of Regulation No 40/94)

(Language of the case: English)

1 Article 59 of Council Regulation
(EC) No 40/94 of 20 December 1993
on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides
as follows:

Time-limit and form of appeal

Notice of appeal must be filed in writ-
ing at the Office within two months af-
ter the date of notification of the deci-
sion appealed from. The notice shall be
deemed to have been filed only when
the fee for appeal has been paid. With-
in four months after the date of notifi-
cation of the decision, a written state-
ment setting out the grounds of appeal
must be filed.

2 Article 78(1) to (3) of Regulation
No 40/94 provides:

Restitutio in integrum

1. The applicant for or proprietor of a
Community trade mark or any oth-
er party to proceedings before the
Office who, in spite of all due care
required by the circumstances hav-
ing been taken, was unable to ob-
serve a time-limit vis-à-vis the Of-
fice shall, upon application, have
his rights re-established if the non-
observance in question has the di-
rect consequence, by virtue of the
provisions of this Regulation, of
causing the loss of any right or
means of redress.

2. The application must be filed in
writing within two months from
the removal of the cause of non-
compliance with the time limit. The
omitted act must be completed
within this period. ...

3. The application must state the
grounds on which it is based and
must set out the facts on which it
relies. It shall not be deemed to be
filed until the fee for re-establish-
ment of rights has been paid.

3 Rule 49(1) of Commission Regula-
tion (EC) No 2868/95 of 13 December
1995 implementing Council Regulation
(EC) No 40/94 on the Community
trade mark (OJ 1995 L 303, p. 1) pro-
vides:

Rejection of the appeal as inadmissible

1. If the appeal does not comply with
Articles 57, 58 and 59 of the Regu-
lation and Rule 48(1)(c) and (2), the
Board of Appeal shall reject it as in-
admissible, unless each deficiency
has been remedied before the rele-
vant time-limit laid down in Article
59 of the Regulation has expired.

Facts

4 On 1 April 1996 International Paper
Co. (hereinafter the intervener) filed an
application for a Community trade
mark at the Office for Harmonisation
in the Internal Market (Trade Marks
and Designs) (OHIM) under Regula-
tion No 40/94.

5 The trade mark in respect of which
registration was sought is the word
mark BECKETT EXPRESSION.

6 The goods in respect of which reg-
istration of the trade mark was sought

are in Class 16 of the Nice Agreement
Concerning the International Classifi-
cation of Goods and Services for the
Purposes of the Registration of Marks
of 15 June 1957, as revised and amend-
ed, and correspond to the following de-
scription: Paper, cardboard and goods
made from these materials, not includ-
ed in other classes; printed matter;
bookbinding material; photographs;
stationery; adhesives for stationery or
household purposes; artists’ materials;
paint brushes; typewriters and office
requisites (except furniture); instruc-
tional and teaching material (except ap-
paratus); plastic materials for packaging
(not included in other classes); playing
cards; printers’ type; printing blocks.

7 The trade mark application was
published in Community Trade Marks
Bulletin No 22/97 of 6 October 1997.

8 On 23 December 1997 the appli-
cant, acting under its previous name,
Classen-Papier KG, filed a notice of
opposition under Article 42(1) of Reg-
ulation No 40/94. The opposition was
based on the registration in Germany of
the word mark Expression for goods in
Class 16 of the Nice Agreement corre-
sponding to the following description:
Paper, millboard, cardboard, articles of
paper and millboard.

9 By decision of 8 October 1999,
which was served on the applicant on
the same day by fax, the Opposition
Division rejected the opposition on the
ground that, by reason of the difference
between the signs, the identity of the
goods was not sufficient to demonstrate
a likelihood of confusion between
them, for the purposes of Article
8(1)(b) of Regulation No 40/94, in the
relevant territory of the Community,
namely Germany.

10 On 30 November 1999 the appli-
cant filed a notice of appeal under Ar-
ticle 59 of Regulation No 40/94 seeking
the annulment of the decision of the
Opposition Division. A written state-
ment setting out the grounds of appeal
was filed on 10 February 2000.

11 By electronic mail of 26 April
2000, the Registry of the Boards of Ap-
peal at OHIM informed the applicant
that, under the provisions of Article 59
of Regulation No 40/94, the written
statement setting out the grounds of ap-
peal should have been filed within four
months of the date of notification to

(*) The Office publishes these edited judg-
ments for readers’ information. They
are taken from the texts in the different
languages which are usually made avail-
able by the Court on the day the judg-
ment is delivered. This is therefore not
an official publication of the Court of
Justice. The only authentic texts are the
judgments published in the European
Court Reports.



the opponent of the decision of the Op-
position Division, that is to say, by 8
February 2000. It added that the writ-
ten statement setting out the grounds of
appeal had been filed on 10 February
2000, and that therefore the appeal
[was] likely to be deemed inadmissible.
The applicant was invited to file any
comments it might have on that point,
together with supporting evidence, by
not later than 26 June 2000.

12 By letter of 29 May 2000, received
at OHIM on 30 May 2000, the appli-
cant filed an application for restitutio in
integrum under Article 78 of Regula-
tion No 40/94. The applicant submitted
therein that the reason why the time-
limit prescribed for the filing of the
written statement setting out the
grounds of appeal had not been ob-
served was that its representative had
been ill. An affidavit to that effect was
supplied.

13 By decision of 14 December 2001
(hereinafter the contested decision), the
Second Board of Appeal of OHIM de-
clared the appeal inadmissible and re-
jected the application for restitutio in
integrum. Paragraph 16 of the contest-
ed decision reads as follows:

In the present case the cause of non-
compliance, within the meaning of Ar-
ticle 78(2), is stated to be the illness of
the opponent’s representative. That
cause was removed when the oppo-
nent’s representative returned to work
on 10 February 2000 and signed the
statement of grounds. The application
for restitutio in integrum thus had to be
filed within two months from that date,
i.e. by 10 April 2000. Since the applica-
tion was not filed until 30 May 2000, it
must be rejected, without its being nec-
essary to rule on the sufficiency of the
alleged cause of non-compliance.

Procedure and forms of order sought

14 By an application drawn up in
English and lodged at the Registry of
the Court on 14 March 2002, the appli-
cant brought this action.

15 The intervener did not object,
within the time-limit set for that pur-
pose by the Registry of the Court, to

English becoming the language of the
case.

16 OHIM lodged its response at the
Registry of the Court on 18 July 2002.
The intervener lodged its response at
the Registry of the Court on 24 July
2002.

17 On the basis of the Report of the
Judge-Rapporteur, the Court (Fourth
Chamber) decided to open the oral pro-
cedure.

18 The applicant and the intervener
informed the Court respectively on 25
and 28 April 2003 that they would not
appear at the hearing.

19 OHIM presented oral argument
and replied to the oral questions put by
the Court at the hearing on 30 April
2003.

20 The applicant claims that the
Court should:

— annul the contested decision;

— order OHIM to pay the costs.

21 OHIM contends that the Court
should:

— dismiss the action;

— order the applicant to pay the costs.

22 The intervener contends that the
Court of First Instance should:

— dismiss the action;

— order the applicant to pay the costs.

Law

First plea: infringement of Article 78 of
Regulation No 40/94

Arguments of the parties

23 The applicant maintains that its
non-observance of the time-limit laid
down in Article 59 of Regulation No
40/94 for filing the written statement
setting out the grounds of appeal was
due to a heavy workload and to the si-
multaneous absence of the director in
charge of the matter. On 3 February
2000 a first draft statement was dictat-
ed by one of the patent attorneys, Mr
D. That draft was typed the following
day and put in the outgoing post by Mr
D.’s secretary, Ms S., together with all
correspondence to be posted on Mon-

day 7 February 2000.

24 The applicant adds that Ms S. is the
person in charge of this file and re-
sponsible for dealing with trade marks
in general, and that she is also respon-
sible for checking and monitoring
deadlines. The deadlines are noted in
special books, calendars and computer
tables, which are checked continually.
The internal time-limit for completing
the statement and posting it to OHIM
was 7 February 2000. This had been
noted in the special books and in Ms
S.’s diary.

25 However, on that day Mr D. was
prevented from coming to the office by
illness. As soon as Ms S. learned that
Mr D. would not be able to return to
work before 10 February 2000, she
checked the outgoing post in his office
but overlooked the statement which
was due to be posted on the following
day and was ready for signing. Thus,
the statement setting out the grounds of
appeal was not signed by any of the
partners and remained in the post fold-
er.

26 On Mr D.’s return, on 10 Febru-
ary 2000, the statement setting out the
grounds of appeal was amended slight-
ly, signed and then faxed to OHIM.
However, due to the absence of Mr D.
and a heavy workload, the fact that the
time-limit had been missed by two days
was not noticed by either Mr D. or Ms
S.

27 The applicant submits that it was
as a result of the illness of Mr D. and
the workload of Mr D. and Ms S. that
the time-limit for filing the statement
setting out the grounds of appeal could
not be complied with. That amounts to
a cause of non-compliance within the
meaning of Article 78 of Regulation No
40/94. The non-observance can be
deemed to have been ended only by
OHIM’s notification, which is to say
on 26 April 2000. Consequently, the
applicant submits that its application
for restitutio in integrum, filed on 30
May 2000, was submitted within the
two-month period laid down in Article
78 of Regulation No 40/94.

28 In the alternative, the applicant
states that even if the application of 29
May 2000 were to be deemed to have



been lodged after the expiry of the
time-limit laid down in Article 78 of
Regulation No 40/94, an application for
restitutio in integrum is impliedly in-
corporated in the statement setting out
the grounds of appeal filed on 10 Feb-
ruary 2000.

29 OHIM, on the other hand, sup-
ported by the intervener, contends that
it is common ground in this case that
the cause of non-compliance coincided
with the end of Mr D.’s illness and not,
contrary to what the applicant claims,
with the notification by OHIM that it
had failed to observe the time-limit for
filing the statement setting out the
grounds of appeal.

30 By its letter of 26 April 2000,
OHIM merely gave the applicant an
opportunity to show that OHIM’s pre-
liminary impression regarding the late
submission of the statement setting out
the grounds of appeal was in fact erro-
neous. OHIM adds that that letter did
not, contrary to what the applicant sug-
gests, imply that a new time-limit for
bringing an application for restitutio in
integrum began to run from when it
was sent. The letter had no bearing on
the time-limit which ran from the re-
moval of the cause of non-compliance
in question.

31 OHIM concludes that the Board
of Appeal correctly held that the cause
of non-compliance, in this case absence
due to illness, was undoubtedly re-
moved on 10 February 2000, when Mr
D. returned to work and signed the
statement setting out the grounds of ap-
peal. OHIM contends that from that
moment in time, the representative
should, exercising due diligence and on
his own initiative, have filed an appli-
cation for restitutio in integrum within
two months, that is by 10 April 2000.
Since the application was not filed un-
til 30 May 2000, some three-and-a-half
months after the removal of the cause,
the Board was right to reject it.

32 OHIM also points out that the
time-limits in question are not at its
discretion.

33 The intervener also draws atten-
tion to the fact that the time-limits
granted cannot be interpreted flexibly,

to protect the interests of the other par-
ties.

34 It adds that the requirements of
Article 78 of Regulation No 40/94 are
not at all fulfilled in this case. The fact
that Mr D. did not notice the delay in
filing the statement setting out the
grounds of appeal when he returned to
work does not constitute a cause of
non-compliance within the meaning of
Article 78 of Regulation No 40/94, but
on the contrary shows that the appli-
cant failed to exercise all due care re-
quired by the circumstances.

Findings of the Court

35 It must be recalled that under Ar-
ticle 78(2) of Regulation No 40/94 [t]he
application [for restitutio in integrum]
must be filed in writing within two
months from the removal of the cause
of non-compliance with the time-limit
and that the omitted act must be com-
pleted within this period.

36 However, the applicant essentially
maintains that the alleged cause of non-
compliance only ended on the date on
which OHIM’s letter of 26 April 2000
drawing its attention to the fact that the
statement setting out the grounds of ap-
peal had been filed late was notified. It
therefore submits that the two-month
period provided for by Article 78 of
Regulation No 40/94 only began to run
as from that date.

37 It is therefore necessary to deter-
mine at what point in time the alleged
cause of non-compliance was removed.

38 In that connection, it is common
ground that Mr D. returned to work af-
ter his illness on 10 February 2000, the
date on which the statement setting out
the grounds of appeal was signed by
him and sent to OHIM. Thus, even if
the circumstances surrounding the late
filing of the statement setting out the
grounds of appeal, namely Mr D.’s ill-
ness and his and Ms S.’s workload,
amount to a cause of non-compliance
within the meaning of Article 78 of
Regulation No 40/94, which OHIM
does not deny, that cause of non-com-
pliance was naturally removed as soon
as Mr D. returned to work. On 10 Feb-
ruary 2000, when Mr D. signed the
statement setting out the grounds of ap-
peal, the cause of non-compliance had
ended. Furthermore, it was at that point
in time that he could have discovered
that the statement was late.

39 Furthermore, Ms S. should have
noticed that it was late at the time when
the statement was sent to OHIM. It is
clear from the description of her system
for checking time-limits, described at
paragraph 24 above and in the applica-
tion for restitutio in integrum, that the
applicant gave his staff general instruc-
tions to monitor compliance with time-
limits. According to the applicant’s own
submissions, Ms S. was the person in
charge of the file in question and of
dealing with trade marks in general, and
was also responsible for monitoring
and checking deadlines. According to
the applicant, the deadlines are noted in
special books, calendars and comput-
erised tables, which are checked contin-
ually. The internal time-limit for set-
tling the statement and sending it to
OHIM would have been 7 February
2000. That would have been noted in
the special books as well as in Ms S.’s
diary.

40 Therefore, even if Mr D.’s illness,
together with Ms S.’s alleged error, con-
stitute a cause of non-compliance with-
in the meaning of Article 78 of Regula-
tion No 40/94, it cannot be accepted
that the failure to notice that the dead-
line for filing the statement setting out
the grounds of appeal had not been
complied with was purely the result, as
the applicant claims, of an oversight on
the part of Ms S. in not noticing the
statement in the outgoing post in Mr
D.’s office. The system for checking
current deadlines within the applicant’s
office ought normally to have led to
that error being detected promptly, giv-
en that the special books, calendars and
computerised tables are, according to
the applicant’s own assertions, checked
continually (see to that effect Case T-
146/00 Ruf and Stier v OHIM
(DAKOTA image) [2001] ECR II-1797,
paragraphs 56 to 61).

41 Those findings cannot be called in
question by the applicant’s argument
that the period laid down in Article 78
of Regulation No 40/94 only begins to
run when OHIM serves notice that a
statement setting out the grounds of ap-
peal is late. Firstly, it must be observed
that that letter forms part of a practice



followed by OHIM which the relevant
provisions of Regulation No 40/94 in
no way require of it, and cannot in any
event affect the point in time when the
period granted for bringing an applica-
tion for restitutio in integrum begins to
run. Secondly, it must be pointed out
that such an interpretation would be
manifestly contrary to the wording of
Article 78(2) of Regulation No 40/94.
That argument cannot therefore be up-
held.

42 Accordingly, the application for
restitutio in integrum should have been
filed by 10 April 2000. The Board of
Appeal was therefore correct to find
that the application for restitutio in in-
tegrum had been filed outside the two-
month period provided for in Article 78
of Regulation No 40/94.

43 Nor can the argument put forward
by the applicant in the alternative, to
the effect that the statement setting out
the grounds of appeal filed on 10 Feb-
ruary 2000 impliedly incorporated an
application for restitutio in integrum be
upheld.

44 In that connection, it must be ob-
served that there is nothing in the state-
ment of grounds of appeal from which
it may be inferred that an application
for restitutio in integrum is being made.
In any event, it is clear from Article
78(1) and (3) of Regulation No 40/94
that an application for restitutio in inte-
grum must be submitted in an applica-
tion with a statement of grounds setting
out the facts and substantiation relied
on in support thereof. Accordingly, an
application for restitutio in integrum
must be made by a separate act, distinct
from the act by which the appeal is
brought.

45 Furthermore, under Article 78(3)
of Regulation No 40/94, an application
for restitutio in integrum is deemed to
be filed only once the fee for re-estab-
lishment of rights has been paid. How-
ever, as is clear in this case from the ap-
plication for restitutio in integrum, the
applicant did not pay that fee until 29
May 2000, when the application was
filed. It cannot therefore be considered
that the statement setting out the
grounds of appeal impliedly incorpo-
rated an application for restitutio in in-
tegrum.

46 The first plea in law must therefore
be rejected as unfounded.

Second plea in law: infringement of Ar-
ticle 59 of Regulation No 40/94

Arguments of the parties

47 The applicant submits that filing a
statement setting out the grounds of ap-
peal is not a precondition for the ad-
missibility of the appeal. Even if the
statement setting out the grounds of ap-
peal is lodged out of time, the appeal is
still admissible. According to the appli-
cant, the Board of Appeal had available
to it sufficient facts for it to rule on the
appeal since the appeal was filed and
the appeal fee paid within the two-
month period prescribed by Article 59
of Regulation No 40/94.

48 The applicant concludes that
OHIM, by dismissing the appeal on the
ground that the statement setting out
the grounds of appeal was filed out of
time, infringed its right to due process
of law and thus its fundamental rights.

49 OHIM, on the other hand, sup-
ported by the intervener on this point,
contends that, under Article 59 of Reg-
ulation No 40/94, filing the statement
setting out the grounds of appeal is
obligatory and if it is not submitted, the
appeal is not admissible under Rule
49(1) of Regulation No 2868/95. The
fact that the appeal was filed and the
relevant fee paid within the prescribed
period cannot in any event remedy the
fact that the appeal is inadmissible if no
statement setting out the grounds of ap-
peal is filed within the prescribed peri-
od. OHIM maintains that Rule 49(1) of
Regulation No 2868/95 sets out three
separate conditions which must be sat-
isfied cumulatively within their respec-
tive time-limits.

Findings of the Court

50 Under Rule 49 of Regulation No
2868/95, an appeal is only admissible if
it complies with the cumulative condi-
tions set out in Articles 57 to 59 of Reg-
ulation No 40/94.

51 The last sentence of Article 59 of
Regulation No 40/94 provides: Within
four months after the date of notifica-
tion of the decision, a written statement
setting out the grounds of appeal must

be filed.

52 It is common ground in this case
that the applicant filed an appeal on 30
November 1999 without setting out the
grounds for its appeal and that it also
paid the appeal fee. It is also common
ground that it did not file the statement
setting out the grounds of appeal until
10 February 2000, even though it had
been notified of the decision of the Op-
position Division on 8 October 1999.
Furthermore, as is clear from OHIM’s
file, at the time of notification of the
registration of the appeal, that is to say,
19 December 1999, OHIM drew its at-
tention to the fact that a statement set-
ting out the grounds of appeal had to
be filed within four months of notifica-
tion of the decision of the Opposition
Division.

53 However, the appeal of 30 No-
vember 1999 does not contain a state-
ment of the grounds of appeal. They
were not set out, even briefly, in the
body of that document; there was sim-
ply a reference to the fact that they
would be sent later. The appeal is mere-
ly an OHIM form which simply con-
tains the basic details of the applicant
and the contested decision. It must also
be observed that the form expressly
provides that the statement of the
grounds of appeal must be attached or
provided later. Since the statement of
the grounds of appeal was sent outside
the period provided for in Article 59 of
Regulation No 40/94, the applicant’s
appeal must be regarded as having been
filed without a statement of grounds of
appeal, such statement being a precon-
dition for the appeal’s admissibility.

54 Having regard to the wording of
Article 59 of Regulation No 40/94, the
applicant’s argument that the statement
of the grounds of appeal is not a con-
dition of the appeal’s admissibility can-
not therefore be upheld.

55 The second plea must therefore
also be rejected, and the action thus dis-
missed in its entirety.

The offer to provide a witness

56 In light of all the foregoing con-
siderations, it is not necessary to call
Ms S. as a witness, since the Court has



been able to give judgment effectively
on the basis of the arguments, pleas in
law and submissions made during the
course of the written procedure and in
the light of the documents produced.

57 Costs

Operative part

1. Dismisses the application.

2. Orders the applicant to pay the
costs.

CASE-LAW OF THE COURT
OF FIRST INSTANCE OF THE

EUROPEAN COMMUNITIES (1)

JUDGMENT OF THE COURT
OF FIRST INSTANCE

(Second Chamber)

of 23 September 2003

in Case T-308/01 (against the decision
of the Third Board of Appeal of the
Office for Harmonisation in the In-
ternal Market (Trade Marks and De-
signs) of 12 September 2001 (Case R-
738/2000-3)): Henkel KGaA, v Office
for Harmonisation in the Internal
Market (Trade Marks and Designs)
(OHIM)

(Community trade mark - Regulation
(EC) No 40/94 and Regulation (EC)
No 2868/95 - Opposition procedure -
Genuine use of earlier mark - Scope of
the examination conducted by the
Board of Appeal - Assessment of the ev-
idence produced in the proceedings be-
fore the Opposition Division)

(Language of the case: English)

1 Articles 43, 59, 61, 62, 74 and 76 of
Council Regulation (EC) No 40/94 of
20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as
amended, provide:

Article 43

Examination of opposition

...

2. If the applicant so requests, the pro-
prietor of an earlier Community
trade mark who has given notice of
opposition shall furnish proof that,
during the period of five years pre-
ceding the date of publication of the
Community trade mark application,
the earlier Community trade mark
has been put to genuine use in the
Community in connection with the
goods or services in respect of which

it is registered and which he cites as
justification for his opposition ... In
the absence of proof to this effect,
the opposition shall be rejected. ...

3. Paragraph 2 shall apply to earlier na-
tional trade marks ..., by substituting
use in the Member State in which the
earlier national trade mark is pro-
tected for use in the Community.

...

Article 59

Time-limit and form of appeal

... Within four months after the date of
notification of the decision, a written
statement setting out the grounds of
appeal must be filed.

Article 61

Examination of appeals

1. If the appeal is admissible, the Board
of Appeal shall examine whether the
appeal is allowable.

...

Article 62

Decisions in respect of appeals

1. Following the examination as to the
allowability of the appeal, the Board
of Appeal shall decide on the appeal.
The Board of Appeal may either ex-
ercise any power within the compe-
tence of the department which was
responsible for the decision appealed
or remit the case to that department
for further prosecution.

...

Article 74

Examination of the facts by the Office
of its own motion

1. In proceedings before it the Office
shall examine the facts of its own
motion; however, in proceedings re-
lating to relative grounds for refusal
of registration, the Office shall be re-
stricted in this examination to the
facts, evidence and arguments pro-
vided by the parties and the relief
sought.

2. The Office may disregard facts or
evidence which are not submitted in
due time by the parties concerned.

(*) The Office publishes these edited judg-
ments for readers’ information. They
are taken from the texts in the different
languages which are usually made avail-
able by the Court on the day the judg-
ment is delivered. This is therefore not
an official publication of the Court of
Justice. The only authentic texts are the
judgments published in the European
Court Reports.



Article 76

Taking of evidence

1. In any proceedings before the Of-
fice, the means of giving or obtain-
ing evidence shall include the fol-
lowing:

...

(f) statements in writing sworn or
affirmed or having a similar ef-
fect under the law of the State in
which the statement is drawn up.

...

2 Rules 22 and 48 of Commission
Regulation (EC) No 2868/95 of 13 De-
cember 1995 implementing Council
Regulation (EC) No 40/94 on the
Community trade mark (OJ 1995 L
303, p. 1) provide as follows:

Rule 22

Proof of use

1. Where, pursuant to Article 43(2) or
(3) of Regulation [No 40/94], the
opposing party has to furnish proof
of use ..., the Office shall invite him
to provide the proof required with-
in such period as it shall specify. If
the opposing party does not provide
such proof before the time-limit ex-
pires, the Office shall reject the op-
position.

2. The indications and evidence for the
furnishing of proof of use shall con-
sist of indications concerning the
place, time, extent and nature of use
of the opposing trade mark for the
goods and services in respect of
which it is registered and on which
the opposition is based, and evidence
in support of these indications in ac-
cordance with paragraph 3.

3. The evidence shall, in principle, be
confined to the submission of sup-
porting documents and items such as
packages, labels, price lists, cata-
logues, invoices, photographs, news-
paper advertisements, and state-
ments in writing as referred to in Ar-
ticle 76(1)(f) of [Regulation 40/94].

...

Rule 48

Content of the notice of appeal

1. The notice of appeal shall contain:

...

(c) a statement identifying the deci-
sion which is contested and the
extent to which amendment or
cancellation of the decision is re-
quested.

...

Background to the case

3 On 1 April 1996, the other party to
the proceedings before the Board of
Appeal of the Office for Harmonisa-
tion in the Internal Market (Trade
Marks and Designs) (hereinafter the
Office), Laporte EDS Ltd as it then
was, filed an application for a Commu-
nity trade mark at the Office.

4 The trade mark in respect of which
registration was sought was the word
mark KLEENCARE.

5 The goods in respect of which reg-
istration was sought are in Classes 1
and 3 of the Nice Agreement concern-
ing the International Classification of
Goods and Services for the Purposes of
the Registration of Marks of 15 June
1957, as revised and amended, and cor-
respond to the following descriptions:

— Class 1: chemicals and chemical
preparations and products; deter-
gents, disinfectant and degreasing
preparations for use in industry and
manufacturing processes;

— Class 3: cleaning, scouring, abrasive,
polishing and washing preparations;
detergents; degreasers; rust removing
preparations; soaps and skin care
preparations.

6 Registration was also sought in re-
spect of certain other goods in Classes
1 and 5 and certain services in Class 42
of the Nice Agreement.

7 On 26 October 1998, the applica-
tion was published in the Community
Trade Marks Bulletin.

8 On 26 January 1999, the applicant
filed a notice of opposition under Arti-
cle 42(1) of Regulation No 40/94 in re-
spect of the categories of goods referred

to in paragraph 5 above. The ground re-
lied on in support of the opposition
was the existence of a mark registered
in Germany on 11 January 1965. That
mark (hereinafter the earlier mark) con-
sists of the word mark CARCLIN and
is registered in respect of certain goods
in Classes 1 and 2 of the Nice Agree-
ment. In support of its opposition, the
applicant relied on the ground for re-
fusal laid down in Article 8(1)(b) of
Regulation No 40/94.

9 On 24 May 1999, the other party to
the proceedings before the Board of
Appeal requested that the applicant fur-
nish proof, in accordance with Article
43(2) and (3) of Regulation No 40/94,
that during the period of five years pre-
ceding the date of publication of the
Community trade mark application the
earlier mark had been put to genuine
use in the Member State in which that
earlier mark was protected. On 27 July
1999, the Office’s Opposition Division
(hereinafter the Opposition Division)
asked the applicant to furnish that
proof within two months.

10 As an annex to a letter of 9 Sep-
tember 1999, received by the Office on
10 September 1999, the applicant sent,
first, a declaration entitled Eidesstat-
tliche Versicherung (affirmation in lieu
of oath) by Mr Blacha, its industrial
manager. He stated that the earlier mark
has been used by the applicant for years
for ... cleaning of motor vehicles, that
the sales under that mark were DEM 1
200 000 for 1993, DEM 1 400 000 for
1994 and DEM 1 500 000 for 1995 and
that he had been duly cautioned that
the making of a false declaration in an
affidavit was subject to penalties. Sec-
ond, the applicant produced three labels
featuring the earlier mark written in
stylised bold letters. Third, it produced
five instructions for use, written in
German, which refer to various clean-
ing products for motor vehicles and on
which the earlier mark is written in
black letters and dated from 24 Octo-
ber 1995 to 25 September 1998.

11 By decision of 4 July 2000, the
Opposition Division rejected the oppo-
sition on the ground that the applicant



had not furnished sufficient proof that
the earlier mark had been put to gen-
uine use. The Opposition Division es-
sentially found that statements from an
employee of one of the parties to the
proceedings were of less probative val-
ue than statements from third parties.
Accordingly, the Opposition Division
held that, in the present case, since the
applicant had not produced invoices ei-
ther, Mr Blacha’s statement by itself did
not prove the extent of the use to which
the earlier mark had been put.

12 On 7 July 2000, the applicant filed
an appeal with the Office, pursuant to
Article 59 of Regulation No 40/94. On
30 October 2000, the applicant filed a
written statement setting out the
grounds of its appeal. That statement
read as follows: As the Opposition Di-
vision has rejected our opposition ...
due to an insufficient proof of the ex-
tent of use of our trade mark CAR-
CLIN we hereby submit invoices ...
with one of our CARCLIN customers
for the relevant period. We are confi-
dent that these documents prove the ex-
tent of use and that the proof of use is
sufficient to indicate the genuine use of
the earlier mark. ... We therefore re-
quest to overturn the Opposition Divi-
sion’s decision. The invoices referred to
were attached to the statement.

13 By decision of 12 September 2001
(hereinafter the contested decision), no-
tified to the applicant on 15 October
2001, the Third Board of Appeal of the
Office (hereinafter the Board of Ap-
peal) dismissed the appeal. The Board
of Appeal found that the applicant had
not contested the Opposition Divi-
sion’s finding that the evidence submit-
ted by the applicant before it was in-
sufficient to establish that the earlier
mark had been put to genuine use
(paragraph 12 of the contested deci-

sion). As to the new evidence filed by
the applicant in its statement setting out
the grounds of appeal, the Board of Ap-
peal held that in inter partes proceed-
ings the parties must file all of their ar-
guments and evidence when invited to
do so by the department of the Office
hearing the application at first instance.
Accordingly, the Board of Appeal
found in this case that the new evidence
could not be taken into consideration,
since it could have been produced be-
fore the Opposition Division (para-
graphs 13 to 15 of the contested deci-
sion).

Procedure and forms of order sought

14 By application, in English, lodged
at the Registry of the Court on 10 De-
cember 2001, the applicant brought this
action. The other party to the proceed-
ings before the Board of Appeal did not
object, within the time allowed by the
Registry of the Court, to English being
the language of the case. The Office
lodged its response at the Registry of
the Court on 3 April 2002.

15 The applicant claims that the
Court should:

— annul the contested decision;

— order the Office to pay the costs.

16 The Office contends that the
Court should:

— dismiss the action;

— order the applicant to pay the costs.

Law

17 The applicant raises five pleas in
support of its action. The first plea al-
leges infringement by the Board of Ap-
peal of its obligation to conduct a full
examination of the Opposition Divi-
sion’s decision. The second plea alleges
infringement by the Opposition Divi-
sion of Article 76(1)(f) of Regulation
No 40/94 in conjunction with Rule
22(3) of Regulation No 2868/95. The
third and fourth pleas, raised as alter-
native pleas, allege infringement by the
Opposition Division of the right to ef-

fective legal protection and procedural
principles generally accepted in the
Member States. The fifth plea, also an
alternative plea, alleges infringement of
Article 74(2) of Regulation No 40/94.
The Court considers it appropriate to
begin by examining the first plea, alleg-
ing infringement by the Board of Ap-
peal of its obligation to conduct a full
examination of the Opposition Divi-
sion’s decision.

Arguments of the parties

18 The applicant criticises the Board
of Appeal for having committed an er-
ror of law in finding that it was not re-
quired fully to examine the Opposition
Division’s decision, particularly its re-
fusal to allow Mr Blacha’s declaration
in evidence. According to the applicant,
the purpose of the appeal procedure
provided for by Article 57 et seq. of
Regulation No 40/94 is to guarantee the
legality of decisions by the Office
through a review based on a full assess-
ment of the facts relied on by the par-
ties. The applicant observes that the
second sentence of Article 62(1) of Reg-
ulation No 40/94 allows the Board of
Appeal either to exercise any power
within the competence of the depart-
ment which was responsible for the de-
cision appealed or to remit the case to
that department for further prosecu-
tion.

19 The applicant adds that, as a rule,
the Board of Appeal cannot limit its
power or its obligation to conduct a full
examination of the Opposition Divi-
sion’s decision. It refers to Rule 48 of
Regulation 2868/95, which states that
the notice of appeal need only contain
a statement indicating the extent to
which amendment or cancellation of
the decision is requested before the
Board of Appeal.

20 In this case, the applicant states
that its appeal before the Office sought
to have the Opposition Division’s deci-
sion annulled, without in any way lim-
iting the Board of Appeal’s power as to
the extent of its review. It adds that it
was only as a precautionary measure -
in the event that the Board of Appeal
agreed with the Opposition Division’s



assessment of the evidence produced
before it - that it introduced new evi-
dence at the appeal stage. The applicant
maintains that the Board of Appeal was
thus under an obligation to conduct a
full examination of the Opposition Di-
vision’s decision.

21 The Office contends that in the
statement setting out the grounds of its
appeal to the Office the applicant mere-
ly alleged that, on the basis of the new
evidence produced, the fact that the
earlier mark had been put to genuine
use had to be considered as proven. The
Office adds that the statement did not
contain anything from which the Board
of Appeal could have inferred that the
applicant intended to contest the Op-
position Division’s assessment of Mr
Blacha’s declaration.

22 Nor, the Office submits, does it
follow from the second sentence of Ar-
ticle 62(1) of Regulation No 40/94 that
the Board of Appeal was required to
examine the legality of the Opposition
Division’s decision on the assessment of
Mr Blacha’s declaration. According to
the Office, that provision cannot be in-
terpreted as meaning that it requires the
Board of Appeal to exercise the powers
of the department which took the deci-
sion under appeal in respect of points
which were not raised in the statement
setting out the grounds of appeal.

23 The Office adds that any other in-
terpretation would also be contrary to
the principle laid down in Article 74(1)
in fine of Regulation No 40/94, ac-
cording to which, in inter partes pro-
ceedings, its examination is restricted to
the facts, evidence and arguments pro-
vided by the parties.

Findings of the Court

24 It is apparent from Article 61(1) of
Regulation No 40/94 that the Board of
Appeal must conduct an examination of
the merits of the appeal when it is ad-
missible. In addition, Article 62(1) of
the same regulation provides that the
Board of Appeal may either exercise
any power within the competence of

the department which was responsible
for the decision appealed or remit the
case to that department for further
prosecution. This last provision con-
tains an indication not only as to the
possible content of a decision of the
Board of Appeal, but also as to the ex-
tent of the examination which it must
conduct of the decision under appeal.

25 The case-law shows that there is
continuity in terms of their functions
between the examiner and the Boards
of Appeal (Case T-163/98 Procter &
Gamble v OHIM (BABY-DRY) [1999]
ECR II-2383, paragraphs 38 to 44; Case
T-63/01 Procter & Gamble v OHIM
(Soap bar shape) [2002] ECR II-5255,
paragraph 21). That case-law may also
be asked appropriately to the relation-
ship between the other departments of
the Office deciding on the application
at first instance, such as the Opposition
Divisions, Cancellation Divisions and
Boards of Appeal.

26 Accordingly, the powers of the
Office’s Boards of Appeal imply that
they are to re-examine the decisions
taken by the Office’s departments at
first instance. In the context of that re-
examination, the outcome of the appeal
depends on whether or not a new deci-
sion with the same operative part as the
decision under appeal may be lawfully
adopted at the time of the appeal rul-
ing. Thus, the Boards of Appeal may,
subject only to Article 74(2) of Regula-
tion No 40/94, allow the appeal on the
basis of new facts relied on by the par-
ty who has brought the appeal or on
the basis of new evidence adduced by
that party.

27 In this case, the parties have ad-
dressed the issue of whether, in the pro-
ceedings before the Board of Appeal,
the applicant expressly called into ques-
tion the Opposition Division’s assess-
ment of the evidence which the appli-
cant had adduced in the proceedings
before that division, particularly Mr
Blacha’s declaration. Paragraph 12 of
the contested decision shows that the
Board of Appeal found that it did not
do so, having regard to the applicant’s
statement setting out the grounds of its
appeal.

28 However, even if the applicant did
not expressly call into question the Op-
position Division’s assessment of the
evidence which the applicant had pro-
duced in the proceedings before that di-
vision, particularly Mr Blacha’s affi-
davit, as the Office submits, that cir-
cumstance is not of such a nature as to
relieve the Board of Appeal of its oblig-
ation to conduct its own assessment of
the evidence.

29 In the light of the considerations
set out in paragraphs 25 and 26 above,
the Court finds that, contrary to what
the Office maintains, the extent of the
examination which the Board of Appeal
must conduct is not, in principle, de-
termined by the grounds relied on by
the party who has brought the appeal.
Accordingly, even if the party who has
brought the appeal has not raised a spe-
cific ground of appeal, the Board of
Appeal is none the less bound to exam-
ine whether or not, in the light of all the
relevant matters of fact and of law, a
new decision with the same operative
part as the decision under appeal may
be lawfully adopted at the time of the
appeal ruling.

30 The Court notes first that, under
Rule 48(c) of Regulation No 2868/95,
which deals with the admissibility of
the notice of appeal, as is apparent from
Rule 49(1) of the same regulation, the
notice of appeal need only contain a
statement identifying the decision
which is contested and the extent to
which amendment or cancellation of
the decision is requested. By contrast,
Rule 48(c) does not require that the no-
tice of appeal set out any specific
grounds of appeal. Hence it is only the
subject matter and not the extent of the
examination which the Board of Appeal
must conduct which falls to be deter-
mined by the party bringing the appeal.

31 Second, the interpretation given in
paragraph 29 above can in no way im-
pair the practical effect of the third sen-
tence of Article 59 of Regulation No
40/94, under which a written statement
setting out the grounds of appeal must
be filed within four months after the
date of notification of the decision. The
party bringing the appeal may put for-
ward items in that statement from
which it is apparent that the decision
under appeal must be annulled or rec-



tified on the ground that a new decision
with the same wording as the decision
appealed can no longer be lawfully
adopted at the time of the appeal rul-
ing. Under Article 74(1) in fine of Reg-
ulation No 40/94, that party may also,
subject only to Article 74(2), rely on
new facts or adduce new evidence. The
written statement provided for in the
third sentence of Article 59 of Regula-
tion No 40/94 therefore facilitates the
smooth running of the appeal process,
and there is no need to find that the ex-
tent of the examination which the
Board of Appeal is required to conduct
of the decision under appeal is limited
or determined by the grounds relied on
by the party bringing the appeal.

32 Third, contrary to what the Office
maintains, the Board of Appeal’s oblig-
ation to conduct an examination of the
decision under appeal, even if a specif-
ic ground has not been raised by the
party concerned, is not contrary to the
rule laid down in Article 74(1) in fine
of Regulation No 40/94, according to
which, in inter partes proceedings, the
Office’s departments, including Boards
of Appeal, are restricted in their exam-
ination to the facts, evidence and argu-
ments provided by the parties. In the
light of the different language versions
of that provision, the Court finds that
it limits the examination conducted by
the Office in two ways. On the one
hand, it refers to the factual basis of the
Office’s decisions, that is to say, the
facts and evidence on the basis of which
they may validly be based (Case T-
232/00 Chef Revival USA v OHIM -
Massagué Marin (Chef) [2002] II-2749,
paragraph 45); on the other hand, it
refers to the legal basis of those deci-
sions, that is to say, the provisions
which the department hearing the ap-
plication is bound to apply. Thus, the
Board of Appeal, in ruling on an appeal
against a decision to terminate an op-
position procedure, can base its deci-
sion only on the relative grounds for
refusal on which the party concerned
relied and on the related facts and evi-
dence produced by that party. Howev-
er, such a limitation of the legal and fac-
tual basis of the examination conducted
by the Board of Appeal is compatible
with the principle that the extent of the
examination which the Board of Appeal

is required to conduct in regard to the
decision under appeal does not depend
upon whether or not the party bringing
the appeal has raised a specific ground
of appeal criticising the interpretation
or application of a provision by the de-
partment which heard the application at
first instance, or upon that department’s
assessment of a piece of evidence. It fol-
lows from the principle of continuity of
functions that, within the scope of Ar-
ticle 74(1) in fine of Regulation No
40/94, the Board of Appeal is required
to base its decision on all the matters of
fact and of law which the party con-
cerned introduced either in the pro-
ceedings before the department which
heard the application at first instance or,
subject only to Article 74(2), in the ap-
peal.

33 Fourth, the interpretation given in
paragraph 29 above is supported by the
fact that, under Article 88(1) of Regu-
lation No 40/94, and subject only to
Article 88(2) concerning natural or le-
gal persons not having either their
domicile or their principal place of
business or a real and effective indus-
trial or commercial establishment in the
Community, parties to proceedings be-
fore the Office may appear without
professional representation or, a for-
tiori, a lawyer.

34 Lastly, the interpretation given in
paragraph 29 above is not invalidated
by the fact that the extent of the exam-
ination conducted by the Community
courts in the context of direct actions is
determined by the grounds of appeal
raised in the application, subject only to
grounds involving a question of public
policy. First, the proceedings before the
Board of Appeal are not judicial in na-
ture but administrative (Soap bar shape,
cited above, paragraphs 21 to 23). Sec-
ond, as recalled in paragraph 30 above,
unlike the situation prevailing in the
Community courts, the notice initiating
proceedings before the Board of Appeal
need not refer to specific pleas.

35 It follows that, by failing itself to
examine the evidence the applicant had
produced in the proceedings before the
Opposition Division, particularly Mr
Blacha’s declaration, the Board of Ap-
peal failed to fulfil its obligations under
Article 61(1) and Article 62(1) of Reg-
ulation No 40/94. Consequently, the
first plea must be upheld.

36 Accordingly, the contested deci-
sion must be annulled and it is not nec-
essary to rule on the other pleas raised
by the applicant.

37 Costs

Operative part

1. Annuls the decision of the Third
Board of Appeal of the Office for
Harmonisation in the Internal
Market (Trade Marks and De-
signs) of 12 September 2001 (Case
R-738/2000-3).

2. Orders the Office for Harmonisa-
tion in the Internal Market (Trade
Marks and Designs) to pay the
costs.



Madrid (Marks) Notification
No. 145

Madrid Agreement concerning the
International Registration of Marks

Notification by the People’s Republic
of China: Withdrawal of Declaration
Concerning Article 14(2)(d)

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the receipt,
on July 24, 2003, of a notification of the
Government of the People’s Republic
of China withdrawing the declaration
that it made under Article 14(2)(d) of
the Madrid Agreement Concerning the
International Registration of Marks of
April 14, 1891, as revised at Stockholm
on July 14, 1967, and amended on Sep-
tember 28, 1979, according to which
declaration the application of that
Agreement was limited to marks regis-
tered from the date on which the ac-
cession of the People’s Republic of Chi-
na entered into force (see Madrid No-
tification No. 41, of July 4, 1989).

July 24, 2003

Madrid (Marks) Notification
No. 146

Protocol Relating to the Madrid
Agreement concerning the

International Registration of Marks

Accession of the United States of
America

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments and
has the honor to notify the deposit by
the Government of the United States of
America, on August 2, 2003, of its in-
strument of accession to the Protocol
Relating to the Madrid Agreement
Concerning the International Registra-
tion of Marks, adopted at Madrid on
June 27, 1989 (‘Madrid Protocol
(1989)’).

The said instrument was accompanied
by the following declarations:

— (1989), under Article 5(2)(b) of the
said Protocol, the time limit of one

year to exercise the right to notify a
refusal of protection referred to in
Article 5(2)(a) thereof is replaced by
18 months and that, under Article
5(2)(c) of the said Protocol, when a
refusal of protection may result from
an opposition to the granting of pro-
tection, such refusal may be notified
to the International Bureau after the
expiry of the 18-month time limit;

— the declaration that, in accordance
with Article 8(7)(a) of the Madrid
Protocol (1989), the United States of
America, in connection with each in-
ternational registration in which it is
mentioned under Article 3ter of the
said Protocol, and in connection
with the renewal of any such inter-
national registration, wants to re-
ceive, instead of a share in revenue
produced by the supplementary and
complementary fees, an individual
fee.

The Madrid Protocol (1989) will enter
into force, with respect to the United
States of America, on November 2,
2003.

August 2, 2003

Madrid (Marks) Notification
No. 147

Madrid Agreement concerning the
International Registration of Marks

Accession by the Republic of Cyprus

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the deposit
by the Government of the Republic of
Cyprus, on August 4, 2003, of its in-
strument of accession to the Madrid
Agreement Concerning the Interna-
tional Registration of Marks of April
14, 1891, as revised at Stockholm on
July 14, 1967, and amended on Septem-
ber 28, 1979.

The Madrid Agreement, as revised, will
enter into force, with respect to the Re-
public of Cyprus, on November 4,
2003.

August 4, 2003

Madrid (Marks) Notification
No. 148

Protocol Relating to the Madrid
Agreement concerning the

International Registration of Marks

Accession by the Republic of Cyprus

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments and
has the honor to notify the deposit by
the Government of the Republic of
Cyprus, on August 4, 2003, of its in-
strument of accession to the Protocol
Relating to the Madrid Agreement
Concerning the International Registra-
tion of Marks, adopted at Madrid on
June 27, 1989 (‘Madrid Protocol
(1989)’).

The Madrid Protocol (1989) will enter
into force, with respect to the Republic
of Cyprus, on November 4, 2003.

August 4, 2003

Madrid (Marks) Notification
No. 149

Madrid Agreement concerning the
International Registration of Marks

Accession by the Islamic Republic of
Iran

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the deposit
by the Government of the Islamic Re-
public of Iran, on September 25, 2003,
of its instrument of accession to the
Madrid Agreement Concerning the In-
ternational Registration of Marks of
April 14, 1891, as revised at Stockholm



on July 14, 1967, and amended on Sep-
tember 28, 1979.

The Madrid Agreement, as revised, will
enter into force, with respect to the Is-
lamic Republic of Iran, on December
25, 2003.

September 25, 2003

Madrid (Marks) Notification
No. 150

Protocol Relating to the Madrid
Agreement concerning the

International Registration of Marks

Accession by the Islamic Republic of
Iran

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments and
has the honor to notify the deposit by
the Government of the Islamic Repub-
lic of Iran, on September 25, 2003, of its
instrument of accession to the Protocol
Relating to the Madrid Agreement
Concerning the International Registra-
tion of Marks, adopted at Madrid on
June 27, 1989 (‘Madrid Protocol
(1989)’).

The Madrid Protocol (1989) will enter
into force, with respect to the Islamic
Republic of Iran, on December 25,
2003.

September 25, 2003

The Hague Notification No. 58

Hague Agreement Concerning the
International Deposit of Industrial

Designs

The Hague Act (1960) and the
Stockholm (Complementary) Act

(1967)

Accession by the Gabonese Republic

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the deposit
by the Government of the Gabonese

Republic, on July 18, 2003, of its in-
strument of accession to the Hague
Agreement Concerning the Interna-
tional Deposit of Industrial Designs of
November 6, 1925, as revised at The
Hague on November 28, 1960 (‘the
Hague Act (1960)’), and supplemented
at Stockholm on July 14, 1967 (‘Stock-
holm (Complementary) Act (1967)’),
and as amended on September 28, 1979.

The Hague Act (1960) will enter into
force, in respect of the Gabonese Re-
public, on August 18, 2003. On that
same date, the Gabonese Republic will
become bound by Articles 1 to 7 of the
Stockholm (Complementary) Act
(1967) and will become a member of
the Hague Union.

July 18, 2003

The Hague Notification No. 59

Hague Agreement Concerning the
International Deposit of Industrial

Designs

Geneva Act of the Hague
Agreement Concerning the

International Registration of
Industrial Designs

Accession of the Principality of
Liechtenstein

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the deposit
by the Government of the Principality
of Liechtenstein, on August 11, 2003, of
its instrument of accession to the Gene-
va Act of the Hague Agreement Con-
cerning the International Registration
of Industrial Designs, adopted at Gene-
va on July 2, 1999 (the ‘Geneva Act’).

The said instrument was accompanied
by the declaration, in accordance with
Article 30(1) of the Geneva Act, that,
under Article 17(3)(c) of the said Act,
the maximum duration of protection
provided for by the law of the Princi-
pality of Liechtenstein is 25 years.

The date of entry into force of the
Geneva Act will be notified when the
required number of ratifications or ac-

cessions is reached in accordance with
Article 28(1) and (2) of the said Act.

August 11, 2003

The Hague Notification No. 60

Hague Agreement Concerning the
International Deposit of Industrial

Designs

Geneva Act of the Hague
Agreement Concerning the

International Registration of
Industrial Designs

Ratification by the Kingdom of Spain

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him of the deposit
by the Government of the Kingdom of
Spain, on September 23, 2003, of its in-
strument of ratification of the Geneva
Act of the Hague Agreement Concern-
ing the International Registration of In-
dustrial Designs, adopted at Geneva on
July 2, 1999 (the ‘Geneva Act’).

The said instrument was accompanied
by the following declarations:

— in accordance with Rule 18(1)(b) of
the Regulations under the Geneva
Act, the prescribed period of six
months for the notification of refusal
of the effects of an international reg-
istration shall be replaced by a peri-
od of 12 months; and

— under Rule 18(1)(c)(i) of the Regula-
tions under the said Act, the inter-
national registration shall produce
the effect referred to in Article
14(2)(a) of the Geneva Act at the lat-
est six months after the date referred
to in that Article.

The date of entry into force of the said
Treaty is the subject of a separate noti-
fication (The Hague Notification No.
61).

September 23, 2003



The Hague Notification No. 61

Hague Agreement Concerning the
International Deposit of Industrial

Designs

Geneva Act of the Hague
Agreement Concerning the

International Registration of
Industrial Designs

Entry into Force

The Director General of the World In-
tellectual Property Organization
(WIPO) presents his compliments to
the Minister for Foreign Affairs and has
the honor to notify him that the Gene-
va Act of the Hague Agreement Con-
cerning the International Registration
of Industrial Designs (the ‘Geneva
Act’) will enter into force on

December 23, 2003,

that is, three months after the deposit
by six States of their instruments of ac-
cession or ratification, three of which
fulfill at least one of the conditions pro-
vided for in Article 28(2) of the Gene-
va Act.

In this connection, it is recalled that in-
struments of ratification or accession of
the said Geneva Act were deposited:

— on May 11, 2001, by Romania

— on July 6, 2001, by the Republic of
Iceland

— on December 19, 2001, by the Re-
public of Moldova

— on March 21, 2002, by the Republic
of Estonia

— on May 8, 2002, by the Republic of
Slovenia

— on May 28, 2002, by Ukraine

— on September 11, 2002, by the Swiss
Confederation

— on February 17, 2003, by the Kyr-
gyz Republic

— on May 6, 2003, by Georgia

— on August 11, 2003, by the Princi-
pality of Liechtenstein

— on September 23, 2003, by the King-
dom of Spain.

(11)

In accordance with the provisions of
Article 28(2) of the Geneva Act, the fol-
lowing three States fulfill at least one of
the required conditions:

— the Kingdom of Spain

— the Republic of Slovenia

— the Swiss Confederation
(3)

Consequently, in accordance with the
provisions of Article 28(2) of the Gene-
va Act, the said Act will enter into force
on December 23, 2003, with respect to
the eleven States referred to above.

September 23, 2003

UPOV Notification No. 89

International Convention for the
Protection of New Varieties

of Plants

Accession by the Republic of Tunisia

The Secretary-General of the Interna-
tional Union for the Protection of New
Varieties of Plants (UPOV) presents his
compliments to the Minister for For-
eign Affairs and has the honor to in-
form him of the deposit by the Gov-
ernment of the Republic of Tunisia, on
July 31, 2003, of its instrument of ac-
cession to the International Convention
for the Protection of New Varieties of
Plants of December 2, 1961, as revised
at Geneva on November 10, 1972, on
October 23, 1978, and on March 19,
1991.

The said International Convention will
enter into force, with respect to the Re-
public of Tunisia, on August 31, 2003.
On that date, the Republic of Tunisia
will become a member of the Interna-
tional Union for the Protection of New
Varieties of Plants, founded by the said
International Convention.

For the purpose of determining its
share in the total amount of the annual
contributions to the budget of UPOV,
one-fifth (0.2) of one contribution unit
is applicable to the Republic of Tunisia.

July 31, 2003
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