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This overview includes a selection of decisions of the Boards of Appeal notified by the Registry 
between 01/01/2019 and 31/07/2019. Only final decisions are included into this overview. 
 
Please note that the summaries are provided for information purpose only and do not necessarily 
reproduce the exact wording of the decisions. 
 
CTRL + click on the case citation to access the decision and/or its unofficial translations in eSearch 
Case Law. 
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I.PROCEDURAL MATTERS 
 

1. ADMISSIBILITY BEFORE EUIPO 

[no entry] 
 

2. ESSENTIAL PROCEDURAL REQUIREMENTS  

 

18/12/2018, R 1933/2018-2, TH TOWNHOUSE HOTELS (fig.) / Townhouse 
 

Contested EUTM  Earlier national mark 

 

 

TOWNHOUSE 

 
Outcome: Decision annulled. 
Norms: Article 7 EUTMDR, Article 8 EUTMDR, Article 25 EUTMDR, Article 39(2) EUTMDR, 
Article 81(2)(b) EUTMDR. 
Keywords: Essential element to be translated, Substantiation of earlier right, Belated evidence. 
 
Summary: An opposition submitted against the above EUTM applied for on the basis of Article 8(1)(a) 
and (b) was rejected by the Opposition Division (§ 9). The ground for the rejection was that the 
opponent had failed to provide a translation of a critical piece of information (‘the status of the 
opponent’s mark’) contained in the earlier right’s registration certificate into the language of 
proceedings (English) (§ 21). The opponent filed an extract from the Benelux Intellectual Property 
Office in which all the field identifiers were in English (§ 28). However, the ‘Status’ field indicated Merk 
Ingeschreven (‘registered trade mark’) only in Dutch (§ 29), which led to the rejection of the opposition 
on the basis that the validity of the earlier mark could not be established (§ 30). 
 
According to the established case-law, the failure to translate the registration certificate leads to the 
rejection of the opposition as unfounded (30/06/2004, T-107/02, Biomate, EU:T:2004:196, § 70, 72) 
(§ 24). The Board finds that there can be no serious doubt about the mark being registered and in 
force, since the ‘expiration date’ field on the extract indicates 25 August 2021 (§ 33). The Opposition 
Division was overly formalistic in rejecting the opposition on the basis of a marginal omission which 
was not even decisive for establishing its validity (§ 38). On appeal the opponent submitted 
‘supplementary’ material which is ‘highly relevant’ for these proceedings: (i) copy of the registered 
trade mark in Dutch (ii) with a full translation into English, (iii), together with an extract from TMview 
and (iv) a copy of the registration certificate of the earlier mark. Therefore the defect has been amply 
rectified. There is no doubt that the earlier mark is valid (§ 39). 
 
The Board considers it equitable to exercise its discretion under Article 95(2) EUTMR to admit the new 
material which rectifies the putative defect in the substantiation of the earlier right (§ 40) and remits 
the case back to the Opposition Division for an examination of the opposition on substance (§ 41). 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1933%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-107%2F02
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3. GENERAL PRINCIPLES OF EU LAW 

 

27/03/2019, R 1948/2018-2, X (FIG.) 
 

Contested EUTM 

 
 

 
Outcome: Decision annulled. 
Norms: Article 7(1)(b) EUTMR, Article 45 EUTMR, Article 45(4) EUTMR, Article 30 EUTMDR. 
Keywords: Figurative trade mark, Lack of reasoning, Reimbursement, Right to be heard. 
 
Summary: The examiner partially rejected the registration of the above sign applied for on the basis 
of Article 7(1) (b), (c) and Article 7(2) EUTMR (§ 4). The applicant in its reply claimed that it had not 
been given the opportunity to comment on the third-party observations, and that, as an ancillary claim, 
the sign has acquired distinctiveness through use. After giving consideration to these claims the 
examiner rejected the application for part of the goods and services on the same legal bases as listed 
above (§ 9). 
 
The examiner’s argument that the meaning of the sign in question is descriptive because it indicates 
the size, that is a measurement for the clothing and sports equipment, cannot be accepted (§ 32). The 
rejection shall be based rather on the lack of distinctive character, the sign in question being only a 
simple geometric figure and serving only decorative purposes (§ 27-29). On this basis, the sign should 
have been rejected not only for Classes 25 and 28, but also for the services in Class 41 (§ 35). 
 
The Board upholds the appeal and sends the case back to the first instance for reopening the 
examination on absolute grounds. In addition, the Board stipulates that the applicant shall be informed 
about the third-party observations and shall be given the possibility to comment on them before a 
decision is rendered (§ 36-38). 
  

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1948%2F2018
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II.TRADE MARKS 

 

1. ABSOLUTE GROUNDS (ARTICLE 7 EUTMR) / INVALIDITY (ARTICLE 59 EUTMR) 

 

A. ARTICLE 7(1)(a) / 59(1)(a) EUTMR – SIGN OF WHICH AN EUTM MAY CONSIST 

[no entry] 
 

B. ARTICLE 7(1)(b) / 59(1)(a) EUTMR – NON-DISTINCTIVE SIGN 

 

Distinctive (no) 

 
07/02/2019, R 1489/2018-2, RAPPRESENTAZIONE DI UNA FORMA DI UN PACCHETTO DI 
PASTA (fig.) 
 

EUTM application 

 

 
 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(b) EUTMR, Article 7(3) EUTMR. 
Keywords: Three-dimensional mark, Non-distinctive, Distinctiveness acquired by use (no). 
 
Summary: The examiner refused the registration of the EUTM application as represented above 
because of its lack of distinctive character (§ 4) in relation to pasta in Class 30.  
 
It is established case-law that a trade mark which diverges significantly from the standard or customs 
of the sector and is thus able to fulfil its original essential function of indicating origin is distinctive 
within the meaning of Article 7(1)(b) EUTMR (§ 13). In the present case the Board finds that the form 
of the packaging is absolutely standard (§ 22), its colour of light brown is typical for raw packaging 
(§ 23), and the transparent window is also widely used in the sector (§ 24). The minor variations 
applied to the mark are incapable of being perceived by the relevant customers as distinguishing 
features (§ 27). The absence of a trade mark’s distinguishing character cannot be called into question 
by more or less similar configurations on the market, or by the absence on the market of identical 
configurations.  
 
The Boards also notes the applicant’s argument concerning the fact that the consumer would be able 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1489%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/1489%2F2018


 

 
 BOARDS OF APPEAL 

 
   

 

 Page 8 of 31 
 

to recognise the trade mark in question, which has been in use for a long time and on a large scale in 
the European market and belongs to a leading company in the pasta sector (§ 29). However, even as 
an implicit claim for the possible application of Article 7(3) EUTMR the Board cannot, in the absence 
of any evidence of any kind, accept such a claim (§ 30).  
 
The appeal is dismissed. 
 
08/02/2019, R 1882/2018-2, Lüneburger Heide (fig.) 
 

Contested EUTM 

 

 
 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(b) EUTMR, Article 7(1)(c) EUTMR. 
Keywords: Figurative trade mark, Geographical origin, Descriptive element (yes), Non-distinctive. 
 
Summary: The examiner rejected the EUTM application under Article 7(1)(b) and (c) EUTMR, for part 
of the goods and services (§ 3). 
 
‘Lüneburger Heide’ is the name of a region of the North German Plain, which is characterised by a 
predominantly heath, geest and woodland landscape. Tourism is the strongest economic activity in the 
region. All these are well-known facts. Lüneburger Heide is a geographical indication, which is known 
throughout Germany (§ 18).  
As regards Article 7(1)(c) EUTMR, the Board notes that the figurative element of the EUTM is linked to 
the name ‘Lüneburger Heide’. This image does not make it possible to distract the relevant public from 
the word elements, but rather strengthens the message conveyed (§ 31). The EUTM was correctly 
rejected on this absolute ground. 
 
As regards Article 7(1)(b) EUTMR, the Board finds that the sign as a whole does not have any 
unusual or otherwise surprising elements. It does not have any features that could be perceived by the 
relevant public as having an essential function. The word element ‘Lüneburger Heide’ is perceived as 
merely giving information that the products originate from the region and that the services provided 
are offered there. Thus, the sign cannot satisfy the essential function of a trade mark (§ 38). 
 
The appeal is dismissed. 
 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1882%2F2018
http://ec.europa.eu/agriculture/quality/door/registeredName.html?denominationId=2076
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18/03/2019, R 925/2017-5, DARSTELLUNG VON DREI KREISEN (fig.) 
 

Contested EUTM 

 
 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(b) EUTMR. 
Keywords: Figurative trade mark, Other type of mark. 
 
Summary: The examiner rejected the application for the sign as represented above in relation to 
sanitary tapware and parts and components therefor in Class 11. The applicant indicated that the sign 
was a tactile mark, however the examiner argued that the sign should be considered a figurative mark 
and the description submitted was irrelevant. In addition both the representation and the description of 
the sign lacked important tactile properties (§ 7).  
 
The Board finds that the designation of the sign as a tactile mark as regards its eligibility for 
registration is irrelevant (§ 16). The tactile effect of the sign applied for would be seen by relevant 
consumers as normal practice for the types of goods (taps with a surface of concentric elastic slats 
serving to beam the water) similar to the goods applied for (§ 33). The concentric slats are typical 
variants in competitors’ products (§ 34). 
 

 
 
The tactile impression is combined with a functional characteristic (the easy removal of lime deposits 
by touching the elastic slats). The soft effect resulting from the slats is not sufficient to distinguish the 
relevant goods from the other competitors’ products (§ 40). Accordingly the Board concludes that the 
sign applied for is not distinctive as regards the goods applied for (§ 44). 
 
The appeal is dismissed. 
 
 
 
 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0925%2F2017
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14/05/2019, R 2094/2018-5, Rechter Winkel (fig.) 
 

Contested EUTM 

 

 
 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(b) EUTMR. 
Keywords: Figurative trade mark, Non-distinctive. 
 
Summary: The examiner rejected the application for the sign as represented above in relation to 
medical diagnostic and surgical goods and services in Classes 9, 10 and 44 (§ 3).  
 
The relevant public consists of both professionals and the general public (§ 15-19). The figurative sign 
consists of a simple geometric symbol, which serves only a decorative purpose and is not able to 
distinguish the goods and services applied for (§ 24, 27, 30). The applicant’s line of reasoning, that it 
represents a stylized L and that the specialised public would immediately link this with the applicant, 
has not been supported by any evidence and cannot be upheld (§ 34). 
 
The appeal is dismissed. 
 

Distinctive (yes) 

 
11/07/2019, R 381/2019-4, Light blue, dark blue, red 
 

EUTM application 

 

 

 
Outcome: IR designating EU allowed. 
Norms: Article 7(1)(b) EUTMR. 
Keywords: Combination of colours. 
 
Summary: The examiner issued an ex officio provisional partial refusal for the international 
registration designating the European Union for the combination of colours represented above (§ 2). 
Article 193(1) EUTMR provides that international registrations designating the EU shall be examined 
on absolute grounds for refusal in the same way as directly filed applications for EU trade marks (§ 9). 
 
The Board notes that the three colours making up the representation of the mark are clearly 
separated, they can be remembered relatively easily, and their proportion is clearly defined, each of 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2094%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0381%2F2019
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the three sections having an equal width. None of these colours represents the typical natural colour 
of the goods at stake (§ 15). It is not a sequence of irregularly arranged coloured fields or boxes, or a 
rainbow-like sequence representing the totality of the colour spectrum, or any other type of colour 
pattern which would be too complex for an average consumer to memorise easily (§ 18). Whilst it may 
be true that some of the goods refused regularly come in various colours (cars, shirts), it has not been 
established that these goods regularly come in a combination of three colours, vertically arranged. 
Especially as regards vehicles, the appellant correctly points out that it is not normal that cars are 
painted in three different colours, in equal proportions and prominence. For the other goods refused, a 
presentation in a combination of three colours is barely conceivable taking into account the nature of 
those goods, e.g. sunglasses or jewellery (§ 21).  
 
The appeal is upheld. 
 
30/01/2019, R 1977/2018-4, REPRESENTACION DE ELEMENTOS FLORALES (fig.) 
 

EUTM application 

 

 
 

 

Outcome: Decision annulled. 
Norms:  Article 7(1)(b) EUTMR. 
Keywords: Distinctive element.  
 
Summary: The mark applied for was rejected as the examiner found that the sign merely had a 
decorative character and might also refer to the products themselves, such as wines, which could 
bear floral aromas and floral flavours (§ 4). 
 
First the Board concludes, in relation to ‘wines’ and ‘sparkling wines’, that although some floral and 
fruity aromas can be recognised in certain wines, the possible link between the wines and the flowers 
is indirect and at best an evocation of these products. Moreover, none of the leaves shown in the 
requested sign corresponds to leaves, from which the grapes are obtained, which are the raw 
materials used to make the wine. (§ 13-14). Second, with regard to ‘alcoholic beverages (other than 
beers)’, it is even less likely that a composition of flowers may be viewed by the public concerned as 
all the raw materials used in the distillation of a certain liqueur or alcoholic beverage (§ 15). 
 
The floral arrangement applied for cannot, or might not be perceived, given the varying variety of 
elements involved, as a descriptive indication of the types of raw materials used to produce the 
alcoholic beverages in question (§ 16).  Although the existence of a certain degree of creativity is not 
indicative of distinctive character, its presence in the present case enables the public concerned to 
identify easily and immediately the origin of the products concerned (§ 18). It is equally important to 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1977%2F2018
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point out that the combination of the graphic elements, although being difficult to accurately described 
orally, is not sufficiently complex for the public not to be able to memorise it as an image that, taken as 
a whole, is more or less accurate to the sign as applied for (§ 19). 
 
The appeal is upheld. 
 

C. ARTICLE 7(1)(c) / 59(1)(a) EUTMR – DESCRIPTIVE SIGN 

 
Descriptive (yes) 
 
13/02/2019, R 2589/2017-4, JAMONES ALPUJARRA  
 

Contested EUTM 

 
JAMONES ALPUJARRA 

 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(c) EUTMR, Article 59(1)(a) EUTMR, Article 74(2) EUTMR, Article 75(2) EUTMR. 
Keywords: Collective mark, Geographical origin. 
 
Summary: The cancellation applicant submitted a request for declaration for invalidity on the basis of 
absolute grounds (§ 4). The Cancellation Division rejected the request (§ 7). 
 
As regards Article 7(1)(c) EUTMR the Board finds that although the contested EUTM is descriptive for 
the goods and services applied for, because it benefits from the exemption granted for collective 
marks under Article 74(2) EUTMR, the request for invalidity shall be rejected on that ground (§ 20). 
As regards Article 7(1)(b) EUTMR the Board finds that although ‘hams’ identify the products for which 
the contested mark is registered or those which the services in question concern, the addition of the 
term ‘Alpujarra’ will make it possible to identify the products and services of the collective EUTM 
owner from those of other associations (the purpose of collective marks) (§ 25). 
 
As regards Article 7(1)(g) EUTMR the Board stipulates that the cases of refusal of registration 
provided for in the said article mean that there is an ‘actual deceit or a sufficiently serious risk that the 
consumer will be deceived’. The challenged collective mark may be correctly and validly used without 
implying deceit on the part of the public. Indeed, the conditions of use laid down in the regulations 
governing use of the contested mark (hereinafter ‘regulations’) include the fact that the products and 
services in question come from the area of Alpujarra (§ 30). 
 
The only reason for annulment was that the regulations governing use of the collective mark do not 
refer to the EUTM in dispute, but to ‘Jamón de la Alpujarra’. It is not the competence of the Board to 
examine these regulations in all other respects (§ 33). While the new regulation applicable to the 
indication of the trade mark in question should be included in the regulations governing use, this 
amendment could not be applied retrospectively to the case at hand (§ 35). In any event, the 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2589%2F2017
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difference between the indication given in the regulations governing the use of the collective mark 
namely ‘Jamón de la Alpujarra’ and the contested collective EUTM ‘JAMONES ALPUJARRA’ is very 
slight, since they differ only in ‘ham of.../hams’. It is clear that, although the regulations of use do not 
reflect this last sign as such the public can clearly link it with the regulations of ‘Jamón de la Alpujarra’ 
(§ 36). 
 
The appeal is dismissed. 
 
17/05/2019, R 2425/2018-4, sans OGM 
 

Contested EUTM 

 
 
Outcome: Decision confirmed. 
Norms: Article 7(1)(c) EUTMR. 
Keywords: Descriptive (yes), Figurative trade mark, Non-distinctive. 
 
Summary: The examiner refused the registration of the figurative mark represented above for goods 
in Class 29 (§ 2).  
 
The sign applied for as an individual trade mark informs the relevant French-speaking consumers that 
the goods (dairy products and their substitutes; eggs and egg products) do not contain genetically 
modified organisms or a share of less than 0.9 %. The graphic elements are commonplace and 
insufficient to render the sign distinctive (§ 13). The graphic design of the label in no way alters the 
narrative nature of the text (§ 15). The sign in its entirety directly describes the nature, production 
method, and quality of the goods claimed. 
 
The sign, as the pure combination of descriptive elements, does not have distinctive character in 
respect of the goods applied for. 
 
Descriptive (no) 
 

15/02/2019, R 1417/2018-4, DEVICE OF A BLUE SQUARE  
 

 EUTM application 

 
 
Outcome: Decision annulled. 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2425%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/1417%2F2018
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Norms: Article 7(1)(b) EUTMR, Article 7(1)(c) EUTMR. 
Keywords: Figurative trade mark, Distinctiveness (yes), Descriptiveness (no). 
 
Summary: The examiner rejected the application for registering the sign as represented above for 
Classes 9 and 42 finding that it was descriptive and non-distinctive within the meaning of Article 
7(1)(b) and (c) and Article 7(2) EUTMR. 
 
The relevant goods and services in this case are computer software, image files and mobile 
applications for designing and printing clothes and bags and the provision of such software and 
applications. They address the end consumer who wishes to print clothes and bags with individual 
images, as well as professionals who offer printing services (§ 9). The figurative elements of the sign 
in question, even if they were to be qualified as pictograms, do not convey – neither on their own, nor 
in their combination – any clear message that the relevant public could understand as a description of 
the goods and services at issue. As regards Article 7(1)(c) EUTMR, the Board considers that it would 
require several mental steps to arrive at the understanding that the sign describes the purpose of the 
goods and services at issue, which consumers are unlikely to perform. In the absence of any 
meaning, the sign cannot serve in trade to describe any characteristics of the goods and services 
applied for (§ 11).  
 
In relation to Article 7(1)(b) EUTMR, the Board notes that the examiner based the refusal of the mark 
as being non-distinctive on its descriptive nature (§ 14). Other reasons to deny the sign protection 
were not brought forward by the examiner and are not apparent to the Board. The stylised depiction of 
a T-shirt and a bag cannot be considered as simple geometric shapes which consumers will not be 
able to remember; there is also no reason to assume that the relevant public would perceive the mere 
depiction of a T-shirt and a bag as a laudatory message to highlight the quality of the software which 
is designed for printing on clothes and bags (§ 15). 
 
Consequently, the appeal is upheld and the application may proceed to publication for all the goods 
and services applied for. 
 

27/03/2019, R 1854/2018-4, RELATIONSHIP MEMORY 
 

Contested EUTM 

 
RELATIONSHIP MEMORY 

 
Outcome: Decision annulled. 
Norms: Article 7(1)(c) EUTMR. 
Keywords: Descriptive. 
 
Summary: The application to register the word mark above for services in Classes 35,  41 and 42 
(inter alia, market research, marketing consulting, conference services, hosted computing services) 
was rejected on the basis of Article 7(1)(b) and (c) and Article 7(2) EUTMR (§ 3). 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1854%2F2018
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Relevant consumers comprise a specialist public, in countries where English is the official language, 
but also in Member States where the public has a good command of English (§ 18-19). 
The combination of the words ‘RELATIONSHIP MEMORY’ in the sign applied for is incorrect both 
from a grammatical and a sentence construction standpoint, and therefore has an unusual structure. 
In addition both words have a broad meaning (§ 21). The potential link between ‘RELATIONSHIP 
MEMORY’ and the services applied for is too vague in order to conclude that the sign applied for has 
a descriptive character (§ 22). 
 
The sign applied for is not descriptive for the services in question, and the Board does not see any 
other reason why the mark lacks distinctive character (§ 25).  
 
Consequently, the sign applied for does not contravene the absolute grounds for refusal. The appeal 
is therefore well founded and the contested decision is to be annulled. 
 
24/04/2019, R 1878/2018-4, FOREIGN AFFAIRS 
 

Contested EUTM 

 
FOREIGN AFFAIRS 

 

 
Outcome: Decision partially annulled. 
Norms: Article 7(1)(c) EUTMR, Article 7(3) EUTMR, Article 7(i) EUTMIR. 
Keywords: Descriptive element, Distinctiveness acquired by use. 
 
Summary: The examiner refused the entire application in relation to the word mark ‘FOREIGN 
AFFAIRS’ on the grounds that the sign was descriptive and devoid of distinctive character for all the 
goods and services applied for (inter alia, downloadable journals and e-books, magazines, online 
publications in the field of American foreign policy, diplomacy, history, international politics and 
economics in Classes 9,  16 and 41), in addition the evidence submitted in support of the applicant’s 
claim to acquired distinctiveness was insufficient (§ 4).  
 
The Board confirms the reasoning and conclusions of the examiner with regard to the descriptive 
nature and lack of distinctive character of the sign in question (§ 8). 
In the relevant field of foreign policy, diplomacy, history, international politics and economics, English 
is used internationally and the relevant territory for the assessment of acquired distinctiveness is the 
entire EU (§ 12). 
 
The evidence (sales figures, distribution lists of retailers, witness statements of representatives of 
various institutions renowned in the field of foreign policy and international affairs) is sufficient to show 
that, as a result of its long-standing and continuous use as a title, the relevant public has learnt to 
perceive ‘FOREIGN AFFAIRS’ in relation to magazines in the field of foreign policy and international 
affairs (the goods applied for in Class 16) as an indication of their commercial origin. Taking into 
account the well-established market practice to offer magazines both in print and digital format, the 
perception is no different with regard to the electronic version of the magazine and the additional 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1878%2F2018
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content provided under the sign over the applicant’s website (goods applied for in Classes 9 and 41) 
(§ 17). 
 
As regards the remaining goods and services in Classes 9 and 41 the evidence is too scarce to 
establish any use of the sign applied for (§ 21, 23). The appeal is allowed for the goods and services 
regarding magazines, downloadable magazines and on-line publications in the field of American 
foreign policy, diplomacy, history, international politics and economics and dismissed for the 
remainder. 
 
17/06/2019, R 0033/2019-5, christian SINGLES (fig.) 
17/06/2019, R 0035/2019-5, christian SINGLES (fig.) 
17/06/2019, R 0036/2019-5, cristianos SOLTEROS (fig.) 
17/06/2019, R 0037/2019-5, cristianos SOLTEROS (fig.) 
17/06/2019, R 0038/2019-5, chrétiens CELIBATAIRES (fig.) 
17/06/2019, R 0039/2019-5, chrétiens CELIBATAIRES (fig.) 
 

Contested EUTM(s) 
 

 
 

 
 

 

 
Outcome: Decision confirmed 
Norms: Article 7(1)(b) EUTMR, Article 7(1)(c) EUTMR 
Keywords: Figurative trade mark 
Summary: The examiner rejected the EUTM applications (as represented above) under Article 7(1)(b) 
and (c) EUTMR, for part of the goods and services (§ 1).  
 
The word elements ‘christian SINGLES’, ‘cristianos SOLTEROS’ and ‘chrétiens CELIBATAIRES’ are 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0033%2F2019
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0035%2F2019
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0036%2F2019
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0037%2F2019
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0038%2F2019
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0039%2F2019
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purely descriptive in the context of the services applied for (entertainment, sport, cultural activities in 
Class 41 and matchmaking or related services in Class 45). The relevant English-, Spanish- and 
French-speaking consumers will immediately understand the signs as: Single Christian faith and/or 
Single Christians. 
 
All the services in Class 41 can be tailored to the Christian faith, such as the use of religious values 
and leadership of the Christian faith. At the same time, these services may be targeted at single 
people (this is clearly indicated in the text of the services).  
The same applies to the services in Class 45, which may correspond to, or be tailored to, Christian 
values. The nature of such services depends, in particular, on those who wish to make new contacts 
or enter into new partnerships.  
 
The figurative element of the Eucharistic fish symbolises Christianity (it is one of the oldest symbols) 
and merely reinforces and underlines the meaning of the word elements. The Board notes that it 
increases the relevant consumer’s impression that the word elements represent services aimed at 
Christians (singles). The figurative element has no special features or details that could be easily 
memorised by the relevant public. As a whole, the contested applications describe the nature and the 
intended purpose of the services in question. 
 
The appeal is dismissed. 
 

D. ARTICLE 7(1)(d) / 59(1)(a) EUTMR – CUSTOMARY SIGN 

[no entry] 

E. ARTICLE 7(1)(e) / 59(1)(a)EUTMR – SHAPE 

[no entry] 

F. ARTICLE 7(1)(f) / 59(1)(a)EUTMR – PUBLIC POLICY / MORALITY 

 
20/03/2019, R 1853/2017-2, MakTea (fig.) / McDonald's et al.  

Contested EUTM Earlier marks 

 

 
 

BIG MAC 
McCOUNTRY 

McCAFE 
MCTOAST 

McBreakfast 
McWRAP 

McRIB 
McDONALD´S 

MCMUFFIN 
McDouble 

Mc 
McBites 

McDonald’s 

 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1853%2F2017
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Outcome: No need to adjudicate. 
Norms: Article 7(1)(c) EUTMR, Article 7(1)(f) EUTMR. 
Keywords: Figurative trade mark, Descriptive, Contrary to public policy or principles of morality. 
 
Summary: The Board in its interim decision dated 3 October 2018 referred the case back to the 
examiner in order to consider the registrability of the EUTM application on the basis of absolute 
grounds stipulating that the word ‘mak (mák)’ [‘poppy seed’] is meaningful in seven official languages 
of the EU and the word ‘tea’ is understood in all EU Member States (§ 15 of the interim decision). The 
Board took into consideration that the figurative elements do not change the meaning of the sign (§ 17 
of the interim decision). 
 
Furthermore, the sign applied for is also objectionable under Article 7(1)(f), since it is also contrary to 
public policy and the law to advertise/trade narcotic drugs or goods which may  contain such drugs, in 
the abovementioned Member States. Poppy tea, in fact is a herbal tea infusion brewed from poppy 
straw or seeds of several species of poppy (§ 18 of the interim decision). 
 
Based on the above the EUTM applied for has been refused by the Office. That decision has become 
final; therefore the opposition has become without purpose. Consequently, the proceedings must be 
closed without ruling on the merits of the appeal (§ 13-14).  
 
08/04/2019, R 1566/2018-5, Novichok  
 

Contested EUTM 

 
Novichok 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(f) EUTMR. 
Keywords: Contrary to public policy or principles of morality. 
 
Summary: The examiner refused the registration of the word mark ‘Novichok’ (denoting a group of 
highly effective nerve toxins), arguing that the sign would be seen as crediting, or advocacy for, nerve 
toxins which have already been used in toxic attacks against humans, or even as mocking the victims 
of poison attacks. The mark applied for could shock the relevant public (§ 3).  
 
The Board stipulates that the trade mark applied for is the English transcription of the Russian 
expression Hoвичок. The goods at issue (non-alcoholic and alcoholic beverages) are intended for the 
general public (§ 16-17). 
 
Novichok is a chemical weapon of military origin, it has been designed to circumvent international 
restrictive measures on chemical weapons (§ 21). The application for registration is directly linked to 
two events which occurred in the United Kingdom in 2018: (i)  an attack against a Russian double 
agent and his daughter was carried out in Salisbury in England; (ii) a few months later two British 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1566%2F2018
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citizens came into contact with the poison; one of them died and the other had to deal with serious 
health consequences. There was a state of panic amongst the UK population after those two incidents 
(§ 22-23). The Board finds that the sign applied for constitutes a trivialisation of a real attack affecting 
the lives of several people. It is more than just a tasteless expression, and could be understood as 
mockery by the victims, their families and friends (§ 24). Numerous newspaper articles and press 
releases confirm that the term ‘novichok’ has acquired a notorious reputation amongst the general 
public, as a consequence of this the British and Irish public was aware, when the application was filed, 
of the meaning of the expression ‘novichok’ as the name of a highly toxic and particularly dangerous 
nerve agent (§ 26-27).  
 
The present decision is consistent with the Office’s practice of refusing signs under Article 7(1)(f) 
EUTMR which are closely related to violent terrorist attacks on human life (§ 34). 
 
Consequently, the appeal is dismissed. 
 

G. ARTICLE 7(1)(g) / 59(1)(a) EUTMR – DECEPTIVE SIGN 

[no entry] 

H. ARTICLE 7(1)(h) / 59(1)(a) EUTMR – ARTICLE 6TER PARIS 

 
22/05/2019, R 2110/2018-2, Presentation of an emblem (fig.) 
 

Contested EUTM 

 

 
 

 
Outcome: Decision confirmed. 
Norms: Article 7(1)(h) EUTMR, Article 14 EUTMR. 
Keywords: Emblem, Legitimate expectations. 
 
Summary: The examiner rejected the application for the sign as represented above in relation to all 
the goods and services applied for (§ 3).  
 
The sign applied for consists of the representation of the Maltese cross within a shield similar to a coat 
of arms (§ 19). According to Article 7(1)(h) EUTMR, the registration of the sign in question as an 
EUTM would require the authorisation of the Republic of Malta (§ 22). The argument of the applicant, 
according to which an International Catholic Rescue Organisation of the Order of Malta gives enough 
historical reason to justify the registration  of the sign without the consent of the Republic of Malta, 
cannot be followed, although it may be entitled to use the mark under the conditions laid down in  
Article 14 EUTMR (§ 23-24). 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2110%2F2018
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I. ARTICLE 7(1)(i) / 59(1)(a) EUTMR – OTHER EMBLEMS 

[no entry] 
 

J. ARTICLE 7(1)(j) / 59(1)(a) EUTMR – GEOGRAPHICAL INDICATIONS 

 
07/12/2018, R 477/2017-1, CAFE Gran Colombiano con todo el aroma y sabor del buen café 
(fig.) 
 

EUTM applied for 

 
 
Outcome: Decision confirmed. 
Norms: Article 7(1)(j) EUTMR. 
Keywords: Geographical indication. 
 
Summary: The examiner rejected the EUTM applied for on the grounds of Article 7(1)(b) and (c) 
EUTMR (§ 4). The Board reopened the examination of absolute grounds for refusal on the basis of 
Article 7(1)(j) EUTMR (§ 6, 10-15). 
 
‘Café de Colombia’ is a protected geographical indication (PGI) in the European Union in relation to 
‘coffee’ (§ 17). The Board finds that the present EUTM applied for is covered by Article 14(1) and the 
application corresponds to the situation of Article 13(1)(a) of Regulation (EU) No 1151/2012 (§ 24-25). 
The sign in question has such a close link with the PGI, that it is clearly indissociable from the 
indication (§ 31). 
 
The products covered by the EUTM applied for are the same types of products as covered by the 
PGI (§ 36). As the EUTM applied for makes direct use of the PGI, its use in respect of products that 
are comparable to coffee (‘coffee substitutes, malt coffee’) in accordance with the criteria laid down 
by the Court of Justice, in its ‘Cognac II’ judgment (14/07/2011, C-4/10 & C-27/10, BNI Cognac, 
EU:C:2011:484, § 54), would constitute ‘direct commercial use’ for ‘comparable products’ (§ 39). The 
‘direct use’ of the PGI for ‘coffee with a coffee flavour, a coffee flavoured beer’, covered by the EUTM 
applied for in Class 32, in the case of products using coffee as an ingredient or flavouring, would 
also fall under the prohibition in Article 14(1)(a) of Regulation (EC) No 1151/2012 (§ 41). 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0477%2F2017
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0477%2F2017
http://ec.europa.eu/agriculture/quality/door/registeredName.html?denominationId=176
https://eur-lex.europa.eu/search.html?DTN=1151&DTA=2012&qid=1550488465806&DB_TYPE_OF_ACT=regulation&CASE_LAW_SUMMARY=false&DTS_DOM=ALL&excConsLeg=true&typeOfActStatus=REGULATION&type=advanced&SUBDOM_INIT=ALL_ALL&DTS_SUBDOM=ALL_ALL
https://euipo.europa.eu/eSearchCLW/#basic/*///number/C-4%2F10
https://euipo.europa.eu/eSearchCLW/#basic/*///number/C-4%2F10
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Consequently, the EUTM applied for relates to the absolute ground for refusal of Article 7(1)(j) 
EUTMR in conjunction with Article 14(1) and Article 13(1)(a)-(d) of Regulation (EU) No 1151/2012, for 
all products in Classes 30 and 32 covered by it (§ 45).  
 

K. ARTICLE 7(1)(k) / 59(1)(a) EUTMR – TRADITIONAL TERMS FOR WINE 

[no entry] 

L. ARTICLE 7(1)(l) / 59(1)(a) EUTMR – TRADITIONAL SPECIALITIES GUARANTEED 

[no entry] 

M. ARTICLE 7(1)(m) / 59(1)(a) EUTMR – PLANT VARIETY DENOMINATIONS 

[no entry] 

N. ARTICLE 59(1)(b) EUTMR – BAD FAITH 

[no entry] 

O. ARTICLES 7(3) / 59(2) EUTMR– ACQUIRED DISTINCTIVENESS 

[no entry] 

2. GROUNDS FOR REVOCATION (ARTICLE 58 EUTMR) 

[no entry] 

A. ARTICLE 58(1)(a) EUTMR – REVOCATION FOR NON-USE 

 
07/06/2019, R 982/2018-2, DEVICE OF A SILHOUETTE OF A MAN WITH A PIPE (fig.) 
 

Contested EUTM 

 
 
Outcome: Decision confirmed. 
Norms: Article 58 EUTMR, Article 95(2) EUTMR, Article 27(4) EUTMDR. 
Keywords: Function of trade mark, Belated evidence. 
 
Summary: The Cancellation Division revoked the figurative trade mark representing the silhouette of 
the famous Conan Doyle character, Sherlock Holmes, for goods in Class 16 (for, inter alia, books, 
publications, stationery) Class 28 (inter alia, toys) and services in Class 41 (related to, inter alia, 
entertainment) because of its lack of genuine use (§ 6). 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/982%2F2018
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The EUTM proprietor filed additional evidence before the Boards. The Board will exercise its 
discretion to review the evidence submitted outside the time limit and accepts such belated evidence 
since it could strengthen and clarify the genuine use claim and it was submitted due to the result of the 
contested decision (§ 34). 
 
However, the Board considers the evidence not sufficient to prove the genuine use of the trade mark 
because it mostly consists of agreements of a different nature (such as royalty or licence agreements) 
that do not show exactly if, and how much, the EUTM has been effectively used in the European 
Union (§ 36, 42). Screen-shots do not establish the intensity of the alleged commercial use of the 
rights relied on. Moreover, most of the evidence has not been accompanied by necessary details such 
as the date or the place to which it refers (§ 40).  
 
Despite the abundant exhibits filed by the EUTM proprietor, the only conclusion to be reached is that 
the fictional character, Sherlock Holmes, is the subject of countless books, novels and films, and that 
his fame has a global reach. However, the evidence does not come close to establishing use of the 
challenged mark in relation to the goods and services covered (§ 46).  
 
The contested decision is upheld. 
 

B. ARTICLE 58(1)(b) EUTMR – COMMON NAME FOR A PRODUCT OR SERVICE  

[no entry] 

C. ARTICLE 58(1)(c) EUTMR – USE LIABLE TO MISLEAD THE PUBLIC  

[no entry] 

3. RELATIVE GROUNDS FOR REFUSAL (ARTICLE 8 EUTMR) / INVALIDITY (ARTICLE 60 
EUTMR) 

[no entry] 

A. ARTICLE 8(1)(a) / 60(1)(a) EUTMR – IDENTICAL SIGNS / G&S   

[no entry]
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B. ARTICLE 8(1)(b) / 60(1)(a) EUTMR – LIKELIHOOD OF CONFUSION   

 
14/12/2018, R 2222/2013-1, CHACOMENA (fig.) / Chacoli de Bizkaia denominación de origen 
 

Contested EUTM  Earlier national mark 

 

 

 

 

CHACOLÍ DE BIZKAIA 

DENOMINACIÓN DE 

ORIGEN 

 
Outcome: Decision partially annulled. 
Norms: Article 8(1)(b) EUTMR, Article 45 EUTMR. 
Keywords: Complex mark, Likelihood of confusion, Similarity of the goods and services, Similarity of 
the signs, Weak element. 
 
Summary: Due to third-party observations, the Board sent the case back to the first-instance 
department, and as a consequence the mark applied for was refused on the basis of Article 7(1)(g), (j) 
and (k) EUTMR as regards Class 33 (§ 9-10). The opposition proceedings continued as regards 
Classes 35 and 39.  
 
The relevant territory is Spain, the relevant public comprises professionals and the general public 
(§ 27-29). As regards the retail and wholesale services, the Board, based on established case-law 
(05/05/2015, T-715/13, Castello, EU:T:2015:256, § 28-33), finds that they are similar to the earlier 
goods, namely to wines (Class 35) (§ 36). In relation to the services in Class 39 the Board also finds 
certain similarities, taking into consideration that wines are indispensable for ‘packaging, transport, 
etc.’ services (14/05/2013, T-249/11, Pollo, EU:T:2013:238, § 43-63) (§ 37). As a result of the 
comparison between the signs the Board finds that they are visually similar to a low degree and 
phonetically similar to a low or medium degree (identity at the beginnings of the marks). The signs are 
also conceptually similar (§ 39-45). 
 
As a consequence, the Board finds that a likelihood of confusion exists as regards the goods and 
services that have been proven to be similar. 
 
Therefore the contested decision is partially annulled and the opposition partially upheld (§ 52).  
 
 
 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2222%2F2013
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-715%2F13
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-249%2F11


 

 
 BOARDS OF APPEAL 

 
   

 

 Page 24 of 31 
 

06/02/2019, R1215/2018-4, Premium Blend DUBAR IMPERIAL RON DOMINICANO DUPUY 
BARCELO & COMPAÑIA (fig.) / RON BARCELÓ (fig.) et al. 
 

Contested EUTM Earlier marks 

 

 
 

1)  

2)  
 

3) RUM BARCELÓ 

 
Outcome: Decision annulled. 
Norms: Article 8(1)(b) EUTMR, Article 8(5) EUTMR. 
Keywords: Figurative trade mark, Proof of use, Nature of use, Dissimilarity of signs, Likelihood of 
confusion (no), Reputation (no). 
 
Summary: An opposition was submitted against the EUTM applied for as represented above in 
relation to ‘Rum’ (Class 33) on the basis of Article 8(1)(b) and Article 8(5) EUTMR. The Opposition 
Division allowed the opposition and rejected the EUTM applied for in its entirety (§ 6). 
 
On the proof of use: The findings of the contested decision that the evidence provided is sufficient to 
establish that earlier mark 3) has been used effectively in Spain for the contested goods has not been 
challenged by either party. The applicant claims, however, that the evidence does not demonstrate the 
use of earlier mark 1) (and that earlier marks 2) and 3) are similar to the contested sign) (§ 11-12). 
The Board finds that the separate use of the different elements (‘RON BARCELÓ IMPERAL Premium 
Blend’, ‘RON BARCELÓ IMPERIAL’ and ‘RON BARCELÓ IMPERIAL’) of a complex sign cannot be 
regarded as usage which differs insignificantly from the registered form of the EUTM, therefore the 
evidence provided is not suitable as regards earlier mark 1) (§ 22-27). As regards earlier right 2) the 
variation of using the word ‘IMPERIAL’ in a larger form than as it is registered cannot be considered 
as a change in its distinctive character, because the word ‘IMPERIAL’ has a weak character and the 
used form contains all the other registered elements (§ 31). With regard to earlier mark 1) the Board 
concludes that the evidence submitted is not suitable (§ 27). In relation to earlier mark 2), although in 
the evidence submitted (cf. § 30) the word ‘IMPERIAL’ is written in a much larger font than in the 
registered form and the name ‘RON BARCELÓ IMPERIAL’ appears on two lines instead of three, this 
variation can be considered as a change in a word which does not change the mark’s distinctive 
character, therefore, the evidence is suitable for indicating use of earlier mark 2) (§ 31). 
 
Consequently, the assessment of a likelihood of confusion should be done on the basis of earlier 
rights 2) and 3). 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1215%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/1215%2F2018
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On Article 8(1)(b) EUTMR: The contested goods are identical to the earlier rights’ goods (§ 36). The 
Board concludes, as a result of the comparison of the relevant signs, that the common element 
'BARCELÓ' is not a dominant element in the contested sign. There is indeed a black rectangle on the 
bottom of which the words ‘DUPUY BARCELÓ’ appear in a light brown colour, apart from a number of 
other words, which, because of their small size, cannot be clearly perceived (§ 41). In the contested 
sign, the words ‘DUBAR IMPERIAL’ clearly stand out because of their position and size, and given the 
complexity of the label, they can be considered as visually co-dominant with the figurative components 
of the sign (§ 44).  
 
Overall the Board considers that the signs are not similar (§ 58); they are visually (§ 50 different in 
overall structure, picture and composition; the dominant elements of the signs have no similarities), 
phonetically (§ 55-56 in the hypothetical and remote case that the words ‘DUPUY BARCELÓ’ were 
also expressed in the contested sign, the signs will be expressed with a very different rhythm, 
intonation and length) and conceptually dissimilar (§ 57). Therefore the opposition based on a 
likelihood of confusion should be rejected (§ 63-64).  
 
On Article 8(5) EUTMR: Taking into account that the signs are dissimilar, the application of Article 8(5) 
EUTMR is excluded, therefore the opposition should also be rejected on this ground (§ 68).  
 
The appeal is upheld. 
 
08/11/2018, R 2173/2017-5, DEVICE OF A HERALDIC COAT OF ARMS IN GREY, BLACK, WHITE 
(fig.) / DEVICE OF HERALDIC COAT OF ARMS IN BLACK AND WHITE (fig.) 
 

Contested EUTM Earlier marks 

 

 
 

 

 
 
Outcome: Decision annulled. 
Norms: Article 8(1)(b) EUTMR. 
Keywords: Enhanced distinctiveness (no), Figurative element, Likelihood of confusion (yes). 
 
Summary: An opposition has been submitted against the contested EUTM as represented above on 
the basis of Articles 8(1)(b), 8(5) and Article 8(4) EUTMR. The Opposition Division rejected the 
opposition (§ 3-5).  
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2173%2F2017
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2173%2F2017
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On the distinctiveness of the earlier right, the Board states that use is not equivalent to reputation: a 
sign may be widely used in trade, but never become an identifier of a single commercial origin (§ 16). 
If a party contends that its sign retains the benefit of an enhanced distinctiveness, this should be 
clearly demonstrated, reducing as far as is reasonable the need for registering authorities to make 
inferences or extrapolations (§ 17). The Board is of the view, in agreement with the contested 
decision, that it is insufficient to show that the earlier right has the benefit of an enhanced 
distinctiveness in relation to the services relevant to the contested sign (§ 20). After analysis of the 
evidence the Board concludes that while there is nothing in the earlier mark which would counsel the 
Board to confidently declare that the earlier rights are particularly inherently distinctive, it is fair to find 
that their capacity to distinguish is at least average (§ 39). 
 
On Article 8(1)(b) EUTMR, the Board concludes that the services at issue are identical (§ 54-56); the 
similarity between the signs is not profound but it exists and is at least average when the overall 
impact of the signs is considered (§ 52). Overall the Board considers that there is risk of confusion 
between the signs at stake (§ 65). It has not been found that, the level of attention demonstrated by 
the relevant public in this case would be consistently and uniformly high; on balance, confusion is 
likely in this case (§ 66). 
 
The opposition thus succeeds and the application is rejected. 
 
10/05/2019, R 2378/2018-5, Payper / Payper et al. 
 

Contested EUTM Earlier EUTM and national TM 

 
PAYPER 

 
PAYPER 

 
Outcome: Decision partially annulled. 
Norms: Article 8(1)(b) EUTMR. 
Keywords: Complementary goods and services, Conceptual identity, Identity of the signs, Likelihood 
of confusion, Phonetic identity, Similarity of the goods and services, Visual identity, Word mark. 
 
Summary: The Opposition Division partially upheld the opposition on the grounds that there was a 
likelihood of confusion, for certain goods and services in Classes 9, 38 and 42. The opposition was, 
however, rejected for ‘science services’ in Class 42 (§ 6). The opponent filed an appeal; the applicant 
did not submit any observations in reply. 
 
The Opposition Division took the view that the services in question are dissimilar (§ 29). It is a well-
known fact that scientific entities deliver their services through scientific apparatuses. Although the 
goods and services differ in their nature they are similar in purpose (§ 33-34). The opposing goods 
and services may target the same consumers; they are complementary (§ 37). 
In the present case, as the marks are identical (§ 21) even a low degree of similarity between the 
goods and services is enough to conclude that there is likelihood of confusion (§ 47). 
 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2378%2F2018
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The appeal must therefore be upheld and the contested decision annulled in so far as it rejected the 
opposition for the contested ‘science services’ in Class 42 (§ 48). 
 

D. ARTICLE 8(3) / 60(1)(b)  EUTMR – TM FILED BY AGENT OR REPRESENTATIVE 

[no entry] 
 

E. ARTICLE 8(4) / 60(1)(c) EUTMR – NON REGISTERED MARKS / OTHER SIGNS 

 
17/05/2019, R 1839/2018-4, Carmen 
 

Contested IR 

 
CARMEN 

 
Outcome: Decision confirmed. 
Norms: Article 8(4) EUTMR, Article 137 EUTMR, Article 138 EUTMR. 
Keywords: Ownership of IP right, Substantiation of earlier right. 
 
Summary: The cancellation applicant filed a request for a declaration of invalidity against the IR, 
based on Article 8(4) EUTMR in conjunction with Article 60(1)(c) EUTMR, alleging that the 
cancellation applicant is ‘the proprietor of a non-registered trade mark CARMEN and the national top 
level domain name CARMEN.HU’ (§ 2). The cancellation applicant filed additional pleadings and 
submitted items of evidence regarding use of the sign in Hungary (§ 5, 7). The Cancellation Division 
rejected the request in its entirety considering that the cancellation applicant had not submitted 
sufficient information concerning the interpretation of the legal protection granted to the non-registered 
trade mark invoked and any evidence to show that the IR holder was present on the Hungarian market 
(§ 8). 
 
The Board finds that the Hungarian Act on the Prohibition of Unfair Trade Practices and Unfair 
Competition do not relate to ‘earlier rights’ within the meaning of Article 8(4) EUTMR (§ 15-16). The 
Competition Act does not contain any provision that establishes rights in a sign through use. It merely 
bans practices in trade which are unfair. This prohibits certain activities as such, but does not 
generate subjective exclusive rights, industrial property rights, in the name of a plaintiff (§ 21). Article 
63(2) EUTMR (a provision that was not expressly relied on by the cancellation applicant and must not 
be taken into account as a basis for cancellation) refers to ‘other earlier rights’, which can be adduced 
only in a cancellation request, but which still must be ‘rights’. Upholding claims of the kind presented 
by the cancellation applicant would clearly be contrary to the structure of the EUTMR (§ 27). 
 
Also for the sign ‘CARMEN.HU’ characterised by the cancellation applicant as a ‘national top level 
domain name’, the same legal provisions were invoked by the cancellation applicant. Conversely, the 
cancellation applicant has not even argued that there is any provision in Hungarian law that protects 
domain names as a separate category of industrial property right. Therefore the same conclusions 
apply as in respect of the sign ‘CARMEN’ (§ 28). 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1839%2F2018
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The appeal is dismissed. 
 

F. ARTICLE 8(5) / 60(1)(a) EUTMR – MARKS WITH A REPUTATION   

 
07/01/2019, R 992/2018-5, BIG HORN (fig.) / DEVICE OF TWO BULLS RACING TOWARDS EACH 
OTHER (fig.) et al. 
 

Contested EUTM Earlier national mark 

 

 

 

 
 

 

Outcome: Decision annulled. 
Norms: Article 24(1) EUTMDR, Article 8(5) EUTMR. 
Keywords: Extension of the time limit, Identity of the goods and services, Similarity of the goods and 
services, Similarity of the signs, Reputation, Unfair advantage.   
 
Summary: An opposition was filed against the above EUTM applied for on the basis of Article 8(1)(b) 
and Article 8(5) EUTMR. The Opposition Division rejected the opposition in its entirety on the grounds 
that there was no likelihood of confusion (§ 6). 
 

First, the Board rejects the claim submitted by the applicants about the rejection of their request for 
extending the time limit for submitting observations, stating that the rejection was against the Office’s 
Guidelines. Article 24(1) EUTMDR overrides the abovementioned Guidelines, according to which a 
reasoned request should be submitted when requesting such an extension. However, the applicants 
neither submitted any reasoning with their request, nor did they provide any further justification during 
the follow-up communication (§ 16-21). 
 
As regards the merit of the case, the Board concludes that the reputation the opponent enjoys under 
the sign represented above is very broad (§ 24). An analysis of the evidence results in finding the 
survey supplied by the opponent convincing (§ 39), and following the comparison of the signs, the 
Board concludes that the similarities between the marks are of such a low degree, that the differences 
between the marks will not be overlooked by the average consumer (§ 52). The contested goods have 
been found identical or similar to the opponent’s energy drinks (§ 63). The Board considers that it 
cannot be excluded that consumers of the services covered by the mark applied for may make a 
mental link with the earlier mark (§ 84). 
 
The Board concludes that the applicants would gain an unfair advantage by the use of their sign. It 
follows that the contested mark falls within the scope of Article 8(5) EUTMR with regard to all the 
goods applied for (§ 101). 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0992%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0992%2F2018
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I. ARTICLE 8(6) / 60(1)(d) EUTMR – GEOGRAPHICAL INDICATIONS 

[no entry] 

J. ARTICLE 60(2)(a) EUTMR – RIGHT TO A NAME 

[no entry] 

K. ARTICLE 60(2)(b) EUTMR – RIGHT OF PERSONAL PORTRAYAL 

[no entry] 

L. ARTICLE 60(2)(c) EUTMR – COPYRIGHT 

[no entry] 

M. ARTICLE 60(2)(d) EUTMR – INDUSTRIAL PROPERTY RIGHT 

[no entry] 

4. PROOF OF USE AND ASSESSMENT OF EVIDENCE 

[no entry] 

5. OTHER ISSUES 

[no entry] 
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III.DESIGNS 
 

A. ARTICLES 3(a) AND 9 CDR – REGISTRATION PROCEEDINGS  

[no entry] 

B. ARTICLE 25(1)(b) CDR – INVALIDITY PROCEEDINGS 

[no entry] 
 

C. OTHER ISSUES 

 
16/01/2019, R 2600/2017-3, Key rings  
 

Contested RCD Earlier EUTM 

 

 

 

 
as disclosed:  

 
 
Outcome: Decision confirmed. 
Norms: Article 6 CDR. 
Keywords: Individual character, Informed user, Overall impression. 
 
Summary: The Office declared the RCD invalid on the ground that it lacked individual character with 
respect to the earlier EUTM (§ 9). 
 
The decision is confirmed by the Boards of Appeal. The application for a declaration of invalidity was 
based on the ground foreseen in Article 25(1)(b) CDR, in particular, as regards the requirement 
foreseen in Article 6 CDR (§ 14). The informed user is the person who is familiar with the various 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2600%2F2017
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designs which exist in the sector of key rings and key holders, and shows a relatively high degree of 
attention when he or she uses them (§ 16). The designer of key rings and holders has a very broad 
degree of freedom, basically it is substantially unlimited as regards the decorative object attached to 
them (§ 19). The RCD represents the same cube as the earlier EUTM. Both cubes show sides which 
are identically divided by dark lines into four small squares, and in addition the lines, which separate 
the squares from each other, have a similar thickness (§ 22). Neither the fact that there are two cubes 
in the RCD, united at one corner only, nor that the EUTM is in colour, alters their similar overall 
impressions (§ 24). 
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