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ed i tor ial  

001 witnessed many significant changes for the Office.

The unfavourable international economic climate resulted in a marked
decrease in the number of Community trade mark applications. Until
now, the Office had to contend with a sharp and rapid increase in its
workload. It is now, however, faced with a new situation in which its
resources have decreased. Meeting this challenge requires particular
efforts on the Office's part. Such efforts will enable it to carry out its
activities successfully without
abandoning the principle of
financial autonomy pursued by
the Office since its creation.

The Regulation on Community designs was adopted on 12 December
2001. This Regulation confers new tasks on the Office in a field that
no longer merely encompasses distinctive signs, but also production,
innovation and, in a broad sense, the creation of enterprises. The
Office will administer this new instrument designed to protect the
visual appearance of goods, a field in which businesses increasingly
invest, in an attempt to surpass their rivals. The Office is actively pre-
paring for the first Community designs applications from 2003
onwards.
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‘providing the

highest standard

of services’

The past year was also subject to a process of reflection.

Five years after the first Community trade mark applications were
received, the Office has undertaken a process of external and internal
evaluation. The aim is not only to make improvements in the organi-
sation and internal running of the Office, but also improvements
regarding all the goods and services offered to our ‘clients’, the users of
the Community trade mark system. This evaluation exercise should
allow us to provide the highest standard of services.

The Office also strove to improve its computer tools and invested in
new technologies. Since the professional development of the Office's
staff and the satisfaction of the users are inextricably linked, training
was developed further.

The pursuit of dialogue was also one of the objectives of 2001. 

The representatives of the Member States and the Commission on the
Administrative Board and the Budget Committee discussed with
Office management the working of the Office itself and its Boards of
Appeal.

The Office raised, with the relevant sectors, the question of a possible
change of practice following the BABY-DRY judgment given by the Court
of Justice and discussed the consequences of the enlargement of the
European Union.

In addition, the Office had several opportunities to exchange expe-
rience with other offices around the world, in particular at the first tri-
lateral meeting held with the Japanese and US offices. 

Both the dialogue which the Office engaged in and the evaluation exer-
cise undertaken showed, over the last year, the Office's desire to adapt
to future challenges and to continue to be one of the major industrial
property offices in the world. 
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by  the  Pres ident  of

the  Off ice  —

wubbo de  boer



he Administrative Board is consulted about any important
question concerning the running of the Office. The repre-

sentatives of the Member States and the Commission, who make up
the Administrative Board, consequently take part in the management
of the Office.

In 2001, the Administrative Board examined the results of the external
evaluation carried out by a major accountancy firm after the first five
years of operation of the Office . This evaluation revealed that the users
of the Community trade mark system are, as a rule, satisfied with the
services provided by the Office, although some improvements could be
made. The administrative structure of the Office has to be streamlined
and internal and external communication as well as staff training must
be improved. In addition to this evaluation, and with similar aims in
mind, the Office management set up the Quality Management Unit in
March. 

The Administrative Board also analysed the operation of the Boards of
Appeal, which play an essential role in the Community trade mark sys-
tem. The initial structure of the Boards of Appeal, based on the coexis-
tence of several Boards, displayed weaknesses in terms of management
and did not lead to consistency in decision-making, which is essential for

T
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users. The management of the Office proposed several measures as a solu-
tion to these problems, which were approved by the Administrative
Board. These measures included the creation of the post of President of
the Boards of Appeal and, in the future, setting up an enlarged Board of
Appeal. From next year, the President of the Boards of Appeal will be res-
ponsible for managing the Boards and representing them before the
management of the Office and the outside world. The President of the
Boards of Appeal will, as a result of a delegation of authority by the
President of the Office, carry out the duties of Appointing Authority. This
will strengthen the independence of the Boards of Appeal. The
Administrative Board also agreed to propose the legislative amendments
required to create an enlarged Board, which should encourage harmoni-
sation of the decision-making practice of the different Boards of Appeal.
In addition, a forum has been set up between the Boards of Appeal and
the management of the Office to discuss subjects of common interest.
This is in addition to the possibility already available to the Boards of
requesting the opinion of the President of the Office on questions of
general interest. The Administrative Board, moreover, stated that it is in
favour of reviewing the method of appointing the Chairpersons and
members of the Boards of Appeal. 

After five years of uninter-
rupted growth, the signifi-
cant decrease in the num-
ber of Community trade
mark applications filed in 2001 has brought about a new situation to
which the Office must adapt by adjusting its human resources to the
workload. It is important for the representatives of the staff to be invol-
ved in the Office's reflections on this matter and it is with this in mind
that the Staff Committee now takes part in the meetings of the
Administrative Board and the Budget Committee whenever there are
items on the agenda concerning the staff of the Office.

by the chairman of

the administrative board

— mr c-a ifvarsson



Under the circumstances, the Budget Committee considered it 
appropriate to postpone the discussion over whether to lower fees until
a later date.

Budgetary discipline and sound financial management are essential to
the Office. This will allow it to continue to carry out its activities 
independently, without having to rely on a subsidy from the general
budget of the European Union. As long as the Office continues to be
financed by its users, it will be able to ensure that it remains a client-
driven organisation.
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by the chairman

of the budget 

committee — 

mr lawrence

he Budget Committee plays an important part in monitoring
the financial activities of the Office: it examines the budget

estimates to ensure that the Office has sufficient revenue to incur the
expenditure foreseen; it adopts the budget; before giving a discharge to
the President of the Office in respect of the implementation of the bud-
get, the Budget Committee checks that all expenditure has been incurred
in a legitimate and appropriate manner.

2001 marked the beginning of a period of consolidation for the Office.
After several years of experiencing rapid and sharp increases in the num-
ber of applications filed, the Office had to contend with an unexpected
reduction in Community trade mark applications and, as a result, a re-
duction in revenue deriving from application fees. 2001 also showed
that the demand for Community trade marks is fluctuating, making it
difficult to predict how many applications will be filed per year in the
future. 

Faced with this new state of affairs, the Office must continue to meet
the demand for Community trade marks using only the revenue deriv-
ing from the fees paid by its clients. The Office must therefore demons-
trate sufficient flexibility to enable it to adapt constantly to the way in
which its activities evolve. The efforts made by the Office in this regard
over the last year are noteworthy.

T

‘the office must demonstrate

sufficient flexibility to enable

it to adapt to the way in which

its activities evolve’

work ing  more  eff ic i ently  

The Administrative Board and the Budget Committee devised a system of
joint meetings: the Administrative Board meets on its own first, then jointly
with the Budget Committee, followed by the Budget Committee meeting on
its own. This new system, coupled with the electronic distribution of prepa-
ratory documents and the minutes, enabled the Administrative Board and
the Budget Committee to carry out their tasks with increased efficiency.



the  off ice  in  2001

a new s i tuat ion
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consequences for  the  budget

The fall in Community trade mark applications has direct conse-
quences on the budget of the Office. The fees paid by the users, main-
ly the application fee and the registration fee, are the principal source
of income for the Office. In order to continue operating as a financial-
ly independent body, the Office made some adjustments in terms of
expenditure. On the Commission's initiative, the level of fees was
reconsidered in 2001. However, in view of the recent trend in the
number of Community trade mark applications filed, the Office consi-
dered that the amounts of the fees should not be reviewed before the
enlargement takes place and the first renewals of Community trade
marks are effected (2004/2005/2006).

the  need to  adapt

The Office is obliged to adapt its resources to any developments affecting
its activity. This adaptation should be carried out cautiously - the last year
has shown that it is very difficult to make accurate estimates regarding the
number of Community trade mark applications filed - and on the basis of
in-depth studies and analyses. These tasks will mainly be carried out by the
new Quality Management Unit, responsible for making specific proposals
designed to improve the quality and efficiency of the work effected at the
Office, in the interests of its users and staff. This Unit is attached to the
President from an administrative point of view, but is independent in
carrying out its tasks. Approximately 40 officials and other staff members
from other services participate in this work on a temporary basis. At the
end of 2001, the Unit had almost completed the internal evaluation of all
the services of the Office. The results of this exercise, together with the
conclusions given in the external evaluation, will enable the Office to make
an accurate evaluation to ensure that its human resources meet its work-
load and to reconsider the way in which its services are organised in order
to provide the best possible service to the users.

he number of trade mark applications decreased considerably
in 2001. This decrease, which should continue during part of

2002, put an end to the uninterrupted increase in the number of
Community trade mark applications, experienced since 1997. Although
the budget for 2001 was based on an estimated 60 000 applications,
approximately  49 000 were received over the course of the last year. This
is 15 % fewer applications than those filed in 2000, but is still 18 % more
applications than those filed in 1999. The fall in the number of applica-
tions is partly due to the slump in the world economy. It also reveals that
both for the Office and for the main trade mark offices around the world,
2000 was an exceptionally good year. In short, the fall in trade mark appli-
cations highlights how difficult it is to make reliable forecasts in this area
(+30% in 1999; +39 % in 2000; -15 % in 2001). Despite the decrease in
applications, the Office's workload continued to grow. The number of
oppositions filed particularly increased, reflecting the record number of
trade mark applications filed in 2000. The number of marks published and
registered also increased in 2001.

T

ONE MOVEMENT IS  FOLLOWED BY ANOTHER



prepar ing  for  the  future  

Over the past year, the Office continued to prepare for several big
events: the entry into force of the Community Designs Regulation, the
enlargement of the European Union, the accession of the European
Community to the Madrid Protocol and the launch of the Top Level
Internet Domain Name ‘.EU’.

the  commun ity  des ign

becomes real i ty .  

The Community design was proposed in December 1993 and finally
came into being with the adoption of Council Regulation (EC) 
No 6/2002 of 12 December 2001 on Community designs. This 
represents an important step forward in setting up a legal framework 
guaranteeing uniform protection for designs in the European Union.
This event was keenly awaited by certain industrial and handicraft 
sectors, such as the fashion industry, makers of speciality goods, the
vehicle industry, and the clock-making, jewellery and furnishing sectors,

a year  of  reflect ion

After five years of exceptional growth (approximately 200 000
Community trade mark applications between 1996 and 2000), it was
deemed appropriate to evaluate the way the Office operates and the pro-
cedures it deals with.

the  external  evaluat ion

An evaluation was carried out by an accountancy firm of international
repute. This study looked at various aspects of the Office: its organisa-
tion, procedures, resources and efficiency. User satisfaction (Community
trade mark applicants and proprietors, professional representatives) was
also evaluated. 

As regards the internal
aspect, the final report
recommended creating a
more horizontal structure
revolving around the main procedures administered by the Office. The
current division between ‘legal’ work and  ‘administrative’ work will be
removed and there will be a greater harmonisation between services
connected with ‘production’ and those related to administration. 

This should lead to better communication between services and the
work carried out by them should become more efficient. This new struc-
ture, which will be less hierarchical, will consist of several departments
coming under the direct supervision of the President of the Office. An
Appeals Department will also be set up.

Regarding human resources, the final report emphasised the importan-
ce of training, mobility and the development of management skills. As
regards external relations, an improved communications policy with
users was recommended. The evaluation nevertheless revealed that  users
are, in general, satisfied with the way the Office operates.

the  internal  evaluat ion  

A systematic evaluation of all the services of the Office began in April
2001. The aims of this evaluation, carried out by the new Quality
Management Unit, are to verify whether the resources of the Office,
both human and technical, are being used wisely, to analyse the staff
situation within the Office, to assess possible risks that the Office may

‘evaluating the way

the office operates’
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encounter, to evaluate the legal compliance of the Office's activities and
to check whether quantitative and qualitative production targets are
being met.

This evaluation, which concerns the way the Office operates internally
and covers all its activities, complements the external evaluation, 
which concerns the way the Office operates in general, including user
satisfaction.

Three-quarters of the services of the Office have already been evaluated.
The preliminary results of the evaluation coincide with the conclusions
reached in the external evaluation: a more flexible, less hierarchical
structure is advocated, based on a limited number of large, operative
departments. Moreover, the Unit recommends adopting a ‘service’ or
‘product’ approach, which would bring the Office closer to its users, pro-
viding them with contact persons within the main services. By creating
a long-term link between the client and a group of administrators, the
Office will be able to improve communication and make the follow-up
of particular cases more personal. The Unit also undertook a study with
Office clients in order to determine which factors what influence the
decision to choose a Community trade mark and which do not.
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since the appearance of goods in these areas is an asset of increasing
importance. An approximation of the laws of the Member States, which
displayed substantial differences, was already undertaken with the 
adoption of Directive 98/71 on the legal protection of designs, which
should have been implemented by all Member States by 28 October
2001. However, it continued to be a time-consuming and costly task for
companies to obtain legal protection for designs across the whole of the
territory of the Community. Regulation No 6/2002 offers a solution to
this situation, by providing them with a new protection right with 
unitary character, extending its effects to the whole of the single market.
Designs are set to follow Community trade marks, becoming the
second area of activity of the Office. 

In order to meet the needs of all sec-
tors of the economy within the
Community, there will be two ways
of protecting Community designs:
the registered Community design
and the unregistered Community
design. The unregistered
Community design will enter into
force on 6 March 2002. The first
applications for Community designs
will be possible approximately one

year after adoption of the implementing regulation and the fees regula-
tion, which will be in 2003. The Office is working closely with the
Commission to ensure that the implementing regulation can be adop-
ted as early as possible in 2002. The procedure concerning registered
Community designs will, for the most part, emulate the Community
trade mark procedure, consisting of a computerised system preventing
the use of paper as far as possible. Furthermore, the Office intends to
publish registered designs solely by electronic means.

Having successfully administered the Community trade mark system
for five years the Office will take advantage of this experience in order
to administer the registered Community design. It expects this new
uniform protection right for industrial designs to experience a similar
success to that of the Community trade mark, given the increasing
importance of designs to competing businesses. The Office has laun-
ched a study in order to assess more accurately the number of applica-
tions for Community designs that will be filed once the system
becomes operational.

two types  of  protect ion

to meet  the  needs of  

all  sectors of  the  economy

Unregistered Community designs are protected for a limited period of
three years from the date on which the design was first made available to
the public. Industries such as clothing and footwear, whose products often
have a short market life, may choose this type of protection of limited
duration and which does not require any formalities for registration. The
unregistered design, however, has the disadvantage of providing a more
restricted scope of protection than the registered design (only ‘copies’ and
commercial use of them may be prohibited). More extensive protection
may be obtained by filing an application for a Community design at the
Office. Upon registration, the proprietor of a design is granted an exclusi-
ve right to use it during a period of five years. The term of protection may
be renewed up to a maximum of 25 years. Registration will prohibit third
parties from using any design which does not produce on the informed user
a different overall impression from that of the protected design. Under the
system for registering Community designs, the Office will only check for-
mal requirements and whether the design is contrary to public policy.  

It will not check the novelty or individual character of the design. Lack of
novelty or individual character will, however, constitute grounds for inva-
lidity. There will be no opposition procedure. The limited nature of the
preliminary examination carried out by the Office is one of the funda-
mental objectives of the new Community designs registration system: to
make it accessible to companies all over the world, including for both
small and medium-sized enterprises and individual designers and, to this
end, reduce costs and formalities for the applicant to the minimum.
Community designs will usually be published by the Office upon registra-
tion. However, the applicant has the possibility of deferring the publica-
tion for a period of 30 months from the date of filing, which will gua-
rantee that any dealings concerning the design remain secret during this
period.

MOVEMENT

PROMOTES L INKS



16

ENLARGEMENT

During 2001, the Office prepared for the enlargement and associated
the candidate countries with its work. The process of enlargement of
the European Union is irreversible. This was confirmed by the
European Council of Göteborg, held on 15 and 16 June 2001.
Accession negotiations are currently taking place with 12 candidate
countries. The Laeken European Council, held on 14 and 15
December 2001, expressed its determination to bring the accession
negotiations with the candidate countries that are ready to a successful
conclusion by the end of 2002. If the current rate of the negotiations
and the reforms being made is maintained, the countries that could be
ready are Cyprus, the Czech Republic, Estonia, Hungary, Latvia,
Lithuania, Malta, Poland, Slovakia and Slovenia. The aim is that the
candidate countries that are ready to do so will participate as Member
States in the European Parliament elections in June 2004. Questions
concerning industrial property rights form part of Chapter 5 of the
accession negotiations. This Chapter has been provisionally closed with
the 12 candidate countries with which negotiations are currently under
way. The Office assisted the Commission throughout 2001 in the dis-
cussions regarding the transposition of the existing body of EU law
relating to trade
marks.

The enlargement of the European Union is a considerable challenge for
the Office. At an internal level, the Office drew up a road-map assessing
all the consequences, both financial and practical, that enlargement
would bring. This road-map included an action plan and a schedule for
carrying it out. The impact of enlargement was also discussed with the
users in the OAMI Trade Mark Group, where it was decided to set up a
working group on enlargement. This working group devoted its first
meeting in April 2001 to studying the legal consequences of accessions
on the Community trade mark system and the Office. The Office took
part in various events as part of its pre-accession cooperation with the
candidate countries. It once again had a very active role in the fourth
‘Regional Industrial Property Programme’ (‘RIPP4’), funded by the
Commission and coordinated by the European Patent Office.  The
RIPP4 programme, which came to an end in 2001, was the last in a
series of programmes set up in order to assist the national offices of the
candidate countries. With the same aim in mind, the OHIM organised
approximately ten seminars in which 40 experts from the Office partici-
pated. Over 700 people took part in these seminars, including trade
mark experts, representatives, legal practitioners and judges. The Office
was also involved in numerous activities with the candidate countries. In

October, a 10th meeting was held between the Office and the presidents
of the national offices of the candidate countries. This served as an
opportunity to assess the preparation of these offices in legal matters and
to review cooperation with the OHIM. Several training sessions, includ-
ing ‘on-the-job training’, and seminars and workshops were organised for
the staff from the national offices of the candidate countries. The first
Regional Seminar for representatives and agents from the candidate
countries took place in Budapest in October 2001. The candidate coun-
tries were also invited to take part, for the first time, in the liaison mee-
tings between the experts from the national offices of the Member States
and the OHIM, and in the second European Trade Mark Judges'
Symposium.

the  internat ional

reg istrat ion  system

The accession of the European Community to the Madrid Protocol,
proposed in 1996 by the Commission, is designed to establish a link
between the Community trade mark system and the international
trade mark registration system set up under the Protocol. Accession
would enable Community trade mark applicants and proprietors to
extend their mark to other territories by filing an international appli-
cation and holders of international registrations under the Madrid
Protocol would be able to apply for protection of their marks as
Community trade marks. It is difficult to estimate when this link will
become effective, as the issue of the Community's accession is still
encountering political problems at the level of the Council of the
European Union. In the meantime, the Office continues to prepare
itself and has already evaluated the implications, from a practical point
of view, that accession would have on its computer system.

the  ‘ .EU’  doma in  name

From the outset, the Office has participated in the work surrounding
the creation of the top level ‘.EU’ domain. When an ‘.EU’ domain
name is registered, possible conflicts with earlier Community trade
marks will be taken into account and the Office will use its experience
and resources to resolve conflicts between domain names and intellec-
tual property rights. 

‘preparing for enlargement

and associating the candidate

countries with the work

of the office’
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the  need to  adapt  human and

technolog ical  resources

The sound development of the Office is dependent on its flexibility
and capacity to adapt its human and technological resources to outside
changes.

mak ing  the  best  use

of  the  staff  ava i l able

From 1996 to 2000, the considerable increase in the number of
Community trade mark applications entailed a simultaneous increase
in the number of staff employed at the Office. The Office's human
resources situation had to be reviewed in 2001 due to the fall in the
number of Community trade mark applications. An open and
constructive dialogue was conducted with the staff representatives and,
as a result, the management of the Office decided not to fill all the
posts entered in the budget for 2001, to freeze external recruitment
and not to organise any more internal competitions establishing staff
in their posts in the near future. This last measure is intended to ensu-
re that the Office has sufficient flexibility to be able to adapt its staff
numbers to any changes in its workload. At the end of 2001, the Office
employed 698 people, slightly more than the previous year (662 people
in 2000), but notably lower than the 798 posts provided for in the
budget based on estimates of 60 000 applications. Of the 698 people
employed by the Office, almost two thirds have a permanent status
(officials) and just over a third have a temporary status (temporary or
auxiliary employees). The distribution of staff amongst the different
categories did not alter over the course of the year: most staff members
belong to category C (52 %), 22 % belong to category A, 22 % to
category B and 4 % to category D.

During 2001, the Office endeavoured to use its potential in human
resources to continue to respond, to the best of its ability, to the expec-
tations of its users. At the request of the staff, the Office decided to
encourage internal mobility and to promote a dynamic policy as regards
training. Internal mobility allows the human resources requirements of
certain services to be met and staff motivation to be maintained. In
addition, through assigning new tasks to the staff, internal mobility
allows the best possible use to be made of their professional skills. This
is particularly necessary for an organisation like the Office which
employs a significant amount of highly-trained category C staff.
Promoting a training policy will contribute to staff mobility within the
Office. Training programmes are essential in order to deal with changes
in the Office's activity and to maintain the quality of the services it pro-

MOVEMENT GENERATES ENERGY

vides. It is for this reason that the Office made training one of its prio-
rities, despite the cuts in spending it is required to make. Each person
employed by the Office will benefit, as of 2002, from 12 days' training
per year. This is an unprecedented effort, both for the Office and for any
Community institution. The Commission, as part of the reform taking
place, has set a similar target to be reached by 2005. This investment in
human resources demonstrates the Office's clear desire to allow its staff
to enhance their knowledge, know-how and management abilities, thus
contributing to their professional development and user satisfaction.

improv ing  computer  tools  and

invest ing  in  new technolog ies .  

In 2001, the Office sought to improve and update its computer tools,
both from the point of view of the users within the Office and of the
users of the Community trade mark system. At an internal level, the
launch of the fourth version of Euromarc will allow time to be saved and
will promote greater efficiency, particularly concerning the processing of
oppositions and the administration of the Community Trade Marks
Register. For the users of the Community trade mark system, 2001 wit-
nessed several significant changes. The design of the Office's Internet
site, OAMI-ONLINE, was modified to make it more user-friendly. The
CTM-ONLINE database, which offers free online access to information
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consol idat ion  of  the  system

he success, from the beginning, of the system administered
by the Office, is indicative of the value placed on trade

marks today and the importance attached to protecting them. The
Community trade mark has adapted to the increasing process of 
harmonisation and globalisation of trade marks throughout the world
and particularly in Europe by providing a modern and strong form of
protection ‘which crosses all borders’. In 2001, the Community trade
mark system was consolidated. The many decisions taken by the Office
originate from all its divisions and units, as well as the Boards of
Appeal, which were strengthened by the creation of a fourth Board 
of Appeal and the two new members that took up their duties. The
decision-making practice of the Office was complemented in 2001 by 
several judgments from the Court of First Instance and one judgment
from the Court of Justice, and by the publication of various judgments
from the national courts concerning actions for infringement (BETTY
SPAGHETTI, MOZART and VIAGRA). 

‘more than ever before, the community

trade mark offers businesses a

reliable means of protecting their 

distinctive signs throughout the 

european union’

T

concerning Community trade marks via the Office's website, was enhan-
ced with the addition of information regarding oppositions, and its 
search capabilities were extended. In addition, improvements were made
to the system for consulting decisions of the Office on oppositions,
appeals, cancellations and refused trade mark applications, which was
incorporated into a search system similar to CTM-ONLINE. At the
same time as all these changes, the layout of the Office's website was
modified and a new page on enlargement was created. In addition, by
means of the ACCOUNT ONLINE database, the increasing number of
applicants and representatives that hold a current account with the
Office can consult their statements of account via the Office's website.
The possibility of filing applications electronically (CTM-APPLICA-
TION) was the subject of a pilot study, the results of which are current-
ly being assessed. These results will be used to make the final adjustments
to this new tool. The Office is also preparing a new database, EURO-
NICE ONLINE, which will allow applicants and their representatives to
consult, in the 11 languages of the Community, descriptions of goods
and services that have been accepted by the Office, together with the cor-
responding class. In addition to the developments that have taken place
regarding the Office's website, it should also be noted that the software
for consulting the Community Trade Marks Bulletin on CD-ROM and
its cumulative version, EUROM, was replaced by new software using 32-
bit technology, which offers considerable improvements as regards both
performance and ergonomics. This new software is fully adapted for
networking and is compatible with the major operating systems
(Windows 95, Windows 98, Windows ME, Windows NT and
Windows 2000). Finally, the Office commenced publication of Part C of
the Community Trade Marks Bulletin concerning amendments affecting
registered trade marks, and undertook a survey amongst users to assess
the possibility of doing away with the paper version of the Bulletin in
favour of publishing it only on CD-ROM or online.

MOVEMENT INCREASES VOLUME

the  off ice  and the
commun ity  trade  mark
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likelihood of confusion, and questions linked to the possibility of regis-
tering marks for retail services. In the ‘Informatics and Information’
meeting, searches and the electronic filing of applications were the sub-
ject of discussion. Finally, an extraordinary meeting was devoted to stu-
dying the impact of the entry into force of the eighth edition of the
Nice Classification from 1 January 2002.

the  Second Judges '  Sympos ium

The Community trade mark system is not only implemented by the
Office. Actions for infringement, which are of particular importance
since they confer international jurisdiction on the Community trade
mark courts, are dealt with by national courts. The decisions of the
Boards of Appeal of the Office are subject to review by the Court of
First Instance and the Court of Justice. In order to ensure consistency
between the Office and the various judicial bodies also required to
implement the system, the Office has decided to organise, every two
years, a forum for discussion and exchange between national and
Community judges known as the ‘Judges' Symposium’.

The Second Judges' Symposium was organised by the Office and took
place on its premises in September. It was one of the major events of
2001. This event brought together national trade mark judges from the
Member States and the candidate countries, judges and members of the
Court of Justice and the Court of First Instance, members of the Boards
of Appeal and representatives of the Commission. The Symposium was
an opportunity to examine the infringement proceedings concerning
Community trade marks currently under way or judgments themselves in
infringement proceedings. Other issues that were discussed included the
descriptive or distinctive character of a word mark following the BABY-
DRY judgment, the requirements to be met to register a three-dimensio-
nal sign or a colour as a Community trade mark, the scope of protection
of a Community trade mark in the context of the likelihood of confusion,
and the specific protection granted to trade marks with a reputation. The
various provisional and protective measures available to Community trade
mark proprietors in each Member State were also discussed. This event,
which was a genuine success, will be repeated in 2003. 

These decisions and judgments are monitored and analysed by a 
growing number of experts. In addition there was an increase in the
number of professional representatives (over 6000) entered on the list
of professional representatives. The Community trade mark system was
therefore strengthened in 2001. More than ever before, the
Community trade mark offers businesses a reliable means of protecting
their distinctive signs throughout the European Union.

harmon isat ion  act i v i t i es

As its name implies, it is the Office's task to ensure that Council
Regulation (EC) No 40/94 on the Community trade mark (CTMR) is
interpreted and implemented harmoniously by the different adminis-
trative and judicial bodies that are required to apply it. The CTMR
reproduces mainly those provisions and concepts contained in the First
Council Directive 89/104/EEC to approximate the laws of the Member
States relating to trade marks, in particular in relation to which signs
may constitute trade marks, the requirements to be met for registration
and the scope of protection granted to a registered trade mark. It is clear
that the Office's harmonisation activities extend beyond the
Community trade mark system; the work of the Office contributes to
the harmonisation of all trade mark law (national and Community)
throughout Europe. The efforts of the Office in this area throughout
2001 were considerable and were even more noteworthy since they were
not only aimed at the current Member States of the European Union,
but also included the candidate countries in the enlargement process.
These countries have, for the most part, adapted their legislation to
Directive 89/104. The harmonisation activities undertaken by the
Office included the liaison meetings, the ‘Judges' Symposium’, coope-
ration with the Legal Service of the Commission with respect to the
questions referred for preliminary rulings as well as exchange and trai-
ning programmes for examiners. 

l ia ison meet ings

The Office enjoys a privileged relationship with the national trade
mark offices of the European Union. The liaison meetings held at the
Office provide an opportunity for the OHIM and the national offices
to examine matters of common interest together, and to discuss and
reach solutions which are acceptable to all. These meetings touch both
on the procedure and practice followed by the Office and on compu-
ter-related questions and matters concerning the dissemination of
information. This year, the ‘Practice and Procedure’ meeting covered
the examination of absolute grounds in relation to sound marks, three-
dimensional and olfactory marks, how to interpret the concept of the



cooperat ion  w i th  the  legal  serv ice

of  the  comm iss ion 

Every judgment under the preliminary ruling procedure constitutes a
step forward not only in approximating national laws, but also in the
emergence of a body of Community trade mark law. This is mainly due
to the fact that many of the substantive provisions of Directive 89/104,
which are interpreted by the Court of Justice, are repeated in the
CTMR. Given the considerable number of questions referred to the
Court for a preliminary ruling and the impact of these rulings on the
future of trade mark law in Europe, the Office has always been willing
to share its experience and make known the principles of interpretation
it has developed when applying the CTMR. It is with this in mind that
the Office cooperates with the Commission by providing the
Commission with its written comments for the purpose of observa-
tions on how to interpret the contested provision in a reference for a
preliminary ruling, which the Commission then puts before the Court.
In particular, the Court gave a preliminary ruling in 2001 on the inter-
pretation of the provision precluding the registration of signs which
have become customary (BRAVO). In addition, several new issues of
particular interest to the Office and trade mark experts were raised
before the Court; they concerned the extent of the obligation to provi-
de a graphic representation of a mark and the implications of this for
olfactory and sound marks, the examination of three-dimensional signs
which consist of the shape of the product itself, the protection of trade
marks with a reputation in the context of the speciality rule, or the
scope of protection of trade marks and types of use in the course of
trade that could affect the exclusive right granted.  

tra in ing  and exchange  of  expert ise  

The aim to apply trade mark law harmoniously throughout Europe
cannot become reality unless it is also pursued by examiners, who
apply the CTMR or national laws in the first instance. For this reason,
the Office set up workshops with other national offices, on-the-job
training on absolute and relative grounds for refusal and exchange pro-
grammes for trade mark experts.  
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ma in  trends in  case -l aw

Case-law on the Community trade mark developed considerably over
2001. In the Kik judgment, the Court of First Instance upheld the legali-
ty of the language rules governing the registration of a Community trade
mark application. It held that the obligation to choose a second language
when filing an application, from among the five languages of the Office,
did not constitute discrimination under Community law, even if it was
true that the languages of the Community were treated differently.
The Kik judgment was, however, appealed before the Court of Justice.
The Court of First Instance also upheld various decisions refusing
registration of figurative or three-dimensional signs representing the shape
of a washing tablet (TABS judgments), which were deemed devoid of 
distinctive character. 

The Court of First Instance, however, rejected the Office's approach
concerning the possibility granted to the Community trade mark
applicant of amending a sign in the course of the registration procedu-
re. The case in question concerned a request to change the Community
trade mark application ‘TELEYE’ to the earlier mark ‘TELEEYE’, for
which priority had been claimed. The Court of Justice and the Court
of First Instance also questioned the examination carried out by the
Boards of Appeal of the descriptive or distinctive character of various
word marks (judgments of the Court of First Instance relating to
‘DOUBLEMINT’, ‘EASYBANK’, ‘NEW BORN BABY’ and the slo-
gan ‘DAS PRINZIP DER BEQUEMLICHKEIT’; judgment of the
Court of Justice relating to the sign ‘BABY-DRY’). The Office chan-
ged its examination practice to bring it in line with the principles laid
down in the ‘BABY-DRY’ judgment in particular, a mark which the
Court deemed distinctive and not descriptive for babies' diapers. On
the other hand, the Office decided to bring appeals before the Court
of Justice against the ‘DOUBLEMINT’ and ‘NEW BORN BABY’
judgments which, in its opinion, pose particular problems in terms of
implementation of the changes required as a result. 



dec is ions of  the  off ice

absolute  grounds for  refusal

The more liberal approach adopted by the Court of Justice and the
Court of First Instance regarding the descriptive or distinctive charac-
ter of word marks has immediately been applied by the Office and the
Boards of Appeal in their decisions. First of all, when they consider that
a sign is descriptive, the Boards, just as the Court of First Instance did
in the VITALITE, EUROHEALTH, CINE-COMEDY or CINE-
ACTION judgments, are careful to specify which goods and services
are concerned (examples: the mark ‘Cremino’ was deemed descriptive
for desserts, but was accepted for the other foodstuffs designated;
‘REAL HEALTH & BEAUTY’ was deemed descriptive for publica-
tions but distinctive for recording equipment; ‘WORLD MASTERS
GAMES’ was deemed descriptive for sporting activities, sporting
articles, games and playthings but accepted for clothing). The Boards
also followed the BABY-DRY judgment, as is apparent from the deci-
sions ‘CLUBHOTEL’, for hotel services, ‘SUPPLYSTATION’ for
computers, ‘LEVERPULL’ for corkscrews, ‘ADRELEVANCE’ for
advertising services, ‘SPEECHNET’ for computer programs, or
‘EUROCLASSICS’ for various goods and services in classes 14, 16, 18,
21, 25, 38 and 41.  

As regards geographical names, the principles laid down in the ‘CHIEM-
SEE’ judgment continue to be applied, as can be seen from the refusal of
the trade mark ‘JAVA COAST’ for coffee, given this island's reputation for
coffee. 

A number of favourable decisions were taken in respect of slogans
(‘THE ART OF PERFORMANCE’ for vehicles; ‘LET'S TOAST’ for
alcoholic beverages; ‘CREATING YOUR FUTURE’ for books, tapes
and services for arranging seminars; or ‘ES GIBT SIE NOCH, DIE
GUTEN DINGE’ for household appliances). 

It should also be observed that the Office accepted the registration of
the colour brown applied for by UPS, since it was demonstrated that
the colour had become distinctive through use for transport services.
In addition, the Boards of Appeal considered a sign consisting of one

stylised letter distinctive (the letter ‘J’ for, inter alia, boats) several types
of packaging (a perfume bottle applied for by the company Eurocos; a
jar applied for by Nestlé for foodstuffs; a bottle with striations applied
for by the company José Cuervo), the shapes of goods (the shapes of
containers for paper or bottles, applied for by Premonex Consulting
Limited, were considered distinctive per se as was the shape of a fee-
ding bottle applied for by Benson Holdings Ltd.; moreover, the shape
of a Pirelli tyre was accepted on the basis of distinctive character acqui-
red through use). These decisions do not illustrate, by any means, the
entire examination practice of the Office. In order to obtain a more
complete picture, they should be contrasted with negative decisions
concerning these types of signs, by consulting the Office's Internet site.
As regards absolute grounds for invalidity, other than those connected
with the application of absolute grounds for refusal, legal practitioners
and representatives are advised to consult the decisions taken by the
Office in the cancellation proceedings which give an interpretation of
the concept of bad faith (namely the decisions ‘BE NATURAL’ or
‘Trillium’, which, incidentally, was cited as a precedent in a judgment
given by a UK court).

rel at ive  grounds for  refusal

When dealing with opposition and cancellation proceedings based on
earlier rights, the Office and the Boards of Appeal apply the case-law of
the Court of Justice on the interpretation of the provisions of Directive
89/104 concerning the scope of protection of national marks. It should
be observed that appeals were brought mainly concerning opposition
proceedings. As a rule, the Boards of Appeal upheld the approach adop-
ted by the Opposition Division as regards the examination of likelihood
of confusion. However, for various reasons, they annulled many deci-
sions of refusal based on lack of proof of the earlier right or failure to
translate particular evidence into the language of the proceedings and
remitted these decisions to the Opposition Division. Certain other deve-
lopments are also worthy of mention as regards relative grounds for refu-
sal, as follows:

earl ier  r ights  except  for

reg istered trade  marks 

The Office has started to take some significant decisions as regards
conflicts with signs used in the course of trade. Amongst the earlier
rights which can be relied on, the Office accepted the appellation of
origin ‘Budweiser’, protected under the Lisbon Agreement. The
concept of signs used in the course of trade was also defined in deci-
sions taken in cancellation proceedings. In particular, the Office clari-
fied the distinction between signs upon which an opposition may be
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based and those which may only be relied upon after registration, by
means of cancellation proceedings (cf. ‘International Fleet
Management’ and ‘The Challenger agency/Challenge publicidad’).
Finally, the First Board of Appeal accepted, for the first time, an oppo-
sition based on an unregistered trade mark protected in the UK, hol-
ding that, under UK law, the proprietor of the mark would be entitled
to bring a passing off action in respect of the trade mark ‘DA VINCI’. 

trade marks w i th  a  reputat ion

The ‘HOLLYWOOD’ case was one of the major events of 2001, not
only because it was one of the first cases which allowed a Board of
Appeal to rule that a mark fulfilled the conditions to be protected as a
trade mark with a reputation, but also because, before taking its deci-
sion, the Board invited the parties to attend oral proceedings. In this
case, the company Kraft Jacobs Suchard opposed the registration of the
Community trade mark ‘HOLLYWOOD’ for tobacco products clai-
ming that such use would be detrimental to its French trade mark
‘HOLLYWOOD’, used in France for chewing gum, and to its dyna-
mic, youthful and healthy image. The Opposition Division acknow-
ledged that the trade mark had a reputation, but did not consider that
its dynamic, youthful and healthy image had been proved and thus
detriment to its reputation could not be established. The Board of
Appeal, on the other hand, considered that the evidence submitted did
indeed prove that the trade mark evoked such an image in the minds
of French consumers and that the use of that sign for tobacco products
would allow an unfair advantage to be taken of the reputation acqui-
red by the earlier trade mark. In this context, other decisions are also
worthy of mention such as those concerning the trade mark ‘COS-
MOPOLITAN’ or the mark , as well as several other deci-
sions taken by the Opposition Division in this area.

changes in  pract ice

a new serv ice  and new cl asses  

2001 saw significant changes regarding classification, the first of which
concerned the possibility of registering Community trade marks for
retail services. This new policy, outlined in Communication No 3/01
of the President of the Office of 12 March 2001, is a result of the ‘GIA-
COMELLI’ and ‘ZARA’ decisions of the Second Board of Appeal and
of a consultation from relevant sectors and national offices. In addi-
tion, in November 2001, the Office held an extraordinary liaison mee-
ting with the delegations from the offices of the Member States in
order to assess the implications of the 8th edition of the Nice
Classification, which includes three new classes of services that will
take effect as of 1 January 2002. The Office will only apply this new
edition of the classification to Community trade mark applications
filed after this date. Finally, in an effort to simplify the task of appli-
cants and to limit the number of objections raised concerning classifi-
cation problems, the Office considered the possibility of making the
EURONICE list available on its Internet site in 2002 (EURONICE
ONLINE). 

the  boards take  dec is ions

regard ing  trade  marks w i th  a

reputat ion

In the proceedings regarding ‘COSMOPOLITAN’, a trade mark that is
well known for magazines, the company ‘The Hearst Corporation’, filed
an opposition against the registration of the trade mark ‘COSMOPOLI-
TAN COSMETICS’ for cosmetics. The Board of Appeal upheld the deci-
sion of the Opposition Division and was of the opinion that the reputa-
tion of the mark had been established. In view of a combination of cir-
cumstances (a significant number of advertisements for cosmetics in the
magazines concerned, a relevant public consisting mainly of women, use
of an identical term, ‘COSMOPOLITAN’, in combination with a des-
criptive term), the Board held that use of the mark ‘COSMOPOLITAN
COSMETICS’ would take unfair advantage of the reputation of the ear-
lier mark. In the case, the Board confirmed the reputation of
the earlier mark and, in addition, held that the fact that the Community
trade mark application was for an identical sign could only be due to the
applicant wishing to take advantage of the reputation of the earlier mark.
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pharmaceut ical  marks

Having taken decisions in which the likelihood of confusion 
between pharmaceutical marks was consistently assessed on the basis of
consumers having a high level of attention, the Office decided to aban-
don this approach and to use as a reference, in general, a consumer with
an average level of attention. This approach has the effect of strengthen-
ing the protection granted to pharmaceutical marks. This change in poli-
cy is due to various decisions of the Boards of Appeal (‘Mademoiselle’,
‘Almoxin/Almusin’) and observations made by relevant sectors at the
OAMI Trade Mark Group meetings.

cons istent  rul ings 

In the past year, a certain lack of consistency in the decision-making
practice of the Office and the Boards of Appeal became apparent. The
Boards and the Office took different approaches to procedural issues,
regarding proof of earlier rights in particular. In order to encourage a
common approach, or at least a degree of consistency between the
various departments taking decisions in the Office and the Boards of
Appeal, the Office set up a ‘forum’ enabling the departments concer-
ned to discuss matters of common interest relating to trade mark law
or the implementation of procedural provisions.  The decision of the
Administrative Board to create, as of 2002, a post of President of the
Boards of Appeal and, in the future, an enlarged Board of Appeal, will
favour the development of consistency in the decisions taken by the
Boards. 

the  off ice  and i ts  ‘cl i ents ’

While the Community trade mark is an industrial property right that
offers many advantages, the CTMR and the Implementing Regulation
contain certain constraints laid down both in the general interest and
in an effort to guarantee the equal treatment of the parties to the pro-
cedures. Aware of the technical nature of these rules, which must be

known by parties in order to carry out procedures correctly, the Office
has, since the outset, always had a transparent policy involving infor-
ming the public of how it administers the Community trade mark sys-
tem and how it applies the CTMR. The Office also maintains contact
with the relevant sectors, applicants, representatives, academics and
non-governmental organisations with a view to establishing an open
dialogue and thus ensuring that the services it provides meet its
‘clients’’ needs.

a pol icy  of  openness 

For the Office, conveying information on the Community trade mark is
essential, whatever methods are used to achieve this (in writing, by tele-
phone, direct contact, etc...). With this in mind, the Office took part in
activities aimed at promoting the Community trade mark and providing
users with the information required to carry out their procedures. The
Office takes part in most of the conferences and seminars relating to
intellectual property organised worldwide. It also receives visitors inter-
ested in learning about the Community trade mark and the evolution of
the Office's work. It should be pointed out that in 2001, the Office recei-
ved twice as many visitors as in 2000.

the  off ice  and non-governmental

organ isat ions

The Office maintains a close, direct relationship with the non-govern-
mental organisations representing the users of the Community trade
mark system. The Office consults with these organisations whenever it
wishes to alter particular policies as a result of changes made to legisla-
tion or arising from developments in case-law. The Office consults
them whenever it contemplates adopting new guidelines, using new
forms or making changes to its examination practice. In 2001, the
Office requested observations from them regarding:

> draft guidelines on substance in relation to opposition proceedings,
defining the concept of unregistered trade marks and other signs
used in the course of trade;

> draft guidelines on the renewal procedure;
> proposed amendments to the conversion guidelines and the conver-

sion form, which is now available to the public.
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oAMI  trade  mark  group

One of the most important meetings is held with the OAMI Trade
Mark Group, a discussion forum attended by 14 non-governmental
organisations to exchange views on matters related to the implementa-
tion of the Community trade mark system by the Office. During 2001,
the OAMI Trade Mark Group discussed matters such as the examina-
tion of colour marks, olfactory marks and three-dimensional marks,
criteria for assessing likelihood of confusion with regard to pharma-
ceutical products and the acceptance of applications for retail services.
The draft guidelines on earlier rights other than registered trade marks
were also considered. Other matters discussed included the enlarge-
ment of the European Union and the impact on the Office's work,
assessment of search reports communicated in accordance with the
CTMR and whether it would be appropriate to revise the
Implementing Regulation. 

The Office also received visits from several associations such as the
European Communities Trade Mark Association (ECTA), represented
by its OHIM link sub-committee, as well as various national delega-
tions of experts, professional representatives, legal practitioners and
university lecturers, from France, Germany, Sweden and the United
Kingdom. 

an evolv ing  webs i te

The Office's website contains all the information required for carrying
out procedures before the Office. Users may consult the legislation in
force, including the guidelines, communications and decisions of the
President of the Office, refusal decisions relating to absolute grounds,
decisions from the Opposition Division and the Boards of Appeal, and
forms relating to the various procedures. 

reflect ions on improv ing

leg isl at ion  

The Office commenced a process of reflection regarding changes to be
made to the Community trade mark system in order to improve it and
make it more accessible. These changes would aim to open the
Community trade marks register to people from countries all over the
world, to eliminate formalities such as filing authorisations, to solve parti-
cular problems concerning seniority and, in the light of experience gained,
modify certain procedural rules in order to deal with problems and take
account of user needs.

2001 in  f igures

Despite the considerable fall in the number of Community trade mark
applications compared to the results from the previous year, the volu-
me of work performed increased in 2001, which allowed a reduction
in the backlog of pending cases to be anticipated. 

exam inat ion

Over 48 000 applications were published as opposed to 43 000 in 2000.
It should be observed that the average length of examination procee-
dings was reduced to 9.7 months, while the length was 10 months in
2000.

oppos i t ion

More oppositions were filed due to the higher number of applications that
were published. However, this increase included a considerable number of
‘multiple’ oppositions filed (proceedings in which the same application is the
subject of several oppositions); this did not, however, alter the proportion of
applications published that are opposed, which remained stable (20.5 % 
of published Community trade mark applications are opposed). In 2001, 
10 655 opposition files were closed and a considerable proportion of these
files (77 %) were closed as a result of a partial or total withdrawal of the
opposition or of the Community trade mark application, or due to a friend-
ly settlement between the parties. It is also interesting to observe that, in
70 % of cases, opposed applications are eventually registered. At the end of
2001, the typical duration of opposition proceedings, excluding the ‘cooling-
off’ period and extensions, was 19.5 months. Appeals were brought against
19 % of opposition decisions (as opposed to 21.6 % in 2000).

32

‘improving the community trade

mark system and making it more

accessible’



reg istrat ion  

In 2001, there was an increase of 11 % in the amount of Community
trade mark registrations (34 318 in 2000; 38 500 in 2001). 

cancell at ion  

The figure for cancellation proceedings remained quite low (under 1 %
of registered trade marks have been subject to such proceedings),
although a constant increase can be detected. The number of appeals
brought against these decisions is quite low.

convers ions,  recordals

and inspect ion  

The amount of recordals made in the Register increased considerably:
5 348 requests were processed in 2001, of which 2 939 were transfers
and 164 licences. This contrasts with the 3 959 files processed in 2000.

appeals  

The number of appeals filed evened out, while the number of cases ruled
on increased (877 cases ruled on in 2001, compared to 564 cases in
2000, an increase of 55 %). In 45 % of these cases, the decisions taken
at first instance were upheld. Most of the appeals filed concerned inter
partes cases (approximately 66 %), which appears to be due to a fall in
the amount of negative decisions taken by the Examination Division and
the considerable number of decisions taken by the Opposition Division.
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the  off ice  in  the  world

s mentioned previously, the Office maintains close rela-
tions with the Member States represented in the

Administrative Board and the Budget Committee and which take part
in the liaison meetings. As a decentralised Community agency and a
regional industrial property office, the Office also has close contact
with the Community institutions, other regional organisations in the
field of intellectual property such as the European Patent Office (EPO)
or the World Intellectual Property Organization (WIPO), as well as
other industrial property offices throughout the world. 

A
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the  counc i l

The Council is the institution which adopted the CTMR and which
has the power to appoint the President and the Vice-Presidents of the
Office and the members of the Boards of Appeal. In 2001, the Council
adopted Regulation No 06/02 on Community designs and appointed
two additional members of the Boards of Appeal. 

the  court  of  just ice  

The Court of Justice and the Court of First Instance are responsible for
reviewing the legality of the decisions taken by the Boards of Appeal in
implementing the CTMR and the decisions taken by the Office of a
general nature in other areas. The Office is the defendant in a growing
number of direct appeals brought before the Court of Justice and the
Court of First Instance. In 2001, the Office brought two appeals befo-
re the Court of Justice for the first time. The Office also contributes to
the observations submitted by the Commission to the Court of Justice
as part of the preliminary ruling procedure regarding Directive 89/104. 

the  court  of  aud i tors  

The Court of Auditors has powers of control over the Office's budget.
This year, particular attention was paid to two areas: computing 
and personnel management. The results of this examination were, in
general, satisfactory. 

the  other  european agenc ies

The Office cooperates with other European agencies. These agencies
meet on a regular basis to study issues relating to the reform of the Staff
Regulations and to adopt common positions. They appoint a person,
on a rota basis, to represent them before the Commission. 36

the  off ice  as  a  commun ity

agency

The Office is a Community agency created by the CTMR to adminis-
ter the Community trade mark system, the first industrial property
right with a unitary character at Community level. By its very nature,
the Office is linked to the Community institutions and is in contact
with the other Community agencies.

the  comm iss ion

The CTMR confers powers of control on the Commission regarding the
activities of the Office. The Commission is represented within the
Administrative Board and the Budget Committee. When Mr Mogg,
Director-General of the Directorate-General for the Internal Market,
visited the Office in 2001, he expressed support for the efforts under-
taken to adapt the Office's expenditure to the amount of fees received
from its users, enabling it to balance the budget and to be the only self-
financing Community agency. Over the year, the relationship between
the Commission and the Office continued to be characterised by coope-
ration. On the one hand, the Commission was involved in the work of
the Office; it took part in the liaison meetings, the OAMI Trade Mark
Group meetings and the Judges' Symposium. On the other hand, with
regard to the references for a preliminary ruling concerning the interpre-
tation of Directive No 89/104, when drafting its observations for the
Court of Justice, the Commission took account of the Office's contri-
butions. The Office, moreover, continued to assist the Commission with
the work carried out at WIPO by the Standing Committee on the Law
of  Trademarks, Industrial Designs and Geographical Indications. 

The Commission has an exclusive right of initiative in the Community
legislative process and the proposals for amendments to the regulations,
prepared by the Office in 2001, were informally presented to Mr Mogg
when he visited Alicante. They will be submitted to the Commission in
due course. For the time being, the Commission has collected opinions
from the relevant sectors regarding the search system provided for in the
CTMR. In order to assist the relevant sectors in answering the question-
naire, the Office placed a document on its website describing the format
and content of the national and Community search reports in question.
The opinions given will serve as a basis for a report soon to be presented
by the Commission to the Council on the operation of the system,
accompanied, if necessary, by proposals for changes.



the  off ice  as  an  industr ial

property  agency

The Office conducts a policy of cooperation in areas related to the
work it carries out. Its relations with the EPO and WIPO were streng-
thened in 2001, when these two organisations were invited to take
part, as observers, in the liaison meetings with the Office. The Office
cooperated with the EPO in setting up technical cooperation pro-
grammes with India and the Association of South-East Asian Nations
(ASEAN) and took part in the RIPP4 programme for candidate coun-
tries. It also took part in the PATINOVA conference. 

As regards WIPO, the Office assists the Commission, as an observer,
with the work of the committees. Where the Standing Committee on
the Law of Trademarks, Industrial Designs and Geographical
Indications is concerned, work is aimed at an increasing harmonisation
of industrial property law at an international level. This year the
Committee's attention focused on drawing up a recommendation
concerning the protection of marks, and other industrial property
rights in signs, on the Internet. This recommendation was adopted by
the governing bodies of WIPO in October 2001. The Standing
Committee also considered whether it was appropriate to improve the
harmonisation of trade mark law introduced by the Trade Mark Law
Treaty. As regards the Standing Committee on Information
Technologies, the Office took part in the Plenary Session and also the
Information Technologies and Standards and Documentation

Working Groups. Finally, the Office took part in the meetings of the
Preparatory Working Group of the Nice Union for the Classification
of Goods and Services and the meetings of the Committee of Experts
of the Vienna Agreement Establishing an International Classification
of the Figurative Elements of Marks.

As a trade mark office, soon to take on the role of a designs office too, the
OHIM also attends the meetings organised by the major non-governmental
organisations that share the
OHIM's field of work. The
Office was represented in
2001 in the International
Association for the
Protection of Industrial
Property (IAPIP) congress
held in Melbourne, the
International Trademark
Association (INTA) meeting
held in San Francisco and
the ECTA conference which
took place in Rotterdam. At
these conferences, the Office
set up stands providing information to the public enabling them to learn
more about the Community trade mark system or to question lawyers from
the Office on specific matters.

38

‘the office attended major

events in 2001’

assembly  of  agency  staff  

comm it tees

An assembly of staff committees from 12 Community agencies (AASC)
was founded in 2001. Two meetings were held in the past year, one in
Alicante and the other in London. The Assembly is a permanent forum
for dialogue and consultation which coordinates and represents staff with
respect to the agencies and the authorities of the European Union. The
Assembly drew particular attention, at the highest level, to the fact that
the agencies do not yet have their rightful place within the European
civil service. The Staff Committee of the Office is a permanent member
of the secretariat and the other members are the Staff Committees of the
European Environment Agency (Copenhagen) and the European
Foundation for the Improvement of Living and Working Conditions
(Dublin). 
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f irst  tr i l ateral  meet ing

One of the major events of the year was the first trilateral meeting bet-
ween the American and Japanese offices and the OHIM, which was
held on 22 and 23 May at the seat of the American office in
Washington. The meeting was an opportunity to discuss, over two days,
questions of common interest concerning the organisation and optimi-
sation of working methods and developments in trade mark law. These
meetings are very important for the OHIM since they provide an oppor-
tunity to exchange best practices between the three biggest trade mark
offices in the world and enable the OHIM to learn more about the
expectations of American and Japanese companies, which apply for the
highest number of Community trade marks.

The  Off ice  and i ts  rel at ions

w ith  non -member  countr ies

The OHIM's relations with non-member countries are conducted
within the more general context of the relations between these coun-
tries and the European Union. They fall into different categories accor-
ding to the intensity of the links established by the European Union
with the non-member countries. They can be distinguished according
to those countries which have harmonised their legislation with EU
law as a result of belonging to the European Free Trade Association
(EFTA) or the European Economic Area (EEA); the candidate coun-
tries that have transposed or are still transposing the body of EU law
into their national laws as part of their accession preparations; the
Mediterranean countries that have concluded Euro-Mediterranean
agreements with the European Union and other non-member coun-
tries with which various types of agreement have been concluded. The
map of the world which appears on p. 43 gives a full picture of the acti-
vities organised by the Office in the EC and throughout the world. The
most notable events are outlined below.

sw itzerl and and Norway  

The Office strengthened its links in 2001 with Switzerland and
Norway, members of EFTA and the EEA respectively. It endeavoured
to ensure close involvement of the national offices of these two coun-
tries in its activities. As a result, the two countries began to participate
in the liaison meetings in 2001. Furthermore, a second meeting took
place between the President of the Swiss office and the President of the
OHIM, as well as meetings between examiners and various study visits.

cand idate  countr ies

Pre-accession cooperation with the candidate countries intensified. In
order to prepare these countries for accession to the European Union,
various activities were carried out aimed at the staff of the national
offices of the candidate countries and interested sectors, both at a
national and regional level, and various seminars were organised toge-
ther with the EPO (see pages 14-15).

med iterranean countr ies  

The President of the Office attended an industrial property conferen-
ce in Egypt which was held in Cairo on 29 May 2001. A proposal was
made to set up a programme for promoting and modernising the

industrial property system in Egypt, which could be financed by
MEDA, the financial instrument of the Euro-Mediterranean partner-
ship. The conference saw the launch of a programme for modernising
the industrial property systems of the Southern Mediterranean coun-
tries, which could, in the future, also be extended to other
Mediterranean partners of the European Union.

the  amer icas

Cooperation focused on the European Union's main trading partners
on the American continent: the United States, Mexico, Brazil,
Argentina and Chile. In Mexico and Chile, the Office organised trai-
ning seminars for the staff of the national offices. In Argentina, experts
from the OHIM took part in an audit at the industrial property offi-
ce. In Mexico, over 190 representatives of different companies atten-
ded a seminar on the Community trade mark which took place suc-
cessively in three cities: Mexico City, Guadalajara and Monterrey. The
OHIM also set up a stand and a workshop at the Latin American
Encounter on Patent Information Dissemination (ELDIPAT) which
took place in Mexico City. In Brazil, 163 businessmen and industrial
property agents attended a seminar which took place successively in the
cities of São Paulo, Porto Alegre and Fortaleza. Finally, a seminar was
organised in Chile especially for wine producers and exporters. 
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european

un ion

Austria
Benelux
Denmark
Finland
France
Germany
Greece 
Ireland
Italy
Portugal
Spain
Sweden
United Kingdom

other  

european 

countr ies

Bulgaria
Cyprus
Czech Republic
Estonia

Hungary
Latvia
Lithuania
Malta
Norway
Poland
Romania
Russia
Slovakia
Slovenia
Switzerland
Turkey

as ia

China
India
Japan
Mongolia
Philippines
Singapore
South Korea
Thailand
Vietnam

south pac i -
f i c

Australia
New Zealand

afr ica

Egypt
South Africa

the

amer icas

Argentina
Brazil
Chile
Mexico
USA

the ohimS’s contacts throughout

the world

as ia

The Office mainly had contact with China, India, Japan, Korea, the
Philippines, Thailand and Vietnam in 2001. In Korea and Japan, mee-
tings between experts from the OHIM and the national offices were
held to compare examination practices. In Vietnam, the Office organi-
sed a course for the staff of the Vietnamese office and representatives
from this country on the practice it follows in examining trade marks.
During the visit of the Chinese office to Alicante, procedures followed
in data processing by the OHIM were studied. As part of two EC
cooperation programmes, various activities were carried out in India
and the member states of ASEAN. As regards the ASEAN countries,
exchanges took place in particular with the Thai and Philippine offices.
Delegations from these offices visited the seat of the OHIM to attend
a training course on absolute grounds for refusal. With regard to India,
the Office sent a team to assess the system of industrial property pro-
tection in that country and to make recommendations intended to
modernise the procedures and practices followed by the Indian office. 

south pac i f ic

Most of the Community trade mark applications received from this part
of the world are filed by companies from Australia and New Zealand.
Over the last year, the Office stepped up promotion of the Community
trade mark in both of these countries, organising various seminars for
interested sectors. Cooperation meetings were also held with the offices
of Australia and New Zealand.

contacts  w i th  russ ia

The Russian industrial property office visited the OHIM on 13 and
14 December 2001. This was the first meeting at the highest level bet-
ween the two organisations. 

Countries where the Office has taken part in activities.
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1996 1997 1998 1999 2000 2001

overv iew

average
cumulative for previous 2001

years

Community trade 
mark applications 249 454 40 120 (1) 48 856
Registrations 132 218 31 238 (2) 38 504
Oppositions 46 298 11 170 (2) 12 787
Oppositions resolved 28 859 9 102 (3) 10 655
Appeals before the
Boards of Appeal 3 414 1 184 (3) 1 046
Decisions taken 1 901 512 (3) 877
Appeals before  
the CFI 90 27 (3) 36
Judgments given 
by the CFI 38 5 (3) 29
Appeals before 
the Court of Justice 16 2 (3) 13
Judgments given by
the Court of Justice 1 0 (3) 1
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(Reference years : (1) 1996-2000 - (2) 1998-2000 - (3) 1999-2000)

eu-15

non eu-15

total

average
1996-2000 2001

number % number %

24 718 62% 30 514 62%
15 402 38% 18 342 38%
40 120 100% 48 856 100%

commun ity  trade  mark
appl icat ions

43
 1

15

27
 2

66

31
 6
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Ex par te appeals  before
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Inter  par te s appeals  before
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average  durat ion  of  
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2000 and 2001 ( in  months) P  57
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appl icat ions 2001

US
22.89 %

JP
4.78 %

CH
2.09 %

D
16.96 %

UK
12.57 %

I
7.31 %

E
7.01 %

F
6.49 %

NL
2.26 %

S
1.96 %

Rest of EU 
7.89 %

Rest of non
EU 

7.79 %

EU 15
62 %

Non EU 15
38 %

UK
12.71 %

I
8.60 %

E
6.20 %

F
6.76%

NL
2.62 %

S
2.18 %

EU 15
65 %

reg istered marks 2001

applications
% applications %

country
2001

world average world
2001 1996-2000 1996-2000

top 10

United States  [US] 11 182 22.89 10 759 26.82
Germany (D) 8 285 16.96 6 682 16.66

United Kingdom (UK) 6 141 12.57 5 316 13.25
Italy [I] 3 570 7.31 2 827 7.05

Spain [E] 3 426 7.01 2 455 6.12
France [F] 3 171 6.49 2 350 5.86
Japan [JP] 2 333 4.78 1 012 2.52

Netherlands [NL] 1 106 2.26 1 084 2.70
Switzerland[CH] 1 019 2.09 769 1.92

Sweden [S] 959 1.96 918 2.29
rest of european union

Denmark [DK] 767 1.57 629 1.57
Austria [A] 711 1.46 594 1.48
Belgium [B] 687 1.41 588 1.47
Ireland [IRL] 484 0.99 371 0.92
Finland [FIN] 483 0.99 374 0.93
Portugal [P] 297 0.61 245 0.61

Luxembourg [L] 279 0.57 186 0.46
Greece [EL] 148 0.30 100 0.25
Rest of Non 

European Union 3 808 7.79 2 861 7.13
total 48 856 100.00 40 120 100.00

registered % registered  %

country trade marks world trade marks world
2001 2001 average 1996-2000

1996-2000

top 10

United States [US] 9 233 23.98 5 043 26.91
Germany (D) 6 788 17.63 3 020 16.11

United Kingdom (UK) 4 894 12.71 2 430 12.96
Italy [I] 3 311 8.60 1 387 7.40

France [F] 2 601 6.76 1 089 5.81
Spain [E] 2 387 6.20 1 189 6.34

Netherlands  [NL] 1 009 2.62 492 2.62
Japan [JP] 952 2.47 603 3.22
Sweden [S] 838 2.18 431 2.30

Switzerland [CH] 733 1.90 406 2.17
rest of european union

Denmark [DK] 589 1.53 302 1.61
Belgium [B] 574 1.49 296 1.58
Austria [A] 497 1.29 278 1.48

Finland [FIN] 414 1.08 182 0.97
Ireland [IRL] 412 1.07 153 0.82
Portugal [P] 217 0.56 112 0.60

Luxembourg [L] 197 0.51 82 0.44
Greece [EL] 113 0.29 30 0.16
Rest of Non 

European Union 2 745 7.13 1 218 6.50
total 38 504 100.00 18 743 100.00

Rest of EU 
7.83 %
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applications % applications %
class

2001 2001 1996-2000 1996-2000

9 15 875 11.94 63 726 12.15

42 14 527 10.93 50 001 9.54

35 9 994 7.52 35 985 6.86

16 9 130 6.87 31 134 5.94

41 7 097 5.34 25 822 4.92

Other 
classes

76 332 57.41 317 718 60.59

total 132 955 100.00 524 386 100.00

appl icat ions 2001

Other classes
7.83 %

9
11.94 %

42
10.93 %

35
7.52 %

16
6.87 %

41
5.34 %

oppos i t ion

average for 
previous 2000-2001
years

Applications published 32476 48667
Applications opposed 6304 9567
% applications published 19.4 % 19.7%

process ing  of  oppos i t ions

average for 
previous 2001
years

Oppositions filed 8378 12787
Oppositions resolved 4551 10655

- by taking a decision 923 2290
- without a decision 3628 8365

Oppositions in process 17000
- subject to cooling-off period 8000

i nval id i ty /revocat ion

average for 
previous 2001

years

Applications made 67 167
Cases closed 29 61

- by taking a decision 19 52
- without a decision 11 9

Applications pending 90 228
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Inter  par te s appeals  before  the
Boards of  Appeal  

average  durat ion
of  procedures concluded
in  2000 and 2001
( in  months)

2000 2001

Appeals before the Boards  
of Appeal 1236 1046
- ex parte 493 357
- inter partes 743 689
Appeals before the CFI 34 37
- ex parte 31 14
- inter partes 3 23
Judgments of the CFI 6 27
- upholding decision 5 14
- partial annulment 0 6
- total annulment 1 5
- inadmissibility 0 1
- case does not proceed to judgment 0 1
Appeals before the Court 
of Justice 1 13
- ex parte 1 13
- inter partes 0 0
Judgments of the Court of Justice 0 1
- annulment 0 1

Ex par te appeals  before
the  Boards of  Appeal

2000 2001

Appeals lodged 493 357
Cases resolved 438 402

• without a decision 77 47
- interlocutory revision 32 17
- withdrawal/restitutio in integrum 45 30

• with a decision 361 355
- inadmissibility 16 32
- decision upholding previous decision 233 192
- annulment 94 104
- partial annulment 18 27

2000 2001

Appeals lodged 743 689
Cases resolved 138 475

• without a decision 40 41
- withdrawal/restitutio in integrum 40 41

• with a decision 98 434
- inadmissibility 5 33
- decision upholding previous decision 49 164
- annulment 30 128
- partial annulment 4 30
- decision on costs after 

friendly settlement 10 79

2000 2001

From application to publication 10 9.7
From application to registration
- without opposition 18.1 16.1
- with opposition 37.1 36.5
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Switchboard : + 34 965 139 100 

General enquiries : + 34 965 139 243

+ 34 965 139 272

General enquiries fax number
Requests for literature (leaflets, standard forms, information on opening cur-
rent accounts, official texts, sales offices for Office publications, etc.), ques-
tions concerning the filing of applications, authorisations, notices of opposi-
tion and appeal, questions concerning procedure (fees, priority, seniority,
etc.).

+ 34 965 139 173 

Fax number for the filing of any correspondence relating to Community
trade marks, (applications, letters to examiners, oppositions, appeals, Register
matters, etc.): 
As regards filing any correspondence relating to your Community trade
marks, you are strongly advised to use this number as your fax will be stored
numerically, which will expedite processing. Sending a document to any other
fax number in the Office entails additional tasks (circulation of the paper ver-
sion of the fax between services, dipatch to the Mail Section which has to pre-
pare the document before scanning, etc.). 

+ 34 965 131 344 

Telephone number for obtaining information concerning means of payment.
Opening current accounts, bank transfers, payments by cheque, etc.

+ 34 965 139 340 

Telephone number for obtaining information about professional representa-
tives. List of professional representatives, new entries, allocation of ID num-
bers, authorisations, etc. 

+34 965 139 117 

Telephone number for obtaining information concerning certified copies.
+ 34 965 139 633 

Telephone number for obtaining information concerning subscriptions to
publications. OHIM Official Journal, CTM Bulletin (paper and CD-ROM),
EUROM, etc.

+ 34 965 139 102 

Useful Numbers 

European Commission

Annual report 2001

Luxembourg: Office for Official Publications of the European Communities

2002 — 58 pp. — 21 x 29.7 cm

ISBN 92-9156-061-8




