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The Enforcement Database — linking business and enforcement

The idea behind the Enforcement Database (EDB) is very simple. It provides a secure channel for businesses to
exchange information with enforcement officials — information that could be vital in tracking down counterfeit products.

Since its launch, the EDB has gone from strength to strength. The premise of the tool is very clear; businesses upload
data that they think could be useful to enforcement officials in spotting counterfeit goods. That data can then be accessed
by enforcers across the EU, and can be used to distinguish fake goods from the real thing.

Participating businesses have complete control over what is uploaded — and the information can range from logistical
details, to product descriptions, to contact points at their company headquarters. The data uploaded is always safe and
secure. In fact, earlier this year, the tool received a Service Organisation Controls (SOC) Type 2 security certificate,
following a rigorous independent audit.

The database is easy to use, but firms can also receive training on its use from OHIM’s dedicated training teams, who
travel to participating businesses to work with staff on its use.

Once uploaded, the data can then be accessed by enforcement professionals across the EU. In April of this year, an
improved version of the tool was launched, which included a connection to the secure network of customs officials owned
by the Directorate General for Taxation and Customs at the European Commission (DG TAXUD), CCN/CSI. This link
means that all customs officers, across the 28 EU Member States, can now connect to the EDB from their workstations.

OHIM and the World Customs Organisation (WCO) signed a Memorandum of Understanding earlier this year, which
means that the two organisations are now working together to create a connection with the WCQO'’s own tool, which will
allow data to be transferred, safely and securely, between the two databases.

Next year, the EDB will also connect to Europol’s Police Operations Network, which will add another layer of enforcement
access to the tool.

More information on the Enforcement Database can be found via this link

Interview

The James Nurton Interview

This month James Nurton interviews the new President of ECTA, Peter Miller of Miller Schupfner in Munich.
They discuss ECTA’s new six-year strategic plan, enforcement in the EU and the need to improve the
international trade mark system.

How long have you been working in IP?

| am a German patent and trade mark attorney. | studied electrical engineering and have a Masters degree. Then |
studied law for two years (the special law study for patent attorneys) at the University of Hagen. | also studied mediation
for one year later on.

And then you joined a law firm?

| did some practical work for Siemens and Andersen Consulting, then | joined the patent law firm of my father Hans-
Jiurgen Miller. There were three attorneys at that time and we have grown over the past 20 years to about 13 attorneys
and 40 people in total, in Munich and Hamburg.

| have focused more and more on trade marks in the past 10 years. | was a director of INTA for three years. But | like to
do both patent and trade mark work.

How long have you been involved with ECTA?

| joined in 1996 but | started to get engaged with ECTA in 2003. As First Vice-President | worked on this year’s
conference in Alicante. In June | became President for a two-year period.
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Do you have any particular goals?

Usually the President would define the action items for two years, then the next President would define new tasks. But |
don't think that's the best way of working in an association, so | want to develop a strategic plan by October this year with
the first and second vice-presidents Ruta Olmane and Christos Theodoulou. This will be in place for six years, so | need
their support. It will become a rolling plan. Within this plan | have defined five global goals for ECTA.

The first goal is Develop Membership Benefits (DMB). The second is Broaden ECTA’s Expertise (BEE), which means
becoming more engaged in copyright and unfair competition — these are issues that are coming up more and more. Third,
Reinforce External Partnerships (REP) — with the Commission, European Parliament, the European Council, OHIM and
national offices. | want to reach out to national governments as well. Fourth, Strengthen Internal Organisation (SI0): we
will move to a bigger office by the end of the year probably with more people. Last, Broaden Financial Basis (BFB): | want
to look for new revenue opportunities. That means more members, which might arise from our broader expertise. We also
do a lot of workshops and seminars for free around Europe but maybe we should give preferential treatment to members
and charge others. We also have a new website going live in autumn this year. That will give us more possibilities to work
with new media and Twitter, support different mobile devices and exchange documents.

What is ECTA’s role?

| see ECTA as being a little different to INTA. ECTA is not a trade mark owners’ association but an association of
representatives before OHIM. So we are focused on the European issues, with private practice and industry members.
Our main role is to look for balanced trade mark rights in Europe, and the best law to be established.

We have to consider interests of consumers and others. For example, look at plain packaging: some people complain
ECTA is pro-tobacco but we are not; we are pro-trade marks. If you deprive someone of his rights, you should provide
compensation. If you do not, that is not fair. That's one area where we have a clear view independent of industry
interests. We are in favour of trade marks, we think they are important for competition, and we want to establish a more
competitive and better Europe.

Is that balance right at the moment?

In trade marks we don'’t have a big problem like copyright does with consumers in the music and software industries. But
we still have a problem with educating people about the tasks of a trade mark and why they are necessary. We want to
work with the OHIM Observatory on Infringements of Intellectual Property Rights, which has some nice projects. That's
another reason why we want to engage with copyright about getting the right balance in enforcing your IP rights.

Do you think the Observatory is doing a good job so far?

Yes, but it's a tough job and they have limited resources. We have to think smarter about reaching young people through
social media etc — they may not understand about copyright and other IP rights. We should set up campaigns through
YouTube and other channels rather than hosting conferences where the same people always attend. We are often talking
to ourselves. We have to get to the channels where infringement is taking place.

The problem is everybody is too busy and everything is speeding up. | remember in the old days we used to file lawsuits
but now more than 50% of what we do are preliminary injunctions; everything has to be immediate. And that hinders us
as practitioners from doing other things.

What do you think of the TMD and CTMR proposals?

Everybody agrees that only small adaptations are necessary, except for four or five issues, such as goods-in-transit, small
consignments and OHIM governance. These are minor issues compared to the whole system. Overall it is an excellent
world.

However | think we have problems with the international trade mark. I'm planning to visit Geneva in October to liaise more
closely with WIPO. Most applicants for international trade marks and designs come from Europe and lots of things need
to be made better — such as deadlines, speed of communication and formalities requirements in national offices. This is
not really on the desk of a lot of associations.

WIPO is an assembly of countries, which come together and decide on issues. The national offices need to focus on the
trade mark system and the interests of trade mark owners who want to market products and services around the world.
Every country has different formalities and that makes it hard to clear and obtain protection on a global basis. Things
have to ameliorate.

| think Madrid is a great system, and | love to file international marks. But we always get Chinese objections with a two-
week deadline. In the US, we get objections — for example just yesterday | got an objection from an examiner that three
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prior marks are from the same company, asking if we can we confirm that. But he can easily see that from the register
that they are all the same company, and the same address. So | have to get a local representative to confirm this, and it
costs the client $1000 or $1500, and the client can’t understand why. Another problem is we often file two marks with the
same list of goods and services all taken from the USPTO website, and one goes through and one gets an objection. The
USPTO says this is because the examiners are independent, but how can | explain this to my client? Offices need to
address these peculiarities.

What other improvements would you like to see?

In Europe, enforcement of trade marks and decisions could be improved. Nationally it works well and | can get an
injunction for a Community trade mark. But for ancillary claims | have to go to each country to enforce decisions, which is
cumbersome. That is not going to be changed, as countries are not yet ready to harmonise these issues affecting national
law. But | think in a single market countries should harmonise some of these aspects.

What is the most interesting case you have worked on?

| was proud of a case involving TetraPark. It was a mark for “Protect what's good” and it was rejected in many countries.
In Germany it is “Schiitzt, was gut ist”, and we succeeded in getting it registered in a case that went all the way to the
Federal Patent Court. We explained that it has two meanings in German — it also means the consumer protects the
environment. It was shortly after the Vorsprung durch Technik decision of the CJEU, and we had evidence that it has a
reputation and consumers see it as a trade mark.

In another strange case we are representing a movie company. A German company did nothing but register trade marks
for movie character names, and then sued people like fan clubs, and obtained a lot of money. It was difficult because he
had an eBay shop and he claimed ownership. In Germany we have no copyright in characters, and with no trade mark
rights, it was difficult to stop. But based on unfair competition law, we got an injunction that even stops him from suing
other people in the future.

What do you most like about IP and trade marks?
| like that each case is different and each one is interesting based on the facts and arguments, and the use question. It's
a very vibrant subject.

What do you do outside of work?

ECTA takes up a lot of my time but | like to fly as a private pilot. | have a Cessna aircraft. | also enjoy motorbiking,
snowboarding and diving.

Community Trade Mark CTM

Upcoming webinar on the New Guidelines

Following the success of the webinar on the new Guidelines (Work Package 1) on 18th February, which saw over 250
connections, a live webinar on the updated Guidelines (Work Package 2), open to all users, will be held on 4 September
at 10:00h CET.

On 13 June 2014, the President of the Office adopted the new Guidelines, Work Package 2 in Decision No EX-14-1.
This second set of the new OHIM Guidelines comes into force on 1 August 2014.

The webinar will provide useful information for both trade mark and design professionals and novices on the changes in
practice and updates made to the Guidelines, following the revision process of replacing OHIM's Manual of Trade Mark
and Design practice with a fully revised and updated set of Guidelines.

Presentations will be given in relation to Part A General Rules, Part B Examination, Part C Opposition, Part D
Cancellation, Part E Register operations and Part M International marks for trade marks, and in relation to the
Examination of Applications for RCDs and Renewals of RCDs for designs, specifically:

Page 4 of 34 OAMI - HABM - OHIM - OHMI - UAMI - Newsletter 07- 2014



http://directo.avanzo.com/oami_20140904/
https://oami.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/law_and_practice/decisions_president/ex14-01_en.pdf

Alicante News July 2014

COMMUNITY TRADE MARK:

WP2 Part C: Opposition

Part A: General Rules Section 3, Unauthorised filing by agents of the TM
proprietor (Article 8(3) CTMR)

Section 1, Means of communication, time limits Section 4, Rights under Atrticle 8(4) CTMR

Section 2, General principles to be respected in Section5, Trade marks with reputation Article 8 (5)
proceedings CTMR
Section 4, Language of proceedings

Section 6, Revocation of decisions, cancellation of Part D: Cancellation

entries in the Register and correction of errors

Section 7, Revision Section 2, Substantive provisions
Section 8, Restitutio in Integrum

Section 9, Enlargement Part E: Register Operations

Section 1, Changes in a registration

Part B: Examination Section 3, CTMs as objects of property

Section 1, Proceedings Chapter 1, Transfer

Section 3, Classification Chapter 2, Licences

Section 4, Absolute Grounds for Refusal 7(1)(f) Chapter 3, Rights in rem

Section 4, Absolute Grounds for Refusal 7(1)(g) Chapter 4, Levy of execution

Section 4, Absolute Grounds for Refusal 7(1)(h)+(i) Chapter 5, Insolvency proceedings or  similar

proceedings
Section 4, Absolute Grounds for Refusal 7(1)(j)+(k)

Section 4, Collective marks Part M: International marks

REGISTERED COMMUNITY DESIGN

WP2

Examination of Applications for Registered Community
Designs
Renewal of Registered Community Designs

For more information on these changes, please see the June edition of the Alicante Newsletter

Work underway to introduce change in practice

You will no doubt remember that in the last edition of Alicante News we informed you that OHIM is planning on
introducing a change in practice in relation to International Registrations designating the EU whereby it will object to
vague terms lacking in clarity and precision, in order to harmonise classification practice with that of direct filing CTMs.

Well, the Knowledge Circle Register and Other Issues has been working on introducing a fast track change into the
Guidelines Part M International Marks explaining exactly how this change in practice will work. It has also been working
on a series of frequently asked questions so that the Office is prepared and our users are ready for the change when it
happens. Meanwhile our IT department has been working hard on adapting our tool to cater for this change, and our
examiners are being trained.

As the work is still in progress, there is not much more we can tell you at this stage other than the change is imminent and

is expected to come into force after 1 October. The exact date together with information and details will be available on
OHIM’s website during the month of September.
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CJEU judgment of 19/06/2014, C-345/13, ‘Karen Millen Fashions’, request for a preliminary ruling from the
Supreme Court of Ireland

CJEU judgment of 19/06/2014, C-345/13, ‘Karen Millen Fashions’, request for a preliminary ruling from the Supreme
Court of Ireland, in the proceedings Karen Millen Fashion Ltd v Dunnes Stores, Dunnes Stores (Limerick) Ltd.

The request for a preliminary ruling emerged from the infringement proceedings, in which Karen Millen Fashion (KMF)
alleged Dunnes Stores (the Dunnes) from infringement of KMF’'s unregistered Community designs related to women’s
garments. The questions put before the CJEU concerned the interpretation of individual character pursuant to Article 6
and validity of the design rights pursuant to Article 85(2) Community Regulation (EC) No 6/2002 of 12 December 2001 on
Community designs (CDR).

The infringement action was commenced before the High Court of Ireland in 2007. KMF basically claimed infringement of
the rights subsisting in the unregistered Community designs related to a black knit top, a blue striped shirt and a brown
striped shirt as shown below. The products related to the unregistered Community designs were placed on sale in Ireland
and thus the designs were made available to the public pursuant to Article 11(2) CDR in late 2006. The Dunnes did not
contest the disclosure of the designs and even admitted copying the KMF designs. The High Court upheld the action.

The Dunnes filed an appeal against the judgment to the Supreme Court of Ireland claiming, inter alia, that the court erred
twice in the interpretation of the Community designs regulation.

According to the Dunnes the KMF unregistered Community designs lack individual character with respect to prior designs
being a mere combination of features known from the prior art. The Dunnes relied mainly on recital (14) CDR reading that
‘[tthe assessment as to whether a design has individual character should be based on whether the overall impression
produced on an informed user viewing the design clearly differs from that produced on him by the existing design corpus

[.].

The Dunnes read the notion ‘design corpus’ as an aggregation of features known from the state of the art. According to it
a Community design to be valid must have individual character and produce different overall impression from such a
design corpus. The Dunes also relied on the wording of the Agreement on Trade-Related Aspects of Intellectual Property
rights (the TRIPs Agreement) which stipulated in Article 25 that the members should provide for the protection of
independently created industrial designs that are new or original, and that they may provide that designs are not new or
original if they do not significantly differ from known designs or combinations of known design features.

The second Dunnes’ claim concerned the interpretation of Article 85(2) CDR. According to the provision, in proceedings
in respect of an infringement action or an action for threatened infringement of an unregistered Community design, the
Community design court shall treat the Community design as valid if the right holder produces proof that the conditions
laid down in Article 11 have been met and indicates what constitutes the individual character of their Community design.

According to Article 11 CDR a design which meets the requirements under Section 1 shall be protected by an
unregistered Community design. Section 1 CDR comprises all protection requirements, including the novelty and
individual character of the Community design.

According to the Dunnes the ‘proof that the conditions laid down in Article 11 have been me’ mean that KMF is required to
produce proof that, inter alia, the Community designs are new and have individual character. KMF did not establish the
unregistered design rights as it did not prove their validity with respect to the prior art but merely indicated the feature in
which the unregistered design rights subsist.

The Supreme Court stayed the proceedings in 2013 to refer two questions to the Court of Justice:

1. In consideration of the individual character of a design which is claimed to be entitled to be protected as an
unregistered Community design for the purposes of [Regulation No 6/2002], is the overall impression it produces
on the informed user, within the meaning of Article 6 of the regulation, to be considered by reference to whether it
differs from the overall impression produced on such a user by:

(a) any individual design which has previously been made available to the public or
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(b) any combination of known design features from more than one such earlier design?

2. Is a Community design court obliged to treat an unregistered Community design as valid for the purposes of
Article 85(2) of [Regulation No 6/2002] where the right holder merely indicates what constitutes the individual
character of the design or is the right holder obliged to prove that the design has individual character in
accordance with Article 6 of that regulation?

After hearing the Opinion of the Advocate General, the CJEU gave the following guidance:

1. Article 6 of Council Regulation (EC) No 6/2002 of 12 December 2001 on Community designs is to be interpreted
as meaning that, in order for a design to be considered to have individual character, the overall impression which
that design produces on the informed user must be different from that produced on such a user not by a
combination of features taken in isolation and drawn from a number of earlier designs, but by one or more earlier
designs taken individually.

2. Article 85(2) of Regulation No 6/2002 must be interpreted as meaning that, in order for a Community design court
to treat an unregistered Community design as valid, the right holder of that design is not required to prove that it
has individual character within the meaning of Article 6 of that regulation, but need only indicate what constitutes
the individual character of that design, that is to say, indicates what, in his view, are the element or elements of
the design concerned which give it its individual character.

The first referred question concern not only unregistered Community design but also the Community designs for which
protection is sought by virtue of registration in the Community designs register. The CJEU confirmed the approach
already expressed by the General Court in judgment of 22/06/2010, T-153/08, ‘Communications equipment’, paragraph
23 and 24: ‘Since Article 6(1) of Regulation No 6/2002 refers to a difference between the overall impressions produced by
the designs at issue, the individual character of a Community design cannot be examined in the light of specific features
of various earlier designs. Therefore, a comparison should be made between, on the one hand, the overall impression
produced by the contested Community design and, on the other, the overall impression produced by each of the earlier
designs legitimately relied on by the party seeking a declaration of invalidity.’

The second question relates to the unregistered Community designs which are rarely subject to the CJEU considerations
and therefore the provided guidance is even more welcome.

The CJEU judgment is here
The Opinion of Advocate General is here

KAREN

MILLEN SAVIDA

SAVIDA
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SAVIDA

KAREN
MILLEN

EUTMDN Updates

Forecasting tool goes live

The Forecasting tool has been successfully launched on 15 July. This advanced IP prediction system, developed within
the framework of the Cooperation Fund and the Observatory, enables IP Offices to generate reliable forecasts of trade
mark and design filings using the latest available technologies.

The new common tool, a result of five years of research into forecasting systems, provides participating IP Offices with a
better understanding about the underlying factors behind the evolution of trade marks and designs filings. It will support
strategic planning and the optimal allocation of resources of participating Offices.

‘Forecasting’ has been developed thanks to the collaboration of the Trade Mark Offices of Denmark, Spain, Hungary,
Poland, Portugal, United Kingdom and OHIM, together with experts from the Polytechnic University of Madrid from the
fields of data-mining, econometrics and industrial property. It will be implemented by 17 participating IP Offices across the
European Trade Mark and Design Network. The European Patent Office participated actively in the project as observer.
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TMclass now available in Arabic

As from 21 July, the graphical user interface (GUI) of TMclass, OHIM's free classification tool, is available in Arabic.

Users can avail of the Arabic interface when searching for terms in any of the other 27 available languages.

The Arabic GUI is a concrete result of OHIM's International Cooperation programme, and has been developed thanks to

strong collaboration with the Moroccan Industrial and Commercial Property Office (OMPIC).
You can find out more at www.tmdn.org

European TMDN News out now

The third issue of European TMDN News is out now.

The newsletter reports on the latest activities and projects of the European Trade Mark and Design Network, and its
members’ efforts to share best practices and harmonise working methods across Europe.

In this issue, we look at the recent developments of the Harmonised Database, the world’'s largest trade mark
classification database. Among other articles, readers will also find an interview with the Deputy Director of the Benelux

Office of Intellectual Property, and the kick-off of the Anti-Fraud Network — a common initiative to tackle the growing
phenomenon of misleading invoices.

The magazine, published in English, will also be available in 23 EU languages in the coming weeks.

Convergence meetings in OHIM

Representatives of EU national and regional IP offices and user associations met at OHIM (30 June and 1 July), in the
framework of two Convergence Programme working groups.

The working groups dealt with relative grounds for refusal-likelihood of confusion (impact of non-distinctive/weak
components) (CP5) and the graphic representation of a Design (CP6).

The Convergence Programme, launched in 2011, links OHIM with National Offices and User Associations in an effort to

reach common ground in areas where IP offices have different practices. It complements the work being done to create
common IT tools taking place under the Cooperation Fund.
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More News

Anténio Campinos’s term as President of OHIM extended

The Council of the European Union has decided to extend the term of office of President Campinos for another five years.
The decision was made on June 24 and the term of the extension will begin on October 1, 2015.

The Council Decision was published in the Official Journal of the European Union on July 22.

Orphan Works database testing

The Orphan works database was tested recently by the representatives of competent national authorities and beneficiary
organisations.

The aim of the Orphan Works project is to set up a single EU database on Orphan works to be shared by all Member
States. Orphan works are works such as books, newspaper and magazine articles and films that are still protected by
copyright but whose authors or other right holders are not known or cannot be located or contacted to obtain copyright
permissions.

The beneficiary organisations involved in the project include the British Library, the Spanish National Library, the German
National Library, the Hungarian National Széchényi Library, the Slovak National Library, the University of Malta Library,
the Hungarian National Digital Archive and the Film Institute (MaNDA) and Estonian Public Broadcaster.

The aim of the testing was to make sure that the tool covers the expected functionalities and to collect feedback from
stakeholders involved in the testing process. The Orphan works database will go live in October 2014.

Meeting of the OHIM Academy Network

The OHIM Academy Network gathered in Alicante on 2 and 3 July for its second meeting. The Network was created a
year ago and is composed of representatives from National Offices (OHIM Academy ‘contact persons’) and User
Associations. Over 20 participants attended the meeting, with representatives from 18 EU National and Regional IP
Offices and 3 User Associations.

The aim of this mid-term meeting was to gather feedback on Academy training activities from the first half of 2014,
promote seminars planned for Q3 and Q4 and discuss stakeholders’ training needs for 2015 in view of preparing the
training calendar for next year.

IP Executive Week

The Academy in cooperation with the EPO organised for the second year running, an IP Executive Week for participants
at management level from EU and non-EU National Offices.

The IP Executive Week took place at the EPQO’s premises in Munich, Germany, from 7 to 11 July 2014. The focus was on
the role of IP Offices in developing the global economy. The programme consisted of two days dedicated to the EPO, two
days to the OHIM, followed by a visit to a German company on the fifth day. Lectures were given by experts from the
EPO, OHIM and WIPO as well as external contributors.
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Monthly statistical highlights* June 2014 compared to June 2013

| 2014 | 2013
‘Community trade mark applications received 19390 | 9579
‘Community trade mark applications published 8456 | 7988

‘Community trade marks registered (certificates issued) | 8 680 | 8574

|
|
|
|
| i | |
|
|
|

Registered Community designs received 6459 | 6707

Registered Community designs published 6625 | 6074

| | |

* Statistical data for the month in course is not definitive. Figures may vary slightly thereafter.

Case law

Luxembourg Case Law

A: Court of Justice: Orders, Judgments and Preliminary Rulings

Case C-411-13P OHIM v Sanco S.A. & Marsalman S.L.; Order of 8 May 2014; Language of the case: ES

RESULT: Appeal dismissed

KEYWORDS: Complementary goods & services, Relative grounds, Likelihood of confusion, Specialised public,
Similarity of goods & services

FACTS: The CTM applicant sought to register the figurative mark reproduced below in Classes 29, 35 (advertising,
commercial agencies, franchising, export and import) and Class 39 (transport, storage and distribution of chickens). The
opponent opposed the registration on the basis of the Spanish figurative mark reproduced below, covering goods in
Classes 29 (meat, poultry and game meat extracts) and Class 3 (live animals) based on Article 8(1)(b) CTMR. The
Opposition Division (OD) partially upheld the opposition, but rejected it for ‘advertising, commercial agencies, franchising,
export and import’ in Class 35 and ‘transport, storage and distribution of chickens’ in Class 39. The Board of Appeal
(BoA) dismissed the appeal.

CTMA Earlier Spanish mark
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SUBSTANCE: Upon appeal from the opponent, the General Court (GC) annulled the BoA’s decision
(T-249/11). The GC finds two errors, both relating to the professional (specialised) public: Services in Class 35: in
assessing complementarity, the BoA should have examined, inter alia, whether for a professional purchaser or chickens
or of meat, the services of advertising, commercial agencies, franchising or export and import were important during the
purchase of chickens or meat to the extent that he would think that the responsibility for the production of those goods or
provision of those services lies with the same undertaking. As regards the services in Class 39 there is some degree of
complementarity between at least chickens and the transport, storage and distribution of chickens. The professional
consumer of those goods and services, namely an undertaking purchasing chickens wholesale that also needs the
services of transport, storage and distribution of chickens, is likely to think that the responsibility for the production of
those goods or provision of those services lies with the same undertaking. As to the substance, the Office submitted three
heads of claim: The GC erred in considering that there is automatically similarity between a product and a service that
has such product as its object. If chicken were similar to the service of transport of chicken, the owner of a mark
registered for services of transport could oppose registration of a mark applied for any kind of products, as they could all
be transported. The GC also erred in considering that the services of advertising, commercial agencies, franchising,
export and import are to be offered by a chicken farmer as an ancillary activity to the sale of its products, to a professional
buyer of poultry or meat. The European Court of Justice (CJ) ruled partly manifestly unfounded, partly manifestly
inadmissible. The GC did not find automatic similarity. It took into account many factors in order to find similarity. The
GC rightly found that the BoA did not conclude that there exists a close connection, even if it is reduced, between the
products of the earlier mark and the services applied for in Classes 35 and 39. As far as CJ ruling manifestly unfounded,
the BoA should have assessed the importance of the goods and services for the use of each other from the point of view
of the relevant public. As to the claim of the Office, that the GC erred in finding some similarity between the goods and
services, based only on their complementarity, without globally assessing the similarity of the goods and services the CJ
stated that complementarity was not the only factor taken into account by the GC when finding similarity between G&S.

Case C-448/13P, Delphi Technologies, Inc. v OHIM, Order of 12 June 2014, Language of the case: EN

RESULT: Appeal dismissed

KEYWORDS: Slogan mark, Absolute grounds, Distinctive element, Principle of non-discrimination, Lack of
reasoning

FACTS: The applicant sought to register the word sign INNOVATION FOR THE REAL WORLD for goods in Classes 7,
9, 10 and 12, like motor vehicle products, GPS navigation systems, medical apparatus for vital signs monitoring, etc. The
examiner refused registration pursuant to Article 7(1) (b) on the ground that the sign applied for was devoid of distinctive
character. The Board of Appeal (BoA) confirmed this assessment. The General Court (GC) dismissed the appeal, as the
sign INNOVATION FOR THE REAL WORLD is instantly apparent to the relevant English-speaking public as meaning
that the goods covered by the mark applied for are innovations for the real world (Para. 30). The relevant public will
perceive it, directly and without further consideration, as an allusion to innovative goods and not as an indication of the
commercial origin of such goods (Para. 32). Furthermore, the sign is not sufficiently original or resonant to require at least
some interpretation, thought or analysis on the part of the relevant public, as that public is led to associate that sign
immediately with goods which are capable of being marketed by any undertaking offering innovative products (Para. 37).

SUBSTANCE: As to the first ground of appeal, the appellant criticises the GC for not having correctly assessed neither
the goods falling under Class 9 nor the relevant public. In this regards, the European Court of Justice (CJ) stated that the
assessment of facts was out of the scope of the appeal. As to the second ground of appeal, infringement of Article 7(1)
(b) by interpreting too strictly the criteria for assessing the distinctive character of the mark applied for, the CJ stated there
was a misreading of the judgment under appeal and the Case-Law (Para. 35). The GC did not establish any hierarchy
between the promotional and the commercial aspect of the perception of a mark consisting of a promotional slogan (Para.
37). The GC did not fail to state reasons. The appellant is seeking a new assessment of the facts, which is precluded in
an appeal. As to the third ground of appeal, infringement of the principles of equal treatment and sound administration by
rejecting its appeal against the decision of the BoA, even though the Office applied to this CTM application stricter criteria
than those which allowed the registration of similar marks, the CJ ruled, that the appellant does not identify any error of
law committed by the GC. The appeal is therefore dismissed in its entirety as being in part manifestly inadmissible and in
part manifestly unfounded.
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Case C-285/13P; Bimbo, SA v. OHIM (Caffé KIMBO / BIMBO (T-277/12)), Judgement of 12 June 2014, Language of
the case: EN

RESULT: Appeal dismissed

KEYWORDS: Admissibility, Competence of the CJ, First time on appeal, Matters of fact appealed to CJ, Non-
registered trademark, Well-known trademark, Distortion of facts or evidence, Reputation

FACTS: The Opposition Division (OD) upheld the opposition in respect of part of the goods at issue, namely ‘flour and
preparations made from cereals, bread, pastry and confectionery, ices; yeast, baking powder’ in Class 30. The Board of
Appeal (BoA) annulled the OD decision in so far as it rejected the Community trade mark application in respect of ‘flour,
confectionery, ices, yeast and baking-powder’. The General Court (GC) dismissed the appeal of the opponent in its
entirety.

CTMA Earlier Spanish mark
Caffe
KIMBO BIMBO
e

SUBSTANCE: The European Court of Justice (CJ) found that the alleged breach of Rule 19 CTMIR put forward by the
opponent in support of its first ground of appeal and, in particular, the claim based on the assertion that the opponent had
proved the existence and validity of the earlier Spanish mark BIMBO registered under No 291655, in accordance with that
rule, were never raised before the GC. The CJ stressed, in this regard, that the opponent based its action before the GC
solely on the earlier unregistered mark BIMBO, which is well known in Spain. Consequently, the first ground put forward
by the opponent in support of its appeal was rejected as being manifestly inadmissible (Paras. 17 and 18). The CJ
pointed out that the assessment of the comparison of the conflicting goods is factual in nature and is not, subject to
review by the CJ (Para. 24). It considered that the opponent was inviting the CJ to substitute its own assessment of the
facts for that of the GC, with regard to the comparison of the goods at issue, without, moreover, either showing or even
alleging that that assessment of the GC is based on a distortion of the facts or the evidence. Thus, the first part of the
second ground of appeal was rejected as being manifestly inadmissible (Para. 25). As regards the second part of the
second ground presented in support of the appeal, alleging breach, by the GC, of Article 8(4) CTMR, the opponent did not
put forward that argument before either the GC or the BoA and it was therefore inadmissible (Para. 26). As to the third
part of the second ground of appeal, the CJ pointed out that the opponent never argued, before the GC, that the earlier
mark BIMBO had a reputation in Spain (Para. 27). Moreover, the opponent specifically based its action before the GC on
the earlier unregistered mark alone. Consequently, the third part of the second ground of appeal was rejected as being
manifestly inadmissible (Para. 28).

Case C-360/12; Coty Germany GmbH v First Note Perfumes NV; Preliminary ruling of 5 June 2014; Language of
the case: DE

Keywords: Preliminary ruling, Counterfeiting, Infringement, Three-dimensional mark

PRELIMINARY RULING: 1. The concept of ‘the Member State in which the act of infringement has been committed’ in
Article 93(5) CTMR must be interpreted as meaning that, in the event of a sale and delivery of a counterfeit product in one
Member State, followed by a resale by the purchaser in another Member State, that provision does not allow jurisdiction
to be established to hear an infringement action against the original seller who did not himself act in the Member State
where the court seized is situated. 2. Article 5(3) of Council Regulation (EC) No 44/2001 of 22 December 2000 on
jurisdiction and the recognition and enforcement of judgments in civil and commercial matters must be interpreted as
meaning that, in the event of an allegation of unlawful comparative advertising or unfair imitation of a sign protected by a
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Community trade mark, prohibited by the law against unfair competition (Gesetz gegen den unlauteren Wetthewerb) of
the Member State in which the court seized is situated, that provision does not allow jurisdiction to be established, on the
basis of the place where the event giving rise to the damage resulting from the infringement of that law occurred, for a
court in that Member State where the presumed perpetrator who is sued there did not himself act there. By contrast, in
such a case, that provision does allow jurisdiction to be established, on the basis of the place of occurrence of damage, to
hear an action for damages based on that national law brought against a person established in another Member State
and who is alleged to have committed, in that State, an act which caused or may cause damage within the jurisdiction of
that court.

FACTS: The German company Coty Germany GmbH is the proprietor of rights to a three-dimensional Community trade
mark representing a perfume bottle. The Belgium Company First Note Perfumes NV is a perfume wholesaler which sold
in Belgium perfumes in a bottle, similar to that represented in the trade mark referred to above, to a German trader, who
resold them in Germany. Coty Germany brought an action in Germany against First Note, claiming that the distribution by
First Note of that perfume constituted an infringement of a trade mark, unlawful comparative advertising and unfair
imitation. That action was dismissed both at first instance and on appeal by the German courts. It was held on appeal that
the German courts had no international jurisdiction. Coty Germany brought an appeal on a point of law before the
Bundesgerichtshof. The proceedings were suspended and a preliminary ruling was requested regarding the following
questions: 1. Is Article 93(5) CTMR to be interpreted as meaning that an act of infringement is committed in one
Member State (Member State A), within the meaning of [that provision], in the case where, as a result of an act in another
Member State (Member State B), there is participation in the infringement in the first-named Member State (Member
State A)? 2. Is Article 5(3) of Regulation No 44/2001 to be interpreted as meaning that the harmful event occurred in
one Member State (Member State A) if the tortious act which is the subject of the action or from which claims are derived
was committed in another Member State (Member State B) and consists in participation in the tortious act (principal act)
which took place in the first-named Member State (Member State A)?’

SUBSTANCE: Question 1: The European Court of Justice (CJ) considered that the question was whether the concept of
‘Member State in which the act of infringement has been committed’ in Article 93(5) CTMR must be interpreted in a
manner analogous to that of the ‘place where the harmful event occurred’ in Article 5(3) of Regulation No 44/2001 on
jurisdiction and the recognition and enforcement of judgments in civil and commercial matters (the “Brussels I”
Regulation) (Para. 25). According to Article 5(3) of the “Brussels I” Regulation, the expression ‘place where the harmful
event occurred or may occur’ is intended to cover both the place where the damage occurred and the place of the event
giving rise to it, so that the defendant may be sued, at the option of the applicant, in the courts for either of those places.
However, the Court pointed out that the rules of the CTMR have the character of lex specialis in relation to the rules
provided for by the “Brussels I’ Regulation (Para. 27). More specifically, the application of Article 5(3) of the “Brussels I”
Regulation to Community trade mark infringement actions is expressly precluded by Articles 90(2) and 92 CTMR (now,
Articles 94(2) and 94) CTMR) (Para. 28). Consequently, the duality of linking factors, namely the place of the event giving
rise to the damage and that where the damage occurred, accepted by the CJ's Case-Law relating to Article 5(3) of the
“Brussels I” Regulation, cannot apply to the interpretation of the concept of ‘the Member State in which the act of
infringement has been committed or threatened’ in Article 93(5) CTMR (now Article 97(5) CTMR). The latter must be
interpreted independently (Paras. 31 and 32). The “linking factor relates to active conduct on the part of the person
causing the infringement and therefore refers to the Member State where the act giving rise to the alleged infringement
occurred or may occur, not the Member State where that infringement produces its effects” (Para. 34). Any other
interpretation would conflict with the wording of Article 94(2) CTMR (Para. 35). Given the reasons above, the CJ
concluded that jurisdiction under Article 93(5) CTMR may be established solely in favour of Community trade mark courts
in the Member State in which the defendant committed the alleged unlawful act (thus excluding jurisdiction based on the
place of the event giving rise to the infringement) (Para. 37). Question 2: The CJ considered that the question was
whether Article 5(3) of the “Brussels I’ Regulation must be interpreted as meaning that, in the event of an allegation of
unlawful comparative advertising or unfair imitation of a sign protected by a CTM, prohibited by the law against unfair
competition of the Member State in which the court seized is situated, that provision attributes jurisdiction to hear an
action for damages based on that national law against one of the presumed perpetrators who is established in another
Member State and is alleged to have committed the infringement in that State (Para. 39). The CJ pointed out that actions
concerning a CTM may be brought under the law of Member States relating in particular to civil liability and unfair
competition (Para. 40). Those actions do not come within the jurisdiction of the Community trade mark courts (Para. 41).
The CJ stressed that in such cases Article 5(3) of the “Brussels I” Regulation is applicable in order to establish the
jurisdiction of the court seized (Para. 42). Consequently, the applicant may choose to sue the defendant either before the
competent court for the place where the damage occurred, or the one for the place of the event giving rise to it (Para. 46).
The CJ confirmed that, in circumstances in which only one among several presumed perpetrators of the alleged harmful
act is sued before a court within whose jurisdiction he has not acted, the event giving rise to the damage may not be
regarded as taking place within the jurisdiction of that court for the purpose of Article 5(3) of the “Brussels I” Regulation
(Para. 50). As to whether Article 5(3) of the “Brussels I” Regulation allows jurisdiction to be established, on the basis of
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the place where the damage occurred, the CJ concluded that an action relating to an infringement of the national law may
be brought before the German courts, provided the act committed in another Member State caused or may cause
damage within the jurisdiction of the court seized (Para. 57).

Case C 345/13; Karen Millen Fashions Ltd v Dunnes Stores, Dunnes Stores (Limerick) Ltd; Preliminary ruling of
19 June 2014; Language of the case: EN

KEYWORDS: Preliminary ruling, Burden of proof, Design, Overall impression, individual character, Un-registered
design, Informed user, Novelty

PRELIMINARY RULING: 1. Article 6 CDR is to be interpreted as meaning that, in order for a design to be considered to
have individual character, the overall impression which that design produces on the informed user must be different from
that produced on such a user not by a combination of features taken in isolation and drawn from a number of earlier
designs, but by one or more earlier designs, taken individually. 2. Article 85(2) CDR must be interpreted as meaning that,
in order for a Community design court to treat an unregistered Community design as valid, the right holder of that design
is not required to prove that it has individual character within the meaning of Article 6 CDR, but need only indicate what
constitutes the individual character of that design, that is to say, indicates what, in his view, are the element or elements
of the design concerned which give it its individual character.

FACTS: In 2005 Karen Millen Fashions Ltd (‘KMF"), a company incorporated under the law of England and Wales which
carries on the business of producing and selling women'’s clothing, designed and placed on sale in Ireland a striped shirt
(in a blue and a stone brown version) and a black knit top (‘the KMF garments’). Examples of the KMF garments were
purchased by representatives of Dunnes, a substantial retailing group in Ireland, from one of KMF’s Irish outlets. Dunnes
subsequently had copies of the garments manufactured outside Ireland and put them on sale in its Irish stores in late
2006. Asserting itself to be the holder of unregistered Community designs relating to the garments, on 2 January 2007,
KMF commenced proceedings in the High Court in which it claimed, inter alia, injunctions restraining Dunnes from using
the designs, and damages. The High Court upheld that action. Dunnes brought an appeal against the judgment of the
High Court before the Supreme Court. The proceedings were suspended and a preliminary ruling was requested
regarding the following questions: ‘1. In consideration of the individual character of a design which is claimed to be
entitled to be protected as an unregistered Community design for the purposes of [the CDR], is the overall impression it
produces on the informed user, within the meaning of Article 6 of that Regulation, to be considered by reference to
whether it differs from the overall impression produced on such a user by: (a) any individual design which has previously
been made available to the public, or (b) any combination of known design features from more than one such earlier
design? 2. Is a Community design court obliged to treat an unregistered Community design as valid for the purposes of
Article 85(2) [CDR] where the right holder merely indicates what constitutes the individual character of the design or is the
right holder obliged to prove that the design has individual character in accordance with Article 6 of that Regulation?’

SUBSTANCE: Question 1: The European Court of Justice (CJ) considered that the question was whether Article 6 CDR
must be interpreted as meaning that, in order for a design to be considered to have individual character, the overall
impression which that design produces on the informed user must be different from that produced on such a user by one
or more earlier designs, taken individually, or by a combination of features taken in isolation and drawn from a number of
earlier designs (Para. 23). The CJ found that there is nothing in the wording of Article 6 CDR to support the view that the
overall impression referred to therein must be produced by such a combination (Para. 24). The reference to the overall
impression produced on the informed user by ‘any design’ which has been made available to the public indicates that
Article 6 must be interpreted as meaning that the assessment as to whether a design has individual character must be
conducted in relation to one or more specific, individualised, defined and identified designs from among all the designs
which have been made available to the public previously (Para. 25). The CJ pointed out that that interpretation is correct
regardless of whether it is assumed that the overall impression on the informed user is produced by a direct or indirect
(based on an imperfect recollection) comparison between the designs at issue. (Paras. 26-29). Question 2: The CJ
considered that the question was whether Article 85(2) CDR must be interpreted as meaning that, in order for a
Community design court to treat an unregistered Community design as valid, the right holder of that design is required to
prove that it has individual character within the meaning of Article 6 CDR, or need only indicate what constitutes the
individual character of that design (Para. 36). The CJ stated that it is apparent from the very wording of Article 85(2) CDR
that, in order for an unregistered Community design to be treated as valid, the right holder of that design is required, first
of all, to prove that the conditions laid down in Article 11 CDR have been met and, secondly, to indicate what constitutes
the individual character of that design (Para. 37). The CJ pointed out that Article 85(2) CDRestablishes a presumption of
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validity of unregistered Community designs (Para. 39). In that context, the CJ noted that the different procedures provided
for in Article 85 CDR with regard to a registered Community design and an unregistered Community design arise from the
need to determine, with regard to the latter, the date as from which the design at issue is covered by the protection under
that regulation and specifically what is covered, which, as there are no registration formalities, may be more difficult to
identify in the case of an unregistered design than for a registered design (Para. 43). As regards the second condition set
out in Article 85(2) CDR, the Court found that the wording of that provision, in merely requiring the holder of an
unregistered Community design to indicate what constitutes the individual character of that design, is unambiguous and
cannot be interpreted as entailing an obligation to prove that the design concerned has individual character (Para. 45).

Joined Cases C 217/13 and C 218/13; Oberbank AG, Banco Santander SA, Santander Consumer Bank AG v
Deutscher Sparkassen- und Giroverband eV; Preliminary ruling of 19 June 2014; Language of the case: DE

Keywords: Preliminary ruling, Burden of proof, Evidence of use, Colour mark, Single colour mark,
Distinctiveness acquired by use, Survey, Distinctive element, Filing date, Revocation grounds, Restriction of the
list of goods and services, Retail services

PRELIMINARY RULING: 1. Article 3(1) and (3) TMD must be interpreted as precluding an interpretation of national law
according to which, in the context of proceedings raising the question whether a contour less colour mark has acquired a
distinctive character through use, it is necessary in every case that a consumer survey indicate a degree of recognition of
at least 70%. 2. Where a Member State has not exercised the power laid down in the second sentence of Article 3(3)
TMD, the first sentence of Article 3(3) of that directive must be interpreted as meaning that, in the context of invalidity
proceedings in respect of a mark which is intrinsically devoid of distinctive character, in order to assess whether that mark
has acquired a distinctive character through use, it is necessary to examine whether such character was acquired before
the date of filing of the application for registration of that mark. It is irrelevant in that regard that the proprietor of the mark
at issue maintains that the mark has, in any event, acquired a distinctive character through use after the date of filing of
the application for registration, but before the date of registration of that mark. 3. Where a Member State does not
exercise the power laid down in the second sentence of Article 3(3) TMD, the first sentence of Article 3(3) of that directive
must be interpreted to the effect that it does not preclude, in the context of invalidity proceedings, the mark at issue from
being declared invalid where it is intrinsically devoid of distinctive character and the proprietor of that mark has failed to
show that it has acquired a distinctive character following the use which has been made of it before the date of filing of
the application for registration.

FACTS: On 7 February 2002, DSGYV filed an application for registration of a contour less red colour mark HKS 13 in
respect of a number of goods and services. By decision of 4 September 2003, the Deutsches Patent- und Markenamt
(German Patent and Trade Mark Office) (‘the DPMA’) dismissed that application. DSGV brought an action against that
decision, limiting its application for registration to certain services in Class 36. By decision of 28 June 2007, the DPMA
annulled that decision. It stated that, on the basis of the survey submitted, it had to be assumed that the mark had gained
a degree of acceptance in the trade circles concerned, within the meaning of Paragraph 8(3) MarkenG, of 67.9% for the
remaining services covered by the application for registration. On 11 July 2007, that mark was accordingly registered for
services in Class 36 corresponding, in essence, to various retail banking services. Oberbank AG, Banco Santander SA
and Santander Consumer Bank AG sought a declaration of invalidity in respect of the mark at issue. The proceedings
were suspended and a preliminary ruling was requested regarding the following questions: ‘(1) Does Article 3(1) and (3)
[TMD] preclude an interpretation of national law according to which, for an abstract colour mark (in this case: red HKS 13)
which is claimed for services in the financial affairs sector, a consumer survey must indicate an adjusted degree of
association of at least 70% in order to form a basis for the assumption that the trade mark has acquired a distinctive
character following the use which has been made of it? (2) Is the first sentence of Article 3(3) [TMD] to be interpreted to
the effect that the time at which the application for the trade mark was filed — and not the time at which it was registered
— is relevant in the case where the trade mark proprietor claims, in his defence against an application for a declaration
invalidating the trade mark, that the trade mark acquired a distinctive character, following the use made of it, in any event
more than three years after the application, but prior to registration? (3) In the event that, under the abovementioned
conditions, the time at which the application was filed is also relevant: Is the trade mark to be declared invalid if it is not
clarified, and can no longer be clarified, whether it had acquired a distinctive character, following the use made of it, at the
time when the application was filed? Or does the declaration of invalidity require the applicant seeking that declaration to
prove that the trade mark had not acquired a distinctive character, following the use made of it, at the time when the
application was filed?
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SUBSTANCE: Question 1: As regards the question how to determine whether a mark has acquired a distinctive character
through use, the CJ stated that it was settled case-law that the competent authority for registering trademarks must carry
out an examination by reference to the actual situation and make an overall assessment of the evidence that the mark
has come to identify the goods or services concerned as originating from a particular undertaking (Para. 40). Community
law does not preclude the competent authority from having recourse, under the conditions laid down by its own national
law, to an opinion poll as guidance for its judgment. However, the circumstances in which the requirement concerning the
acquisition of a distinctive character through use, under Article 3(3) TMD, may be regarded as satisfied cannot be shown
to exist solely by reference to general, abstract data such as predetermined percentages (Paras. 43 and 44). In that
regard, the CJ observed that, in an overall assessment of the evidence that the mark has acquired a distinctive character
through use, it may indeed appear, inter alia, that the perception of the relevant public is not necessarily the same for
each of the categories of marks and that, accordingly, it could prove more difficult to establish the distinctive character,
including distinctiveness acquired through use, of trade marks in certain categories than that of those in other categories
(Para. 45). The CJ concluded that since Article 2 and Article 3(1) (b) and (3) TMD make no distinction between different
categories of trademarks it is not possible to state in general terms, when a mark has acquired a distinctive character
through use (Paras. 46 and 48). Question 2: The CJ pointed out that it is clear from the unequivocal terms of the first
sentence of Article 3(3) TMD that it is only if the mark has acquired a distinctive character following the use which has
been made of it before the date of filing of the application for registration of that mark that it may escape the application of
one or more of the grounds of invalidity invoked (Para. 57). Such interpretation does not exclude the possibility that
account may be takenof evidence which, although subsequent to the date of filing the application for registration, enables
the drawing of conclusions on the situation as it was on that date (Para. 60). Question 3: The CJ considered that by its
third question, the referring court asked, in essence, whether the first sentence of Article 3(3) TMD must be interpreted as
precluding, in the context of invalidity proceedings, the mark from being declared invalid where it is intrinsically devoid of
distinctive character and the proprietor of that mark has failed to show that it has acquired a distinctive character by the
use which has been made of it before the date of filing of the application for registration (Para. 62). In view of the
objective in recital 10 in the TMD preamble and the structure and purpose of Article 3(3) TMD, the CJ found that, in the
context of invalidity proceedings, the burden of proof concerning distinctive character acquired following the use which
has been made of the mark at issue must be borne by the proprietor of that mark who invokes that distinctive character
(Para. 68). The Court pointed out that since it is an exception to the grounds for refusal, the onus is on the party seeking
to rely on it to justify its application (Para. 69). Then, the CJ found that it is the proprietor of the mark at issue which is
best placed to adduce evidence in support of the assertion that its mark has acquired distinctive character (Para. 70).
Consequently, where the proprietor of the mark is requested by the competent authority to adduce proof of distinctive
character acquired following the use which has been made of a mark which is intrinsically devoid of distinctive character
but fails to do so, that mark must be declared invalid (Para. 71). The CJ stressed that the reasons why the proprietor of
the mark fails to adduce that evidence are irrelevant in that regard (Para. 72).

B: General Court: Orders and Judgments on appeals against decisions of the OHIM
Case T-595/10; Cantina Broglie 1 S.r.l. v OHIM, Judgment of 18 June 2014; Language of the case: IT

RESULT: Appeal upheld

KEYWORDS: Relative grounds, Likelihood of confusion, Lack of reasoning, Substantial procedural violation,
General reference to previous submissions

FACTS: The applicant sought to register the word mark ‘RIPASSA’ as a CTM for goods in Class 33. An opposition based
on the earlier Italian word mark ‘VINO DI RIPASSO’, registered for goods in Class 33, was filed on the grounds of Article
8(1)(b) CTMR. The Opposition Division (OD) dismissed the opposition, considering the signs to be overall dissimilar. For
this reason, the issue of the proof of use of the earlier mark was not addressed. The Board of Appeal (BoA) upheld the
opponent’s appeal. The BoA held that the marks had to be considered similar from the visual, aural and conceptual point
of view and that - while its intention was not to proceed to a proper analysis of likelihood of confusion - it appeared that
the objective conditions for a finding of likelihood of confusion were satisfied, so that the decision of the OD had to be
annulled and the case remitted to the first instance for assessing the proof of use and making a proper overall
assessment under Article 8(1)(b) CTMR. The applicant filed an action before the General Court (GC).

SUBSTANCE: The GC annulled the decision of the BoA for lack of reasoning. It held that the mere statement by the BoA
that the signs were similar, without a proper analysis and explanation of why this would be the case, did not allow the
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applicant to know the reasons that led the BoA to annul the decision of the OD, and did not enable the GC to exercise its
judicial review (Para. 23). Even assuming the similarity of the signs were manifest, the BoA could not omit proceeding to a
proper comparison and explaining why the reasoning of the OD would be wrong (Para. 25). The GC dismissed the
argument of the Office, which had referred to the reasoning of the OD to the effect that a certain similarity existed
between the signs, although the differences prevailed. In this respect, the GC explained that it is only in cases where the
BoA confirms in its entirety the decision of the lower instance of the Office that the latter's decision and reasoning form
part of the context in which the decision of the BoA is taken, so that this context is known to the parties and enables the
GC to fully exercise its judicial review. However, in those cases where the BoA annuls the decision of the lower instance,
the latter’'s reasoning cannot be relied upon by the Office, in its defence, in order to obviate the absence of a proper
reasoning in the BoA decision (Para. 26).

Case T-599/11; Eni SpA v OHIM; Judgment of 21 May 2014; Language of the case: EN

RESULT: Appeal dismissed

KEYWORDS: Lack of reasoning, Relative grounds, Likelihood of confusion, Complementary goods & services,
Well known facts need no evidence, Visual similarity, Phonetic similarity, Well known trademark, Similar goods &
services, Retail services, Communications of the President, Nature of the goods & services, Purpose of the
goods & services, Identity of goods & services. Infringement, Nice Classification, Principle of legal certainty

FACTS: The relevant contested goods of the CTM application (for the word mark represented below) are ‘Clothing,
footwear, headgear’ in Class 25. An opposition based, inter alia, on the figurative CTM below, registered for services ‘The
bringing together for the benefit of others, of a variety of goods, enabling customers to conveniently view and purchase
clothing, footwear and headgear’ in Class 35, was filed on the grounds of Articles 8(1)(b) CTMR. The Opposition Division
(OD) upheld the opposition by refusing registration of the mark applied for in respect of the goods concerned in Class 25
on the ground that there was, in relation to those goods, a likelihood of confusion with the earlier CTM. The Board of
Appeal (BoA) confirmed the decision of the OD and dismissed the appeal. It found that the OD had been right to uphold
the opposition, owing to the existence of a likelihood of confusion as a result of the similarity of the goods covered by the
mark applied for, namely the clothing, footwear and headgear, and the service protected by the earlier Community
figurative mark, that is to say the retail service in respect of the goods at issue, and owing to the visual and phonetic
similarity of the signs at issue.

CTM applied for Earlier CTM

ENI

SUBSTANCE: The GC rejected all the applicant’s arguments relating to the existence of an error of assessment in the
comparison of the goods and the services at issue. First, the BoA did not overlook the finding in O STORE according to
which the goods and services in question differed by their nature, purpose and method of use (Para. 36). Second,
contrary to the applicant’s claim, the BoA did not refer to a ‘strong similarity’ instead of ‘a certain degree of similarity’ as in
O STORE (Para. 37). Third, it is incorrect to claim that the BoA carried out an abstract analysis of the comparison of the
goods and the service at issue (Para. 39). Fourth, it is incorrect to state that, in O STORE, the GC based its analysis
‘only’ on the alleged complementarity between the goods and services in question and on the fact that they ‘are generally
sold in the same sales outlets’: in fact, in that judgment the GC stated that the goods were identical to those to which the
retail services related and that such services, which are provided with the aim of selling certain specific goods, would
make no sense without the goods, which also applies to the present case, irrespective of the fact that the applicant and
the opponent carry out their respective core business activities in very distinct sectors - namely the marketing of energy
and automotive products, on the one hand, and the publishing and offering for sale of audio-visual contents on the other -
(Paras. 40-41). Fifth, the applicant errs in invoking an infringement of the Guidelines of the Office, which state, in
essence, first, that the risk of confusion is unlikely between retail services and particular goods except in very particular
circumstances, such as when the respective trademarks are identical or almost so and well established in the market and,
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secondly, that each case that arises will be dealt with on its own merits (Paras. 42-44). Sixth, the applicant’s plea must
also be rejected according to which the BoA'’s interpretation and application of Praktiker Bau- und Heimwerkermarkte
failed to have regard for the wording of that judgment and, more broadly, could render irrelevant, in their entirety, the Nice
Agreement and the legal framework governing the Community trade mark (Paras. 46-54). In those contexts, the GC
recalled the role and value of the Guidelines of the Office (Para. 43) and of the President of the Office’s Communications
(Para. 53). Lastly, in view of the foregoing finding, the applicant cannot reasonably rely on the previous decisions of the
Office (Para. 57). The GC confirmed the BoA’s assessment with regard to the relevant public, which consists of the
general public and of professionals, with the consequence that, the relevant public being heterogeneous, it is necessary
to take into consideration the part of that public with the lowest level of attention, that is to say, in the present case, the
general public (Para. 70). On the comparison of signs, the GC took note of the fact that the applicant ultimately concurs
with the BoA assessment concerning the visual and phonetic similarity of the signs at issue, which is, in that regard, well
founded (Para. 63). The applicant disputes, in actual fact, only the BoA assessment relating to the impossibility of making
a conceptual comparison on account of the fact that the signs at issue had no meaning in any of the relevant languages.
The applicant disputes the BoA assessment, taking the view that the mark applied for and the earlier mark have each
developed their own identity in the market and that, as their ‘personality’ sufficiently differentiates one from the other, they
will be perceived by consumers as containing conceptual differences, irrespective of the original meaning of the three-
letter sequences ‘e’, ‘'n’, ‘i’ and ‘e’, ‘m’, ‘i". The applicant refers, in that regard, to the concept of a well-known fact, which is
distinct from that of a well-known mark. The CG rejected the applicant’s argument by stating that it cannot reasonably be
claimed that, for the general public of the European Union, the terms ‘eni’ and ‘emi’ are well known, as the painter Pablo
Picasso or the comic strip character Obelix (Para. 71). As regards the global assessment of the likelihood of confusion,
the GC first rejected as unsubstantiated (and partly contradictory) the applicant’s argument alleging that the mark applied
for and the earlier mark are well known on account of the applicant’s entrepreneurial history, on the one hand, and that of
the opponent, on the other, and that those marks are at the head of the sectors in which the applicant and the opponent
carry out their main business activities (Para. 75). Finally, the GC stated that, in view of the visual and phonetic
similarities between the signs at issue and having regard to the fact that the services covered by the earlier mark, on the
one hand, and the goods covered by the mark applied for, on the other, are also similar, the Board of Appeal did not err in
finding that there was a likelihood of confusion between them (Para. 77).

Case T-352/12; Grupo Flexi de Ledn, SA de CV v OHIM; Judgment of 13 June 2014, Language of the case: ES
RESULT: Appeal dismissed

KEYWORDS: Absolute grounds, Descriptive element, Abbreviation, Relevant language, Principle of legal
certainty, Dictionary

FACTS: The applicant sought to register the word sign FLEXI for goods in Classes 18 and 25. The Board of Appeal
(BoA) confirmed the first instance decision. It found that the applied for sign is an abbreviation in EN and ES of the
adjective ‘flexible’ and is an exclusively descriptive indication that informs of one of the characteristics of the relevant
goods. The applicant appealed to the General Court (GC), arguing an infringement of Article 7(1) (c) and (b) CTMR.

SUBSTANCE: The GC confirmed the finding of the BoA that the target public is the general public of ES or EN
language. FLEXI is an abbreviation of FLEXIBLE in several languages, namely in ES and EN. It will be directly
understood by the relevant public as a reference to ‘flexible’, ‘flexibility’, or as an abbreviation of them, thereby informing
the public of a characteristic of the products. The fact that it does not appear in dictionaries is not relevant, as
abbreviations do not usually appear in them (Paras. 22-23). Nor is it relevant that the examiner did not back the
objections with searches in the Internet showing that FLEXI is an abbreviation of ‘flexible’ (Para. 25). It is enough that the
BoA applied the descriptiveness test, as interpreted by the case-law, without being under an obligation to provide
evidence in support of its finding (Para. 26).
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Case T-161/12; Free SAS v. OHIM (FREELOUNGE / FREE et al.); Judgement of 4 June 2014; Language of the
case: FR

RESULT: Appeal upheld

KEYWORDS: Likelihood of confusion, similarity of goods and services, Purpose of the goods and services,
Nature of the goods and services, Competence of the General court (GC), Claim to allow/reject CTM application,
Competence of the Boards, Relative grounds, Complementary goods & services

FACTS: The Opposition Division (OD) upheld the opposition in its entirety. The Board of Appeal (BoA) annulled this
decision in part, finding that the services of ‘Online publication of electronic books and periodicals, publication of
periodicals and books in electronic form, including on the Internet’ in Class 41, covered by the CTMA, FreeLounge, were
dissimilar to the services of ‘Online broadcasting of information via telecommunication networks; telecommunication and
computer aided transmission of messages and images’ in Class 38, covered by the earlier mark, FREE.

SUBSTANCE: According to the GC, the concept of ‘publication’ in Class 41 goes beyond the mere activity of edition of
texts with a view to their diffusion. The ‘publication’ encompasses the activity of bringing information or documents to the
public’s awareness (Para. 24). The GC also found that the BoA erred in restricting the definition of ‘online broadcasting of
information’ as mere technical services aiming at putting two persons in contact in spite of distance. Such services can
also aim at bringing informative contents (such as news) to the public's awareness (Para. 25). Nothing prevents that the
informative contents in question could take the form of electronic books the publication of which is covered by the CTMA
(Para. 26). The GC points out that the BoA had found ‘printed matters’ in Class 16 to be similar to the services of ‘Online
broadcasting of information via telecommunication networks’. For the public targeted, both the services of ‘online
publication of electronic books’ and ‘online broadcasting of information’, the common purpose of the services is to make
information available (Para. 27). These services have the same intended purpose in spite of a partially different nature
(Para. 28). The fact that both services are supplied online reinforces the similarity (Para. 29). They are also
complementary or in competition (Para. 30). This similarity is not ruled out by the fact that the e-Commerce directive No
2000/31 distinguishes between the liability applicable to providers of access to an information network and to editors of
content. This is so because the scope of the services of ‘online broadcasting of information’ includes services of
broadcasting of information in the form of articles or electronic magazines and books (Paras. 32-34). The BoA wrongly
considered that the services covered by the CTMA would target a much narrower public (Para. 36). The GC cannot alter
the contested decision and substitute it by a decision refusing the CTMA in entirety. It is for the BoA to assess whether
there is likelihood of confusion bearing in mind the degree of similarity of the signs and that of the services in Classes 41
and 38 (Para. 44).

Case T-486/12; Sofia Golam v OHIM; Judgment of 11 June 2014; Language of the case: EN
RESULT: Appeal dismissed

KEYWORDS: Common element, Conceptual identity, General reference to previous submissions, ldentity of the
goods and services, Likelihood of confusion, Phonetic similarity, Relative grounds, Restriction of the list of
goods and services, Similarity of the signs, Similarity of the goods and services, Visual similarity, Weak element,
Admissibility, Lack of reasoning

FACTS: The applicant sought to register the word mark METABOL as a CTM for goods and services within Classes 5,
16 and 30. An opposition based on the earlier word mark METABOL-MG, registered for goods in Class 5, was filed on
the grounds of Article 8(1)(b) CTMR. The Opposition Division (OD) upheld the opposition in respect of all goods in Class
5, with the exception of ‘herbicides’. The Board of Appeal (BoA) partly annulled the OD decision and partly dismissed the
applicant's appeal. It excluded the existence of likelihood of confusion also for ‘food for babies; preparations for
destroying vermin; fungicides’. The applicant filed an action before the General Court (GC).

SUBSTANCE: The GC reiterated its settled case-law that an application is inadmissible insofar as it makes general
reference to submissions in the course of the proceedings before the Office (Para. 15). It also held that the duty of the
BoA to state reasons does not require them to follow exhaustively and one by one all lines of reasoning of the parties
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(Paras. 18-19); it thus confirmed the implicit rejection of the applicant’s objections regarding abuse of the right to oppose,
non-use of the right to file a CTM application and vagueness of the opponent’s written pleadings (Paras. 21-23). The
applicant's claim that the goods she markets under the contested mark are dietary supplements which have no
connection with the opponent’s pharmaceuticals did not prosper. The GC pointed out that the application was not made in
respect of dietary supplements, but in respect of, inter alia, the goods included in the heading of Class 5 (Para. 33). The
applicant’s claim that she was obliged to refer to goods in Class 5 was deemed irrelevant, since pursuant to Rule 2(4)
CTMIR the classification of goods is to serve exclusively administrative purposes and therefore no direct conclusion
concerning the similarity between the goods at issue can be deduced from that classification (Para. 36). Furthermore, the
GC reminded that it remained open to the applicant, if that was her intention, to state with precision that her trade mark
application was made in respect of dietary supplements, but the she did not make use of the possibility to restrict the list
of goods provided by Article 43(1) CTMR (Paras. 36-37). The goods at issue were found to be similar or identical (Para.
41). With respect to the comparison of signs, the GC stressed the existence of the common element “metabol” and the
minor part the element “mg” plays in the overall impression created by the marks. It found them visually/phonetically
highly similar and conceptually identical (Paras. 46-47). The fact that the opponent in the past did not oppose the
registration of other marks containing the element “metabol” cannot preclude it from exercising its rights under 8(1)(b) and
8(2)(a)(ii) CTMR (Para. 49). The GC rejected the applicant’s argument that the weak word element “metabol” should not
be reserved solely to the proprietor of the earlier mark on the ground that it is immediately understood as a reference to
“metabolism”: in opposition proceedings the validity of national trade marks may not be questioned (Paras. 53-55). In
view of the similarity/identity of goods and similarity of signs, likelihood of confusion was deemed to exist despite the
weak distinctive character of the earlier mark (Paras. 51, 54).

Case T-327/12; Simca Europe Ltd. v. OHIM, Judgment of May 8, 2014, language of the case: DE

RESULT: Appeal dismissed

KEYWORDS: Absolute grounds, Bad faith, Reputation, Unfair advantage, Filing date, Use by another
undertaking, Reasons for non-use

FACTS: The invalidity applicant requested the declaration of invalidity of the CTM SIMCA (word) for goods in Class 12
based on bad faith (Article 52 (1) (b) CTMR). The Cancellation Division dismissed the action. The Board of Appeal (BoA)
reversed the decision of the first instance and declared the invalidity of the CTM because it found that the application has
been filed in bad faith.

SUBSTANCE: The General Court (GC) confirmed the case-law that the three factors set out in the judgment C-529/07,
Chocoladefabriken Lindt & Spriing are only examples drawn from a number of factors which can be taken into account in
order to decide whether the applicant was acting in bad faith at the time of filing the application. Consequently, account
may also be taken of the origin of the word or the sign which forms the mark at issue and of the earlier use of that word or
sign in business as a mark, in particular by competing undertakings, and of the commercial logic underlying the filing of
the application for registration of that word or that sign as a Community trade mark (Para. 38 and 39). The mark SIMCA
has been used for cars since 1930 and the invalidity applicant has trademark protection for SIMCA in different Member
States as France, Germany, Spain etc. for goods in class 12. However, the mark has not been used since 1980 (Para.
42). The mark had at the date of filing still a certain degree of reputation among the public interested in cars. The
applicant knew this residual reputation of the SIMCA marks and was looking for an appropriate mark which was no longer
used and which accordingly had no legal protection (Paras. 45 - 53). The GC finally concluded that the BoA was entitled
to infer from the particular circumstances of the present case that the real purpose of the applicant was to ‘free-ride’ on
the reputation of the invalidity applicant’s registered marks and to take advantage of that reputation (Para. 56). The
judgement puts the emphasize that the clear and evident intention to take advantage of the residual reputation of the sign
SIMCA on the motor vehicle market, to create an association with the earlier marks and to compete with those earlier
marks if they were re-used by the invalidity applicant is to be considered as bad faith in the sense of Article 52 (1) (b)
CTMR (Para. 63). This conclusion is not based on the “offer of compensation” to the invalidity applicant (Para. 70). The
fact that the applicant had started the use of the registered SIMCA mark is not relevant (Para. 74). Also the fact, that the
applicant worked in the past for the invalidity applicant is not decisive for the outcome (Para. 79).
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Case T-330/12; The Hut.com Ltd & Intersport France v OHIM; Judgment of 24 June 2014; Language of the case:
EN

RESULT: Appeal dismissed

KEYWORDS: Relative grounds, Likelihood of confusion, Conceptual similarity, Similarity of the goods and
services, ldentity of the goods and services, Complementary goods and services, Visual similarity, Retail
services, Similarity of signs, Relevant language, Translation

FACTS: The applicant sought to register the verbal sign THE HUT for inter alia class 35 services: 'Procurement of goods
on behalf of others; retail services in connection with the sale of electronic products, cosmetics products, perfumes,
clothing, footwear, headgear, toys, games, foodstuffs, drinks; advice and consultancy services in connection with all the
aforesaid services; provision of the aforementioned services by a customer care unit. An opposition based on the earlier
French verbal mark LA HUTTE registered for goods in classes 3,5,18,22,25 and 28 was filed on the basis of Article
8(1)(b) CTMR. The Opposition Division (OD) rejected the opposition in its entirety. The Board of Appeal (BoA) annulled in
part the OD decision in so far as it had rejected the opposition in respect of ‘retail services in connection with the sale of
cosmetics products, perfumes, clothing, footwear, headgear, toys, games, advice and consultancy services in connection
with all the aforesaid services; provision of the aforementioned services by a customer care unit’ in Class 35.

SUBSTANCE: The General Court (GC) pointed out that the relevant public is the French consumer and that consumer’s
level of attention is average. On the comparison of goods and services, the findings of the BoA were confirmed: “the
‘retail’ and ‘advice and consultancy’ services or the services of ‘provision of the aforementioned services by a customer
care unit’, in respect of which registration of the mark THE HUT is sought, relate to goods which are identical to those
covered by the earlier mark, namely ‘perfumes, essential oils, cosmetics’ (Class 3), ‘clothing, footwear, headgear’ (Class
25) and ‘games and playthings’ (Class 28) (pare 25 of the judgment). As a consequence, the GC confirmed that the
relationship between those services and goods is close in the sense that the goods are indispensable to or, at the very
least, important for the provision of the services covered by the mark applied for, which are specifically provided when
those goods are sold. The services and goods covered by the signs are consequently complementary (Para. 26). Such
degree of similarity is, contrary to what the applicant argued, not low. On the comparison of signs, the visual difference
existing between the signs are not sufficient to rule out any visual similarity between the signs. The fact remains, first,
that they are two word marks which each consist of two short words. Secondly, the word element ‘hut’, of which the
second element of the mark applied for consists, constitutes the three first letters of the second element of the earlier
mark. So the GC confirmed the finding that as a whole, the signs are visually similar, albeit to a low degree. Phonetically,
given the relevant public’s imperfect knowledge and command of English, in particular of words, such as those at issue,
which are not part of the basic vocabulary, a not insignificant part of that public may pronounce the English word ‘hut’, of
which the second element of the mark applied for consists, in the same way as the French word ‘hutte’ in the earlier mark
(see, by analogy, Case T 57/03 SPAG v OHIM — Dann and Backer (HOOLIGAN) [2005] ECR Il 287, Para. 58). The
signs are phonetically similar. As regards conceptual similarity, the GC confirmed the BoA finding that the definite article
‘THE’ is used in everyday language by the relevant French public to highlight, sometimes humorously or emphatically, the
common noun which follows it. Consequently, the relevant public will attach particular importance to the beginning of the
second element ‘hut’, which is common to the signs (Para. 44). In relation with the word HUT it has ho meaning in French.
However, the average French consumer will recognise the element ‘the’ in the mark applied for as the English definite
article and will understand that it precedes a noun in view of its grammatical function. Consequently, a not insignificant
part of the relevant public, not knowing the meaning of the English word ‘hut’ in the mark applied for, will be able to
attribute a meaning to that word on the basis of the French rules of pronunciation. As the pronunciation of the word ‘hut’ is
similar to that of the word ‘hutte’, the relevant public will be able to deduce the correct translation in French, namely ‘la
hutte’. This meaning proves to be the only one possible and is identical to that of the earlier mark (Para. 46). It is not
dispute that the hut’ is the English translation of ‘la hutte’ and refers to a shelter or a shack. The signs are overall similar.
Therefore, the GC confirmed the global assessment of the contested decision and held that there is a certain degree of
similarity between the services in respect of which registration of the mark is sought and the goods covered by the earlier
mark. Secondly, the signs at issue are similar. In those circumstances, it must be held, that there is a likelihood of
confusion between those signs when assessed globally.
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Case T-401/12; Robert Klingel OHG v OHIM, Judgment of 11. June 2014, Language of the case: DE
RESULT: Appeal dismissed

Keywords: International registration, Relative grounds, Likelihood of confusion, Similarity of trademarks,
Infringement, Visual similarity, Phonetic similarity, Beginning of mark, Identity of goods and services, Similarity
of goods and services, Relevant territory

FACTS: The Board of Appeal (BoA) confirmed the refusal of the extension of the protection of the international
registration (IR) JUNGBORN to the EU territory due to the likelihood of confusion. The earlier trade mark BORN was
registered in Germany for similar and identical goods as in Classes 29, 30 and 32. The IR owner filed an action before the
General Court (GC) contesting the similarity of the mark and the assessment of the likelihood of confusion.

SUBSTANCE: The GC rejected the only plea — the infringement of Article 8(1) (b) CTMR in conjunction with Article 156
CTMR. The trademarks are similar visually and phonetically to an average degree. The fact that a mark consists
exclusively of the earlier mark, to which another word has been added, is an indication that the two trademarks are similar
(Para. 27 with a reference to further case-law). That similarity is not, contrary to what the applicant claims, diminished by
the fact that the part common to those two marks, only constitutes the second syllable in the IR although it is settled case-
law that consumers normally attach more importance to the beginning of signs. This rule has exceptions. In the case at
hand the part "jung” is easily understandable for German public with the meaning “young” whereas the coinciding part
“born” is less common and will attract and retain the attention of the relevant consumer (Para. 30 with a reference to
further case-law). The conceptual comparison cannot be made, since the word “jungborn” has no meaning in German
(Para. 33). Even if consumers perceive the marks as a whole, they will break a verbal sign down into elements which, for
them, suggest a concrete meaning or which resemble known words (Para. 35 with a reference to further case-law). Given
that the goods are identical or similar (uncontested) and on the basis of the average level of attention of the relevant
public, the BoA correctly found that the similarity between the marks leads to the likelihood of confusion (Para. 36)

Case T-315/12; Tubes Radiatori S.r.l. v OHIM, Judgment of 12 March 2014, Language of the case: IT

RESULT: Appeal upheld

KEYWORDS: Design, Design: Informed user, Freedom of designer, Individual character, Lack of reasoning,
Admissibility, New argument

FACTS: The design holder registered the design represented below, the product indication being ‘heating radiators’. An
invalidity action based on two prior designs - as shown below - forming part of an earlier registered German design was
filed on the grounds of Articles 25(1)(b) and 6(1)(b) CDR, alleging lack of individual character of the contested design.
The Invalidity Division (ID) upheld the application for invalidity, declaring invalid the contested RCD due to lack of
individual character under Article 6(1) (b) CDR. The Board of Appeal (BoA) dismissed the design holder's appeal. The
latter filed an action before the General Court (GC).

Contested registered Community design Earlier German designs
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SUBSTANCE: The GC endorsed the BoA's finding that the informed user to be taken into account is the person who
buys radiators to have them installed at home such person being aware of what is available on the market, of the current
trends and of the basic features of heating radiators (Para. 63). The GC then confirmed the BoA'’s finding to the effect that
the designer’s freedom when it comes to heating radiators is relatively high. The circumstance that a radiator must have
a certain number of elements allowing the circulation of a heating fluid does not significantly influence either the
configuration of such elements or the shape and general aspect of the radiator (Para. 78). The circumstance that, in a
previous decision, the Office considered that the state of the art, when it comes to heating radiators, is saturated, is not
relevant when it comes to assessing the designer’s freedom, considering that the latter is not hindered by what might be
prevailing trends in the relevant field (Para. 85). On the other hand, the GC considered that a saturation of the state of the
art, if ascertained, can indeed influence the informed user’s perception to the extent that he/she would pay more attention
to minor differences between the various designs or models concerned (Para. 87). The GC noted that the design holder
had, during the administrative proceedings before the Office, invoked the saturation of the state of the art for heating
radiators, and that the reasoning and words of the ID appear to indicate that this instance of the Office acknowledged,
albeit implicitly, a certain saturation of the state of the art (Para. 89). The GC noted that the BoA, in its assessment of the
individual character, did not address the design holder’'s above argument. The GC dismissed the Office’s argument
(brought before the GC) that the design holder had failed to substantiate its argument as to an alleged saturation of the
state of the article. The GC considered such an argument to amount to a belated attempt to remedy a deficiency in the
BoA reasoning, and declared it inadmissible (Para. 95). The GC therefore annulled the decision of the BoA, on the
grounds that it was affected by a lack of reasoning (Paras. 100-101).

Case T-532/12; Rani Refreshments FZCO v OHIM, Judgment of 24 June 2014; Language of the case: EN

RESULT: Appeal dismissed

KEYWORDS: Beginning of mark, Ending of mark, Likelihood of confusion, Phonetic similarity, Relative grounds,
Similarity of the signs, Similarity of the goods and services, Figurative trademark

FACTS: The CTM applicant sought to register the figurative mark represented below as a CTM for goods and services
within Classes 29, 30 and 32. An opposition based on the earlier figurative marks represented below, registered for goods
in Classes 32 and Classes 29 and 30, respectively, was filed by the opponent on the grounds of Article 8(1)(b) CTMR.
The Opposition Division rejected the opposition. The Board of Appeal (BoA) dismissed the opponent’'s appeal. The
opponent filed an action before the General Court (GC).

CTMA Earlier Marks

SUBSTANCE: The GC pointed out that the BoA's findings that the relevant public was the public at large in the EU and
that the goods were partly identical and partly similar had not been challenged. The average level of attention of the
relevant public and the normal distinctive character of the earlier marks remained equally undisputed (Paras. 19-21 and
37). It confirmed that the relevant public will focus on the first syllable of the signs and will be able to distinguish them
despite their shared ending ‘ani’ because the aural perception of the first syllable of the contested mark (which begins
with the sibilant consonant ‘s’) is very different from the pronunciation of the open syllables of the two earlier marks
(‘lla/ha’ and ‘ra’) (Paras. 31-33). The GC reiterated its Case-Law that a certain degree of aural similarity is not sufficient, in
itself, to justify a finding of likelihood of confusion (LOC) and that visual and conceptual differences between the signs are
capable of cancelling out the aural similarities between them (Paras. 39-40) and rejected the opponent’s argument that
the aural differences will not be noticed in the course of a conversation where drinks are being ordered in a busy and
noisy bar or restaurant. The assessment of LOC must be carried out keeping in mind the perception of the relevant public
in normal marketing conditions, unless there is evidence to the contrary (Paras. 41-43).
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Case T-382/12; Kampol sp. z 0.0. v OHIM; Judgment of 19 June 2014; Language of the case: EN
RESULT: Appeal dismissed

KEYWORDS: Coexistence of trademarks, Common element, Complementary goods and services, Figurative
element, Likelihood of confusion, New argument, Phonetic identity, Priority, Quality of goods and services,
Relative grounds, Relevant territory, Seniority, Similarity of the signs, Similarity of the goods and services,
Specialised public, Visual similarity, Well known facts need no evidence

FACTS: The applicant sought to register the figurative mark represented below as a CTM for goods and services within
Classes 10 and 24. An opposition based on the earlier Portuguese word mark NOBEL, registered for ‘mattresses’ in
Class 20, was filed on the grounds of 8(1)(a) and (b) CTMR. The Opposition Division upheld the opposition as far as it
was based on 8(1) (b) CTMR. The Board of Appeal (BoA) dismissed the applicant’s appeal. The applicant filed an action
before the General Court (GC).

CTMA Earlier Portuguese Mark

NOBEL

SUBSTANCE: The GC held that the proprietor of an earlier mark registered in a Member State may not rely on the
seniority of that mark outside the territory in respect of which it is protected: claiming seniority of a national mark does not
mean that the CTM application enjoys a better priority right. It thus rejected the allegation of the applicant that the
opposing mark is not an “earlier mark” within the meaning of 8(2) (a) CTMR (Paras. 24-26). The BoA's finding that the
relevant public was the general public in Portugal was deemed to be correct, on the grounds that the earlier mark was a
Portuguese mark (Para. 30), that bedding and mattresses in Classes 20 and 24 are purchased by everyone and that the
contested goods in Class 10 are not exclusively purchased by people with health problems, but also by consumers who
seek additional comfort when sitting or sleeping (Paras. 32-34). The GC found that cushions, blankets, quilts, bed covers
and duvets are basic equipment which enables a mattress to be used as a bed, and that they are not available only in
specialist sales outlets, even when they are destined for ‘medical purposes’ (Paras. 41 and 44-45). The GC rejected the
‘economic’ definition of complementarity suggested by the applicant, whilst stating that a restrictive interpretation of
complementary was equally unacceptable (Paras. 50-53). It reminded, on the one hand, that the Office is allowed to rely
on well-known facts not put forward by the parties (Para. 57) and, on the other hand, that the Office may only take
account of the list of goods as it appears in the trade mark application. The applicant’s arguments as regards the
luxurious character of its goods and their channels of distribution were rejected as irrelevant (Paras. 60-63). The GC
finally confirmed that the contested goods are closely connected, complementary and similar to an average degree
(Paras. 43, 48 and 64). The GC found that the BoA had erred in categorizing the degree of visual similarity as high: the
figurative elements have an impact on the overall impression and render the marks visually similar to an average degree
only (Paras. 72 and 76-78). It then confirmed that the signs are phonetically identical and that the conceptual comparison
is neutral (Paras. 79 et seq.). As regards the global assessment, the GC pointed out that even a high level of attention
would not eliminate the likelihood that the consumer will perceive the contested mark as a variant of the earlier mark,
because the signs have the same single word element ‘nobel’ (Para. 105). The error committed by the BoA in the
assessment of the degree of visual similarity cannot lead to the annulment of the contested decision, because likelihood
of confusion may be established even on the basis of an average degree of visual similarity (Para. 110).
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Case T-281/13; Sofia Golam v OHIM; Judgment of 11 June 2014; Language of the case: EL

RESULT: Appeal dismissed

KEYWORDS: Beginning or mark, Common element, General reference to previous submissions, Identity of the
goods and services, Likelihood of confusion, Phonetic similarity, Relative grounds, Similarity of the signs,
Similarity of the goods and services, Visual similarity, Right of defence, Acquiescence, Lack of reasoning,
Laudatory mark, Ending of mark

FACTS: The applicant sought to register the word mark METABIOMAX as a CTM for goods and services within Classes
5, 16 and 30. An opposition based on the earlier word mark Metabiarex, registered for goods in Class 5, was filed on the
grounds of Article 8(1)(b) CTMR. The Opposition Division (OD) upheld the opposition for all goods in Class 5, with the
exception of ‘herbicides’. The Board of Appeal (BoA) partially annulled the decision of the OD. The applicant filed an
action before the General Court (GC).

SUBSTANCE: The GC reiterated its settled Case-Law that an application is inadmissible insofar as it makes general
reference to submissions in the course of the proceedings before the Office (Para. 15). It also held that the duty of the
BoA to state reasons does not require them to follow exhaustively and one by one all lines of reasoning of the parties
(Paras. 18-19); it thus confirmed the implicit rejection of the applicant’s objections regarding abuse of the right to oppose,
non-use of the right to file a CTM application and vagueness of the opponent’s written pleadings (Paras. 21-23). The GC
found that the BoA had erred in defining the German term “Arzneimittel” as including only medicines for human purposes
(Para. 34). It, however, confirmed the contested decision’s finding that ‘pharmaceutical preparations’ and ‘veterinary
preparations’ are identical to, while ‘sanitary preparations’ and ‘disinfectants’ are highly similar to the opponent’s ‘drugs’
(Paras. 35-37). The fact that the earlier mark appears in lower-case letters, whereas the contested sign is written in
upper-case, was deemed not to amount to a visual difference (Para. 41). The conflicting marks coincide in the first five
letters and in the ending, they are identical in their two first syllables and the pronunciation of the sequence “bia” is similar
to the pronunciation of the sequence “bio” for German-speaking consumers. The contested mark is laudatory and allusive
to “biology” and “maximum”, whereas the earlier mark has no conceptual content. The GC therefore concluded that the
marks are similar to a low degree (Paras. 47-48, 52 and 54). The fact that the opponent in the past did not oppose the
registration of other marks containing the elements “meta”, “bi” and the letter "x” cannot preclude it from exercising its
rights under 8(1)(b) and 8(2)(a)(ii) CTMR (Para. 55). In view of the average distinctiveness of the earlier mark and under
the circumstances of the case, the high degree of similarity and identity of the goods suffice to offset the low degree of
similarity of the marks (Paras. 58-59). The existence of likelihood of confusion for ‘pharmaceutical and veterinary
preparations’, ‘sanitary preparations’ and ‘disinfectants’ was confirmed (Para. 60).

Case T-62/13; Sofia Golam v OHIM, Judgment of 11 June 2014, Language of the case: EL
RESULT: Appeal dismissed

KEYWORDS: Beginning of mark, Common element, Conceptual similarity, General reference to previous
submissions, Identity of the goods and services, Likelihood of confusion, Phonetic similarity, Relative grounds,
Restriction of the list of goods and services, Similarity of the signs, Similarity of the goods and services, Visual
similarity, Admissibility, Transfer of a trademark, Lack of reasoning, Adversely affected, Nature of the goods and
services

FACTS: The applicant sought to register the word mark METABIOMAX as a CTM for goods and services within Classes
5, 16 and 30. An opposition based on the earlier word mark BIOMAX, registered for goods in Classes 5, 30 and 32, was
filed on the grounds of 8(1)(b) CTMR. The Opposition Division (OD) partially upheld the opposition. The Board of Appeal
(BoA) allowed the applicant’s appeal in part and annulled the decision of the OD to the extent that it allowed the
opposition in respect of ‘coffee, coffee substitutes; flour’ in Class 30. The applicant filed an action before the General
Court (GC).

SUBSTANCE: The GC reiterated its settled case-law that an application is inadmissible insofar as it makes general
reference to submissions in the course of the proceedings before the Office (Para. 17). It rejected the applicant's
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objection regarding the alleged lack of standing of the intervener, given that the Office was duly notified that the earlier
mark had been transferred (Paras. 21-22). It also held that the duty of the BoA to state reasons does not require them to
follow exhaustively and one by one all lines of reasoning of the parties (Paras. 23-24); it thus confirmed the implicit
rejection of the applicant’s objections regarding abuse of the right to oppose and vagueness of the opponent’s written
pleadings (Paras. 26-28). The applicant’s claim that the goods she markets under the contested mark have no connection
with the opponent’s pharmaceuticals did not prosper. Her claim that she was obliged to refer to goods in Class 5 was
deemed irrelevant, since pursuant to Rule 2(4) CTMIR the classification of goods is to serve exclusively administrative
purposes and therefore no direct conclusion concerning the similarity between the goods at issue can be deduced from
that classification (Para. 46). Furthermore, the GC reminded that pursuant to Rule 2(2) CTMIR the list of goods and
services is to be worded in such a way as to indicate clearly the nature of the goods and services and that pursuant to
Article 43(1) CTMR the applicant may at any time restrict the list of goods or services (Para. 39). On the basis of the
above considerations the GC concluded that the applicant’'s argumentation regarding the true nature of the products she
markets under the mark applied for is ineffective, because what matters is only the description provided in the application
for registration (Para. 41). The goods at issue were found to be similar or identical (Para. 45). With respect to the
comparison of signs, the GC pointed out that the conflicting marks were visually and phonetically similar. Despite its initial
position, the element “meta” does not offset the said similarity because it is a rather common prefix unable to attract the
consumers’ attention more than the shared element “biomax” (Paras. 51-53). The BoA conclusion that the marks are
conceptually similar due to the fact that they both allude to ‘biology’ and ‘maximum’ was confirmed (Para. 54). The fact
that the opponent in the past did not oppose the registration of other marks containing the element “biomax” cannot
preclude it from exercising its rights under 8(1)(b) and 8(2)(a)(i) CTMR (Para. 56). In view of the similarity/identity of
goods and similarity of signs, likelihood of confusion was deemed to exist without there being any need to assess whether
the distinctive character of the earlier mark is average or weak in relation to the goods at issue (Para. 60).

Case T-207/13; 1872 Holdings vof & Havana Club International SA v OHIM; Judgment of 24 June 2014; Language
of the case: EN

RESULT: Appeal dismissed

KEYWORDS: Revocation grounds, Absolute grounds, Descriptive element, Geographic origin, Relevant
language, Nature of the goods and services

FACTS: The CTM owner was granted registration of the word mark THE SPIRIT OF CUBA as a CTM for Classes 33, 35
and 42. The invalidity applicant, Havana Club International SA, filed an invalidity request based on the fact that the mark
THE SPIRIT OF CUBA was invalid pursuant to Article 52(1) (a) on the grounds that that mark had been registered in
breach of Article 7(1) (b), (c) and (g) CTMR. The Cancellation Division (CD) granted the declaration. On the appeal of the
CTM owner, the Board of Appeal (BoA) dismissed the appeal. It held that the expression ‘the spirit of Cuba’ described
the nature and content of the goods and services at issue, namely, that the particular beverage that might be in question
was an alcoholic spirit from Cuba or that the services provided related to an alcoholic spirit from Cuba or to a beverage
that is normally mixed with, or consumed with, an alcoholic spirit from Cuba. It concluded that the CD had acted correctly
in cancelling the registration of the mark THE SPIRIT OF CUBA on the grounds of Article 7(1)(c) CTMR, read in
conjunction with Article 52(1)(a) CTMR.

SUBSTANCE: On the relevant public: The findings of the BoA were challenged by the CTM owner, but the GC confirmed
that the goods covered by the contested mark in Class 33 and the services of ‘retailing of alcoholic drinks’ in Class 35
were directed at the public at large and that the other services covered by the contested mark in Classes 35 and 42 were
primarily of interest to businesses operating in the beverages sector. In addition, it took the view that, as the words
composing the contested mark are basic words of the English language, the relevant public was made up of English
speaking consumers within the European Union (Para. 15). On the descriptive character: In the expression ‘the spirit of
Cuba’ the word ‘Cuba’ designates the island State of that name in the Caribbean, the word ‘spirit’ designates, inter alia, a
liquid obtained by distillation, specifically one which is of an alcoholic nature (alcoholic spirit), a category which includes
rum. The GC confirmed the observation made by the BoA that it was not disputed that Cuba is well-known historically for
its rum industry. The BoA took the view that the use of the definite article ‘the’ had no impact on the perception of the
contested mark and that the expression ‘the spirit of Cuba’ was grammatically correct and did not constitute an
expression that was unusual or surprising in the English language so far as the goods and services at issue were
concerned, that is to say, alcoholic beverages or services rendered in connection with alcoholic beverages or other
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beverages mixed with or consumed alongside alcoholic beverages. The GC then confirmed that the expression ‘the spirit
of Cuba’ described the nature and content of the goods and services at issue, namely, that the particular beverage in
question was an alcoholic spirit from Cuba or that the services rendered concerned an alcoholic spirit from Cuba or a
beverage that is normally mixed with, or consumed with, an alcoholic spirit from Cuba. The GC confirmed the finding that
under at least one of its meanings the word ‘spirit’ means ‘alcoholic spirit, alcoholic beverage’ and therefore is sufficient
for it to be held that the BoA acted correctly in taking the view that the expression ‘the spirit of Cuba’ would be
understood, by the relevant public, as a reference to the alcoholic spirit of Cuba or to the alcoholic beverage of Cuba
(Para. 26) and as a consequence the BoA was right to conclude that the contested mark was descriptive for the purposes
of Article 7(1)(c) CTMR.

Case T-228/13 NIT Insurance Technologies Ltd. v. OHIM; Judgment of 22 May 2014; language of the case: DE

RESULT: Appeal dismissed

KEYWORDS: Absolute grounds, Descriptive element, Adversely affected, Free movement of goods, Principle of
non-discrimination, Principle of legal certainty, Principle of legality.

FACTS: The applicant sought the registration of the CTM EXACT (word) for goods and services in Classes 9, 16 and 42.
The examiner refused the application for most of the goods and all the services as being descriptive and without the
necessary distinctive character (Article 7 (1) (b) and (c) CTMR). The Board of Appeal (BoA) upheld that decision.

SUBSTANCE: The General Court (GC) confirms the descriptive meaning of the adjective ‘exact’ with respect to the
goods and services in Classes 9, 16 and 42. Those goods and services are intended to be accurate and the consumers
would expect them to have that characteristic (Paras. 28 to 31). The GC refuses the applicant’'s argument that the
characteristic of being “accurate” would be banal and intrinsic for the goods and services and therefore fanciful. On the
contrary, the sign is descriptive since it just indicates a feature of the goods or services (Para. 32). It is irrelevant, if the
sign could be considered as a slogan. Since it directly informs of specific characteristics of the goods or services it must
be refused according to Article 7 (1) (c) CTMR (Paras. 35 and 36). The applicant argued that the findings of the contested
decision are in contradiction with the fact that the sign has been accepted for certain goods in Class 16. The GC
confirmed the case-law referring to Article 59 CTMR, according to which a party may only file an appeal to the extent that
it is adversely affected by the contested decision (see case T-236/12 “NEO”, Para. 23 and case-law cited therein).
Consequently, even if there would be a contradiction between the refusal for certain goods and the acceptance of other
similar goods, the BoA could not assess on that, since the accepted goods are not the subject matter of the proceedings
before them nor before the GC (Paras. 38 and 39). The applicant indicated some similar CTMs which have been
registered and argues an infringement of equal treatment. The GC refuses that argument and referred to the constant
case-law (Paras. 41 to 48). Although, the Office must take into account the decisions already taken in respect of similar
applications and consider with especial care whether it should decide in the same way or not. The way in which those
principles are applied must, however, be consistent with respect for the principle of legality. Consequently, a person who
files an application for registration of a sign as a trade mark cannot rely, to his advantage and in order to secure an
identical decision, on a possibly unlawful act committed for the benefit of someone else. Moreover, for reasons of legal
certainty and, indeed, of sound administration, the examination of any trade mark application must be stringent and full, in
order to prevent trade marks from being improperly registered. Such an examination must therefore be undertaken in
each individual case. The registration of a sign as a mark depends on specific criteria, which are applicable in the factual
circumstances of the particular case and the purpose of which is to ascertain whether the sign at issue is caught by a
ground for refusal. The GC dismissed also the applicant’s plea that the acceptance of certain marks and at the same time
the refusal of similar marks would distort the free competition on the market and restricts the free movement of goods or
services. On the contrary, the decision of a BoA, such as that given in the present case, which rightly concludes, in
accordance with the provisions of Article 7(1) CTMR, that a sign cannot be registered as a Community trade mark, cannot
be regarded as constituting an obstacle to free competition, or to the freedom to provide services. The role of the Office
departments of verifying that a trade mark applied for complies with the legislation governing the registration of
Community trademarks serves rather to guarantee undistorted competition than to restrict competition (Paras. 56 to 59).
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Case T-85/13, K-Swiss, Inc. v OHIM, Judgment of 13 June 2014; Language of the case: EN

RESULT: Appeal dismissed

KEYWORDS: Figurative mark, Position mark, Revocation grounds, Minimum degree of distinctiveness, Design,
Burden of proof

FACTS: The trade mark reproduced below was registered for the products ‘footwear’ in Class 25. An application for a
declaration of invalidity was filed against the mark on the basis of Article 52(1) (a) and Article 7(1) (b). The Cancellation
Division (CD) granted the application for a declaration of invalidity. The Board of Appeal (BoA) found that the sign does
not possess the required minimum degree of distinctive character and confirmed the decision of the CD. The CTM
proprietor filed an action before the General Court (GC).

CTMA

SUBSTANCE: The GC set out, first of all, that the mark has to be considered indistinguishable from the appearance of
the products (Para. 21) and that the case-law developed in respect of those cases is also applicable to the case at hand
(Para. 33), namely that those signs are distinctive only if they depart significantly from the norms or customs of the sector
(Para. 16). In that regard, the GC dismissed in particular the CTM proprietor's arguments that, in the relevant sector,
consumers are accustomed to making assumptions as to the commercial origin of products based on simple signs,
composed of lines or stripes placed on the products or that the application of parallel stripes on the side of shoes is a
long-standing practice used by itself. In the view of the GC, such arguments could not outweigh the BoA findings that the
mark is indistinguishable from the appearance of the product (Para. 31). The GC went on to assess in particular the
BoA'’s analysis of the distinctive character of the sign. In that respect, it stated that it had not been proven that the mark in
question departs significantly from the customs of the sector (Para. 36). The GC set out that while the fact that a sign
composed of a design applied to the surface of a product departs significantly from the customs of the sector concerned
is a necessary condition for finding that that sign is distinctive, it is not a sufficient condition for such a finding. The sign at
issue must also be independent of the appearance of the product it designates in order, in particular, not to be perceived
by the relevant public merely as a decorative element (Para. 40). In the case at hand, however, the GC was of the opinion
that the CTM proprietor had not proven that the five parallel stripes, applied to the external surface of shoes, could be
apprehended without the intrinsic characteristics of those shoes being simultaneously perceived. It had not therefore
proven that those five stripes could be easily and instantly recalled by the relevant public as a distinctive sign (Para. 42).
That conclusion is not called into question, in the GC view, by the other CTM proprietor's arguments, such as, among
others, the existence of other registrations or the burden of proof borne by the applicant (Para. 44). The GC therefore
concluded that the CTM proprietor’s action must be dismissed (Para. 58).

Case T-345/13; Construcciones, Promociones e Instalaciones S.A. v. OHIM; Judgment of 4 July 2014; language of
the case: ES

RESULT: Appeal dismissed

KEYWORDS: Relative grounds, Used in the course of trade, Invoices, Proof of use, Trade name

FACTS: The CTM applicant sought to register the figurative mark reproduced below for construction services in Class
37. An opposition based on the Spanish mark and on the Spanish trade name used in the course of trade in Spain
reproduced below, both for services in Class 37 was filed with reference to Articles 8(1) (b) and 8(4) CTMR. The
Opposition Division (OD) dismissed the opposition and the Board of Appeal (BoA) dismissed the appeal, as no use of the
earlier signs had been proved. Before the General Court (GC), the opponent alleges an infringement of Article 42, (2) and
(3), as well as of 8(4) CTMR.
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CTMA Earlier signs: ES mark, ES trade name

COPISA INDUSTRIAL

Construcciones, Promociones e e Instalaciong¢
S.A.-C.P.l.

SUBSTANCE: The GC confirms that the opponent did not prove that the earlier mark has been used publicly and
outwardly. The opponent is a subsidiary of El Corte Inglés and it only makes construction and renovation works for other
firms that also belong to the El Corte Inglés group (Paras. 31 and 32). The GC indicates that the use of a trade mark in
order to procure goods or services or within the framework of relations with public bodies cannot be considered as a use
in order to create o preserve an outlet for those goods or services (Para. 35). Regarding Article 8(4), the GC confirms
that the BoA was right in refusing to take into account documents with the mention ‘C.P.l., S.A. construcciones’, as they
do not prove the use in the course of trade of the trade name invoked (‘Construcciones, Promociones e Instalaciones,
S.A.-C.P.1"). Furthermore, since the invoices issued by suppliers are not associated to other documents that can prove
the intention to make profits through the commercialisation of goods or services aimed at end-users, they do not prove
the exercise of an economic activity (Para. 50).

Case T-480/13; You-View.tv v OHIM, Judgment of 1 July 2014; Language of the case: EN.
RESULT: Appeal upheld

KEYWORDS: Relative grounds, Substantiation of earlier right, Time limit, New evidence, First time on appeal,
Ownership, Translation, Transfer of a trademark, Infringement, Competence of the Boards, Entitlement to
appeal, Substantial procedural violation

FACTS: The applicant sought to register the word mark YouView+ as a CTM for goods and services in Classes 9, 16,
38, 41 and 42. An opposition based on an earlier figurative mark, registered for services in Classes 35, 38 and 41, was
filed on the grounds of Article 8(1)(b) CTMR. The Opposition Division (OD) dismissed the opposition under Rule 20(1)
CTMIR, noting that the opponent had not timely proven its entitlement as owner of the earlier mark: Whereas the notice of
opposition was filed in the name of You-View.tv, the extract from the Benelux Trade Mark Office and its English
translation filed by the opponent showed that the earlier Benelux mark was registered in the name of You-View.tv BVBA.
The OD held that those were two different legal entities and that the opponent had not provided any evidence of a
transfer of ownership of the earlier mark to its name, or filed any document demonstrating that it had been authorised by
the proprietor of the earlier mark to file an opposition. The Board of Appeal (BoA) dismissed the opponent’s appeal,
holding that Rule 20(1) in conjunction with Rule 19 CTMIR prevented it from exercising the discretion provided for in
Article 76(2) CTMR and the relevant case-law.

CTMA Earlier mark

T ———
-

N

YouView+ Y“‘ r K@gﬁr

You-View.tv

SUBSTANCE: The General Court (GC) upheld the appeal and annulled the BoA decision. The GC noted that the
European Court of Justice (CJ) has held, in Case C-120/12 PROTI SNACK / PROTI, that Rule 20(1) CTMIR does not
preclude the BoA from using its discretion under Article 76(2) CTMR in order to take account of facts and evidence
submitted or produced late (Para. 25). Thus, in applying Rule 20(1) CTMIR and in failing to exercise its discretion, the
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BoA infringed Article 76(2) CTMR (Para. 28). The GC dismissed the Office’s argument that the BoA had acted correctly,
since the opponent (i) had not made a serious initial attempt to prove its entitlement as owner of the earlier Benelux mark
and (ii) it had been negligent in not taking the necessary steps in order to regularize the ownership in the official records
kept by the Benelux Office, notwithstanding the fact that the Office had drawn its attention to the importance of the aspect
concerning the entitlement of the earlier mark. The GC held that, even if it were assumed that that was the case, that
circumstance would be irrelevant to the lawfulness of the BoA’s decision, since that decision is not based on the lack of
probative value of the evidence produced by the opponent before the BoA, but on the BoA’s inability to take that evidence
into account at the stage of the opposition proceedings at which it adopted that decision (Para. 30). For the same reason,
the GC dismissed the Office’s argument that, even assuming, in light of the above mentioned ruling of the CJ in PROTI
SNACK / PROTI, that the BoA could have exercised its reasoned discretion under Article 76(2) CTMR, still the BoA
would, with all likelihood, have adopted a restrictive approach and would have decided in the sense that the belatedly
filed evidence could not be taken into consideration (Para. 31). Finally, the GC pointed out that, in view of the BoA’s
discretion, the concept of a lack of legitimate interest in seeking to have the contested decision annulled (and which
applies where the annulment of the contested decision can only give rise to another decision identical in substance to the
decision annulled) cannot be invoked (Para. 32).

New Decisions from the Boards of Appeal

The cases can be found on our website.

Please note that the full number including slash has to be entered in our database under '‘Appeal N, without the letter 'R'.

e .g. Case R 219/2004-1 has to be entered under 'Appeal N° as: 0219/2004-1

Decision of the Fourth Board of Appeal of 2 June 2014 in case R 1587/2013-4 (EN)

Opposition proceedings — Article 8(4) CTMR — belated evidence

TOURISM & TRAVEL
The CTM applicant sought to register the figurative mark , for services in Classes 35, 39 and 43.

The opponent filed an opposition on on the ground laid down in Article 8(4) CTMR. The opponent invoked a non-
registered trade mark in the countries Czech Republic, Bulgaria, Hungary, Poland and Slovakia for the sign

GROUP
B for services in Class 39.

The contested decision rejected the opposition. It observed that the opponent had failed to indicate, let alone prove, the
national law on which it relied and under which conditions use of a later mark could be prohibited in the respective
Member States. It added that while the table ‘national law’ annexed to the Guidelines might be helpful it could not relieve
the opponent from filing proof of the respective national law.

The opponent requested that the opposition be upheld and the contested trade mark application rejected. In its statement
of grounds, the opponent based its objection on Article 53(1)(c), (2) and Article 8(4) CTMR, which it claimed the Opposi-
tion Division had infringed. Furthermore, it also referred to Bulgarian law in support of its arguments. In a further
communication before the Board and in reply to a claim by the applicant disputing that there was any right in Bulgarian
law to prohibit the use of a sign on the basis of a non-registered trade mark, the opponent for the first time referred to
Article 12(6) of the Bulgarian trade mark law, according to which a Bulgarian mark shall not be registered if it is in conflict
with an earlier mark which is well known in Bulgaria and if the later mark would take unfair advantage of or be detrimental
to the repute of the earlier mark.
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The Board confirmed the Opposition Division’s decision that the opposition had to be rejected as unsubstantiated. The
references to three different legal provisions in the statement of grounds of appeal were belated since the requisite
identification of the legal bases must be given within the applicable time-limits during the opposition proceedings. It
cannot be left until the appeal stage for the basis of the opponent’s claims to be identified. It is not the Board’s duty or
even right to examine, on its own motion, whether Bulgarian law grants a right and if so under what conditions. The ECJ
C-530/12 ‘Hands logo’ ruling only concerns the examination of facts/legal provisions already duly submitted by the party
and therefore does not apply in this case.

Consequently, the Board dismissed the appeal and confirmed the contested decision.

Decision of the Fifth Board of Appeal of 3 June 2014 in case R 774/2013-5 (EN)
Opposition proceedings — Article 8(1)(a) and (b) CTMR — comparison of the services
The CTM applicant sought to register the word mark ‘VICEROY’, for services in Classes 35, 37 and 38.

The opponent filed an opposition based on Article 8(1)(a) and (b) CTMR. The opposition relied on the earlier CTM
‘VICEROY' registered for services in Classes 35 and 43.

The contested decision partially upheld the opposition, namely for ‘office functions’ in Class 35. The remaining contested
services were found to be dissimilar.

The opponent requested that the Board annul the contested decision and uphold the opposition in respect of ‘commercial
retailing of precious metals and their alloys, jewellery, costume jewellery, precious stones, horological and chronometric
instruments, of clothing, footwear and headgear, perfumes, cosmetics, optical products and accessories, fashion
accessories such as leather and imitations of leather, animal skins, trunks and travelling bags, umbrellas, parasols and
walking-sticks, riding crops and saddlery; retailing via global computer networks of horological and chronometric
instruments, costume jewellery, optical goods and fashion accessories; advertising services; import and export agencies;
agencies and commissions; foreign trade; mediation in business and business reports of all kinds relating to horological
and chronometric instruments, costume jewellery, optical goods and fashion accessories’ in Class 35.

The decision includes a very good analysis of the comparison of the services in Class 43 (paras 21-31) and also some
business services in Class 35 (paras 32-41).

Consequently, the Board partly upheld the appeal and annulled the contested decision in so far as it rejected the
opposition for ‘business reports of all kinds relating to horological and chronometric instruments, costume jewellery,
optical goods and fashion accessories’ and ‘advertising services’ in Class 35.

Decision of the Second Board of Appeal of 16 April 2014 in case R 2072/2013-2 (EN)

Absolute grounds for refusal — 3D mark — Article 7(1)(b) CTMR — distinctiveness

The applicant sought to register the 3D mark for goods in Class 10, namely ‘dry powder inhalers for the
treatment of bronchial asthma and chronic obstructive pulmonary disease’. The applicant filed evidence of acquired
distinctiveness of the mark applied for.

The examiner rejected the CTM application under Article 7(1)(b) CTMR since the mark consists of no more than a
combination of presentational features which are typical of the shape of the goods in question. The shape does not differ
markedly from other basic inhaler devices designed to deliver a powdered medication to the lungs. The examiner
concluded by asserting that the relevant public would not be able to distinguish the applicant's goods from those of
competitors.
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The Board agreed that if this were true then the examiner would be on firm ground in concluding that consumers might
find difficulty in distinguishing the applicant's goods from those of competitors. However, the Board found no such
evidence to support the examiner’s conjecture. On the contrary, all the evidence pointed to the mark being unusual for the
goods in question. It took the form of a discus, which featured a wave-like division on the top surface, a circular zone at
the device’s ‘pole’, ‘teeth’ that radiated out from the upper border, together with various projections and apertures. None
of these features appeared to be entirely functional. The Board found that they were arbitrary, even stylish. Overall, there
was little about the mark which suggested that it might be an inhaler. Without further clues or information, the shape
remained enigmatic as to its purpose. Moreover, the discus shape’s capacity to distinguish the applicant's goods from
those of competitors was significantly heightened when the relevant consumer was borne in mind. Healthcare
practitioners would influence or even determine the choice made by the end-users. Indeed, these healthcare
professionals will be sufficiently educated in their profession not only to recognise even relatively minor differences in
inhaler devices, which are part and parcel of their trade, but also to be familiar with the various pharmaceutical
manufacturers and their products. Taking all these factors into account, together with evidence that the mark has won
awards for its particular design and the fact that it has been registered in a large number of Member States, the Board
found that it possessed at least a minimum level of distinctiveness.

Consequently, the Board upheld the appeal, annulled the contested decision and accepted the mark for publication for all
the goods applied for.

The Reqistry also recommends

Decision of the Fifth Board of Appeal of 17 June 2014 in case R 5107/2014-5 (EN)

Opposition proceedings — Article 8(5) CTMR — procedural issue — belated evidence

The CTM applicant sought to register the figurative mark , for goods in Classes 29, 32 and 33.

The opposition was based on the grounds laid down in Article 8(1)(b) and
Article 8(5) CTMR. The opponent claimed reputation in Spain for its trade mark registrations ‘HELIOS’ and

2%

as regards the goods covered in Class 29.

Opposition Division upheld the opposition in part on the basis of Article 8(1)(b) CTMR. With reference to Article 8(5)
CTMR and the claimed enhanced distinctiveness it reasoned that the evidence shows that there has been extensive use
of the earlier trade marks, at least in respect of jams and marmalades’. The evidence also suggests that the earlier trade
marks enjoy a certain awareness on the Spanish market for these goods. However, the evidence is not sufficient to
conclude that the marks are known by a significant part of the public. The opponent failed to prove that its trade marks
have a well-known character/reputation in Spain.

The opponent requested that the opposition be upheld and the contested trade mark rejected in its entirety. The opponent
contested the Opposition Division’s finding that it had failed to prove that its earlier trade mark registrations enjoy
reputation.

The Board concurred with the Opposition Division’s finding that the earlier trade marks have gained a certain position and
recognition on the relevant Spanish market in relation to ‘jams and marmalades’ due to their extensive use. The evidence
filed was not found sufficient to allow the Board to conclude that the marks are known by a significant part of the public to
amount to reputation. To this extent, the Board recalled that the existence of an unusually high level of distinctiveness as
a result of the public’s recognition of a mark on the market necessarily presupposes that at least a significant part of the
relevant public is familiar with it, without it necessarily having to have reputation within the meaning of Article 8(5) CTMR
(para. 43).

The evidence filed before the Board was found to be belated as it referred to the substantiation of the right claimed under

Article 8(5) CTMR (Rule 19(4) CTMIR). The opponent filed these further documents merely stating that the evidence was
additional, but it did not explain why it had not filed them before the Opposition Division or why it should otherwise be
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allowed to file them now. In any event, the filing of these documents at the appeal stage is precluded by Rule 19(3) and
(4) CTMIR in conjunction with Rule 20(1) CTMIR, which requires that the requisite evidence of substantiation regarding
the earlier right is filed within the time-limit under Rule 19(1) CTMIR. Rule 19(4) CTMIR does not allow for the translation
requirement to be waived where the content of the document has already become known to the other party in previous
proceedings before the Office.

Consequently, the Board dismissed the appeal and confirmed the contested decision.
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