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Introduction

This report is a compilation of case-law from the Court of Justice (CJ), the General
Court (GC) and the Boards of Appeal (the Boards or the BoA), drawn up with the aim
of identifying and analysing the relevant case-law and trends on the topic.

The purpose is to further support the work of the BoA with a view to maintaining and
enhancing the consistency of decision-making practice with the case-law of the EU
Courts and among the BoA. As such, it contributes to improving the predictability of
decisions and legal certainty in general. Through divulging relevant legal information,
it also serves to increase knowledge, awareness and transparency among the
various BoA stakeholders.

It is a working document that reflects existing case-law and the result of discussions
within the Consistency Circles and the General Consistency Meeting of the BoA at the
given date of the report. It does not have any binding effect on the BoA. It has been
made available to the staff of the BoA and the public in general for information purposes
only.

This report analyses the case-law on the assessment of descriptiveness of marks
designating the subject matter of the relevant goods and services. They include signs
consisting of book titles, names of authors, singers or artists in general and
geographical terms.

The case-law considered relevant to the scope of the report is not limited by the
terminology subject matter in the assessment pursuant to Article 7(1)(c) EUTMR. It
also includes other expressions, such as ‘thematic content’ or even only ‘content’,
whenever the reasoning of the judgment or of the decision is clearly assessing the
descriptiveness of the mark in relation to subject matter as an essential characteristic
of the relevant goods and services.

This report does not address the issue of descriptiveness of a sign suggesting the
subject matter of advertising services in Class 35 which is the subject of a separate
report ().

Legal Framework
EU law

Article 7(1)(c) EUTMR prohibits the registration of ‘trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind,
quality, quantity, intended purpose, value, geographical origin or the time of production
of the goods or of rendering of the service, or other characteristics of the goods or
service'. Article 4(1)(c) of the Trade Mark Directive (°) contains the same provision.

(") See case-law research report Descriptiveness of a sign suggesting the subject matter of advertising services
available at https://www.euipo.europa.eu/en/boards-of-appeal/publications/research-reports.

(%) Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to approximate
the laws of the Member States relating to trade marks.
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Other instruments

The Office Guidelines cover this topic in Part B, Examination, Section 4, Absolute
Grounds for Refusal, Chapter 4, Descriptive trade marks (Article 7(1)(c) EUTMR),
paragraph 2.7. Terms describing subject matter in goods or services. The topic is also
briefly mentioned at Part B, Examination, Section 4, Absolute Grounds for Refusal,
Chapter 4, Descriptive trade marks (Article 7(1)(c) EUTMR), paragraph 2.6.2
Assessment of geographical terms.

Moreover, the Common Practice on signs describing the subject matter of the
goods and/or services (CP16), adopted in November 2025, establishes a common
understanding of the notion of subject matter, as well as general principles on how to
perform the relevant assessment. It also provides a non-exhaustive list of examples of
signs that are considered descriptive of the subject matter of the goods and services,
as well as examples of signs that are not descriptive of the subject matter of the goods
and services, with the aim of illustrating how the previously set principles apply.

Case-law Analysis
Definition and terminology

The EUTMR does not provide a definition of subject matter. Article 7(1)(c) EUTMR
seeks to ensure that signs that ‘designate the kind, quality, quantity, intended purpose,
value, geographical origin or the time of production of the goods or of rendering of the
service, or other characteristics of the goods or services’ shall not be registered so that
they may be freely used by all traders offering such goods or services. Subject matter
is one of the ‘other characteristics’, not explicitly listed by that provision. In the context
of Article 7(1)(c) EUTMR, subject matter refers to a specific form of descriptiveness,
namely where a sign designates the thematic or intellectual content of the goods and
services concerned (3). According to the case-law, the subject matter may constitute an
essential characteristic of specific goods and services. Consequently, any mark which
is perceived by the relevant public as descriptive of the content of those goods and
services is, at the same time, perceived as descriptive of one of their characteristics
and cannot therefore be registered (*).

A sign referring to the subject matter of the goods and services in question serves not
as a trade mark, but rather a functional description of the goods and services being
offered, influencing consumer choice to purchase, acquire or consult the goods or
services at issue solely on the basis of their subject matter (°).

In ELECTRONICA (°) the Court found that ‘electronics’ were the ‘basic subject area or
context to which [the] goods and services relate’. Here the GC found that the mark
exclusively described an essential characteristic of, inter alia, catalogues for electronic

(%) 27/05/2026, R 1719/2019-G Animal Farm & R 1922/2019-G 1984, § 113.

(*) 05/12/2000, T-32/00, Electronica, EU:T:2000:283, § 43-44; 03/10/2019, T-686/18, LEGALCAREERS,
EU:T:2019:722, § 29; 12/03/2025, T-307/24, SHORTS, EU:T:2025:247, § 48.

(%) 23/09/2015, T-633/13, Infosecurity, EU:T:2015:674, § 54; 13/05/2025, R 2310/2024-5, Face Yoga, § 47.

(%) 05/12/2000, T-32/00, Electronica, EU:T:2000:283, § 42-43.
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components and assembly trade fairs, organising electronic component and assembly
trade fairs and publishing and distributing catalogues for electronic component and
assembly trade fairs and conferences, as they all related to electronic components or
assemblies and were therefore identifiable by their relationship to that subject.

13 The concept has been further explored in MEMORY (") where the CJ stated, following
the approach adopted in 1000 (3) and confirming the stance of the GC, that the term
‘characteristic[s] designates a property, easily recognisable by the relevant class of
persons, of the goods or services for which registration is sought. Then, it confirmed
that ‘an essential characteristic of the games in question is the use and development
of the players’ memory’, ‘in so far as the purpose of a game is, in principle, to succeed
at it and win and the use and development of the players’ memory is an essential
characteristic for success at the games covered by the mark at issue’(°).

14  While in the abovementioned case-law the Court did not use the expression subject
matter to describe such characteristic of the goods and services, subject matter and
contents have been used as synonyms in the application of Article 7(1)(c) EUTMR as
shown, inter alia, in INFOSECURITY ('°) for services generally related to providing
information, and LIGHTYOGA (") for data carriers and publications.

15 In addition to terms such as subject matter or thematic content (the latter is often used
in eSearch case-law in the machine translations into English of Boards’ decisions
originally drafted in German), the case-law shows that other expressions, such as key
element, content, area, activity, field, or theme, are also used to mean or refer to the
same concept, within the assessment of Article 7(1)(c) EUTMR ('2).

3.2 The test

16  Subject matter is not a characteristic that is explicitly listed by the provision of
Article 7(1)(c) EUTMR, such as kind, quality, geographical origin, etc. The case-law
shows that the decisions on descriptiveness in relation to subject matter, are based on
the principles and rules applicable to ‘any other characteristics’ (*).

17 On top of that, according to GEORGE ORWELL (#) and to the case-law cited therein,
the steps to be followed in the assessment of the descriptiveness of a sign indicating
the subject matter of the goods and services are:

- identification of the relevant public (§ 41-45) and their understanding of the meaning
of the sign (§ 46-52);

(") 14/03/2011, C-369/10 P, Memory, EU:C:2011:148, § 53.

(8) 10/03/2011, C-51/10 P, 1000, EU:C:2011:139, § 50.

(°) 14/03/2011, C-369/10 P, Memory, EU:C:2011:148, § 57-58.

(°) 23/09/2015, T-633/13, INFOSECURITY, EU:T:2015:674, § 35, 37, 41.

(') 10/02/2021, T-153/20, Lightyoga, EU:T:2021:70, § 61.

('?) This is in line with Section 2.1.2 of Common Practice CP16 on signs describing the subject matter of goods
and/or services (case-law is recalled here).

(1%) 12/06/2024, T-130/23, FOOTWARE, EU:T:2024:373, § 60-63, whereas that characteristic ‘must nevertheless
be objective and inherent to the nature of the product or service and intrinsic and permanent with regard to that
product or service'.

(') 19/12/2025, R 2248/2019-G, GEORGE ORWELL (pending before the GC under T-137/26).
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inherent capacity of the goods and services to contain or relate to subject matter
(§67-101);

link between the meaning of the sign and the relevant goods and services
(§ 102-123).

Identification of the relevant public and understanding of the meaning of the sign

As in any other assessment of the descriptiveness of a sign, the identification and the
perception of the relevant public are paramount to establishing that the relevant public
understands the term / name in question, especially when it is a word contained in
dictionaries.

Regarding the first point, that is the identification of the relevant public, in GEORGE
ORWELL ('%), the GB referred to the English-speaking public because the author in
qguestion was one of the most well-known authors of that language and culture. On the
contrary, in SIBELIUS ('°), the Board considered that even though Jean Sibelius was
a well-known Finnish composer, the relevant public was that of the entire EU. In any
case, according to the practice of the Boards, the existence of an absolute ground of
refusal for a non-negligible part of the EU public is sufficient to trigger application of
Article 7(1)(c) EUTMR.

According to the prevailing trend in case-law, the question of whether the consumer
belonging to the relevant public displays a low, average or high level of attention is
irrelevant to the application of Article 7(1)(c) EUTMR (7).

As for the second point, that is the understanding of the meaning of the sign by the
identified relevant public, in MUSEU GAUDI ('®) (Catalan for ‘Gaudi Museum’), the
Board found that the Spanish public as well as the EU public in general, would
understand the meaning of the mark even if the expression was in Catalan, because
the word ‘museu’ was common and very similar to the equivalent in other EU
languages. In the light of that conclusion, the Board agreed with the first instance that
the relevant public would understand the mark as the place where the artwork of Gaudi
is exhibited. Similarly, in SIBELIUS, the Board considered that, contrary to the
applicant’s claim, ‘since it is well known that Jean Sibelius was a very famous and
highly-regarded composer, the surname ‘SIBELIUS’ inevitably brings Jean Sibelius to
mind immediately if it is used in goods and services [in Classes 9, 16, 35 and 41] that
could be associated with Jean Sibelius or his work’ ('°).

On the contrary, in BI-BOT (?°) (whereas BI- was considered as the acronym for
Business Intelligence), the Board annulled the decision of the examiner and found the
mark was actually not descriptive because it had no clear meaning in the eye of the
relevant public.

(%) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 44 (pending before the GC under T-137/26).

(%) 15/05/2018, R 2382/2017-2, SIBELIUS, § 15.

('7) 23/02/2022, T-806/19, Andorra (fig.), EU:T:2022:87, § 28; 19/12/2025, R 2248/2019-G, GEORGE ORWELL,
§ 43 (pending before the GC under T-137/26).

('8) 14/07/2017, R 2196/2016-2, MUSEU GAUDI, § 24, 29.

(%) 15/05/2018, R 2382/2017-2, SIBELIUS, § 16.

(%0) 22/03/2018, R 1753/2017-4, Bl-Bot, § 11-15.
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23 The fact that the relevant goods and services may also concern other topics is
irrelevant because a sign must be refused registration if at least one of its meanings
designates a characteristic of the goods or services concerned (?').

3.2.2 Inherent capacity of the goods and services to contain or relate to subject matter

24 The Grand Board stated in GEORGE ORWELL (??) that an objection pursuant to
Article 7(1)(c) EUTMR in relation to subject matter can only be applied ‘to those goods
or services which contain information about other matters or refer to them, such as for
instance books, magazines or training services’. An identical statement was made by
the Grand Board in 1984 and ANIMAL FARM (?°) and further examples were added,
such as software, entertainment and cultural services.

25 Keeping in mind this statement, the following are some of the most recurring goods
and services that fall within the scope of an objection pursuant to Article 7(1)(c) EUTMR
with reference to the subject matter: software and data carriers in Class 9(**); printed
matter, instructional and teaching material in Class 16 (*°); games, toys in Class 28 (%°);
organization or trade fairs, information and advisory services in Class 35 (%);
education, training, entertainment, publishing services in Class 41(%®); research,
design and development, other technical and technological services in Class 42 (%).

26  Consistently, the Board also found the sign SPINAL FLOW (*°) descriptive of inter alia
educational services in Class 41, because they might cover spinal flow related content.
On the contrary the mark was found non-descriptive (*') of the subject matter of, inter
alia, meditation therapy services; art therapy; etc. and entertainment services, in

(3" 23/10/2003, C-191/01 P, Doublemint, EU:C:2003:579, § 32; 21/01/2009, T-296/07, PharmaCheck,
EU:T:2009:12, § 43; 04/09/2020, R 579/2020-2, Ocean plastic, § 28; 16/04/2021, R 75/2021-5, the Pathologist
(fig.), § 42.

(%) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 69-70 (pending before the GC under T-137/26).

(%) 27/05/2026, R 1719/2019-G Animal Farm & R 1922/2019-G 1984, § 115-116.

(%) 10/02/2021, T-153/20, Lightyoga, EU:T:2021:70, § 59, 61; 25/06/2025, R 18/2025-5, SHORTS (fig.), § 57;
10/06/2025 R 1926/2024-5, SHORTSTV (fig.), § 61; 23/06/2025, R 226/2025-5, SHORTSTV (fig.), § 61;
11/03/2025, R 1684/2024-5, Festival of Light, § 45; 30/03/2020, R 4/2020-1, Bubble shooter (fig.), § 32;
05/10/2020, R 1270/2020-1, Treasure Hunter, § 33; 30/09/2025, R 900/2025-2, Samurai Project, § 24-25;
20/03/2026, R 25/2026-1, Baccarat Deluxe, § 20-21.

(%) 19/12/2025, R 2248/2019-G, GEORGE Orwell, § 67-76 (pending before the GC under T-137/26); 19/02/2026,
R 1692/2025-2, Polska Ksiega Rodowodowa, § 20; 19/02/2026, R 1694/2025-2, Zwigzek Kynologiczny w Polsce,
§ 20.

(%) 14/03/2011, C-369/10 P, MEMORY, EU:C:2011:148; 06/08/2024, R 643/2024-4, 9 BALLS.

(?7) 18/12/2025, R 1588/2025-5, Fiirkultur, § 54, 56; 31/10/2025, R 951/2025-2, Al WEEK Atrtificial Intelligence
Week, § 45; 11/11/2025, R 805/2025-1, THE ART NEWSPAPER, § 33 on newspaper subscription services in
Class 35.

(%) 19/12/2025, R 2248/2019-G, GEORGE ORWELL (pending before the GC under T-137/26); 26/06/2024,
R 294/2024-5, COLD WAR TWO, § 32; 06/02/2013, T-412/11, Transcendental Meditation, EU:T:2013:62; see
also 06/02/2013, T-426/11, Méditation Transcendantale, EU:T:2013:63; 23/09/2015, T-633/13, INFOSECURITY,
EU:T:2015:674, § 41; 12/03/2025, T-307/24, SHORTS, EU:T:2025:247, § 51-53; 10/06/2025 R 1926/2024-5,
SHORTSTV (fig.), §63; 23/06/2025, R 226/2025-5, SHORTSTV (fig.), § 63; 26/11/2025, R 1221/2025-4,
sportingbet (fig.), § 32 (pending before the GC under T-58/26); 20/05/2025, R 2485/2024-2, Drug Discovery Al
Factory, § 41.

(%) 20/05/2025, R 2485/2024-2, Drug Discovery Al Factory, § 40.

(30) 16/05/2025, R 1639/2024-5, SPINAL FLOW, § 53.

(31) 16/05/2025, R 1639/2024-5, SPINAL FLOW, § 56: ‘there is no close connection’.
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Class 44, because the message conveyed by the mark did not fit within the capacity (if
any) of the relevant services to deliver any content.

27 See for further information Annex Il to the report, which lists the most recurrent
categories of the goods and services capable of bearing the content.

28 Nonetheless, the case-law shows that the expression subject matter is used not only
in the relevant assessment pursuant to Article 7(1)(c) EUTMR in relation to that
characteristic, but, also, in connection with goods and services that cannot convey
information or do not have any intellectual content as such. Even though that case-law
would go beyond the scope of this report, it is relevant to the analysis to record this
practice.

29 The expression subject matter was used, for instance, in the assessment of
descriptiveness of a mark with, inter alia, floor pads in Class 27 and crispbread slices
in Class 30 ().

30 As for the services, in KILIMCHE (*®) (‘small carpets’ in Bulgarian), the Board
considered the mark as describing the subject matter of retail services in Class 35; in
OLIO (**) (‘oil’ in Italian), the Board considered that the mark informed on the subject
matter of distribution of food services, along with information, advisory and consultancy
services in Class 39; in STEELRENT (*°), the Board considered that the mark indicated
the subject matter and intended purpose of leasing services in Class 37, while in DRUG
DISCOVERY Al FACTORY (*) it found that ‘for rental services and hosting and web
services, the sign indicates that their subject matter is the computing and digital
infrastructure applying artificial intelligence with the aim of discovering new
pharmaceuticals’; moreover, in CONNECTED CARS (*) the Boards found that the
mark described the subject matter of business management services, also in Class 35.
The Board also used the expression subject matter to define the descriptiveness of the
sign ACQUA DI SIRMIONE (*) (‘Sirmione’s water’ in Italian), in relation to medical
assistance, health spa services (because ‘It describes the subject matter of the
services (‘treatments with thermal water) and their geographical location’, which would
be the town of Sirmione, § 39). The Board reached an identical conclusion of
descriptiveness of the sign TERME DI SIRMIONE (*°) (‘Sirmione’s hot springs’ in
Italian) in relation to the subject matter and geographical location of medical assistance,
health spa services.

(32)17/03/2016, R 871/2015-4, CORN THINS, § 24.

(3%) 10/12/2025, R 1530/2025-2, KILIMCHE (fig.), § 26, 32.

(34) 11/06/2024, R 46/2024, OLIO, § 42.

(3%) 11/03/2026, R 1922/2025-1, STEELRENT, § 19.

(36) 20/05/2025, R 2485/2024-2, Drug Discovery Al Factory, § 40.

(37) 24/09/2025, R 893/2025-5, Connected Cars, § 46: ‘the term ‘Connected Cars’ immediately informs the public
of the subject matter or specialisation of those services. A company offering business management of vehicle
fleets under the sign ‘Connected Cars’ would be understood to manage fleets of connected vehicles or to use
connected car data in fleet management’. On top of that, the Board added that ‘under Article 7(1)(c) EUTMR,
terms that describe the intended theme or focus of a service are objectionable, just as, for example, FOOTBALL
NEWS would be descriptive for a sports news publication. In the present case, ‘Connected Cars’ describes what
these Class 35 services are about or for.’

(38) 15/12/2025, R 1809/2025-2, ACQUA DI SIRMIONE, § 39.

(39) 15/12/2025, R 1876/2025-2, TERME DI SIRMIONE, § 41.
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31 The GC confirmed that the relevant German-speaking public would understand the
mark BILLIGER-MIETWAGEN.DE (*°) (‘low-priced rental vehicle’ in German) as
describing the subject matter of the leasing and rental of vehicles on advantageous
terms in Class 39.

32 The GC and the Boards have considered on several occasions (*') that broadcasting
services in Class 38 are able to convey information or content and are therefore subject
to Article 7(1)(c) EUTMR. This appears to be in contradiction with the Class 38
explanation of the Nice Classification (*?), which sets out that these services are of
purely technical nature and not suitable to convey any content or information. In
particular, in SHORTS (*®), the GC confirmed the finding of the Boards, which had
stated that the assessment of the sign in relation to these services would result in a
finding of descriptiveness insofar as, ‘the relevant public will immediately perceive that
these services [in Class 38 concerning the broadcasting and transmission of
audiovisual content] involve the dissemination, broadcasting or transmission of films
that only last a few minutes’ and that ‘the relevant services in Class 41 relate to the
creation, presentation and distribution of audiovisual content, including short videos
and films’.

33 Lastly, on a side note, according to the Boards it is possible to reach a finding of
descriptiveness of subject matter also in the case of shape marks. In DEVICE OF A
STYLIZED LAND VEHICLE (*4), the Board confirmed the Cancellation Division’s

_ =0
C1e) ‘

finding that the figurative mark would describe the subject matter of,
inter alia, goods in Class 9, such as downloadable electronic publications, recorded
data files or computer games software, because ‘these goods may contain information,
data and images about this type of vehicle (4x4), concluding that ‘in relation to these
goods, the semantic content conveyed by the contested sign would be perceived by
the relevant public as referring to their subject matter’.

(40) 25/01/2018, T-866/16, billiger-mietwagen.de, EU:T:2018:32, § 42.

(4") 12/03/2025, T-307/24, SHORTS, EU:T:2025:247, § 48-50; 25/06/2025, R 18/2025-5, SHORTS (fig.), § 58;
10/06/2025 R 1926/2024-5, SHORTSTV (fig.), § 62; 23/06/2025, R 226/2025-5, SHORTSTV (fig.), § 62,
10/08/2022, R 558/2022-2, UNITED RUGBY CHAMPIONSHIP, § 30; 07/06/2018, R 2339/2017-4, SportBusiness
(fig.), § 21.

(*2) This Class [38] does not include, in particular: [...] content or subject matter that may be contained in the
communication activity [...].

(*3) 10/06/2025, R 1924/2024-5, SHORTS (fig.), § 64-65, recalling 12/03/2025, T-307/24, SHORTS,
EU:T:2025:247, § 50.

(*4) 08/02/2024, R 1402/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.), § 70. See also 08/02/2024,
R 1408/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.); 08/02/2024, R 1401/2022-5, DEVICE OF A
STYLIZED LAND VEHICLE (fig.); 08/02/2024, R 1406/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.);
08/02/2024, R 1405/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.); 08/02/2024, R 1403/2022-5,
DEVICE OF A STYLIZED LAND VEHICLE (fig.).

Page 9 of 36



O,

EVIPO

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

BOARDS OF APPEAL

3.2.3

34

35

36

37

38

Link between the meaning of the sign and the relevant goods and services

A mark will fall under Article 7(1)(c) EUTMR if it is liable to convey an indication about
the subject matter of the goods or services at stake (*°). Therefore, this step involves
the assessment of whether at least one of the potential meanings identified in the sign
be perceived by the relevant public as a direct reference to the specific subject matter
of the goods and services at issue. This may be the case when one of the possible
meanings of the sign either provides commercially relevant information on what may
be the main topic, genre, category, or any other subject matter of the goods at issue
and provides commercially relevant information about what may be the main subject
matter that the services at issue relate to (). In order to find the mark descriptive, the
reference to the subject matter has to be sufficiently clear and specific (*7).

In order to assess the existence of a direct and specific link, all the foregoing aspects
must be examined collectively and in conjunction with one another. Accordingly, the
analysis of the meaning conveyed by the sign must be undertaken in the context of the
goods and/or services concerned, while also taking into account the perception of the
relevant public, which may itself be influenced by specific factors, such as the market
reality surrounding the goods and/or services at issue (*%).

The case-law shows that the categorisation of goods and services into homogeneous
groups is an important tool for the Boards when assessing the descriptiveness of a sign
in relation to subject matter.

For instance, in WELSH RUGBY (*°), the first instance stated that ‘taken as a whole,
the words ‘WELSH RUGBY’ immediately inform consumers without further reflection
that the goods and services applied for are related to the subject matter of or
merchandise originating from Welsh Rugby’. These goods and services were, inter alia,
“monuments’ in Class 6, software in Class 9, watches in Class 14, newspapers in
Class 16, towels in Class 24, clothing in Class 25, badges in Class 26, toys in Class 28,
retail services connected to the sale of artificial limbs in Class 35, and education
services in Class 41°. The Board annulled the contested decision because the goods
and services did ‘not show that a sufficiently direct and specific link exists between [the
goods] to the point that they form a homogeneous class’.

Accordingly, the Board also annulled the contested decision that found the mark WINE
AWARDS (°°) descriptive of the subject matter of, inter alia, ‘computer software’ in
Class 9, ‘alcoholic beverages, except beers; wines’ in Class33 and
‘telecommunications’ in Class 38’, because the examiner did not provide any reason
‘for grouping the goods and services into the same homogeneous group or any detailed
examination of each of the contested goods and services that would lead to a clear
direct and descriptive link with the sign’.

(%) 18/10/2016, T-56/15, Brauwelt, EU:T:2016:618, § 58; 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 76
(pending before the GC under T-137/26).

(#6) 27/05/2026, R 1719/2019-G ANIMAL FARM & R 1922/2019-G 1984, § 106.

(47) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 75 (pending before the GC under T-137/26).

(%) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 77-78 (pending before the GC under T-137/26).

(49) 14/09/2017, R 572/2017-2, WELSH RUGBY, § 18.

(59) 24/09/2021, R 797/2021-5, WINE AWARDS (fig.), § 6, 30, 36.
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41

42

43

An example of how the Boards placed the relevant goods and services in
homogeneous groups is CYBERPUNK (%'), where the Board found that the common
characteristic of the contested services in Class 41 (such as game services,
information services, production and provision of films and television series,
organisation of events and competitions, amusement and theme park services,
organisation of exhibitions, educational and ftraining services, as well as online
publications) was ‘that they may all incorporate or be based on the ‘cyberpunk’ genre’.

Another example is IASPlus (°2). Here, the Board found that all the goods and services
objected to in Classes 9, 16, 35, 36 and 41 concerned different types of downloadable,
non-downloadable or printed publications and materials which provided information
and services supporting the distribution to the public of such publications and
informative materials or organising events on which relevant information is presented
to the public. As they all presented a characteristic which was relevant to the analysis
(they could all provide information on IAS — International Accounting Standard), the
Board grouped them into one category as they ‘can be described by the topic to which
their content refers or the information which they provide’.

Similarly, in BITCOIN SV (%), the Board found that the finding of descriptiveness of the
mark for goods in Class 9 (inter alia, downloadable podcasts) could be extended as
well to, inter alia, virtual currency services and e-wallet payment services in Class 36,
to education services in Class 41 and software design services in Class 42 because all
of them ‘either expressly or potentially, can all have cryptocurrencies as their subject
matter (§ 28). The Board reached a similar conclusion in the FANTOKENS.COM (**)
decisions, also regarding cryptocurrencies.

As an example of how direct and immediate the link between the message delivered
by the sign and the subject matter of the relevant goods and services must be, in
LEGALTECH (**) the Board considered the sign to be descriptive for news reporters
services in Class 41, defined as concerning ‘the preparation, creation and
dissemination of informational content and materials, which are typically organised by
reference to their thematic focus or subject matter’, and therefore easily understood by
the relevant public as delivering content on legal technology and publication services
related to manuals. On the contrary, the sign was considered not descriptive (*¢) for
publication of travel guides, considering that they ‘are, by their very nature, thematically
unconnected with legal technology and bear no inherent link to that field'.

Last but not least, in SPORTINGBET (*"), the Board stated that, notwithstanding the
applicant's argument that providing internet chat room services and provision of online
forums do not inherently designate content relating to sports or betting’, [...] ‘it is clear
that the platform services described are in the nature of sporting bet platforms.
Accordingly, the consumer will see the sign and perceive that those kinds of services
are intrinsically and inherently connected to gambling, and that their objective relates
to the same pursuit’. It must be noted that neither the Boards or the applicant made

(51) 17/06/2024, R 1371/2023-1, CYBERPUNK, § 68.

(52) 01/12/2023, R 1078/2023-2, IASPlus, § 25-26.

(53) 26/03/2025, R 2410/2024-1, Bitcoin SV, § 28, 32-40.

(54) 06/10/2023, R 354/2023-2, FANTOKENS.COM; 05/10/2023, R 355/2023-2, FANTOKENS.COM (fig.).
(5%) 13/02/2026, R 1437/2025-1, LEGALTECH, § 47-50.

(56) 13/02/2026, R 1437/2025-1, LEGALTECH, § 51.

(57) 26/11/2025, R 1221/2025-4, sportingbet (fig.), § 31 (pending before the GC under T-58/26).
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3.3.1

45

any reference to the fact that the services in Class 38 are of technical nature and are
allegedly unable to convey any content

Subject matter: specific scenarios

The assessment of the descriptiveness of a sign designating the subject matter of the
goods and services is the same where the sign consists of or includes titles of books,
geographical designations and names of authors. Nonetheless, the case-law shows
that certain factors are more relevant or recurrent than others in certain scenarios and
as such they deserve a more careful application.

Marks consisting or comprising the name of an author or artist

In GEORGE ORWELL (%®), the Grand Board held that ‘marks consisting of names of
famous persons can simultaneously be famous for denoting someone or something
and, depending on the nature of the product or service at issue, also be descriptive of
the content or character of the goods or services with reference to which it is used’.
Accordingly, it took a different approach from that in JANIS JOPLIN (*°) where the BoA
held that ‘the name JANIS JOPLIN is not capable to describe a particular category of
CD'’s, DVD'’s or websites featuring information which could be seen then as the subject-
matter of these goods and services, e.g. a particular style of music, such as rock or
blues’ (emphasis added). In this last case, the Board did not even get to assess
whether or not the author (and artist) ‘Janis Joplin’ was famous and to what extent.

Therefore, following the case-law of the Court to establishing ‘the criteria for objections
based on descriptive subject matter and on the basis of the standards suggested by
the Executive Director of the EUIPO (%°), the Grand Board adopted a non-exhaustive
list of non-cumulative criteria in order to assess the possible descriptiveness of a mark
consisting of or comprising the name of an author, in general (6'), paying particular
attention to the renown — if any — of the author, as follows.

- Fame and recognition of the author (§ 79-83), resulting from an ex officio
examination, which may show that the name of the author is famous and
recognised in a particular territory, like a well-known fact.

- Widespread use of the work of the author (§ 84-89), that is its distribution via
different adaptations and formats; if it is part of school or university curricula; if
it has been converted into a film or graphic work, etc.

- Social and cultural integration (§ 90-93), reflected in prizes, sculptures or
other forms of recognition under their name.

(58) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 48 (pending before the GC under T-137/26).

(5%) 24/03/2015, R 2292/2014-4, JANIS JOPLIN, § 17.

(6°) The Grand Board invited the Executive Director to submit comments, in accordance with Article 29 EUTMDR,
on questions of general interest which arose during the proceedings.

(81) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 78 (pending before the GC under T-137/26).
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- Period for which the author has been known (§ 94-96). If the author has
been known for a long period of time and, in case they are dead, an analysis
will be made to determine whether that name still enjoys fame, recognition, and
social and cultural integration.

- Nouns or adjectives that have been created from the name of the author
(§ 97-99), which might demonstrate the incorporation of their work into common
language; for example, nouns like Kafkaesque, Dantesque or Dickensian have
entered the language as references to an author’s literary work.

- Market reality, that is whether a section of a library or bookshop is associated
with the author or their work and how their work is distributed or spatially
allocated.

The abovementioned criteria are useful to assess whether the relevant public sees the
sign as a reference to that well-known author. After the analysis of the renown, but
before the assessment of the link, the Grand Board stated that, on the basis of the
above, ‘the contested sign is therefore inherently apt to indicate, without further mental
effort, that the goods and services in question concern the author George Orwell, his
writings or the ideas and themes deriving from them as their subject matter’ (°2).

Finally, as regards the issue of the death of the author, the fact that the author passed
away is not a relevant factor in the assessment of descriptiveness of subject matter, as
the Board found in SIBELIUS (%3). The finding of descriptiveness, in fact, did not imply
that Jean Sibelius himself was marketing the goods and services but that they
conveyed content and information related to his person.

In cases of marks consisting of the name of an author, it is not unusual that the
applicant or the EUTM proprietor defends the registrability of the contested mark by
invoking copyright protection, for instance, on the works of the author. The Grand Board
pointed out in GEORGE ORWELL (%*) that copyright and trade marks concern different
exclusive rights based on distinct qualities, that is to say the original nature of a creation
on the one hand and the ability of a sign to distinguish the commercial origin of the
goods and services on the other(§ 63). On the one hand, ‘the existence of copyright
protection does not preclude the sign from being protected under trade mark law at the
same time’ (%°). On the other hand, the existence of copyright is not, in itself, a sufficient
justification for granting trade mark rights in perpetuity to the author’'s name (§ 60). The
Grand Board found that copyright resides in literary works (the works of George Orwell)
rather than in an author’s name, even if the latter is a necessary form of reference to a
body of literary output (§ 54). This limits even more — to the point of possibly excluding
it entirely — the relevance of copyright in the assessment because the IP rights in
question as well as their subjects are different (the sign on the one hand, the work of
the author whose name constitute the mark on the other).

(52) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 101 (pending before the GC under T-137/26).

(63) 15/05/2018, R 2382/2017-2, SIBELIUS, § 18.

(54) 19/12/2025, R 2248/2019-G, GEORGE ORWELL (pending before the GC under T-137/26).

(%) 07/06/2023, T-735/21, DEVICE OF A STYLISED DEPICTION OF A BLACK BAT INSIDE A WHITE OVAL
FRAME (fig.), EU:T:2023:304, § 44.
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53

54

Therefore, copyright is an indirect factor that can be taken into account in the
assessment as it may create certain patterns of trade hence generate a connection
between the mark and commercial operators or can otherwise determine the relevant
public’'s perception of the sign. It should therefore be taken into account in the
assessment (§ 60-62) but, as the applicant did not prove the connection of the influence
of copyright on the perception of the public, the existence of any copyright protection
of the work of George Orwell did not change the outcome of the assessment of the
descriptiveness of the mark (§ 66).

The Grand Board’s conclusion on the relevance of copyright in the assessment is in
line with the appeal decision on the registrability of the mark SIBELIUS (%¢), where the
the mark was found to be descriptive notwithstanding ‘the applicant’s arguments that,
as the representative of the heirs of Jean Sibelius (who died in 1957), they owned full
rights to all the composer’s work’. The existence of copyright protection was therefore
not regarded as a decisive factor by the Board in its determination of the public’s actual
perception of the mark. The issue of copyright was addressed in a similar way in
CYBERPUNK (°"), where the Board concluded that ‘the EUTM proprietor’s claim to a
copyright could not justify a different outcome. Given the difference between copyright
and trade marks, only a copyright protected work that was able to function as an
indication of commercial origin could be protected as a trade mark'.

Finally, it is worth mentioning that the identity of the applicant has no bearing on the
assessment of the descriptiveness of trade marks referring to the subject matter of the
relevant goods or services. By way of example, the fact that the applicant is the author
of the work concerned, or the author’s heir, successor or licensee, cannot exclude the
application of Article 7(1) EUTMR (%8).

Signs consisting of or comprising a work’s title

The case-law shows that the registrability of a work’s title (for instance, the title of a
book) is often objected to pursuant to Article 7(1)(b) and (c) EUTMR for lack of
distinctiveness or descriptiveness because the sign describes the subject matter of the
relevant goods and services.

In DER KLEINE HEY (%°), the cancellation claim was based on those grounds, but the
Board held that the title of the book ‘Der Kleine Hey’ did not inform the relevant public
about the subject matter of the goods and services in Classes 9, 16 and 41. In
particular, it was not shown that the sign had developed, in the perception and
understanding of the public, into a descriptive term indicating the specific thematic
content of those goods and services.

However, in PINOCCHIO ("°), the Board found that if a title is famous enough to be truly
well-known to the relevant public, so that the sign can be perceived, in the context of
the goods and services, as primarily signifying a famous story or book title, the sign

(%) 15/05/2018, R 2382/2017-2, SIBELIUS, § 39.

(67) 17/06/2024, R 1371/2023-1, CYBERPUNK, § 75.

(58) 19/12/2025, R 2248/2019-G, GEORGE ORWELL, § 165 (pending before the GC under T-137/26).
(69) 02/02/2015, R 881/2014-5, Der kleine Hey, § 16.

(79) 04/03/2015, R 1856/2013-2, PINOCCHIO, § 26.
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may be perceived as non-distinctive. In this regard, a finding of non-distinctiveness will
be more likely where it can be shown that many published versions of the story have
appeared and/or there have been numerous television, theatre and film adaptations
reaching a wide audience.

55  Similarly, in THE JUNGLE BOOK (""), the Board confirmed that ‘in as much as the sign
is perceived as a reference to the Jungle book and/or the story or related
merchandising items, it is to be considered as a descriptive indication for the goods. In
the present case, the sign applied for would also be descriptive for the specified goods
and services in issue since the relevant public will instantly understand it as providing
some kind of link relating to the content or subject-matter of the goods and services i.e.
a characteristic of the goods and service at stake in the sense of Article 7(1)(c) CTMR'.
The finding of descriptiveness was based on the fact that the mark lacked ‘inherent
distinctive character since the relevant public will instantly understand it as providing
some kind of information relating to the goods or services designated, i.e. exclusively
as a claim indicating the relationship with ‘THE JUNGLE BOOK’ story’, in the light of
the number of published versions and of television, film and theatre adaptations that
reached a wide audience (").

56  In WINNETOU (73), the Board also found the mark applied for descriptive and declared
it partially invalid for goods in Classes 9, 16 and 28 and entertainment services in
Class 41. It found that the sign designated a fictional character who appeared in
numerous novels and tales, then adapted and developed into a number of movies, as
part of their titles. In its assessment, the Board took into consideration the further
meaning acquired by the sign, as a symbol of the good and fair native American and
of a romanticised Wild west.

57 Conversely, in LE JOURNAL D’ANNE FRANK, the Board found that the renown of
the title of a book cannot constitute an obstacle to the registration of a sign. The Boards
considered that although the story of Anne Frank is widely known and popular among
the public, it does not describe the goods and services in Classes 9, 16 or 41, nor does
it indicate any characteristic of those goods or services. Therefore, the public when
confronted with that sign will identify the producer of those goods in Classes 9 or 16 or
the providers of the services in Class 41 ("*). The Board added that, although the title
‘Le journal d’Anne Frank’ is well-known to the public, it is known only in relation to a
specific book, which tells a specific life story. That title is therefore unique. Accordingly,
the Boards concluded that the existence of multiple versions or adaptations does not
alter the fact that ‘Le journal d’Anne Frank’ is the unique and distinctive title of a specific
book.

58 Even though in PINOCCHIO and LE JOURNAL DE ANNE FRANK the Board’s
reasoning was based on Article 7(1)(b) EUTMR, the terminology used is the one typical
of subject matter.

59 In a joint decision on the landmark cases ANIMAL FARM and 1984 (’°), the Grand
Board clarified that ‘the EUIPO will not raise an objection on the basis of Article 7(1)(c)

("1)18/03/2015, R 118/2014-1, THE JUNGLE BOOK, § 41.

(7?) 18/03/2015, R 118/2014-1, THE JUNGLE BOOK, § 25-29.

(%) 22/03/2018, R 1297/2016-2, WINNETOU, § 39-40; 50-51.
(7#)31/08/2015, R 2401/2014-4, Le journal d'Anne Frank, § 32.

(75) 27/05/2026, R 1719/2019-G ANIMAL FARM & R 1922/2019-G 1984.

Page 15 of 36



R EVIPO

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

BOARDS OF APPEAL

60

61

62

EUTMR merely because the sign is the title of a book unless the sign can be perceived
by the relevant public as describing the subject matter of the goods and services. This
always requires a case-by-case assessment, where various factors are taken into
account (§ 117). The Grand Board explained that ‘where a sign coincides with the title
of a well-known literary work, [...], the competent authority may take into account a
range of factual indicators, including the longevity, dissemination and cultural impact of
the work, in order to determine whether that sign is immediately recognised by the
relevant public as such. The more popular or well known the literary work, the more
likely it is that its title will be readily recognised, even in isolation, as referring to that
work. These elements do not constitute independent legal criteria but serve to
substantiate the decisive question for the purposes of Article 7(1)(c) EUTMR, namely
how the relevant public perceives the sign in question, in particular whether it is
immediately perceived as the title of, or a reference to, a specific literary work’ (§ 56).

The Grand Board added that ‘[T]he exclusion of a sign from registration in a case such
as the present depends on (a) whether the potential for goods or services of the kind
specified to provide consumers with imagery or information about someone or
something denoted by the sign is sufficiently real and significant to be a material
consideration and (b) whether it is reasonable to believe that the sign will actually be
recognised by the relevant class of persons as a description of the content or character
of such goods or services. The second requirement is not fulfilled where the reference
to content is liable, at the same time, to be perceived as indicating that the goods or
services originate from a specific undertaking linked to that sign, in particular where the
relevant public would understand it as denoting an ‘official’ source, having regard to
the usual marketing practices in the sector concerned (§ 118-119).

After establishing that the relevant public will recognise the signs as the titles of George
Orwell’s famous novels (§ 71 and 83), the Grand Board eventually held that the signs
were descriptive of the subject matter of a range of goods and services in Classes 9,
16, 28, and 41, all limited to those ‘consisting of content on the subject of political
fiction'. It essentially reasoned that ‘[...] where the sign is immediately perceived as the
title of a known work, its use in relation to goods and services that are defined by, or
inherently capable of having, thematic content will be understood primarily as
designating that content.’ (§ 122) and that a ‘significant part of the relevant public will
immediately recognise 'ANIMAL FARM’ and ‘1984’ as the titles of George Orwell’s
novels and will therefore perceive those signs, at first sight and without further cognitive
steps, as designating the subject matter of the relevant goods and services’ (§ 157).

The Grand Board also addressed the relevance of copyright. It found that even though
‘ownership and exploitation of copyright may have a factual role to play in the
assessment of descriptiveness’, ‘those considerations were not determinative of the
trade mark assessment’ (§ 182). It further explained that while ‘trade marks affixed to
books or related services inform consumers about the undertaking responsible for their
manufacture, distribution, or provision, the title of a literary work will generally be
perceived as referring to the intellectual content of those goods or services. It follows
that such a title will only fulfil a trade mark function where, in the perception of the
relevant public, it departs from that primary descriptive role and is instead understood,
first and foremost, as an indicator of commercial origin’ (§ 186). ‘[...] copyright may
constitute a relevant factual consideration when assessing whether a sign will be
perceived as descriptive or devoid of distinctive character. This is because copyright
protection may influence the manner in which content-bearing goods and services are
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64

65

3.3.4

66

created, marketed, and distributed, and may therefore shape consumer perception of
the sign in question. However, while such considerations may have an impact on the
overall assessment of distinctiveness, they are not, in themselves, determinative. The
existence of copyright does not alter the fundamental criteria under EU trade mark law,
which require that the sign be capable of distinguishing the goods or services of one
undertaking from those of others’ (§ 190). [...] Copyright may therefore provide
contextual background, but it cannot, on its own, confer or preclude distinctive
character within the meaning of EUTM law’ (§ 191).

Signs consisting of or comprising a geographical term

Depending on the case, consumers might consider the geographical term not only as
an indication of the geographical origin of the relevant goods and services but also as
an indication describing the subject matter of the goods and services. Often these two
findings coincide. For instance, in ANDORRA (%), the GC agreed with the stance of
the Board that the sign described the content (‘contenido’) shown in the photographs
in Class 16.

As for the Boards, in ICELAND (), the Grand Board confirmed that ‘when seeing
printed matter or periodical publications [in Class 16] the indication Iceland may also
be perceived as relating to their subject matter’, as the relevant public ‘will assume that
the publications are about the country of Iceland’. Both findings were confirmed
afterwards by the GC (®). Similarly, in ST ANDREWS ("®), the Board confirmed the first
instance’s finding that the sign described the subject matter of a number of goods in
Classes 9 and 16 as it could actually provide information about the town of St. Andrews
and its world-famous golf facilities, including publication of books, electronic books and
journals online’ in Class 41.

Interestingly, in DDR MUSEUM (¥°), the Board drew a line between these two
characteristics: geographical origin and subject matter. It considered the sign
descriptive not because it is an indication of the origin of the services, but because it
suggested the subject matter of the relevant goods and services, considering that ‘the
GDR is an outdated geographical designation’ and because ‘consumers would only
expect to see DDR museum(s) in several different locations’.

Signs consisting of or comprising the name of a museum or an event

The Boards’ case-law shows that signs with these characteristics are likely to be
considered descriptive of the subject matter of goods and services in, inter alia,
Classes 9, 16 and 41 (organisation of exhibits and expositions or organisation of music-
related events, etc.).

(%) 23/02/2022, T-806/19, Andorra (fig.), EU:T:2022:87, § 38-39.
(') 15/12/2022, R 1238/2019-G, Iceland, § 170, 173.

(8) 16/07/2025, T-105/23, Iceland, EU:T:2025:729, § 69.

(79) 24/04/2020, R 2485/2019-1, St Andrews, § 48.

(8) 23/10/2009, R 775/2009-1, DDR Museum, § 24-25.
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In DDR MUSEUM (8"), filed inter alia for education services in Class 41, the Board
found the sign descriptive of their thematic content, namely the German Democratic
Republic (DDR). To justify its conclusion that education services are normally rendered
by museums, the Board further explained that ‘[m]useums serve not only scientific
research and the instruction of a precise group of specialists, but also have the function
of the artistic, cultural and historical education and advancement of broad groups of
the population’.

On the basis of this last point, in MUSEU GAUDI (3?), the Board considered that there
was an immediate and direct link between, inter alia, the sign and downloadable
publications in Class 9, printed publications in Class 16 and museum-related services
in Class 41. In fact, while the art exhibitions services as well as the museum-related
ones in Class 41 were linked to the mark because of the common concept of the
museum as organiser and location of the services (§ 38), the remaining education and
publishing services were considered to be so broad that they could include also
services specifically related to the work of Gaudi (3%). Similarly, the goods catalogues
and downloadable publications were so general that they could potentially also cover
Gaudi-related content (§ 39-40). The Board reached the same conclusion in MUSEU
ANTONI GAUDI (3).

A finding of descriptiveness of the sign as regards the subject matter of the goods and
services, along with, inter alia, their geographical origin, was also reached in a number
of Board decisions involving the name of music or sports events, such as
FRUHLINGSFEST DER VOLKSMUSIK (%) (German for ‘Spring festival of Folk
music’). The Board found that the sign per se did not identify, for the public, a specific,
known festival, but that in any case it carried clear and sufficient information to
understand what type of event it was. The application was refused for a large number
of goods and services, spanning from Classes 9, 16 and 41, to spectacles and
sunglasses in Class 9 and musical instruments in Class 15, intended as souvenirs of
the festival identified by the mark (§ 26).

Similarly, the Board considered the mark FUSION FESTIVAL (%) as the name of a
festival dedicated to that specific type of music ‘given that the word ‘festival’ is
frequently combined with a further term, in order to specify the context of the festival.
The goods are therefore descriptive of goods in Class 9 (‘the label ‘Fusion Festival’ on
a CD or DVD is exclusively understood to mean that this data carrier contains a
recording from a festival concerned with ‘fusion’ music. This finding may be attributed
to all the goods claimed in this class’, § 26), 16 and 25 and services in Class 41. It
considered the goods in Class 25 (inter alia printed t-shirts; rain ponchos) as possible
merchandising items of the event and therefore considered the mark descriptive of
another characteristic.

(81) 23/10/2009, R 775/2009-1, DDR Museum, § 17-19.

(82) 14/07/2017, R 2196/2016-2, MUSEU GAUDI.

(83) In line with 23/10/2009, R 775/2009-1, DDR Museum, § 17-19 and 15/06/2006, R 1456/2005-2, PARIS
museées (fig.), § 25.

(84) 14/07/2017, R 2197/2016-2, MUSEU ANTONI GAUDI.

(8%) 14/03/2008, R 670/2005-1, Friihlingsfest der Volksmusik, § 18.

(86) 05/09/2014, R 2566/2013-1, FUSION FESTIVAL, § 24, 26-29.
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The Boards reached a similar conclusion with regard to the mark FESTIVAL OF
LIGHT (¥) stating that ‘the sign therefore describes the subject, nature and intended
purpose of the services in Classes 39 and 471’. Similarly, the Board confirmed the
finding of descriptiveness of BITTERSWEET MUSIC FESTIVAL (%), in relation to
‘services in question in Class 41, which relate to musical concerts, festivals and music
(or are so widely worded as to incorporate them), as the sign ‘will be understood
directly as an indication that those services relate to music festivals which create a
mixture of sadness and happiness’.

The Board also found the mark TARRAGONA 2017 (¥°) to be a reference to a sporting
event held in the homonymous Spanish city in the indicated year and, therefore,
descriptive of the content or the object of services in Class 41, extending the same
conclusion to services in Class 35. It observed, quoting GERMANY 2006 (*°), that ‘a
sign that clearly refers to an event to be held in a specific place and on a specific date
can describe the nature, content, purpose, and characteristics of a multitude of
products and services that, although not their main focus, are normally developed, or
may be developed, in connection with the event itself, with the exception of sporting
attire in Class 25 (as the mark would describe their specific purpose of use).

While sharing with TARRAGONA 2017 the introductory assumption that a mark
consisting of the name of a city and a year would most likely be understood by the
relevant public as the name of an event, in BIRMINGHAM 2022 (°"), the Board annulled
the contested decision for lack of reasoning, inter alia because of the grouping of the
contested goods and services in only one homogeneous category and the reasoning
given as to the relationship with the meaning of the mark (that is ‘the sign describes
the content, the intended purpose and a quality of the goods or rendering of the
services in question.’)

Conclusions
The following conclusions can be drawn to safeguard consistency.

(i) Itis recommended to distinguish between goods and services that are inherently
capable of conveying thematic content and those whose nature excludes such a
function. A finding that a mark is descriptive of the subject matter of goods or
services should be limited to cases where the goods or services are objectively
capable of containing, communicating or relating to a specific thematic content.
It is therefore advisable to assess, as a preliminary step, whether the nature of
the relevant goods or services makes a thematic ‘subject matter’ characteristic
conceptually possible at all. This would prevent an overly broad interpretation of
subject matter in the context of Article 7(1)(c) EUTMR, ensuring greater
consistency with the underlying rationale of the provision, and reduce the risk of
annulment of Board decisions (Section 3.2.2).

(87) 11/03/2025, R 1684/2024-5, Festival of Light, § 54.

(88) 07/05/2025, R 2318/2024-2, Bittersweet Music Festival, § 22.

(8°) 28/10/2016, R 2318/2015-5, TARRAGONA 2017, § 22.

(%) 30/06/2008, R 1467/2005-1, GERMANY 20086, in 28/10/2016, R 2318/2015-5, TARRAGONA 2017, § 26-29.
(°') 26/08/2021, R 304/2021-5, Birmingham 2022, § 22-23, 26.
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(i)

Subject matter is one of the ‘other characteristics’ of Article 7(1)(c) EUTMR. The
assessment of descriptiveness includes the analysis of whether the ‘other
characteristic’ is objective, inherent and intrinsic, and permanent with reference
to the goods and services. The case-law analysis shows that the Boards often
group subject matter along with one or more of the characteristics explicitly listed
by Article 7(1)(c) EUTMR, not specifying what test is applied and not
differentiating between the two different kinds of characteristics (Section 3.1,
3.2.2). This might expose the decisions of the Boards to a risk of annulment,
considering that the assessment of the descriptiveness of subject matter is or
should be slightly stricter than that dedicated to the characteristics expressly
listed in the provision, such as kind, quality, intended purpose, etc. A
recommendation flowing from that analysis would be to advocate for a more
differentiated and structured assessment of ‘subject matter’ under Article 7(1)(c)
EUTMR, distinct from the assessment applied to expressly listed characteristics
such as nature, quality or intended purpose.

The principle of homogeneous categories of goods and services should be
applied with particular care when assessing the descriptiveness of a sign in
relation to subject matter, in order to avoid shortcuts to reach a single (positive)
finding of descriptiveness of the sign for very diverse goods and services
(Section 3.2.3).

It is recommended to use an ad hoc vocabulary (for instance subject matter,
thematic content) when assessing descriptiveness of subject matter, avoiding
synonyms that are not precise and do not identify properly the scope of the
objection. This would avoid confusion in relation to the relevant characteristic
described by the sign (for instance subject matter instead of nature or intended
purpose) and would foster a clear identification of the principles and legal test
applying to the specific case (Section 3.2). In this respect, it is equally advisable
to avoid using the term ‘subject matter’ indiscriminately in different contexts
where more accurate notions, for instance ‘object’ or ‘subject’ for services that
cannot convey information, would be more appropriate. A more precise and
consistent terminology would improve legal clarity and help preserve the
autonomous meaning of ‘subject matter’ within Article 7(1)(c) EUTMR.

While Article 7(1)(b) and (c) EUTMR may apply to the same mark at the same
time, the legal criteria governing the two provisions are not identical. In particular,
the assessment under Article 7(1)(c) EUTMR requires a stricter demonstration of
a sufficiently direct and specific link between the sign and the goods or services
(inter alia, Section 3.3.2). For this reason, decisions should contain separate and
clearly structured reasoning for each absolute ground, to avoid conflating the two
assessments or creating uncertainty as to the applicable legal test.

Copyright might have an impact on how a sign that identifies or refers to a work
or a name entitled to copyright protection is perceived by the relevant public but
it is not sufficient, on its own, to steer the assessment of distinctiveness towards
one outcome or the other.
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Annex |
List of cases reviewed

Court of Justice and General Court

23/10/2003, C-191/01 P, Doublemint, EU:C:2003:579
10/03/2011, C-51/10 P, 1000, EU:C:2011:139
14/03/2011, C-369/10 P, MEMORY, EU:C:2011:148

05/12/2000, T-32/00, ELECTRONICA, EU:T:2000:283

21/01/2009, T-296/07, PharmaCheck, EU:T:2009:12

30/06/2009, T-435/05, DR. NO / DR. NO, EU:T:2009:226

06/02/2013, T-412/11, TRANSCENDENTAL MEDITATION, EU:T:2013:62
06/02/2013, T-426/11, MEDITATION TRANSCENDANTALE, EU:T:2013:63
07/11/2014, T-567/12, KAATSU, EU:T:2014:937

23/09/2015, T-633/13, INFOSECURITY, EU:T:2015:674

18/10/2016, T-56/15, BRAUWELT, EU:T:2016:618

25/01/2018, T-866/16, billiger-mietwagen.de, EU:T:2018:32

26/06/2019, T-117/18, 200 PANORAMICZNYCH, EU:T:2019:447
03/10/2019, T-686/18, LEGALCAREERS (fig.), EU:T:2019:722

10/02/2021, T-153/20, Lightyoga, EU:T:2021:70

23/02/2022, T-806/19, Andorra (fig.), EU:T:2022:87

07/06/2023, T-735/21, DEVICE OF A STYLISED DEPICTION OF A BLACK BAT INSIDE A
WHITE OVAL FRAME (fig.), EU:T:2023:304

12/06/2024, T-130/23, FOOTWARE, EU:T:2024:373

12/03/2025, T-307/24, SHORTS, EU:T:2025:247

Boards of Appeal

15/12/2022, R 1238/2019-G, Iceland
19/12/2025, R 2248/2019-G, GEORGE ORWELL (pending before the GC under T-137/26)

27/05/2026, R 1719/2019-G, Animal Farm & R 1922/2019-G, 1984

15/06/2006, R 1456/2005-2, PARIS musées (fig.)
14/03/2008, R 670/2005-2, Fruhlingsfest der Volksmusik

30/06/2008, R 1467/2005-1, GERMANY 2006
23/10/2009, R 775/2009-1, DDR Museum

05/09/2014, R 2566/2013-1, FUSION FESTIVAL
02/02/2015, R 881/2014-5, Der kleine Hey
24/03/2015, R 2292/2014-4, JANIS JOPLIN
04/03/2015, R 1856/2013-2, PINOCCHIO
18/03/2015, R 118/2014-1, THE JUNGLE BOOK
31/08/2015, R 2401/2014-4, Le journal d'Anne Frank
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28/10/2016, R 2318/2015-5, TARRAGONA 2017
14/07/2017, R 2196/2016-2, MUSEU GAUDI

14/07/2017, R 2197/2016-2, MUSEU ANTONI GAUDI

14/09/2017, R 572/2017-2, WELSH RUGBY
22/03/2018, R 1753/2017-4, Bl-Bot

22/03/2018, R 1297/2016-2, WINNETOU
15/05/2018, R 2382/2017-2, SIBELIUS
30/03/2020, R 4/2020-1, Bubble shooter (fig.)
24/04/2020, R 2485/2019-1, St Andrews
04/09/2020, R 579/2020-2, Ocean plastic
05/10/2020, R 1270/2020-1, Treasure Hunter
16/04/2021, R 75/2021-5, the Pathologist (fig.)
26/08/2021, R 304/2021-5, Birmingham 2022
24/09/2021, R 797/2021-5, WINE AWARDS (fig.)
05/10/2023, R 355/2023-2, FANTOKENS.COM (fig.)
06/10/2023, R 354/2023-2, FANTOKENS.COM
01/12/2023, R 1078/2023-2, IASPIlus

08/02/2024, R 1401/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
08/02/2024, R 1402/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
08/02/2024, R 1403/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
08/02/2024, R 1405/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
08/02/2024, R 1406/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
08/02/2024, R 1408/2022-5, DEVICE OF A STYLIZED LAND VEHICLE (fig.)
11/06/2024, R 46/2024, OLIO

17/06/2024, R 1371/2023-1, CYBERPUNK

26/06/2024, R 294/2024-5, COLD WAR TWO
06/08/2024, R 643/2024-4, 9 BALLS

11/03/2025, R 1684/2024-5, Festival of Light
26/03/2025, R 2410/2024-1, Bitcoin SV

07/05/2025, R 2318/2024-2, Bittersweet Music Festival
08/05/2025, R 199/2025-2, CYBERGEEKS
13/05/2025, R 2310/2024-5, Face Yoga

16/05/2025, R 1639/2024-5, SPINAL FLOW
20/05/2025, R 2485/2024-2, Drug Discovery Al Factory
10/06/2025 R 1926/2024-5, SHORTSTV (fig.)
25/06/2025, R 18/2025-5, SHORTS (fig.)

23/06/2025, R 226/2025-5, SHORTSTYV (fig.)

24/09/2025, R 893/2025-5, Connected Cars
30/09/2025, R 900/2025-2, Samurai Project

31/10/2025, R 951/2025-2, Al WEEK Atrtificial Intelligence Week

11/11/2025, R 805/2025-1, THE ART NEWSPAPER

26/11/2025, R 1221/2025-4, sportingbet (fig.) (pending before the GC under T-58/26)
10/12/2025, R 1530/2025-2, KILIMCHE (fig.)

15/12/2025, R 1809/2025-2, ACQUA DI SIRMIONE
15/12/2025, R 1876/2025-2, TERME DI SIRMIONE
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18/12/2025, R 1588/2025-5, Firkultur

13/02/2026, R 1437/2025-1, LEGALTECH

19/02/2026, R 1692/2025-2, Polska Ksiega Rodowodowa
19/02/2026, R 1694/2025-2, Zwigzek Kynologiczny w Polsce
11/03/2026, R 1922/2025-1, STEELRENT

20/03/2026, R 25/2026-1, Baccarat Deluxe
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Class 9: Software and content carriers

Annex Il
List of recurrent goods and services

Contested mark Goods Reasoning
Kaatsu (°2) - Pre-recorded videotapes, The mark applied for relates to an exercise
T-567/12 compact discs (CDs), laser method or technique that induces muscle

discs (LDs), digital versatile
discs (DVDs)
- Computer software

hypertrophy and increases muscle
strength, basically by applying a controlled
reduction of blood flow to the muscles
exercised by means of compressing the
vasculature proximal and related areas

(§ 33). This mark will therefore be
understood as containing direct information
as to the nature and subject-matter of the
goods and services referred to (§ 38).

Brauwelt (%) - Computer programs and
T-56/15 software
- Data carriers (recorded or
not)

The mark means ‘the world of brewing’,
and, as such, it is considered directly
descriptive of the subject-matter of
‘computer programs’ and ‘data carriers’ in
Class 9. In particular, and contrary to the
applicant’s assertions, when the mark
sought is affixed to ‘data carriers’, by its
nature it informs the relevant public
immediately of an essential characteristic
of those goods, namely their thematic
subject-matter (§ 61-62).

ST ANDREWS (%4) Media content
R 2485/2019-1

The town ‘ST ANDREWS'’ is famous for
well-known golf tournaments and golf has
been associated with it for hundreds of
years (§ 33). The mark applied for conveys
a clear and unambiguous message about
‘media content’ in Class 9 to the extent that
it is reasonable to assume that ‘ST
ANDREWS’ is the subject-matter of these
goods, as they provide information about
the town and the

world-famous golf facilities. By way of
example, the mark may indicate that media
content relates to a town in eastern
Scotland that is known world-wide for its
historic golf courses (§ 42).

(%2) 07/11/2014, T-567/12 Kaatsu, EU:T:2014:937.
(%) 18/10/2016, T-56/15 Brauwelt, EU:T:2016:618.
(%) 24/04/2020, R 2485/2019-1, ST ANDREWS.
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NATURE (%)

R 2755/2019-1 e.g. electronic

- Software (%)

- Content carriers, including

(downloadable) publications

The ‘content carriers’ to which the objection
applies can all be considered to be
repositories of information of some sort or
another. In this sense, none of them
exclude the possibility of storing,
presenting or otherwise containing material
that could relate to ‘nature’. In other words,
the mark ‘NATURE’ may be taken to
describe the information about these items
and not their commercial provider (§ 33).
‘Computer software’ does not exclude the
capacity to contain objectionable content,
or be used in a manner that is
objectionable under Article 7(1)(c) EUTMR.
For example, computer applications that
help to identify flora and fauna such as
plants, birds, butterflies — even the
constellations in the night sky — can all
rightly be called ‘nature apps’ (§ 34).

(")

R 2277/2017-1

- Downloadable publications
product - Audio visual recordings

- Pre-recorded CDs, DVDs
- Instructional and teaching
apparatus and instruments

‘Product focus’ will merely be understood
as a reference to a business model
focused on the products the business
commercialises, instead of on its
customers (§ 38-40).

With respect to the goods in Class 9, the
retail services associated with the sale of
these goods in Class 35, and the services
in Class 41 that relate to education, training
and personal development, the mark
applied for conveys the message that their
content or subject-matter is the strategy of
focusing on products (§ 42).

R 1270/2020-1 - Downloadable

internet and wireless
devices

Treasure hunter (%) | - Computer game software

electronic games via the

The relevant consumers will perceive the
sign as providing information that the goal,
theme and subject of computer and
electronic games in Class 9 and various
gaming entertainment services in Class 41
is to search for an object or objects with the
help of clues and indications, fight a way
through obstacles, finally obtaining the
desired prize or progress to the next level.
When the sign is affixed to a computer
gaming software or used in connection with
the gaming services, it will immediately
inform consumers about the kind of the

(%) 12/06/2020, R 2755/2019-1, NATURE.

(%) The mark was applied for a quite long list of goods in this Class — these are two categories grouping several
of those goods which were expressly mentioned in the decision (§ 30) as being objectionable on the ground of

the mark being descriptive of their subject-matter.
(7) 18/03/2019, R 2277/2017-1, product focus (fig.).
(°8) 05/10/2020, R 1270/2020-1, Treasure Hunter.
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games which form the subject matter of the
goods and services in question (§ 33).

= ag

SHODTER™ (99)
R 4/2020/1

- Computer game software
- Recorded computer
programmes

- Interactive software

- Downloadable
publications

The relevant consumer will have no
difficulty in understanding that the
expression refers to the goal, theme or
subject-matter of gaming software,
programs and publications designated by
the contested application. Such an
understanding is also corroborated by the
internet reference provided by the applicant
which describes the goal or purpose of the
game: ‘clear all bubbles from the board by
shooting them with other bubbles of the
same colour’ (§ 35).

suzzler .,

R 2408/2016-1

Pre-recorded media (e.g.
cartridges, CDs, DVDs)

‘PUZZLER’ means ‘a difficult question or
problem’ or ‘a person who solves puzzles
as a pastime’, according to the Oxford
English Dictionary (§ 24). When the sign is
used for various media ‘pre-recorded with
games and puzzles’ applied for, it
immediately informs consumers of the
content of these media (§ 29).

Class 16: Printed matter, instructional and teaching material

Contested mark

Goods

Reasoning

Electronica ('01)
T-32/00

Catalogues for electronic
component and assembly
trade fairs

The goods and services applied for all
relate to electronic components or
assemblies. Electronics is the basic subject
area or context to which those goods and
services relate. They are identifiable by
their relationship to that subject (§ 43).

Transcendental
Meditation (102)
T-412/11

Instructional and teaching
material (except apparatus)

(see section 3 above)

Kaatsu (193)
T-567/12

- Printed matter
- Instructional and teaching
material (except apparatus)

(see reasoning in table for Class 9 above,
which also applies to the goods in this
class)

Infosecurity (194)
T-633/13

- Printed matter
- Printed publications

The sign describes the subject-matter of all
the goods and services concerned, namely

(%) 30/03/2020, R 4/2020-1, Bubble SHOOTER (fig.).
(10) 02/06/2017, R 2408/2016-1, Puzzler (fig.).

(1°1) 05/12/2000, T-32/00, Electronica, EU:T:2000:283.
(192) 06/02/2013, T-412/11, Transcendental Meditation, EU:T:2013:62.
(19%) 07/11/2014, T-567/12 Kaatsu, EU:T:2014:937.
(104) 23/09/2015, T-633/13 Infosecurity, EU:T:2015:674.
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- Brochures, catalogues, the provision of information orally and in
guides, leaflets, advertising | writing in relation to information security.
and promotional materials The expression ‘infosecurity’ will

- Instructional and teaching | immediately inform the relevant public that
materials the goods and services concerned ‘are

aimed at the area of protecting information
from safety threats’ and, therefore, directly
describes their subject matter (§ 51).

Brauwelt (19%) - Brochures The subject-matter of the goods in Class 16
T-56/15 - Magazines may be brewing activity. Frequently the title
- Catalogues of a book, catalogue or brochure and the
- Books name of magazines refer to the thematic

content of those publications, and both
consumers and professionals will choose to
consult publications mainly on the basis of
their content or subject matter (§ 62).

LEGALCAREERS Printed matter In this regard, it should be noted that the
(fig.) (196) Board of Appeal correctly stated that, with
T-686/18 respect to the printed products in question

falling within Class 16 (...), the mark
applied for would be perceived by the
relevant public as an indication of the
content of these products and services.
Indeed, the relevant public will immediately
and without further thought perceive that
these products and services constitute
sources of information concerning
professions in the legal field. However,
there is no doubt that content is an
essential characteristic of these products
and services (...) and that, consequently,
any trademark which is perceived by the
relevant public as descriptive of the content
of these products and services is, at the
same time, perceived as descriptive of one
of their characteristics and therefore cannot
be registered (§ 29).

Beaches Jamaica - Printed matter In relation to the claimed goods in Class 16,
Bloody Bay (') - Souvenir catalogues which may be intended to convey a
R 1688/2019-2 - Travel and vacation particular conceptual content, the sign
magazines applied for may serve as an indication of
- Photographs the subject-matter and thus indicate the
- Posters substantive nature of such goods within the

meaning of Article 7(1)(c) EUTMR. In view
of its history and the ongoing significance

(19%) 18/10/2016, T-56/15 Brauwelt, EU:T:2016:618.
(19%) 03/10/2019, T-686/18, LEGALCAREERS, EU:T:2019:722.
(1°7) 30/06/2020, R 1688/2019-2, Beaches Jamaica Bloody Bay.
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as a tourist destination, Bloody Bay/Negril
is a suitable subject or motif for travel
information or guides and visual recordings,
and a sufficient part of the target public will
understand that connection. The sign
applied for can therefore easily identify the
subject matter of the relevant goods (§ 28).

ST ANDREWS (1%8) | Printed matter (see reasoning in table for Class 9 above,
R 2485/2019-1 which also applies to the goods in this
class)
NATURE (%) - Printed matter (see reasoning for ‘content carriers’ in table
R 2755/2019-1 - Photographs for Class 9 above, which also applies to the
- Teaching materials (1) goods in this class)
- Printed publications In respect to the goods in Class 16, the sign
- Books provides information about the subject-
- Magazines (periodicals) matter of the goods in question, as they can
‘94 \'-‘0 - Printed matter be used for the purpose of raising
() awareness or education (about dolphin
R 834/2020-1 fatalities which occur when fishing for tuna).

The same reasoning applies to the services
for which protection is sought in Class 41

(§ 27).
puzzler - Printed publications (see meaning of the sign in English in table
s (") | - Printed matter for Class 9 above).
R 2408/2016-1 - Books When the sign ‘PUZZLER’ is used for
- Instructional and teaching ‘printed publications containing puzzles’
materials. (and for the wider categories which may

contain such goods) applied for in Class 16,
it immediately informs consumers of the
content of these publications (§ 30).

Class 28: Board games, toys

Contested mark | Goods Reasoning

Memory (113) Board games Board games include memory games, in

C-369/10 P which the key element for success at
memory games is that the participants use

(108) 24/04/2020, R 2485/2019-1, ST ANDREWS.

(1°%) 12/06/2020, R 2755/2019-1, NATURE.

(9 The mark was applied for a quite long list of goods in this Class — these are categories grouping several of
those goods which were expressly mentioned in the decision (§ 30) as being objectionable on the ground of the
mark being descriptive of their subject-matter.

(1) 21/09/2020, R 834/2020-1, SAFE (fig.).

(112) 02/06/2017, R 2408/2016-1, Puzzler (fig.).

(113) 14/03/2011, C-369/10 P, Memory, EU:C:2011:148.
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and develop their memory well. It is
reasonable to believe that the word
‘memory’, which relates to the human skill of
memorisation, will actually be recognised by
the relevant class of persons as a description
of one of the characteristics of the games for
which the mark was registered (§ 56-58).

Pinocchio ('4)
R 1856/2013-2

Different types of toy figures

The trade mark is incapable of performing a
distinctive role in relation to these goods in
Class 28 since consumers will simply think
that these goods refer to the story of
‘PINOCCHIO’, this being the only meaning of
the term concerned. The subject matter of
these goods is clearly the title and also the
fictional character from a well-known children
book (§ 28).

Winnetou (%)
R 1297/2016-2

-Different types of games
-Different types of toys

In connection with games and toys in

Class 28, ‘WINNETOU’ involves games or
toys whose theme is the world of Native
Americans within the Wild West genre (§ 50).
This term describes the theme, content or
essential characteristic of part of the goods
applied for in Class 28 (§ 49).

Class 35: Trade fairs, information and advisory services

Contested mark

Services

Reasoning

Electronica (%)
T-32/00

Organising electronic
component and assembly
trade fairs

(see reasoning in table for Class 9 above, which
also applies to the services in this Class)

Infosecurity (1'7)

Organisation, arranging

(see reasoning in table for Class 16 above,

T-633/13 and conducting of which also applies to the services in this class)
exhibitions, trade shows
and expositions for
business purposes
LEGALCAREERS Information services In this regard, it should be noted that the Board
(fig.) (''8) provided through of Appeal correctly stated that, with respect to
T-686/18 databases the information services provided by means of

databases in question falling within Class 35
(-..), the mark applied for would be perceived by
the relevant public as an indication of the
content of these products and services. Indeed,

(114) 25/02/2015, R 1856/2013-2, Pinocchio.
(%) 22/03/2018, R 1297/2016-2, Winnetou.
(116) 05/12/2000, T-32/00, Electronica, EU:T:2000:283.
(117) 23/09/2015, T-633/13 Infosecurity, EU:T:2015:674.
(118) 03/10/2019, T-686/18, LEGALCAREERS, EU:T:2019:722.
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the relevant public will immediately and without
further thought perceive that these products and
services constitute sources of information
concerning professions in the legal field.
However, there is no doubt that content is an
essential characteristic of these products and
services, within the meaning of the case-law
cited in point 28 above, and that, consequently,
any trade mark which is perceived by the
relevant public as descriptive of the content of
these products and services is, at the same
time, perceived as descriptive of one of their
characteristics and therefore cannot be
registered. (§ 29)

[ Games )
R 2632/2019-2

organising trade shows
and trade fairs for
commercial and
advertising purposes

Conducting, arranging and

The subject-matter of a trade show or a trade
fair may serve in trade to designate relevant
characteristics of these services. The subject-
matter represents the central feature of a trade
show or trade fair in terms of the objects on
display, the tailoring of the program, the setting
of the event and the audience addressed. The
indication ‘i Games’ being a meaningful subject-
matter information, therefore, describes to what
type of trade shows and trade fairs the services
offered relate (§ 26).

Asymmetric
security ('2)
R 736/2018-5

- Information and cyber
security services

- Promotion of best
practices

relating to security

- Provision of validation

for security

and operational standards

The mark is descriptive of the subject-matter of
the services concerned. This applies to the
contested services in Classes 41 and 42. All of
these services, according to their descriptions,
explicitly relate to (computers, cyber, etc.)
security. At least the relevant professional will
understand the mark applied for ‘ASYMMETRIC
SECURITY” in relation to these services as
referring to those services providing or being
related to ‘asymmetric encryption security’ or
‘security provided by asymmetric encryption’

(§ 20).

Class 41: Education, training, entertainment, publishing services

Contested mark Services Reasoning
Trascendental - Education (see section 3 above)
Meditation (') - Providing of training

T-412/11 - Entertainment

(119) 14/04/2020, R 2632/2019-2, iGames (fig.).
(129) 27/08/2018, R 736/2018-5, Asymmetric Security.

(121) 06/02/2013, T-412/11, Transcendental Meditation, EU:T:2013:62.
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Kaatsu ('%?)
T-567/12

- Education

- Providing of training
- Entertainment

- Sporting and cultural
activities

(see reasoning in table for Class 9 above, which
also applies to the services in this Class)

Care to Care ('%)
T-68/13

- Educational services,
including caregivers and
patient’s relatives support
program relating to
Alzheimer’s disease

The Board considered that the mark applied for
constituted a banal expression referring to the
subject-matter of the services in question, to the
progressive change from one type of care to
another or to the education of the public on that
change, and this reasoning was upheld by the
GC (§ 21, 29).

Infosecurity (24)
T-633/13

- Organisation, arranging
and conducting of
exhibitions, conferences,
conventions, seminars,
workshops, expositions
and events

- Publishing of magazines
and news magazines by
electronic means

- Publication, in electronic
or non-electronic format, of
texts, books, reviews and
magazines

(see reasoning in table for Class 16 above,
which also applies to the services in this class)
As regards publishing services, in particular, the
GC held that it is clear that, in connection with
these services, the mark applied for immediately
indicates to the relevant public their content or
subject-matter of the publications, namely
information security (§ 53).

Scatter Slots (129)
T-704/16

Betting services; casinos;
electronic games services
provided by means of the
internet

The word ‘scatter’ may be understood, in view of
the services in question, as a reference to a
‘scatter symbol’, which is a category of symbols
which are used in various slot-machine type
games and indicate rewards, act as a multiplier
or activate bonus features (§ 34). The word
‘slots’ is an English word which, in the context of
the services in question, can be defined as an
abbreviation of the expression ‘slot machines’

(§ 38). It must therefore be held that the mark
applied describes the actual subject-matter of
the services covered by that mark, namely
services connected with gambling machines
characterised by the ‘scatter’ function (§ 47).

LEGALCAREERS
(fig.) ("*°)
T-686/18

Online publishing services

In this regard, it should be noted that the Board
of Appeal correctly stated that, with respect to
the online publishing services in question falling
within Class 41, the mark applied for would be
perceived by the relevant public as an indication

(1?2) 07/11/2014, T-567/12 Kaatsu, EU:T:2014:937.

(12%) 23/01/2014, T-68/13 Care to care, EU:T:2014:29.
(24) 23/09/2015, T-633/13 Infosecurity, EU:T:2015:674.
(?%) 17/10/2017, T-704/16 Scatter slots, EU:T:2017:728.
(126) 03/10/2019, T-686/18, LEGALCAREERS, EU:T:2019:722.
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of the content of these products and services.
Indeed, the relevant public will immediately and
without further thought perceive that these
products and services constitute sources of
information concerning professions in the legal
field. However, there is no doubt that content is
an essential characteristic of these products and
services, within the meaning of the case-law
cited in point 28 above, and that, consequently,
any trademark which is perceived by the
relevant public as descriptive of the content of
these products and services is, at the same
time, perceived as descriptive of one of their
characteristics and therefore cannot be
registered (§ 29).

NATURE (%)
R 2755/2019-1

- Education and training
- Entertainment
- Publishing services (128)

(see reasoning for ‘content carriers’ in table for
Class 9 above, which also applies to the
services in this class)

As regards publishing services, in particular, the
Board held that, to talk about a ‘nature’
publication or publisher immediately indicates
the subject-matter of the service on offer. The
definition above is synonymous with the phrase
‘the natural world’ (in contrast to that created by
humans) and will be taken to be such by the
average consumer (§ 35).

Trading.com (')
R 853/2019-2

- Educational and training
services

- News and information
services

Both educational and training services and news
and information services can have as their
subject the topic ‘trading’. Therefore, the first
element ‘TRADING’ is descriptive of these
services. It describes their subject-matter. The
second element *.COM’ describes the form in
which the services are offered, namely over the
internet (§ 27-28).

product

(130)

R 2277/2017-1

Services related to
education, training and
personal development

(see reasoning in table for Class 9 above, which
also applies to the services in this class)

Asymmetric
security (131)

R 736/2018-5

- Education, instructional
and training services in
relation to the

(see reasoning in table for Class 35 above,
which also applies to the services in this class)

(1?") 12/06/2020, R 2755/2019-1, NATURE.
('%®) The mark was applied for a quite long list of services in this Class — these are categories grouping several
of those services which were expressly mentioned in the decision (§ 30) as being objectionable on the ground of
the mark being descriptive of their subject-matter.
(12°) 26/08/2019, R 853/2019-2, Trading.com.

(139) 18/03/2019, R 2277/2017-1, product focus (fig.).
(131) 27/08/2018, R 736/2018-5, Asymmetric Security.
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management of and best
practices of security

- Organisation and
facilitation of conferences,
seminars, workshops,
symposiums and
educational meetings
relating to security

Treasure
hunter (132)
R 1270/2020-1

- Entertainment services,
namely, providing online
computer games

(see reasoning in table for Class 9 above, which
also applies to the services in this class)

SAF<

(133)
R 834/2020-1

- Educational services

- Training

- Providing online non-
downloadable publications

(see reasoning in table for Class 16 above,
which also applies to the services in this class)

Continuum
movement (134)
R 1742/2017-2

- Arranging and
conducting conferences,
seminars and workshops
- Educational and training
services relating to
healthcare

- Arranging and
conducting of classes

- Physical education
services

As the dictionary extract makes plain, it is clear
that the mark, coined by Emilie Conrad in the
1960’s denotes a system of therapies, exercises
and healthcare philosophy, which combines
movement, spiritual exercises and mindfulness
(§ 19). From the point of view of the average
consumer, the expression ‘CONTINUUM
MOVEMENT’ gives a description of the activity
that is the subject-matter of the services at
issue, even if part of the public does not know
exactly what the mark might mean (§ 24).

R 2408/2016-1

suzzier ..

- Entertainment
- Education
- Cultural services

(see meaning of the sign in English in table for
Class 9 above)

When the sign is used for the services
‘demonstrations of puzzles, games and
crosswords for educational, cultural and
entertainment purposes’, ‘internet games and
puzzles’ and for the various wider categories of
entertainment, education cultural services which
may include such services, applied for in

Class 41, it immediately informs consumers of
the subject-matter of the services (§ 32).

Face Yoga (1%%)
R 2310/2024-5

- Entertainment

The sign conveys, directly and without further
interpretation, what the audience can expect
from the service. For example, the English-

(132) 05/10/2020, R 1270/2020-1, Treasure Hunter.

(13%) 21/09/2020, R 834/2020-1, SAFE (fig.).

(13%) 19/12/2017, R 1742/2017-2, Continuum Movement.
(15) 02/06/2017, R 2408/2016-1, Puzzler (fig.).

(136) 13/05/2025, R 2310/2024-5, Face Yoga.
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speaking public looking for beauty, relaxation, or
wellness-themed entertainment would
reasonably expect ‘Face Yoga’ content to
include demonstrative or interactive segments
involving such exercises. The sign therefore
serves not as a trade mark indicating
commercial origin, but rather as a functional
description of the content being offered,
influencing consumer choice based solely on
subject matter (§ 47)

Class 42: Research, design and development, other technical and technological

services

Contested mark

Services

Reasoning

CLNP (%)
R 986/2019-1

- Testing, analysis, and
evaluation of the
knowledge, skills and
abilities of others in the
field of computer
infrastructure to determine
conformity with
accreditation or
certification standards

In the context of the knowledge, skills and
abilities of others in the field of computer
infrastructure with a view to accreditation or
certification, the attentive public will
understand that CLNP accreditation or
certification deals with, as the subject-matter,
the set of rules governing the exchange of
data over a connectionless network such as
the internet, namely the ‘Connectionless
Network Protocol’. No mental effort will be
required on their part to discern this
meaning. The mark applied for immediately
and unequivocally informs the relevant public
of an essential characteristic of the services
marketed by the applicant (§ 35-36).

SCANTECH (38)
R 2835/2019-2

- Scientific research
- Development of
computers

- Design of computer
software

- Studies of technical
projects

- Technological advisory
services

- Technical research
services

‘SCANTECH’ will be immediately perceived
by the English-speaking consumer as a mere
combination of ‘scan’ and ‘technology’, in the
sense of scanning technology (used by a
researcher, a technology that makes it
possible to carefully examine all parts of
something to detect a characteristic’) or
scanning technology (scanners) (§ 27).
Applied to the services in question in

Class 42, the sign ‘SCANTECH’ will be
perceived as describing the subject-matter of
those research and development services

(§ 31).

Asymmetric
security (%)
R 736/2018-5

- Provision of online
databases and web pages
relating to security

(see reasoning in table for Class 35 above,
which also applies to the services in this
class)

(137) 05/11/2019, R 986/2019-1, CLNP.
(38) 09/07/2020, R 2835/2019-2, SCANTECH.
(139) 27/08/2018, R 736/2018-5, Asymmetric Security.
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- Provision of online
software applications for
security

- Technical consulting in
the field of software
development

VIP Glass ('40)
R 2662/2019-1

- Development and design
of bottles (in particular in
glass), containers and
packaging made of glass
-Industrial analysis and
research services
-Consultancy relating to
engineering and
technology for the
manufacture of packaging
made of glass

The meaning of the term ‘VIP’ is clear per se
and the word that comes after this term is the
noun ‘Glass’, which simply designates the
subject-matter of the goods and the services.
Therefore, the expression ‘VIP Glass’
conveys a clear message, as the examiner
stated in his communication: premium quality
glass (§ 19).

suzzler .,

R 2408/2016-1

- Software design,
development, consultation,
installation, maintenance

(see meaning of the sign in English in table
for Class 9 above)

When the sign is used for the various
software-related services (software design,
development, maintenance, etc.), applied for
in Class 42, which may obviously be
provided with respect to software for games
and puzzles, the sign immediately informs
consumers of the purpose or the subject-
matter of these services (§ 31).

Class 45 — Online databases

Contested mark

Services

Reasoning

LEGALCAREERS

(fig.) ("*2)
T-686/18

Provision of legal
information via web pages
and online databases

In this regard, it should be noted that the
Board of Appeal correctly stated that, with
respect to the database services in question
falling within Class 45, the mark applied for
would be perceived by the relevant public as
an indication of the content of these products
and services. Indeed, the relevant public will
immediately and without further thought
perceive that these products and services
constitute sources of information concerning
professions in the legal field. However, there

(149) 09/04/2020, R 2662/2019-1, VIP Glass.
(141) 02/06/2017, R 2408/2016-1, Puzzler (fig.).
(142) 03/10/2019, T-686/18, LEGALCAREERS, EU:T:2019:722.
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is no doubt that content is an essential
characteristic of these products and services,
within the meaning of the case-law cited in
point 28 above, and that, consequently, any
trademark which is perceived by the relevant
public as descriptive of the content of these
products and services is, at the same time,
perceived as descriptive of one of their
characteristics and therefore cannot be
registered (§ 29).
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