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Preface
The Operations Area of the Boards of Appeal prepares this OVERVIEW OF GC/CJ CASE-LAW.

It contains a systematic compilation of the most important key points of judgments and of orders
rendered by the General Court and the Court of Justice of the European Union as from 1 of
January 2019 on actions brought against decisions taken by the Office’s Boards of Appeal in trade
mark and design matters. The overview also contains key points of judgments rendered by the
Court of Justice in preliminary rulings on IP rights and their enforcement. The key points consist
of new or infrequent statements or statements that, while not new, are relevant in confirming
established case-law.

Please note that the key points do not necessarily reproduce the exact wording of the judgments
or orders. Each key point is preceded by indicators to allow the user to quickly identify the case-
law of interest and the relevant issues.

The hyperlinks in the case reference lead to the Office’s eSearch Case Law database, giving the
user easy access to the full text of the judgment or order, together with any available translations
of them, a summary of the case, and also further relevant information and documents (e.g. first
instance and BoA decisions) and a link to the InfoCuria Database of the Court of Justice of the
European Union.

This compilation will be constantly updated with the corresponding key points of future judgments
and orders, allowing users to search quickly and easily the most recent case-law.

List of abbreviations

BoA: Board of Appeal

CD: Cancellation Division

CJ: Court of Justice of the European Union

GC: General Court of the European Union

GIl: Geographical Indications

IR: International Registration

LOC: Likelihood of confusion

OD: Opposition Division

RPCJ: Rules of Procedure of the Court of Justice
RPGC: Rules of Procedure of the General Court
Statute: Statute of the Court of Justice of the European Union
TFEU: Treaty on the Functioning of the European Union
WIPO: World Intellectual Property Organisation
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CHAPTER | - PROCEDURAL MATTERS

1 PROCEEDINGS BEFORE THE CJ
1.1  ADMISSIBILITY

1.1.1 Appeal allowed / not allowed to proceed [applicable as from 1 May 2019]

Article 58a(3) Statute — Article 170a(1) RPCJ

An appeal brought against a decision of the GC concerning a decision of the BoA is only allowed
to proceed, wholly or in part, where it raises an issue that is significant with respect to the unity,
consistency or development of EU law, Article 58a(3) Statute, Article 170a(1) RPCJ (8 2-4).

10/07/2019, C-359/19 P, MEBLO, EU:C:2019:591, § 2-4

Request that the appeal be allowed to proceed — Article 58a(3) Statute — Article 170a(1)
RPCJ

The appellant must annex to the appeal a request that the appeal be allowed to proceed (the
request), setting out the issue raised by the appeal that is significant with respect to the unity,
consistency or development of EU law and containing all the information necessary to enable the
CJ to rule on that request, Article 170a(1) RPCJ (8§ 4).

Itis for the appellant to demonstrate that the issues raised by its appeal are significant with respect
to the unity, consistency or development of EU law (§ 15-17).

The request must contain all the information necessary to enable the Court to give a ruling on
whether the appeal should be allowed to proceed and to specify, where the appeal is allowed to
proceed in part, the pleas in law or parts of the appeal to which the response must relate (§ 16).

The request must set out clearly and in detail the grounds on which the appeal is based, identify
with equal clarity and detail the issue of law raised by each ground of appeal, specify whether that
issue is significant with respect to the unity, consistency or development of EU law and set out
the specific reasons why that issue is significant according to that criterion. As regards, in
particular, the grounds of appeal, the request must specify the provision of EU law or the case-
law that has been infringed by the judgment under appeal, explain succinctly the nature of the
error of law allegedly committed by the GC, and indicate to what extent that error had an effect
on the outcome of the judgment under appeal. Where the error of law relied on results from an
infringement of case-law, the request that the appeal be allowed to proceed must explain, in a
succinct but clear and precise manner, first, where the alleged contradiction lies, by identifying
the paragraphs of the judgment or order under appeal that the appellant is calling into question,
as well as those of the ruling of the CJ or the GC alleged to have been infringed, and, secondly,
the concrete reasons why such a contradiction raises an issue that is significant with respect to
the unity, consistency or development of EU law (§ 17).

24/10/2019, C-614/19P, Personenkraftwagen / Kraftwagen et al., EU:C:2019:904, § 4, 15-17

Article 58a(3) Statute — Article 170b RPCJ - Request demonstrating that an issue is
significant with respect to the unity, consistency or development of EU law — Appeal
allowed to proceed

In accordance with the burden of proof which lies with an appellant requesting that an appeal be
allowed to proceed, the appellant must demonstrate that, independently of the issues of law
invoked in its appeal, the appeal raises one or more issues that are significant with respect to the
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unity, consistency or development of EU law, the scope of that criterion going beyond the
judgment under appeal and, ultimately, its appeal (04/05/2021, C-26/21P, Juvederm ultra,
EU:C:2021:355, 8§ 16) (8 27).

In order to demonstrate that that is the case, it is necessary to establish both the existence and
significance of such issues by means of concrete evidence specific to the particular case, and not
simply arguments of a general nature (04/05/2021, C-26/21P, Juvederm ultra, EU:C:2021:355,
§ 20) (8§ 28).

In the present case the appellant, apart from identifying the issue, namely the question whether
a possible legislative lacuna in an act of EU law (Article 41 CDR) can be made good by the direct
application of a provision of international law which does not satisfy the conditions required by the
case-law of the Court of Justice in order to have direct effect (Article 4 Paris Convention) (8§ 23-
25) having effect on the outcome of the judgment under appeal (8§ 26), demonstrates to the
requisite legal standard that the appeal raises an issue that is significant with respect to the unity,
consistency and development of EU law (§ 31-34).

In that regard, the appellant points out that the point of law raised by its appeal goes beyond the
scope of that appeal in that the allegedly erroneous interpretation of Article 41(1) CDR will have
repercussions on the admissibility of priority claims for Community designs and on the
assessment of the novelty of a Community design (8 31). It states that its appeal also goes beyond
the context of the law applicable to Community designs in that the principle established by the
judgment under appeal is liable to determine the system of priority claims applicable to other types
of intellectual property rights. It provides concrete examples of the consequences that the
judgment under appeal could have for patent applicants and points to the risk of legal uncertainty
and lack of reciprocity in certain third countries resulting from the recognition of a 12-month priority
period for Community designs where the priority claim is based on a patent application (8§ 32).
Last, the appellant highlights the systemic consequences, affecting the unity, consistency and
development of EU law, of recognising that Article 4 of the Paris Convention has direct effect in
that, first, the interpretation of that article by the EU judicature would be imposed on the EU
legislature and the Member States of the EU and, second, such recognition would run counter to
the objectives of the Paris Convention and the Agreement on Trade-Related Aspects of
Intellectual Property Rights, contained in Annex 1C to the Marrakesh Agreement establishing the
World Trade Organization (WTO) (8 33).

10/12/2021, C-382/21 P, Turn- oder Sportgerate und -artikel, EU:C:2021:1050, § 27-28, 31-34

Appeal not allowed to proceed

A general claim that the GC applied its own case-law or that of the CJ incorrectly is not, in itself,
sufficient to establish, in accordance with the burden of proof which lies with the person requesting
that an appeal be allowed to proceed, that that appeal raises an issue that is significant with
respect to the unity, consistency and development of EU law (§ 18).

The fact that an issue of law has not been examined by the Court does not mean that that issue
is necessarily one of significance with respect to the development of EU law. The appellant is still
required to demonstrate that significance by providing detailed information regarding not only the
novelty of that issue but also the reasons why the issue is significant in relation to such
development (§ 21).

06/04/2022, C-19/22 P, Labels, EU:C:2022:262, § 18, 21
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1.1.2 Admissibility of the appeal
1.1.2.1 Locus standi, interest in bringing proceedings

Appeal against GC judgment dismissing action brought against revocation decision —
Interest in bringing an appeal — Admissibility

An appellant’s interest in bringing appeal proceedings presupposes that the appeal must be likely,
if successful, to procure an advantage for it (8 16). The BoA decision, which was subsequently
revoked by the contested decision, was favourable to the appellant [proprietor] insofar as the
appeal lodged by the invalidity applicant against the CD’s decision, which was patrtially favourable
in itself to the proprietor, was rejected. If the present appeal were allowed and the judgment under
appeal annulled, the BoA’s decision would remain in force, so that the appeal would procure an
advantage to the appellant [proprietor], since the latter would continue to benefit from the
protection for the word mark Repower for certain goods and services (§ 17-18). This cannot be
called into question by the argument that this advantage would only be temporary, because the
GC implicitly stated in the judgment under appeal that it would have to annul the BoA’s decision
which contains an inadequate statement of reasons (§ 19).

31/10/2019, C-281/18 P, REPOWER, EU:C:2019:916, § 16-19

1.1.2.2 Form, time limit, means of communication

Calculation of the time limit to bring an appeal — Extension on account of distance

In accordance with Article 56 of the Statute, the time limit for bringing an appeal is two months
from the date of notification of the decision to be appealed. That time limit is to be extended on
account of distance by a single period of 10 days, Article 51 RPCJ (8 22).

The single period of extension on account of distance is not to be considered to be distinct from
the period for bringing an appeal referred to in Article 56 of the Statute, but rather as an integral
part of that period which it extends by a fixed period of time. The period expires at the end of the
day that, in the last month in which the period ends, bears the same number as the day from
when the time limit started, that is to say the day of natification, and then to which is added a
single period of 10 days on account of distance (11/06/2020, C-575/19 P, GMPO v Commission,
EU:C:2020:448, § 30) (8 25).

Consequently, Article 49(2) RPCJ, which states that ‘if the time limit would otherwise end on a
Saturday, Sunday or an official holiday, it shall be extended until the end of the first subsequent
working day’, applies only to the end of the period of two months plus 10 days (8§ 26).

03/09/2020, C-174/20 P, ViruProtect, EU:C:2020:651, § 22, 25-26

Inadmissibility of an appeal relating to costs — Article 58 Statute

‘No appeal shall lie regarding only the amount of the costs or the party ordered to pay them’
(Article 58 Statute). Where all grounds of an appeal are rejected, any form of order sought
concerning the alleged unlawfulness of the GC’s decision on costs is rejected as inadmissible
(Order of 15/10/2012, Internationaler Hilfsfonds v Commission, C-554/11 P, EU:C:2012:629,
§ 38, 39) (8 100).

29/07/2019, C-124/18P, Blue and Silver (COLOUR MARK), EU:C:2019:641, § 100
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1.1.3 Admissibility of the pleas
1.1.3.1 Distinction between points of law and matters of fact
e Points of law

Methodological error in the assessment — Failure to take all relevant factors into account

The existence of a LOC on the part of the public must be assessed globally, taking into account
all the factors relevant to the circumstances of the case. Whereas the evaluation of those factors
is an issue of fact that cannot be reviewed by the Court, failure to take all the relevant factors into
account constitutes an error of law and may, as such, be raised before the Court in the context of
an appeal (16/06/2011, C-317/10 P, Uniweb, EU:C:2011:405, §45) (§813). An alleged
methodological error in the assessment of the possible existence of a LOC, in that the GC failed
to take account, in its examination of the similarity between the signs, of the name in normal script
of the mark applied for, as set out in the European Union Trade Marks Bulletin, constitutes an
error of law (8 13).

04/07/2019, C-99/18 P, El (fig. / fly.de (fig.), EU:C:2019:565, § 13

Misinterpretation of Article 95(1) EUTMR — Rejection as inadmissible of a plea raised for
the first time before the GC concerning alleged weak distinctive character of the earlier
mark

The allegation that the GC misinterpreted and misapplied Article 76(1) CTMR [now Article 95(1)
EUTMR] by declaring the appellant’s argument concerning the weak distinctive character of the
earlier mark inadmissible on the ground that that argument had been put forward before it for the
first time, is a question of law which may be subject to review on appeal (8 26).

18/06/2020, C-702/18 P, PRIMART Marek tukasiewicz (fig.) / PRIMAet al., EU:C:2020:489, § 26.

Criteria for assessment of existence of genuine use — Methodology and criteria for
assessment of conceptual similarity

The criteria in respect of which the GC must assess the existence of genuine use of a trade mark
for the goods or services for which it is registered, or part of those goods or services, within the
meaning of Article 42(2) CTMR [now Article 47(2) EUTMR], as well as the methodology and
criteria within the assessment of the conceptual similarity of the signs, are questions of law which
can be subject to review by the CJ on appeal (12/12/2019, C-143/19 P, EIN KREIS MIT ZWEI
PFEILEN (fig.), EU:C:2019:1076, § 51) (§ 29, 74).

16/07/2020, C-714/18 P, tigha / TAIGA, EU:C:2019:1139, § 29, 74

e Matters of fact

Well-known facts

The GC'’s finding on whether or not facts on which the BoA based its decision are well known is
a factual assessment which, save where the facts or evidence are distorted, is not subject to
review by the CJ on appeal (8 69).

16/01/2019, C-162/17 P, LUBELSKA (FIG. MARK) / Lubeca, EU:C:2019:27, § 69

e Control of the legal qualification of the facts
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[No key points available yet.]

1.1.3.2 Distortion of facts

Distortion of certain facts

The GC has exclusive jurisdiction to assess the value of any items of evidence submitted to it,
unless there has been a distortion of the facts or evidence (19/10/2018, C-198/16 P,
Agriconsulting Europe v Commission, EU:C:2017:784, 8 69 and the case-law cited) (8 55).

16/09/2020, C-121/19 P, EDISON (fig.), EU:C:2020:714, § 55

Distortion of certain facts — No impact on the result

The CJ reveals numerous flaws in the GC’s judgment: some of the facts were distorted by the GC
in the judgment (§ 51-56); the GC did not justify its finding that the contested mark is similar to
the sign used by the invalidity applicant and that it could be confused with it (§ 59); the GC was
wrong to find that the proprietor intended to exploit the economic potential that could be mined
from the name of the invalidity applicant’s sign, because it is based on an unsubstantiated
assertion that the signs in question are similar (8§ 66). However, despite those flaws, the CJ
upholds the GC’s judgment, holding that the GC had highlighted certain objective circumstances
and, solely on the basis of these circumstances, it was entitled to find that the proprietor had acted
in bad faith (8§ 67-68).

13/11/2019, C-528/18 P, Outsource 2 India (fig.), EU:C:2019:961, 8§ 51-56, 59, 66-68

1.1.3.3 Pleas to be put forward expressly, intelligibly and coherently

[No key points available yet.]

1.1.3.4 Mere repetition of the arguments put forward before the GC

[No key points available yet.]

1.1.3.5 Inadmissibility of ‘new’ pleas and exceptions to the principle

[No key points available yet.]

1.1.3.6 Pleas raised for the first time in the reply or during the hearing

Belated plea — Inadmissibility

A plea of partial inadmissibility regarding a head of claim that it is raised only at the hearing is
inadmissible, and in any event, ineffective, when it could have been raised at the stage of the
reply (22/03/2018, T-581/16, Popotas v Ombudsman, EU:T:2018:169, § 66) (8 24-26).

30/06/2021, T-531/20, ROLEF (fig.) / Wolf et al., EU:T:2021:406, § 24-26

1.1.4 Cross-appeals

[No key points available yet.]
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1.2 REVIEW OF THE DECISIONS OF THE GC
1.2.1 Essential procedural requirements

[No key points available yet.]

1.2.2 Conditions for admissibility

Obligation to indicate the specific points of the GC judgment that are challenged

Pursuant to Article 169(2) ROPCJ, the appellant must precisely identify the specific points of the
GC judgment against which its pleas in law and legal arguments are directed (07/06/2018,
C-671/17 P, Gaki v Europol, EU:C:2018:416, § 36) (8 37).

16/09/2020, C-121/19 P, EDISON (fig.), EU:C:2020:714, § 37

1.2.3 Rights of the defence

[No key points available yet.]

1.2.4 Duty to state reasons

Scope of the GC’s duty to state reasons — Article 36 Statute — Article 53 Statute

The GC’s duty to state reasons under Article 36 and the first paragraph of Article 53 of the Statute
does not require the GC to provide an account that follows exhaustively and one by one all the
arguments put forward by the parties to the case. The reasoning may also be implicit, on condition
that it enables the persons concerned to understand the grounds of the GC’s judgment and
provides the CJ with sufficient information to exercise its powers of review on appeal (20/09/2016,
Mallis and Others v Commission and ECB, C-105/15 P to C-109/15 P, EU:C:2016:702, § 45)
(8 17).

04/07/2019, C-99/18 P, Fl (fig. / fly.de (fig.), EU:C:2019:565, § 17
16/01/2019, C-162/17 P, LUBELSKA (FIG. MARK) / Lubeca, EU:C:2019:27, § 79

Sufficient implicit reasoning — References to other EUTMs / identical national marks

The Court’s reasoning in rejecting the applicant’s references to earlier BoA or national decisions
may also be implicit, without infringing the Court’s obligation to state reasons (8§ 45).

03/09/2020, C-214/19 P, achtung ! (fig.), EU:C:2020:632, § 45

1.2.5 Obligation to respond to the heads of claim and pleas

[No key points available yet.]

1.3 STAY OF THE PROCEEDINGS

[No key points available yet.]
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1.4 DISCONTINUANCE AND NO NEED TO ADJUDICATE

[No key points available yet.]

1.5 REMITTAL/NON-REMITTAL FROM THE CJ TO THE GC

[No key points available yet.]

1.6 COSTS

[No key points available yet.]

1.7 OTHER QUESTIONS

Revision — Article 44 Statute — Article 159 RPCJ

Revision is not an appeal procedure, but an exceptional review procedure that allows the authority
of res judicata attaching to a final judgment or to an order to be called into question on the basis
of the findings of fact relied upon by the Court.

Revision presupposes the discovery of elements of a factual nature that existed before the
judgment or the order and that were unknown at that time to the Court that delivered the judgment
or the order as well as to the party applying for revision and that, had the Court been able to take
them into consideration, could have led it to a different determination of the proceedings (8 25).

08/05/2019, C-118/18 P REV bittorrent, EU:C:2019:396, § 25
16/01/2020, C-118/18 P-REV II, bittorent, EU:C:2020:11, § 28

Request to reopen the oral part of the procedure — Article 83 RPCJ

The RPCJ make no provision for submitting observations in response to the Advocate General's
Opinion. Disagreement with the Advocate General’s Opinion cannot therefore in itself constitute
grounds justifying the reopening of the oral procedure. The Court is not bound by the description
of the grounds of appeal and arguments, as set out in the Advocate General’'s Opinion. The
findings in that opinion do not constitute a new fact submitted by a party after the closure of the
oral part of the procedure within the meaning of Article 83 RPCJ (§ 37-38).

05/03/2020, C-766/18 P, BBOLOUMI (fig.) / HALLOUMI., EU:C:2020:170, § 37-38

2 PROCEEDINGS BEFORE THE GC
2.1  ADMISSIBILITY

2.1.1 Admissibility of the application
2.1.1.1 Locus standi, interest in bringing proceedings

Locus standi — Several applicants
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Where admissibility must be established for one and the same application lodged by a number of
applicants and the application is admissible in respect of one of them, there is no need to consider
whether the other applicants are entitled to bring proceedings (24/03/1993, CIRFS and Others v
Commission, C-313/90, EU:C:1993:111, § 31) (§ 17-19).

03/10/2019, T-533/18, WANDA FILMS / WANDA et al., EU:T:2019:727, § 17-19
03/10/2019, T-542/18, wanda films (fig.) / WANDA et al., EU:T:2019:728, 8§ 17-19

No locus standi — International registration designating the EU — No recording of the
change in ownership in the international register — Inadmissibility of the action

The admissibility of an action must be judged by reference to the situation prevailing when the
application was filed (8 20). Under Article 72(4) EUTMR, action against a BoA decision is open to
any party to proceedings before the BoA adversely affected by its decision (§ 21).

Where the change in ownership of an international registration designating the European Union
takes place after the BoA has adopted a decision, but before an action has been brought before
the GC, the new proprietor may bring an action before the GC without having to submit an
application for replacement and should be accepted as a party to the proceedings once it has
proven ownership of the registration invoked before the EUIPO (see, by analogy, 28/06/2005,
T-301/03, Canal Jean, EU:T:2005:254, 819, and 21/04/2010, T-361/08, Thai silk,
EU:T:2010:152, § 31) (8 24).

However, the date on which a change in ownership is recorded in the international register is only
relevant for establishing the admissibility of the action. According to the combined reading of
Article 20 EUTMR, in particular Article 20(11) EUTMR, on the one hand, and Article 199 EUTMR
on the other, the new proprietor may invoke the rights arising from the international registration
only after the recording of a change in ownership in the international register (§ 22).

16/01/2020, T-128/19; Sativa (fig.) / K KATIVA (fig.) et al. , EU:T:2020:3, § 21-22, 24

Interest in bringing the proceedings — Lenient interpretation of arguments and pleas in law
— Admissibility of the action

The BoA refused registration of the mark under two absolute grounds for refusal, Article 7(1)(b)
and Article 7(1)(c) EUTMR. Before the GC, the applicant explicitly challenged only one of them
(Article 7(1)(b) EUTMR). First, the interest in bringing the proceedings must be assessed based
on the subject matter of the action, and not based on the merits. Second, what matters is the
substantive content of the applicant’s arguments, not the formal titles of the pleas in law. The
applicant’s various arguments in the action may be interpreted as also criticising the assessments
of the BoA regarding descriptiveness under Article 7(1)(c) EUTMR (8 19, 25). The applicant has
a legitimate interest in seeking the annulment of the contested decision. The action is admissible
(8 16-26).

19/05/2021, T-535/20, TIER SHOP (fig.), EU:T:2021:283, § 16, 19, 25-26

Interestin bringing the proceedings — Invalidity of the contested mark following annulment
or alteration of the contested decision capable in itself to have legal consequences and to
procure an advantage to the applicant — Admissibility

An interest in having the contested act annulled requires that the annulment of that act must be
capable, in itself, of having legal consequences and that the action may therefore, through its
outcome, procure an advantage to the party which brought it (17/09/2015, C-33/14 P, Mory and
Others v Commission, EU:C:2015:609, § 55) (8 18).

According to Article 62(2) EUTMR, a trade mark which has been declared invalid is to be deemed
not to have had, from the outset, the effects specified in that regulation. It follows that the invalidity
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of the contested mark, which is liable to occur only following the annulment or alteration of the
contested decision, is capable of having legal consequences and the action is capable of
procuring an advantage to the applicant in respect of the period prior to the expiry of the
registration of the earlier design (8 18).

Consequently, neither the fact that the registration of the earlier design has expired, nor the fact
that the applicant cannot prohibit, by virtue of that design, the use of other marks registered after
the expiry of the registration of that design deprived the applicant of an interest in having the
contested decision annulled or altered (8 18). Therefore the action is admissible (8 19).

02/06/2021, T-169/19, DEVICE OF A POLO PLAYER (fig.) / DEVICE OF A POLO PLAYER (fig.) et al.,
EU:T:2021:318, § 18-19

Lack of interest in bringing the proceedings — Revocation of the earlier mark predating the
contested BoA decision — No need to adjudicate

The revocation of the earlier mark with effect from a date prior to that of the contested decision
taken by the BoA, although declared after the adoption of the contested decision, deprives the
invalidity proceedings of their very basis. Those proceedings having therefore become devoid of
purpose, the contested decision has been deprived of its purpose and does not take effect (§ 42).
Therefore, a judgment of the GC on the merits cannot bring any benefit to the appellant (§ 43),
irrespective of the possible claims to be made in infringement actions before national courts
(8 44-47).

20/07/2021, T-500/19, Coravin, EU:T:2021, § 42-47

Lack of interest in bringing proceedings — Action brought against an obsolete BoA
decision — Article 71(3) EUTMR

Where an invalidity application is withdrawn after the adoption of the BoA’s decision and before
the action was brought before the GC, within the two-month period for bringing an action before
the GC, the contested decision becomes obsolete and cannot take effect nor become final. The
EUTM proprietor does not have any interest in bringing proceedings since the annulment of an
obsolete decision cannot procure it any advantage (8 28-30).

23/05/2019, T-609/18, d:ternity / iTernity et al., EU:T:2019:366, § 28-30

No need to adjudicate — Opposition proceedings — Partial Invalidity of the earlier mark —
Effects on the proceedings before the BoA

The action before the GC becomes devoid of purpose where the earlier mark is partially declared
invalid with effect ex tunc (Article 62(2) EUTMR) and the contested decision is based exclusively
on the existence of that earlier right which has been declared invalid. The contested decision is
deemed not to have had effect from the outset, and cannot take effect in the future. The GC
therefore cannot rule on the legality of a decision, which is deprived of all legal effect. A fortiori,
the GC cannot annul that decision (14/02/2017, T-333/14, SportEyes / EYES SPORT EYE (fig.)
et al., EU:T:2017:108, § 22-26, 37-40). The applicant would not gain any advantage from the
annulment of the contested decision (8§ 41).

Where neither the OD nor the BoA examined whether there was a LOC between the opposing
signs in respect of the goods for which the earlier mark remains registered, the BoA is still called
upon to resolve the dispute in the appeal proceedings and to either examine the appeal itself or
to remit the case to the OD for examination of whether there is a LOC between the mark applied
for and the earlier mark, as it remains registered (8§ 42).

23/02/2021, T-587/19, MARIEN (fig.) / MARIN, EU:T:2021:107, § 37-42
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No challengeable act — Action brought against an intermediate measure — Inadmissibility

An action for annulment is, in principle, only available against a measure by which the institution
concerned definitively determines its position upon the conclusion of an administrative procedure.
An intermediate measure whose aim is to prepare the final decision cannot form the subject
matter of an action for annulment (13/10/2011, C-463/10 P and C-475/10 P Deutsche Post and
Germany v Commission, EU:C:2011:656, § 50) (§ 22).

The BoA'’s decision to suspend the proceedings before it pending a definitive decision of the GC
in a parallel case (and taken in accordance with the principles of legal certainty, procedural
economy and good administration, after balancing the interests of the parties to the dispute)
constitutes an intermediate measure, the purpose of which is to prepare for the final decision to
be adopted by the BoA. It is not intended to produce binding legal effects capable of affecting the
interests of the applicant before the GC, by bringing about a distinct change in its legal position,
insofar as it does not terminate the proceedings before the BoA and does not definitively
determine the position of the BoA as to the outcome of the appeal before it (05/09/2019,
C-162/19 P, INSPIRED BY ICELAND-ICELAND, EU:C:2019:686, § 5, 6) (8§ 25).

15/07/2020, T-838/19 to T-842/19, Fluid distribution equipment, EU:T:2020:343, § 22, 25

No challengeable act — Decision to refer an appeal case to the Grand Board of Appeal

A decision of the Presidium to refer an appeal case to the Grand Board cannot be challenged as
such, but only to the extent that this decision may affect the legality of the decision of the BoA,
given that actions for annulment according to Article 72(1) EUTMR can only be made against
decisions of the BoA (8 22-23).

01/09/2021, T-96/20, Limbic® Types, EU:T:2021:527, § 22-23

Challengeable act — Action against a BoA decision to remit the case to the OD -
Admissibility

While it is true that an action brought against a preparatory act is not admissible, since it is not
brought against an act which constitutes the final position taken by the administrative body at the
end of a procedure, the Courts of the EU have previously recognised the admissibility of actions
against acts which did not set out the final position of the administrative body but whose
implications for the persons to whom they were addressed justified them being regarded as more
than merely preparatory acts. Furthermore, Article 72 EUTMR, which provides that ‘actions may
be brought before the GC against decisions of the BoA in relation to appeals’, does not distinguish
between those decisions depending on whether or not they constitute the final position of the
EUIPO bodies (§ 44).

In the present case, the BoA had, in any event, given a final decision on certain aspects of the
dispute, binding in respect of those points that the OD was tasked with considering after its
remittal. Accordingly, the applicant had to be able to challenge the BoA'’s final conclusions, without
having to wait for proceedings to continue before the OD so that it could then bring an appeal
before the BoA and, if necessary, subsequently bring an action before the Court against the new
decision (8 45).

23/09/2020, T-421/18, MUSIKISS / KISS (fig.) et al., EU:T:2020:433, § 44-45

Article 50 TUE — Withdrawal of a Member State — Opposition based on earlier UK mark —
Interest in bringing proceedings

The fact that the earlier trade mark could lose the status of a trade mark registered in a Member
State after the filing of the application for registration of the EU trade mark against which a notice
of opposition has been filed on the basis of that earlier mark, in particular following the possible
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withdrawal of the Member State concerned from the European Union under Article 50 TEU,
without specific provision having been made in that respect in any agreement concluded under
Article 50(2) TEU, is therefore, in principle, irrelevant to the outcome of the opposition (8§ 19).

The existence of an interest in bringing proceedings before the GC against a decision of the BoA
allowing such an opposition based on such an earlier national mark — or upholding a decision of
the OD in that sense — is not, in principle, affected (see, by analogy, 08/10/2014, T-342/12, Star,
EU:T:2014:858, § 23-29) (8§ 19).

30/01/2020, T-598/18, BROWNIE / BROWNIE, Brownie (series mark); EU:T:2020:22, § 19

Withdrawal of the UK from the EU — Transition period — Opposition based on earlier UK
mark — Protection of trade marks registered in the UK

In the absence of any provisions to the contrary in the withdrawal agreement, the EUTMR
continues to be applicable to UK trade marks and, accordingly, until the end of the transition
period earlier marks registered in the UK continue to receive the same protection they would have
received had the UK not withdrawn from the EU (§ 33).

The existence of a relative ground for opposition must be assessed as at the time of filing of the
application for registration of an EUTM against which the opposition has been filed (30/01/2020,
T-598/18, BROWNIE / BROWNIE, Brownie (series mark), EU:T:2020:22, § 19) (§ 34).

The fact that the earlier trade mark could lose the status of a trade mark registered in a Member
State at a time after the filing of the application for registration of the EUTM (in particular following
the possible withdrawal of the Member State concerned from the EU) is in principle irrelevant to
the outcome of the opposition (30/01/2020, T-598/18, BROWNIE / BROWNIE, Brownie (series
mark), EU:T:2020:22, § 19) (8 35).

23/09/2020, T-421/18, MUSIKISS / KISS (fig.) et al., EU:T:2020:433, § 33-35
01/12/2021, T-467/20, ZARA | ZARA (fig.) et al., EU:T:2021:842, § 58-59

Withdrawal of the UK from the EU - Transition period — Opposition based on an earlier
non-registered UK mark — Subject matter of the action — Interest in bringing proceedings
— Admissibility

The withdrawal of the United Kingdom from the European Union has not rendered this dispute
devoid of purpose (8§ 16-23). The withdrawal agreement, which set out the arrangements for the
withdrawal of the United Kingdom from the EU, entered into force on 1 February 2020. It provided
for a transition period between 1 February and 31 December 2020, during which EU law
continued to be applicable in the United Kingdom (§ 16).

As regards the subject matter of the action and admissibility, the existence of a relative ground
for opposition must be assessed at the time that the Office gives a decision on the opposition at
the latest. The GC recently held that the earlier mark on which the opposition is based must be
valid not only at the time of the publication of the application for registration of the mark applied
for but also at the time that the Office gives a decision on the opposition (14/02/2019, T-162/18,
ALTUS (fig.) / ALTOS et al., EU:T:2019:87, § 41). There is contrasting case-law which states that,
in assessing whether a relative ground for opposition exists, it is appropriate to look only at the
time of filing of the application for an EUTM against which a notice of opposition has been filed
on the basis of an earlier trade mark (17/10/2018, T-8/17, GOLDEN BALLS / BALLON D'OR et
al., EU:T:2018:692, § 19; 30/01/2020, T-598/18, BROWNIE / BROWNIE, Brownie (series mark),
EU:T:2020:22, § 19; 23/09/2020, T-421/18, MUSIKISS / KISS et al., EU:T:2020:433, § 34).
According to this case-law, the fact that the earlier sign could lose the status of a non-registered
trade mark (or of another sign used in the course of trade of more than local significance) at a
later date, in particular following the possible withdrawal of the Member State in which the mark
enjoys protection is, in principle, irrelevant to the outcome of the opposition (see, by analogy,
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30/01/2020, T-598/18, BROWNIE / BROWNIE, Brownie (series mark), EU:T:2020:22, § 19)
(8 17).

In the present case, there is no need to decide that question. The applicant applied for registration
of the EUTM on 14 June 2017 at a time when the United Kingdom was a Member State of the
EU. The decision of the BoA was taken on 2 April 2020 during the transition period. Until the end
of that period, the earlier mark continued to receive the same level of protection that it would have
received had the United Kingdom not withdrawn from the EU (8 18).

Since the purpose of the action before the GC is to review the legality of decisions of the BoA,
the GC must consider the date of the contested decision when assessing its legality (§ 19). For
the GC to find that the litigation becomes devoid of purpose following the withdrawal of the United
Kingdom from the EU, the GC would have to consider matters arising after the adoption of the
contested decision which do not affect its merits (8§ 20, 23).

The interest in bringing proceedings must continue until the final decision. This presupposes that
the action must have the potential to procure an advantage for the party bringing it (8 25). The
GC rejects the Office’s argument that the trade mark applicant had no interest in bringing
proceedings because, if the opposition were upheld, the applicant would be able to convert their
mark into national trade mark applications in all EU Member States. In principle, these
considerations apply to all opposition proceedings (8§ 24-26).

The annulment of the contested decision and referral back does not implicate that the BoA is
obliged to dismiss the action in the absence of an earlier trade mark protected by the law of a
Member State. Following the annulment of a decision of the BoA, the BoA must take a new
decision on the same action considering the situation at the time that the action was brought,
since the action is pending at the same stage as it had been before the contested decision (8§ 27).

06/10/2021, T-342/20, Abresham Super Basmati Selaa Grade One World’s Best Rice (fig.) /
BASMATI, EU:T:2021:651, § 16-18, 20, 23-27

No interest in bringing proceedings before the BoA — Article 67 EUTMR — Proceedings
before the cancelation division devoid of purpose due to final decision declaring the EUTM
invalid for lack of distinctive character at the date of the application

The revocation of an EU trade mark has ex nunc effect, whereas the invalidation of an EU trade
mark has ex tunc effect (§ 41).

An interest in legal protection remains even where the proprietor of an EU trade mark has
surrendered it, provided that the applicant’s action can still eliminate some of the effects (in the
case of revocation) or, in principle, all the effects (in the case of invalidity) of the trade mark
concerned. There is still an interest in continuing proceedings for a declaration of invalidity of an
EU trade mark where it has been revoked. This is because the application for a declaration of
invalidity can eliminate the effects of that trade mark more comprehensively than revocation.
Therefore, the elimination would, in principle, concern all the effects produced by the trade mark
in question (8§ 45).

When examining whether the applicant still has an interest in continuing revocation proceedings,
the focus should be on whether the effects of the contested trade mark can be eliminated more
comprehensively by revocation than with the declaration of invalidity that has already taken place
(8 46). However, with the entry into force of the BoA’s decision of 12 January 2017, which
confirmed the Cancellation Division’s (CD) decision of 29 January 2010 by declaring the
contested mark invalid due to a lack of distinctive character at the time of filing, all effects of that
mark were eliminated. Thus, the applicant could not achieve more with the revocation
proceedings, which aimed to eliminate the effects of the contested trade mark as of the date of
the application for revocation, than what it had already achieved through the revocation
proceedings (8 47).
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Article 58(1)(a) EUTMR provides that an EU trade mark will be liable for revocation if the trade
mark has not been put to genuine use in the EU in connection with the goods or services in
respect of which ‘it is registered’. An EU trade mark declared invalid with effect ex tunc, on the
other hand, is deemed never to have been registered (8 48).

In view of the above, the BoA did not err in law in holding that the applicant was not adversely
affected by the CD’s decision finding that the application for revocation had become devoid of
purpose (8§ 49). The BoA did not err in holding that the applicant was not adversely affected by
the CD’s decision to discontinue the proceedings and that that decision therefore did not
constitute an appealable decision under Article 67 EUTMR (8§ 54).

04/02/2022, T-67/21, Ultrafilter international, EU:T:2022:54, 8§ 41, 45-49, 54

Partial inadmissibility — Lack of interest in bringing proceedings

A party to proceedings is not adversely affected by the BoA decision as far as the latter grants
the request of that party, even if the BoA refrained from examining other grounds or arguments
adduced by that party (§ 14).

07/12/2022, T-747/21, Fohlenelf, EU:T:2022:773

Opposition proceedings — Partial revocation of earlier right postdating the contested
decision

Since the partial revocation of the earlier mark on which the opposition is based takes effect after
the adoption of the BoA’s contested decision, the GC does not have to take it into account for the
review of legality of the contested decision (8§ 20).

21/12/2022, T-250/19, Tradicion cz s.l. / Rivero cz et al., EU:T:2022:838

2.1.1.2 Representation

Representation — No representation by a lawyer — Inadmissibility

According to Article 19 of the Statute, two cumulative conditions must be met in order that a
person may validly represent parties other than the Member States and the EU institutions before
the Courts of the EU, namely: (i) that person must be a lawyer and (ii) he or she must be
authorised to practise before a court of a Member State or of another State which is a party to the
EEA Agreement (8 8).

With regard to the first of those conditions, it also follows from the case-law that the person who
signs the application must be a member of the Bar in order to be regarded as a lawyer for the
purposes of Article 19 of the Statute; it is not sufficient that that person is entitled to represent
parties in proceedings before the courts of a Member State (§ 9). The notion of ‘lawyer’, within
the meaning of Article 19, must be interpreted independently and without reference to national
law (11/05/2017, C-22/17 P, neonart, EU:C:2017:369, § 6-7) (§ 10).

In the present case, Mr Kivitie, who signed the application, is not a member of the Bar of Finland.
Even if, as the appellant contends, Mr Kivitie was granted authorisation to practise as a licenced
legal counsel and to represent his clients before all courts of law in Finland, he cannot be regarded
as a ‘lawyer’ (asianajaja) within the meaning of the Finnish version of Article 19 of the Statute
(8 11). Accordingly, Mr Kivitie does not satisfy the first of the two cumulative conditions and was
therefore not authorised to represent the applicant before the Court (8 12).

05/07/2021, T-128/21, rubyred CRANBERRY (fig.), EU:T:2021:479, § 8-12
05/07/2021, T-191/21, Fittings for windows, EU:T:2021:470, 8 8-12
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Representation by a lawyer who is not an independent third party — Lack of connections
which manifestly has a detrimental effect on the representative’s capacity to carry out the
client’s defence

From the use of the word ‘represented’ in the third paragraph of Article 19 of the Statute, it follows
that, for the purposes of bringing an action before the GC, a ‘party’, within the meaning of that
article, in whatever capacity, is not permitted to act on its own behalf, but must use the services
of a third person authorised to practise as a lawyer before a court of a Member State or of a State
which is party to the EEA Agreement (04/02/2020, C-515/17 P and C-561/17 P, Uniwersytet
Wroctawski and Republic of Poland / REA, EU:C:2020:73, § 58 and case law cited) (§ 8). The
concept of the independence of lawyers, is determined not only negatively, that is to say, by the
absence of an employment relationship, but also positively, that is, by reference to professional
ethical obligations (06/09/2012, C-422/11 P and C-423/11 P, Prezes Urzedu Komunikacji
Elektronicznej and Republic of Poland / European Commission EU:C:2012:553, § 24) (§ 11). In
that context, the lawyer's duty of independence is to be understood not as the lack of any
connection whatsoever between the lawyer and his or her client, but the lack of connections which
manifestly has a detrimental effect on his or her capacity to carry out the task of defending his or
her client while acting in that client’s interests to the greatest possible extent (04/02/2020,
C-515/17 P and C-561/17 P, Uniwersytet Wroctawski and Republic of Poland / REA,
EU:C:2020:73, § 64) (8 12).

The Court has previously held, in that regard, that a lawyer who has been granted extensive
administrative and financial powers which place his or her function at a high executive level within
the legal person he or she is representing, such that his or her status as an independent third
party is compromised, is not sufficiently independent from that legal person. The same is true for
a lawyer who holds a high-level management position within the legal person he or she is
representing, or a lawyer who holds shares in, and is the Chair of the management board of the
company he or she is representing (04/02/2020, C-515/17 P and C-561/17 P, Uniwersytet
Wroctawski and Republic of Poland / REA, EU:C:2020:73, § 65) (8 13).

In the present case, Mr Kwasniewski and Mr Zych, who represent the applicant, a non-
governmental organisation governed by Polish law (NGO), are president and vice-president of
the applicant respectively, and cannot therefore be considered to satisfy the condition of being a
third party in relation to the applicant (8 14-16).

Mr Stoniowski, who also represents the applicant, acts as a legal adviser in a law firm where one
of the partners is Mr Kwasniewski, president of the applicant (§ 20). In view of (i) the legal nature
of the duties he performs for the NGO, (ii) the fact that one of the partners of the law firm in which
he acts as legal adviser is president of the NGO, and (iii) the fact that he cooperates with the
president and the vice-president of the NGO for the purposes of the present case, the links
between Mr Stoniowski and the NGO, applicant he represents, have a manifestly detrimental
effect on his capacity to defend the client to the greatest possible extent whilst acting in that
client’s interests, even though he does not occupy a management position within the applicant he
represents and there is no financial connection (8§ 21).

25/06/2021, T-42/21, Fundacja Instytut na rzecz kultury prawnej Ordo luris v Parliament,
EU:T:2021:385, § 12-16, 21

Representation by a lawyer who is not an independent third party

From the use of the word ‘represented’ in Article 19, third paragraph of the Statute follows that,
for the purposes of bringing an action before the GC, a ‘party’ within the meaning of that article,
in whatever capacity, is not permitted to act itself but must use the services of a third person
authorised to practise as a lawyer before a court of a Member State or of a State which is a party
to the EEA Agreement (04/02/2020, Uniwersytet Wroctawski and Republic of Poland / REA,
C-515/17 P and C-561/17 P, EU:C:2020:73, 8§ 58 and case law cited) (8 7).
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A legal person cannot be properly represented before the EU Courts by a lawyer who occupies a
directing position within the body which he represents (04/12/2014, C-259/14 P, ADR
Center/Commission, EU:C:2014:2417, § 23, 27; 06/04/2017, C-464/16 P, PITEE/Commission,
EU:C:2017:291, § 25). In the present case, the lawyer who represents the applicant is one of
three members of the board of directors and cannot be considered to satisfy the condition of being
a third party in relation to the applicant (§ 9-10).

17/11/2020, T-495/20, sb hotels (fig.)-Sbe, EU:T:2020:556, § 7, 9-10

Representation by a lawyer who is not a third party — Director of a legal person

A lawyer representing the applicant (legal person), who is the sole director of the applicant, cannot
be considered to be a third party within the meaning of Article 19 of the Statute (05/12/1996,
C-174/96 P, Lopes v Court of Justice, EU:C:1996:473, § 11; 04/12/2017, T-522/17, Nap Innova
Hoteles v SRB, EU:T:2017:881, § 6-8).

26/03/2021, T-716/20, CR7, EU:T:2021:175, § 6-8

Article 19 Statute — Article 91(1) and (2) of the withdrawal agreement of the UK — Lack of
representation — Action introduced after the end of the transition period — Contested
decision adopted after the end of the transition period — Manifest inadmissibility

According to Article 19(4) of the Statute of the CJEU, only a lawyer authorised to practise before
a court of a Member State or of another State which is a party to the Agreement on the European
Economic Area may represent or assist a party before the Courts of the EU. Article 91(1) and (2)
of the withdrawal agreement of the UK provides for various situations in which a lawyer who is
authorised to practise before the courts or tribunals of the UK may represent or assist a party
before the Courts of the EU. These situations cover proceedings that were pending before the
Courts of the EU prior to the end of the transition period; decisions adopted by institutions, bodies,
offices and agencies of the EU before the end of that period; proceedings for failure to fulfil
obligations brought by the Commission; administrative procedures concerning compliance with
EU law by the UK or persons residing or established there, or concerning compliance with EU law
relating to competition; European Anti-Fraud Office procedures or State aid procedures (8 19-22).

The present action was not covered by any of the situations set out in the withdrawal agreement,
with the result that the applicant’s lawyers were unable to represent the applicant before the
Courts of the EU (8§ 24-25).

Furthermore, the case was not covered by Article 97 of the withdrawal agreement, because this
provision relates solely to representation in ongoing proceedings before the EUIPO, and not
before the Court (§ 23).

07/12/2021, T-422/21, |q / Eq, EU:T:2021:888, § 19-22, 23-25

Power of attorney signed by the applicant’s legal representative

The RPGC no longer require proof that the authority granted to the lawyer was conferred on
him/her by someone authorised for that purpose, Article 51(3) RPGC (28/09/2016, T-476/15,
FITNESS, EU:T:2016:568, § 19) (§ 13-14).

19/12/2019, T-40/19, THE ONLY ONE by alphaspirit wild and perfect (fig.) / ONE, EU:T:2019:890,
§13-14

Certificate of the lawyer’s authorisation to practise — No need to provide a translation into
the language of the proceedings
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There is no need to provide a translation into the language of the proceedings (Article 46(2)
RPGC) for documents lodged pursuant to Article 51(2) RPGC. In patrticular, the certificates
showing that the parties’ representatives are members of the Bar are intended first and foremost
for the GC, so that it can ascertain whether the parties are properly represented. This admissibility
criterion relates to public policy and the GC must verify of its own motion that it is satisfied
(07/10/2014, T-531/12, T, EU:T:2014:855, § 22) (8 20-23).

27/01/2021, T-817/19, Hydrovision (fig.) / Hylo vision, EU:T:2021:41, § 20-23

Representation by a lawyer who is not an independent third party — Lack of connections
which manifestly has a detrimental effect on the representative’s capacity to carry out the
client’s defence — Lawyer working as an associate in a law firm

From the use of the word ‘represented’ in the third paragraph of Article 19 of the Statute, it follows
that, for the purposes of bringing an action before the GC, a ‘party’, within the meaning of that
Article, in whatever capacity, is not permitted to act on its own behalf, but must use the services
of a third person (8 61). Representation in court, in order to protect and defend the client’s
interests to the greatest possible extent, can only be ensured by a lawyer acting in full
independence and in line with the law and professional rules and codes of conduct (§ 62-64).

In that context, the lawyer’s duty of independence must be understood not as the lack of any
connection whatsoever between a lawyer and their client, but only a lack of connection which has
a manifestly detrimental effect on their capacity to carry out the task of defending their client while
acting in that client’s best interests (04/02/2020, C-515/17 P and C-561/17 P, Uniwersytet
Wroctawski / REA, EU:C:2020:73, § 62-64) (8 69).

Cases of inadmissibility due to failure to perform the task of representation must be limited to
situations in which it is clear that the lawyer themself is not in a position to carry out their task of
defending their client while acting in that client’'s best interests (8§ 74). Therefore, the mere
existence of a private-law contractual relationship between a lawyer and their client is insufficient
to consider that that lawyer is in a situation which is manifestly detrimental to their ability to defend
their client’s interests (04/02/2020, C-515/17 P and C-561/17 P, Uniwersytet Wroctawski / REA,
EU:C:2020:73, 8§ 66-67) (8 72).

It must be assumed that an associate lawyer in a law firm, even if they practise their profession
under an employment contract, satisfies the same requirements of independence as a lawyer
practising individually or as a partner in a firm. However, a distinction must be made on the basis
of the situation of the client being represented (§ 79-80).

If the client is a natural or legal person who is a third party in relation to the law firm in which the
associate in question carries out their duties, this does not raise any particular issue of
independence. That is not the case where the client, a natural person, is themself a founding
partner of the law firm and can therefore exercise effective control over the employee. In such a
case, it must be held that the links between the associate lawyer and the client — a partner —
manifestly undermine the independence of the lawyer (§ 81).

24/03/2022, C-529/18 P and C-531/18 P, PJ v EUIPO, EU:C:2022:218, § 61, 62-64, 6972, 79-81

Representation by a lawyer who is not an independent third party

In the present case, the managing director of the applicant is also the owner and managing
director of the law firm in which the applicant's representative works. In view of the relationship of
subordination within the law firm in which the applicant's representative in the present dispute
works, it must be assumed that the responsible owner of that law firm can exercise effective
control over that representative, who, moreover, is his only employee.
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Thus, the employment relationship between the applicant's representative and the responsible
owner of the law firm may influence the independence of that representative, even if that law firm
is a legal organizational entity distinct from the applicant. The interests of this law firm, whose
owner is also the managing director of the applicant, are in fact largely identical with those of the
applicant. There is therefore a risk that the professional views of the applicant’s representative
will be influenced, at least in part, by his professional environment (8§ 31-33).

16/06/2022, T-83/20, Tagesschau annulled by judgment 30/01/2024, C-580/22 P, Tagesschau,
EU:C:2024:101 stating in particular the following:

Representation by a lawyer who is not an independent third party — Presumption of
independence

Where the applicant before the GC is a legal person that is formally distinct from the law firm in
which its representative works, the fact that the said representative is the only employee of the
law firm whose owner and managing director is also the legal representative and managing
director of the applicant and therefore they cooperate regarding the applicant’s representation
before the court, cannot, in itself, and in the absence of concrete evidence demonstrating the
dependence of the lawyer concerned, constitute a factor capable of calling into question the
independence of that lawyer (8 57-61).

30/01/2024, C-580/22 P, Tagesschau, EU:C:2024:101 annulling the GC order 16/06/2022,
T-83/20, Tagesschau

Power of attorney

The attorney acting as a representative of a party need only prove to the GC that they are admitted
to practice law and need not present a power of attorney in proper form. The power of attorney
need only be proved on contestation. Even if it turns out that the power of attorney was not signed
by the applicant but by his son, the general power of attorney giving authorisation to the son,
which was submitted in response to a measure of organisation of procedure under Article 89
RPGC, is sufficient (§ 14-16).

19/04/2023, T-749/21, Josef grund geristbau / grund (fig.), EU:T:2023:200

2.1.1.3 Time limit, force majeure, means of communication

e-Curia — Article 56a(4) RPGC

If a procedural document is lodged via e-Curia before the supporting documents required for
validation of the access account have been produced, and those supporting documents are not
lodged within the following 10 days, the action is manifestly inadmissible (8 4-10).

25/02/2019, T-759/18, Open data security, EU:T:2019:126, § 4-10
16/07/2020, T-309/20, Travelnetto / Nett-Travel et al., EU:T:2020:356, § 5-11
02/07/2021, T-290/21, Meso fresh vitamin, EU:T:2021:476, § 4-10

Time limit — Electronic communications — Notification by eComm — Dies a quo

Article 4(4) of Decision No EX-13-2 of 26 November 2013 concerning electronic communication
must be interpreted as meaning that notification will be deemed to have taken place on the fifth
calendar day following the day on which the Office placed the document in the user’s inbox, unless
the actual date of notification can be accurately established as a different date within that period
of time (8 43).
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[NB: Article 4(4) of Decision No EX-13-2 of 26 November 2013 was repealed by Article 3(4) of
Decision No EX-19-1 of 18 January 2019 (which entered into force on 1 March 2019), which now
reads ‘Notification will be deemed to have taken place on the fifth calendar day following the day
on which the Office placed the document in the user’s inbox.” Therefore, when a document is now
notified electronically by the Office, an automatic extension of five calendar days following the
day on which the document is placed in the User Area is included in the time limit set for any
response or procedural step to be taken.]

10/04/2019, C-282/18 P, Formula E, EU:C:2019:300, § 43

Time limit for bringing an action before the General Court

Under Article 263 (8 6) TFEU, an action for annulment must be instituted within 2 months of the
publication of the contested measure, of its notification to the applicant, or of the day on which it
came to the applicant’s knowledge. Under Article 72(5) EUTMR, this action is to be brought before
the GC within 2 months of the date of notification of the decision of the BoA; a time limit that,
pursuant to Article 60 RPGC, is to be extended, on account of distance, by 10 days (8§ 14). The
time limit for bringing proceedings is a matter of public policy (§ 15).

24/03/2022, T-544/21, DEVICE OF THREE HORIZONTAL BLACK STRIPS (fig.) / DEVICE OF
THREE HORIZONTAL CURVED-EDGED BLACK STRIPS (fig.), EU:T:2022:202, § 14, 15

No force majeure or unforeseeable circumstances - Situation associated with the
COVID-19 pandemic — Manifest inadmissibility

In accordance with Article 45 (8§ 2) of the Statute of the Court of Justice of the European Union,
no right is to be prejudiced due to the expiry of a time limit if the party concerned proves the
existence of unforeseeable circumstances or of force majeure (8 17).

The concepts of unforeseeable circumstances or of force majeure require that there be abnormal
difficulties that are independent of the will of the applicant and apparently inevitable, even if all
due care is taken (8§ 26). Both of those concepts contain an objective element, relating to
abnormal circumstances extraneous to the applicant, and a subjective element on the part of that
applicant, involving the obligation to guard against the consequences of the abnormal event by
taking appropriate steps without making unreasonable sacrifices. In particular, the applicant must
pay close attention to the course of the procedure set in motion and, in particular, demonstrate
diligence in order to comply with the prescribed time limits. Therefore, the concepts of
unforeseeable circumstances and of force majeure do not apply to a situation in which,
objectively, a diligent and prudent person would have been able to take the necessary steps
before the expiry of the period prescribed for instituting proceedings (8§ 27-28).

In its action, the applicant relies on serious circumstances that have created a chaotic situation,
which have a considerable impact on both the private life and the professional life of its
employees. The applicant claims that, in particular, the health measures relating to the COVID-19
pandemic, imposed by the Government of Maharashtra in India, considerably restricted access
to its Navi Mumbai offices from March 2021 until the end of June 2021. It maintains that those
constraints, combined with IT problems beyond its control, prevented it from bringing the action
earlier than 03/09/2021, when the expiry date for bringing the action was 04/06/2021 (8 24).

However, the applicant did not provide any evidence to show that the situation associated with
the COVID-19 pandemic constituted, during the 2 months and 10 days following notification of
the contested decision to its representative on 25/03/2021, abnormal and unforeseeable
circumstances which prevented it from bringing the action within the applicable period (8 32-37).
As regards the subjective element of unforeseeable circumstances or of force majeure, even if
the disadvantages and malfunctions relied on by the applicant and resulting from the health crisis
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constituted abnormal and unforeseeable circumstances extraneous to it, the applicant has not
shown which steps it took in order to deal with those circumstances (§ 42-44).

24/03/2022, T-544/21, DEVICE OF THREE HORIZONTAL BLACK STRIPS (fig.) / DEVICE OF
THREE HORIZONTAL CURVED-EDGED BLACK STRIPS (fig.), EU:T:2022:202, § 17, 24, 26-
28, 32-37, 42-44

Application for legal aid — Compliance with time limit to bring an action by a lawyer
designated by the GC

An application for legal aid (Article 147(7) RPGC) suspends the applicant’s time limit for bringing
the action, which begins to run again from the date of the GC’s decision on that application for
legal aid. Where the GC designates the lawyer responsible for representing the applicant, that
order (including a power of attorney) is notified to that lawyer, who must consequently ensure
compliance with the remaining time limit for bringing proceedings (8§ 14-15).

15/01/2024, T-638/22, Boca parintele

2.1.1.4 Other

Admissibility of the action before GC — Article 263 TFEU — Article 63(3) EUTMR — Res
judicata

The possible inadmissibility, based on Article 63(3) EUTMR (res judicata), of the application for
revocation does not render the action for annulment before the GC inadmissible.

Since Article 263 TFEU governs the conditions relating to the admissibility of an action before the
Court, it cannot be interpreted in the light of a provision of secondary legislation such as
Article 63(3) EUTMR, which concerns the admissibility of an application for revocation or for a
declaration of invalidity which has been submitted before EUIPO. The GC examination of the
compliance with the conditions laid down by the provision governing the admissibility of an
application for revocation, is part of the substantive examination and necessarily presupposes
that the action brought against that decision is admissible (8 26-28).

22/06/2022, T-739/20, Waterford, EU:T:2022:381

2.1.2 Admissibility of a cross-claim

Locus standi — Inadmissibility of a cross-claim

Insofar as a decision of a BoA upholds a party’s claims in their entirety, that party is not entitled
to bring an action before the Court (14/07/2009, T-300/08, Golden Elephant Brand,
EU:T:2009:275, § 27). A BoA decision upholds the claims of one of the parties when it has granted
the party’s application on the basis of one of the grounds for refusal or for invalidity of a mark or,
more generally, of only part of the arguments put forward by that party, even if it did not examine,
or if it rejected, the other grounds or arguments raised by that party (25/09/2015, T-684/13,
BLUECO / BLUECAR, EU:T:2015:699, §28 and the case-law cited therein; 17/01/2019,
T-671/17, TURBO-K / TURBO-K (fig.), EU:T:2019:13, § 91) (8§ 24-31).

05/02/2019, T-44/19; TC Touring Club (fig.) / TOURING CLUB ITALIANO et al., EU:T:2020:31,
§24-31

Locus standi — Inadmissibility of a cross-claim

By the contested decision, the BoA upheld the intervener’s claims in their entirety, notwithstanding
the fact that the intervener did not share the contested decision’s findings relating to the goods in
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respect of which genuine use was deemed proven. Therefore, the intervener is not entitled to
bring a cross-claim against the contested decision, including the part of the contested decision by
which the BoA declared the cross-appeal inadmissible. As a result, the cross-claim before the GC
must be dismissed as inadmissible (§ 21-27).

28/04/2021, T-31/20, THE KING OF SOHO (fig.) / SOHO, EU:T:2021:217, § 21-27

2.1.3 Replacement (Articles 174-176 RPGC)

Transfer of an intellectual property right during proceedings before the GC

Where an intellectual property right has been transferred to a third party, the successor to that
right may apply to replace the original party in the proceedings before the GC, Article 174 RPGC.
If the application for replacement is granted, the successor to the party who is replaced must
accept the case as it finds it at the time of that replacement. The party is bound by the procedural
documents lodged by the party which it has replaced, Article 176(5) RPGC (8§ 18-21).

After entry of the transfer of an EUTM application in the Office Register, the successor may rely
on the rights deriving from that application, Articles 17 and 24 CTMR [now Articles 20 and 28
EUTMR] (8 19).

19/09/2019, T-176/17, VEGA ONE (fig.) / Vegas et al., EU:T:2019:625, § 18-21

2.1.4 Admissibility of the heads of claim
2.1.4.1 Claim to issue directions to the EUIPO

General principle

Under Article 72(3) EUTMR, in an action brought against a decision of the BoA, the Court has
jurisdiction to annul or to alter that decision. According to settled case-law, in an action before the
EU judicature against the decision of a BoA, the Office is required, under Article 72(6) EUTMR,
to take the measures necessary to comply with judgments of the EU judicature. Accordingly, it is
not for the Court to issue directions to the Office, but for the Office to draw the appropriate
inferences from the operative part and grounds of the judgments of the EU judicature (§ 16-18).

25/06/2019, T-82/19, EAGLESTONE (fig.), EU:T:2019:484, § 16-18

Head of claim — No GC competence to issue directions — Inadmissibility

A head of claim by which the applicant asks that the Court reject the application for registration of
the mark or address an injunction to the opposition decision is inadmissible. The GC is not entitled
to issue directions to the Office. It is for the latter to draw the conclusions from the operative part
of this judgment and the grounds on which it is based (8§ 31-32).

17/05/2021, T-328/20, Aicook / My cook, EU:T:2021:291, § 31-32

Head of claim seeking to alter the contested decision by declaring the contested mark
invalid — No request to issue directions — Admissibility

A head of claim requesting that the Court alter the contested decision by declaring the contested
mark invalid cannot be interpreted (as the applicant argued) as asking the Court to issue
directions. Rather, it is a request to alter the contested decision (8 15). The admissibility of the
request for alteration must be assessed in light of the powers conferred on the BoA (30/06/2009,
T-285/08, Natur-Aktien-Index, EU:T:2009:230, § 14-15) (8§ 16). As the BOA is competent to
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declare the contested mark invalid (Article 71(1) EUTMR and Article 163(1) EUTMR), the request
is admissible (§ 16).

The question of whether the conditions for the exercise of the Court’s power to alter the contested
decision are met is a question of substance and not of admissibility (12/03/2020, T-296/19,
SumO011 / ORIGINAL Sumol ORANGE ORIGINAL Sumol LARANJA (fig.), EU:T:2020:93, § 22).

02/06/2021, T-169/19, DEVICE OF A POLO PLAYER (fig.) / DEVICE OF A POLO PLAYER (fig.)
etal., EU:T:2021:318, § 15-16, 22

Head of claim — No GC jurisdiction to issue directions

A head of claim seeking the GC to refer the EUTM application to the EUIPO and order the EUIPO
to proceed with its registration is inadmissible on the grounds of lack of jurisdiction (8 12).

17/05/2023, T-480/22, panidor (fig.) / ANIDOR Toute la tendresse du chocolat (fig.) et al.,
EU:T:2023:266

2.1.4.2 Claim to alter an EUIPO decision

Claim seeking alteration of the contested decision — Interpretation

The head of claim requesting the alteration of the contested decision may be interpreted, in the
light of the contents of the application, as including a claim for annulment even though it is not
explicitly expressed in the head of claim itself (§ 18-19).

22/05/2019, T-197/16, ANDREA INCONTRI / ANDREIA et al., EU:T:2019:347, § 18-19

Head of claim ‘to alter the contested decision for reimbursement of the appeal fees’

The head of claim ‘to alter the contested decision with a view to reimbursement of the appeal
fees’ can be interpreted as a request for an order requiring the Office to reimburse the appeal fee
paid (Article 68 EUTMR) under Article 190(2) RPGC (8§ 20).

09/12/2020, T-30/20, Promed, EU:T:2020:599, § 20

Single head of claim seeking alteration — Inadmissibility of the action

A single head of claim seeking that the GC should alter the contested decision so as to instruct
that the trade mark applied for should be registered is inadmissible because the BoA does not
have the power to take cognisance of an application requesting that it register an EU trade mark.
Consequently, it is not for the GC to take cognisance of an application for alteration requesting
that it amend the decision of a BoA to that effect. Accordingly, the action as a whole is dismissed
as manifestly inadmissible (8§ 12-16).

28/03/2019, T-631/18, #, EU:T:2019:208, § 12-16
25/11/2020, T-882/19, AlAA! (fig.), EU:T:2020:558, § 23-26

Claim seeking to annul the OD’s decision — Interpretation as claim seeking to alter the
contested decision

The form of order sought seeking annulment of the OD’s decision falls within the GC’s jurisdiction
to annul or to alter decisions, as provided for in Article 72(3) EUTMR (8§ 97).

29/04/2020, T-37/19, cimpress / p impress (fig.) et al., EU:T:2020:164, § 97
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Head of claim seeking to alter the contested decision by declaring the contested mark
invalid — Admissibility

A head of claim requesting that the Court alter the contested decision by declaring the contested
mark invalid cannot be interpreted (as the applicant argued) as asking the Court to issue
directions. Rather, it is a request to alter the contested decision (8 15). The admissibility of the
request for alteration must be assessed in light of the powers conferred on the BoA (30/06/2009,
T-285/08, Natur-Aktien-Index, EU:T:2009:230, § 14-15) (8 16). As the BoA is competent to
declare the contested mark invalid (Article 71(1) EUTMR and Article 163(1) EUTMR), the request
is admissible (§ 16).

The question of whether the conditions for the exercise of the Court’s power to alter the contested
decision are met is a question of substance and not of admissibility (12/03/2020, T-296/19,
SumO011 / ORIGINAL Sumol ORANGE ORIGINAL Sumol LARANJA (fig.), EU:T:2020:93, § 22).

02/06/2021, T-169/19, DEVICE OF A POLO PLAYER (fig.) / DEVICE OF A POLO PLAYER (fig.)
etal., EU:T:2021:318, § 16, 22

No obligation for the Office to systematically defend the decisions of the BoA — No
competence to seek annulment or alteration on a point of law not raised by the application
— Independence of the BoA

The Office cannot be obliged to systematically defend every contested decision of a BOA nor to
automatically claim that every action challenging such a decision should be dismissed
(07/05/2019, T-629/18, DARSTELLUNG EINES AUTOS IN EINER SPRECHBLASE (fig.),
EU:T:2019:292, § 18 and the case-law cited). Nothing precludes the EUIPO from endorsing the
heads of claim of the applicant or from simply leaving the decision to the discretion of the Court
while putting forward all the arguments it considers appropriate for giving guidance to the Court
(8 15).

In contrast, the Office may not seek an order annulling or altering the decision of the BoA on a
point not raised in the application, or put forward pleas in law not raised in the application
(29/04/2020, T-78/19, green cycles (fig.), EU:T:2020:166, § 47 and the case-law cited) (§ 15).

The Office does not possess the power to amend or withdraw the decision, nor can it instruct the
BoA to do so, as the independence of the BOA is enshrined in Article 166(7) EUTMR (8 17).

22/09/2021, T-195/20, chic AGUA ALCALINA 9,5 PH (fig.) / Chic Barcelona et al., EU:T:2021:601,
§ 15, 17

Head of claim seeking alteration — Interpretation as claim for annulment

The Applicant called into question the legality of the decision twice by a) referring to the subject
matter of this action as an appeal against that decision and b) claiming that it was vitiated by error
due to insufficient legal reasoning. Therefore, the head of claim to alter the decision to the effect
that the contested mark is registered for entertainment in Class 41 is interpreted as aiming at the
annulment of the BoA decision. To that extent this head of claim was considered admissible
(8 11).

29/06/2022, T-640/21, bet-at-home (fig.), EU:T:2022:408

Head of claim seeking alteration

If the BoA ruled on the admissibility of the opposition without taking a position on its merits, the
GC cannaot, in the context of an application for alteration, carry out an assessment as to the
substance of the case without the BoA having already adopted a position. The head of claim
seeking alteration of the BoA decision is unfounded (8 18-22).
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18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

Inadmissible head of claim — Claim seeking alteration of the contested decision — Request
to register the trade mark — No BoA jurisdiction — No GC jurisdiction

The GC has jurisdiction under Article 72(3) EUTMR to alter the decision of the BoA. Nevertheless,
that power is intended to ensure that the GC adopts the decision that the BoA ought to have
taken, which means that the admissibility of a claim for alteration must be assessed in the light of
the powers conferred on that BoA. Although the registration of an EUTM is a consequence of the
finding that all the conditions as per Article 51 EUTMR have been met, the departments of the
EUIPO that are responsible for the registration of EUTMs do not adopt any formal decision that
might be the subject of an appeal. Accordingly, the BoA, which may, under Article 71(1) EUTMR,
either exercise any power within the competence of the department that was responsible for the
appealed decision or remit the case to that department for further treatment, does not have the
power to take cognisance of an application that seeks to have it register an EUTM or declare that
registration is possible. Consequently, the GC has no jurisdiction to take cognisance of a claim
for alteration requesting that it alter the decision of a BoA to that effect (8 13-17).

25/10/2023, T-773/22, GILBERT TECKEL (fig.) / DEVICE OF A DACHSHUND IN BLACK (fig.) et
al., EU:T:2023:674

Head of Claim — No GC competence to annul first instance decision

A head of claim seeking the annulment of the first instance decision must be rejected, since the
GC does not have the power to annul the OD decision (§ 23).

24/01/2024, T-55/23, SALVAJE (fig.) / SALVANA, EU:T:2024:30

Intervener’s head of claim to alter the contested decision — Inadmissibility in the absence
of across-claim

The intervener’s head of claim, which could be understood as requesting to alter the BoA decision
on a point not raised in the application, is inadmissible in the absence of a cross-claim (8 25).

07/02/2024, T-220/23, CITY STADE (fig.), EU:T:2024:61

Head of claim seeking registration of a trade mark — Lack of jurisdiction

A head of claim seeking that the GC grant the registration of the trade mark applied for may be
understood as a request for alteration within the meaning of Article 72(3) EUTMR. However, since
the BOA is not authorised to rule on an application for registration of an EUTM, it is also not for
the GC to alter the BoA decision to that effect. Therefore, the head of claim must be dismissed
for lack of jurisdiction (8 9).

13/03/2024, T-243/23, MORE-BIOTIC, EU:T:2024:162

2.1.4.3 Claim to confirm a decision

Action against a confirmatory decision — Inadmissibility

An action against a confirmatory decision is inadmissible as it merely confirms an earlier decision
not challenged in due time. A decision is regarded as a mere confirmation of an earlier one if it
contains no new factors compared with the earlier decision and if it was not preceded by any re-
examination of the situation of the addressee of that earlier decision (§ 38-39). However, a
decision cannot be regarded as ‘confirmatory’ of a decision adopted by the OD in the context of
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different opposition proceedings concerning the same parties and the same trade marks, in
particular when it concerns the genuine use of the earlier mark or the conceptual comparison,
which can vary depending on the relevant public and also over time (8§ 40-42).

07/11/2019, T-380/18, INTAS / INDAS (fig.) et al., EU:T:2019:782, § 38-42

Action following an appeal against a partially confirmatory decision - Partial
inadmissibility

An action against a confirmatory decision must be declared inadmissible. A decision is regarded
as a mere confirmation of an earlier decision if it contains no new factors as compared with the
earlier measure and is not preceded by any re-examination of the situation of the addressee of
the earlier measure (07/11/2019, T-380/18, INTAS / INDAS (fig.) et al., EU:T:2019:782, § 38-39).
This requires the identity of (i) the parties to the proceedings, (ii) their submissions, their pleas,
their arguments, and (iii) the relevant matters of law and fact characterising those proceedings
and determining the operative parts of those decisions (08/02/2011, T-157/08, Insulate for life,
EU:T:2011:33, § 29-41; 06/10/2015, T-545/14, engineering for a better world, EU:T:2015:789,
§ 18-29). The assessment relating to the existence of an absolute ground for refusal of registration
cannot be called into question solely because the examiner or the appeal body did not follow the
Office’s decision-making practice in a specific case (08/02/2011, T-157/08, Insulate for life,
EU:T:2011:33, § 38; 06/10/2015, T-545/14, engineering for a better world, EU:T:2015:789, § 23)
(8 22-26).

16/06/2021, T-487/20, imot.bg (fig.), EU:T:2021:366, § 22-26

Challengeable act — No confirmatory decision — Admissibility

With regard to orthopaedic shoes in Class 10, the contested decision is not merely a confirmatory
decision of the judgment 11/07/2013, T-208/12, Rote Schnirsenkelenden, EU:T:2013:376
(confirmed by judgment 11/09/2014, C-521/13 P, Rote Schnirsenkelenden, EU:C:2014:2222).

The red colour of the shoelace ends has been defined more precisely in the present application
and the goods covered by this application differ from those covered by the earlier application. The
present action, and the earlier decisions referred to above, do not concern the same subject
matter. Therefore, the application is not inadmissible (§ 28-31).

The criterion that the mark applied for must satisfy in the present case is not that of mere
originality. Instead, in order to be registrable, the mark applied for must deviate significantly from
what is customary in the sector, which is not apparent from the file (§ 49).

17/11/2021, T-298-19, FORM VON ROTEN SCHNURSENKELENDEN (Posit.),
EU:T:2021:792, § 28-31, 49

2.1.4.4 Claim in excess of what is appealable

Head of claim seeking registration of the mark applied for — Inadmissibility

A head of claim seeking registration of the mark applied for is inadmissible. Albeit the claim could
be interpreted as seeking an alteration of the BoA’s decision, the BoA has no competence to deal
with a request to register an EUTM. Thus, it is not for the GC to take a decision on an application
requiring the alteration of the BoA decision in this respect (8§ 10-13).

20/03/2019, T-760/17, Triotherm+, EU:T:2019:175, § 10-13
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Head of claim seeking to ‘declare that the trade mark applied for may proceed to
registration’— Inadmissibility

A head of claim seeking to ‘declare that the trade mark applied for may proceed to registration’ is
inadmissible since the Court has no jurisdiction to deliver declaratory judgments (8 18-20).

09/07/2019, T-397/18, Hugo's Burger Bar (fig.) / H'ugo's et al., EU:T:2019:489 § 18-20

Head of claim seeking to issue declaratory judgments — Inadmissibility

A head of claim by which the applicant asks the Court that it declare that proof of use of the earlier
mark has not been adduced is neither a request for annulment nor alteration of the contested
decision, but an express request for delivery of a declaratory judgment. The GC has no jurisdiction
when exercising its judicial review of legality to issue declaratory judgments (8 23-24).

17/05/2021, T-328/20, Aicook / My cook, EU:T:2021:291, § 23-24

Head of claim seeking to obtain confirmatory or declaratory rulings — Inadmissibility
A head of claim seeking to obtain confirmatory or declaratory rulings is inadmissible (8§ 23-27).

29/01/2019, T-336/17, YATEKOMO / YA TE COMERE EL VACIO QUE TE LLENA (fig.),
EU:T:2019:36, § 23-27
12/03/2019, T-463/18, SMARTSURFACE, EU:T:2019:152, § 9-11

Head of claim seeking a declaration that the action before the GC has become devoid of
purpose — Inadmissibility

Where a contested decision is obsolete at the moment of the introduction of the action before the
GC, the action is already devoid of purpose at that moment. It has not become devoid of purpose
in the course of the proceedings before the GC (§ 37).

23/05/2019, T-609/18, d:ternity / iTernity, EU:T:2019:366, § 37

Head of claim challenging part of the decision that was not challenged before the BoA -
Inadmissibility

The OD’s decision becomes final in respect of the part of the decision/goods not challenged
before the BoA. A head of claim challenging that part of the OD’s decision before the GC is
therefore inadmissible (8 15).

28/05/2020, T-333/19, GN Genetic Nutrition Laboratories (fig.) / GNC GENERAL NUTRITION
CENTERS et al., EU:T:2020:232, § 15

2.1.4.5 Clarification of a claim

Possibility of clarification of pleas — Plea challenging the reasoning of the OD decision —
Limit — Formal requirements of the application — Article 21 Statute and Article 177(1)(d)
RPGC - Inadmissibility

The Court has jurisdiction to rule on actions relating to decisions of the BoA and not decisions of
the OD, Article 72 EUTMR (8 21). The purpose of those actions is to review the legality of
decisions of the BoA, a review which must, pursuant to Article 95 EUTMR, be carried out in light
of the factual and legal context of the dispute as it was brought before the BoA (8§ 22).

The Court must interpret the pleas in law on which an applicant relies in terms of their substance
rather than of their classification (05/09/2014, T-471/11, Editions Odile Jacob v Commission,
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EU:T:2014:739, § 51). However, such an interpretation is possible only provided that that
substance is sufficiently clear from the application, Article 21 of the Statute and Article 177(1)(d)
of the RPGC (8§ 27).

The applicant’s plea submitting that the OD erred in examining the opposition under Article 8(1)(b)
EUTMR, although it had been brought only on the basis of Article 8(1)(a) EUTMR is rejected as
inadmissible since the applicant has not identified, in a sufficiently clear and precise manner, the
reasons why, in its view, the BoA made an error in reviewing the merits of the assessments which
had led the OD, in its decision, to reject the opposition under Article 8(1)(b) CTMR [now EUTMR]
(8 18, 28-31).

12/05/2021, T-70/20, MUSEUM OF ILLUSIONS (fig.) / MUSEUM OF ILLUSIONS (fig.),
EU:T:2021:2583, § 18, 22, 27-31

Modification of a head of claim — Principle of unalterability of proceedings — Modification
of the application — Inadmissibility

Pursuant to Article 86(1) RPGC, where a measure, the annulment of which is sought, is replaced
or amended by another measure with the same subject matter, the applicant may, before the oral
part of the procedure is closed, or before the decision of the GC to rule without an oral part of the
procedure, modify the application to take account of that new factor (§ 22). As an exception to the
principle of unalterability of proceedings, Article 86 must be interpreted strictly (20/09/2018,
C-114/17 P, Spain v Commission, EU:C:2018:753, § 54) (§ 23).

In its statement of modification of the form of order sought, the applicant not only seeks the
annulment of the contested decision, that claim having already been included in the application,
but also asks the Court to uphold the action for cancellation of the contested mark’s registration
(8 21). Since the applicant does not refer to any replacement or amendment of the contested
decision, the modification of its first head of claim is inadmissible (8§ 24).

06/10/2021, T-254/20, DEVICE OF A LOBSTER (fig.), EU:T:2021:650, § 21-24

2.1.4.6 Interpretation of a claim by the GC

Interpretation of the intervener’s head of claim seeking to confirm the contested decision

An intervener's head of claim seeking to confirm, or to ‘uphold’, the contested decision is
interpreted as seeking the dismissal of the action (§ 15) (13/12/2016, T-58/16, APAX / APAX et
al., EU:T:2016:724, § 15).

27/02/2019, T-107/18, Dienne (fig.) / ENNE (fig.), EU:T:2019:114, § 15
12/07/2019, T-698/17, MANDO / MAN (fig.) et al., EU:T:2019:524, § 16

Interpretation of the applicant’s head of claim seeking annulment of a decision by which
the BoA had upheld its claim in part

Even though the BoA partially upheld the applicant’s appeal, the applicant’s head of claim seeking
annulment of the contested decision is interpreted as seeking the annulment of the contested
decision in part (26/02/2015, T-713/13, 9flats.com, EU:T:2015:114, § 19).

10/07/2020, T-616/19, Wonderland / Wondermix et al., EU:T:2020:334, § 19

Interpretation of a head of claim requesting the alteration of a contested decision

A head of claim requesting the alteration of a contested decision may be interpreted in the light
of the contents of the application as including a claim for annulment, even though it is not explicitly
expressed in the head of claim itself (§ 18-19).
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22/05/2019, T-197/16, ANDREA INCONTRI / ANDREIA et al., EU:T:2019:347, § 18-19
29/04/2020, T-106/19, ABARCA SEGUROS (fig.) / Abanca, EU:T:2020:158, § 16

Interpretation of a head of claim seeking to alter a contested decision

Where the applicant before the GC (opponent) seeks to have the BoA decision altered, without
seeking the annulment of that decision, the application for alteration necessarily includes an
application for annulment (07/11/2013, T-666/11, Gato domestico, EU:T:2013:584, § 18) (8§ 19).
Insofar as the opponent requests the GC to order the rejection of the application for registration
for the services in Classes 35 and 39 in respect of which its appeal was dismissed by the BoA,
the opponent is essentially asking the GC to adopt the decision which, in its view, the Office
should have taken, that is to say, a decision finding that the conditions of opposition are satisfied,
so that the Office enforces it by refusing registration of the trade mark applied for in respect of
those services. Accordingly, the opponent requests that the contested decision be altered,
Article 72(3) EUTMR (8 18-21).

12/03/2020, T-296/19, Sum011 / ORIGINAL Sumol ORANGE ORIGINAL Sumol LARANJA (fig.),
EU:T:2020:93, § 18-21

Interpretation of a head of claim seeking alteration of the contested decision and
confirmation of the OD decision

The applicant’s head of claim, seeking the annulment or alteration of the contested decision and
the confirmation of the OD’s decision, is admissible. It is to be understood as requesting that the
contested decision be annulled insofar as the BoA annulled the OD’s decision, or that the BoA
take the decision which it should have taken, which is to say that the appeal against the OD’s
decision should be dismissed in its entirety (Article 71(1) and Article 72(3) EUTMR; 04/05/2017,
T-97/16, GEOTEK, EU:T:2017:298, § 17 and case-law cited) (§ 20, 22-23).

10/02/2021, T-821/19, B.home / B-Wohnen, EU:T:2021:80, § 20, 22-23

Interpretation of a head of claim seeking to annul the OD’s decision as claim seeking to
alter the contested decision

The form of order sought seeking to annul the OD’s decision falls within the GC'’s jurisdiction to
annul or to alter decisions, as provided for in Article 72(3) EUTMR (8 97).

29/04/2020, T-37/19, cimpress / p impress (fig.) et al., EU:T:2020:164, 8§ 97

Interpretation of a single head of claim seeking alteration and annulment — Admissibility

The applicant requests the Office to ‘be ordered to register the mark applied for also in respect of
the other goods in Class 21, namely [...] (8 7).

If this single head of claim were to be interpreted as seeking to alter the contested decision, it
would be inadmissible (30/06/2009, T-285/08, Natur-Aktien-Index, EU:T:2009:230, 8§ 21;
17/05/2017, T-164/16, THE TRAVEL EPISODES (fig.), EU:T:2017:352, § 24) (§ 10-13).

However, where from the content of the application it is apparent that, by its single head of claim,
the applicant seeks not only to alter the contested decision but also to annul it (07/11/2013,
T-666/11, Gatto domestico, EU:T:2013:584, § 18), the sole head of claim must be interpreted as
also seeking annulment of the contested decision and is therefore admissible (§ 14-15).

30/06/2021, T-624/19, FORM EINES HANDGRIFES MIT BORSTEN (3D), EU:T:2021:393, § 7,
10-15
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Interpretation of the intervener’s head of claim seeking to confirm the contested decision

The GC cannot issue confirmatory or declaratory judgments. However, in light of the content of
the response filed by the intervener, its request for confirmation of the contested decision and
declaration of invalidity of the contested RCD can be interpreted as a request for dismissal of the
action (8§ 19-20).

21/06/2023, T-347/22, Schmelztiegel I, EU:T:2023:344

Interpretation of the head of claim seeking revocation of the contested decision

The head of claim requesting that the GC revoke the contested decision must be read together
with the grounds of the application. In this case, it appears that the purpose of the action is to
obtain the annulment of the contested decision. Under Article 103 EUTMR, a decision taken by
the EUIPO can be revoked by the body that adopted the decision while, pursuant to Article 72(3)
EUTMR, the Court may annul or alter the decision of the BoA (8 21-22).

24/01/2024, T-55/23, SALVAJE (fig.) / SALVANA, EU:T:2024:30

Interpretation of the head of claim seeking alteration — Implicit claim for annulment

Having regard to the content of the application before the GC, the applicant’s heads of claim to
alter the contested decision in its entirety and to reject the opposition implicitly include an
application for annulment of the contested decision (§ 14).

07/02/2024, T-101/23, Buffet (fig.) / Buff et al., EU:T:2024:65

2.1.5 Formal requirements
2.1.5.1 Oral hearing request

Possibility to rule by reasoned order at any time according to Article 126 RPGC despite an
oral hearing request

Pursuant to Article 126 RPGC, the GC can decide to rule by reasoned order without taking further
steps in the proceedings, notwithstanding the fact that a hearing was requested (12/09/2019,
T-182/19, SOFTFOAM (fig.), EU:T:2019:604, § 10) (8 18).

11/06/2020, T-553/19, PERFECT BAR, EU:T:2020:268, § 18

11/06/2020, T-563/19, PERFECT BAR (fig.), EU:T:2020:271, § 18

16/06/2020, T-558/19, HOSPITAL DA LUZ LEARNING HEALTH TRAINING, RESEARCH &
INNOVATION CENTER (fig.) / C LUZCLINICA LA LUZ (fig.) et al., EU:T:2020:274, § 18

Inadmissible request for oral hearing — Request submitted together with the application

The request for oral hearing submitted with the application for annulment and not within three
weeks after service on the parties of notification of the close of the written part of the procedure
is inadmissible (8 27, 29).

14/09/2022, T-607/21, Skilltree studios, EU:T:2022:553

Oral hearing request — No reasoned request
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A request for an oral hearing must be reasoned. In the absence of a reasoned request, the GC
may, if it considers that it has sufficient information available to it, rule on the action without an
oral part of the procedure (§ 18-22).

14/06/2023, T-200/20, Stone brewing / Stones et al., EU:T:2023:330

Oral hearing request — No reasoned request

A request that does not contain any indication as regards the aspects or arguments on which the
party wants to elaborate, or which it wants to refute, in an oral hearing, but only lists items of
evidence in relation to which it requests witnesses to be heard, cannot be considered as a
reasoned request for an oral hearing in the sense of Article 106(2) RPGC. It must be regarded as
a request for measures of inquiry, which is rejected because the scope and probative value of the
evidence in question can be assessed without particular difficulty on the basis of the case file
(8 16-18).

21/06/2023, T-347/22, Schmelztiegel I, EU:T:2023:344

2.1.5.2 General references to documents produced before a BoA

Formal requirement of the application — General references

According to Article 21 Statute and Article 171 and Article 177(1) RPGC, any application must
indicate the subject matter of the proceedings and a summary of the pleas in law relied on. The
basic matters of fact and law relied on must be indicated, at least in summary form, coherently
and intelligibly in the application. The summary and the pleas of law must be sufficiently clear and
precise to enable the defendant to prepare its defence and the competent court to rule on the
action. Although the body of the application may be supported and supplemented in relation to
specific points by references to extracts from documents annexed to it, general references to
other written submissions are inadmissible, even if these submissions are annexed, to the extent
that they cannot be linked to the pleas and arguments put forward in the application itself (8§ 11,
12).

11/07/2019, T-349/18, TurboPerformance (fig.), EU:T:2019:495, § 11, 12

Article 177(1)(d) RPGC - Inadmissibility of the general reference to the arguments put
forward during the procedure before the EUIPO

The applicant cannot validly refer the Court to all the arguments it put forward in the proceedings
before the EUIPO in so far as that general reference cannot be connected to pleas and arguments
developed in the application (§ 22).

02/03/2022, T-86/21, Makeblock (fig.), EU:T:2022:107, § 22

Formal requirements of the application — General references — Inadmissibility

The application before the GC must contain the subject matter of the dispute and a brief statement
of the grounds on which the application is based. That statement must be sufficiently clear and
precise to enable the defendant to prepare its defence and for the Court to exercise its power of
judicial review. Although the body of the application may be supported and supplemented in
relation to specific points by references to extracts from documents annexed to it, general
references to other written submissions are inadmissible, even if these submissions are annexed,
to the extent that they cannot be linked to the pleas and arguments put forward in the application
itself (8 54-55).

08/11/2022, T-672/21, GRUPA LEW. (fig.) / Lew
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Inadmissible general references to earlier submissions

The applicant cannot validly refer the GC, in a blanket manner, to its submissions in the
proceedings before the EUIPO. It is not for the GC to try to locate the relevant elements in the
documents to which they refer (§ 39).

22/03/2023, T-408/22, SEVEN SEVEN 7 (fig.) / Seven, EU:T:2023:157

Inadmissible plea — Plea not put forward in a comprehensible manner — General reference
to previous submissions

Pursuant to the first paragraph of Article 21 of the Statute and to Article 177(1)(d) RPGC, an
application must contain the pleas in law and arguments relied on and a summary of those pleas
in law. Consequently, the application, insofar as it refers generally to the written submissions filed
before the EUIPO, is inadmissible to the extent that the general reference that it contains cannot
be linked to the pleas and arguments put forward in that application itself (§ 13-14).

18/10/2023, T-566/22, ENDURANCE (fig.), EU:T:2023:655

Inadmissible general references to previous submissions

Although the application for annulment can be substantiated and supplemented on certain points
by referring to extracts of documents attached to it, the annexes merely have an evidentiary and
auxiliary function. The annexes cannot therefore serve to elaborate on a plea briefly set out in the
application by citing arguments not contained in the application. It is not for the Court to substitute
the parties by attempting to identify the relevant details in the documents to which they refer. The
same requirements apply to an argument put forward in support of a plea in law (§ 81).

Where the applicant does not specify which case-law of a national Court the BoA allegedly
disregarded, but merely refers ‘for further details, to [the] statement of grounds of appeal’, the GC
cannot take into account this argument, which was not relied on in support of its plea before the
GC (8 82-83).

08/11/2023, T-665/22, NIVEA SKIN-IDENTICAL Q10 / SKINIDENT et al., EU:T:2023:704

General references

General references to previous submissions lodged before the Office are inadmissible according
to Article 21 Statute and Article 177(1)(d) RPGC (8 15-23).

13/02/2019, T-278/18, DENTALDISK, EU:T:2019:86, § 15-23
08/07/2020, T-328/19, SCORIFY (fig.) / Scor et al., EU:T:2020:311, § 20-21
07/07/2021, T-205/20, I-cosmetics, EU:T:2021:414, § 42

2.1.5.3 Others

Unforeseen documents in the RPGC — Request to lodge a reply

As the RPGC no longer provide for requests to lodge a reply in IP proceedings, any such request
is rejected (8 24-26).
13/02/2019, T-278/18, DENTALDISK, EU:T:2019:86, § 24-26

Extension of time limit to file aresponse only for the party who requested it
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The other party to the proceedings before the BoA cannot automatically benefit from an extension
of the time limit to file a response accorded to the Office. Its response has to be filed within the
time limit prescribed, unless it asks the Court for an extension (§ 28).

23/02/2021, T-587/19, MARIEN (fig.) / MARIN, EU:T:2021:107, § 28

Formal requirements of the application — Article 76(d) RPGC — Admissibility of arguments
and pleas

The BoA did not consider that the examination of the distinctive character of the sign applied for
had to be different depending on whether it related to orthopaedic footwear (Class 10) or to
footwear in general (Class 25). In these circumstances, the applicant was not obliged to put
forward specific arguments relating to orthopaedic footwear in order to avoid the inadmissibility of
its action in respect of those goods. Moreover, the absence of these specific arguments cannot
be interpreted as meaning that the applicant waived its right to challenge the contested decision
insofar as it rejects the application for orthopaedic footwear in Class 10 (§ 23-25).

17/11/2021, T-298-19, FORM VON ROTEN SCHNURSENKELENDEN (Posit.), EU:T:2021:792,
§ 28-31, 49

Formal requirements of pleas and arguments of the response — Inadmissibility of the
intervener’s arguments

The intervener's argument regarding the fact that some documents submitted during the
administrative proceedings were not translated into the language of the proceedings does not
satisfy the requirements of Article 180(1)(c) RPGC in so far as, first, it did not identify the
documents which should be disregarded on the ground that they had not been translated into the
language of the case during the administrative proceedings and, second, it did not dispute the
BoA'’s findings which were based on those documents (§ 19).

24/11/2021, T-434/20, dziandruk (fig.), EU:T:2021:815, § 19

Formal requirement of the application — In an application to the Court, a mere abstract
statement of grounds is not sufficient

The application made in the context of an action brought against the EUIPO must contain, inter
alia, the subject matter of the dispute and a brief statement of the pleas in law relied on. It must,
accordingly, specify the grounds on which the action is based, with the result that a mere abstract
statement of the grounds is not sufficient. Moreover, that statement, albeit brief, must be
sufficiently clear and precise to enable the defendant to prepare its defence and for the Court to
rule on the action, if necessary, without any further information (8§ 89).

02/03/2022, T-86/21, Makeblock (fig.), EU:T:2022:107, § 89

Article 21 Statute of the Court of Justice of the European Union (1-5-2019) and
Article 177(1)(d) RPGC — Manifest inadmissibility of the application

According to Article 21 Statute of the Court of Justice of the European Union (1-5-2019) and
Article 177(1)(d) RPGC, all applications must contain the subject matter of the dispute and a brief
statement of the grounds on which the application is based. That statement must be sufficiently
clear and precise to enable the defendant to prepare its defence and for the Court to exercise its
power of judicial review. In order to guarantee legal certainty and sound administration of justice
and for an action to be admissible under the aforementioned provisions, it is necessary that the
basic legal and factual particulars relied on be indicated, at least in summary form, coherently and
intelligibly in the application itself. The body of the application may be underpinned and
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supplemented on specific points by references to extracts from annexed documents. However,
an overall reference to other documents, even those annexed to the application, cannot make up
for the absence of the essential arguments in law that, in accordance with the abovementioned
provisions, must feature in the application (8 5). The application did not satisfy the minimum
requirements and was rejected as manifestly inadmissible (8§ 7).

02/03/2022, T-783/21, tipin (fig.)-tipwin (fig.), EU:T:2022:131, 8 5, 7

Admissible application — Identical arguments before the BoA and before the GC

Article 177(1) RPGC sets out the requirements for the admissibility before the GC of an
application for annulment of a decision by the EUIPO. The fact that the motivation for the action
is partially identical to that presented before the BoA does not imply its inadmissibility (8 18).

20/12/2023, T-27/23, THE FEED, EU:T:2023:856

2.2 SUBJECT MATTER OF THE PROCEEDINGS BEFORE THE GC

2.2.1 Admissibility of pleas in law, arguments and evidence

Admissible plea — Allegation of insufficient evidence for the BoA’s confirmation of an
undisputed issue — Part of the factual and legal background of the dispute

The BoA considered that the disclosure of the earlier design was undisputed, since the RCD
proprietor had acknowledged in a letter that the design had been introduced on the European
market in 2009. Therefore, the question concerning the disclosure of the earlier design had been
examined and formed part of the factual and legal background to the dispute brought before the
BoA. Consequently, the RCD proprietor’s claim before the GC that the evidence on which the
BoA had based its decision was not sufficient to find that the earlier design had indeed been made
available, is admissible (8 17-18).

08/07/2020, T-748/18, Pneumatic power tools, EU:T:2020:321, § 17-18

2.2.1.1 Pleas to be put forward expressly, intelligibly and coherently

Inoperative single plea in law — Declaration of invalidity granted on the basis of two
grounds with regards to the descriptive character and lack of distinctive character

The BoA allowed an application for a declaration of invalidity of a trade mark both on the basis of
Article 7(1)(c) EUTMR with regard to the descriptive character of the mark and on the ground of
lack of distinctive character within the meaning of Article 7(1)(b) EUTMR. In these circumstances,
the contested decision may only be annulled if the applicant puts forward sufficiently clear and
precise arguments and demonstrates that the BoA’s assessments are vitiated by errors of law in
relation to each of those grounds for invalidity.

The applicant has not challenged the BoA’s assessment that the contested mark is devoid of any
distinctive character within the meaning of Article 7(1)(b) EUTMR by putting forward a plea in law
that is sufficiently clear and precise. The single plea is rejected inoperative (8 24).

15/12/2021, T-188/21, Malle, EU:T:2021:903, § 24

Inadmissible plea — Plea not put forward in a comprehensible manner

The clear and precise identification of the error made by the BoA in the contested decision, at
least in summary form, but in a coherent and comprehensible manner, in the text of the application
for annulment in itself, is an admissibility requirement under Article 177(1)(d) RPGC (8 21).
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06/04/2022, T-680/21, Amsterdam poppers, EU:T:2022:216, § 21

Admissible plea — No identification of the legal basis

An applicant is not obliged expressly to state on which particular rule of law his or her complaint
is based, provided that his or her line of argument is sufficiently clear for the defendant and the
Courts of the European Union to be able to identify the rule without difficulty (8 15).

08/06/2022, T-738/20, Holux / Holux et al., EU:T:2022:343

Inadmissible plea — Plea not put forward in a comprehensible manner

For an action to meet the minimum requirements of Article 177(1)(d) RPGC, the essential factual
and legal circumstances on which the application is based must be apparent — at least in a concise
form, butin any event, in a coherent and comprehensible way — from the wording of the application
itself (8§ 17). For the goods and services for which the applicant failed to submit any specific
arguments in its application (Classes 4, 6, 8, 14, 25, 34, 36, 38, 39 and 42) and to clarify for which
of these goods genuine use had been proven, the action is thus inadmissible (8§ 16-20).

07/12/2022, T-747/21, Fohlenelf, EU:T:2022:773

Admissible plea - Plea of lack of genuine use forming part of the arguments of a plea under
Article 8(1)(b) EUTMR

The applicant has formally put forward only a single plea in law, alleging infringement of
Article 8(1)(b) EUTMR. However, in the context of that plea, the applicant has put forward a
specific and substantiated first complaint, alleging lack of genuine use of the earlier mark. In so
doing, it puts forward, in essence, a first plea in law, alleging infringement of Article 47(2) EUTMR.
Consequently, the fact that the complaint alleging lack of genuine use of the earlier mark has
been put forward in the context of the plea alleging infringement of Article 8(1)(b) EUTMR, cannot
entail its inadmissibility, but only its reclassification by the GC (§ 25).

07/06/2023, T-63/22, BROOKS ENGLAND (fig.) / Brooks, EU:T:2023:312

Inadmissible plea — No indication of matters of fact and of law explaining the alleged
infringement

Merely relying on Article 7(1)(d) and Article 7(1)(e)(i) EUTMR, without indicating the matters of
fact and of law capable of explaining the extent to which the contested decision infringes those
provisions, does not satisfy the requirements of Article 177(1)(d) RPGC. These pleas must be
rejected as inadmissible (§ 18-19).

26/07/2023, T-591/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:433

2.2.1.2 No alteration of the subject matter of the proceedings

Scope of the GC’s review — Admissible plea

The plea relating to the ‘agent-principal’ relationship is admissible despite the fact that the
invalidity applicant did not challenge the conclusion of the CD before the BoA (8§ 28). Even if the
appellant has not raised a specific ground of appeal, the BoA is required to examine whether a
new decision with the same operative part as the decision under appeal may be lawfully adopted
at the time of the appeal ruling (8 27). The invalidity applicant made submissions regarding the
‘agent-principal’ relationship before the cancellation. Therefore, it also appeared in the documents
before the BOA that correctly proceeded to analyse the conditions of the invalidity ground (8 28).
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14/02/2019, T-796/17, MOULDPRO, EU:T:2019:88, § 27-28

Scope of the GC’s review — Admissible plea — Issue to be examined ex officio by the BoA

In opposition proceedings based on Article 8(1) CTMR [now Article 8(1) EUTMR], the assessment
of the inherent distinctive character of the earlier mark constitutes an issue of law which is
necessary to ensure the correct application of the trade mark regulation: the instances of the
Office are required to examine that issue, of their own motion if necessary, and it forms part of
the subject matter of the proceedings before the BoA within the meaning of Article 188 RPGC
(8 43).

Therefore, the GC erred in law by declaring the appellant’s plea concerning the allegedly weak
distinctive character of the earlier mark inadmissible on account of Article 76(1) CTMR since that
argument had been put forward before it for the first time (§ 47).

18/06/2020, C-702/18 P, PRIMART Marek tukasiewicz (fiq.) / PRIMA et al., EU:C:2020:489, § 43
and 47.

Scope of the GC’s review — Subject matter of the proceedings — Article 95(1) EUTMR

According to Article 95(1) EUTMR, in proceedings relating to relative grounds for refusal the
Office is restricted in its examination to the facts, evidence and arguments provided by the parties
and the relief sought. Therefore, the BoA may base its decision only on the relative grounds for
refusal relied on by the party concerned, and the related facts and evidence presented by the
parties (18/06/2020, C-702/18 P, PRIMART Marek tukasiewicz (fig.) / PRIMA et al.,
EU:C:2020:489, § 41) (8 28). In light of Article 188 RPGC, the parties, in proceedings before the
Court, do not have the power to alter the legal context of the dispute, as set out in the claims and
contentions that they had put forward during the proceedings before the BoA (08/03/2019,
T-326/18, CARAJILLO LICOR 43 CUARENTA Y TRES (fig.) / Carajillo (fig.), EU:T:2019:149,
§ 35-36) (§ 26-27, 29).

Where the BoA was right in finding that the applicant had agreed with the OD’s assessment
regarding genuine use of the earlier mark in connection with certain goods and was entitled to
restrict its assessment of the LOC to those goods alone, the applicant’s arguments seeking to
question the evidence of use of the earlier mark are ineffective and irrelevant (§ 31-33).

30/06/2021, T-227/20, BIOVENE BARCELONA (fig.) / Biorene, EU:T:2021:395, § 26-27, 29, 31-
33
30/06/2021, T-232/20, Biovene / Biorene, EU:T:2021:396, § 26-27, 29, 31-33

Article 188 RPGC - Article 95(1) EUTMR - Invalidity proceedings — Burden of proof —
Difference between Article 7(3) and Article 8(5) EUTMR - Plea as to acquired
distinctiveness trough use raised for the first time before the Court — Inadmissibility

According to Article 188 RPGC, the pleadings lodged by the parties in proceedings before the GC
may not change the subject matter of the proceedings before the BoA. The parties in proceedings
before the Court do not therefore have the power to alter before that Court the terms of the
dispute, as delimited in the respective claims and allegations put forward by the parties to the
proceedings before the BoA. Any line of argument that would require the Court to carry out a
review of the legality of the decision of the BoA beyond the factual and legal context of the dispute
as it was brought before that BoA must be rejected as inadmissible (8 21).

According to Article 95(1) EUTMR, in invalidity proceedings pursuant to Article 59 EUTMR, the
Office is to limit its examination to the grounds and arguments submitted by the parties
(10/06/2020, T-105/19, DEVICE OF A CHEQUERBOARD PATTERN (fig.), EU:T:2020:258, § 23
and case-law cited). It is for the parties to provide the facts and evidence in support of the relief
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sought (11/04/2019, T-655/17, ZARA TANZANIA ADVENTURES (fig.) / ZARA et al.,
EU:T:2019:241, 8§ 37) (8§ 22).

In the context of invalidity proceedings, it is for the proprietor of the mark for which a declaration
of invalidity is sought to claim that the contested mark has distinctive character through use if that
mark is devoid of inherent distinctive character. It is also for the proprietor of the mark to submit
appropriate and sufficient evidence to prove that the mark has acquired distinctive character
through use (8 24). The requirements for proof of reputation and of distinctive character acquired
through use are not the same, particularly with regard to territory. For reputation, it is sufficient
that that reputation is proved in a substantial part of the territory of the EU (06/10/2009, C-301/07,
Pago, EU:C:2009:611, 8 27) (8 28). By contrast, in light of the unitary character of the EU trade
mark, in the absence of inherent distinctive character, distinctive character acquired through use
(i.e. at least a significant proportion of the relevant public identifies the goods or services
concerned as originating from a particular undertaking because of the mark) must be proved
throughout the territory of the EU and not only in a substantial part or the majority of the territory
of the EU (25/07/2018, C-84/17 P, C-85/17P & C-95/17 P, SHAPE OF A 4-FINGER
CHOCOLATE BAR (3D), EU:C:2018:596, § 76, 78, 83, 87) (8 29).

The items of evidence, intended to prove that the mark has a reputation, do not allow the inference
to be drawn that the EUTM proprietor validly relied on Article 7(3) or Article 52(2) CTMR in the
proceedings before the BoA (8§ 26-27). The EUTM proprietor did not expressly put forward as a
defence that the contested mark had acquired distinctive character through use for the purposes
of Article 7(3) or Article 52(2). Consequently, that issue is not part of the subject matter of the
proceedings before the BoA. The plea is rejected as inadmissible (§ 30-35).

19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, § 21-22, 24, 26-35

Subject matter of the proceedings before the GC — Inadmissible plea

Where an opposition is only based on Article 8(1)(b) EUTMR and the BoA has not examined or
ruled on Article 8(1)(a) EUTMR, claims to the Court regarding the latter are inadmissible (8§ 21).

26/01/2022,T-498/20, WOOD STEP LAMINATE FLOORING (fig.) / Step, EU:T:2022:26, § 21

Scope of the GC’s review — Plea directed against grounds that are only included in first
instance decisions — Inadmissible plea

Under Article 72(1) EUTMR, actions may be brought before the EU judicature only against BoA
decisions. Therefore, pleas are only admissible when directed against such decisions, and cannot
be directed against grounds that are only included in first instance decisions or communications
(8 39-40).

12/03/2019, T-463/18, SMARTSURFACE, EU:T:2019:152, § 39-40

Scope of the GC’s review — Presumption of identity of the goods by the BoA — Inadmissible
plea

For reasons of procedural economy, the OD and the BoA proceeded on the basis that the services
were identical without carrying out an exhaustive comparison of those services (8 28). It is not for
the GC to deal with that question, which was not examined by the adjudicating body, but it will
determine whether, in the light of that assumption, the BoA’s global assessment of LOC is correct
(8 31).

20/09/2019, T-367/18, UKIO / <IO (fig.), EU:T:2019:645, § 28, 31
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Scope of the GC’s review — Similarity of goods and services disputed for the first time
before the GC — Admissible

The fact that the applicant did not dispute the similarity of the goods of the opposing signs before
the BoA cannot deprive it of the right to challenge the findings of the BoA before the GC in that
respect, BoA having endorsed the grounds of the OD’s decision (28/11/2019, T-665/18, Vibble /
Vybe et al., EU:T:2019:825, § 31) (8§ 36).

24/02/2021, T-61/20, B-direct / bizdirect (fig.), EU:T:2021:101, § 36

Scope of the GC’s review — Examination of facts ex officio — Incorrect assessment by the
BoA - Principle of interdependence

Where it is called upon to assess the legality of BoA decisions, the Court cannot be bound by an
incorrect assessment of the facts by the BoA, since that assessment is part of the findings the
legality of which is being disputed before it (18/12/2008, C-16/06 P, Mobilix, EU:C:2008:739, § 48;
05/02/2020, T-44/19, TC Touring Club (fig.) / TOURING CLUB ITALIANO et al., EU:T:2020:31,
§ 88) (8 49).

Although the opponent did not challenge the BoA’s conclusion in relation to the conceptual
comparison, it did call into question the BoA’s assessment relating to the LOC. Therefore, by
virtue of the principle of interdependence, the Court has jurisdiction to examine the BoA'’s findings
on the conceptual comparison (05/12/2019, T-29/19, Idealogistic Verhoeven Greatest care in
getting it there (fig.) / iDEA (fig.) et al., EU:T:2019:841, § 89) (8§ 50).

02/12/2020, T-35/20, DEVICE OF CLAW-LIKE SCRATCH (fig.) / DEVICE OF CLAW-LIKE
SCRATCH (fig.) et al, EU:T:2020:579, § 49-50

Scope of the GC’s review — Examination of facts ex officio — Incorrect assessment by the
BoA - Principle of interdependence

Where one of the parties claiming that the BoA should be annulled has called into question the
BoA’s assessment relating to the LOC, the Court has, by virtue of the principle of interdependence
between the factors taken into account, in particular the similarity of the trade marks and that of
the goods and services covered, jurisdiction to examine the BoA’s assessment of not disputed
factors. Where it is called upon to assess the legality of a decision of a BoA of EUIPO, the Court
cannot be bound by an incorrect assessment of the facts by that BoA, since that assessment is
part of the findings the legality of which is being disputed before it (18/12/2008, C-16/06 P, Mobilix,
EU:C:2008:739, § 47-48) (8 37).

12/05/2021, T-70/20, MUSEUM OF ILLUSIONS (fig.) / MUSEUM OF ILLUSIONS (fig.),
EU:T:2021:253, § 37

Scope of the GC’s review — Examination of facts ex officio — Incorrect assessment of the
BoA

In spite of the fact that the applicant has not disputed the general public’s level of attention, the
GC, where it is called upon to assess the legality of a decision, cannot be bound by an incorrect
assessment within it. This is because that assessment is part of the findings the legality of which
is being disputed before the GC (18/10/2012, C-101/11 P & C-102/11 P, Ornamentacion,
EU:C:2012:641, § 40). In this case, the BoA’s assessments regarding the general public’s level
of attention are part of the findings the legality of which is being disputed before the Court
(8 25-26).

21/12/2021, T-369/20, Cefa certified european financial analyst / Cfa et al., EU:T:2021:921, § 25-
26
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Technical standards invoked for the first time in the proceedings before the GC — Alteration
of the subject matter of the proceedings

The specific harmonized standards deriving from EU law invoked for the first time before the GC
are inadmissible (8§ 55).

15/06/2022, T-380/20, Radiatori per riscaldamento, EU:T:2022:359

Scope of the GC’s review — No change of the subject matter of the proceedings before the
BoA — Arguments related to an earlier right not examined by the BoA inadmissible

Where the BoA confirmed the OD’s refusal of the contested EUTM application exclusively on the
basis of one specific earlier right, the arguments put forward in the proceedings before the GC
related to another earlier right, which has not been examined by the BoA, are inadmissible (8 19-
22).

22/09/2022, T-624/21, primagran (fig.) / PRIMA (fig.) et al.

Scope of the GC’s review — Inadmissible arguments

Arguments that seek to have the GC examine a ground for invalidity that the BoA did not examine
and, therefore, change the subject-matter of the proceedings before the BoA within the meaning
of Article 188 RPGC, must be rejected as inadmissible from the outset (8 28, 29).

21/06/2023, T-347/22, Schmelztiegel Il, EU:T:2023:344

Scope of GC’s review — Admissible plea

The argument invoked for the first time before the GC, according to which genuine use of the
contested mark has been proved only in connection with a subcategory of food supplements for
medical purposes, is admissible since it does not go beyond the context of the dispute brought
before the BoA (8 61-62).

12/07/2023, T-585/22, Artresan, EU:T:2023:392

Scope of the GC’s review — Similarity of the signs disputed for the first time before the GC
— Admissible

New arguments regarding the comparison of signs under Article 8(1)(b) EUTMR raised for the
first time before the GC are admissible because the application of that provision requires the
EUIPO to adjudicate on the comparison of the signs (8§ 31).

08/11/2023, T-41/23, POLLEN + GRACE (fig.) / Grace (fig.) et al., EU:T:2023:705

Scope of the GC’s review — Trade mark becoming a common name

It follows from the logic of Article 58(1)(b) EUTMR that the finding that the contested mark has
become a common name (objective condition) is a prerequisite for examining whether the loss of
distinctive character is due to the proprietor’s acts or inactivity (subjective condition). Where the
action for annulment before the GC only contests the BoA assessment of the subjective condition,
the GC has to review the assessment of the objective condition since it cannot base its decision
on erroneous legal consideration (8 30-32).

07/02/2024, T-220/23, CITY STADE (fig.), EU:T:2024:61
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2.2.1.3 Admissible amplified pleas in law and arguments

Admissibility of new arguments before the GC

As regards the applicant’s argument submitted for the first time before the General Court that, in
essence, the lack of any development of a ground for refusal of Article 7(1)(b) EUTMR ought to
be analysed as a withdrawal of that ground, that argument is part of an extension of the applicant’s
line of argument, both in its appeal before the BoA and before the Court, by which it sought to
show that the BoA was not entitled to examine the validity of the contested mark in the light of
Article 7(1)(b)EUTMR , and it constitutes an amplification of that line of argument. Therefore, it is
admissible (8 47).

19/10/2022, T-486/20, Swisse (fig.), EU:T:2022:642

Admissibility of new arguments before the GC

The argument related to a part of the relevant public mentioned for the first time before the GC is
admissible, as the definition of the relevant public constitutes one of the issues on which the BoA
must, for the purposes of assessing whether there is any LOC, necessarily rule (§ 24). By
contrast, the arguments based on factual circumstances referred to for the first time before the
GC are inadmissible (8 27).

07/06/2023, T-47/22, THE PLANET (fig.) / PLANETE+ (fig.), EU:T:2023:311

2.2.1.4 Inadmissible new evidence

General principle

Documents, produced for the first time before the Court, cannot be taken into consideration since
the purpose of actions before the GC is to review the legality of decisions of the BoA. Therefore,
it is not the Court’s function to review the facts in the light of documents produced for the first time
before it (24/11/2005, T-346/04, Arthur et Félicie, EU:T:2005:420, § 19) (8 15, 52).

12/07/2019, T-264/18, mo.da, EU:T:2019:528, § 15, 52

24/10/2019, T-708/18, Flis Happy Moreno choco (fig.) / MORENO (fig.) et al., EU:T:2019:762,
8 26-28

09/09/2020, T-144/19, ADLON / ADLON, EU:T:2020:404, § 19

Website extract

A website extract produced as evidence for the first time before the GC (reproduction of an extract
of a page of the Wikipedia website which refers to the letter ‘e’ of the Danish alphabet) cannot
be taken into account within the review of legality of the contested decision and is therefore
inadmissible (§ 16).

28/11/2019, T-642/18, DermoFaes Atopimed / Dermowas, EU:T:2019:819, 8§ 16

Claims made and evidence filed for the first time before the GC — Inadmissibility

The claim of the earlier trade mark’s particular strength of reputation must be made in the
proceedings before the Office and cannot be made for the first time in the proceedings before the
GC (8 67-81). The same applies to evidence submitted in support of the claims made (§ 117-118,
122).

19/05/2021, T-510/19, DEVICE OF A JUMPING ANIMAL (fig.) / PUMA (fig.) et al.,
EU:T:2021:281, § 67-81, 117-118, 122
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Community design — Evidence produced for the first time in the proceedings before the
GC - Inadmissibility

The evidence, which was acquired through the use of freely accessible applications (such as
Google and the Wayback Machine) and submitted for the first time before the GC, is inadmissible
since the purpose of actions brought before the GC is to review the legality of decisions of the
BoA, as referred to in Article 61 CDR. It is not the GC’s function to review the facts in light of
documents that have been produced for the first time before the GC itself (§ 11-14).

20/10/2021, T-823/19, Bobby pins, EU:T:2021:718, § 11-14

Scope of the proceedings before the GC — Documents produced for the first time before
the GC - Inadmissibility

The purpose of actions before the GC under Article 72(2) EUTMR is to obtain a review of the
legality of decisions of the BoA. Article 95 EUTMR requires that these reviews must be carried
out in light of the factual and legal context of the dispute as it was brought before the BoA. The
GC may not annul or alter a decision against which an action has been brought on grounds that
come into existence after its adoption (8§ 18). Therefore, it is not the GC’s function to review the
facts in light of documents adduced for the first time before it. To allow the examination of such
evidence would be contrary to Article 188 RPGC, according to which the parties’ submissions
may not alter the subject matter of the proceedings before the BoA. Accordingly, evidence
submitted for the first time before the GC must be declared inadmissible and there is no need to
examine it.

16/03/2022, T-315/21, Apial / Apiretal, EU:T:2022:141, § 18

Inadmissible new evidence — Evidence translated in the language of proceedings for the
first time before the GC

Evidence translated in the language of proceedings for the first time before the GC shall be
considered as produced for the first time before the GC and is, therefore, inadmissible (§ 35, 39).

14/09/2022, T-607/21, Skilltree studios, EU:T:2022:553

Inadmissibility of case-law relied on for the first time before the court

Previous case-law — in that case, decisions taken by EUIPO — submitted for the first time before
the Court that is intended to prove aspects of factual nature is inadmissible (§ 23, 24).

05/10/2022, T-711/20, CMS ltaly (fig.) / PUMA (fig.) et al., EU:T:2022:604

Inadmissible new evidence — Evidence submitted for the first time at the oral hearing

The evidence submitted by the applicant for the first time during the oral hearing is inadmissible
pursuant to Article 188 RPGC (8 95).

07/12/2022, T-623/21, Puma / Puma (fig.), EU:T:2022:776

Inadmissible new evidence — Evidence submitted for the first time at the oral hearing

An extract of the Nice Classification produced for the first time during the oral hearing before the
GC cannot be taken into consideration (8§ 13, 14).

15/02/2023, T-8/22, TCTC CARL (fig.) / carl touch (fig.), EU:T:2023:70
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Inadmissible new evidence — Provisions of national law relied on for the first time before
the GC

In the context of Article 8(4) EUTMR, provisions of the national law invoked for the first time before
the GC are inadmissible (§ 31). This is also the case for the new wording of a provision already
invoked (8 35).

01/03/2023, T-36/22, PERFECT FARMA CERVIRON (fig.) / Cerviron, EU:T:2023:94
See also, 01/03/2023, T-37/22, Cerviron / Cerviron, EU:T:2023:95, § 28, 32
See also, 01/03/2023, T-38/22, CERVIRON perfect care (fig.) / Cerviron, EU:T:2023:96, § 28, 32

Inadmissible new evidence

The documents produced for the first time before the GC, comprising Wikipedia extracts referring
to the word ‘STORY’ in different languages, must be rejected as inadmissible (§ 13-17).

26/07/2023, T-434/22, VEGE STORY /végé’, EU:T:2023:426

2.2.1.5 Admissible new evidence

Evidence to refute new arguments in the contested decision — Extracts from the Office’s
database

Evidence produced for the first time before the GC is admissible if it is necessary to refute
arguments put forward for the first time in the contested decision (8 17).

Extracts from the Office’s database containing information about similar registered EUTMs are
admissible, since they relate to decisions already taken in respect of similar applications for
registration, which must be examined by the Office of its own motion (8 20-23).

11/04/2019, T-223/17, ADAPTA POWDER COATINGS (fig.), EU:T:2019:245, § 17, 20-23

Database extracts from the Office, National Trade Mark Offices and WIPO

The database extracts from the Office, the German Patent and Trade Mark Office and WIPO,
which were produced in order to argue that the contested decision was vitiated by an error in the
comparison of goods and services and the LOC with regard to the list of goods for which the
earlier marks were registered, are admissible, as this error could not have been detected before
the contested decision was adopted (§ 30).

24/10/2019, T-708/18, Flis Happy Moreno choco (fig.) / MORENO (fig.) et al., EU:T:2019:762,
830

Evidence relating to the Office’s decision-making practice

Documents that relate to the Office’s decision-making practice are not, strictly speaking, evidence
within the meaning of Article 85 RPGC and are admissible, even if they are produced for the first
time at the hearing. A party may refer to them even where that practice post-dates the proceedings
before the Office (24/11/2005, T-346/04, Arthur et Félicie, EU:T:2005:420, § 20) (8§ 18-19).

12/07/2019, T-264/18, mo.da, EU:T:2019:528, § 18-19

National judgment submitted for the first time before the GC

A national judgment submitted for the first time before the GC is admissible where the party does
not claim that it should have been taken into account by the BoA, but relies on that judgment to
support its argument that the BoA was correct to conclude that authorship of the work invoked
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had not been proven. Admissibility of a judgment of a national court depends on the purpose for
which it is relied on by the person concerned (8§ 82).

20/01/2021, T-656/18, MANUFACTURE PRIM 1949 (II), EU:T:2021:17, § 82

Evidence to establish the accuracy of well-known facts

Evidence that is restricted to commenting on matters which are common knowledge or to
establish the accuracy of well-known facts cannot be regarded as new evidence and is therefore
admissible (8§ 18).

11/07/2019, T-349/18, TurboPerformance (fig), EU:T:2019:495, § 18
10/09/2019, T-744/18, Silueta en forma de elipse discontinua (fig.) / Silueta en forma de elipse
(fig.), EU:T:2019:568, § 59, 61

Admissible evidence submitted at the oral hearing — Evidence relating to the EUIPO’s
decision-making practice

A party has the right to submit and refer to a BoA decision for the first time at the hearing because
it does not constitute evidence within the meaning of Article 85 RPGC, even if that practice
postdates the procedure before the EUIPO (§ 25).

01/03/2023, T-552/21, Camel, EU:T:2023:98

Admissible new evidence — Documents that were referred to in the form of a hyperlink

The GC admits the submission for the first time before it of the documents that were merely
referred to in the form of an internet hyperlink in the duly submitted evidence. The factual
conditions for admission are two: (i) the BoA consulted the internet hyperlink during the
administrative procedure in order to access the hyperlinked documents and (ii) the BoA based its
reasoning on the hyperlinked documents (§ 18).

22/03/2023, T-650/21, casa (fig.), EU:T:2023:155

Admissible new evidence — Evidence submitted before the GC in the context of a measure
of organisation of procedure

The evidence and the factual details submitted in response to the questions put by the GC are
admissible without a need of any justification (§ 16-18).

22/03/2023, T-617/21, Welding torches (part of -), EU:T:2023:152

Admissible new evidence — Annex relating to the definition of a term

The annex relating to the definition of a term, which was not adduced during the administrative
procedure, is inadmissible. By contrast, where the definition of a term has already been submitted
before the OD and the BoA, it is not a new fact put forward for the first time before the Court, even
if the definition is taken from a different website (8 15-16).

29/03/2023, T-436/22, ALMARA SOAP (fig.) / ALMENARA, EU:T:2023:167

Admissible evidence submitted at the oral hearing — Evidence relating to the EUIPO’s
decision-making practice

Although a decision of the OD is submitted for the first time at the hearing before the GC, that
decision does not, strictly speaking, constitute evidence, within the meaning of Article 85 RPGC,
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but relates to the EUIPQO’s decision-making practice, to which, even if it postdates the procedure
before the EUIPO, a party has the right to refer for the first time before the GC. Neither the parties,
nor the GC itself, can be precluded from drawing on the case-law or national decision-making
practice for the purposes of interpreting EU law (8 73).

18/10/2023, T-566/22, ENDURANCE (fig.), EU:T:2023:655

2.2.1.6 Pleas raised for the first time during the hearing

Principle — Article 84(1) RPGC, Article 191 RPGC

A new plea in law that was not alleged in the application but put forward for the first time in the
oral hearing, without justifying that it is based on matters of law or of fact which came to light in
the course of the procedure, is inadmissible, Article 84(1) RPGC, Article 191 RPGC (§ 15-18).

19/06/2019, T-479/18, Premiere, EU:T:2019:430, § 15-18

Amplifying admissible arguments and new inadmissible arguments put forward at the oral
hearing

The applicant’s arguments concerning the proof of genuine use put forward for the first time at
the oral hearing can be interpreted as being a development of the argumentation already
contained in the application (8 25, 28). However, the argument that seeks to challenge the lack
of a translation of the evidence into English is inadmissible, as it cannot be considered to be
implicitly contained in the statement that the evidence is not ‘solid and objective’ (§ 25, 28-29,
32).

07/11/2019, T-380/18, INTAS / INDAS (fig.) et al., EU:T:2019:782, § 25, 28-29, 32

Admissible new plea — Plea alleging failure to state reasons — Matter of public policy

A plea alleging failure to state reasons is a plea involving a matter of public policy which may be
put forward at any stage of the procedure (§ 87-89).

29/04/2020, T-108/19; TasteSense By Kerry (fig.) / Multisense et al., EU:T:2020:161
29/04/2020, T-109/19; TasteSense (fig.) / Multisense et al., EU:T:2020:162, § 87-89

Inadmissible new argument — Argument presented for the first time at the oral hearing

Before the GC, at the oral hearing, the Applicant claimed for the first time that the BoA had wrongly
considered that reputation for one of the earlier marks was not established. However, it has not
established, or even claimed, that that complaint resulted from matters of law or of fact that came
to light in the course of the procedure or that the complaint amplified the plea alleging infringement
of Article 8(5) EUTMR or was closely connected with that plea. That claim must therefore be
rejected as inadmissible pursuant to Article 84(1) RPGC (8 54).

18/01/2023, T-726/21, DEVICE OF A CROWN (fig.) / ROLEX (fig.) et al., EU:T:2023:6

2.2.1.7 Distortion of facts in the GC’s decision

[No key points available yet.]

2.2.1.8 Other

Ineffective plea
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A plea seeking to dispute a ground added for the sake of completeness is ineffective and is
therefore rejected (§ 48).

31/01/2019, T-97/18, STREAMS, EU:T:2019:43, § 48

Request for investigative measures

A party may rely before the Court on the existence of evidence that may question the accuracy of
the content or probative value of the evidence considered by the Office by requesting investigative
measures for that evidence to be produced, for the first time, before the Court. However, in such
a case, the party requesting such measures must explain in detail the reasons for considering
that the evidence taken into account by the Office does not correspond, in its view, to reality, or
the reasons for considering that the probative value of that evidence has not been established
(8 51). According to Article 97 EUTMR, parties to proceedings before the Office may request or
propose investigative measures in order to establish facts relevant to the case. However, the
applicable provisions do not impose an obligation on the Office to take such measures (8§ 53).

29/09/2021, T-592/20, Agate / Agate, EU:T:2021:633, § 51, 53

Conditions for annulment of a decision with several pillars of reasoning

Where the operative part of a decision is based on several pillars of reasoning, each of which
would in itself be sufficient to justify that operative part, that decision should, in principle, be
annulled only if each of those pillars is vitiated by an illegality. In such a case, an error or other
illegality which affects only one of the pillars of reasoning cannot be sufficient to justify annulling
the decision at issue because that error could not have had a decisive effect on the operative part
adopted by the decision-maker (§ 38).

24/11/2021, T-434/20, dziandruk (fig.), EU:T:2021:815, § 38

Ineffective plea — Plea disputing the summary of the facts

The plea relating to an error mentioned in the summary of the facts, and not in the grounds of the
decision, is ineffective (8 100, 101).

27/04/2022, T-327/20, Shower drains, EU:T:2022:263, § 100, 101

Ineffective plea— Translation into the language of the proceeding — Errors in the translation
of the list of goods not affecting the comparison

The partially different translation of the description of some of the goods covered by the earlier
mark to which the BoA referred in the contested decision cannot have affected the comparison of
the goods at issue on which the contested decision is based since the goods concerned are a
general type of goods and a more specific type of goods which do not have fundamentally different
purposes (8 39, 40).

It is therefore not necessary to establish whether errors made in the translation of the list of goods
which were relied on in the application for a declaration of invalidity resulted in an infringement of
the principles of equality of arms and of neutrality or an infringement of Article 17(3) EUTMDR
(8 42).

27/04/2022, T-181/21, SmartThinQ (fig.) / SMARTTHING (fig.), EU:T:2022:247, § 39, 40, 42

Ineffective error or illegality of BoA decision
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Where the operative part of a decision is based on several pillars of reasoning, each of which
would in itself be sufficient to justify that operative part, that decision should, in principle, be
annulled only if each of those pillars is vitiated by an illegality. In such a case, an error or other
illegality which affects only one of the pillars of reasoning cannot be sufficient to justify annulment
of the decision at issue because that error could not have had a decisive effect on the operative
part adopted by the decision maker (§ 21).

The fact that the first plea is well founded has no bearing on the legality of the contested decision,
since the second plea directed against the second pillar of that decision is not, for its part, well
founded and that second pillar is such as to justify, by itself, the operative part of that decision.
The action must therefore be dismissed (§ 108, 109).

29/06/2022, T-306/20, LA IRLANDESA 1943 (fig.), EU:T:2022:404

Violation of the scope of a legal provision — Examination ex officio by the GC

The scope of legal provisions shall be examined by the GC of its own motion as a plea in law.
The GC must also determine, without complaint by a party, whether the decision was rendered
on the basis of a norm that cannot apply (8§ 27). The GC examined ex officio, after hearing the
parties on this point, whether the BoA should have examined Article 7(1)(a) CTMR before
deciding on Article 7(1)(b) CTMR (§ 29-31).

07/12/2022, T-487/21, DARSTELLUNG EINES ZYLINDRISCHEN SANITAREN EINSETZTEILS
(posit.), EU:T:2022:780

Examination by the BoA of Article 7(1)(b) CTMR but not Article 4 CTMR — Examination by
the GC of Article 4 CTMR as a preliminary legal question

The question whether the requirements of Article 4 CTMR are fulfilled is a preliminary question
which is necessary for the examination of the pleas in law against Article 7(1)(b) CTMR and Article
95(1) EUTMR. Even without a complaint by the parties, the GC is obliged to determine whether
the decision was issued on the basis of a provision [Article 7(1)(b) CTMR] that may not be
applicable. This would be the case if - which the BoA has not examined - the sign is not a trade
mark within the meaning of Article 4 CTMR. The GC cannot decide on the dispute by applying
Article 7(1)(b) CTMR without first determining whether it is applicable (§ 47, 48).

07/12/2022, T-487/21, DARSTELLUNG EINES ZYLINDRISCHEN SANITAREN EINSETZTEILS
(posit.), EU:T:2022:780

Ineffective plea — Obiter dictum

BoA’s considerations, prefaced by the expression ‘for the sake of completeness’, are an obiter
dictum, so that the complaint made against them by the applicant, even if it were well founded, is
not capable of resulting in the annulment of the contested decision (8 95).

01/02/2023, T-565/21, Papouis Halloumi Papouis Dairies LTD PAP since 1967 (fig.) / HALLOUMI,
EU:T:2023:28

See also, 01/02/2023, T-558/21, fino Cyprus Halloumi Cheese (fig.) / HALLOUMI, EU:T:2023:27,
8§91

Ineffective plea — Violation of the right to be heard by the first instance

The plea alleging the infringement by the CD of the right to be heard, of the right to a fair trial or
to equal treatment is ineffective in the context of an action before the GC (§ 42).

24/01/2024, T-562/22, NOAH (fig.), EU:T:2024:23
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Ineffective plea challenging the first-instance decision

An applicant before the GC is not entitled to challenge the lawfulness of a decision taken by a
first-instance body within the EUIPO in an action for annulment. The purpose of an action before
the GC is solely to review the legality of the decisions of the BoA (8 27).

07/02/2024, T-302/23, KABI / KABIR DONNAFUGATA (fig.) et al., EU:T:2024:62

Ineffective argument — Contesting the BoA analysis of similarity without contesting the
conclusion

Where the applicant before the GC objects only to the BoA’s analysis of similarity but does not
contest its finding regarding the degree of similarity between the signs, the applicant’s arguments
are ineffective (8§ 51).

07/02/2024, T-101/23, Buffet (fig.) / Buff et al., EU:T:2024:65

Request for withesses to be heard by the GC

Where the GC is able to rule on the action on the basis of the claims, pleas in law, and arguments
put forward during the written and oral parts of the procedure, the request for witnesses to be
heard must be rejected (8 75).

06/03/2024, T-59/23 & T-68/23, DEC FLEXIBLE TECHNOLOGIES (fig.), EU:T:2024:148

Ineffective plea — Arguments against grounds included for the sake of completeness

Arguments directed against grounds that were included in a decision purely for the sake of
completeness are ineffective (§ 59, 67, 72).

06/03/2024, T-652/22, ORANGE, EU:T:2024:152

2.2.2 Restriction of the list of goods and services
2.2.2.1 Admissible restrictions

Restriction of the goods and services — Subject matter of the proceedings before the GC

In principle, a restriction within the meaning of Article 49(1) EUTMR of the list of goods or services
made after the adoption of the BoA decision challenged before the GC cannot affect the legality
of that decision (09/07/2008, T-304/06, Mozart, EU:T:2008:268, § 25) (8§ 21).

Where the restriction amounts to a change in the subject-matter of the proceedings in the course
of the proceedings, it cannot be taken into account by the GC (Article 188 RPGC; 09/07/2008,
T-304/06, Mozart, EU:T:2008:268, § 29) (§ 22-23). However, a restriction of the list of the goods
and services is possible if the applicant confines itself to withdrawing one or more goods or
services from the list, or one or more categories of goods or services. In such a case, it is clear
that the GC is in fact being asked to review the legality of the BoA decision not insofar as it relates
to the goods or services withdrawn from the list but only insofar as it relates to the other goods or
services remaining on that list (09/07/2008, T-304/06, Mozart, EU:T:2008:268, § 27-28) (8 24-
25).

10/02/2020, T-341/20, Radioshuttle, EU:T:2021:72, § 21, 24-25

Request for limitation of goods and services — Subject matter of the dispute
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Where the trade mark applicant requests the limitation of the goods and services after the BoA’s
decision, this statement is interpreted in the sense that the contested decision is being challenged
only insofar as it covers the remainder of the goods concerned, or as a partial withdrawal, where
that statement made during the proceedings before the GC does not alter the subject matter of
the proceedings before the BoA. Such a limitation must be taken into account by the Court, since
it is no longer asked to review the legality of the BoA’s decision with regard to the goods or
services withdrawn from the list but only insofar as it relates to the remaining goods or services
(8 31-33).

28/11/2019, T-736/18, Bergsteiger / BERG (fig.) et al., EU:T:2019:826, 8§ 31-33

Request for the limitation of goods and services — General conditions
A request for limitation must be filed expressly and unconditionally (8 45).
31/01/2019, T-97/18, STREAMS, EU:T:2019:43, § 45

Procedure for the limitation of goods and services

Granting the request for the restriction of the goods and services without asking the opponent
whether, for that reason, it intended to waive the opposition procedure does not constitute an
infringement of Article 95 EUTMR (8§ 104-105).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, § 104-105

Admissible restriction of goods and services — Deletion of a term — No alteration of the
subject-matter of the dispute

A restriction which is made after the BoA has adopted its decision cannot, in principle, affect the
legality of that decision (8 10). However, a declaration by the applicant that it withdraws its
application in respect of certain goods originally covered may be construed as a declaration that
the contested decision is being challenged only in so far as it covers the remaining goods
concerned; that declaration does not alter the subject-matter of the dispute (§ 11). The applicant's
restriction of the list of goods in Class 9, consisting in the deletion of the term 'lithium batteries’,
must be interpreted as a declaration that the contested decision is not challenged in so far as it
relates to 'lithium batteries' in Class 9 (8 12).

14/09/2022, T-795/21, Li-SAFE, EU:T:2022:550

Admissible restriction of goods and services — Deletion of a term — Use of ‘hamely’ —
Specification of the material used to manufacture the goods

A restriction of the list of goods, which could lead to legal uncertainty as to the scope of protection
of the mark applied for, cannot be allowed. Furthermore, the goods covered by the application
must be identified with clarity and precision in order to be entered in the register (8 21, 22).

The purpose or intended use of goods or services is a relevant indication as to whether a
requested restriction should be taken into account. Since consumers themselves take those
criteria into account before any purchase, they are relevant for defining a sub-category of goods
or services (8§ 23).

The deletion of some of the goods from the list of goods of the trade mark applied for has no
effect on the clarity and precision of the wording of the other goods covered by this trade mark
(8 26).

A restriction made pursuant to Article 49(1) EUTMR after the adoption of the contested decision
may be taken into account by the GC where the applicant strictly limits himself to restricting the

62


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-736%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-97%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/354%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-795%2F21

subject matter of the dispute by deleting certain categories of goods or services from the list of
goods or services covered by the trade mark application (§ 27).

Replacing of the adverb ‘in particular’ by ‘namely’ restricts the registration of the mark applied for
to the goods subsequently specifically listed (§ 29, 30).

The material used to manufacture goods is in fact a characteristic which can define the goods.
Consequently, in order to restrict the list of goods and services pursuant to Article 49(1) EUTMR,
it must be possible to specify the material used to manufacture the goods, provided that the
definition of that material itself is clear and unambiguous (8 38, 39).

. 05/10/2022, T-168/21, BLAU (col.), EU:T:2022:605

2.2.2.2 Inadmissible restrictions

Inadmissible limitation of goods and services at the oral hearing

The applicant’s restriction of the goods from software applications for mobile phones and software
applications for computer to software applications for smartphones and tablets, requested in the
oral hearing, does not constitute an admissible limitation of the goods. It is, rather, a modification
of the category of goods that would lead to a modification of the subject matter of the dispute.
Therefore, it cannot be taken into account by the Court when assessing the legality of the decision
(8 19-20).

24/09/2019, T-492/18, Scanner Pro, EU:T:2019:667, § 19-20

Inadmissible limitation of goods and services — Infringement of the obligation to draw up
the list of goods with clarity and precision

The proprietor of the trade mark should not gain from the infringement of its obligation to draw up
the list of goods with clarity and precision (§ 80). Given that the concept of means of transport is
so general and broad that it may naturally be understood as including moving vehicles for children,
the interpretation of the opponent’s limitation means of transport, excluding bicycles and children’s
bicycles; moving vehicles for children in Class 12, in the sense that the list of goods covers only
means of transport and does not concern moving vehicles for children cannot be considered as
admissible (8§ 78-79).

28/11/2019, T-736/18, Bergsteiger / BERG (fig.) et al., EU:T:2019:826, § 78-80

Inadmissible limitation of goods and services — Alteration of the subject matter of the
dispute — Relevant public and its level of attention

A restriction of the services of the mark applied for, requested by the applicant after the BoA
decision, is not limited to reducing the subject matter of the dispute by withdrawing certain
services in the same category of those applied for, but is capable of changing the subject matter
of the dispute by altering the composition of the relevant public and its level of attention. Therefore,
it cannot be taken into account by the GC for the purposes of examining the legality of the
contested BoA decision (8 22-23).

09/12/2020, T-819/19, BIM READY (fig.) / BIM freelance (fig.), EU:T:2020:596, § 22-23

Restriction of the services covered by the mark applied for — Change of the subject matter
of the dispute before the GC — Inadmissible

Where the restriction leads to a change in the subject matter of the dispute, in that it results in the
introduction of new elements which had not been submitted for examination by the BoA for the
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purposes of the adoption of the contested decision, it may not, in principle, be taken into account
by the Court. This is the case where the restriction of the goods and services consists of
specifications capable of influencing the assessment of the similarity of the goods and services
or the determination of the target public and of changing, consequently, the factual context
presented before the BoA (30/04/2015, T-100/14, TECALAN / TECADUR et al., EU:T:2015:251,
§ 32 and the case-law cited) (§ 23-24).

02/06/2021, T-17/20, GAMELAND (fig.) / Gameloft, EU:T:2021:313, § 23-24

Inadmissible restriction of goods and services — Amendment impacting the examination
of the mark — Alteration of the subject-matter of the dispute

The restriction of the list of goods in Classes 6 and 20, consisting in the deletion of the words
'batteries of all kinds as well as', involves a partial amendment of the description of the goods
covered by those classes, which has an impact on the examination of the mark at issue. It is
tantamount to an alteration of the subject-matter of the dispute in the course of the proceedings,
which is inadmissible under Article 188 of the RPGC (§ 14).

14/09/2022, T-795/21, Li-SAFE, EU:T:2022:550

Inadmissible restriction of goods and services — Alteration of the subject-matter of the
dispute before the GC

Where the restriction of the list of goods or services covered by an EUTM application has as its
object the total or partial amendment of the description of those goods or services, it cannot be
excluded that that amendment has an impact on the examination of the trade mark at issue carried
out by the EUIPO in the course of the administrative procedure. To allow such an amendment at
the stage of the action before the GC would, in those circumstances, be tantamount to amending
the subject-matter of the proceedings, which is inadmissible under Article 188 RPGC (8§ 14).

15/11/2023, T-97/23, THE SCIENCE OF CARE, EU:T:2023:719

Inadmissible restriction of goods and services — Alteration of the subject-matter of the
dispute

Where there is, before the GC, a restriction of the list of goods that does not merely consist of a
deletion but which leads to a change in the description of the goods concerned, this could alter
the factual context to which the BoA’s examination related. Therefore, this restriction cannot be
taken into account by the GC when examining the legality of the contested decision (§ 22-24).

21/02/2024, T-767/22, Holex / MOLDEX (fig.), EU:T:2024:108

2.3 STAY OF THE PROCEEDINGS

Decision to stay the proceedings — Discretion of the GC
The decision whether or not to stay proceedings falls within the GC’s discretion (§ 18).
13/06/2019,T-392/18, Innocenti / i INNOCENTI (fig), EU:T:2019:414, § 18

2.4 POWER OF ALTERATION

Alteration of the contested decision

The power of the Court to alter decisions pursuant to Article 72(3) EUTMR does not have the
effect of conferring on that Court the power to carry out an assessment on which the BoA has not
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yet adopted a position. Exercise of the power to alter decisions must therefore, in principle, be
limited to situations in which the Court, after reviewing the assessment made by the BOA, is in a
position to determine, on the basis of the matters of fact and of law as established, what decision
the BoA was required to take (16/05/2017, T-107/16, AIR HOLE FACE MASKS YOU IDIOT,
EU:T:2017:335, § 45 and the case-law cited) (8 139).

In this case, the BoA adopted a position on whether there was a LOC between the signs with
regard to the initial list of goods covered by the earlier marks, with the result that the Court has
the power to alter that decision in that regard (§ 130).

24/10/2019, T-498/18, Happy Moreno choco (fig.) / MORENO (fig.) et al., EU:T:2019:763, § 130,
139

2.5 INTERVENTION

Intervener’s independent plea — Plea incompatible with form of order sought

Where the intervener has requested the dismissal of the action before the GC, its plea, according
to which the BoA should have rejected the invalidity action on the ground that the contested RCD
did not fall within Article 8(1) CDR and not on the ground that that design could fall within the
exception provided for in Article 8(3) CDR, is incompatible with the form of order and, therefore,
must be rejected (8 20-23).

24/01/2024, T-537/22, Building blocks from a toy building set, EU:T:2024:22

2.6 DISCONTINUANCE AND NO NEED TO ADJUDICATE

No need to adjudicate — Opposition proceedings — Expiry of the contested International
Registration — Action devoid of purpose

As a result of the non-renewal of the contested international registration, the latter has expired. It
follows that the IR holder has, in essence, waived the protection of the mark applied for in the
territory of the European Union, with the result that the action has become devoid of purpose
(see, by analogy, 19/03/2018, T-229/16, QUIS UT DEUS (fig.), EU:T:2018:177, § 5). Accordingly,
there is no longer need to adjudicate, in accordance with Article 130(2) RoP (8§ 6,7).

05/10/2022, T-45/20, INDIA SALAM Pure Basmati Rice (fig.) / INDIA GATE (fig.) et al.,
EU:T:2022:622

Action not devoid of purpose — Expiry of the contested IR during the proceedings before
the GC

Even if the contested IR has expired as a result of its non-renewal after the BoA’s contested
decision was taken, it cannot be concluded that the action before the GC has become devoid of
purpose since it has not been argued nor demonstrated that that non-renewal has ex tunc effect.
It is only as of the date of non-renewal of the IR at issue that the latter no longer has the effects
provided for by the EUTMR and not in respect of the earlier period with regard to which the
contested decision was adopted (§ 19-21).

03/05/2023, T-459/22, BIOLARK (fig.) / Bioplak, EU:T:2023:237
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2.7 COSTS

Repartition of costs of the proceedings before the GC - Article 135(2) RPGC - Equity and
unreasonable or vexatious costs — Avoidable incurred travel costs to the oral hearing due
to the withdrawal of the request for the oral hearing

By its conduct, the Office caused the applicant to incur travel expenses that could have been
avoided. Therefore, even though the applicant was unsuccessful, as per Article 135(2) of the
RPGC, the Office was ordered to pay the applicant’s lawyers’ travel costs to the oral hearing that
was initially requested by the Office, scheduled and then cancelled following the withdrawal of the
Office’s request for the oral hearing (8 117-119).

10/11/2021, T-353/20, ACM 1899 AC MILAN (fig.) / Milan et al., EU:T:2021:773, § 117-119

Costs of the proceedings before the GC — Article 139a RPGC

In principle, proceedings before the GC are free of charge. However, where a party has caused
the GC to incur avoidable costs, in particular where the action is manifestly an abuse of process,
the GC may order that party to refund them, Article 139a RPGC.

Following the withdrawal of the application in the night before the delivery of the judgment, the
GC orders the parties to refund a portion of the costs incurred over a number of months with a
view to delivering a decision closing the proceedings (amounting to EUR 5 000). These costs
could have been avoided if at least one of the parties had informed the GC, in the context of a
request to stay the proceedings, of the existence of negotiations aimed at an amicable agreement,
Article 69(c) RPGC (8§ 15-20).

24/09/2019, T-748/17 and T-770/17, iBeat, EU:T:2019:607, § 15-20

Recoverable costs — Article 190(2) RPGC

According to Article 190(2) RPGC, recoverable costs are the costs necessarily incurred by the
parties for the purposes of the proceedings before the BoA. They do not include costs incurred in
the proceedings before the OD (8 72).

28/11/2019, T-642/18, DermoFaes Atopimed / Dermowas, EU:T:2019:819, § 72
27/01/2021, T-382/19, Skylife (fig.) / SKY, EU:T:2021:45, 8§ 56

3 PROCEEDINGS BEFORE THE BoA
3.1 APPEAL DEEMED NOT TO BE FILED

Failure to comply with the obligation to pay the appeal fee within the prescribed period

The notice of appeal to be filed in writing within two months of the date of notification of the
contested decision is deemed to have been filed only when the fee for appeal has been paid
(Article 68 EUTMR) (8 25).

The date on which the payment is considered to have been made is the date on which the amount
of the payment or transfer is actually entered in a bank account held by the Office (Article 180(1)
EUTMR).

In this case, the BoA was entitled to consider that the appeal fee had not been paid within the
period provided for in Article 68 EUTMR and that the appeal was deemed not to have been filed
(Article 23(3) EUTMDR) (8 27).

66


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-353%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-748%2F17
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-642%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/382%2F19

09/10/2019, T-713/18, Esim Chemicals / Eskim, EU:T:2019:744, § 25, 27

3.2 ADMISSIBILITY OF THE APPEAL
3.2.1 Locus standi, interest in bringing proceedings

Article 59 CTMR [now Article 67 EUTMR]

The EUTM proprietor has no interest in bringing an appeal before the BoA against the CD’s
decisions to close the invalidity proceedings after the withdrawal of the invalidity application. The
EUTM proprietor had claimed that it had been deprived of the possibility of obtaining a positive
decision on the validity of its EUTM. The EUTM proprietor is not adversely affected by the CD’s
decisions insofar as the EUTMs remain on the Office’s register. The question whether a decision
adversely affects a party must be evaluated with respect to the current proceedings and not in
comparison, or in conjunction, with other proceedings. The existence of other proceedings before
EU trade mark courts has no bearing on the conditions for the admissibility of the action before
the BoA (8 5).

15/01/2019, C-463/18 P, Hip Ball (3D), EU:C:2019:18, § 5

Inadmissibility of a cross-claim — Possibility of conversion does not gives locus standi

The cross-claim must be likely to procure, by its outcome, an advantage. The risk that the EUTM
applicant might request the conversion of its EUTM application into an application for a national
trade mark concerns a future and uncertain legal situation (8§ 96-100).

17/01/2019, T-671/17, TURBO-K / TURBO-K (fig.), EU:T:2019:13, § 96-100

Invalidity proceedings — Relation between Article 7(1)(a) EUTMR and 7(1)(b) EUTMR -
Adverse effect of the BoA decision — Admissibility of an action or of a cross-claim

Where an application for a declaration of invalidity is based on the fact that the sign at issue has
been registered contrary to the provisions of Article 7(1)(a) EUTMR or the provisions of
Article 7(1)(b) EUTMR, it is essential to examine the first of these grounds before assessing,
where appropriate, whether the mark has inherent distinctive character or whether it has acquired
distinctive character through use (§ 44-48).

The invalidity applicant is adversely affected by the BoA’s decision which upheld the invalidity
request on the basis of Article 7(1)(b) EUTMR and remitted the case to the Cancellation Division
for the assessment of Article 7(3) EUTMR, but which did not examine Article 7(1)(a) EUTMR,
which was also invoked by the invalidity applicant (§ 54).

In light of the relationship between Article 4 and Article 7(1)(a) EUTMR, and of Article 7(1)(b)
thereof, the Grand Board of Appeal could not dispense with the examination of the ground for
invalidity under Article 7(1)(a) EUTMR and refer the case back to the Cancellation Division to
decide on the possible acquisition of distinctive character by the mark following the use which has
been made of it, in accordance with Article 7(3) and Article 52(2) EUTMR (§ 69).

06/10/2021, T-124/20, DEVICE OF A REPEATED GEOMETRIC DESIGN (fig.), EU:T:2021:668,
§ 44-48, 54, 69

Invalidity proceedings — Relevant date for the establishment of the existence and
protection of the earlier right — Date on which the Office takes its decision

It follows from the broad logic of the other provisions of the regulation concerning relative grounds
for refusal that an application for a declaration of invalidity must be rejected where the cancellation
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applicant is unable to prove that its earlier mark continues to enjoy protection on the date on which
the Office takes its decision and it is established, with certainty, that the conflict with the earlier
trade mark no longer exists (8§ 27-29).

In the context of Article 52(2)(d) CTMR [now Article 60(2)(d) EUTMR] the proprietor of an earlier
industrial property right must therefore establish that he may prohibit the use of the contested EU
trade mark not only on the date of filing or priority of that mark, but also on the date on which the
Office gives a ruling on the application for a declaration of invalidity (8 30).

S . Wc 02/06/2021, T-169/19, DEVICE OF A POLO PLAYER (fig.) / DEVICE
OF A POLO PLAYER (fig.) et al., EU:T:2021:318, § 27-30

Invalidity proceedings — Continued existence of earlier right throughout proceedings
before the Office

An earlier mark invoked as the basis of an invalidity request in proceedings before the Office must
exist (i) at the filing/priority date of the contested EUTM (8 33-34) and (ii) throughout the
proceedings until the date on which the Office decides on the request for invalidity (8§ 35). This
follows from the applicable provisions in the EUTMR and the EUTMDR (8 36-39), and also from
the principle that any claim before an administrative body is conditional upon the existence of a
legitimate interest, vested and present, in the success or rejection of that claim (8 40-41).

20/07/2021, T-500/19, Coravin, EU:T:2021, § 33-41

Admissibility of the appeal — Transfer of the mark during the course of the proceedings

When EUIPO examines the admissibility of an appeal brought before it, it must take into account
the EUTM Register (8§ 31).

14/12/2022, T-530/21, PL (fig.) / PL (fig) et al., EU:T:2022:818

Admissibility of the appeal — Incorrect identification of the appellant in the notice of appeal
— Rectifiable defect

It follows from a combined reading of Article 21(1)(a) and Article 23(1)(c) EUTMDR, as well as
Article 2(1)(b) EUTMIR, that the incorrect identification of the appellant in the notice of appeal
filed in accordance with Article 68(1) EUTMR is a defect capable of being rectified (§ 37).

14/12/2022, T-530/21, PL (fig.) / PL (fig) et al., EU:T:2022:818

3.2.2 Time limit and form of appeal, means of communication

Article 68 EUTMR — Article 23(1)(b) EUTMDR

A notice of appeal before the BoA prepared in the applicant’s User Area of the Office’s website in
‘DRAFT’ status is, in the absence of further evidence, not capable of proving the timely
submission of the notice of appeal (8§ 43).

15/01/2019, T-111/17, COMPUTER MARKET (fig.), EU:T:2019:4, § 43

Electronic communications — Notification by eComm — Dies a quo
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Article 4(4) of Decision No EX-13-2 of 26 November 2013 concerning electronic communication
must be interpreted as meaning that notification will be deemed to have taken place on the fifth
calendar day following the day on which the Office placed the document in the user’s inbox, unless
the actual date of notification can be accurately established as a different date within that period
of time (8 43).

[NB: Article 4(4) of Decision No EX-13-2 of 26 November 2013 was repealed by Article 3(4) of
Decision No EX-19-1 of 18 January 2019 (which entered into force on 1 March 2019), which now
reads ‘Notification will be deemed to have taken place on the fifth calendar day following the day
on which the Office placed the document in the user’s inbox.” Therefore, when a document is now
notified electronically by the Office, an automatic extension of five calendar days following the
day on which the document is placed in the User Area is included in the time limit set for any
response or procedural step to be taken.]

10/04/2019, C-282/18 P, Formula E, EU:C:2019:300, § 43

Notification of decisions — Notification by email — Notification by registered post with
advise of delivery — Burden of proof

A decision is properly notified, provided that it is communicated to the person to whom it is
addressed and the latter is put in a position to become acquainted with it (21/02/2018, C-326/16 P,
LL/Parliament, EU:C:2018:83, § 47, 48) (§8 42).

Notification by registered post with advice of delivery under the meaning of Article 58(1)
EUTMDR, for which the Office bears the burden of proof according to Article 58(3) EUTMDR,
requires a signature of the addressee (8§ 50). Lacking such a signature, the Office is not able to
prove the delivery (8 55).

A decision is duly notified by email according to Article 56(2)(a) EUTMDR and Article 57(1)
EUTMDR, in so far it is possible to prove that the addressee indeed received it and was able to
acquire the knowledge of its contents (07/12/2018, T-280/17, GE.CO.P./Commission,
EU:T:2018:889, § 50; 21/02/2018, C-326/16 P, LL/Parliament, EU:C:2018:83, § 50) (8§ 57-58).

08/07/2020, T-305/19, Welmax / Valmex, EU:T:2020:327, § 42, 50, 55, 57-58

Notification of decisions — Notification by post without acknowledgement of receipt —
Article 61 EUTMDR in conjunction with Article 58(3) EUTMDR

Where notification of decisions subject to a time limit for appeal is carried out by courier service
or registered post, it should be done with advice of delivery (first sentence of Article 58(1)
EUTMDR) (8 18).

If the EUIPO has erred by carrying out notification by registered post without acknowledgement
of receipt, Article 61 EUTMDR must be applied in conjunction with Article 58(3) EUTMDR. In such
a case, notification of the document concerned is deemed to have taken place on the date of its
actual receipt only if it has reached the addressee after the 10th day following its posting.
However, it has not been shown that that was the case here (§ 28).

19/01/2022, T-76/21, Pomodoro, EU:T:2022:16, § 18, 28

Notification of a decision containing blank spaces — Article 98(1) EUTMR

The Office has to prove that the decision was duly notified to the parties, Article 98(1) EUTMR
and Article 56(1) EUTMDR (8 17-23, 29). However, the parties must show good faith and notify
the Office in good time of any omissions or errors that they have detected in the documents sent
to them (8§ 17, 30).

13/06/2019, T-366/18, SUIMOX / ZYMOX, EU:T:2019:410, § 17-23, 29, 30
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Notifications to duly authorised representatives — Effect

Where a representative has been appointed, notifications are to be addressed to that
representative. A notification or other communication addressed by the Office to the duly
authorised representative has the same effect as if it had been addressed to the represented
person, Article 60(1) and (3) EUTMDR (8 30).

28/05/2020, T-564/19, Libertador, EU:T:2020:228, § 30

Admissibility of the appeal — Official designation and legal form of the entity -
Article 21(1)(a) EUTMDR, Article 2(1)(b) EUTMIR

The BoA was wrong in declaring the appeal inadmissible due to the applicant’s failure to provide
the essential information (official designation and legal form of the entity) required by
Article 21(1)(a) EUTMDR and Article 2(1)(b) EUTMIR (8§ 24-25). The BoA should have taken into
account the applicant’s status in the EUTM Register on the date on which the contested decision
was delivered (8 23).

11/02/2020, T-262/19, FORM EINER TASSE (3D), EU:T:2020:41, § 23

3.2.3 Restitutio in integrum

Time-limit to file a restitutio in integrum — Locus standi — Licence agreement

Under Article 53(1) EUTMR, only the proprietor of the trade mark or a person expressly authorised
by him can be regarded as a party to the renewal proceedings (8§ 25).

No provision in the EUTMR precludes a ‘party to the renewal proceedings’ from being regarded
as a ‘party to proceedings before [the EUIPOY, within the meaning of Article 104(1) EUTMR
(8 26).

An EUTM licensee is not on the same legal footing, for the purposes of the renewal of an EUTM
registration, as the EUTM proprietor: in the same way as any other person, the licensee must be
expressly authorised by the proprietor to be able to submit a request for renewal and must prove
the existence of such authorisation (8§ 27).

According to Article 104(2) EUTMR, an application to have rights re-established must be filed in
writing within 2 months of the removal of the obstacle to compliance with the time limit (§ 45). The
lack of an express authorisation from the EUTM proprietor to the EUTM licensee does not
constitute an obstacle to compliance within the meaning of Article 104 (8 48). Therefore, the 2-
month period cannot begin to run from the date on which the licensee received the proprietor’s
authorisation (8 47).

23/09/2020, T-557/19, 7SEVEN (fig.), EU:T:2020:450, § 25-27, 47

Restitutio in integrum — Representative’s duty of care — Article 67 CDR

Restitutio in integrum is subject to two cumulative conditions: i) that the party before the Office
acted with all due care required by the circumstances; ii) that the party’s inability to observe a
time limit had, as a direct consequence, the loss of a right or of a means of redress (8§ 58). Since
the duty of care provided for in Article 67 CDR rests, in principle, on the applicant's representative
(8 20), the question of whether the RCD holder has exercised the necessary vigilance to
compensate for the errors of its representative is not relevant (8 21).

31/01/2019, T-604/17, REJECTION OF RESTITUTIO IN INTEGRUM (RECORDAL),
EU:T:2019:42, § 20-21, 58
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Restitutio in integrum — Duty of care — Due care requires system of internal control and
monitoring of time limits

A system of internal control and monitoring of time limits, which is based in essence on one person
controlling the work of the other, cannot generally preclude involuntary non-compliance with time
limits (8 31).

21/04/2021, T-382/20, Table knives, forks and spoons, EU:T:2021:210, § 31

Restitutio in integrum — Due care required by the circumstances — Error of bank transfer

In support of his action, the applicant alleged solely an error in the transmission of the data to the
bank or an error by the bank in the execution of the transfer to the EUIPO (8 29).

However, since such errors are neither rare nor improbable, they cannot be regarded as
exceptional and unforeseeable (§ 30). The applicant was under an obligation to anticipate those
circumstances and to take the necessary precautions to ensure that the payment was made within
the established time period. This applies a fortiori in the case of an action as important as the
renewal of the registration of a trade mark, where the transfer was ordered via an online banking
system on the same day as leaving for a stay abroad and where the first deadline for carrying out
this formality had been missed (§ 31).

Therefore, despite the absence of an error message from the bank regarding the execution of the
transfer, the applicant should have enquired with his bank about the execution of the transfer to
remedy any non-payment. Indeed, an effective system of internal control and monitoring of
compliance with deadlines should have included such a check. Moreover, the requirement to take
such precautions does not infringe the principle of proportionality, since, under Article 53(8)
EUTMR, the breach of an obligation such as compliance with the time limits prescribed by that
regulation is, in principle, punishable by the loss of rights (§ 32). The BoA did not err in finding
that, in the present case, the applicant had not exercised all the due care required by the
circumstances and that, therefore, the first condition of Article 104(1) EUTMR was not satisfied
(8 36).

13/10/2021, T-732/20, Crystal, EU:T:2021:696, § 29-32, 36
13/10/2021, T-733/20, Bandit, EU:T:2021:697, § 30-32, 36

Restitution in integrum — Article 67(1) CDR — Duty of care — Letter sent by ordinary mail —
Due care requires verification of reception

According to Article 67(1) CDR restitutio in integrum is subject to two requirements, the first being
that the party has exercised all due care required by the circumstances. The second requirement
is that the non-observance by the party has the direct consequence of causing the loss of any
right or means of redress.

Where an applicant, proprietor, or any party to proceedings before the Office is represented, the
representative is subject to the requirement to take due care. The expression ‘all due care
required by the circumstances’ in Article 67(1) CDR requires a system of internal control and
monitoring of time limits to be put in place which generally excludes the involuntary non-
observance of time limits. It follows that restitutio in integrum may be granted only in the case of
exceptional events, which cannot therefore be predicted from experience (31/01/2019, T-604/17,
REJECTION OF RESTITUTIO IN INTEGRUM (RECORDAL), EU:T:2019:42, § 11, 17-19, 31)
(8 17-20). As the observance of time limits is a matter of public policy and restitutio in integrum is
liable to undermine legal certainty, the conditions for the application of restitutio in integrum must
be interpreted strictly (19/09/2012, T-267/11, VR, EU:T:2012:446, § 35) (8 21).

In those circumstances, the risk inherent in sending a document by ordinary mail, which is the
method of communication chosen by the representative before the Office, cannot be borne by the
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addressee of that letter, where the addressee of that letter makes various claims such as to cast
reasonable doubt as to the receipt of the document in question (25/10/2012, T-191/11, Miura,
EU:T:2012:577, § 32-34) (8§ 29, 32). In such a situation, it is for the representative before the
Office, as a professional who is requested to take all due care required by the circumstances, to
ensure that the disputed letter, which he claims was sent by ordinary mail, was received within
the time limit set (8 33-34). An effective system of internal supervision and monitoring of
compliance with time limits, where posting of mail by ordinary mail is used as a method of
communication, must include verification that such mail has been received by its addressee
(8 38).

20/01/2021, T-276/20, Air deodorizing apparatus, EU:T:2021:26, § 21, 29, 32-34, 38

Restitutio in integrum — Duty of care — Lawyer’s sworn declaration as evidence — Specific
sudden illness — Article 97(1)(f) EUTMR — Probative value

Where a sworn declaration, submitted as evidence according to Article 97(1)(f) EUTMR, is made
in the interest of the declarant, it has only limited probative value and should be supported by
additional evidence (16/06/2015, T-585/13, JBG Gauff Ingenieure (fig.) / Gauff et al.,
EU:T:2015:386, § 28-31). The assessment of the probative value to be attributed to such a
statement, however, must consider the circumstances of the concrete case (8§ 51-52).

As regards a declaration made by a lawyer, the fact that the lawyer is a member of the legal
profession who is required to carry out his duties in accordance with the rules of professional
conduct and moral requirements, and who would be exposed to penal sanctions in case of a false
statement that would be, moreover, prejudicial to his reputation, must be considered (8 55). A
written sworn declaration by a lawyer (and by his wife) constitutes, in itself, sound evidence of the
information contained therein, if it is clear, consistent and conclusive and there is no doubt about
its authenticity (8 56, 58).

Where additional evidence capable of supporting the content of a sworn declaration, such as a
medical certificate, could not reasonably be required or was not available, (namely in case of a
specific and sudden illness), the situation is different from those where such statements are
submitted in order to establish purely objective facts, such as genuine use of a mark, and where
according to established case-law, the declarations must be supported by additional evidence for
their probative value (8§ 57-59).

16/12/2020, T-3/20, Canoleum / Marmoleum, EU:T:2020:606, § 51-52, 56-59

Restitutio in integrum — Late payment of the appeal fee — Inadmissibility of the appeal
before the BoA — Article 101(4) EUTMR

The BOA rightly considered that it was not competent to adopt a decision pursuant to
Article 101(4) EUTMR, which covers the Executive Director’s power to extend the time limit on
account of an exceptional occurrence or disaster. The BoA has no such competence, nor can it
transmit corresponding requests to the Executive Director (§ 29-30).

The only solution for a party that has failed to comply with a time limit (in the present case time
limit for paying appeal fees, laid down in Article 68 EUTMR) is to submit an application for restitutio
in integrum (8 31, 33-35). In the context of the restitutio in integrum procedure, the applicant could
have raised all of its substantive arguments. These were the fact that Bulgaria was facing the
exceptional occurrence of the COVID-19 pandemic (which also affected its representative who
was placed in quarantine), and the capital control measures then in place in Lebanon that
prevented the representative from making payments outside the country (8 32). However, the
applicant did not submit an application for restitutio in integrum (not disputed) (8 34).
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The Office is not required to direct the applicant to submit an application for restitutio in integrum
so that it can argue its reasons for non-compliance with the time limit laid down in Article 68
EUTMR. There is no provision requiring the Office to inform a party of the procedures available
to it under Article 104 EUTMR and Article 68 EUTMDR. Nor is the Office required to advise a
party to pursue any particular legal remedy. Moreover, information for the parties is contained in
the Office’s Guidelines, particularly applicable in the event of the expiry of a time limit (§ 36).

06/10/2021, T-635/20, Juvéderm vybrance, EU:T:2021:656, 8§ 29-36
06/10/2021, T-636/20, Juvéderm voluma, EU:T:2021:657, § 29-36
06/10/2021, T-637/20, Juvéderm volite, EU:T:2021:658, § 29-36

Restitutio in integrum — Duty of care — Human errors in the management of renewals —
Foreseeable event

The inability to correctly process manual tasks in a system is a foreseeable event (§ 33). The fact
that within a renewal provider’s system instruction letters do not reach their intended recipients,
and that employees erroneously produce internal receipts in a management tool are foreseeable
errors that a control system must be able to detect (8 35).

Case law concerning Art. 47(3) CTMR is not relevant for the application of restitutio in integrum
provisions. The judgment of 22/06/2016, C-207/15 P, CVTC, EU:C:2016:465 and the Opinion of
the Advocate General in that case concerned whether subsequent applications for renewal of a
mark could be lodged within the time limit provided for in the provision concerned. Unlike in
restitutio in integrum cases, the non-observance of time limits was not at issue in that case (§ 40).

09/12/2022, T-311/22, Medical instruments (part of -)

Restitutio in integrum — Duty of care — No evidence proving the impact of COVID-19
pandemic

The GC must be enabled to assess in specific terms to what extent the COVID-19 pandemic
could have actually interfered with the work carried out and how it could have prevented the
employees from carrying out the necessary checks and detecting the error committed, or from
setting up additional control systems (§ 37).

09/12/2022, T-311/22, Medical instruments (part of -)

Restitutio in integrum concerning cancelled registrations — Strict interpretation of the
conditions - Principle of legal certainty

The conditions governing an application for restitutio in integrum in respect of a registration after
it has been cancelled must be interpreted strictly, given that, in particular, that application is liable
to undermine legal certainty, while observance of time limits is a matter of public policy. Those
conditions do not, therefore, run counter to the objective pursued by the CDR of ensuring effective
protection of RCD within the EU (8 53).

09/12/2022, T-311/22, Medical instruments (part of -)

Restitutio in integrum — Strict interpretation of the conditions

The loss of an intellectual property right due to non-compliance with the rules concerning restitutio
in integrum is in no way ‘punitive’; it is not a penalty. At the time when Article 67 CDR was created,
the EU legislature was well aware of the objectives relating to investment protection that were set
out in the legislation on intellectual property rights. Moreover, compliance with time limits is a
matter of public policy and that restitutio in integrum of a registration after its cancellation is liable

73


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-635%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-636%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-637%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/C-207%2F15
https://curia.europa.eu/juris/liste.jsf?language=en&td=ALL&num=T-311/22
https://curia.europa.eu/juris/liste.jsf?language=en&td=ALL&num=T-311/22
https://curia.europa.eu/juris/liste.jsf?language=en&td=ALL&num=T-311/22

to undermine legal certainty, with the result that the conditions for the application of restitutio in
integrum must be interpreted strictly (8 54).

20/09/2023, T-616/22, Cooking devices, EU:T:2023:576

3.2.4 Continuation of proceedings (not applicable to designs)

Article 72(6) EUTMR — Resumption of proceedings before the BoA after the annulment of
a previous decision by the GC — Article 94(1) EUTMR — Right to be heard

In order to comply with a judgment annulling a measure and to implement it fully, the institution
responsible for adopting that measure must have regard not only to the operative part of the
judgment but also to the grounds constituting its essential basis, insofar as they are necessary
for determining the exact meaning of what is stated in the operative part. These grounds identify
the exact provision held to be unlawful on the one hand and, on the other, indicate the specific
reasons for the finding of unlawfulness contained in the operative part, which the institution
concerned must take into account when replacing the annulled measure (8§ 24-26, 30-31).

The second sentence of Article 94(1) EUTMR in no way requires that, after resuming proceedings
before the Office following the annulment of a BoA decision by the GC, the applicant be invited
to submit observations again on points of law and fact on which it has already had ample
opportunity to express its views during the earlier written procedure, given that the file, as then
constituted, has been taken over by the BoA (8§ 33-34).

14/07/2021, T-749/20, VERONESE (fig.) / Veronese, EU:T:2021:430, § 24-26, 30-31, 33-34

3.2.5 Interruption of proceedings

Article 106(1)(b) EUTMR - Conditions for interruption of proceedings

According to Article 106(1)(b) EUTMR, proceedings must be interrupted ‘in the event of the
applicant for, or proprietor of, an EUTM being prevented, for legal reasons resulting from action
taken against his property, from continuing the proceedings before the Office’. This cannot extend
to applicants for a declaration of invalidity. This strict interpretation is justified by the possibility to
ask for restitutio in integrum (8 45).

06/10/2021, T-635/20, Juvéderm vybrance, EU:T:2021:656, § 45
06/10/2021, T-636/20, Juvéderm voluma, EU:T:2021:657, § 45
06/10/2021, T-637/20, Juvéderm volite, EU:T:2021:658, § 45

3.2.6 Suspension

Principle — Suspension of the proceedings — BoA’s broad discretion — Restricted judicial
review

The right to be heard is not infringed by not giving the party that requests a stay of the opposition
the opportunity to reply to the observations on that request, since there is no provision that lays
down this possibility (§ 55). Pursuant to Rule 20(7)(c) and Rule 50(1) CTMIR [now Article 71(1)
EUTMDR] and also case-law, the BoA has a broad discretion as to whether or not to suspend
proceedings (8 57-58). Any judicial review on its merits is restricted to ascertaining that no
manifest error of assessment or misuse of powers has occurred (8 59).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, § 55, 57-59

Manifest error of assessment — Lack of weighing of competing interests
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Within the broad discretion of the BoA as to whether or not to suspend ongoing proceedings, the
decision must follow upon a weighing of competing interests (§ 20-21). It is a manifest error of
assessment when a request for suspension of opposition proceedings, filed on the ground of
initiation of invalidity proceedings, is rejected solely on the basis of the relevant party’s failure to
identify the prospects of success of the invalidity proceedings and the reasons why those
proceedings were not brought at an earlier stage (8 31).

12/06/2019, T-346/18, VOGUE / VOGA, EU:T:2019:406, § 20-21, 31

Manifest error of assessment — Lack of weighing of competing interests — Pending
revocation proceedings against the earlier mark

A suspension is not mandatory when revocation proceedings against the earlier mark are pending
(8 38). It was, however, for the BoA to determine, prima facie, the likelihood of success of an
application for revocation for the purposes of weighing the competing interests (8 44). The fact
that opposition proceedings may become devoid of purpose does not render the grace period
conferred by Article 18(1) EUTMR and Article 57(1)(a) and (2) EUTMR illusory, since that period
remains intact during the five years provided (8 48). The BoA may take into account the stage of
the procedure at which the application for suspension was filed and the possible dilatory conduct
of the party requesting suspension (§51). In that regard, the BoA must examine the
circumstances in which the request for suspension has been made (8 52).

14/02/2019, T-162/18, ALTUS (fig.) / ALTOS et al., EU:T:2019:87, § 38, 44, 51-52

No manifest error of assessment — Pending revocation proceedings against the earlier
mark

The BoA has broad discretion to suspend proceedings before it. The scope of judicial review by
the Courts of the EU is restricted to ascertaining that no manifest error of assessment or misuse
of powers has occurred. The mere fact that revocation proceedings against the earlier mark on
which the opposition was based were pending does not suffice to categorise the BoA'’s refusal to
suspend the proceedings as a manifest error of assessment (8§ 35-36).

13/06/2019, T-392/18, Innocenti / i INNOCENTI (fig), EU:T:2019:414, § 35-36

No manifest error of assessment — Prima facie analysis of the likelihood of success of the
counterclaim for a declaratory judgment before the German Courts

The BoA did not commit a manifest error of assessment or misuse of powers in rejecting the
request for suspension of the appeal proceedings (8 134). Taking into account the case-law in
the pilot proceedings before the GC and the CJ and also the case-law in the parallel cases before
the German courts (Oberlandesgericht Dusseldorf and the Bundesgerichtshof), the BoA did not
err in finding that the applicant had not proved that the demarcation agreement conferred on it
the right to have EU trade marks registered (§ 131, 132). It was therefore possible to conclude
the prima facie analysis of the likelihood of success of the counterclaim for a declaratory judgment
by asserting that this likelihood had not been established (§ 133).

13/05/2020, T-443/18, Voque Peek & Cloppenburg / Peek & Cloppenburg, EU:T:2020:184, 8 117-
120

13/05/2020, T-444/18, Peek & Cloppenburg, EU:T:2020:185, § 124-127

13/05/2020, T-445/18, Peek & Cloppenburg / Peek & Cloppenburg, EU:T:2020:186, § 120-123
13/05/2020, T-446/18, Peek & Cloppenburg / Peek & Cloppenburg, EU:T:2020:187, § 122-125
13/05/2020, T-534/18, Peek / Peek & Cloppenburg, EU:T:2020:188, § 129-131

13/05/2020, T-535/18, Peek’s / Peek & Cloppenburg, EU:T:2020:189, § 131-134

75


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-346%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-162%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-392%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-443%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-444%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-445%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-446%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-534%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-535%2F18

No manifest error of assessment — No reasoned request for suspension of proceedings

A mere reference to revocation proceedings that does not contain any explanation cannot satisfy
the requirements of Article 71(1) EUTMDR, which requires a reasoned request from one of the
parties. The fact that an action for revocation of the earlier mark on which the opposition is based
is pending is not, in itself, sufficient to classify the BoA’s refusal to stay proceedings as a manifest
error of assessment. As regards the applicant's argument that the Office should have stayed the
opposition proceedings of its own motion, under Article 71(1) EUTMDR it is for the BoA to decide
whether or not to order the stay, and it only exercises that power if it considers it justified (8§ 51-
53).

01/12/2021, T-359/20, Team Beverage, EU:T:2021:841, § 51-53

Failure to state reasons — Pending invalidity proceedings against the earlier mark —
Annulment of the OD’s decision and remittal of the cases recommending suspension

The BoA examined the appeals without stating reasons for its final decision not to suspend the
proceedings, even though it found that it was appropriate to suspend them on account of invalidity
proceedings relating to the earlier marks. It upheld the appeals, annulled the OD’s decisions and
remitted the cases to OD recommending that it suspend the opposition proceedings until the final
decisions were reached concerning the validity of the earlier marks (8§ 67, 72).

Respect for the right of the persons concerned to have adequate reasons provided for a decision
that affects them is particularly important where that decision stems from a broad discretion, as
is the case when the BoA has to decide on the possible suspension of the proceedings before it
(8 73).

The approach, aimed at a delayed application of Article 71(1) EUTMDR, is improper (8 75). The
examination of the question of whether to suspend the appeal proceedings must be carried out
first before the examination of whether there is a LOC. If the BoA finds that it is appropriate to
suspend the proceedings, it has no other option than suspending them, and may not therefore
examine the appeal. Since the BoA had found that it was appropriate to suspend the proceedings,
it could not rule on the appeals and was unable to make any recommendation whatsoever to the
OD, as any referral of the cases to the latter would mean examining the appeals and would
therefore stem from an error of law (8 76).

28/05/2020, T-84/19 & T-88/19 to T-98/19, We IntelliGence the World (fig.) / DEVICE OF TWO
OVERLAPPING CIRCLES (fig.) et al., EU:T:2020:231, 8 67, 72-73, 75-76

Manifest error of assessment — Lack of weighing up of the competing interests of the
parties in the proceedings

The request for a suspension of proceedings cannot be rejected merely because the cancellation
action against the earlier mark on which the opposition was based had been brought out of time,
that is to say after the filing of the appeal, by pointing out the lack of diligence on the part of the
proprietor of the mark applied for (8 29).

By merely confirming that it weighed up the interests of both parties, without referring to any
analysis in that regard, without carrying out a prima facie assessment of the likelihood of success
of the application for a declaration of invalidity and without verifying whether that application could
have resulted in a decision that would have had an impact on the opposition BoA failed to carry
out a weighing up of the parties’ competing interests. The mere fact that the parties had the
opportunity to present detailed information both before OD and before BoA cannot be considered,
in itself, to be the result of a weighing up of the competing interests by the Board of Appeal (8§ 32-
34).

04/05/2022, T-619/21, Taxmarc / TAXMAN (fig.), EU:T:2022:270, § 29, 32-34
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Suspension of the proceedings — BoA’s broad discretion

The BoA has a broad discretion in its assessment of whether to suspend the appeal proceedings.
However, in exercising its discretion, the BoA must comply with the general principles governing
procedural fairness within a EU governed by the rule of law. The BoA must take into account not
only the interests of the party whose EUTM is contested, but also those of the other parties. The
decision whether or not to suspend the proceedings must follow upon a weighing of the competing
interests (8 35-37).

08/11/2022, T-672/21, GRUPA LEW. (fig.) / Lew

No manifest error of assessment — No automatic suspension of the proceedings — Pending
invalidity proceedings against the earlier mark

Where neither of the parties has submitted a request to suspend the proceedings either before
the OD or the BoA, the BoA is not required to examine the issue of a suspension at the parties’
request for the purposes of Article 71(1)(b) EUTMDR (8§ 27).

Pursuant to Article 71(1)(a) EUTMDR and according to the case-law, suspension remains an
option for the BoA. The BoA suspends the proceedings only where it considers it justified. The
existence of parallel proceedings, the outcome of which is liable to have an impact on that of the
appeal proceedings, does not automatically result in a suspension and, accordingly, is not a
sufficient basis, in itself, to categorise the fact that the BoA refrained from suspending the
proceedings as a manifest error (§ 28-29).

26/04/2023, T-147/22, pinar KURUYEMIS (fig.) / Pinar et al., EU:T:2023:213
26/04/2023, T-148/22, pinar KURUYEMIS (fig.) / Pinar et al., EU:T:2023:214

3.2.7 Cross appeal

Inadmissible cross appeal — No separate document from the response

The cross appeal not filed by a document separate from its observations in reply, but following
those observations, in the same document is inadmissible (§ 29, 30).

22/06/2022, T-502/20, Munich10A.T.M. / MUNICH X (fig.) et al., EU:T:2022:387

3.3 SCOPE OF THE APPEAL

Extent of the appeal — Goods and services

The BoA is not competent to extend its examination to goods and services which are not subject
of the appeal (8 31). However, where the operative part of the contested decisions is limited to
the dismissal of the appeal (§ 26, 32), the statements made in the contested decisions that relate
to the examination of goods and services for which the examiner had not raised any objections
do not affect the scope of the contested decision (8 34) The plea alleging infringement of
Article 64 CTMR [now Article 71 EUTMRY], due to the BoA’s lack of competence to examine goods
and services that were accepted by the examiner, is ineffective (8 35).

28/03/2019, T-251/17 and T-252/17, Simply. Connected. (fig.), EU:T:2019:202, § 26, 31-32,
34-35

Matters of law for the Office to take into account of its own motion

In proceedings relating to relative grounds for refusal, a matter of law may have to be ruled on by
the Office of its own motion, even when it has not been raised by the parties, if it is hecessary to
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resolve that matter in order to ensure the correct application of the EUTMR. Therefore, the matters
of law put forward before the BoA also include any issue of law that must necessarily be examined
for the purpose of assessing the facts and evidence relied on by the parties and for the purpose
of allowing or dismissing the claims, even if the parties have not put forward a view on those
matters ,and even if the Office has omitted to rule on that aspect (§ 31).

28/02/2019, T-459/18, PEPERO original (fig.) / REPRESENTATION D'UN BATONNET (fig.),
EU:T:2019:119, § 31

Matters of law for the Office to take into account of its own motion

Under Article 71(1) EUTMR, the BoA has the power to carry out a new, full examination of the
merits of the opposition by conducting a new examination of the LOC with the marks that formed
part of the subject matter of the proceedings before the OD. It can also decide on earlier rights
that were not taken into account by the OD in its decision (8 71).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, 8 71

Scope of the appeal — BoA’s power to examine essential procedural requirements not
raised by the parties — No amendment of the form of order sought — Legitimate
expectations

The power of the BoA to review infringements of essential procedural requirements in the first
instance does not mean that it has the power to amend, of its own motion, the form of order sought
by an appellant since this approach would disregard the distinction between the pleas in law and
the form of order sought in an action. It is the form of order sought that defines the limit of the
dispute (8§ 24-25).

The applicant’s alleged belief that the decision of the Opposition Division complied with the
procedural rules, despite the procedural defect committed by that division, cannot give rise to a
legitimate expectation that the decision was formally valid (§ 29).

13/10/2021, T-712/20, DEVICE OF ARROW WITH WING (fig.) / DEVICE OF ARROW WITH
WING (fig.), EU:T:2021:700, 24-25, 29

No examination of absolute grounds in invalidity proceedings based on relative grounds

It is not incumbent on the Office or the GC, in the context of invalidity proceedings based on
relative grounds, to examine whether an earlier national mark is constituted by a shape, which
gives substantial value to the product, within the meaning of Article 7(1)(e)(iii) EUTMR (8 47).

28/02/2019, T-459/18, PEPERO original (fig.) / REPRESENTATION D'UN BATONNET (fig.),
EU:T:2019:119, § 47

BoA'’s right to re-open the examination of absolute grounds

The BoA has the right to re-open the examination of absolute grounds of refusal on its own
initiative at any time before registration, where appropriate, including the right to raise a ground
for refusal of the application for registration of the trade mark that has not already been invoked
in the decision subject to appeal, Article 45(3) EUTMR and Article 27(1) EUTMDR (8§ 21-22).

12/12/2019, T-747/18, SHAPE OF A FLOWER (3D), EU:T:2019:849, § 21-22

BoA’s obligation to decide on the limitation of the contested EUTM
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Where a request for limitation of the goods and services which, according to Article 49(1) EUTMR,
can be made ‘at any time’, is filed in the course of the appeal proceedings, the BoA is bound to
process this request, irrespective of any decision on the admissibility of the appeal, Article 27(5)
EUTMDR (8 27-30).

07/05/2019, T-629/18, DARSTELLUNG EINES AUTOS IN EINER SPRECHBLASE (fig.),
EU:T:2019:292, § 27-30

Admissible limitation of goods and services — No extension of the original list of services
covered by the earlier national mark

The limitation of the retail services in Class 35 by adding the words namely clothing, headgear
made of textile materials, household linen, bed linen and table linen (§ 29) clarifies the scope of
protection of the German mark insofar as the word ‘namely’ is exhaustive and limits the scope of
protection only to the specifically listed goods or services (8 30). The German term ‘Textilien’
refers not only to textile materials, fabrics and textiles, but also to ‘clothing’ and ‘products made
from textiles’. Therefore, that term refers to goods such as clothing, headgear made of textile
materials, household linen, bed linen and table linen, so the addition is a limitation and not an
extension or amendment of the original list of services covered by the earlier national mark (8 31).

08/07/2020, T-659/19, kix (fig.) / kik, EU:T:2020:328, § 30-31

Cross-appeal ancillary to the appeal before the BoA

Where the claims of a party to opposition proceedings have been rejected in part, that party can
either file an (independent) appeal against the decision of the OD, under Articles 66 and 67
EUTMR, or make incidental submissions seeking the annulment or alteration of that decision on
a point not raised during the appeal, under Article 8(3) of Regulation No 216/96 (Rules of
Procedure of the BoA) (8§ 14). In the latter case, in the event of discontinuance of the proceedings,
its capacity to take part in legal proceedings is inextricably linked to the intentions of the other
party that brought the action before the BoA (8§ 15).

The action brought before the GC by the party that made incidental submissions against the
decision is necessarily linked, procedurally, to the other party’s appeal against the decision of the
OD, insofar as the BoA has ruled on the OD’s decision. Furthermore, an appeal, brought within
the prescribed periods, leads to the suspension of the taking effect of the BoA decisions, under
Article 71(3) EUTMR (8 17).

Therefore, the GC did not err in law in finding that it was still possible for the other party to withdraw
its appeal before the BoA, and that this withdrawal meant, as a result, that the BoA was no longer
required to rule on the incidental submissions (8§ 18).

10/07/2019, C-170/19P, Cheapflights (fig.) / Cheapflights (fig.), EU:C:2019:581, § 15, 17, 18

Scope of Appeal — Invalidity action based on several grounds

EUIPO is not required to base the rejection of the trade mark application on all the grounds for
refusal of registration put forward in support of the opposition or the invalidity action, on the basis
of which a trade mark application could be rejected. Neither Article 71 EUTMDR nor Article 27
EUTMDR imposes any such obligation on the BoA (8§ 19).

When the BoA re-examines the dispute by virtue of the devolutive effect, it is entitled not to re-
examine all the grounds and arguments put forward in support of the application for a declaration
of invalidity that were capable of justifying its decision, given that it had found, on the same basis
as the CD, the existence of a relative ground for invalidity which was sufficient to confirm the
invalidity decision (§ 22).
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13/07/2022, T-176/21, Ccty / CCVI BEARING INDUSTRIES (fig.) et al., EU:T:2022:449

Scope of the appeal — Matters of law which must be examined by EUIPO — Re-examination
by the BoA — Comparison of goods and services under Article 8(1)(b) EUTMR

Although under Article 95(1) EUTR the BoA’s examination is to be restricted to the facts, evidence
and arguments provided by the parties, it nevertheless follows from Article 27(2) EUTMDR that
matters of law not raised by the parties may be examined by the Board of Appeal where it is
necessary to resolve them in order to ensure a correct application of the EUTMR having regard
to the facts, evidence and arguments provided by the parties (8 35). As a global assessment of
LOC implies, in particular, the similarity of the trade marks and that of the goods or services
covered, the BoA was required, in order to ensure the correct application of Article 8(1)(b) EUTMR
relied on by the applicant, to examine the similarity and the degree of similarity of the goods at
issue, even in the absence of specific arguments put forward by the parties in relation to that
aspect (8§ 36). According to settled case-law, the criteria for applying a relative ground for refusal
or any other provision relied on in support of arguments put forward by the parties are part of the
matters of law submitted for examination by EUIPO (8§ 37, 38, 40).

22/09/2022, T-624/21, primagran (fig.) / PRIMA (fig.) et al.

Scope of the appeal — Matters of law which must be examined by EUIPO — Re-examination
by the Board of Appeal — Comparison of goods and services and comparison of signs
under Article 8(1)(b) EUTMR

In the context of opposition proceedings based on Article 8(1)(b) EUTMR, the assessment of the
similarity of the goods at issue and of the signs at issue constitute matters of law which are
necessary to ensure the correct application of that regulation, with the result that the adjudicating
bodies of EUIPO are required to examine those matters, if necessary of their own motion. As that
assessment does not presuppose any matter of fact which it is for the parties to provide and does
not require the parties to provide grounds or arguments tending to establish the existence of those
similarities, EUIPO is able, on its own, to detect and assess the existence thereof having regard
to the earlier mark on which the opposition is based (§ 24).

19/10/2022, T-437/21, GREENWICH POLO CLUB (fig.) / Beverly hills polo club et al.,
EU:T:2022:643

Scope of the appeal - Issue of nature of use of the earlier mark raised in the statement of
grounds — Matters of law which must be examined by BoA — Place, time, extent and nature
of use

The BOA is not required to respond to arguments that are not raised in the statement of grounds
(8 49). Where the OD concludes that proof of genuine use of the earlier mark has been provided
and, accordingly, upholds the opposition, the BoA may examine the question of that proof only if
the applicant for the mark raises it specifically in its appeal (8 51). However, an issue of law may
have to be ruled on by the EUIPO even where it has not been raised by the parties if it is necessary
to resolve that issue in order to ensure the correct application of the EUTMR (8 54). Proof of use
must relate to the place, time, extent and nature of use of the earlier mark, and those requirements
concerning proof of use of the earlier mark are cumulative, with the result that, if one of those
criteria is not satisfied, genuine use of the earlier mark cannot be regarded as having been
demonstrated (8§ 55).

The issue of proof of genuine use was raised before the BoA since the EUTM applicant challenged
the OD’s assessment that there had been no alteration of the distinctive character of the earlier
mark in its registered form, which concerns the nature of use and which is one of the conditions
required in order to demonstrate genuine use of the earlier mark (8 52). Hence, the BoA was
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required to examine the other conditions relating to proof of use, insofar as that issue was before
it (8 56).

08/03/2023, T-372/21, Sympathy Inside / Inside., EU:T:2023:111

Scope of Appeal — Inadmissible request to set an earlier date than the filing date of the
application for revocation

Since, in the statement of grounds before the Board of Appeal, the appellant only sought
annulment of the CD’s decision insofar as it had rejected the application for revocation in respect
of some of the goods, the CD’s decision has become final with regard to the goods for which the
revocation was upheld. Consequently, the applicant’s request to set an earlier date than the filing
date of the application for revocation was inadmissible (§ 20-24).

26/07/2023, T-638/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:434

Scope of the appeal — Matters of law which must be examined by EUIPO — Re-examination
by the BoA

Where Article 8(1)(b) EUTMR is invoked, the BoA is entitled to examine, as a matter of law and
of its own motion, the similarity of the goods and the signs, including the examination of the
elements of the signs (8 27-31).

13/09/2023, T-328/22, EST. KORRES 1996 HYDRA-BIOME (fig.) / Hydrabio et al.,
EU:T:2023:533

3.4 ESSENTIAL PROCEDURAL REQUIREMENTS
3.4.1 Rightto be heard

Scope of the principle

The right to be heard for the purposes of Article 94(1) EUTMR extends to the factual and legal
matters on which the decision-making act is based, but not to the final position that the authority
intends to adopt (07/09/2006, T-168/04, Aire limpio, EU:T:2006:245, § 116) (8§ 27).

26/03/2020, T-653/18, GIORGIO ARMANI le Sac 11 (fig.) / LESAC et al., EU:T:2020:121, § 27
26/03/2020, T-654/18, le Sac 11 (fig.) / LESAC et al., EU:T:2020:122, § 27

Scope of the principle — No need for further observations after annulment by the GC/CJ

The second sentence of Article 94(1) EUTMR in no way requires that, upon the resumption of
proceedings before the Office after the annulment of the BoA decision by the GC, the parties be
invited again to submit observations on points of law and fact on which they already had ample
opportunity to express their views in the course of the written procedure previously conducted,
given that the file as then constituted has been taken over by the BoA (03/02/2017, T-509/15,
Premeno / Pramino, EU:T:2017:60, § 26 and case-law cited) (8§ 50).

28/04/2021, T-509/19, Fligel / ... Verleiht Flugel et al, EU:T:2021:225, § 50

Scope of the principle — Article 62 CDR

The right to be heard, as enshrined in Article 62 CDR, extends to all the matters of fact or of law
which form the basis of the decision, but not to the final position which the authority intends to
adopt (09/02/2017, T-16/16, BECHER, EU:T:2017:68, § 57) or to each well-known fact on which
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it relies in order to arrive at that position (01/06/2016, T-34/15, CHEMPIOIL / CHAMPION et al.,
EU:T:2016:330, § 83) (8§ 15).

29/04/2020, T-73/19, wood splitting tools, EU:T:2020:157, § 15

Scope of the principle — Well-known fact

An infringement of the right to be heard cannot be invoked with respect to well-known facts (8§ 74).
The right to be heard is not infringed where the concerned party is not invited by the BoA to put
forward its arguments on observations that do not bring any new argument and are limited only
to answering the notice of appeal (8§ 78). Neither is it infringed if the observations do not form the
basis of the decision, but are merely of an illustrative nature (8 84). The BoA’s conclusion could
stand on the basis of practical experience alone, without requiring the supporting evidence on
which the EUTM proprietor claims it was not heard (8 85).

29/03/2019, T-611/17, REPRESENTATION DUNE SEMELLE DE CHAUSSURE (3D),
EU:T:2019:210, § 74, 78, 84-85

Scope of the principle — Well-known fact

The right to be heard is not infringed if the contested decision is based on information and on the
content of a website (i.e. an online dictionary) that had not been communicated to the party other
than in the form of an internet link, where the content of the website corresponds precisely to the
definitions given by the examiner and the meaning of the terms constitutes a well-known fact
(8 17-18). Since the web pages were still accessible and their content had not changed in relation
to the content cited by the examiner, the issue of not being able to access the content, or changes
to it (07/02/2007, T-317/05, Guitar, EU:T:2007:39) does not arise (§ 19-21).

23/05/2019, T-439/18, ProAssist, EU:T:2019:359, § x

Scope of the principle — Well-known fact

The use by the BoA of dictionary definitions to clarify the meaning of the words composing the
sign cannot be regarded as a reason on which the applicant should have had an opportunity to
present its comments, within the meaning of Article 94 CTMR [now Article 94 EUTMR], even
though such definitions were not mentioned in the examiner’s decision, (§ 29).

12/03/2019, T-463/18, SMARTSURFACE, EU:T:2019:152, § 29

Infringement of the right to effectively submit observations before the BoA

An infringement of the right of defence entails the annulment of the contested decision if, in the
absence of that procedural irregularity, it is shown that there was even a slight chance that the
applicant would have been better able to defend himself (8§ 48).

After annulment of the contested decision and referral of the case back to the BoA, the opponent
was misled by the chairperson’s invitation to comment on the consequences to be drawn from
the GC judgments and, notably, by the indication that the communication was not an invitation to
submit additional documents at that stage of the proceedings. The communication therefore had
an influence on the content of the opponent’s views and on the way in which he submitted them
(8 37). In the case of submission of additional evidence, the BoA would have had to exercise its
discretion (8 38). Therefore, the opponent’s right to effectively submit his views before the BoA
had been infringed (8§ 35-37).

14/05/2019, T-89/18 and T-90/18, Café del Sol / Café del Sol (fig.) et al., EU:T:2019:331, 8§ 35-
38, 48
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Infringement of the right to be heard — The Office’s obligation to obtain information about
national law invoked under Article 8(4) EUTMR

The obligation of the Office to obtain information ex officio about the national law invoked under
Article 8(4) EUTMR by all means available to it in relation to its power of verification should have
been better reconciled with the obligation under Article 94(1), second sentence, EUTMR (the right
to be heard). By failing to invite the opponent to take a position on an important provision of the
Bulgarian Law on Marks and Geographical Indications, which had a decisive impact on the
outcome of the dispute, the BoA infringed the opponent’s right to be heard (§ 51-52).

25/11/2020, T-57/20, GROUP Company TOURISM & TRAVEL (fig.)-GROUP Company
TOURISM & TRAVEL (fig.), EU:T:2020:559, 8§ 51-52

No infringement of the right to be heard — Audi alteram partem rule — Failure to request
authorisation to submit a reply according to Article 26(1) EUTMDR

Where the appellant failed to request authorisation to submit a reply according to Article 26(1)
EUTMDR, as a means available to it in order to submit its observations on the new arguments
and evidence adduced by the other party in its response, it cannot be alleged that the BoA
deprived the appellant of the opportunity to comment on the evidence adduced for the first time
before the BoA and thereby vitiated the administrative procedure, in breach of the audi alteram
partem rule and the right to be heard (§ 86-89).

16/06/2021, T-215/20, HYAL, EU:T:2021:371, § 86-89

No infringement of the right to be heard — Application of case-law

The BoA is under no obligation under the second sentence of Article 94(1) EUTMR or Article 95(1)
EUTMR to inform the applicant regarding the case-law on which it intended to rely in its findings
(8 92).

30/06/2021, T-531/20, ROLE (fig.) / Wolf et al., EU:T:2021:406, § 92

No infringement of the right to be heard — No duty to inform about evidence to submit for
the substantiation of arguments

The right to be heard set out in the second sentence of Article 94(1) EUTMR requires that
decisions of the Office be based only on reasons on which the parties have had an opportunity to
present their views. However, this right does not mean that the Office informs the parties what
evidence they have to submit in order to substantiate their arguments (8 87).

17/11/2021, T-298-19, FORM VON ROTEN SCHNURSENKELENDEN (Posit.), EU:T:2021:792,
§ 87

No infringement of the right to be heard - Article 72(6) EUTMR — Resumption of
proceedings before the BoA after the annulment of a previous decision by the GC

In order to comply with a judgment annulling a measure and to implement it fully, the institution
responsible for adopting that measure must have regard not only to the operative part of the
judgment but also to the grounds constituting its essential basis, insofar as they are necessary
for determining the exact meaning of what is stated in the operative part. These grounds identify
the exact provision held to be unlawful on the one hand and, on the other, indicate the specific
reasons for the finding of unlawfulness contained in the operative part, which the institution
concerned must take into account when replacing the annulled measure (8 24-26, 30-31).

The second sentence of Article 94(1) EUTMR in no way requires that, after resuming proceedings
before the Office following the annulment of a BoA decision by the GC, the applicant be invited
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to submit observations again on points of law and fact on which it has already had ample
opportunity to express its views during the earlier written procedure, given that the file, as then
constituted, has been taken over by the BoA (§ 33-34).

14/07/2021, T-749/20, VERONESE (fig.) / Veronese, EU:T:2021:430, § 24-26, 30-31, 33-34

No infringement of the right to be heard — Functional continuity between the first instance
and the BoA

According to Article 71(1) EUTMR, enshrining the principle of functional continuity, the BoA is
under no obligation to remit the case to the OD for a decision on new factors (such as the limitation
of the list of services covered by the earlier mark) liable to alter the outcome of the case (§ 34).
Where the parties have had the possibility to submit their observations on the comparison of
services and the limitation of the scope of protection of the earlier rights after the OD’s decision,
the right to be heard is not infringed (8 35).

08/07/2020, T-659/19, kix (fig.) / kik, EU:T:2020:328, § 35

Infringement of the right to be heard — BoA’s statement on proof of genuine use for period
not discussed by the parties — CD’s error in calculating the relevant periods

There is no obligation for the CD to determine the relevant periods for the proof of genuine use
(8 33). If the BoA finds an error by the CD in calculating the relevant periods, it cannot base its
decision on a lack of genuine use of the earlier marks for a period, which was never discussed by
the parties and on which they had no opportunity to comment or to submit evidence at any stage
of the proceedings before the Office (8 39).

20/03/2019, T-138/17, PRIMED / GRUPO PRIM (fig) et al., EU:T:2019:174, 8§ 33, 39

No infringement of the right to be heard — Procedure for suspension of the proceedings

The right to be heard is not infringed by not giving the party that requests a stay of the opposition
proceedings the opportunity to reply to the observations on a request for suspension, since there
is no provision that lays down this possibility (8 55).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, 8 55

No infringement of the right to be heard — Confidential information vis-a-vis third parties —
Scope of the right to be heard

Article 88(4) CTMR, read in conjunction with Rule 88(c) CTMIR [now Article 114(4) EUTMR],
concerns the non-disclosure of certain documents or items of business information considered to
be confidential vis-a-vis third parties and not vis-a-vis parties to proceedings before the Office
(8 27-28).

The Office’s decisions are to be based only on reasons or evidence on which the parties
concerned have had an opportunity to present their comments, (Article 75 CTMR and Article 63(2)
CTMR [now Article 94 EUTMR and Atrticle 70(2) EUTMR]) (8 33-34). The right to be heard is not
infringed when the party is in a position to present its comments on all the matters of fact and of
law that form the basis of the contested decision (§ 37-39).

05/03/2020, T-80/19, DECOPAC, EU:T:2020:81, § 27-28, 37-39

Scope of the right to a “fair hearing’ enshrined in Article 6 ECHR — Right to be heard
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The right to a ‘fair hearing’, enshrined in Article 6 ECHR, does not apply to proceedings before
the BOA since these are administrative and not judicial in nature (11/07/2013, T-197/12, Metro,
EU:T:2013:375, § 54) (8§ 24).

28/05/2020, T-564/19, Libertador, EU:T:2020:228, § 24

Infringement of rights of defence — Impact on contested decision

A violation of the rights of defence (right to be heard) does not require showing that the decision
would have been different. It is sufficient to prove that such a possibility cannot be ruled out (§ 28).

20/03/2019, T-138/17, PRIMED / GRUPO PRIM (fig) et al., EU:T:2019:174, § 28

Right of defence — No bearing on the outcome

The rights of the defence are infringed by reason of a procedural irregularity only in so far as the
irregularity actually has an effect on the ability of the undertakings involved in the dispute to defend
themselves. Non-compliance with rules in force whose purpose is to protect the rights of the
defence can vitiate the administrative procedure only if it is shown that the procedure could have
had a different outcome if the rules had been observed (§ 27).

06/04/2022, T-370/21, Nutrifem agnubalance / Nutriben, EU:T:2022:215, § 27

No infringement of the right to be heard — Oral proceedings — Hearing of witnesses

Although EUIPO may hold oral proceedings, a refusal is vitiated by manifest error only if it is
shown that EUIPO did not have all the necessary information (8 159, 160). As regards the refusal
to hear witnesses, there is no manifest error where the statements could be given in writing and,
a fortiori, where those statements have been submitted (§ 163-165).

27/04/2022, T-327/20, Shower drains, EU:T:2022:263, § 159, 160, 163-165

No infringement of the right to be heard — Ex officio examination by BoA — Comparison of
goods not compared by OD

Through the effect of the appeal before it, the BoA are called upon to carry out a full re-
examination of the merits of the opposition, in both law and fact (8 18). Thus the BoA has the
power to carry out of its own motion a full review of the merits of the opposition and may proceed
to compare the goods as they see fit, even where OD concerned did not consider it necessary to
make that comparison (8 19). The applicant could have submitted additional arguments that it
considered relevant in respect of all the goods which were the subject of the opposition, at the
appeal stage even if the BoA did not specifically invite it to do so (8§ 24).

11/05/2022, T-93/21, SK SKINTEGRA THE RARE MOLECULE (fig.) / Skintegrity et al.,
EU:T:2022:280, § 18, 19, 24

Right to be heard — Errors in the assessment of evidence

The question whether BoA erred in its assessment of the evidence produced by the applicant by
considering trade mark registrations which are in fact design registrations, is an issue which
relates not to the right to be heard or to the reasoning of the contested decision, but to the merits
of that decision (8§ 38).

04/05/2022, T-117/21, DEVICE OF TWO CROSSED STRIPES PLACED ON THE SIDE OF A
SHOE (fig.), EU:T:2022:271, § 38
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Ineffective plea — Infringement of the right to be heard — No bearing on the outcome

The applicant’s claim regarding an infringement of its right to be heard by the BoA pursuant to
Article 94(1) EUTMR is ineffective. The administrative procedure can only be vitiated by an error
due to such an irregularity if it is shown that it might otherwise have led to a different result (§ 74).

07/12/2022, T-747/21, Fohlenelf, EU:T:2022:773

No infringement of the right to be heard — No bearing on the outcome

Any failure on the part of the BoA to comply with the applicant’s right to be heard as regards the
relevant public’s understanding of the symbol ‘A’ present in the contested mark — if there were
such a failure in this instance — did not have any bearing on the outcome in this case.
Consequently, it cannot be held that the BoA infringed the applicant’s right to be heard (§ 82-83).

13/09/2023, T-473/22, LAAVA (fig.) / Lav (fig.) et al., EU:T:2023:543

Oral proceedings — Discretion of the BoA

Where a party requests that oral proceedings be organised, the BoA has the discretion to decide
whether they are necessary. Where the request for oral hearing is based on the contradictory
nature of affidavits, but such contradictory nature is not proved, the BoA does not infringe
Article 96(1) EUTMR in refusing to hold a hearing (8 71-74).

06/03/2024, T-59/23 & T-68/23, DEC FLEXIBLE TECHNOLOGIES (fig.), EU:T:2024:148

3.4.2 Duty to state reasons

Principle — Article 94(1) EUTMR

The obligation to state reasons according to Article 94(1) EUTMR has the same scope as that
which derives from Article 296 TFEU. It is settled case-law that the statement of reasons required
by Article 296 TFEU must disclose, in a clear and unequivocal manner, the reasoning followed
by the institution that adopted the measure in question in such a way as to enable the persons
concerned to ascertain the reasons for the measure and to enable the court having jurisdiction to
exercise its power of review (§ 25).

13/06/2019, T-75/18, MANUFACTURE PRIM 1949 (fig.), EU:T:2019:413, § 25

3.4.2.1 Scope of the duty to state reasons

Scope of the duty to state reasons — Facts and legal considerations of decisive importance

The purpose of the obligation to state reasons is twofold: to enable the parties concerned to
ascertain the reasons for the measure in order to defend their rights, and to enable the competent
European court to exercise its power of review of the legality of the decision. However, in stating
the reasons for their decisions, the BoA are not obliged to take a view on every argument that the
parties have submitted to them. It is sufficient that they set out the facts and legal considerations
having a decisive importance in the context of the decision (8 41).

11/09/2019, T-649/18, transparent pairing, EU:T:2019:585, § 41

Functional continuity between the first instance and the BoA

When the BoA confirms some aspects of the first instance decision, and given the functional
continuity between the first instance and the BoA, that decision, together with the statement of
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reasons pertaining to those aspects, forms part of the context in which the BoA decision was
adopted, a context which is known to the parties and enables the Court to carry out fully its review
as to whether the BoA’s assessment was well founded (§ 19).

06/02/2020, T-135/19, LaTV3D / TV3, EU:T:2020:36, § 19

Scope of the duty to state reasons — Article 94(1) EUTMR - Implicit reasoning

The reasoning of a decision may be implicit, on the condition that it enables the persons
concerned to know the reasons for the BoA’s decision and provides the competent Court with
sufficient material for it to exercise its power of review (12/03/2020, T-321/19, Jokers WILD
Casino (fig.), EU:T:2020:101, § 15-17 and case-law cited) (§ 21).

24/03/2021, T-354/20, Representation of a fish (fig.) / Blinka, EU:T:2021:156, § 21

Scope of the duty to state reasons — No obligation to provide concrete examples — Well-
known fact

It is not the BoA’s responsibility to provide concrete examples of the generally acquired practical
experience of the marketing of products on which it based its assessment (§ 21).

28/03/2019, T-829/17, RAPPRESENTAZIONE DI UNA FORMA CIRCOLARE, FORMATA DA
DUE LINEE OBLIQUE SPECULARI E LEGGERMENTE INCLINATE DI COLORE ROSSO (fig.),
EU:T:2019:199, § 21

Scope of the duty to state reasons — Evidence not mentioned in the BoA’s decision

Just because the BoA did not mention a particular document in the contested decision does not
mean that the BoA did not consider that document (§ 70).

20/01/2021, T-656/18, MANUFACTURE PRIM 1949 (II), EU:T:2021:17, § 70

Exception to the obligation to examine (as a preliminary matter) proof of genuine use of
an earlier mark — Article 94 EUTMR — No contradiction or failure to state reasons

Where there is no LOC between the signs, it is not necessary to examine proof of use of the
earlier mark as a preliminary step before the analysis of the similarity of the signs (§ 24-25). The
Office and the Court can carry out a comparison of the signs by taking into consideration a
situation which is fictitious but close to reality, determining a hypothetical relevant public having
regard to the goods and services in respect of which the earlier mark can be deemed to be
registered (15/02/2005, T-296/02, Lindenhof, EU:T:2005:49, § 49-68) (§ 26). However, where the
BoA considers that the differences between the marks are not sufficient to rule out the existence
of a LOC on the part of the relevant public, the preliminary examination of genuine use of the
earlier mark has to be carried out (§ 30, 58, 61).

28/04/2021, T-300/20 Accusi-Acustic (fig.) et al, EU:T:2021:223, § 24-26, 30, 58, 61

Scope of the duty to state reasons — Decisions implying a broad discretion — Failure to
state reasons regarding the suspension of the proceedings

Respect for the right of the persons concerned to have adequate reasons provided for a decision
that affects them is particularly important where that decision stems from a broad discretion, as
is the case when the BoA has to decide on the possible suspension of the proceedings before it
(8 73).
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28/05/2020, T-84/19 & T-88/19 to T-98/19, We IntelliGence the World (fig.) / DEVICE OF TWO
OVERLAPPING CIRCLES (fig.) et al., EU:T:2020:231, § 67, 72-73, 75-76

Scope of the duty to state reasons — Confirmation of a lower-level decision in its entirety

Where the BoA confirms a lower-level decision of the Office in its entirety, that decision together
with its statement of reasons forms part of the context in which the BoA’s decision was adopted,
which is known to the parties and enables the EU judicature to carry out fully its judicial review as
to whether the BoA’s assessment was well founded (§ 79).

The institutions are not obliged, when stating the reasons for the decisions which they are called
on to make, to take a view on every argument that the parties have submitted to them. It is
sufficient if they set out the facts and legal considerations having decisive importance in the
context of the decision (8§ 82).

30/06/2021, T-531/20, ROLEF (fig.) / Wolf et al., EU:T:2021:406, § 79, 82

Scope of the duty to state reasons — BoA decision taken following annulment of an earlier
decision by the GC — Reference to the grounds of that earlier annulled decision — Not
permissible

A judgment annulling a measure takes effect ex tunc, retroactively eliminating the annulled
measure from the legal system. Thus, that initial decision does not exist in the EU legal order and
can therefore have no effect (§ 200). Consequently, that initial decision does not form part of the
legal context in the light of which the statement of reasons of the decision subsequently adopted
by the BoA to implement that judgment must be assessed (8§ 201).

Where, on an appeal against a decision of the BoA, the Court finds that the BoA’s assessment is
invalid, it must annul that decision in its entirety, even if it is only invalid for one of the grounds of
opposition relied on (8§ 207). In such a situation, when providing the basis for the operative part
of the decision subsequently adopted to implement the judgment annulling the initial decision, the
BoA is not permitted to reject all the grounds of opposition relied on by referring, for certain ones
of those grounds, to the reasoning of the initial decision without examining and rejecting each of
the grounds of opposition (§ 203).

23/09/2020, T-796/16, Grass in bottle / Bottle with strand of grass et al., EU:T:2020:439, § 200-
203

Duty to state reasons — Difference between the failure to state reasons or inadequacy of
the reasons given and the plea alleging inaccuracy of the reasons given

The issue whether certain premiss on which BoA decision is based is incorrect or whether BoA
erred in its assessment of the evidence produced by the applicant are issues which do not fall
within the scope of the statement of reasons for the contested decision, but rather the merits of
that decision (8 26).

04/05/2022, T-117/21, DEVICE OF TWO CROSSED STRIPES PLACED ON THE SIDE OF A
SHOE (fig.), EU:T:2022:271, § 26

Duty to state reasons

The duty to state reasons does not require the BoA to deal exhaustively with all the arguments
put forward by the parties one after the other in their submissions. It is sufficient if they present
the facts and legal considerations which are of fundamental importance to the structure of the
decision (8 17).

26/10/2022, T-621/21, BLAU, EU:T:2022:676
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Duty to state reasons — Difference between the failure to state reasons and the plea
alleging inaccuracy of the reasons given

The reasoning of a decision consists in a formal statement of the grounds on which that decision
is based. If those grounds are vitiated by errors, the latter will vitiate the substantive legality of the
decision, but not the statement of reasons in it, which may be adequate even though it sets out
reasons which are incorrect (8§ 50).

09/11/2022, T-639/21, CCB / CB (fig.) et al., EU:T:2022:698

Scope of the duty to state reasons

The duty to state reasons does not require the BoA, in their reasoning, to deal exhaustively with
all the arguments put forward by the parties in turn. It is sufficient if the statement of reasons
includes facts and legal consideration of major importance, and it enables the parties to know the
reasons for the decision while it gives the competent court sufficient information to enable it to
exercise its power of review. The obligation to state reasons is an essential procedural
requirement which must be distinguished from the merits of the statement of reasons, which is a
matter of the substantive legality of the disputed act. The reasoning of a decision consists in
formally expressing the grounds on which the decision is based. If those grounds are vitiated by
errors, those errors affect the substantive legality of the decision, but not the statement of reasons
for the decision, which may be sufficient while expressing erroneous grounds (8§ 24-27).

23/11/2022, T-701/21, Cassellapark, EU:T:2022:724

Scope of the duty to state reasons

The BoA cannot be required to provide a statement of reasons which would exhaustively follow
one by one all the arguments put forward. The statement of reasons may be implicit, provided
that it enables the parties concerned to know the reasons for which the decision was adopted and
the court to have sufficient information to carry out its review (8 51). The BoA set out a clear and
comprehensible reasoning for the assessment of the descriptive character of the contested mark,
through the presentation of the relevant statutory provisions and case-law, the determination of
the relevant public, and the detailed analysis of the relationship between the verbal sign and the
goods at issue (8 52). The BoA was not required to respond to all of the applicant’s arguments
(8 53).

16/12/2022, T-751/21, Airflow

No failure to state reasons

The fact that the BoA did not comment exhaustively on all the examples of earlier registrations
invoked by the EUTM applicant cannot be regarded as a failure to state reasons (8§ 82).

21/12/2022, T-777/21, ECO STORAGE (fig.), EU:T:2022:846

Scope of the duty to state reasons — Standard for justification of dissimilarity of goods

The BoA held that the goods in question were different in nature and in the intended purpose. It
added that those goods did not share the same distribution channels and that they were neither
in competition nor complementary. Those grounds refer to the requisite legal standard to the
relevant factors in order to characterise the relationship between the goods at issue. There is no
requirement for the BoA to expressly mention the supposed proximity of the market segments to
which the goods at issue belong. By not doing so, the BoA did not vitiate its assessment of a
failure to state reasons (8§ 23, 24).
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18/01/2023, T-726/21, DEVICE OF A CROWN (fig.) / ROLEX (fig.) et al., EU:T:2023:6

No failure to state reasons — Endorsement of the first instance’s decision

The BoA was entitled to confine itself, in the contested decision, to endorsing the uncontested
grounds of the OD’s decision, and to setting out the grounds on which it confirmed the contested
grounds (8 62). When the BoA upholds the decision of the OD on certain points, and taking into
account the continuity in terms of function between the OD and the BoA, that decision, together
with its statement of reasons, forms part of the context in which the BoA’s decision was adopted.
This context is known to the parties and enables the GC to fully carry out its review as to whether
the BoA’s assessment was well founded (8 60).

08/03/2023, T-372/21, Sympathy Inside / Inside., EU:T:2023:111

Implicit endorsement of the first instance’s assessment — Identification of the relevant
public

By reproducing, in the summary of the facts of the BoA decision, the OD’s assessment that the
goods at issue were aimed at the general public with an average level of attention, the BoA
implicitly, but necessarily, endorsed the OD’s assessment as regards the relevant public and its
level of attention, in spite of the lack of any express finding in that regard in the BoA’s decision
(8 31).

22/03/2023, T-5/22, DEVICE OF A CHEVRON (fig.) / DEVICE OF A STRIPE (fig.) et al.,
EU:T:2023:150

No failure to state reasons — Erroneous instruction on the right of appeal

An erroneous instruction on the right of appeal (reference to the provision of Article 75 EUTMR
instead of Article 72 EUTMR) does not constitute a breach of law which could lead to the
annulment of the decision containing that defect, in particular where, despite the lack of
information on the right of appeal, the applicant has validly brought an action before the GC
against that decision (8§ 22).

17/05/2023, T-267/22, Acasa, EU:T:2023:268

No failure to state reasons — Clerical error

A clerical error, which does not prevent the parties from correctly understanding the BoA’s
reasoning, cannot lead to the annulment of the BoA’s decision (§ 23).

17/05/2023, T-267/22, Acasa, EU:T:2023:268

No failure to state reasons by reference to another document

The obligation to state reasons can be complied with by reference to another document provided
that it enables the persons concerned to know the reasons for the decision at hand and provides
the competent court with sufficient material for it to exercise its power of review (8 40). Although
the evidence on which the BoA has based its findings is not expressly identified in the contested
decision, the latter (i) refers to the observations of third parties of which the parties had the
opportunity to become acquainted (ii) contain sufficiently precise, quantified and consistent
information (§ 41-43).

24/05/2023, T-2/21, Emmentaler, EU:T:2023:278
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No failure to state reasons — Joint examination of Articles 7(1)(b) and (c) EUTMR -
Endorsement of the first instance’s decision

By finding that the contested sign was distinctive and that, therefore, it was also not descriptive,
and by making reference to the reasoning and findings of the CD, the BoA complied with its duty
to state reasons insofar as both provisions invoked were concerned (§ 22-23).

07/06/2023, T-735/21, DEVICE OF A STYLISED DEPICTION OF A BLACK BAT INSIDE A
WHITE OVAL FRAME (fig.), EU:T:2023:304

No failure to state reasons — Confidential submissions — General summary of confidential
data in the decision

No illegality can be inferred from the mere fact that the BoA indicated in the decision on objection
that, due to the request for confidentiality, it would confine itself to a general and summarised
description of the said observations without disclosing any commercial data (8§ 26). There is, in
particular, no breach of the duty to state reasons, as the description allows the parties to
understand the reasons for the decision (§ 27).

07/06/2023, T-239/22, Rialto, EU:T:2023:319

No failure to state reasons — Endorsement of the first instance’s decision

Given the continuity in terms of function between the OD and the BoA — to which Article 71(1)
EUTMR attests — when the BoA confirms a decision of the OD on certain points, that decision,
together with its statement of reasons on such points, forms part of the context in which the BoA’s
decision was adopted; a context that is known to the parties and enables the GC to carry out its
review fully on the merits of the assessment by the BoA(§ 53).

13/09/2023, T-167/22, Tmc transformers / TMC (fig.) et al., EU:T:2023:535
See also, 13/09/2023, T-163/22, TMC TRANSFORMERS (fig.) / TMC (fig.) et al., EU:T:2023:534,
8§54

Functional continuity between the first instance and the BoA — Determination of the
distinctive and dominant elements

Given that the BoA endorsed the decision of the OD in its entirety and having regard to the
functional continuity between the OD and the BoA, the statement of reasons contained in the OD
decision regarding the distinctive and dominant elements of the signs must be taken into account
when assessing the legality of the BoA’s decision (8 46).

08/11/2023, T-592/22, Liquid+Arcade / LIQUIDO (fig.), EU:T:2023:708

Functional continuity between the first instance and the BoA — Mark with reputation —
Determination of the degree of similarity between the signs

Although it is true that the BoA did not expressly specify in the contested decision the degree of
similarity between the signs, given the functional continuity between the OD and the BoA, the
degree of similarity stated in the OD decision was implicitly but necessarily confirmed by the Board
of Appeal and formed part of the context in which the BoA decision was adopted (8§ 62-64).

15/11/2023, T-677/22, imaster.qgolf (fig.) / MASTERS et al., EU:T:2023:720

Scope of the duty to state reasons — References to previously registered trade marks
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The EUIPO is not obliged to expressly analyse all the previously registered marks invoked and to
provide detailed arguments for each of them (§ 44).

20/12/2023, T-189/23, my mochi (fig.), EU:T:2023:853

No failure to state reasons

The obligation to state reasons, an obligation which is incumbent on the BoA and which stems
from, inter alia, Article 94(1) EUTMR, has been the subject of settled case-law according to which
the statement of reasons must disclose in a clear and unequivocal manner the reasoning followed
by the institution that adopted the measure in question. The obligation to state reasons does not
require the BOA to provide an account that follows exhaustively and one by one all the lines of
reasoning articulated by the parties before them. It is sufficient that it set out the facts and the
legal considerations having decisive importance in the context of the decision. The obligation to
state reasons is an essential procedural requirement, which must be distinguished from the
gquestion as to whether the reasons given are correct, which goes to the substantive legality of
the contested measure (§ 27-30).

20/12/2023, T-221/22 & T-242/22, Lutamax, EU:T:2023:858

Functional continuity between the first instance and the BoA — Determination of the
relevant public and level of attention

Although the BoA did not expressly determine the relevant public and its degree of attention in
relation to ‘sales services’, given that the BoA endorsed the decision of the OD in its entirety, the
statement of reasons contained in the OD decision regarding the relevant public and its degree
of attention for ‘sales services’ must be taken into account when assessing the legality of the
BoA'’s decision (§ 63, 73-75).

24/01/2024, T-55/23, SALVAJE (fig.) / SALVANA, EU:T:2024:30

3.4.2.2 Ex officio examination

Matter of public policy — Ex officio examination

Failure to state reasons in the contested decision is a public policy issue that can be examined
ex officio (8§ 20)

17/01/2019, T-368/18, ETI Bumbo / BIMBO (fig.), EU:T:2019:15, § 20
08/05/2019, T-269/18, ZARA / ZARA (fig.) et al., EU:T:2019:306, § 37, 47-51, 55
23/09/2020, T-677/19, SYRENA, EU:T:2020:424, § 84

Matter of public policy — Ex officio examination

Compliance with the duty to state reasons is a matter of public policy that must be raised, if
necessary, of the Court’s own motion (8 93).

12/07/2019, T-792/17, MANDO (fig.) / MAN et al., EU:T:2019:533, 8§ 93

3.4.2.3 General reasoning for goods and services

General reasoning — Sufficiently homogeneous category or group of goods or services

In examining absolute grounds for refusal, the competent authority may use only general
reasoning for all the goods or services concerned when the same ground for refusal is given for
a category or group of goods and services, provided that these are interlinked in a sufficiently
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direct and specific way that they form a sufficiently homogeneous category or group of goods or
services (8 48-49).

11/04/2019, T-223/17, ADAPTA POWDER COATINGS (fig.), EU:T:2019:245, § 48-49
17/01/2019, T-91/18, DIAMOND CARD (fig.), EU:T:2019:17, § 18-21

20/09/2019, T-650/18, Reaktor, EU:T:2019:635, § 40-50

03/09/2020, C-214/19 P, achtung ! (fig.), EU:C:2020:632, § 41

General reasoning — Requirement of substantiated argumentation for alleging lack of a
sufficiently direct and specific link between the sign and the goods and services

Arguments concerning the lack of a sufficiently direct and specific link between the sign and the
goods and services must be sufficiently substantiated. The citation of examples in this regard is
not sufficient. The specific goods and services to which the submission relates must be specified
and it must be explained why there is no sufficiently direct and specific link between the sign and
those goods and services (8 32, 62).

02/12/2020, T-152/20, Home Connect (fig.), EU:T:2020:584, § 32, 62

General reasoning for goods and services — Perception of the relevant public

For the examination of the homogeneity of the goods and services, the specificity of the mark
applied for or, in particular, of its perception by the relevant public must be taken into account
(8 44) (17/05/2017, C-437/15 P, deluxe (fig.), EU:C:2017:380, § 32, 44).

04/04/2019, T-804/17, DARSTELLUNG VON ZWEI SICH GEGENUBERLIEGENDEN BOGEN
(fig.), EU:T:2019:218, § 32, 44

General reasoning for goods and services — Laudatory marks

If the EUTM application is a slogan and covers several goods and services, global reasoning
could be considered sufficient. In such cases, all the goods/services belong to a sufficiently
homogenous category, linked by the fact that they can offer benefits, since the sign is perceived
as an advertising promise (8 61-62).

10/10/2019, T-832/17, achtung! (fig.), EU:T:2019:2, § 61-62

General reasoning for goods and services — Slogans

In view of the meaning of the mark applied for, the BoA was entitled to find that the services were
in a homogeneous category and an overall reasoning was justified (§ 48). When the BOA
explained that, for all the services for which protection was sought, the trade mark application
would be perceived by the relevant public as a ‘motivational slogan [involving] the consumer in
the innovation actions [of the trade mark proprietor], it adequately explained how it had defined
the homogeneous category on which it based its assessment of the distinctive character of the
trade mark applied for (8§ 49).

13/02/2020, T-8/19, Inventemos el futuro, EU:T:2020:66, 8§ 48-49

Descriptive character — General reasoning — Sufficiently homogeneous category or group
of goods or services — Article 94(1) EUTMR - Lack of reasoning

The BoA correctly found, on the basis of all the evidence before it, that the term ‘loop’ refers, in
the telecommunications and computer sector, to a telecommunications or an internet connection
line and is therefore descriptive (§ 37). The contested mark is however annulled for the goods in
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Class 9 and services in Classes 38 and 42 since the goods and services in these categories are
too heterogeneous to be caught by a general reasoning (§ 65, 91-94, 98, 103, 106).

09/03/2022, T-132/21, Loop, EU:T:2022:124, § 37, 65, 91-94, 98, 103, 106

General reasoning — Sufficiently homogeneous category or group of goods or services

It cannot be excluded a priori that all the goods and services covered by the EUTM application
share a common feature which is relevant to the analysis of the application of absolute grounds
for refusal and that they can be grouped, for the purposes of examining the EUTM application at
issue in the light of those absolute grounds for refusal, to a single sufficiently homogeneous
category or group (8§ 22).

14/09/2022, T-367/21 & T-432/21, READY 4YOQOU (fig.), EU:T:2022:552

General reasoning for goods and services — Goods and retail services of those goods

The competent authority may limit itself to general reasoning for all the goods and services
concerned if the same ground for refusal is raised against a category or group of goods or services
(8 34). The BoA rightly considered that homogeneity resulted from the fact that all the goods
concerned in Class 30 were foodstuffs in the form of bars and that the services at issue in Class 35
were retail or wholesale services relating thereto (8§ 39, 40).

14/09/2022, T-686/21, Energy cake, EU:T:2022:545

General reasoning for goods and services — Goods and services not expressly mentioned
— No failure to state reasons

All the goods and services have a common feature, namely that they are linked to gaming
tournaments or competitions. In that regard, the goods and services at issue are sufficiently
homogeneous to allow the BoA to limit itself to general reasoning (8§ 54).

Where a decision has been adopted in a context with which the person concerned is familiar, it
may be reasoned in a summary manner. Moreover, the BoA cannot be required to provide an
account that follows exhaustively and one by one all the lines of reasoning articulated by the
parties before them. The reasoning may therefore be implicit, on condition that it enables the
persons concerned to know the reasons for the BoA’s decision and provides the competent Court
with sufficient material for it to exercise its power of review (8 94). Although some goods and
services are not expressly mentioned in the analysis grouping the goods and services in the
corresponding classes (8§ 94), the BoA did not infringe the obligation to state reasons referred to
in the first sentence of Article 94(1) EUTMR (8§ 98).

26/10/2022, T-776/21, GAME TOURNAMENTS (fig.), EU:T:2022:673

General reasoning — Sufficiently homogeneous category or group of goods or services

All the goods at issue are inherent to the circulation of water in a counter-current swimming system
and necessary to create a strong current of water. They belong to a sufficiently homogeneous
category to allow a general reasoning regarding the descriptive character of these goods (8§ 37,
38).

23/11/2022, T-14/22, Jet stream, EU:T:2022:719

General reasoning for goods and services — Sufficiently direct and specific link between
the goods and services concerned
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The goods, such as nail polish, nail care products and cosmetics (Classes 3 and 8), and services
in question (in Class 35) have a sufficiently direct and specific link between each other, both as
regards to the sector to which they belong (e.qg., retail services for cosmetics) and the relevance
of the colour characteristics. The BoA was therefore entitled to adopt a general reasoning (8§ 54).

30/11/2022, T-780/21, LiLAC (fig.), EU:T:2022:732

General reasoning for goods and services

An examiner is not required to state reasons for the outcome of the comparison for each of the
individual goods and services specified in the application for registration. Instead, general
reasoning for groups of the goods concerned may be used as long as those goods have
analogous features. Here, all the contested goods belong to the broader category of vehicles and
conveyances or are parts and fittings for those goods. Therefore, the BoA could merely state
overall reasons for all those goods (8 29).

01/02/2023, T-569/21, Google car / Google et al., EU:T:2023:38

Descriptive — General reasoning — Homogeneous category of goods

The determination of a homogeneous category of goods for the purpose of the assessment of
descriptiveness must not be carried out only in relation to the description of the goods in respect
of which the contested mark has been registered. Accordingly, in order to determine common
characteristics of the goods, the fact that the description of some of those goods does not specify
that common characteristic, is irrelevant (8§ 29).

26/02/2024, T-505/23, MATE MATE (fig.)

3.4.2.4 Principles of legality, equal treatment and sound administration

Principle of legality — Principles of equal treatment and sound administration — Obligation
to provide express reasons for departing from previous decisions

The BoA has to provide explicit reasoning when it decides to take a different view from previous
decisions. However, the legality of the decisions must be assessed solely on the basis of the
EUTMR. The BoA gave express reasons for departing from the previous decisions (§ 53-55).

31/01/2019, T-97/18, STREAMS, EU:T:2019:43, § 53-55
22/05/2019, T-161/16, CMS ltaly (fig.) / PUMA (fig.) et al., EU:T:2019:350, § 30-31, 35, 44, 46,
50.

Departure from previous EUIPO decisions — Duty to state reasons — Principle of sound
administration

The BoA is not required to respond expressly and exhaustively to all of the arguments put forward
by the applicant, provided that it sets out the facts and legal considerations having decisive
importance in the contested decision. As long as the BoA sets out the decisive reasons for its
conclusion regarding the lack of a link between the earlier marks and the mark applied for, it was
not obliged to respond expressly to the argument by which the applicant relied on a previous
EUIPO decision. That EUIPO decision was not relied on as evidence of a factual situation such
as that relating to the reputation of the earlier mark, but merely to claim that legal provisions
should be applied in the same way to comparable factual situations (§ 92-94).

10/03/2021, T-71/20, Puma-system / PUMA (fig.), EU:T:2021:121, § 92-94
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No obligation of express reasons for departing from previous decisions not relied on by a
party

The BoA does not have to explicitly set out the reasons why it intends to depart from previous
decisions that were not relied on by a party before it. Moreover, the duty to state reasons in
respect of previous apparently diverging decisions is ‘less stringent where the examination
depends exclusively on the mark applied for than on factual findings which are independent of
this mark’(8 36-38, 48).

05/09/2019, T-753/18, #BESTDEAL (fig.), EU:T:2019:560, § 36-38, 48

Action for infringement — Opposition proceedings

As for the claim that the BoA erred in disregarding the judgment of the Audiencia Provincial de
Alicante (Provincial Court, Alicante) and a judgment of the First Chamber of the Qorti Civili (Civil
Court), Malta, the EUTMR does not contain any provision by which the Office is bound by a
decision, even now definitive, of an EU trade mark court delivered in an action for infringement,
in the context of the exercise of its exclusive jurisdiction over registration of EU trade marks and,
in particular, when it examines oppositions lodged against applications to register EU trade marks
(21/07/2016, C-226/15 P, English Pink / PINK LADY, EU:C:2016:582, § 48) (8 153).

10/03/2021, T-693/19, KERRYMAID / Kerrygold (fig.), EU:T:2021:124, § 153

Decisions of first instance

The BoA is not bound by the Office’s first instance decisions (8 96). The legality of the BoA’s
decisions must be assessed solely on the basis of the EUTM Regulation, as interpreted by the
EU courts (8§ 97-109).

19/09/2019, T-679/18, SHOWROOM (fig.) / SHOWROOM 86 (fig.), EU:T:2019:631, 8§ 96-109

Decisions of national authorities — Identical marks

The Office is not required to take into account decisions of national authorities concerning marks
identical to those on which it has to give a decision. If it does take them into account, it is not
bound by those decisions (§ 83-84).

24/01/2019, T-785/17, BIG SAM SPORTSWEAR COMPANY (fig.) / SAM et al., EU:T:2019:29,
§ 83-84
19/12/2019, T-624/18, GRES ARAGON (fig.), EU:T:2019:868, § 28-29.

Relevance of case-law post-dating the EUTM application

The BoA did not err in basing the contested decision on, inter alia, the interpretation given by the
CJ and by the GC to Article 7(1)(b) and (c) EUTMR in decisions delivered after the date the
application for registration of the contested mark was filed, insofar as, by those decisions, the EU
Courts merely interpreted the substantive rules applicable on the date the application was filed,
with the result that such decisions, which clarify the scope and conditions for application of
Article 7(1)(b) and (c) EUTMR, allow conclusions to be drawn about the legal situation as it was
on that date (8§ 33).

Registration of an EU trade mark cannot create a legitimate expectation by the proprietor of that
mark regarding the outcome of subsequent invalidity proceedings, since the applicable rules
expressly allow for a possible subsequent challenge to that registration in an application for a
declaration of invalidity or in a counterclaim in infringement proceedings. The fact that a mark was
initially registered by the EUIPO does not bind the EUIPO in the future, since the registration of a
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mark does not preclude that mark from being declared invalid if it was registered in breach of one
of the absolute grounds for refusal set out in Article 7 EUTMR (8§ 95).

The applicable provisions do not set out a period within which an application for a declaration of
invalidity on the ground of absolute nullity must be filed. The requirement of legal certainty
constitutes the general interest pursued by Article 51(1) EUTMR. The objective of that provision
is to make it possible to rectify any errors committed by the examiner at the time of filing an
application for registration (8 107, 109). The applicant does not raise a plea of illegality in respect
of Article 51(1)(a) EUTMR pursuant to Article 277 TFEU (8 116).

01/09/2021, T-834/19, e*message (fig.), EU:T:2021:522, § 33, 95, 107, 109, 116

No infringement of principles of legality, equal treatment and sound administration — BoA’s
change of position after remittal

BoA is not bound by previous decisions and can change its position on a factual point such as
the saturation of the state of art as long as it provides sufficient reasoning and allows the parties
to present evidence and observations on that point (§ 152, 153).

15/06/2022, T-380/20, Radiatori per riscaldamento, EU:T:2022:359

Departure from previous EUIPO decisions — Previous BoA decision regarding identical
trade mark

As the Board of Appeal was right to find that the EUTM application fell under Article 7(1)(c)
EUTMR, the applicant cannot successfully rely on previous BoA decision (24/07/2014,
R 52/2014-4, STAHLWERK) to invalidate that conclusion (8 34).

14/09/2022, T-705/21, Stahlwerk, EU:T:2022:546

No infringement of principle of legal certainty — Opposition admissible on the basis of
earlier rights not mentioned in the previous confirmation of admissibility

Where (i) the admissibility of the opposition was first confirmed at least on the basis of one of
several earlier rights invoked but clearly indicating that the admissibility may, if necessary, be
examined in relation to the other earlier rights at a later stage and (ii) both instances of the EUIPO
later find that the opposition is admissible based also on the other earlier right, the BoA cannot
be accused of having infringed the principle of legal certainty by finding that the opposition was
admissible insofar as it was based on that earlier right (§ 17-18).

21/06/2023, T-514/22, VITROMED Germany (fig.) / VITROMED et al., EU:T:2023:350

Decisions of national authorities — Non-binding effect

The EU design regime is an autonomous system with its own set of objectives and rules peculiar
to it, and that system applies independently of any national system. Therefore, national judicial
proceedings cannot have impact on the legality of the contested decision in the present case
(8 35-36).

06/09/2023, T-377/22, Motos acuaticas, Embarcaciones a motor, EU:T:2023:504

Principle of legality — Principles of equal treatment and sound administration — Obligation
to provide express reasons for departing from previous decisions

Where the adjudicating bodies of the EUIPO decide to take a different view from the one adopted
in their previous decisions, they should provide an explicit statement of their reasoning for
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departing from those decisions. The BoA explicitly stated why the findings made in the earlier
decisions of the EUIPO, relied on by the applicant, could not be transposed to the present case.
The goods covered by the earlier mark were compared not to ‘sports cars and their component
parts’ in Class 12, but to a wider range of goods in the same class, which contained, in essence,
vehicles and cars in general, whose purpose cannot be restricted to that of sports cars.
Accordingly, the BoA did not commit any error of assessment inasmuch as it did not base its
findings as to the similarity of the goods at issue on the assessments made in those decisions
(8 22-25).

29/11/2023, T-53/23, TVR (fig.) / TVR ltalia (fig.) et al., EU:T:2023:764

Assessment of bad faith — Previous decisions of national authorities

Although the EUIPO is not bound by decisions issued by national authorities, such decisions,
without being binding or decisive, may be taken into account as evidence in the assessment of
the facts of the case (8§ 35).

13/12/2023, T-382/22, El rosco / El rosco, EU:T:2023:800
13/12/2023, T-383/22, EL ROSCO (fig.) / El rosco, EU:T:2023:801
See also, 13/12/2023, T-381/22, El rosco / El rosco, EU:T:2023:799, § 33

Decisions of national authorities — Non-binding effect

The EUIPO is not bound by a decision given in a Member State, or even a third country, that
holds that the sign in question is registrable as a national trade mark. This applies even where
such a decision was adopted under national legislation in a country belonging to the language
area in which the word sign in question originated (8 39).

20/12/2023, T-189/23, my mochi (fig.), EU:T:2023:853

3.4.2.5 Lack of reasoning

Lack of reasoning — Geographical name

The Office is obliged to demonstrate that the geographical name is known to the relevant public
as the designation of a place and that the name in question currently suggests to that public a link
with the goods or services in question, or that it is reasonable to assume that such a name may,
for that public, designate the geographical origin of the goods or services mentioned (15/01/2015,
T-197/13, MONACO, EU:T:2015:16, § 51 and the Office’s Guidelines, Part B, Examination,
Section 4, Absolute grounds for refusal, Chapter 4, Descriptive trade marks (Article 7(1)(c)
EUTMR), paragraph 2.6, Geographical terms) (§ 42, 43).

19/12/2019, T-624/18, GRES ARAGON (fig.), EU:T:2019:868, § 42-43

Lack of reasoning — Previous decisions — Lack of explicit statement of reasoning for
departing

Where the Office decides to take a different view from the one adopted in previous decisions, it
should provide an explicit statement of reasoning for departing from those decisions (8§ 54, 55,
58).

27/06/2019, T-334/18, ANA DE ALTUN (fig.) / ANNA (fig.) et al., EU:T:2019:451, § 54, 55, 58

Scope of the duty to state reasons — Different assessment compared to previous decisions
— No obvious differences that would justify different answers
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Although the Office is not bound by its previous decisions, it must take into account decisions
already taken and consider with special care whether it should decide in the same way or not. In
that regard, the Office has not shown to what extent in the previous decisions the understanding
of the semantic content of the word ‘amen’ by the general public differed from that in the present
case. In actual fact, in view of the limited scope of that question, there are no obvious factual
differences that would justify different answers. In particular, since the BoA based its assessment
of the semantic content on the Collins English-language dictionary, it cannot be accepted that a
difference arises from the language context of the relevant public, namely the general German-,
Slovak- or Czech-speaking public, on the one hand, and the European or Italian public, on the
other (8 58).

AM E NN 05/05/2021, T-442/20, Ame / . AM E N. (fig.), EU:T:2021:237, § 58

Lack of reasoning — Mere quotation of case-law

The mere quotation of case-law does not meet the requirements of the obligation to state reasons
within the meaning of Article 75(1) CTMR [now Article 94(1) EUTMR] (8 31).

20/03/2019, T-762/17, DARSTELLUNG EINER GEOMETRISCHEN FIGUR (fig.),
EU:T:2019:171, 8§ 31

Lack of reasoning — Previous decisions — Lack of explicit statement of reasoning for
departing

Where an opposition is based on Article 8(5) CTMR [now Article 8(5) EUTMR], the opponent is
free, in principle, to choose the form of evidence it considers useful to submit to the Office,
pursuant to Rule 19(2)(c) CTMIR [now Article 7(2)(f) EUTMDR]. Thus, the opponent is free to
rely, as evidence of the reputation of the earlier mark relied upon, on one or several previous
decisions of the Office finding that that mark enjoys a reputation. The Office is required to take
into account those decisions when they are identified in a precise manner in the notice of
opposition (28/06/2018, C-564/16 P, DEVICE OF A JUMPING ANIMAL (FIG. MARK) / PUMA
(FIG. MARK) et al., EU:C:2018:509, § 69) and to consider whether or not it should decide in the
same way and, if not, to provide an explicit statement of its reasoning for departing from those
decisions, stating why they are no longer relevant (8 30-31, 35, 44, 46, 50).

22/05/2019, T-161/16, CMS ltaly (fig.) / PUMA (fig.) et al., EU:T:2019:350, § 30-31, 35, 44, 46,
50.

Lack of reasoning — Proof of use in a form different from the one registered

A finding of an alteration of the distinctive character of the mark as registered requires an
assessment of the distinctive and dominant character of the elements added, based on the
intrinsic qualities of each of those elements and their relative position within the arrangement of
the trade mark (8§ 47). The finding in the contested decision that the verbal element ‘ZARA' is
distinctive and is included identically in ‘the earlier trade marks’ does not provide clear and
sufficient indications about the existence or not of use of the earlier trade marks in a form differing
in elements which do not alter their distinctive character (8§ 48, 51). The BoA’s analysis and the
conclusion reached in respect of a possible alteration of the distinctive character of the earlier
marks are equivocal and imprecise and do not enable the GC to review the legality of the
contested decision.

08/05/2019, T-269/18, ZARA | ZARA (fig.) et al., EU:T:2019:306, § 47, 48, 51

Lack of reasoning — General reasoning — Sufficiently homogeneous category of goods and
services
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The BoA disregarded its obligation to state reasons by failing to establish whether the goods and
services represent a sufficiently homogeneous category which could be subject to general
reasoning. Moreover, it committed an error of assessment in considering that there is a sufficiently
direct and specific link between the sign and goods and services such as computers, namely
laptops, personal computers, satellite computers, and software relating to 3D printing and space
technology in Class 9 and arranging and conducting competitions in the field of computer coding
in Class 41 (8 40-50)

20/09/2019, T-650/18, Reaktor, EU:T:2019:635, § 40-50

Lack of reasoning — Invalidity proceedings based on different prior rights

On applications for a declaration of invalidity based on different prior rights it follows from the ratio
legis of Article 53(4) CTMR [now Article 60(4) EUTMR] that such provision is applicable even if
the initial application for a declaration of invalidity has been withdrawn or considered inadmissible,
the mere filing of an initial application being sufficient (§ 45).

The BoA did not describe the rights relied on in support of each of the two applications. In
particular, as regards the signs used in the course of trade, it did not specify their nature and the
verbal elements of which they are composed. Because of the deficiencies in the statement of
reasons, it is not sufficiently clear and precise what those rights are and whether the BoA
considered that the right or rights relied upon in support of the second application for a declaration
of invalidity had or had not been relied upon in the first application for a declaration of invalidity
(858, 61, 64, 77).

01/09/2021, T-566/20, PALLADIUM HOTEL GARDEN BEACH (fig.) / Grand hotel palladium,
EU:T:2021:525, 88§ 45, 58, 61, 64, 77

15/09/2021, T-207/20, PALLADIUM HOTELS & RESORTS (fig.) / Grand hotel palladium,
EU:T:2021:587, § 45, 58, 61, 64, 77

Lack of reasoning — Belated evidence in the proceedings before the BoA — Licensee’s
entitlement to file the opposition — Proof of entitlement

Proof of the licensee’s entitlement to file an opposition must be submitted during the
substantiation period (8§ 47). The proprietor’s authorisation cannot be presumed from the mere
existence and registration of a licence if this licensee (exclusive or not) does not explicitly address
the licensee’s right to file oppositions (§ 50). On the facts of the case, such proof could not be
deduced from the following circumstances: (i) the proprietor of the earlier EU marks and the
opponent are members of the same group of companies and are economically linked (8§ 53, 62);
(ii) the two companies have the same representative before the Office; (iii) the application to
register the licence was submitted through that common representative, who also filed the
opposition; (iv) the EUTM proprietor and its licensee are owners of parallel marks in the UK (§ 63)
and (v) the EUTM applicant never challenged, either before the OD or in the appeal against the
OD’s decision, the opponent’s entitlement to file the opposition during the administrative
proceedings (8 61). The BoA violated its duty to state reasons in failing to take position on whether
proof of the licensee’s entitlement was admissible for the first time on appeal (8 59, 79-80).

30/06/2021, T-15/20, Skyliners / Sky et al., EU:T:2021:401, § 47, 50, 53, 59, 61-63, 79-80

Lack of reasoning — Contradictory reasoning in the contested decision

It is apparent from paragraph 97 of the contested decision that the BoA excluded the existence
of a likelihood of confusion between the earlier EU word mark HYALISTIL and the mark applied
for, finding that the term ‘hyal’ could allude to hyaluronic acid for part of the Italian-speaking
relevant public. However, in paragraph 28 of that decision, the BoA had stated that it would focus
primarily on the Italian-speaking part of the public which is more prone to confusion, considering
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that this part of the relevant public would not perceive the term as evoking the concept of
hyaluronic acid (§ 24).

The BoA’s reasoning in relation to the existence of a likelihood of confusion is based on
contradictory considerations (8 25-33). The lack of clarity in the contested decision cannot be
remedied by the clarifications provided by the Office in its written pleadings (8§ 34). The decision
is annulled in its entirety on the basis of breach of the obligation to state reasons. The case is
referred back to the Office, since the Court cannot substitute its own assessment for that which
was worded ambiguously by the BoA regarding the relevant public taken as a reference point in
the present case and for all the other assessments based on that assessment (§ 35).

21/12/2021, T-194/21, HYALOSTEL ONE (fig.) / HyalOne (fig.) et al., EU:T:2021:934, 24, 25-33,
35

No lack of reasoning — No assessment of figurative elements

The BoA did not expressly rule on the question whether the figurative element of the mark applied
for could endow it with distinctive character. However, EUIPO do not need to address all the
arguments put forward by the parties. The mere fact that BoA did not reproduce or reply to all the
arguments of a party cannot be taken to mean that that BoA refused to take them into account.
The reasoning may therefore also be implicit provided that it enables the parties concerned to
know the reasons for the BoA decision and gives the competent court sufficient information to
enable it to exercise its power of review. Furthermore, if the BoA furthermore upholds the first
instance decision in its entirety, that decision and its reasoning form part of the context in which
the BoA decision was adopted and of which is known to the parties and which enables the Court
to exercise its review of legality in relation to the correctness of the BoA’s assessment in its
entirety (§ 19-22).

In the present case, first, the examiner dealt with the figurative element of the mark applied for in
her decision. Second, in its summary of the reasons on which the examiner's decision is based,
the BoA referred to the examiner's view of the figurative element in the mark applied for. Third,
the BoA reproduced all the arguments put forward by the applicant concerning the figurative
element in the mark applied for. Fourth, the description of the mark applied for shows that the
figurative element was not disregarded. Fifth, the word elements were considered to be the
dominant element of the mark applied for. Sixth, the BoA upheld in its entirety the examiner's
decision. Therefore, the BoA considered and implicitly dismissed the Applicant’s arguments
concerning the figurative element of the mark applied for and was not obliged to explicitly address
each of these arguments (8§ 24-31).

29/06/2022, T-640/21, bet-at-home (fig.), EU:T:2022:408

Lack of reasoning — Interdependence of the factors in global assessment of LOC

The reasoning may be implicit, on condition that it enables the persons concerned to know the
reasons for the BoA decision and provides the competent court with sufficient material for it to
exercise its power of review (8§ 53). In this case, the BoA did not sufficiently explain the reasons
why it confirmed the opposition division’s conclusion on the existence of LOC. It did not indicate
the reasons why it considered that the low degree of similarity of some of the services was
sufficiently offset, in the context of the weighing up the various factors to be taken into account,
by a higher degree or relative importance of the other relevant factors (8 55).

Such reasoning was all the more necessary as these other factors were not, a priori, of a high
degree, since the BoA had found that the signs were visually similar to a low degree and
phonetically similar to average degree, the conceptual comparison was neutral, and the earlier
mark had an average inherent distinctiveness (8 56). The BoA did not refer to all the factors but
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only to the similarity of the signs. It did not explain which aspect should prevail or how the low
degree factors would have been offset by factors of a significant higher degree (§ 59).

12/10/2022, T-460/21, C2 CYPRUS CASINOS (fig.) / C8 (fig.), EU:T:2022:623
See also, 12/10/2022, T-461/21, C2 (fig.) / C8 (fig.), EU:T:2022:624, § 52-54, 57

Lack of reasoning — Contradictory reasoning in finding bad faith

The reasons why the BoA considered that former members of an association continued to enjoy
legal protection on the earlier sign following the acquisition of the corresponding national mark by
the EUTM proprietor are not disclosed in a clear and unequivocal manner (8 30). The findings
that, on the one hand, legal protection of the earlier sign can be inferred from the multilateral
agreement between the members of the association and, on the other hand, that the termination
of that agreement had no effect on that legal protection, are contradictory (§ 31). The BoA should
have explained on what legal basis it found the legal protection favouring the members of the
association (§ 32, 36).

15/02/2023, T-684/21, Mostostal, EU:T:2023:68

Contradictory reasoning — Assessment of descriptiveness

The reasoning of the decision is contradictory where certain goods in Class 3 were found non-
descriptive on the ground that there were meant ‘to give pleasant and desirable scent to a
person’s body or to his or her living environment and cleaning the teeth’ (perfumes, toilet water,
eau de Cologne, essential oils, incense, perfume water, dentifrices), while other goods with the
same purpose were found descriptive (body deodorants, soaps, make-up removing preparations)
(8 23-24).

22/03/2023, T-750/21, Bio-beauté, EU:T:2023:147

Lack of reasoning — Assessment of distinctive character — Need to assess the mark as a
whole

Distinctive character of a composite mark may be assessed, in part, in respect of each of its
elements, taken separately, but that assessment must, in any event, be based on the overall
perception of that trade mark by the relevant public and not on the presumption that elements
individually devoid of distinctive character cannot, on being combined, present such character
(8 38). Failure to carry out an overall assessment of distinctive character of the mark amounts to
a failure to state reasons (8 51).

24/05/2023, T-477/21, SHAPE OF AN INHALER (3D), EU:T:2023:280

No contradictory reasoning — Level of attention — ‘High’ and ‘heightened’ and ‘higher-than-
average’

The terms ‘high’ and ‘heightened’ and the expression ‘higher-than-average’ are used as
synonyms. Both a ‘high level of attention’ and a ‘higher-than-average level of attention’ indicate a
heightened level of attention on the part of the public (§ 18). The BoA’s findings that the level of
attention is ‘higher-than-average’ and ‘particularly high’ are not contradictory since that level is, in
any event, higher than an average level of attention (§ 22).

11/10/2023, T-435/22, PASCELMO / PASCOE, EU:T:2023:610
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3.4.3 Res judicata

Implementation of GC’s Judgment — Res judicata

The obligation to state reasons is an essential procedural requirement that must be distinguished
from the question of the merits of those reasons, which concern the substantive legality of the
contested measure (8§ 48). Where the GC rules only that the BoA had, to the requisite legal
standard, stated the reasons forming the basis of the contested decision (in this case, with regard
to only some of the contested goods), but did not examine the parties’ arguments and did not rule
on the substantive legality of the contested decision, the force of res judicata concerns only the
statement of reasons as an essential procedural requirement and not its substantive legality
(8 51).

The force of res judicata extends only to the grounds of a judgment that constitute the necessary
support of its operative part and are therefore inseparable from it (25/07/2018, C-84/17 P,
C-85/17 P and C-95/17 P, SHAPE OF A 4-FINGER CHOCOLATE BAR (3D), EU:C:2018:596,
§ 52) (8 52).

19/12/2019, T-690/18, Vita, EU:T:2019:894, § 48, 51-52

Res judicata

The force of res judicata attaches not only to the operative part of the judicial decision, but also
to the ratio decidendi of that decision, which is inseparable from it (§ 26). In the present case, the
Board'’s findings regarding the establishment of events constituting disclosure of the earlier design
are covered by the force of res judicata (8§ 28-33).

02/03/2022, T-1/21, Eurniture, EU:T:2022:108, § 26, 28-33

Decision taken following the annulment of an earlier decision by the GC — Article 72(6)
EUTMR — No res judicata

In order to comply with a judgment annulling a measure and to implement it fully, the Office is
required to adopt a new decision. This decision must have regard not only to the operative part
of the judgment, but also to the grounds that led to that ruling and constitute its essential basis,
in so far as they are necessary in determining the exact meaning of what is stated in the operative
part. It is those grounds that, on one hand, identify the precise provision held to be illegal and, on
the other, indicate the specific reasons underlying the finding of illegality contained in the
operative part, which the Office must take into account when replacing the annulled measure
(10/10/2019, T-536/18, FITNESS, EU:T:2019:737, 8 34-35 and the case-law cited) (8 36-37).

In the present case, for the purposes of complying with the annulling judgment, the BoA was
required, when re-examining the applicant’s arguments regarding the enhanced distinctiveness
and the reputation of the earlier mark, to raise the question of whether that reputation could be
established on the basis of a trade mark registered in a different form (§ 38-44).

The GC was not itself, pursuant to the powers conferred on it by Article 72 EUTMR, entitled to
assess the merits of those arguments. It does not have the power to substitute its own reasoning
for that of the BoA or to carry out an assessment on which the BoA has not yet adopted a position
(8 47-48). The question of whether the proprietor of a mark can rely on evidence that proves that
its mark has a reputation in a different form had neither been raised nor analysed by the BoA as
regards the earlier mark (§ 49-52).

Secondly, when a decision of the BoA is annulled by the GC, the grounds on the basis of which
the GC dismissed certain arguments relied upon by the parties cannot be considered to have
gained the force of res judicata (25/07/2018, C-84/17 P, C-85/17 P & C-95/17 P, SHAPE OF A 4-
FINGER CHOCOLATE BAR (3D), EU:C:2018:596, § 53) (8 51).
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In the present case, in paragraphs 108 to 111 of the annulling judgment, the GC rejected the
arguments which the opponent had put forward in order to establish that the earlier mark had a
reputation in a different form by holding specifically that those arguments had not been assessed
during the proceedings before the Office (8§ 52). Consequently, the considerations set out in those
paragraphs did not, contrary to what the BoA found in paragraph 28 of the contested decision,
have the force of res judicata and were not in any way final with regard to that BoA (§ 53).

17/11/2021, T-616/20, THE ONLY ONE by alphaspirit wild and perfect (fig.) / ONE,
EU:T:2021:794, § 36-44, 47-53

Power to re-open the examination on absolute grounds — Res judicata

Whilst the Office is able to reopen, on its own initiative and at any time prior to registration, the
examination of absolute grounds for refusal if it deems it appropriate (8§ 47-50), it can only do so
in compliance with its obligation to comply with a final decision (that is, the operative part and the
reasons that led to it) of the EU judge annulling a previous decision of the BoA on the matter
(8 49-50). The Office’s power to examine the facts on its own initiative does not enable it to call
into question matters of fact and of law that have been settled by the EU judge, even when new
facts become apparent following the final decision of the court (§ 56-57).

01/09/2021, T-96/20, Limbic® Types, EU:T:2021:527, § 47-50, 56-57

Invalidity proceedings — Decisions of EU trade mark court’s ruling on an action for a
declaration of non-infringement — No res judicata — No infringement of the principles of
equal treatment and of sound administration

Article 63(3) EUTMR provides that an application for revocation or for a declaration of invalidity is
to be inadmissible where an application relating to the same subject matter and cause of action,
and involving the same parties, has been adjudicated on its merits, either by the Office or by an
EU trade mark court as referred to in Article 123 EUTMR, and the decision of the Office or that
court on that application has acquired the authority of a final decision (§ 41).

In order for decisions of a court of a Member State acting as an EU trade mark court to be capable
of being binding on the Office, they need to be res judicata. This requires that parallel proceedings
before that court and the Office must concern the same parties and have the same subject matter
and cause of action (21/07/2016, C-226/15 P, English Pink / PINK LADY, EU:C:2016:582, § 52)
(8 42).

The decisions of the Venice District Court and the Venice Court of Appeal ruling on an action for
a declaration of non-infringement did not have the same subject matter as the invalidity
proceedings before the Office and were not binding on the BoA (8 43-44).

There is no infringement of the principles of equal treatment and sound administration or of the
obligation to state reasons since the BoA was right in finding that it was not bound by the findings
of the Venice District Court and the Venice Court of Appeal relating to the reputation and
distinctiveness of the contested mark. Only an application for a declaration of non-infringement
had been brought before those courts as EU trade mark courts (§ 47-52).

19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, § 41-44, 47-52

No infringement of res judicata — Article 7(1)(e) EUTMR independent from Article 7(1)(b)
EUTMR

Res judicata only extends to those factual and legal issues that are actually and necessarily the
subject matter of a judgment. As the first decision was only based on Article 7(1)(b) EUTMR, the
annulling judgment did not examine the absolute grounds for refusal under Article 7(1)(e) EUTMR.
The absolute grounds for refusal under Article 7(1)(b) and (e) EUTMR pursue different objectives
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and the perception of the targeted public must only be taken into account under Article 7(1)(b)
EUTMR. Furthermore, the specific considerations of the Court in the annulling judgment made in
the context of Article 7(1)(b) EUTMR were not incompatible with the application of Article 7(1)(e)
EUTMR (8§ 16-22).

05/07/2023, T-10/22, FORM EINER FLASCHE (3D), EU:T:2023:377

Res judicata

An earlier judgment refusing the contested mark for part of the contested goods on absolute
grounds has become res judicata, which precluded the BoA from taking those goods into account
in the context of the comparison of the goods (8 15).

20/12/2023, T-564/22, DEVICE OF A LION HEAD (fig.) / DEVICE OF A LION HEAD (fig.),
EU:T:2023:851

3.4.4 Ultra petita

[No key points available yet.]

3.4.5 Other

Guidelines — Internet searches

The Office’s examination guidelines, although they lack binding force, are not only a reference
source on the Office’s practice in respect of trade marks, they are also a consolidated set of rules
setting out the line of conduct which the Office itself proposes to adopt. Provided that these rules
are consistent with the legal provisions of higher authority, they constitute a self-imposed
restriction on the Office, namely that of compliance with the rules which it has itself laid down.
However, the Office did not breach these guidelines when consulting electronic sources to
determine the meaning of the word ‘PANORAMICZNYCH'. It is clear from the text of the
examination guidelines, in its version of 1 February 2014, that the possibility of using internet
sources to define the meaning of a mark was not limited to new terms. In the 1 October 2017
version, moreover, it states that ‘an internet search also constitutes a valid means to prove a
descriptive meaning, especially where new terms, technical jargon or slang expressions are
concerned’ (8§ 47-49).

26/06/2019, T-117/18 to T-121/18, 200 PANORAMICZNYCH, EU:T:2019:447, § 47-49

Translation errors

The question whether the BoA correctly translated the word ‘pack’ from English into German is
irrelevant. Since German only was the language of proceedings at the Office, the conclusions as
to how the relevant English-speaking public understands that word are not influenced by the
accuracy of its translation into German, as long as those conclusions are objectively correct
(09/03/2015, T-377/13, ultra.air ultrafilter, EU:T:2015:149, § 20) (§ 26).

04/07/2019, T-662/18, Twistpac, EU:T:2019:483, § 26

Procedural irregularity — Decisive influence on the outcome of the proceedings

A procedural irregularity entails the annulment of a decision in whole or in part only if it is shown
that, had it not been for the irregularity, the contested decision might have been substantively
different. Where the examiner or the BoA does not consider with particular attention whether or
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not to decide in the same way as in a previous registration decision for a similar mark for the same
goods, as required by the principles of equal treatment and sound administration (10/03/2011,
C-51/10 P, 1000, EU:C:2011:139, § 75), there could be a failure to comply with such principles.
However, in the present case, the decision would not have been substantively different, so there
is no such influence on the outcome of the decision (§ 110-121).

26/06/2019, T-117/18 to T-121/18, 200 PANORAMICZNYCH, EU:T:2019:447, § 110-121

Procedural irregularity — Decisive influence on the outcome of the proceedings

A procedural irregularity can vitiate the administrative procedure only if it is shown that, had it not
been for that irregularity, the outcome of the procedure might have been different (8 33).

11/04/2019, T-223/17, ADAPTA POWDER COATINGS (fig.), EU:T:2019:245, § 33

Reallocation of a case to a BoA following a judgment annulling a decision

The provision on the basis of which a case should have been reallocated to a BoA following the
GC annulment of the BoA decision was Article 1(d) of Commission Regulation No 216/96 and not
Article 35(4) of Delegated Regulation 2017/1430 (§ 30). The latter provision does not apply to
appeals filed before the BoA before 1 October 2017, which is the case here (§ 31). Accordingly,
pursuant to Article 1(d)(1) of Regulation No 216/96, the decision to reallocate a case to a BoA
following a judgment annulling a decision was a matter for the Presidium of the BoA and not for
the President of the BoA (§ 34).

09/12/2020, T-722/18, BASIC (fig.) / BASIC et al., EU:T:2020:592, § 34

Exclusion of a member of the BoA

A member of the BOA is not excluded from taking part in appeal proceedings pursuant to
Article 169(1) EUTMR on the grounds that he participated in taking the previous decision in the
appeal which has been subsequently annulled by the GG; the exclusion pursuant to Article 35(4)
EUTMDR does not apply where the appeal is referred to the Grand Board of Appeal (8 29-30).

01/09/2021, T-96/20, Limbic® Types, EU:T:2021:527, § 29-30

Remittal to OD — Exercise of BoA’s broad discretion

The BoA exercised the broad discretion which Article 71(1) EUTMR confers on it for the purposes
of remitting the case to the first instance. In the absence of any arguments on the part of the
applicant against the specific grounds which were relied on in order to remit the case to OD, in
particular the parties’ legitimate interest that the case be examined by both instances of EUIPO,
it cannot be maintained that the BoA made any error (8 69, 70).

That finding is not capable of being called into question on the basis of Article 27(3)(b) EUTMDR,
the aim of which is to delimit the scope of appeals before the BoA and not to circumscribe the
discretion of the BoA to remit the case to OD. Moreover, in the light of the hierarchy of norms, a
provision of the EUTMDR cannot circumscribe a discretion which is conferred on the BoA by the
EUTMR (§ 71).

04/05/2022, T-4/21, ASI ADVANCED SUPERABRASIVES (fig.) / ADI (fig.) et al., EU:T:2022:274,
§ 69-71

Proceedings before the BoA — Applicability of EUTMDR to Design cases
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Provisions of EUTMDR in so far as they concern proceedings before the BoA are also applicable
to cases related to Community designs by virtue of Article 108 CDR (8 33).

30/11/2022, T-611/21, Remote controls [wireless] (Accessories for -), EU:T:2022:739
30/11/2022, T-612/21, Remote controls [wireless] (Accessories for -), EU:T:2022:731

Legal effects of the transfer of a trade mark vis-a-vis third parties

Under the first sentence of Article 23(1) CTMR, the transfer of a trade mark is to have effects vis-
a-vis third parties only after entry in the Register. The lack of effects, vis-a-vis third parties, of
transfers which have not been entered in the Register is intended to protect a person who has, or
may have, rights in an EUTM as an object of property (§ 44).

14/12/2022, T-530/21, PL (fig.) / PL (fig) et al., EU:T:2022:818

No objection for suspected partiality of a BoA member — Decision on objection

There is no ground for suspected patrtiality (Article 169(3) EUTMR) where it is established that
the objected member i) has neither represented one of the parties nor taken part in the decision
under appeal, ii) has participated as one of three members of a cancellation division in taking a
decision in different proceedings, a decision which can thus not be considered to be a personal
statement made by that individual member, and iii) no personal interest of that member in the
proceedings at hand has been alleged or shown (§ 23-24).

As provided in Article 169(4) EUTMR, the decision on the objection request must be taken without
the participation of the member concerned who is, for this purpose, replaced by their alternate
(8 32).

07/06/2023, T-239/22, Rialto, EU:T:2023:319

Inadmissible observations in reply — Rejection of submissions after closure of the written
procedure

In accordance with Article 26(1) EUTMDR, the BoA may authorise the appellant to supplement
the statement of grounds with a reply to the other party’s observations. This authorisation may
only be granted upon a reasoned request filed within 2 weeks of the notification of the response.
In the absence of such a request, the observations in reply could be considered inadmissible,
although the party had the opportunity to submit them (8§ 40-43). The fact that these observations
were placed on the file does not guarantee that they are admissible (§ 132).

26/07/2023, T-638/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:434

Remittal to first instance — Remittal as regards two conditions of Article 8(4) EUTMR

After taking a decision only as regards the first and second conditions provided for in Article 8(4)
EUTMR, the BoA was entitled not to examine the third and fourth conditions provided for in
Article 8(4) EUTMR and to decide to remit that examination to the CD (8 68).

26/07/2023, T-67/22, XTRADE (fig.) / X-trade brokers (trade name), EU:T:2023:436

Subsidiary claim of acquired distinctiveness — No examination before the final decision on
absolute grounds — Lack of BoA competence

Where the EUTM applicant has made a subsidiary claim of acquired distinctiveness through use
within the meaning of Article 7(3) EUTMR, this claim will only be examined once the decision
declaring that an absolute ground for refusal is applicable, has become final (§ 30).
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The BoA has no competence to examine that subsidiary claim in appeal proceedings against the
examiner’s decision pursuant to Article 7(1)(b) to (d) EUTMR. The BoA’s statements relating to
the subsidiary claim at that stage of the proceedings does not affect the legality of the BoA
decision nor the subsequent examination of a such subsidiary claim (8§ 31-32).

17/01/2024, T-60/23, llovepdf, EU:T:2024:9

Remittal to first instance — Excercise of BoA’s broad discretion

The BoA has broad discretion to remit the case to first instance pursuant to Article 71(1) EUTMR,
which can be reviewed by the GC for manifest errors of assessment only (8 27-31).

17/01/2024, T-800/22, BV (fig.) / 42 BELOW et al.

No objection for suspected partiality of a BoOA member — Participation of the BoA member
in another decision involving the EUTM proprietor — Participation in an IP association

The mere fact that the BoA rapporteur was a member of another BoA that adopted the decision
in another case, even if that other case involved a company whose managing director was the
same as that of the contested EUTM proprietor, cannot be used to infer that the rapporteur was
biased. Furthermore, in the absence of any other evidence of bias or personal prejudice on the
part of the rapporteur against the EUTM proprietor, the fact that the BoA rapporteur and the
invalidity applicant’s lawyer are members of the same association for further education in the field
of intellectual property, even if it is considered to be proven, is not capable of establishing the
existence of a breach of the requirement of impartiality affecting the legality of the contested
decision (§ 92, 93).

17/01/2024, T-650/22, Athlet, EU:T:2024:11

EUIPO Guidelines — Non-binding effect

It is apparent from the case-law that the EUIPO Guidelines are not binding legal acts for the
purpose of interpreting provisions of EU law (8 55).

21/02/2024, T-765/22, LA CREME LIBRE (fig.) / LIBRE, EU:T:2024:106

3.5 CORRECTION AND REVOCATION OF DECISIONS

Corrigendum of decisions — Article 102(1) EUTMR - Errors and manifest oversights

The substitution of the list of goods covered by the earlier marks cannot be classified as a linguistic
error nor an error of transcription, and it does not correspond to a manifest oversight that can
justify the adoption of a corrigendum in accordance with Article 102(1) EUTMR (8§ 38-39).

24/10/2019, T-708/18, Flis Happy Moreno choco (fig.) / MORENO (fig.) et al., EU:T:2019:762,
8§ 38-39

24/10/2019, T-498/18, Happy Moreno choco (fig.) / MORENO (fig.) et al., EU:T:2019:763, § 38-
39

Revocation of decisions - Article 80(1) CTMR [now Article 103 EUTMR] - Obvious
procedural error

Any infringement of the obligation to state reasons, such as a failure to state reasons or an
inadequate statement of reasons, constitutes a procedural error for the purposes of Article 80(1)
CTMR [now Article 103 EUTMR], which should lead to the revocation by the Office of the decision
vitiated by it where that error is obvious (8 34).
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31/10/2019, C-281/18 P, REPOWER, EU:C:2019:916, § 34

Corrigendum of decisions — Article 102(1) EUTMR - Errors and manifest oversights

Where a paragraph amounts to an erroneous restatement of what the BoA allegedly noted in an
earlier passage of the contested decision and thus is the result of a manifest oversight (8 34-38),
it can be corrected according to Article 102 EUTMR (8 39).

28/05/2020, T-724/18 & T-184/19, AUREA BIOLABS (fig.) / Aurea et al., EU:T:2020:227, § 39

Cancellation of an entry in the register which contains an obvious error attributable to the
Office — Trade mark involved in insolvency proceedings — Duty of diligence — Registration
of the transfer of the mark — Effects vis-a-vis third parties

When dealing with a request for recordal of a transfer of an EUTM, the Office’s competence is, in
principle, confined to examining the formal requirements set out in Article 20 EUTMR and
Article 13 EUTMIR and does not imply an assessment of substantive issues that may arise under
the applicable national law (8 61). However, the Office must diligently take into account facts that
can have legal implications for the application for registration of such a transfer, including the
existence of insolvency proceedings (8§ 62-65, 68).

The duty of diligence is all the more imperative where, before receiving an application for
registration of the transfer of an EUTM, the Office is informed — by an earlier request for recordal
which has been submitted in accordance with Article 24(3) EUTMR - that that mark has been
involved in insolvency proceedings. In such a case, the Office has to take into consideration the
objective of ‘guarantee[ing] the effectiveness’ of the insolvency proceedings referred to in
recital 36 of Regulation 2015/848 on insolvency proceedings, in particular if the existence, validity
or particular date of that transfer is disputed by the liquidator. (§ 58, 69).

According to Article 27(1) EUTMR, transfers of an EUTM have effects vis-a-vis third parties only
after entry in the EUTM register. Such an entry does not have retroactive effect (§ 64).
Furthermore, according to Article 27(4) EUTMR the effects vis-a-vis third parties of insolvency
proceedings are governed by national law (§ 65). Under the applicable Italian law, the insolvency
proceedings at issue had the effect of making ineffective the formalities required to ensure that
an act by the debtor was enforceable against third parties, since those formalities had been
carried out after the declaration of insolvency. Consequently, the Office was required to suspend
the registration of those transfers until the national court had examined the substance of the case
(8 72).

The Office made an obvious error within the meaning of Article 103 EUTMR by entering the
successive transfers of the mark in the register on 16 April 2018, having failed to enter the
insolvency proceedings concerning the proprietor of the mark at issue in the register. The result
was that the entries of 16 April 2018 containing the obvious error had to be cancelled as soon as
possible (§ 114-117).

22/09/2021, T-169/20, Marina yachting, EU:T:2021:609, 8§ 61, 58, 62-65, 68-69, 72, 114-117
22/09/2021, T-173/20, Henry Cotton’s and Henry Cotton’s (fig.), EU:T:2021:610, § 62, 59, 63-66,
68-10, 73, 115-118

Revocation of BoA decision taken by a single member — New BoA decision taken by three
members — No obligation to change the reasoning

Where the BoA decision has been revoked because it shall not have been taken by a single
member, the correction of that obvious error does not necessarily imply a change in the outcome
of the earlier decision or even its reasoning. The repetition of the reasoning of the earlier decision
does not in itself establish that the case at issue was not re-examined (8§ 22, 23).
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29/07/2022, T-51/22, FORME DE PRESSE AGRUMES (3D), EU:T:2022:490

Translation error in the list of goods and services — Obvious error — No bearing on the
outcome

An error consisting in substituting a term from the list of goods and services, with another term
(due to a translation error), does not have an impact on the legality of the decision, provided that
the term which was de facto analysed by the BoA included the one that the trade mark was
originally applied for (§ 28-32).

21/12/2022, T-777/21, ECO STORAGE (fig.), EU:T:2022:846

Revocation of decisions — Article 103 EUTMR - Article 70 EUTMDR - No obvious error —
No impact of the error on the outcome

An error may only be classified as obvious where it can readily be detected, in the light of the
criteria to which the legislature intended the administration’s exercise of its discretion to be
subject, and where the evidence adduced is sufficient to make that administration’s assessment
implausible and that assessment cannot be accepted as justified and consistent (8 34). It is
common ground that Rule 50(1) CTMIR is not applicable in the context of invalidity proceedings
based on absolute grounds for invalidity (8 38). However, as it has not been shown that the
incorrect reference to Rule 50(1) CTMIR had an impact on the reasoning followed by the BoA or
on its finding, that reference does not constitute an obvious error within the meaning of Article 103
EUTMR (8 44).

07/06/2023, T-519/22, FITNESS, EU:T:2023:314

Revocation of decisions — Article 103 EUTMR - Article 70 EUTMDR - No obvious error —
Non-obviousness of the possible error

The possible error, arising from the transposition of considerations related to the justification of
the submission of additional evidence in the context of the application of Rule 22(2) CTMIR to a
case governed by Rule 37(b)(iv) and Rule 39(3) CTMIR, cannot be categorised as obvious (§ 49).
While those are indeed two different procedural contexts, they are nevertheless comparable in
that, in both cases, the EUIPO establishes a time-limit for the submission of evidence and rejects
the applications where that evidence is not submitted. Therefore, although they are different
procedures, this cannot, by itself, constitute sufficient reason to consider that it is manifestly not
possible to transpose the case-law relating to proof of use to invalidity proceedings (8§ 52).

07/06/2023, T-519/22, FITNESS, EU:T:2023:314

3.6 ASSESSMENT OF EVIDENCE

Assessment of evidence in the proceedings before the BoA — Probative value of surveys
— Probative value of sworn statements

The probative value of a survey depends on the survey method used, inter alia, on the way in
which the questions are formulated. The Board of Appeal was therefore correct to call into
question the probative value of the provided survey on the ground that the questions asked led
to ‘unusual speculation’ (§ 40-45).

Sworn statements by persons with close ties to the party concerned are of lower probative value
than those of third parties and therefore cannot on their own constitute sufficient evidence. That
is why the particulars in a written sworn statement by a person linked, in any manner whatsoever,
to the company relying on it must, in any event, be supported by other evidence (§ 49).
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02/03/2022, T-125/21, Eurobic / BANCO BiG BANCO DE INVESTIMENTO GLOBAL (fig.) et al.,
EU:T:2022:102, 8§ 40-45, 49

Assessment of evidence in the proceedings before the BoA — Probative value — Friends’
opinions and of chats with colleagues

The applicant refers to interviews with friends, social acquaintances and colleagues, which
revealed that those persons had not yet seen the type of collar which is the subject-matter of the
application for registration. However, those interviews have no probative value with regard to the
distinctive character of the mark applied for. According to case-law, the probative value of an
interview depends on the method of examination used. Neither the scope or extent of the surveys
relied on by the applicant nor the unknown circumstances of their preparation allow the distinctive
character of the mark applied for to be established throughout the European Union. Those
surveys are limited to the applicant’s friends, acquaintances and colleagues. However, in
assessing the distinctive character of the mark applied for, the relevant consumer must be the
relevant consumer throughout the European Union (§ 38-40).

23/03/2022, T-252/21, EORM EINES STEHKRAGENS (3D), EU:T:2022:157, § 38-40

Probative value — Stakeholder association’s certificate reliable despite its president being
related to the contested EUTM proprietor

The certificates issued by Andema (association for the defence of trade marks) are to be signed
by the Director-General of the association, not by the President. Andema’s President has a merely
representative and administrative role, with no involvement in the issuance of certificates.
Accordingly, regardless of whether the said President is related to the contested EUTM proprietor,
Andema’s certificate appears to be reliable and to have evidential value (§ 65, 66).

26/07/2023, T-638/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:434

3.6.1 Evidence found by the BoA on its own motion — Article 95(1) EUTMR

Absolute grounds of refusal — Internet researches

Having the same competences as the examiner, the BoA can rely, after hearing the party, on the
existence of facts found through internet searches conducted after the filing date (8 30-31).
However, keeping in mind that the relevant date for the assessment of an absolute ground for
refusal is the date on which the application for registration was filed, the GC takes into
consideration only those documents that contain a date earlier than the filing date (8 34-35).

13/02/2019, T-278/18, DENTALDISK, EU:T:2019:86, § 34-35

Absolute grounds of refusal — Internet research

Since the orthographic deviation is negligible, BoA did not err in conducting internet research on
the correctly spelled sign ‘dental disc’, and was entitled to demonstrate by means of internet
extracts that the expression ‘dental disc’ was descriptive (8 51, 69). Descriptive use of the sign
by only one operator already constitutes corroborating evidence of the descriptive nature of the
sign (8§ 70).

13/02/2019, T-278/18, DENTALDISK, EU:T:2019:86, § 51, 69, 70

Absolute grounds for refusal — Discretion to accept belated evidence in invalidity
proceedings — Examination of facts
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In invalidity proceedings concerning absolute grounds for refusal, the BoA cannot accept belated
evidence on the grounds of public interest but must ascertain whether the two requirements of
Article 27(4) EUTMDR are satisfied (§ 28).

In invalidity proceedings based on an absolute ground for refusal, as the registered EU trade mark
is presumed to be valid, it is for the person who has filed the application for a declaration of
invalidity to invoke before the Office the specific facts which call the validity of that trade mark into
guestion. Therefore, the second sentence of Article 95(1) EUTMR, which consolidates the Court’s
previous case-law (13/092013, T-320/10, Castel, EU:T:2013:424, § 28), provides that, in invalidity
proceedings pursuant to Article 59 of that regulation, the Office is to limit its examination to the
grounds and arguments submitted by the parties (10/06/2020, T-105/19, DEVICE OF A
CHEQUERBOARD PATTERN (fig.), EU:T:2020:258, § 23 and the case-law cited) (8 40).

Although, in invalidity proceedings based on an absolute ground for refusal, the Office is to limit
its examination to the grounds and arguments submitted by the parties, that does not, however,
preclude the BOA, in its own examination of the facts, arguments and evidence submitted by the
applicant for a declaration of invalidity, from reaching a different conclusion from that proposed
by the latter. In that regard, it follows from Article 71(1) EUTMR that, through the effect of the
appeal brought before it, the BoA may exercise any power within the competence of the
department that was responsible for the contested decision and is therefore called upon, in this
respect, to conduct a new, full examination as to the merits of the appeal, in terms of both law
and fact (§ 42-43).

The BoA was therefore required to carry out an examination which was limited to the grounds and
arguments of the parties, without prejudice to the possibility of taking well-known facts into
account (§ 44).

02/06/2021,T-854/19; Montana, EU:T:2021:309, § 40, 42-44
02/06/2021, T-855/19; MONTANA (fig.), EU:T:2021:310, § 40, 42-44
02/06/2021, T-856/19; MONTANA (fig.), EU:T:2021:311, § 40, 42-44

Opposition proceedings — Limitation of examination in inter partes proceedings

Where reputation of the earlier mark is claimed by relying on an earlier decision of the Office
recognising a specific strength of reputation, the Office’s examination is restricted to whether or
not that specific strength of reputation has been established (§ 93, 96-99).

19/05/2021, T-510/19, DEVICE OF A JUMPING ANIMAL (fig.) / PUMA (fig.) et al.,
EU:T:2021:281, § 93, 96-99

Opposition proceedings — No obligation to examine the earlier marks in a specific order

Neither Article 95, Article 67 nor Article 71(1) EUTMR require the Office to examine the earlier
marks on which the opposition is based in the order chosen by the party that filed the opposition
(8 33).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, § 33

Opposition proceedings — Bad faith is not analysed in opposition proceedings

In opposition proceedings, the Office cannot examine whether the earlier mark has been
registered in bad faith pursuant to Article 59(1)(b) EUTMR, even if the EUTM applicant claims
that the earlier marks may have merely been identical re-filings in bad faith of marks previously
filed (8§ 46-48).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, § 46-48
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Invalidity proceedings — Interpretation by the BoA of the nature of the trade mark — Colour
mark — Issue of the nature of the contested mark not raised by the parties — Infringement
of Article 95(1) EUTMR - Infringement of the right to be heard

In the context of a declaration of invalidity, by virtue of the presumption of validity of the registered
mark, the Office’s obligation under Article 95(1) EUTMR to examine of its own motion the relevant
facts which may lead it to apply absolute grounds for refusal is restricted to the examination of
the EUTM application carried out by the examiners of the Office and, on appeal, by the BoA during
the registration procedure of that mark. As the registered EUTM is presumed to be valid, it is for
the person who has filed the application for a declaration of invalidity of that mark to invoke before
the Office the specific facts that question the validity of that trade mark (see by analogy,
29/03/2019, T-611/17, REPRESENTATION DUNE SEMELLE DE CHAUSSURE (3D),
EU:T:2019:210, § 45 and the case-law cited) (8 33).

At the inter partes stage of the application for a declaration of invalidity in the present case, the
question of the nature of the contested mark was not a matter of fact or of law raised by the
parties. Nor did that question concern relevant fact or essential procedural requirements. It was
not necessary to resolve it to ensure the correct application of the EUTMR. The BoA had taken
the issue of the nature of the contested mark into account and had already decided upon it in the
context of the registration procedure (8§ 37).

The presumption of validity of the registration cannot prevent the Office, inter alia in the light of
what was put forward by the party questioning the validity of the contested mark , from relying not
only on the arguments and evidence submitted by that party in support of its application for a
declaration of invalidity, but also on the well-known facts identified by the Office during the
invalidity proceedings (15/10/2020, T-48/19, smart:)things (fig.), EU:T:2020:483, § 69) (§ 38).
However, in the present case, no evidence or well-known facts were submitted or relied on before
the BoA (8§ 39). In interpreting the trade mark application filed on 12 February 1998 of its own
motion as relating to a figurative mark composed of a clearly defined contour, the BoA went
beyond the pleas and arguments submitted by the parties, in infringement of the last sentence of
Article 95(1) EUTMR, read in conjunction with Article 27(2) EUTMDR. In so doing, it exceeded its
jurisdiction (8 40).

The BoA did not question the parties on the issue of the nature of the contested mark which it
raised of its own motion. In so doing, it infringed the applicant’s right to be heard, within the
meaning of Article 94(1) EUTMR and Article 41(2)(a) of the Charter of Fundamental rights (8 46-
52).

15/09/2021, T-274/20, ORANGE (fig.), EU:T:2021:592, § 33, 37-40, 46-52

Invalidity proceedings — Absolute grounds for refusal — Presumption of validity of the
registered trade mark

The BoA is not required to carry out of its own motion the examination of the absolute grounds
for refusal which the examiner conducted. The EUTM is regarded as valid until it has been
declared invalid following invalidity proceedings. Therefore, it is up to the applicant for a
declaration of invalidity to produce the ‘specific facts’ capable of supporting its claim that the
contested trade mark was devoid of any distinctive character at the relevant date (8 26, 33, 35).

The mere existence of images on the internet does not demonstrate that golden bottles are
widespread on the market (§ 33). The submitted evidence was not sufficient to support the claims
as to the lack of distinctive character of the contested trade mark. The BoA is limited to considering
the submitted evidence and cannot decide on the distinctive character of the trade mark as a
whole on its own motion, since the registered trade mark enjoys the presumption of validity (§ 35).
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08/05/2019, T-324/18, BOTTIGLIA DORATA (3D), EU:T:2019:297, § 26, 33, 35

Absolute grounds of invalidity — Burden of proof

It is for the party making the application for a declaration of invalidity to rely, before the Office, on
the specific elements that might call the validity of the mark into question (8 59).

08/12/2021, T-294/20, Kaas keys as a service, EU:T:2021:867, § 59

Invalidity proceedings — Absolute grounds for refusal — Well-known facts

The presumption of validity of the EUTM cannot prevent the Office from relying on well-known
facts observed by the Office in the invalidity proceedings (8§ 46); neither can the rules on burden
of proof (8 134). The BOA inferred its conclusions from its internet searches. As the results
obtained required a low degree of technical investigation, they may be regarded as capable of
being well-known facts (8§ 50, 53). The Office is not required to establish the accuracy of its
internet searches (§ 55)

29/03/2019, T-611/17, REPRESENTATION D'UNE SEMELLE DE CHAUSSURE (3D),
EU:T:2019:210, § 46, 50, 53, 55, 134

Invalidity proceedings — Absolute grounds for refusal — Well-known facts — Burden of proof

The fact that the BoA took into account a well-known fact when finding that the mark at issue
lacked inherent distinctive character in the context of invalidity proceedings is not contrary to the
rules on the burden of proof (21/04/2015, T-360/12, Device of a chequerboard Pattern (grey),
EU:T:2015:214, § 64-65) (8§ 29).

10/06/2020, T-105/19, DEVICE OF A CHEQUEROARD PATTERN (fig.), EU:T:2020:258, § 29

Invalidity proceedings — Article 95(1) EUTMR - Well-known facts

While the presumption of validity of the registration restricts the Office’s obligation to an
examination of the relevant facts, it does not preclude it, particularly in view of the elements put
forward by the party challenging the validity of the mark, from relying, not only on those arguments
and on any evidence produced by that party in its application for a declaration of invalidity, but
also on well-known facts observed by the Office in the context of the invalidity proceedings (8 128,
134).

12/02/2021, T-19/20, | love (fig.), EU:T:2021:17, § 128, 134

Invalidity proceeding — Burden of proof — Article 52 and 55 EUTMR - Article 71(1) EUTMR
— Article 95(1) EUTMR — Article 127 EUTMR

According to Articles 52 and 55 EUTMR, an EU trade mark is regarded as valid until it has been
declared invalid following invalidity proceedings. It therefore enjoys a presumption of validity.
Consequently, in the context of an application for a declaration of invalidity, it is for the person
who has filed that application to invoke before the Office the specific facts that call the validity of
that trade mark into question. Furthermore, the last sentence of Article 95(1) EUTMR provides
that, in such proceedings, the Office is to limit its examination to the grounds and arguments
submitted by the parties (8 58).

In an appeal brought against a decision of the Cancellation Division (CD), the BoA is competent
to assess all the evidence submitted before the CD (Article 71(1) EUTMR). In addition, according
to Article 95(2) EUTMR, the BOA is able to take evidence into account that has been submitted
for the first time before it (§ 59).
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Article 127 EUTMR applies solely to proceedings brought before national courts acting as EU
trade mark courts (§ 56).

19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, § 56, 58-59

Invalidity proceedings — Evidence — Well-known facts — Websites — General accessible
sources provided that the information is not highly technical

Well-known facts that can be taken into account ex officio are facts that are likely to be known by
anyone or that may be learned from generally accessible sources (22/06/2004, T-185/02, Picaro,
EU:T:2004:189, § 29). Well-known facts can be taken into account (§ 67).

Websites can be categorised as generally accessible sources, provided that the items of
information in question are not deemed to be highly technical and thus may constitute well-known
facts (29/03/2019, T-611/17, REPRESENTATION D'UNE SEMELLE DE CHAUSSURE (3D),
EU:T:2019:210, § 52 and case-law cited) (§ 68).

19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, § 67-68

Examination of the facts by the Office of its own motion when assessing absolute grounds
for refusal

Since the BoA must examine all relevant factual and legal circumstances of the individual case
carefully and impartially, it is in line with its duty of care that it also examines the facts put forward
by the EUTM applicant. Therefore, the BoA cannot be criticised for also assessing the norms of
the sector on the basis of the facts put forward by the EUTM applicant itself (§ 47-52).

06/09/2023, T-277/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN ROT UND WEISS
AUF EINER QUADERFORMIGEN VERPACKUNG, EU:T:2023:498

See also, 06/09/2023, T-276/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN WEISS,
MITTELROT UND DUNKELGRUN AUF EINER QUADERFORMIGEN VERPACKUNG,
EU:T:2023:497, § 49-54

3.6.2 Discretionary power and belated evidence — Article 95(2) EUTMR

Proof of use — Discretionary power

The BoA is not prohibited from taking account of additional evidence which is submitted after the
expiry of the period that it has initially set, due to its discretionary power, Article 76(2) CTMR [now
Article 95(2) EUTMR] (8 52, 55). When genuine use must be established with regard to two
relevant periods (the five-year period before the cancellation application and the five-year period
before the publication of the application of the contested EUTMR), the evidence relating to one of
the relevant periods, even if it is submitted late, is, in addition to the initial evidence forwarded
within the time limits, relating to the other relevant period (8 56) and does not constitute new
evidence (8§ 57, 59).

20/03/2019, T-138/17, PRIMED / GRUPO PRIM (fig) et al., EU:T:2019:174, 8§ 56-57, 59

Reputation of the earlier marks recognised in previous decisions — Additional evidence

Where an opposition is based on Article 8(5) CTMR [now Article 8(5) EUTMR], the opponent is
free, in principle, to choose the form of evidence it considers useful to submit to the Office,
pursuant to Rule 19(2)(c) CTMIR [now Article 7(2)(f) EUTMDR]. Thus, the opponent is free to
rely, as evidence of the reputation of the earlier mark relied upon, on one or several previous
decisions of the Office finding that that mark enjoys a reputation. The Office is required to take
into account those decisions, when they are identified in a precise manner in the notice of
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opposition (28/06/2018, C-564/16 P, DEVICE OF A JUMPING ANIMAL (fig.) / PUMA (fig.) et al.,
EU:C:2018:509, § 69) and to consider whether or not it should decide in the same way and, if not,
to provide an explicit statement of its reasoning for departing from those decisions, stating why
they are no longer relevant (8 30-31, 35, 44, 46, 50). When, under such circumstances, additional
evidence is filed with the statement setting out the grounds of appeal, it cannot be excluded as
inadmissible as new evidence submitted out of time (8§ 51, 62).

22/05/2019, T-161/16, CMS ltaly (fig.) / PUMA (fig.) et al., EU:T:2019:350, § 30-31, 35, 44, 46,
50, 51, 62

Invalidity proceedings — Absolute grounds for refusal — Discretionary power

Evidence submitted in due time for the first time before the BoA in invalidity proceedings, that is
either evidence supplementary to that submitted in the proceedings before the CD or evidence
on a new matter that could not be raised during those proceedings, is not automatically
admissible. It is for the party presenting that evidence to justify why that evidence has been
submitted at that stage of the proceedings and demonstrate that submission during the
proceedings before the CD was impossible. Accordingly, it is for the BoA to assess the merits of
the reasons put forward by the party that has submitted that evidence in order to exercise its
discretion as to whether or not it should be taken into account (§ 44).

The BoA has discretion to disregard facts or evidence pursuant to Article 76(2) CTMR [now
Article 95(2) EUTMR] when they have been produced late (8§ 46). The BoA erroneously found that
it followed from the judgment of the CJ on appeal and the annulment judgment of the GC that it
was required to take the evidence into account. Therefore, the BoA infringed Article 65(6) CTMR
[now Article 72(6) EUTMR] and failed to comply with its obligation to exercise its discretion
according to Article 76(2) CTMR [now Article 95(2) EUTMR] and its obligation to state the reasons
on which its decision on the taking into account of that evidence was based (8§ 46-48).

10/10/2019, T-536/18, EITNESS, EU:T:2019:737, § 44, 46-48

Renewal certificate submitted for the first time before the BoA — Discretion to accept
belated evidence — Article 27(4) EUTMDR

The applicant did not dispute that the renewal certificate was relevant to the proceedings and that
the purpose of the submission of the renewal certificate was to contest the finding that the
Cancellation Division had made of its own motion, namely that the earlier mark no longer existed
during the relevant period of time. By agreeing to take the renewal certificate into account on the
basis of that justification, the BoA complied with the two cumulative requirements laid down in
Article 27(4) EUTMDR and, consequently, exercised its discretion correctly (§ 26-30).

27/10/2021, T-356/20, Racing Syndicate (fig.) / Syndicate, EU:T:2021:736, § 26-30

Evidence filed for the first time before BoA — Discretion to accept belated evidence —
Article 27(4) EUTMDR

Within the context of Article 27(4) EUTMDR, supplementary evidence is characterised by a link
with other evidence previously submitted in due time that it supplements (8§ 40) (14/05/2019,
T-89/18 and T-90/18, CAFE DEL SOL (fig.) / CAFE DEL SOL (fig), EU:T:2019:331, § 42).

The fact that the number of items of evidence submitted for the first time before the BoA is
considerably higher than that of the items of evidence submitted before the Cancellation Division
does not make that evidence inadmissible. Nothing in the law suggests that evidence submitted
for the first time before the BoA should be rejected where its number or volume exceeds a certain
threshold (8§ 44-45).

19/01/2022, T-76/21, Pomodoro, EU:T:2022:16, § 42, 44-45
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Belated evidence — Article 95(2) EUTMR — Article 27(4) EUTMDR - Burden of proof

It is for the party submitting evidence for the first time before the BoA to explain to what extent
that submission satisfies the conditions laid down in Article 27(4) EUTMDR (10/10/2019,
T-536/18, FITNESS, EU:T:2019:737, § 42-43) (8 57-59).

06/10/2021, T-254/20, DEVICE OF A LOBSTER (fig.), EU:T:2021:650, § 57-59

Relevant point in time for submitting proof of use in revocation proceedings

Proof of use in revocation proceedings has to be filed within the period set by the Cancellation
Division in accordance with Rule 40(5) CTMIR [now Article 19(1) EUTMDR]. Any submission
made after the expiry of that period is not submitted in due time within the meaning of Article 95(2)
EUTMR (8 64-69) and, where filed for the first time in the appeal proceedings before the BoA,
within the meaning of Article 27(4) EUTMDR (& 39).

09/02/2022, T-520/19, Heitec, EU:T:2022:66, § 39

Duty to state clearly, precisely and unequivocally the relevance of evidence submitted out
of time

Where evidence of use is not submitted in due time, the trade mark owner has the duty to state
its relevance (Article 27(4)(a) EUTMDR) in a clear, precise and unequivocal manner (8 45). This
requirement is not met by a general statement that, in conjunction with the evidence submitted in
time, would prove such relevance (§ 46, 49).

09/02/2022, T-520/19, Heitec, EU:T:2022:66, § 46, 49

Burden of proof for establishing genuine use exists independently of any submission to
the contrary made by the revocation applicant

The owner of a trade mark, and not the EUIPO acting ex officio, has the burden of establishing
genuine use of that trade mark, irrespective of the applicant’s argument for revocation (8 47).

09/02/2022, T-520/19, Heitec, EU:T:2022:66, § 47

The BoA’s discretionary power to accept evidence submitted out of time is circumscribed
by the two cumulative conditions set out in Article 27(4) EUTMR

As regards facts and evidence submitted for the first time before the BoA, the exercise of the
discretion provided for in Article 95(2) EUTMR is circumscribed by the two cumulative conditions
set out in Article 27(4) EUTMR (§ 36, 53).

09/02/2022, T-520/19, Heitec, EU:T:2022:66, § 36, 53

The merely supplementary nature of evidence submitted out of time does not necessarily
justify, of itself, its admissibility before the BoA

The complementary nature of a piece of evidence submitted late is only a necessary condition for
having to decide on the question of the consideration of such evidence. It is not a sufficient
condition for its actual consideration. The rejection of evidence submitted out of time can result
from other factors, in particular from the failure of the party submitting that evidence to properly
conduct the proceedings (8 73).

09/02/2022, T-520/19, Heitec, EU:T:2022:66, § 73
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Admissibility of belated evidence — Link between proof of enhanced distinctiveness and
proof of use

Proof of use and proof of enhanced distinctiveness or of reputation are indissociably linked. Only
an excessive and illegitimate formalism would dictate that the evidence of use could not be
adduced as proof of enhanced distinctiveness or of reputation. BoA exercises its discretion in
deciding that it is appropriate to take that evidence into consideration and in finding that that
evidence is genuinely relevant (8§ 81).

Moreover, Article 27(4) EUTMDR is not applicable, as there are no ‘facts or evidence submitted
for the first time before BoA’ since the evidence of use in question was submitted before OD
(8 83).

04/05/2022, T-4/21, ASI ADVANCED SUPERABRASIVES (fig.) / ADI (fig.) et al., EU:T:2022:274,
§81, 83

Invalidity proceedings — Admissibility of belated evidence — Complementary evidence of
use

When proof of use is requested in invalidity proceedings, belated evidence relating to only one of
the two relevant periods of use is deemed to be complementary within the meaning of
Article 27(4)(b) EUTMDR, provided that some evidence of use was filed within the time limits,
even if it relates only to the other relevant period of use (8 93, 96, 97, 104, 112).

23/11/2022, T-515/21, Euphytos / EuPhidra (fig.), EU:T:2022:722

Lack of reasoning — Exercise of discretionary power to accept belated evidence

The BoA must exercise its discretion to take account of facts and evidence adduced for the first
time before it in a reasoned manner and taking due account of all the relevant circumstances.
Moreover, the question of admissibility of facts and evidence submitted for the first time before
the BOA constitutes a necessary preliminary step before examining those facts or evidence for
the purposes of an appeal (§ 36-39). The mere fact that the parties have not submitted any
comments regarding the admissibility of facts and evidence provided for the first time before the
BoA does not exempt it from the obligation to provide reasoning as regards admissibility of those
facts and evidence (8 57).

30/11/2022, T-611/21, Remote controls [wireless] (Accessories for -), EU:T:2022:739
30/11/2022, T-612/21, Remote controls [wireless] (Accessories for -), EU:T:2022:731

Facts and evidence submitted for the first time before the BoA — Duty to explain the
submission not made in due time

The party submitting facts and evidence for the first time before the BoA (Article 95(2) EUTMR)
is under the duty to explain before it to what extent that submission satisfies the conditions laid
down in Article 27(4) EUTMDR which circumscribe the BoA’s discretionary power to accept
belated facts and evidence (§ 43, 48, 50).

01/02/2023, T-772/21, efbet (fig.), EU:T:2023:36

Argument raised for the first time before the BoA — No valid reasons — Not supplementing
facts and evidence submitted in due time

The EUTM owner’s claim to have established genuine use for some of the goods and services
challenged by the application for revocation — and which was submitted for the first time before
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the BoA — does not qualify as an argument that merely supplements facts and evidence submitted
in due time for the purpose of Article 27(4) EUTMDR (8§ 45).

01/02/2023, T-772/21, efbet (fig.), EU:T:2023:36

Admissibility of belated evidence — No relative quantitative restriction on belated evidence

There is nothing in Article 27(4) EUTMDR or in any other provision of that regulation, or in the
EUTMR, to indicate that evidence submitted for the first time before the BoA should be rejected
where the number of such items of evidence or their volume exceeds a certain threshold.
Therefore, if that evidence satisfies the conditions laid down in Article 27(4) EUTMDR, the BoA
may accept it (8 30).

12/07/2023, T-325/22, Terylene / Terralene, EU:T:2023:397

Supplementary evidence — Proof of the continued existence of the earlier right

In order to admit new evidence before the BoA, it suffices that some evidence seeking to prove
the continued existence of the use of the trade name at issue was submitted before the CD (§ 32).
It is not necessary that the party concerned be unable to submit evidence before the CD for
additional evidence of use of the trade name at issue, produced for the first time before the BoA,
to be taken into account. An interpretation to the contrary of Article 95(2) EUTMR and of
Article 27(4) EUTMDR s likely to restrict the discretion granted to the BoA under those provisions
and to adversely affect the principles of legal certainty and of sound administration justifying that
discretion (§ 33).

26/07/2023, T-67/22, XTRADE (fig.) / X-trade brokers (trade name), EU:T:2023:436

Belated evidence — Burden of proof

It is for the party submitting facts and evidence for the first time before the BoA to explain to what
extent that submission satisfies the conditions laid down in Article 27(4) EUTMDR (8 28). The
statement that the evidence submitted before the BoA ‘[was] merely supplementing relevant facts
and evidence which [had] already been submitted in due time’ cannot justify its late submission.
Such a statement does not enable the BoA to know, for the purpose of exercising its discretionary
power, the reasons why the applicant had not been in a position to submit that evidence in due
time (8 33).

13/09/2023, T-549/22, PROLACTAL / Prolactea (fig.) et al., EU:T:2023:538

Belated evidence — Supplementary evidence

Where the coexistence of the marks has been argued before the OD, but no evidence in support
of that claim was submitted, the evidence submitted for the first time before the BoA in relation to
that coexistence does not constitute supplementary evidence (8 32).

13/09/2023, T-549/22, PROLACTAL / Prolactea (fig.) et al., EU:T:2023:538

Belated evidence — Proof of use — Evidence prima facie not relevant for the outcome

Where belated evidence is not such as to establish that the goods covered by the mark at issue
have been marketed under that mark, the first condition provided for in Article 27(4)(a) EUTMDR
is not fulfilled (i.e. that the evidence is not, on the face of it, likely to be relevant for the outcome
of the case) (8 41-43).

04/10/2023, T-510/22, Tante Mitzi Caffé CAFFE - STRUDEL - BARETTO (fig.), EU:T:2023:605
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Belated evidence — Evidence not relevant for the outcome — Lack of explanation on the
relevance of the new evidence by the party submitting it

The party submitting facts and evidence for the first time before the BoA must show how that
submission satisfies the conditions laid down in Article 27(4) EUTMDR. Despite being expressly
requested to do so by the BoA rapporteur, the applicant did not explain which specific parts of the
new and voluminous evidence were relevant to the appeal proceedings and what conclusions
could be drawn from it for the present case. Therefore, the BoA was able to find that this evidence
was not to be taken into account under Article 27(4)(a) EUTMDR as, prima facie, not relevant to
the outcome of the case (8§ 65, 67).

17/01/2024, T-650/22, Athlet, EU:T:2024:11

Belated evidence before the first instance — Valid reasons for late submissions

The fact that the evidence of use, filed within the prescribed time limit, was disputed may justify
the submission of further evidence, together with the observations in reply. Where supplementary
evidence was produced before the CD in reply to observations disputing the evidence initially
produced within the prescribed time limit, it was therefore without manifest error that the BoA
decided to take it into consideration in support of its assessment, pursuant to Article 10(7)
EUTMDR (8 30).

24/01/2024, T-562/22, NOAH (fig.), EU:T:2024:23

3.6.3 Distortion of facts in the BoA decision

[No key points available yet.]

3.7 PRINCIPLES OF UNION LAW

Preliminary ruling — Principles of legal certainty and the protection of legitimate
expectations — Application ratione temporis

The substantive rules of EU law must be interpreted as applying to situations existing before their
entry into force only insofar as it clearly follows from their terms, objective or general scheme that
such effect must be given to them (§ 30).

14/03/2019, C-21/18, Textilis, EU:C:2019:199, § 30

Application ratione temporis — Substantive rules — Procedural rules — Distinction

The date on which the application for registration was filed is decisive for the purposes of
identifying the applicable substantive law (05/10/2004, C-192/03 P, BSS, EU:C:2004:587, § 42
and 23/04/2020, C-736/18 P, GUGLER (fig.) / GUGLER FRANCE, EU:C:2020:308, § 3 and case-
law cited) (8 17). Procedural rules are generally held to apply on the date on which they enter into
force (11/12/2012, C-610/10, Commission v Spain, EU:C:2012:781, 8§ 45 and case-law cited)

(8 19).
19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, 8 17, 19

Application ratione temporis — Procedural rules — Substantive rules — Distinction

According to settled case-law, procedural rules are generally held to apply from the date on which
they enter into force, as opposed to substantive rules, which are usually interpreted as applying
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to situations existing before their entry into force only insofar as it follows clearly from their terms,
their objectives or their general scheme that such effect must be given to them (§ 18-24).

06/06/2019, T-220/18, Battistino (fig.) / BATTISTA et al., EU:T:2019:383, § 18-24

Application ratione temporis of substantive rules

The absolute grounds for refusal to register a trade mark or to declare the invalidity of a previously
registered trade mark must be applied in accordance with the valid version of the Regulation at
the date of the filing of the application for registration (§ 16-18).

08/05/2019, T-324/18, BOTTIGLIA DORATA (3D), EU:T:2019:297, § 16-18

Application ratione temporis of substantive rules — Date of filing — Priority date — Date of
filing of proof of use

The filing date of the application is relevant (08/05/2014, C-591/12 P, Bimbo Doughnuts,
EU:C:2014:305, § 12; 18/06/2020, C-702/18 P, PRIMART Marek tukasiewicz (fig.) / PRIMA et
al., EU:C:2020:489, § 2). The priority date is the date of filing, according to Article 29(1) and
Article 31 CTMR (now Article 34(1) and Article 36 EUTMR), which means that Article 42 CTMR
applies. However, Article 10 EUTMDR applies, according to Article 82(2)(d) EUTMDR, since the
request for proof of use of the earlier mark was filed after 1 October 2017 (8§ 17).

10/11/2021, T-353/20, ACM 1899 AC MILAN (fig.) / Milan et al., EU:T:2021:773, § 17

Principle of legality — Principle of equal treatment — Principle of sound administration —
References to other EUTMs /identical national marks

As to the Office’s practice in similar cases, although the Office is required to exercise its powers
in accordance with the general principles of EU law and must take into account the decisions
already taken on similar applications, the application of those principles must be reconciled with
respect for the principle of legality (§ 39-43). Previous decisions at national level are irrelevant,
since the EU trade mark regime is an autonomous system (8§ 46).

05/02/2019, T-88/18, ARMONIE, EU:T:2019:58, 8§ 39-43, 46

10/10/2019, T-832/17, achtung! (fig.), EU:T:2019:2, § 67-69; 03/09/2020, C-214/19 P, achtung !
(fig.), EU:C:2020:632, § 45

26/03/2019, T-787/17, GlamHair, EU:T:2019:192, § 52

04/04/2019, T-804/17, DARSTELLUNG VON ZWEI SICH GEGENUBERLIEGENDEN BOGEN
(fig.), EU:T:2019:218, § 30

28/03/2019, T-829/17, RAPPRESENTAZIONE DI UNA FORMA CIRCOLARE, FORMATA DA
DUE LINEE OBLIQUE SPECULARI E LEGGERMENTE INCLINATE DI COLORE ROSSO (fig.),
EU:T:2019:199, § 85-87

14/02/2019, T-123/18, DARSTELLUNG EINES HERZENS (fig.), EU:T:2019:95, § 37
11/04/2019, T-226/17, Rustproof System ADAPTA, EU:T:2019:246, § 59

08/05/2019, T-469/18, HEATCOAT, EU:T:2019:302, § 46-53

22/09/2021, T-250/20, AIRSCREEN (fig.), EU:T:2021:602, 8§ 62-65, 70

Principle of equality of arms — Well-known facts

The BoA may raise well-known facts for the first time without infringing the principle of equality of
arms (03/05/2018, T-463/17, RAISE, EU:T:2018:249, § 21, 30) (8 50).

10/06/2020, T-105/19, DEVICE OF A CHEQUERBOARD PATTERN (fig.), EU:T:2020:258, § 50
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Obligation of the Office, including the BoA, to adopt decisions within a reasonable time

The excessive length of the administrative procedure cannot be remedied by the annulment of
the decision if it has no impact on the outcome of the dispute (8§ 92).

29/03/2019, T-611/17, REPRESENTATION D'UNE SEMELLE DE CHAUSSURE (3D),
EU:T:2019:210, § 92

No infringement of principle of effective judicial protection — Decision of suspension —
Possibility of bringing an action against inappropriate length of the BoA proceedings

The [RCD] proprietor has the opportunity of relying on the possible unlawfulness of the BoA’s
decision to suspend the proceedings within an action before the GC, directed against the final
decision of the BoA. If it considers, at the end of the proceedings before the BoA, that the Office
has infringed its obligations with regard to the duration of the proceedings, it will be able to assert
its rights by bringing an action that it deems appropriate for that purpose (15/03/2019, T-410/18,
Silgan Closures and Silgan Holdings v Commission, EU:T:2019:166, § 27). Consequently, the
inadmissibility of the present action does not result in a lack of effective judicial protection for the
applicant (8§ 27, 28).

15/07/2020, T-838/19 to T-842/19, Fluid distribution equipment, EU:T:2020:343, § 27-28

Free movement of goods — No infringement of Articles 34-36 TFEU in case of correct
application of the EUTMR

A correct application of the EUTMR is incapable of comprising an infringement of Articles 34-36
TFEU (8§ 108).

26/01/2022, T-498/20, WOOD STEP LAMINATE FLOORING (fig.) / Step, EU:T:2022:26, § 108

Protection of legitimate expectations — Reclassification of the goods

The fact that the EUIPO registered the contested mark in respect of the goods referred to in the
request for reclassification gives rise to a legitimate expectation, with regard to the proprietor of
that mark and other market participants, that that mark will be protected only in respect of those
goods (8 62). In this revocation proceedings, the BoA was right to disregard both the initial
application for registration of the contested mark and the circumstances relating to the
reclassification of the goods in question, which was initiated by the EUIPO but accepted by the
EUTM proprietor (8§ 60, 63).

26/04/2023, T-794/21, Mouldpro, EU:T:2023:211

3.8 COSTS

Rule 94 CTMIR [now Article 109 EUTMR]

The flat rate of EUR 1 000 for representation and cancellation proceedings can only be awarded
to the winning party if this party has participated in the administrative proceedings (8§ 60).

27/03/2019, T-265/18, Formata (fig.) / Formata (fig.) et al., EU:T:2019:197, § 60

Costs — Award of representation costs reimbursement

Where a party took part in the administrative proceedings, albeit to a limited extent, but to an
extent which attests to the fact that it had been informed of the proceedings and had even asked
itself to participate more actively, for instance, if its representative intervened once to request an
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extension of a time limit, remained the same throughout the entire proceedings, and could receive
all documents communicated in that respect, the fact that the said party did not submit any
observations before the OD or before the BoA is insufficient to find that that party has not incurred
representation costs, which have not been warranted and may be arbitrarily fixed by the BoA to
the losing party pursuant to and within the limits of Article 109 EUTMR and Article 18 EUTMIR
(8 61, 66-67).

24/05/2023, T-509/22, BimboBIKE (fig.) / BIMBO et al., EU:T:2023:281

4 PROCEEDINGS IN FIRST INSTANCE
4.1 ESSENTIAL PROCEDURAL REQUIREMENTS

4.1.1 Duty to state reasons

[No key points available yet.]

4.1.2 Rightto be heard

[No key points available yet.]

4.1.3 Res judicata

Res judicata — Conversion request

In order to ensure legal certainty and the stability of legal relations and the proper administration
of justice after all legal action has been exhausted or after the expiry of the relevant time limits for
appeal, it is no longer possible to call into question court decisions that have become final.
Therefore, in the proceedings concerning request for conversion, it is not possible to re-examine
the evidence already assessed by the BoA and GC in the proceedings concerning revocation for
non-use (8 67, 68).

29/06/2022, T-337/20, bittorrent, EU:T:2022:406

4.1.4 Other

No obligation to provide information on legal remedies

Although the revocation decision concerning the request for conversion did not include
information on the right to appeal, such a deficiency did not constitute a breach of rights which
could have led to the annulment of that decision. In any event, notwithstanding the lack of
information on the right of appeal, the party to the proceedings had effectively brought an appeal
before the BoA against the revocation decision (8 90).

29/06/2022, T-337/20, bittorrent, EU:T:2022:406

Reference to the principles of procedural law generally recognised in the Member States

Article 107 EUTMR applies only in the event of a lacuna or ambiguity in the procedural provisions
in the EUTMR or in acts adopted pursuant to that regulation (§ 46-50).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3
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No discretion to accept belated evidence as regards absolute admissibility requirements

The possibility provided for in Article 95(2) EUTMR for parties to proceedings before the EUIPO
to submit facts and evidence after the expiry of the periods specified for that purpose is conditional
upon there being no provision to the contrary. Article 5(3) EUTMDR constitutes an express
provision to the contrary, according to which the rejection of the opposition is mandatory and not
merely an option subject to the EUIPO’s discretion. Thus, the EUIPO’s discretion under
Article 95(2) EUTMR does not apply to the conditions of admissibility of the opposition laid down
in Article 5(3) EUTMDR (8 58, 61).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

4.2 EX PARTE PROCEEDINGS
421 Trade mark cases

[No key points available yet.]

4.2.1.1 Admissibility

[No key points available yet.]

4.2.1.2 Time limits, form, means of communication

[No key points available yet.]

4.2.1.3 Other procedural questions
e Repetitive filings and confirmatory decisions

No confirmatory decision in the context of different opposition proceedings

An action against a confirmatory decision is inadmissible as it merely confirms an earlier decision
not challenged in due time. A decision is regarded as a mere confirmation of an earlier one if it
contains no new factors compared with the earlier decision and if it was not preceded by any re-
examination of the situation of the addressee of that earlier decision (§ 38-39). However, a
decision cannot be regarded as ‘confirmatory’ of a decision adopted by the OD in the context of
different opposition proceedings concerning the same parties and the same trade marks, in
particular when it concerns the genuine use of the earlier mark or the conceptual comparison,
which can vary depending on the relevant public and also over time (8 40-42).

07/11/2019, T-380/18, INTAS / INDAS (fig.) et al., EU:T:2019:782, § 38-42

e Senority

Seniority — Conditions for the admissibility of the seniority claim

In view of the consequences of claiming seniority of an identical earlier national trade mark under
Articles 39 and 40 EUTMR, which derogate from the principle that the proprietor of such a trade
mark loses the rights conferred by it in the event of non-renewal of its registration, the conditions
under which such a claim may be allowed must be interpreted restrictively (8 23).
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According to the wording of Article 40(1) EUTMR, the identical earlier national trade mark whose
seniority is claimed by the proprietor of the EU trade mark must, depending on the language
version, be a trade mark ‘registered’ in a Member State or a trade mark which is ‘registered’ in a
Member State. This wording in the present indicative makes it clear that the identical earlier
national trade mark whose seniority is claimed in favour of the EU trade mark must be registered
at the time the claim of seniority is made (8§ 24-25).

Therefore, the applicant’s argument that Article 40 EUTMR, read in conjunction with Article 39
EUTMR, simply requires that the earlier national mark must have been registered at some time
in the past to prevent the claim of seniority from being based only on a mark in use, is unfounded
(8 26).

It follows from all of the foregoing that the BoA did not err in law when it interpreted Article 40
EUTMR, read in conjunction with Article 39 EUTMR, as meaning that the identical earlier national
trade mark whose seniority is claimed in favour of a subsequently registered EU trade mark must
itself be registered and in force at the time the application for seniority is made (8§ 40).

06/10/2021, T-32/21, Muresko, EU:T:2021:643, § 23-26, 40

e Costs

[No key points available yet.]

4.2.2 Design cases

[No key points available yet.]

4.2.2.1 Admissibility

[No key points available yet.]

4.2.2.2 Time limits, form, means of communication

[No key points available yet.]

4.2.2.3 Other procedural questions

Representative’s authorisation — Authorisation covering all steps related to the RCD,
including the renewal

A representative’s capacity to act on behalf of the RCD holder covers all procedural steps relating
to the RCD; in particular, all the acts necessary to complete the renewal procedure for the RCD
(8 42). In principle, any authorisation, whether in writing or not, is deemed to be of general scope,
unless there is an express statement, in writing or otherwise, as to its limits. The interpretation of
‘authorisation’ adopted by the Court of Justice in the field of trade marks (30/09/2010, C-479/09 P,
DANELECTRO, EU:C:2010:571, § 38) applies, by analogy, to the field of designs (8§ 46).

20/09/2023, T-616/22, Cooking devices, EU:T:2023:576
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4.3 INTER PARTES PROCEEDINGS
4.3.1 Trade mark cases
4.3.1.1 Opposition proceedings
e Admissibility of an opposition, time limits and form, means of communication

Clear identification of the earlier mark

An earlier mark is to be identified clearly in the respective field of the opposition notice. Allegations
made in other parts of the form, in particular not made in the language of proceedings, cannot be
taken into account (§ 50-51).

13/02/2019, T-823/17, Etnik / ETNIA, EU:T:2019:85, § 50-51

Entitlement to file an opposition — Article 46(1) EUTMR

When an opponent has not proved that it was entitled to file an opposition as an authorised
licensee of the proprietor of an earlier trade mark, but it was the proprietor of another earlier mark
on which the opposition was based, it can, in that capacity, file an opposition against the mark
applied for (8 25-27).

16/05/2019, T-354/18, SKYFi /SKY et al., EU:T:2019:33, § 25-27

Licensee’s entitlement to file the opposition — Proof of entitlement — Belated evidence in
the proceedings before the BoA — Lack of reasoning

Proof of the licensee’s entitlement to file an opposition must be submitted during the
substantiation period (8§ 47). The proprietor’s authorisation cannot be presumed from the mere
existence and registration of a licence if this licensee (exclusive or not) does not explicitly address
the licensee’s right to file oppositions (8§ 50). On the facts of the case, such proof could not be
deduced from the following circumstances: (i) the proprietor of the earlier EU marks and the
opponent are members of the same group of companies and are economically linked (8§ 53, 62);
(ii) the two companies have the same representative before the Office; (iii) the application to
register the licence was submitted through that common representative, who also filed the
opposition; (iv) the EUTM proprietor and its licensee are owners of parallel marks in the UK (8 63)
and (v) the EUTM applicant never challenged, either before the OD or in the appeal against the
OD’s decision, the opponent’s entitlement to file the opposition during the administrative
proceedings (8 61). The BoA violated its duty to state reasons in failing to take position on whether
proof of the licensee’s entitlement was admissible for the first time on appeal (8 59, 79-80).

30/06/2021, T-15/20, Skyliners / Sky et al., EU:T:2021:401, § 47, 50, 53, 59, 61-63, 79-80

No invocation of prior rights upon expiry of the opposition period

Trade marks cannot be validly invoked for the first time after the expiry of the opposition period
(Article 46(1) EUTMR) as the basis of an opposition (8 29).

07/03/2022, T-382/21, airscreen (fig.) / Airscreen, EU:T:2022:128, 8 29

Earlier right according to Article 8(4) EUTMR

An allegation of unfair competition cannot serve as a basis for opposition under
Article 8(4) EUTMR (& 60).
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06/04/2022, T-118/21, Halix records / HALIX RECORDS Edition of CILEM RECORDS
INTERNATIONAL et al., EU:T:2022:214, 8§ 60

Clear identification of the earlier right

The notice of opposition must contain a clear identification of the earlier mark on which the
opposition is based. The elements that are necessary to clearly identify the earlier mark on which
the opposition is based in the notice of opposition are apparent from Article 2(2)(b)(i) EUTMDR,
and include, inter alia, an indication of the registration number of that mark. The BoA cannot be
asked to carry out further research to identify the earlier right (8§ 29, 33, 34).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

Incorrect identification of an earlier right

If the contested trade mark application is indicated as a basis of the opposition in the notice of
opposition, this cannot constitute an earlier right. In such a case, no earlier right is deemed to
have been clearly identified for the purposes of Article 2(2)(b)(i) EUTMDR (8§ 32).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

Absolute admissibility deficiency — No duty to invite the opponent to remedy

Article 5 EUTMDR draws a distinction between two categories of conditions of admissibility. In
case the opponent fails to satisfy one of the conditions for admissibility of the opposition provided
for in Article 5(3) EUTMDR and the deficiency is hot remedied before the expiry of the opposition
period, the EUIPO is not required to invite the opponent to remedy that deficiency before rejecting
the opposition as inadmissible (§ 36, 37, 39).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

Opposition inadmissible — No adversarial part of the opposition proceedings

The adversarial part of the opposition proceedings, which includes, inter alia, inviting the parties
to submit observations, begins only after the opposition has been found to be admissible
(Article 6(1) EUTMDR). If the adversarial stage of the opposition proceedings has not been
initiated, the adversarial examination procedure provided for in Article 47 EUTMR cannot be
applied (8§ 27, 41).

18/01/2023, T-758/21, Clavis /Clavis, EU:T:2023:3

e Substantiation of the earlier right/s

Substantiation of the earlier right — Belated acquisition

The later acquisition of the earlier national marks is a circumstance which occurred later, so that
the opponent’s proof of that late acquisition does not affect the condition of ownership of the
earlier national marks at the time the opposition was filed (8 44).

06/04/2022, T-118/21, Halix records / HALIX RECORDS Edition of CILEM RECORDS
INTERNATIONAL et al., EU:T:2022:214, § 44

Substantiation of the earlier right — Extract from the TMview database

An extract from the TMview database constitutes a document equivalent to a copy of the
certificate of registration of the mark, provided that it contains all the relevant information (8 32).
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27/04/2022, T-181/21, SmartThinQ (fig.) / SMARTTHING (fig.), EU:T:2022:247, § 32

e Other procedural questions regarding opposition proceedings

Principles of res judicata and ne bis in idem

The principle of res judicata is not applicable to subsequent opposition decisions, given that these
proceedings are administrative and not judicial. A fortiori, the grounds of an OD decision in
different opposition proceedings do not have the force of res judicata and are not capable of
creating acquired rights or legitimate expectations with regard to the parties concerned (§ 35).

The principle of ne bis in idem is applicable only to penalties. Therefore, it cannot be applied in
the context of opposition proceedings (8 37).

07/11/2019, T-380/18, INTAS / INDAS (fig.) et al., EU:T:2019:782, 8§ 35, 37

Opposition proceedings — Relevant point in time for assessing an opposition

In opposition proceedings before the Office, the only relevant point in time for assessing the
existence of a conflict between the contested EU trade mark application and the earlier right
invoked as the basis for the opposition is the filing date of the contested EU trade mark application
(8 28-31).

16/03/2022, T-281/21, Ape tees (fig.) / DEVICE OF APE HEAD (fig.) et al., EU:T:2022:139, § 28-
31

No extension of the opposition grounds after the opposition period

The facts, evidence and observations submitted after the expiry of the opposition period cannot
be taken into consideration in order to determine the grounds of opposition. Once the opposition
period has expired, the scope of the opposition must be regarded as being fixed. As such, the
information provided after the expiry of the opposition period cannot alter the scope of the
opposition, in particular due to the risk that this could have on the effectiveness of mandatory time
limits and, therefore, the principle of equal treatment (§ 30-33, 37).

01/02/2023, T-349/22, Hacker space / Hacker-pschorr et al., EU:T:2023:31

No extension of the opposition grounds after the expiry of the opposition period

On expiry of the deadline for filing an opposition, set out in Article 46 EUTMR, the opponent may
no longer rely on new earlier rights or new grounds of opposition (8§ 56). The opponent’s
observations submitted after the expiry of the opposition period cannot admissibly introduce a
new ground of opposition (8§ 65).

28/06/2023, T-452/22, Hofmag / Hofmag, EU:T:2023:362

Opposition proceedings — Interpretation of the notice of opposition online form of the
Office

An opponent who only invoked a non-registered trade mark in the opposition form under the
heading ‘Basis of opposition’, cannot validly claim that it also intended to rely on an ‘other sign
used in the course of trade’ (§ 62).

The opposition form enables the opponent to add both a non-registered trade mark and another
sign used in the course of trade (8 59). Under Article 2(2)(b)(iv) EUTMDR, the notice of opposition
must contain a clear identification of the earlier mark or earlier right on which the opposition is
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based. Consequently, the opponent should add in the opposition form an additional basis of
opposition, specifying that it relies on Article 8(4) EUTMR, not only on the basis of a ‘word mark’
but also on the basis of a ‘commercial designation’, if it intends to also rely on the latter basis
(8 60).

The indication of the choice of basis, in the opposition form, then enables the opponent to indicate
more specifically what that basis consists of and, thus, allows the EUIPO and the EUTM applicant
to take cognisance of it. The opponent must therefore indicate the type of mark, its description,
and the territories covered (8 61).

28/06/2023, T-452/22, Hofmag / Hofmag, EU:T:2023:362

Locus standi — Date of recordal of a change of ownership

A change in the ownership of an international registration is recorded by the WIPO as of the date
of receipt of the request complying with the applicable requirements (Rule 27(1)(b) of Regulations
under the Protocol Relating to the Madrid Agreement) (8§ 33).

13/09/2023, T-167/22, Tmc transformers / TMC (fig.) et al., EU:T:2023:535
13/09/2023, T-163/22, TMC TRANSFORMERS (fig.) / TMC (fig.) et al., EU:T:2023:534

Non-registered trade mark — Indication of goods and services in the opposition form

The opposition form does not clarify that a proprietor of a non-registered mark does not need to
take account of the reference to the business activity when filling in the box ‘goods and services
/ business activity’. Given that the specific wording used in the form shows that the opponent
intended to describe only its business activity, it must be deemed to have failed to indicate the
goods or services it intended to rely on in the earlier non-registered mark. Where such a scenario
arises, the BoA must inform the party of this deficiency and ask the opponent to remedy it within
two months pursuant to Article 5(5) EUTMDR read in conjunction with Article 2(2) EUTMDR (8 21-
26).

31/01/2024, T-173/23, BANDIT / BANDIT et al., EU:T:2024:49

4.3.1.2 Cancellation proceedings
o Invalidity proceedings

Substantiation of the earlier right in invalidity proceedings — Rule 19(2) CTMIR [now
Article 7(2) EUTMDR]

The representation of the sign in black and white does not constitute reliable proof of the
existence, validity and scope of the protection of the earlier mark when colours are claimed, as
per Rule 19(2) CTMIR [now Article 7(2) EUTMDR], applicable by analogy for invalidity
proceedings (8§ 47-48). If a reproduction of the earlier mark in colour is not provided, the formal
requirements related to the evidence of registration of the earlier mark as a substantial condition
are not fulfilled (8§ 49-53).

27/03/2019, T-265/18, Formata (fig.) / Formata (fig.) et al., EU:T:2019:197, § 47-53

Invalidity proceedings — Relevant date for the assessment of the descriptiveness of the
signh — Conditions for consideration of subsequent evidence

The date on which the application for registration of the mark was filed is the relevant date for the
assessment of the descriptiveness of the sign. However, evidence subsequent to the date on
which the contested mark was filed can be taken into consideration when it enables conclusions
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to be drawn about the situation as it was on that date. In the present case, the evidence, such as
extracts from Wikipedia refers to articles dating from the relevant time and some of the additional
evidence predates the filing date, enabled the BoA to confirm the assessment in the first instance
on the basis of evidence subsequent to the filing date. The BoA did not base its reasoning on
assumptions or estimations, but made relevant assessments of the descriptiveness of the sign
‘HYAL' as it was on the date of filing (§ 57-62, 74).

16/06/2021, T-215/20, HYAL, EU:T:2021:371, 8§ 57-62

Determination of the grounds of an application for a declaration of invalidity in light of the
statement of reasons

In order to determine the grounds on which an application for a declaration of invalidity is based,
it is necessary to examine all of the application, especially in light of the detailed statement of
reasons in support of it (18/03/2016, T-501/13, WINNETOU, EU:T:2016:166, § 26) (§ 27).

09/12/2020, T-30/20, Promed, EU:T:2020:599, § 27

Invalidity proceedings — Examination limited to the grounds and arguments submitted by
the parties

The applicant did not submit, before the adjudicating bodies of EUIPO, any argument or evidence
in support of its application for a declaration of invalidity based on Article 7(1)(d) EUTMR. It is for
the applicant to invoke before EUIPO the specific matters that call into question the validity of the
contested mark whilst EUIPO is to limit its examination to the grounds and arguments submitted
by the parties. Accordingly, the BoA was correct in finding that the application for a declaration of
invalidity based on Article 7(1)(d) EUTMR had to be rejected as unfounded, given the lack of any
argument in support of that application (§ 57-59).

13/07/2022, T-369/21, uni (fig.), EU:T:2022:451

Invalidity proceedings — EUIPO decision taken after the end of the transition period
provided for in the Withdrawal agreement (Brexit) — Irrelevance of enhanced
distinctiveness in the UK

In cancellation proceedings, the proprietor of an industrial property right, particularly an earlier
mark, must establish that he or she may prohibit the use of the EU trade mark at issue, not only
on the filing or priority date of that mark but also on the date on which EUIPO decides on the
application for a declaration of invalidity. The same applies, a fortiori, in the context of opposition
proceedings (8 99). For the evidence of enhanced distinctiveness of the earlier mark acquired
through use in the UK to be relevant for the application for a declaration of invalidity of the
contested mark, that use must still be capable of being relied on at the date on which EUIPO rules
on the application for a declaration of invalidity (§ 100). The date of the contested decision — 18
February 2021 — postdates the expiry of the transition period (8§ 101).

In the light of the fundamental principle of territoriality of intellectual property rights, set out in
Article 1(2) EUTMR, after the expiry of the transitional period, no conflict can arise in the UK
between the contested mark and the earlier mark, which are no longer protected in that territory.
At the date of the contested decision, the public of the UK was no longer part of the relevant public
of the EU (8 103).

While it is true that the date to be taken into account for assessing the enhanced distinctiveness
of the earlier mark is the filling date of the contested mark application, the fact remains that the
requirement of permanence or persistence of the prior right at the date on which EUIPO rules on
the application for a declaration of invalidity is a matter of enforceability, previous to such a
substantive assessment (§ 104).
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12/10/2022, T-222/21, Shoppi (fig.) / Shopify, EU:T:2022:633

Invalidity proceedings — Scope of examination limited to the grounds supported by a
specific reasoning — Irrelevance of the overlap between the scopes of Article 7(1)(b) and
Article 7(1)(g) EUTMR

It is settled case-law that there is a degree of overlap between the respective scopes of the
absolute grounds for refusal set out in Article 7(1)(b) to (d) EUTMR. There is also a degree of
overlap between the respective scopes of Article 7(1)(b) and (g) EUTMR since a trade mark is
incapable of fulfilling its essential function of guaranteeing the identity of origin of the goods or
services covered where the information it contains is of such a nature as to deceive the public
(8 58, 59).

However, it is clear from equally settled case-law that each of the grounds for refusal to register
listed in Article 7(1) EUTMR is independent of the others and requires separate examination
(8 60). The overlap between the absolute grounds for refusal set out in Article 7(1) EUTMR cannot
compensate for the total lack of any arguments in relation to one of the grounds for refusal on the
part of the applicant for a declaration of invalidity (8 63).

In the absence of any arguments, in the application for a declaration of invalidity, seeking to show
that Article 7(1)(b) EUTMR applies, the BoA infringed Article 63(2) EUTMR, because, even
though the application contained no reasoning in that regard, the adjudicating bodies of EUIPO
nevertheless relied on that ground. In that respect, merely selecting that ground from the drop-
down menu on the form is not sufficient (§ 68-69).

19/10/2022, T-486/20, Swisse (fig.), EU:T:2022:642

Invalidity proceedings — Sign protected as a Gl — Scope of examination — Examination
limited to the grounds invoked by the invalidity applicant

Where the invalidity applicant has not based its invalidity action on a conflict between the
contested mark and a protected geographical indication, such possible conflicts cannot be
examined in the context of the assessment of acquired distinctiveness through use without
infringing Art. 95(1) EUTMR (8 68-75).

Where the invalidity applicant has not put forward any argument in support of its claim that the
contested mark is deceptive, the EUIPO cannot declare that mark invalid of its own motion on
that ground of invalidity (8 120).

14/12/2022, T-526/20, DEVIN, EU:T:2022:816

Application for a declaration of invalidity filed after the expiration of the contested EUTM
— Inadmissibility

As an EUTM is a registered trade mark (Article 1(1) EUTMR), it cannot, in principle, be declared
invalid after its expiry and cancellation from the register (Article 53(8) EUTMR). That possibility is
limited to the specific situation regulated in Article 17(5) EUTMDR in which i) the EUTM expires
after the filing of the invalidity request and ii) the invalidity applicant shows a legitimate interest in
obtaining a decision on the merits (8§ 22-25, 28).

14/03/2023, T-254/22, ANITA / Anita (fig.) et al., EU:T:2023:146

Invalidity proceedings — Presumption of validity — Well-known facts

In invalidity proceedings, the presumption of validity of the EUTM does not preclude the EUIPO
from relying, not only on the arguments and evidence put forward by the parties, but also on well-
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known facts that the examiner might have omitted to take into consideration in the registration
proceedings (8 21). Well-known facts are facts that are likely to be known by anyone or that can
be learned from generally accessible sources, including information from standard dictionaries
(8 22).

07/02/2024, T-80/23, BEAUTYBIO, EU:T:2024:58

e Revocation proceedings

Admissibility of application for revocation — Abuse of proceedings not relevant

The question of the possible existence of an abuse of rights is not relevant for the purposes of
analysing the admissibility of an application for revocation brought under Article 63(1)(a) EUTMR,
which does not make the admissibility or merits of an application for revocation subject to the
applicant’s good faith. In any event, the facts of the present case cannot be compared with those
of the ‘Sandra Pabst’ case (R 2445/2017-G), since the latter was characterised by exceptional
circumstances, absent from the present case (8§ 24, 25).

07/09/2022, T-699/21, My boyvifriend is out of town, EU:T:2022:528
See also, 07/09/2022, T-754/21, baoli (fig.), EU:T:2022:529, § 24, 25

Revocation proceedings — Proof of use — Inadmissibility of the request for hearing of
witnesses

According to Art. 97(1)(a) and (d) EUTMR, both the hearing of parties and the hearing of
witnesses are measures of inquiry that EUIPO may undertake in any proceedings. Nevertheless,
in revocation proceedings for non-use, genuine use must be proven by evidence limited to the
submission of specific supporting document, which does not include hearing of witnesses [Article
10(4) EUTMDR, applicable mutatis mutandis to invalidity proceedings pursuant to Article 19(1)
EUTMDRY]. Therefore, the BoA did not err in dismissing the request for the hearing of witnesses
as inadmissible (8§ 22-27).

07/12/2022, T-747/21, Fohlenelf, EU:T:2022:773

Revocation proceedings — Presumption of distinctiveness

Where an application for revocation is solely based on Article 58(1)(a) EUTMR, it is not for EUIPO,
nor is it for the GC, to challenge the presumption of inherent distinctiveness in the context of the
revocation proceedings (8 23).

14/12/2022, T-553/21, FORM EINES SMILEYS (3D), EU:T:2022:813

No requirement to show a particular interest for filing a revocation request for non-use —
Abuse of rights not relevant

Article 63(1)(a) EUTMR requires no interest in bringing proceedings, given that the absolute
grounds for refusal and the grounds for revocation protect the public interest (8 38-41). Therefore,
the question of the possible existence of an abuse of rights is irrelevant as regards a revocation
request for non-use (§ 42).

07/06/2023, T-239/22, Rialto, EU:T:2023:319

Revocation proceedings — Presumption of validity

The earlier trade mark cannot be found to be generic, descriptive or devoid of any distinctive
character, without calling into question its validity in revocation proceedings (8 79).
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26/07/2023, T-638/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:434

Revocation proceedings — Irrelevance of bad faith

Article 63(1)(a) EUTMR does not make the admissibility or merits of an application for revocation
subject to good faith on the part of the applicant for revocation. In that context, arguments based
on alleged bad faith on the part of the revocation applicant are ineffective (§ 20).

06/09/2023, T-601/22, OPTIVA MEDIA (fig.), EU:T:2023:510

e Burden of proof, acquiescence

Invalidity proceedings — Lack of distinctive character — Burden of proof

In invalidity proceedings, as the registered EUTM is presumed to be valid, it is for the applicant
person who has filed the application for a declaration of invalidity to invoke before EUIPO the
specific facts which call the validity of that trade mark into question (8 62).

04/05/2022, T-117/21, DEVICE OF TWO CROSSED STRIPES PLACED ON THE SIDE OF A
SHOE (fig.), EU:T:2022:271, § 62

e Other procedural questions regarding cancellation proceedings

o Res judicata
Res judicata — New application for revocation — Inadmissible arguments

Arguments which had already been rejected in the decision dealing with the first application for
revocation, and have not been the subject of a fresh assessment by the CD or BoA when dealing
with the second application for revocation, are inadmissible (§ 39, 42).

22/06/2022, T-739/20, Waterford, EU:T:2022:381

o Other
Guidelines — Binding effect on the Office — Request for extension of time limit

Although the guidelines lack binding force, they constitute a reference source on EUIPO’s practice
in respect of EUTMs. They are a consolidated set of rules setting out the line of conduct which
EUIPO itself proposes to adopt, with the result that, provided that those rules are consistent with
legal provisions of higher authority, they constitute a self-imposed restriction on EUIPO, namely
that of compliance with the rules which it has itself laid down (8§ 38, 39). Therefore, the CD could
not, in response to the second request for an extension of the time limit for filing evidence of use
of the contested mark, simply reject that request, but had to, in accordance with the the guidelines,
grant an extension of time from the day of communication of its reply (8 44).

08/06/2022, T-293/21, Um, EU:T:2022:345

4.3.2 Design cases - Invalidity proceedings
4.3.2.1 Admissibility, time limits and form, means of communication

Admissibility of RCD invalidity application — Irrelevance of bad faith, infringement of a
contractual obligation or abusive character — Existence of a national court settlement
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In the context of the examination of a ground for invalidity invoked before the EUIPO, the alleged
existence of bad faith, of a possible infringement of a contractual obligation by the invalidity
applicant or of the alleged abusive character of the invalidity application is irrelevant. While the
existence of such factors may be relied on in the context of ad hoc civil law proceedings between
the parties concerned, it cannot usefully be relied on as a defence in invalidity proceedings, given
that, in such proceedings, it is a matter of ruling on the individual character of the contested
design, the assessment of which is objective. There is no need to rule on conduct, whether it be
that of the contested RCD holder or the invalidity applicant (8 15).

Since the court settlement between the parties was intended to terminate the infringement
proceedings but not to create a prohibition of seeking a declaration of invalidity of the contested
design, that court settlement cannot serve as a factual basis for concluding that there was bad
faith or an abuse of rights (8§ 16).

06/03/2024, T-647/22, Shoes, EU:T:2024:147

4.3.2.2 Other procedural questions regarding invalidity proceedings

Community design — Invalidity of the design and maintaining it in an amended form

The possibility of maintaining the registration of the design in an amended form according to
Article 25(6) CDR is an alternative to invalidating the design in its entirety. This ensures the
proportionality of the sanction (8 39-40).

ﬁ 25/10/2021, T-329/20, Pendenti, EU:T:2021:732, 39-40

Evidence — Translation into the language of proceedings

Article 29(5) CDIR provides that ‘[w]here the evidence in support of the application is not filed in
the language of the invalidity proceedings, the applicant shall file a translation of that evidence
into that language within two months of the filing of such evidence.’ It follows that the Office is not
required to take into account untranslated evidence. Similarly, it follows from Article 31(2) CDIR,
according to which fi]f the holder files no observations, the Office may base its decision
concerning invalidity on the evidence before it’, that the Office was not required to request a
translation of its own motion in the present case (8§ 45).

07/07/2021, T-492/20, Leuchten, EU:T:2021:413, § 45

Not need to provide a translation into the language of the proceedings

While evidence submitted by the parties to invalidity proceedings before the EUIPO must, in
principle, be in the language of the proceedings, if this is not the case, the BoA has a margin of
appreciation under Article 81(2) CDIR as to whether the translation of evidence into the language
of proceedings is to be required. The mere fact that certain evidence was produced in a language
other than the language of the proceedings is, therefore, not sufficient reason for rejecting the
application for a declaration of invalidity (§ 34).

21/06/2023, T-347/22, Schmelztiegel Il, EU:T:2023:344

Identification of prior designs

Prior designs invoked as a basis of an invalidity action under Article 25(1)(b) CDR must be clearly
and specifically identified (§ 27, 29).

06/09/2023, T-492/22, Socks (Set of -), Packaging boxes, EU:T:2023:516
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CHAPTERII - ABSOLUTE GROUNDS FOR REFUSAL /
INVALIDITY

1 ARTICLE 7 EUTMR — GENERAL PRINCIPLES

Relation between Article 7(1)(a) EUTMR and 7(1)(b) EUTMR — Adverse effect of the BoA
decision — Admissibility of an action or of a cross-claim

Where an application for a declaration of invalidity is based on the fact that the sign at issue has
been registered contrary to the provisions of Article 7(1)(a) EUTMR or the provisions of
Article 7(1)(b) EUTMR, it is essential to examine the first of these grounds before assessing,
where appropriate, whether the mark has inherent distinctive character or whether it has acquired
distinctive character through use (8 44-48).

The invalidity applicant is adversely affected by the BoA’s decision which upheld the invalidity
request on the basis of Article 7(1)(b) EUTMR and remitted the case to the Cancellation Division
for the assessment of Article 7(3) EUTMR, but which did not examine Article 7(1)(a) EUTMR,
which was also invoked by the invalidity applicant (8§ 54).

In light of the relationship between Article 4 and Article 7(1)(a) EUTMR, and of Article 7(1)(b)
thereof, the Grand Board of Appeal could not dispense with the examination of the ground for
invalidity under Article 7(1)(a) EUTMR and refer the case back to the Cancellation Division to
decide on the possible acquisition of distinctive character by the mark following the use which has
been made of it, in accordance with Article 7(3) and Article 52(2) EUTMR (& 69).

06/10/2021, T-124/20; DEVICE OF A REPEATED GEOMETRIC DESIGN (fig.), EU:T:2021:668, § 44-
48, 54, 69

Sign with tactile aspect — Unclear compliance with Article 4 CTMR - Impossible
examination of Article 7(1)(b) CTMR

Article 7(1)(b) CTMR concerns ‘trade marks’ and can only apply once it has been established that
there is a trade mark within the meaning of Article 4 CTMR. The BoA examined the distinctiveness
of the sign without first examining whether that sign can constitute a trade mark (§ 35-37). Even
assuming that BoA examined the possible distinctiveness of the various hypothetical shapes that
the sign applied for could take, such an examination does not relieve BoA of its duty under CTMR
to examine the absolute grounds for refusal. Since signs must be examined as a whole, the BoA
was not entitled to examine distinctiveness selectively on the basis of certain aspects (in particular
under exclusion of its tactile aspect) (8§ 40-42).

=57 07/12/2022, T-487/21, DARSTELLUNG EINES ZYLINDRISCHEN SANITAREN
EINSETZTEILS (posit.), EU:T:2022:780

Absolute grounds for refusal under Article 7(1) CTMR — No specific order of examination
— Article 7(1)(e) CTMR not necessarily before Article 7(1)(b) CTMR

Article 7(1) CTMR lists the various absolute grounds for refusal that may be raised against the
registration of a trade mark application, but it does not specify the order in which those grounds
should be considered. The absolute grounds for refusal set forth in Article 7(1)(e) CTMR are not
grounds for refusal that need to be examined before Article 7(1)(b) CTMR (8 17, 26).

05/07/2023, T-10/22, FORM EINER FLASCHE (3D), EU:T:2023:377
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2 ARTICLE 4, 7(1)(@), 59(1)(a) EUTMR — CLEAR AND PRECISE
REPRESENTATION

Preliminary ruling — Colour mark or figurative mark — Graphic representation of a mark
submitted as a figurative mark — Insufficiently clear and precise graphic representation —
Article 2 and Article 3(1)(b) Directive 2008/95/EC

When the trade mark application contains an inconsistency between the sign’s representation in
the form of a drawing and the classification given to the mark by the applicant, in such a way that
it is impossible to determine exactly the subject matter and scope of the protection, the trade mark
registration must be refused on account of the lack of clarity and precision of the application (8 40,
45).

a 27/03/2019, C-578/17, Oy Hartwall Ab, EU:C:2019:261, § 40, 45

Colour mark — Sufficiently clear and precise graphic representation — Requirement for a
systematic arrangement associating the colours in a predetermined and uniform way

A sign may be registered as a mark only if the applicant provides a graphic representation in
accordance with the requirements of Article 4 CTMR, to the effect that the subject matter and
scope of the protection sought are clearly and precisely determined. Where the application is
accompanied by a verbal description of the sign, it must be consistent with the graphic
representation and must not give rise to doubts as to the subject matter and scope of that graphic
representation (27/03/2019, C-578/17, Oy Hartwall Ab, EU:C:2019:261, § 39, 40) (8 36-37).

A graphic representation of two or more colours, designated in the abstract and without contours,
must be systematically arranged so that the colours concerned are associated in a predetermined
and uniform way. The mere juxtaposition of two or more colours, without shape or contours, or a
reference to two or more colours ‘in every conceivable form’, does not exhibit the qualities of
precision and uniformity required by Article 4 CTMR (24/06/2004, C-49/02, Blau/Gelb,
EU:C:2004:384, § 33-35). The GC was correct to find that the mere indication of the ratio of
colours is insufficient. Regard can be made to the manner in which the mark is used, if registration
was obtained under Article 7(3) EUTMR (8§ 38, 47-48).

29/07/2019, C-124/18P, Blue and Silver (COLOUR MARK), EU:C:2019:641, § 36-37,
38, 47-48

Colour mark — Sufficiently clear and precise graphic representation — Requirement for a
systematic arrangement associating the colours in a predetermined and uniform way

The juxtaposition of two colours, without shape or contours, does not amount to claiming
protection of such colours ‘in every conceivable form’, where the description makes it clear that
the combination of colours follows a predetermined arrangement, such as a vertical partition of
the colours on the housing of chainsaws divided into one upper and one lower part (8 37-39).

- 24/03/2021, T-193/18, GREY AND ORANGE (col.), EU:T:2021:163, 37-39
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Three-dimensional mark — Conditions for registration — Sufficiently clear and precise
graphic representation — Obligation to align the description with the representation

The representation of the mark as filed defines its scope of protection, and not the description of
the mark provided by the applicant. This description must define what can be seen in the mark’s
representation. The scope of protection is also not broadened by a possible interpretation of what
the applicant meant by that representation or what it had in mind (§ 112).

N

—
i

- &23/09/2020, T-796/16, Grass in bottle / Bottle with strand of grass et al., EU:T:2020:439,
§112

No precise and self-contained graphic representation — Sign with tactile aspect

The tactile impression is not clearly apparent from the graphic representation itself but at most,
from the description. Therefore, the description does not specify graphic representation of the
sign but attempts to broaden the subject-matter of the protection. Consequently, the sign does
not comply with Article 4 CTMR (8§ 57, 58).

* 07/12/2022, T-487/21, DARSTELLUNG EINES ZYLINDRISCHEN SANITAREN
EINSETZTEILS (posit.), EU:T:2022:780

Colour mark — Sufficiently clear and precise graphic representation — Durability of a digital
colour sample

A digital colour sample makes it possible to record a colour in a permanent form. The Court of
Justice’s findings in 06/05/2003, C-104/01, Libertel, EU:C:2003:244 that a colour sample does
not possess the durability required by Article 2 of Directive 89/104, are formulated with regard to
such a sample on paper. The argument that the colour sample at issue does not fulfil the criterion
of durability are purely hypothetical and speculative and call into question the EUIPO’s register
as a whole. The digital colour sample at issue, by itself, met the requirements of Article 4 CTMR
(8 51-54).

06/03/2024, T-652/22, ORANGE, EU:T:2024:152

3 ARTICLES 7(1)(b), 59(1)(a) EUTMR — DISTINCTIVE CHARACTER
3.1  ASSESSMENT OF DISTINCTIVE CHARACTER

Preliminary ruling — Article 3(1)(b) Directive 2008/95/EC — Distinctive character — Criteria
for assessment

Article 3(1)(b) Directive 2008/95/EC must be interpreted as meaning that, in examining the
distinctive character of a sign, all the relevant facts and circumstances must be taken into account,
including all the likely types of use of the mark applied for. The latter correspond, in the absence
of other indications, to the types of use that, in the light of the customs in the economic sector
concerned, can be practically significant (8 34).

The examination of the distinguishing capacity of a sign cannot be limited to the ‘most likely’ use
unless ‘solely one type of use is practically significant in the economic sector concerned’. This
examination must take into account all practically significant conceivable uses of the sign in the
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economic sector concerned by the goods. Where a sign consists of a slogan that can be placed
either on the front of T-shirts or on a label, the mark will be found to be distinctive if the consumers
perceives it as a badge of origin according to at least one of the alternative types of placement of
the sign (8 25-30).

12/09/2019, C-541/18, Deutsches Patent-und Markenamt, EU:C:2019:725, § 25-30, 34

Non-independent examination of lack of distinctive character

Descriptive signs within the meaning of Article 7(1)(c) EUTMR are also devoid of distinctive
character (8 68). However, this cannot be extrapolated by analogy to the application of
Article 7(1)(b) EUTMR where the distinctive character is called into question for reasons other
than its descriptive character (8 68). By basing the finding of a lack of distinctiveness upon the
premise of the descriptive character of the mark applied for, the Grand Board of Appeal did not
examine Article 7(1)(b) EUTMR independently, and consequently failed to take into account the
general interest that this absolute ground of refusal seeks to protect (§ 77).

01/09/2021, T-96/20, Limbic® Types, EU:T:2021:527, 8 68, 77

Non-distinctive — Assessment of distinctive character — Consideration of all likely types of
use of the sign — Inapplicability of the Doublemint principle to Article 7(1)(b) EUTMR

The assessment of the distinctive character of a sign cannot be carried out by simply taking into
account the most probable use of that sign. Instead, it should take into account all the likely types
of use of the mark applied for, that is, those types which can be practically significant (12/09/2019,
C-541/18 P, #darferdas?, EU:C:2019:725, § 33) (8§ 29).

The reasoning stated in case-law that a sign is regarded as being descriptive pursuant to
Article 7(1)(c) EUTMR if at least one of its possible meanings designates a characteristic of the
goods or services concerned (23/10/2003, C-191/01 P, Doublemint, EU:C:2003:579, § 30, 32) is
not transposable by analogy to the application of Article 7(1)(b) EUTMR (& 35).

03/09/2020, C-214/19 P, achtung ! (fig.), EU:C:2020:632, § 29, 35

Assessment of distinctive character — Delimitation of Article 7(1)(b) EUTMR and
Article 7(1)(c) EUTMR

The ambiguity of the sign is a relevant factor which must be taken into account in the context of
Article 7(1)(b) EUTMR. The case-law according to which a sign is to be classified as descriptive
within the meaning of Article 7(1)(c) EUTMR where at least one of its potential meanings
designates a characteristic of the goods concerned is not applicable by analogy in the context of
Article 7(1)(b) EUTMR where the distinctive character of the sign is called into question for
reasons other than its descriptive character (03/09/2020, C-214/19 P, achtung!, EU:C:2020:632,
§ 35) (8 37).

In the absence of the establishment of the descriptive character of the sign and a sufficiently direct
and specific link between the sign and the goods (in the sense of ‘a tube remaining cold or cool’)
the applicant may rely on the argument as to its ambiguity (namely that the relevant public may
also perceive the sign as an indication of a ‘negligent’ or ‘pleasant’ tube). The BoA was wrong to
find that the sign lacked the minimum degree of distinctive character according to Article 7(1)(b)
EUTMR without having established the descriptive character of the mark applied for (8§ 36, 41).

16/06/2021, T-481/20, Cooltube, EU:T:2021:373, § 36-37, 41
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Non-distinctive — Figurative mark used as logo attached to textiles — Distinctive character
of the mark to be assessed as it was filed not as it is used

The mark must be assessed as it was filed, not as it is used. The applicant filed the mark applied
for without adding a description to restrict the scope of protection to a logo or a label and without
specifying where the mark might be positioned on its products. As a result, the mark is sought in
respect of a scope of protection that covers all possible uses as a figurative mark, including as a
pattern applied to the surface of the goods in question (8§ 36).

u 03/12/2019, T-658/18, DEVICE OF A CHECKERED GINGHAM PATTERN (fig.),
EU:T:2019:830, § 36

Non-distinctive — Mere promotional and laudatory message — Figurative mark used as logo
attached to textiles — Irrelevance of the particular use of the sign

The collocation of the capital letter ‘I’, which corresponds to the English personal pronoun of the
first person in the singular, and a heart, which is commonly used as a symbol of the verb ‘love’,
form a simple, clear and unambiguous idiomatic expression meaning ‘I love’ (not disputed). The
relevant public will perceive the contested mark immediately and exclusively as a laudatory
advertising message, which expresses a preference or affection for the goods (§ 62). The
evidence submitted by the invalidity applicant demonstrates a widespread use of the sign
throughout the EU in diverse formulae and combinations at the time of the application (8 55-56,
63). Consequently, the contested trade mark is neither striking nor original, requiring at least some
interpretation or the setting-off of a cognitive process in the minds of the public. The relevant
public does not perceive the sign beyond its obvious advertising message or as an indication of
the commercial origin of the goods (8 63-64).

The fact that the contested trade mark is affixed to the goods as a logo or in accordance with the
identification practices of the clothing sector does not invalidate this finding (§ 88). The mark must
be assessed as it was filed, not as it is used (§ 90). The applicant filed the mark applied for without
adding a description to restrict the scope of protection to a logo or a label and without specifying
where the mark might be positioned on its products. It is therefore not possible to assess the
distinctive character of the contested trade mark in relation to a particular use (03/12/2019,
T-658/18, DEVICE OF A CHECKERED GINGHAM PATTERN (fig.), EU:T:2019:830, § 36) (§ 90).

I ' 12/02/2021, T-19/20, | love (fig.), EU:T:2021:17, § 55-56, 62-64, 88, 90

Non-distinctive — Assessment of distinctive character — Mere promotional and laudatory
message — Impact of particular method of use — Applicant’s burden of proof

A sign which is immediately and without further reflection understood by the relevant public as a
typical clear and unambiguous promotional message for the goods and services applied for (8 34)
is devoid of distinctive character (8 34, 50). Where the EUTM applicant contests such a finding
made by the Office, it has to show that the sign will be interpreted differently and perceived by the
public to have a different meaning (8 40, 47).

The affixing of the sign to the goods according to the relevant and significant customs of the sector
concerned does not automatically lead the public to perceive that sign as an indicator of business
origin (8 56). The EUTM applicant has to show why a particular method of affixing the sign on the
goods would significantly alter the meaning and perception of the sign applied for (8 55).

21/04/2021, T-345/20, Men+, EU:T:2021:209, 6 34, 40, 47, 50, 55, 56
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Non-distinctive — Specific link between the meaning of the sign and the characteristics of
the goods — Descriptive of one of the characteristics of the designated goods

The English-speaking public of the EU (general consumers and professionals in the construction
sector) perceives the sign ‘MaxWear as a combination of the terms ‘max’ and ‘wear’. The element
‘max’ is understood as an abbreviation of the word ‘maximum’ and the element ‘wear’ as meaning,
inter alia, ‘deterioration through use’ or ‘sustainability during use’ (§ 26, 31). The sign is devoid of
distinctive character due to the fact that it is perceived, by a non-negligible part of the relevant
public, as being descriptive of one of the characteristics of the designated goods (floors and
flooring material), namely their durability in use (8§ 28-29, 31).

10/03/2021, T-99/20, MaxWear, EU:T:2021:120, § 26, 28-29, 31

Minimum degree of distinctive character — Not Descriptive

Since a thought process involving a number of steps is necessary to establish a link between the
sign Wave and the expressions ‘wave effects’ and ‘wavelength’ used in the market sector of
aguariums, the sign Wave cannot be considered descriptive of a characteristic of aquarium lights
in Class 11 (8 26-28). Therefore, the sign Wave is capable of indicating the commercial origin of
the goods and is not devoid of a minimum degree of distinctiveness (§ 29).

23/09/2020, T-869/19, Wave, EU:T:2020:447, § 29

Minimum degree of distinctive character — Not descriptive — No customary nature

The English word ‘body’ means ‘the complete physical form of a person or animal’ and the English
word ‘secrets’ means something which is ‘kept from knowledge or observation’ (§ 62). In their
usual meaning, those words are not laudatory (they do not refer to superior quality) (§ 63). The
evidence adduced in support of the application for a declaration of invalidity does not demonstrate
a direct link between the expression ‘body secrets’ and the goods at the time when the application
for registration of the contested mark was filed. Accordingly, the expression ‘body secrets’ will not
be perceived by the relevant English-speaking public as a promotional formula (8§ 23-24, 46-51,
64).

As the legality of BoA decisions must be assessed solely on the basis of the EUTMR and, in its
review of legality, the Court is not bound by the decision-making practice of the Office, the
applicant’s argument that the Court ought to take into account the Office’s decision concerning
the application for registration of the sign ‘BEAUTY SECRETS’ cannot succeed. In any event, the
expressions ‘beauty secrets’ and ‘body secrets’ do not have the same marketing value and are
not interchangeable expressions, insofar as, when faced with goods bearing the mark
‘BODYSECRETS’, a consumer will not be attracted by the suggestion that those goods will be
special and capable of producing enhancing effects rarely found in other products on the market
(8 32, 66-67).

The reference to the words ‘body secrets’, always used in conjunction with other words in the
tittes of magazine articles adduced by the invalidity applicant as evidence, does not lead to the
conclusion that, when confronted with the contested mark, the relevant public would perceive it
immediately and without further thought as a description of the goods covered by it or of one of
the goods’ characteristics (8 77-83).

The customary nature of the expression ‘body secrets’ for beauty, cosmetic and fashion products
was not established at the time of the filing (§ 91-92).

BODYSEC’)_{: | 8 14/07/2021, T-810/19, BODYSECRETS (fig.), EU:T:2021:460, § 32, 62-
63, 66-67, 77-83, 91-92
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Non-distinctive — Applicant’s burden of proof for intrinsic distinctive character

Since the applicant claims that the trade mark applied for is distinctive, it is for the applicant to
provide specific and substantiated evidence that it has an intrinsic distinctive character, since it is
much better placed to do so, given its thorough knowledge of the market (8 46).

11/09/2019, T-649/18, transparent pairing, EU:T:2019:585, § 46

Non-distinctive — Assessment of distinctive character — Probative value of web pages

The evidence submitted by the applicant relating to the geographical distribution of the audiences
of the websites mentioned by the examiner, as well as post-dating the filing date of the application
for registration, does not make it possible to draw conclusions about the relevant public, namely
English-speaking professionals and the English-speaking general public in the EU. This is
because, as the applicant states itself, no indication of the number of visitors to each site is given
(8 54).

13/10/2021, T-523/20, Blockchain Island, EU:T:2021:691, § 54

Non-distinctive — Assessment of distinctive character — Irrelevance of circumstances
outside of the right conferred by the trade mark

Circumstances outside of the right conferred by the EU trade mark, such as the price of the
products for which the mark is applied, are not subject to registration and consequently cannot
be taken into account in the course of the assessment of the distinctive character of a mark
(12/09/2007, T-358/04, Mikrophon, EU:T:2007:263, § 34 and case-law cited) (§ 34).

09/09/2020, T-81/20, Darstellung eines Rechtecks mit drei farbigen Segmenten (fig.),
EU:T:2020:403, § 34

Non-distinctive — ‘Family of marks’ concept not applicable within absolute grounds for
refusal

The ‘family of marks’ concept does not apply to absolute grounds for refusal, but only to relative
grounds for refusal. Therefore, the BoA had to assess whether the mark was distinctive in the
light of its inherent characteristics without taking into consideration the other allegedly similar
marks the applicant was the proprietor of (§ 53).

12/03/2019, T-463/18, SMARTSURFACE, EU:T:2019:152, § 53

Name of a historical building — Assessment of distinctive character

The names of historical buildings or museums are not, in principle, excluded from signs that may
constitute an EUTM (8§ 20). The distinctiveness of such a mark does not depend upon whether or
not the EUTM applicant owns that historical building (8 39). A sign does not need to be fanciful to
possess a minimum degree of distinctive character (8 40). In principle, the public can perceive in
a sign consisting of a name of a known historical building at the same time a reference to that
building and an indication of the commercial origin of the designated goods (8 42). The goods’
place of sale does not, as such, designate specific characteristics, qualities or features of those
goods (8 27). The goods’ possible souvenir function is not an objective characteristic inherent in
the nature of the product (8§ 28).

24/03/2021, T-93/20, Windsor-Castle, EU:T:2021:164
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Assessment of inherent distinctive character — The actual use of the contested mark is
irrelevant — A combination of allusive or suggestive elements constitutes a creation that,
in fact, includes a certain fanciful element

The actual use of the contested mark has no effect on its inherent distinctive character, which
must be assessed solely in the light of the representation of it provided with the application for
registration (8 73).

The combination of elements communicating allusions and suggestions rather than factual
statements, as in the contested mark, constitutes a creation that, in fact, includes a certain fanciful
element (8§ 80).

Makeblxck

02/03/2022, T-86/21, Makeblock (fig.), EU:T:2022:107, § 73, 80

Assessment of distinctive character — Irrelevance of LOC

The question whether a sign or a component of a sign has distinctive character does not depend
on whether there is a likelihood of confusion within the meaning of Article 8(1)(b) EUTMR, but on
whether that sign or element can serve as an indication of the commercial origin of the goods or
services in question. In other words: the distinctive character of the earlier sign or the matching
elements is a prerequisite for the existence of a LOC, but cannot be its consequence. Thus, the
argument based on the existence of a LOC is completely irrelevant for the purposes of proving
the distinctive character of the green arc and, consequently, of the mark applied for (§ 43, 44).

bet-at-home o, 6/>022 T.640/21, bet-at-home (fig.), EU:T:2022:408

Assessment of distinctive character — Irrelevance of LOC

LOC is not a relevant factor for the purposes of assessing the absolute grounds for refusal under
Article 7(1)(b) and (d) EUTMR. The applicant clearly confused the application of the absolute
grounds for refusal set out in Article 7 EUTMR, with that of the relative ground for refusal set out
in Article 8(1)(b) EUTMR (8 65).

13/07/2022, T-369/21, uni (fig.), EU:T:2022:451

Non-distinctive — Assessment of distinctive character — Well-known facts

As regards the applicant's argument that the BoA did not adduce any evidence to support its
findings that the terms 'electronic technology' and 'e-tech' have lost any capacity to distinguish
the services in question, it should be noted that the BoA's findings are based on an understanding
on the part of the relevant public which may be regarded as a well-known fact, namely a fact of
which everyone is aware or which could be inferred from generally accessible sources. The terms
‘electronic technology’ and ‘e-tech’ are particularly broad. They may serve as a basis for the
labelling of a range of services which is so broad, that the relevant public will not be able
spontaneously to associate a service labelled with one of those terms with a particular
undertaking. For the relevant public, those terms are not capable of indicating a concrete
commercial origin (8§ 33).

14/09/2022, T-737/21, E-tech, EU:T:2022:544

Non-distinctive — Method of use — Sign placed on a label

The judgement (12/09/2019, C-541/18, #darferdas?, EU:C:2019:725) does not establish a
general rule by which a sign can be registered in the clothing and related sectors merely by virtue
of being placed on a label inside the goods (8§ 56). Such placement does not automatically mean
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that the relevant public perceives a sign as an indication of commercial origin, instead accepting
such a position would circumvent the absolute ground for refusal enshrined in Article 7(1)(b)
EUTMR (8 57).

15/03/2023, T-178/22, Fucking awesome, EU:T:2023:131

Assessment of distinctive character — Need to assess the mark as a whole

Distinctive character of a composite mark may be assessed, in part, in respect of each of its
elements, taken separately, but that assessment must, in any event, be based on the overall
perception of that trade mark by the relevant public and not on the presumption that elements
individually devoid of distinctive character cannot, on being combined, present such character
(8 38).

24/05/2023, T-477/21, SHAPE OF AN INHALER (3D), EU:T:2023:280

Distinctive — Not descriptive — Mark associated with a fictitious character — Overlap
between copyright and trade mark protection

The fact that the contested mark is associated with a fictitious character does not, in itself, make
it possible to rule out that that mark can also serve as an indication of origin (§ 32). Moreover, the
existence of copyright protection does not preclude the sign from being protected under trade
mark law (8 44).

The evidence put forward by the invalidity applicant was insufficient to show that the relevant
public would not associate the Batman character with the EUTM proprietor, that the mark was
associated with another commercial origin (8§ 42), or that the relevant public would perceive the
mark as a reference to the fact that the goods in question contain a depiction of the Batman
character (8§ 53).

07/06/2023, T-735/21, DEVICE OF A STYLISED DEPICTION OF A BLACK BAT INSIDE A
WHITE OVAL FRAME (fig.), EU:T:2023:304

Assessment of distinctive character — Perception of a sign — Outline of afigure

If the subtlety of the outline of a figure requires some imagination or fantasy on the part of
consumers in order to associate that outline with the figure of a teddy bear, it will not necessarily
be perceived as such by all consumers. That conclusion cannot be called into question by the
fact that the contested sign is intentionally communicated to the relevant public as representing a
teddy bear. The examination as to absolute grounds for refusal cannot be dependent on the
commercial intentions, whether carried out or not, and naturally subjective, of the trade mark
proprietors (§ 54, 55).

26/07/2023, T-591/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:433

Assessment of distinctive character — No impact of the Vienna Agreement’s classification

The classification of a sign under the Vienna Agreement cannot affect the scope of protection of
a mark or the assessment of the perception of the mark by the relevant public. This classification
is intended to serve exclusively administrative purposes (8 57, 58).

26/07/2023, T-591/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:433

Assessment of distinctive character — No direct connection between the sign and jewellery
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Although jewellery may take a variety of shapes, including that of animals, it cannot be established
that the relevant public will associate the motif of a bear with items of jewellery. The shape of a
teddy bear relates to a different category of goods (i.e. toys for children). It cannot be associated
by consumers with jewellery (8 62, 63).

26/07/2023, T-591/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:433

Non-distinctive — Composite sign

The distinctiveness of a composite sign must be considered globally. However, this does not
preclude a prior examination of its individual components (8 36-37). A component of a composite
sign can be both decorative and functional (§ 40).

06/09/2023, T-277/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN ROT UND WEISS
AUF EINER QUADERFORMIGEN VERPACKUNG, EU:T:2023:498

06/09/2023, T-276/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN WEISS,
MITTELROT UND DUNKELGRUN AUF EINER OQUADERFORMIGEN VERPACKUNG,
EU:T:2023:497

Non-distinctive — Mere promotional message — Non-specific characteristic

The mere fact that the semantic content of the word sign applied for does not convey any
information about the nature of the goods concerned is not sufficient to make that sign distinctive.
For a finding that there is no distinctive character, it is sufficient that the semantic content of the
sign in question indicates to the consumer a characteristic of the goods or services which, whilst
not specific, comes from promotional or advertising information that the relevant public will
perceive first and foremost as such, rather than as an indication of the commercial origin of the
goods and services in question (§ 26, 41).

ENDURANCE|18/10/2023, T-566/22, ENDURANCE (fig.), EU:T:2023:655

Non-distinctive — Assessment of distinctive character in connection with the
characteristics of the goods

The fact that the trade mark applied for has several meanings may be relevant for determining its
distinctiveness. Firstly, the meanings of the words ‘absolute’ and ‘flow’ in German is irrelevant, as
the perception of the trade mark applied for must be assessed in relation to the relevant English-
speaking public. Secondly, while the word ‘flow’ has various meanings, including the colloquial
meaning of a certain state of mind or concentration, the distinctiveness of the trade mark applied
for must be assessed in relation to the goods for which protection is sought, namely devices and
sensors for measuring the flow and volume of liquid hydrogen (§ 25-28).

10/11/2023, T-21/23, ABSOLUTEFLOW

Non-distinctive — Assessment of distinctive character - EUTM applicant’s burden of proof

Itis up to the EUTM applicant, who relies on its distinctive character and has a precise knowledge
of the market in question, to provide specific and substantiated information proving that the trade
mark has inherent distinctive character or has acquired distinctive character through use, as it is
best placed to do so (§ 34).

15/11/2023, T-35/23, YOUR PERFORMANCE PLUS, EU:T:2023:718

Non-distinctive — Reference to ingredients of a foodstuff
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Where the ingredients of a foodstuff play a role in characterising that foodstuff, the indication of
such an ingredient in a trade mark creates a direct link with the goods at issue in the minds of the
relevant public (§ 27).

20/12/2023, T-189/23, my mochi (fig.), EU:T:2023:853

Non-distinctive — Assessment of inherent distinctive character — Irrelevance of successful
use of the mark on the relevant market

The circumstance that the contested mark has been used successfully on the relevant market is
not a relevant factor in the context of the application of Article 7(1)(b) EUTMR (8 55).

17/01/2024, T-60/23, llovepdf, EU:T:2024:9

Non-distinctive — Trade mark registered in Member States and third countries

The mere fact that the contested mark is registered in Denmark and in the UK does not imply that
the mark applied for has distinctive character for the relevant public throughout the EU. On
account of linguistic, cultural, social or economic differences between Member States, a sign
which is devoid of distinctive character in one State may not be devoid of distinctive character in
another State (8§ 43).

21/02/2024, T-92/23, DESIGNERS TRUST, EU:T:2024:107

Non-distinctive — Assessment of distinctive character — Several meanings

The application of Article 7(1)(b) EUTMR is not precluded by the fact that the trade mark applied
for, or the words of which it consists, may have other meanings (§ 31).

13/03/2024, T-243/23, MORE-BIOTIC, EU:T:2024:162

Non-distinctive — Irrelevance of the actual use of the sign

Actual use cannot have any influence on the inherent distinctiveness of the trade mark, which is
to be assessed solely on the basis of the representation submitted with the application. Actual
use is only to be assessed in the context of Article 7(3) EUTMR (8§ 44).

13/03/2024, T-243/23, MORE-BIOTIC, EU:T:2024:162

3.2 RELEVANT PUBLIC AND LEVEL OF ATTENTION

Distinctiveness threshold — Relevant public

The fact that the relevant public is a specialist public cannot have a decisive influence on the legal
criteria used to assess the distinctive character of a sign (8 14).

07/05/2019, T-423/18, vita, EU:T:2019:291, § 14

Distinctiveness threshold — Relevant public’s level of attention

A mark must allow the relevant public to distinguish the products covered by that mark from those
of other undertakings without paying particular attention, so the distinctiveness threshold
necessary for the registration of a mark cannot depend on the public’s level of attention (8§ 17).

O
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Distinctiveness threshold — Relevant public’s level of attention

Neither the relevant public’s level of attention nor the fact that the relevant public is a specialist
one is decisive for assessing whether a sign has distinctive character. Although it is true that the
level of attention of the specialist public is, by definition, higher than that of the general public, it
does not necessarily follow that a weaker distinctive character of a sign is sufficient where the
relevant public is a specialist one (§ 28).

13/10/2021, T-523/20, Blockchain Island, EU:T:2021:691, § 28

English-speaking part of the EU — Not exclusively countries with English as their official
language

The English-speaking part of the EU does not only consist of the countries in which English is an
official language, but also of those in which, at the very least, English is widely understood, which
includes, in particular, Denmark, the Netherlands, Finland and Sweden (8 35).

The mark applied for therefore conveys a message which is capable of setting off a cognitive
process in the minds of the relevant public making it easy to remember and which is consequently
capable of distinguishing the applicant’s goods from goods which have another commercial origin
(8 46).

20/01/2021, T-253/20, It’s like milk but made for humans, EU:T:2021:21, § 35, 46

Distinctiveness threshold — Relevant public’s level of attention

The distinctiveness threshold necessary for registration of a mark cannot depend on the public’s
level of attention (8 43).

29/07/2022, T-51/22, FORME DE PRESSE AGRUMES (3D), EU:T:2022:490

Non-distinctive — Irrelevance of the accuracy of the sign’s translation into the language of
the proceedings

It is irrelevant whether the BoA correctly translated the word mark from English into German.
Since German was only the language of the proceedings, the conclusions as to how the English-
speaking public understands that phrase are not affected by the accuracy of its translation into
German, as long as those conclusions are objectively correct. The finding that the mark applied
for will be perceived by the relevant public as a whole as an advertising statement is not a question
of the translation of the slogan, but rather a question of the relevant public’s perception (§ 34).

15/03/2023, T-133/22, The future is plant-based, EU:T:2023:129

Non-distinctive — Shape of the product — Level of attention of professional consumers

Even though the level of attention of professional consumers is above average, considering the
case-law — according to which the public is not necessarily accustomed to immediately perceive
a sign as an indication of the commercial origin of the product when it merges with the appearance
of the product it has been applied for — the level of attention must be assumed to be only slightly
higher than average (§ 27).

06/09/2023, T-277/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN ROT UND WEISS
AUF EINER QUADERFORMIGEN VERPACKUNG, EU:T:2023:498

06/09/2023, T-276/22, POSITIONSMARKE BESTEHEND AUS DEN FARBEN WEISS,
MITTELROT UND DUNKELGRUN AUF EINER QUADERFORMIGEN VERPACKUNG,
EU:T:2023:497
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3.3 (LACK OF) DISTINCTIVE CHARACTER OF THE SIGN IN QUESTION
3.3.1 Word signs
3.3.1.1 Titles of books

[No key points available yet.]

3.3.1.2 Single letters

[No key points available yet.]

3.3.1.3 Prefix or suffix

Non-distinctive — Prefix

According to existing case-law, use of the verbal element ‘bio’ as a prefix or suffix has acquired a
highly suggestive connotation, which may be perceived in different ways according to the product
offered for sale. However, in general, it refers to the idea of environmental protection, the use of
natural materials or ecological manufacturing processes (8§ 48). Where a sign provides the
relevant public with information regarding the content of the goods, it does not indicate their
commercial or industrial origin and cannot therefore be regarded as being distinctive (8 77).

05/06/2019, T-229/18, Biolatte, EU:T:2019:375, § 77

3.3.1.4 Abbreviations

Non-distinctive — Abbreviation

The word mark ‘Fi Network’ is devoid of distinctive character. The term ‘network’ lacks distinctive
character and the term ‘fi’ is understood as abbreviation of ‘fast infoset’ which is a standard system
of file compression and will be associated with goods and services such as electrical devices and
telecommunications by the relevant public (8 34, 35, 39).

11/07/2019, T-601/18, Ei Network, EU:T:2019:510, § 34-35, 39

Non-distinctive — Term with an immediately comprehensible meaning

The term ‘pro’ (e.g. in the expression ‘proassist’) is immediately understood by the relevant public
as meaning ‘professional’ in the context of specialised services (8 41-42, 44-45).

23/05/2019, T-439/18, ProAssist, EU:T:2019:359, § 41-42, 44-45

3.3.1.5 Slogans

Non-distinctive — Mark comprising advertising slogans

Concise formulations and the repetition of some of the words making up a trade mark, like the
element ‘more’, are commonly used in advertising to make slogans stronger and cannot suffice
to endow the mark with striking features and make it easier to memorise for the relevant public
(8 29).

03/04/2019, T-555/18, See More. Reach More. Treat More., EU:T:2019:213, § 28-29
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Non-distinctive — Mark comprising advertising slogans

Although the CJ clarifies certain questions relating to the acceptability of slogans as trade marks,
in the Vorsprung durch Technik judgment (21/01/2010, C-398/08 P, Vorsprung durch Technik,
EU:C:2010:29), the case-law cannot and should not be read as suggesting that any promotional
phrase can now be registered as a trade mark simply because it is presented in the form of an
advertising slogan (8 31-36).

13/05/2020, T-49/19, Create delightful human environments, EU:T:2020:197, 8 31-36

Non-distinctive — Mark comprising advertising slogans

All marks made up of signs or indications that are also used as advertising slogans convey, by
definition, to a greater or lesser extent, an objective message, even a simple one, and can still be
capable of indicating to the consumer the commercial origin of the goods or services, in particular
where those marks are not merely an ordinary advertising message, but possess a certain
originality or resonance, requiring at least some interpretation or setting off a cognitive process.
(21/01/2010, C-398/08 P, Vorsprung durch Technik, EU:C:2010:29, 8§ 56-57; 25/05/2016,
T-422/15 & T-423/15, THE DINING EXPERIENCE (fig.), EU:T:2016:314, § 48) (8 27).

08/07/2020, T-696/19, Moins de migraine pour vivre mieux, EU:T:2020:329, § 27
08/07/2020, T-697/19, Weniger Migrane. Mehr vom Leben, EU:T:2020:330, 8§ 27

Non-distinctive — Mark consisting of a single word — Slogan mark

Even a sign consisting of a single word which is clearly laudatory is capable of constituting a
promotional formula that is unfit to identify the commercial origin of the products and services it
designates (§ 24-27, 37).

08/07/2020, T-729/19, Favorit, EU:T:2020:314, § 24-27, 37.

Non-distinctive — Slogan

The contested mark ‘WE DO SUPPORT’, designating ‘technical support services in the field of
computer software’ in Class 42, would immediately be understood by the relevant public as
meaning ‘we provide support’. It is likely to be perceived by the relevant public as indicating that
it may find and obtain customer support services in the field of computer software from the holder
of that mark (§ 34, 50).

The combination of common English words in a single sign, which is in conformity with the rules
of English grammar, conveys a clear and unequivocal message which is immediately apparent
and does not require any interpretative effort on the part of an English-speaking consumer (§ 35).

The word ‘we’, when it is used in slogans, generally refers to the provider of services. Accordingly,
it cannot be claimed that the presence of that word in the contested mark causes a personalisation
giving the impression that it is the services that assist and thereby contributes to strengthening
the distinctive character of that mark (§ 37).

The mere lack of information in the mark applied for concerning the manner in which the services
atissue are provided or their objective cannot be sufficient to make it distinctive. Since the relevant
public is not very attentive to a sign whose semantic content is merely promotional information of
a more general nature, it will not take the time either to enquire into the sign’s various possible
functions or mentally to register it as a trade mark (8 38).

13/07/2022, T-634/21, We do support, EU:T:2022:459

Non-distinctive — Slogan
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All marks made up of signs or indications that are also used as advertising slogans, indications
of quality or incitements to purchase the goods or services covered by those marks convey by
definition, to a greater or lesser extent, an objective message, even a simple one, and can still be
capable of indicating to the consumer the commercial origin of the goods or services in question.
That can be the position, in particular, where those marks are not merely an ordinary advertising
message, but possess a certain originality or resonance, requiring at least some interpretation by
the relevant public, or setting off a cognitive process in the minds of that public (8 16).

‘Together.forward.” conveys a simple, clear and unequivocal message which will be perceived as
an advertising slogan praising the goods at issue. Contrary to the mark at issue in the judgment
of 21/01/2010, C-398/08P, Vorsprung durch Technik, EU:C:2010:20, the meaning of
‘Together.forward.” does not constitute a play on words which could be perceived as imaginative,
surprising or unexpected. The meaning of the sign ‘Together.forward.’ is not such as to confer
any particular originality or resonance on it, to require at least some interpretation or to trigger a
cognitive process, notwithstanding the fact, that that mark does not contain any verb and that the
word ‘together’ is positioned before the word ‘forward’ (§ 17-22).

05/10/2022, T-500/21, Together.forward., EU:T:2022:609

Non-distinctive — Slogan — Laudatory message

For the English-speaking public in the EU, the expression ‘sustainability through quality’ is
consistent with English grammar and syntax rules. While very slight nuances are possible in its
understanding, this fact in no way implies that its meaning is vague, imprecise or ambiguous
(8 39). The mark applied for highlights general and laudatory positive features of the goods and
services claimed. It makes it unmistakably clear to its English-speaking consumers that they can
expect a higher quality and sustainability of those goods and services, with the result that their
impact on the environment would be limited or that there would be no such impact (8§ 44).

Moreover, the CJ judgment of 21/01/2010, C-398/08 P, Vorsprung durch Technik, EU:C:2010:29
is not applicable by analogy. Unlike the trade mark ‘Vorsprung durch Technik’, the mark applied
for does not feature a play on words nor could it be perceived as imaginative, surprising and
unexpected and therefore memorable. (§ 52-54).

01/02/2023, T-253/22, Sustainability through quality, EU:T:2023:29

Non-distinctive — Slogan — Obvious promotional meaning

The word ‘we’, when used in slogans, generally refers to the service provider. As such, it has a
clear meaning and does not confer any originality on the sign in which it is included (§ 28).

The relevant public is not very attentive to a sign the semantic content of which is merely
promotional information of a rather general nature. It will not take the time either to enquire into
the various possible functions of the group of words or to commit it to memory as a trade mark
(8 31).

The slogan ‘other companies do software we do support’, made up in accordance with the rules
of English grammar and syntax has an obvious promotional meaning, the sole function of which
is to highlight the positive aspects of the services in question (Class 42) and to attract customers.
It does not display any originality or resonance that would require at least some interpretation by
the relevant public, nor would it set off a cognitive process in the minds of that public. Therefore,
it is not capable of indicating to the consumer the commercial origin of the services in question
(8 33, 35, 43, 44).

15/02/2023, T-204/22, Other companies do software we do support, EU:T:2023:76

Non-distinctive — Perception of the letter ‘B’ in a slogan
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The addition of the upper-case letter ‘B’ after the word ‘PLANET will be directly perceived by the
relevant public as a reference to an alternative planet (§ 40).

13/09/2023, T-324/22, BECAUSE THERE IS NO PLANET B, EU:T:2023:536

Non-distinctive — Prior use of a slogan

It is a well-known fact that the expression ‘because there is no planet B’ has been used as a
slogan in demonstrations against climate change or has been broadcast by several world-
renowned personalities (8§ 41). Therefore, it will be understood by the relevant public as referring
to the absence of an alternative planet and to the concept of sustainable development (8§ 45).

13/09/2023, T-324/22, BECAUSE THERE IS NO PLANET B, EU:T:2023:536

Non-distinctive — Mark comprising advertising slogans

13/05/2020, T-156/19, We're on it, EU:T:2020:200
15/11/2023, T-97/23, THE SCIENCE OF CARE, EU:T:2023:719

3.3.1.6 Laudatory marks

Non-distinctive — Mere laudatory message

The term ‘Armonie’, being the plural of the Italian word ‘armonia’, refers to the concepts of
‘proportionate correspondence’/‘adequate arrangement [of the elements] in a whole’. The ltalian-
speaking consumers could consider that the relevant products are primarily intended to create or
organise a pleasant place/environment insofar as it is harmonious (8 28). Furthermore, and taking
into account the simplicity of the sign itself, it also has a laudative character in terms of advertising,
being a mere promotional formula highlighting a positive quality of the products concerned (§ 29-
30).

05/02/2019, T-88/18, ARMONIE, EU:T:2019:58, § 29-30

Non-distinctive — Mere promotional message

The word mark Premiere is understood by the relevant public, at least in one of its possible
meanings, as a reference to first-class quality or premium characteristics of the goods or services
and therefore is understood as being a quality indication (8 45). A trade mark consisting of an
advertising slogan is to be regarded as non-distinctive if it is perceived by the relevant public only
as a simple advertising statement (8 44). It must therefore be examined whether the sign could
also be understood, beyond this indication of quality, as an indication of the commercial origin of
the goods or services in question, particularly because it is not confined to a common advertising
message, but possesses a certain originality or resonance requiring at least some interpretation
by the relevant public, or setting off a cognitive process in the minds of that public (§ 46).

The sign ‘Premiere’ does not contain any intrinsic characteristic such as to allow the assumption
that the sign, beyond its indication of quality or advertising message, is perceived as an indication
of commercial origin (8 47).

19/06/2019, T-479/18, Premiere, EU:T:2019:430, § 45-47

Non-distinctive — Mere promotional message

The verbal element, ‘eurolamp’, may provide information on the nature of the goods or their
geographical origin, but they cannot serve as an indication of the commercial origin (8 34). The
verbal elements ‘pioneers in new technology’ contain no unusual element and have no originality
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capable of endowing the sign with distinctive character. The relevant public will perceive the
expression as a mere promotional message (8 37-39). The mark applied for, taken as a whole, is
not greater than the sum of its parts (8§ 40-41). Thus, the mark is devoid of distinctive character
(8 42).

14/05/2019, T-465/18, EUROLAMP pioneers in new technology, EU:T:2019:327, § 34, 40-41, 42

Non-distinctive — Mere promotional and laudatory message

The fact that the word ‘free’ has a wide variety of possible meanings cannot call into question the
validity of the meaning accepted by the BoA, since a word sign must be refused registration under
Article 7(1)(b) EUTMR if at least one of its possible meanings designates a characteristic of the
goods or services (25/04/2013, T-145/12, Eco Pro, EU:T:2013:220, § 34) (§ 30).

The mark applied for conveys a promotional message and has a laudatory meaning because it
indicates to the consumer a positive characteristic, namely that the goods and services (related
to slimming, weight control, diet, food, beverages, nutrition, dieting, exercise, health, fithess,
recreation, lifestyle, eating habits and well-being) relate to, or are connected with, goods that are
free or clear from undesirable or harmful constituents. In addition, the word ‘free’ is commonly
used in trade as a generic laudatory term. It is therefore devoid of distinctive character (8 20, 35,
45, 47, 48).

12/07/2019, T-113/18, EREE, EU:T:2019:531, § 20, 30, 35, 45, 47, 48
12/07/2019, T-114/18, EREE, EU:T:2019:530, § 20, 30, 35, 45, 47, 48

Non-distinctive — Mere promotional and laudatory message

The relevant public perceives the term ‘moda’ in relation to the goods (building materials for
flooring and coverings) as a laudatory message of a promotional nature concerning a general
characteristic of those goods rather than as an indication of their commercial origin. The sign is
devoid of distinctive character (8 37-40).

12/07/2019, T-264/18, mo.da, EU:T:2019:528, § 37-40

Non-distinctive — Mere promotional and laudatory message — Non-negligible part of the
public

The term ‘xoxo’ will be understood as meaning ‘hugs and kisses’. This understanding is, in
particular, shown by the online dictionaries Urban dictionary and Internetslang (8§ 42). It is
irrelevant that perhaps only teenagers and very young women will attribute that meaning to the
sign ‘XOXQO’, since it is sufficient that a ground of refusal exists in relation to a non-negligible part
of the target public (§ 43). With regard to goods that are capable of being offered as gifts, the sign
will be perceived as a promotional message conveying feelings of love and affection. The sign is
thus devoid of distinctive character (§ 45-49).

13/05/2020, T-503/19, Xoxo, EU:T:2020:183, § 45-49

Non-distinctive — Assessment of distinctive character — Mere laudatory message

The word marks ‘doglover’ and ‘catlover’ are a mere invitation to purchase, an advertising or
laudatory statements and therefore are devoid of distinctive character in relation to nutritional
supplements, pet food and treats (Classes 5, 31). The B0oA is not obliged to provide evidence that
the sign applied for is capable of being a generic or otherwise common name to identify or
designate the relevant goods (8 33, 34).
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Whether an allusion to the benefits or advantages of the goods is more or less direct or indirect,
as the case may be, is irrelevant for the purpose of establishing the capacity of a trade mark to
indicate the commercial origin of the goods to the relevant public (§ 36).

08/11/2022, T-232/22, catlover
08/11/2022, T-231/22, doglover

Non-distinctive — Mere promotional message

The use of the somewhat vulgar intensifier ‘fucking’ does not make its combination with the word
‘awesome’ unusual or original, nor does the combined expression constitute a ‘play on words’
(8 50). It merely conveys a promotional message by way of very well-known informal language,
which does not set off any cognitive process (8§ 51-53).

15/03/2023, T-178/22, Fucking awesome, EU:T:2023:131

Non-distinctive — Mere promotional message

The contested mark is a clear indication to that public that the goods in question contain or may
contain natural ingredients or materials and that they are environmentally friendly. During the
short space of time in which the consumer is faced with a mark, they perceive the meaning of the
terms intuitively rather than in a linguistically scientific way. The consumer will therefore
understand the sign at issue in the most obvious way, that is, as a positive message about the
qualities of the goods concerned (8§ 54-56).

12/07/2023, T-772/22, Back-2-nature, EU:T:2023:394

Non-distinctive word signs comprising a mere promotional or laudatory message

24/09/2019, T-749/18, ROAD EFFICIENCY, EU:T:2019:688, § 16, 34
15/10/2019, T-434/18, ULTRARANGE, EU:T:2019:746

20/03/2019, T-760/17, Triotherm+, EU:T:2019:175, § 36

12/12/2019, T-54/19, BIANCOFINO, EU:T:2019:893, § 38-40, 47
11/09/2019, T-649/18, transparent pairing, EU:T:2019:585, § 28
13/02/2020, T-8/19, Inventemos el futuro, EU:T:2020:66, § 48-49
06/09/2023, T-658/22, SMART!, EU:T:2023:517

Non-distinctive — Mere promotional and laudatory message

Since the relevant public is not very attentive if a sign does not immediately indicate to it the origin
or intended purpose of the object of its intended purchase, but rather gives it purely promotional
and abstract information, it will not take the time either to enquire into the various possible
meanings of the expression constituting the sign applied for or to memorise it as a trade mark.
‘AMAZING AIR’ would be perceived by the relevant public as a mere promotional slogan intended
to highlight the positive characteristics of "air purifiers’ in Class 11 (8§ 28-29).

31/01/2024, T-269/23, AMAZING AIR, EU:T:2024:44

Non-distinctive — Merely promotional message

The promotional meaning of the contested mark overshadows any indication of the commercial
origin of the goods and services, so the trade mark will not be memorised by the relevant public
as an indication of origin. There is a sufficiently concrete and direct link between the semantic
content of the sign and the goods and services (§ 34).

13/03/2024, T-243/23, MORE-BIOTIC, EU:T:2024:162
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3.3.1.7 Other

Non-distinctive word signs

25/06/2020, T-379/19, Serviceplan, EU:T:2020:284
25/06/2020, T-380/19, Serviceplan solutions, EU:T:2020:285
23/09/2020, T-36/19, ElitePartner, EU:T:2020:425
10/02/2020, T-341/20, Radioshuttle, EU:T:2021:72
28/06/2022, T-704/21, Trusted Handwork (Order)

3.3.2 Figurative marks
3.3.2.1 Commonplace figurative elements

Non-distinctive — Expression with an immediately comprehensible meaning

The figurative mark ‘Simply. Connected.” is not understood as two separate and independent
words but as an expression with an immediately comprehensible meaning (8 62). In view of the
obvious meaning, the typographical features, such as the fact that the words stand above and
below one another, and the presence of upper-case letters and a full stop, are not pertinent (§ 63).
The global assessment confirms the dominant position of the verbal elements compared to the
figurative elements that are devoid of distinctive character (§ 99-100).

—

%

Simply.
Connected.

_J28/03/2019, T-251/17 and T-252/17, Simply. Connected. (fig.), EU:T:2019:202,
8 62-63, 99-100

Non-distinctive — Slogan

The mark applied for does not have any particular originality or significance and does not require
a minimum interpretative effort or trigger any particular cognitive process on the part of the
relevant public. Rather, it is merely an ordinary advertising slogan according to which the goods
and services make people more intelligent.

-
getsmarte

1 08/05/2019, T-473/18, getsmarter (fig.), EU:T:2019:315, § 38

Non-distinctive — Laudatory mark
The laudatory message is reinforced by the drawing of the diamond (8§ 23-39).

v' DIAMOND CARD .
17/01/2019, T-91/18, DIAMOND CARD (fig.), EU:T:2019:17, § 23-39

Non-distinctive — Laudatory mark

The mark will be understood merely as a laudatory message, namely that the goods cater to the
welfare and safety of animals (§ 19-23). The figurative element (a heart that will be interpreted by
the public in light of the verbal elements) does not give any distinctive character to the mark
applied for (§ 24-25).

TAKE

[:\AB[ 24/01/2019, T-181/18, TAKE CARE (fig.), EU:T:2019:30, § 19-25
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Non-distinctive laudatory figurative signs

10/10/2019, T-832/17, achtung! (fig.), EU:T:2019:2; 03/09/2020, C-214/19 P,
achtung ! (fig.), EU:C:2020:632

14/05/2019, T-466/18, EUROLAMP pioneers in new technology (fig.), EU:T:2019:326

PICK

WIN 09/04/2019, T-277/18, PICK & WIN MULTISLOT (fig.), EU:T:2019:230

ONE-OFF 1010612020, T-707/19, ONE-OFF (fig.), EU:T:2020:251

1 25/11/2020, T-882/19, AlAA! (fig.), EU:T:2020:558

Non-distinctive — Sign of extreme simplicity — Basic geometric shapes

A sign of extreme simplicity, representing a basic geometric form or diverging from it only in a
negligible way, does not permit the identification of the good or service for which registration is
sought as originating from a specified undertaking. Such a sign, unless it has acquired distinctive
character through use, is not capable of transmitting a message about the commercial origin that
will be memorised by the relevant public, but will be perceived as exercising a purely ornamental
or decorative function (8 57-58). The fact that the mark applied for consists of part of a mark that
is already registered is irrelevant (§ 64).

28/03/2019, T-829/17, RAPPRESENTAZIONE DI UNA FORMA CIRCOLARE,
FORMATA DA DUE LINEE OBLIQUE SPECULARI E LEGGERMENTE INCLINATE DI COLORE
ROSSO (fig.), EU:T:2019:199, § 57-58, 64

Non-distinctive — Sign of extreme simplicity

The mark is excessively simple. The fact that the sign does not represent a geometrical form is
irrelevant (8§ 23-25). No aspect of the sign may be easily and instantly remembered, even by the
most attentive relevant public, nor allow it to be immediately perceived as an indication of the
commercial origin of the goods and services (8§ 26-27). The trade mark applied for will be
perceived exclusively as a decorative element (§ 28).

-——- 04/04/2019, T-804/17, DARSTELLUNG VON ZWEI| SICH GEGENUBERLIEGENDEN
BOGEN (fig.), EU:T:2019:218, § 23-25, 28

Non-distinctive — Sign consisting solely of a colour representation of an octagonal polygon

The circumstance that a sign that does not represent a basic geometrical figure as such, does
not suffice to support the view that it has the minimum distinctive character necessary to be
registered as an EU trade mark (8§ 28). A sign consisting solely of a colour representation of an
octagonal polygon does not have any striking features that would be perceived immediately as
an indication of the commercial origin of the goods by the relevant public (8§ 29).

'06/06/2019, T-449/18, ACHTECKIGES POLYGON (fig.), EU:T:2019:386, § 28-29
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Non-distinctive — Excessively simple sign

An excessively simple sign is not in itself capable of conveying a message which consumers can
remember, so that they will not regard it as a trade mark unless it has acquired distinctiveness
through use. The green arc in the mark applied for is a simple geometric shape with an ornamental
or decorative function, which emphasizes the verbal elements. It is neither conspicuous nor has
a lasting impression on the relevant public. That finding is not called into question by the use of
the colour green, which is a colour frequently used in trade for advertising and marketing purposes
(8 38-40).

bet-at-home ,o,6/7022 T-640/21, bet-at-home (fiq.), EU:T:2022:408

Distinctive character

There is no sufficiently direct and specific link between the EUTM ‘UNI’ and the goods at issue
(‘writing instruments including correction pens’ in Class 16) that would enable the relevant public,
immediately and without further thought, to perceive a reference to those goods. The public likely
to perceive the term ‘uni’ as an abbreviation of the word ‘university’ must make a mental effort
involving several steps. In so far as it means ‘unicolour’, it is difficult to perceive the term ‘uni’ as
denoting one of the characteristics of the goods at issue unable to indicate the commercial origin
of those goods (8§ 37, 38, 49).

-
WIRRBR |3/57/2022. T-369/21, uni (fig.). EU:T:2022:451

Non-distinctive — Simple figurative sign — Combination of lines in black and white

A sign which is excessively simple and is constituted by a basic geometrical figure, such as a
circle, a line, a rectangle or a conventional pentagon, is not, in itself, capable of conveying a
message which consumers will be able to remember, with the result that they will not regard it as
a trade mark unless it has acquired distinctive character through use (8 17). However, it cannot
be inferred from this that a mark is distinctive merely because it does not represent a basic
geometric figure or an excessively simple shape. The mark must also have aspects which may
be easily and instantly memorised by the relevant public and which would make it possible for
that sign to be perceived immediately as an indication of the commercial origin of the goods it
covers (8§ 18).

Combination of black and white colour is commonplace, with the result that it cannot, by itself,
confer on the marks a characteristic likely to be perceived by the relevant public as an indication
of the origin of the goods at issue (8§ 22).

Considered as a whole, the marks applied for do not represent more than the sum of black and
white lines of which they are composed. Since those lines are not likely to present aspects, or
communicate a message, which would be easily and instantly memorised by the relevant public,
the marks will be perceived by the relevant public as having a decorative purpose and are devoid
of any distinctive character (8 26, 29).

SN 05/10/2022, T-501/21, DEVICE OF A COMBINATION OF LINES IN BLACK AND WHITE
(fig.), EU:T:2022:610

See also: %05/10/2022, T-502/21, DEVICE OF A COMBINATION OF LINES IN BLACK AND
WHITE (fig.), EU:T:2022:611

Non-distinctive — Sign of extreme simplicity
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The cases of great simplicity of a sign are not limited to basic geometric figures, and the fact that
a sign does not represent a geometric shape is not in itself sufficient for the sign to be considered
as having the minimum degree of distinctiveness (§ 21). The sign applied for is a very simple
shape, with no easily and immediately memorable characteristic that can enable it to be perceived
immediately as an indication of the commercial origin of the services at issue (§ 27).

‘ 13/09/2023, T-745/22, DARSTELLUNG EINER GESCHWUNGENEN WEISSEN LINIE IN
EINEM DUNKLEN QUADRAT (fig.), EU:T:2023:545

Non-distinctive — Basic geometric figures

The contested sign will be perceived as a commonplace representation of a square inside a
rectangle, which is not unusual, visually eye-catching or easy to memorise, irrespective of how
they are arranged and, therefore, it will not be remembered as an indication of commercial origin
(8 44-46).

Non-distinctive figurative signs

05/09/2019, T-753/18, #BESTDEAL (fia.), EU:T:2019:560
MOt 55 50/11/2019, T-101/19, imot .bg (fig.), EU:T:2019:793

07/02/2024, T-591/22, DEVICE OF A SQUARE IN A RECTANGLE (fig.), EU:T:2024:66

11/09/2019, T-34/19, PRODUCED WITHOUT BOILING SCANDINAVIAN DELIGHTS
ESTABLISHED 1834 FRUIT SPREAD (fig.), EU:T:2019:576

. 26/09/2019, T-663/18, Soba JAPANESE FRIED NOODLES (fig.), EU:T:2019:716

BRO

St 23/09/2020, T-522/19, BBO BARBECUE SEASON (fig.), EU:T:2020:443

( ~22/10/2020, T-833/19, DARSTELLUNG EINER GEOMETRISCHEN FIGUR (fig.),
EU:T:2020:509

goclean :
30/06/2021, T-290/20, Goclean (fig.), EU:T:2021:405

) Cash APP 50/10/2021, T-210/20, $ Cash App (fiq.), EU:T:2021:711
) Cash AP 50/10/2021, T-211/20, $ Cash App (fig.), EU:T:2021:712

: 19/01/2022, T-270/21, PURE BEAUTY (fig.), EU:T:2022:12

3.3.2.2 Typographical symbols

Non-distinctive — Symbols of the euro and of the dollar

156


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-745%2F22
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-745%2F22
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-591%2F22
https://euipo.europa.eu/eSearchCLW/#basic/*///number/753%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-101%2F19
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-34%2F19
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-34%2F19
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-663%2F18
https://euipo.europa.eu/eSearchCLW/#basic/*///number/522%2F19
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-833%2F19
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-290%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-210%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-211%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-270%2F21

It is a well-known fact that the symbols of the euro and of the dollar are commonly used to
represent these currency units in daily life exchanges as well as in international trade and financial
exchanges (8 64). In view of the financial nature of the services at issue, it is possible that the
relevant public perceives a link between the said symbols and these services, irrespective of the
fact that these are not necessarily always linked with transactions in euros or dollars (§ 99). The
public is likely to perceive the mark applied for as an indication or information about the price of
the goods at issue (i.a., software in Class 9) (§ 103).

@9 16/12/2020, T-665/19, €%(fig.), EU:T:2020:631, § 112

Distinctive character — Trade mark comprising words and typographical signs — Lack of
descriptive character

The figurative sign has inherent distinctive character for the English-speaking part of the public at
large with an average level of attention for goods in Class 3, such as hair care preparations;
perfumery; perfumed body spray and body butters (§ 28, 56). The word ‘so’ can have several
meanings depending on the context in which it is used and depending on whether it is used as
an adverb or as a conjunction (8§ 32, 43). The word as a conjunction meaning ‘therefore’ or ‘and
then’ does not have any laudatory connotation (§ 34-35, 44).

As regards trade marks comprising words and typographical signs (here full stops and question
marks), distinctiveness may, in part, be examined in relation to each of its terms or elements,
considered separately, but must, in any event, depend on an appraisal of the whole which they
comprise. The mere fact that each of those elements, considered separately, is devoid of
distinctive character does not mean that their combination cannot present a distinctive character
(8 40-41). In the present case the signs added semantic content to the sign as a whole. The three
full stops create a certain suspense and the question mark at the end of the sign raises a question.
The punctuation marks therefore induce the relevant public to ask themselves what the word ‘so’
means and what it refers to. To answer this, and to give any meaning at all to the sign,
interpretation is required of the relevant public (8§ 42, 45).

The applicant does not put forward any argument seeking to show that the contested mark
suggests a sufficiently direct and concrete link to the goods (8§ 62).

?
& 09/03/2022, T-196/21, SO...7 (fig.), EU:T:2022:117, § 28, 32, 43, 34-35, 40-44, 45,

56, 62.
09/03/2022, T-197/21, So...?, EU:T:2022:118, § 29, 35-36, 41-43, 46, 57

3.3.2.3 Pictograms

Non-distinctive

m 07/11/2019, T-240/19, DEVICE OF A BELL ICON (fig.), EU:T:2019:779

3.3.3 Shape marks

Non-distinctive

The case-law relating to three-dimensional marks consisting of the appearance of the product
designated is also applicable to the cases where the mark (the shape of a sole) constitutes of
only part of those goods (§ 111-112). The figurative patterns in the mark do not significantly differ
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from those generally present on soles, that always involve more or less complex geometric
patterns (§ 118-119).

&y
' 20/03/2019, T-611/17, REPRESENTATION D'UNE _SEMELLE _DE
CHAUSSURE (3D), EU:T:2019:210, § 111-112, 118-119

Non-distinctive

Where a three-dimensional mark is constituted by the shape of the product, the mere fact that
that shape is a ‘variant’ of a common shape of that type of product is not sufficient to establish
that the mark has distinctive character for the purposes of Article 7(1)(b) EUTMR. It must always
be determined whether such a mark permits the average consumer of that product, who is
reasonably well informed and reasonably observant and circumspect, to distinguish the product
concerned from those of other undertakings without conducting an analytical examination and
without paying particular attention (8 24-26).

19/06/2019,T-213/18, SHAPE OF FAUCET/TAP _FOR PREPARING AND
DISPENSING BEVERAGES (3D), EU:T:2019:435, § 24-26

Non-distinctive — Assessment of distinctive character

Average consumers are not in the habit of making assumptions about the origin of products on
the basis of their shape or the shape of their packaging in the absence of any graphic or verbal
element. It could therefore prove more difficult to establish distinctive character in relation to a
three-dimensional mark than in relation to a word or figurative mark (22/06/2006, C-25/05 P,
Bonbonverpackung, EU:C:2006:422, § 27 and the case-law cited) (§ 31).

The more closely the shape resembles the shape most likely to be taken by the product, the
greater the likelihood of the shape being devoid of any distinctive character. Only a mark that
departs significantly from the norm or customs of the sector and thereby fulfils its essential
function of indicating origin is not devoid of any distinctive character (07/10/2004, C-136/02 P,
Torches, EU:C:2004:592, § 31 and the case-law cited).

The originality of a shape must be evaluated in the light of the situation on the market, taking as
the starting point the date of filing of a three-dimensional mark. The presence on the market of
shapes which might be counterfeit copies is irrelevant (21/05/2014, T-553/12, BATEAUX
MOUCHES, EU:T:2014:264, § 46).

Where, in a specific market with an international dimension, such as the electric guitar market,
the prevailing cultural references are, nonetheless, universal values also recognised by EU
consumers, evidence from North American publications, which contains references to musicians
from the EU, allows the characteristics of the EU market to be evaluated (8§ 46-50).

28/06/2019, T-340/18, SHAPE OF A FLYING V GUITAR (3D), EU:T:2019:455, § 31, 46-

50

Non-distinctive — Assessment of distinctive character — Norms or customs of the sector
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The shape of a bottle that is customary in the wine sector (shape of the traditional ‘Bocksbeutel’
bottle) (8§ 40, 43-44) is also not distinctive in respect of beverages other than wines pertaining to
adjacent markets, such as beers and mineral water, since these goods have a similar nature and
target the same consumers (8§ 20-22, 50, 53-54). The mark is devoid of distinctive character for
bottles, regardless of whether they are filled with content or empty (8§ 20-22, 56-58).

A

]

Y
‘ = 24/09/2019, T-68/18, FORM EINER FLASCHE (3D), EU:T:2019:677, § 20-22, 40, 43-
44, 50, 56-58

Distinctive character — Assessment of distinctive character — Norms or customs of the
sector

A three-dimensional mark depicting the form of the good applied for can only be considered to be
distinctive where that mark departs significantly from the norm or customs of the sector and
thereby fulfils its essential function of indicating origin (12/01/2006, C-173/04 P, Standbeutel,
EU:C:2006:20, § 29, 31; 07/05/2015, C-445/13 P, Bottle, EU:C:2015:303, § 90-91) (§ 24-26).

There is no need to explicitly define the norms and customs of the sector of the goods concerned
(C-445/13 P, Bottle, EU:C:2015:303, 8§ 82-87) (8 31).

Various factors, such as the aesthetic result and the aesthetic value, can be considered to justify
the finding of a significant departure from the norms of the sector, as long as these factors relate
to the finding of an ‘objectively unusual visual effect of the design’ of the shape (§ 32).

a=fd12/12/2019, C-783/18P, FORM EINER FLASCHE (3D), EU:C:2019:1073, § 24-26, 31-32

Non-distinctive

The protection of a design right concerns the appearance of a product that differs from existing
designs, and is based on the novelty of that design, namely that no identical design has been
publicly disclosed, and on its individual character. By contrast, in the case of a trade mark, while
the shape of the mark must necessarily be significantly different from the norm or from the
customs of the sector concerned in order for it to have distinctive character, the mere novelty of
that shape is not a sufficient ground for finding that distinctive character exists, since the decisive
criterion is the ability of that shape to fulfil the function of indicating commercial origin (8 64).

05/02/2020, T-573/18, FORM EINES SCHNURSENKELS (3D), EU: T:2020:32, § 64

Non-distinctive

The mere possibility that a trade mark constitutes the whole or a part of the shape of the goods
for which protection is claimed is sufficient to apply to figurative marks the case-law relating to
signs which are indissociable from the appearance of the goods (§ 45).
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05/02/2020, T-331/19, REPRESENTA TION D’UNE TETE DE LION ENCERCLEE
PAR DES ANNEAUX FORMANT UNE CHAINE (fig.), EU:T:2020:33, § 45

3

05/02/2020, T-332/19, REPRESENTAT/ON D’UNE TETE DE LION ENCERCLEE
PAR DES ANNEAUX FORMANT UNE CHAINE (fig.), EU:T:2020:33, § 45

Non-distinctive

It is sufficient that a ground for refusal exists in relation to a non-negligible part of the target public
(12/07/2019, T-601/18, Fi Network, EU:T:2019:510, § 26) (8 16).

In order to determine whether the shape of the contested sign is significantly different from the
norms or customs of the sector, it is not required to prove that an identical or almost identical
shape already exists on the market. However, it must be checked whether, in the industry in
question, a large variety of shapes is present, and whether the mark will be considered only as a
variant of those shapes (28/06/2019, T-340/18, SHAPE OF A FLYING V GUITAR (3D),
EU:T:2019:455, § 35, 36) (8§ 21).

If a shape is very simple, the relevant public will perceive it as a mere variant of the available
shapes on the market, and not as originating from a particular manufacturer (§ 22).

Where a market is characterised by a wide variety of forms, the existing shapes on the market
are a well-known fact (§ 29).

Novelty or originality are not relevant criteria when assessing the distinctive character of a mark
(8 33).

’ 26/03/2020, T-570/19, FORM EINES KASESTRANGS (3D) llI, EU:T:2020:127, § 16, 21,
22,29, 33

* 1 26/03/2020, T-571/19, FORM EINES KASESTRANGS (3D), EU:T:2020:128, § 16, 21,
22,29, 33
A

26/03/2020, T-572/19, FORM EINES KASESTRANGS (3D) II, EU:T:2020:129, § 16, 21,
22,29, 33

Non-distinctive

When the trade mark for which registration is sought consists of the three-dimensional shape of
the packaging of the goods, the relevant norm or customs may be those that apply in the sector
of the packaging of goods that are of the same type and intended for the same consumers as
those goods for which registration is sought (12/01/2006, C-173/04 P, Standbeutel,
EU:C:2006:20, § 33-34) (& 28).
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m 02/04/2020, T-546/19, FORME D'UN RECIPIENT DORE AVEC UNE SORTE
DE VAGUE (3D), EU:T:2020:138, § 28

Non-distinctive — Assessment of distinctive character — Norms or customs of the sector

In its analysis of whether the mark departed from the norms or customs of the sector, the BoA
was right to take into consideration the alcoholic beverages sector in general, rather than just the
sector dedicated to rum (8 37). Depending on the nature of the product, it may be necessary to
consider a broader sector (8 38). The analysis should not be limited to the sector dedicated to
rum, since it cannot be excluded that rum consumers’ perception of the mark might be influenced
by the marketing methods developed for other drinks of the same kind and intended for the same
consumers, including alcoholic drinks (8§ 41).

13/05/2020, T-172/19, FORME D’UN TRESSAGE SUR UNE BOUTEILLE (3D),
EU:T:2020:202, § 41

Non-distinctive — Assessment of distinctive character — Norms or customs of the sector

Novelty and originality are not relevant criteria in assessing the distinctive character of a trade
mark. A trade mark must differ substantially from the basic forms of the product in question
commonly used in trade. Furthermore, it cannot be a mere variant, or even a possible variant, of
those forms. In this regard, there is no need to provide evidence of the usual character of the form
used in trade in order to demonstrate the lack of distinctive character of the mark (07/10/2015,
T-244/14, Shape of a face in the form of a star (3D), EU:T:2015:764, § 38 and the case-law cited
therein; see, to that effect, 28/06/2019, T-340/18, SHAPE OF A FLYING V GUITAR (3D),
EU:T:2019:455, § 39) (8§ 39).

The presence on the market of a considerable number of shapes encountered by consumers
makes it unlikely that they will regard a particular shape as belonging to a specific manufacturer
rather than being just one of the variety of shapes characterising the market. The broad range of
shapes with an original or fanciful appearance already present on the market limits the likelihood
of a particular shape being considered as departing significantly from the prevailing norms on that
market and, therefore, from being identified by consumers solely on the basis of its specificity or
its originality (28/06/2019, T-340/18, SHAPE OF A FLYING V GUITAR (3D), EU:T:2019:455,
§ 36) (8§ 40).

On the basis of relevant case law, to assess the distinctive character of a three-dimensional mark
consisting of the shape of the product itself or its packaging, it is necessary to verify whether the
mark differs significantly from the norm or uses in the sector concerned (12/12/2019, C-783/18 P,
FORM EINER FLASCHE (3D), EU:C:2019:1073, § 24, 26 and 30) (8§ 47).

1

Al
|
{

25/11/2020, T-862/19, FEORME D’'UNE BOUTEILLE (3D), EU:T:2020:561, § 39-40,

47

Non-distinctive
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“7 16/12/2020, T-118/20, FORM EINER VERPACKUNGSFORM (3D), EU:T:2020:604

Non-distinctive

The three-dimensional mark is devoid of distinctive character since, in the perception of the
general and specialised public of the EU with an average level of attention, the sign showing a
low-price everyday product does not differ significantly from the norms and customs in the sector
(8 49-51, 59).

n30/06/2021, T-624/19, FORM EINES HANDGRIFES MIT BORSTEN (3D),
EU:T:2021:393, § 49-51, 59

Distinctive character — Three-dimensional EU trade mark consisting in the shape of the
product itself — Criteria for assessment — Norm or customs of the sector

The assessment of distinctive character is not based on the originality or the lack of use of the
mark applied for in the field to which the goods and services concerned belong (8§ 40). A three-
dimensional mark consisting in the shape of the product must necessarily depart significantly from
the norm or customs of the sector concerned. Accordingly, the mere novelty of that shape is not
sufficient to conclude that there is distinctiveness. However, the fact that a sector is characterised
by a wide variety of product shapes does not mean that a new possible shape will necessarily be
perceived as one of them (8§ 41). The fact that goods have a high-quality design does not
necessarily mean that a mark consisting in the three-dimensional shape of those goods makes it
possible for them to be distinguished from the goods of other undertakings (8 42). Taking into
account the aesthetic aspect of the mark applied for does not amount to an assessment of the
attractiveness of the product in question, but aims to determine whether that product is capable
of generating an objective and uncommon visual effect in the perception of the relevant public
(8 43-44).

Considering the norm and customs of the sector concerned, the shape in question is uncommon
for a lipstick and differs from any other shape existing on the market, most of which represent
cylindrical and parallelepiped lipsticks (8§ 49). The fact that a sector is characterised by a wide
variety of product forms does not imply that a possible new form will necessarily be perceived as
one of them (8 50). The shape is reminiscent of that of a boat hull or a baby carriage (8§ 52). The
presence of the small oval embossed shape is unusual and contributes to the uncommon
appearance of the mark applied for (§ 53-55). The fact that the lipstick represented by the mark
cannot be placed upright reinforces the uncommon visual aspect of its shape (8 56).
Consequently, the relevant public will be surprised by this easily memorable shape and will
perceive it as departing significantly from the norm and customs of the lipstick sector and capable
of indicating the origin of the goods concerned. Accordingly, the mark applied for has distinctive
character (§ 57).

[

14/07/2021, T-488/20, FORME D'UN ROUGE A LEVRE OBLONGUE, CONIQUE ET
CYLINDRIQUE (3D), EU:T:2021:443, § 34-44, 57
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Non-distinctive — Packaging of liquid goods — Sole use of the shape

Since liquid goods must, out of necessity, be packaged for sale, the average consumer will
perceive the packaging first and foremost simply as a type of container. A three-dimensional trade
mark consisting of such a container is not distinctive unless it permits the average consumer of
the goods concerned, who is reasonably well informed and reasonably observant and
circumspect, to distinguish those goods from the goods of other undertakings without any detailed
examination or comparison and without being required to pay particular attention (8 65).

The fact claimed by the applicant, that it was the only company producing the packaging as in the
EUTM applied for, does not necessary lead to a conclusion that this packaging was distinctive
(8 67).

r 3 |

08/09/2021, T-489/20, FORM EINES KUGELFORMIGEN BEHALTERS (3D),
EU:T:2021:547, § 65, 67

Non-distinctive

The trade mark applied for does not depart significantly from the norms or customs of the sector
(i.e. the market for double-walled cups in Class 21). The common heart form is not distinctive as
it merely stands for strong, positive emotions in a general laudatory sense (8§ 23-31, 35, 40). With
respect to drinks in Classes 30 and 32, a cup is a necessary tool for storage and/or proper
consumption. The trade mark applied for is just an insignificant variant of common double-walled
cups used for drinks. It is devoid of distinctive character (§ 31, 36-40). The evidence submitted to
prove that the trade mark had acquired distinctive character through use is insufficient (§ 52-54).

p'
: LF17/11/2021, T-658/20, FORM EINER TASSE (3D), EU:T:2021:795, § 23-31, 35, 40,
52-54

Three-dimensional mark — Assessment of distinctive character — Significant departure
from the customs or norms of the sector — Consideration of well-known facts — Irrelevance
of presence of potential counterfeit copies on the market — Non-distinctive

In order to ascertain whether the three-dimensional mark departs significantly from the customs
or norms of the sector, it is not necessary to show that there are other goods on the market that
reproduce all of the features of the contested mark. In order to conclude that there is no distinctive
character, it is not necessary for the contested mark to be identical to existing shapes. It is
necessary that the overall impression conveyed by that mark does not depart significantly from
the norms or customs of the sector. In other words, the fact that a mark has an overall shape
similar to variants of the product that are usually available on the market does not permit the
finding that the mark, as a whole, departs significantly from the customary shapes in the sector
(26/10/2017, T-857/16, SHAPE OF A TALL GLASS (3D), EU:T:2017:754, § 37-38) (8 95-96).

It is a matter of common knowledge that, overall, the shape of the contested mark corresponds
to the common shape of after-ski boots. The BOA could take this well-known fact into
consideration (8§ 98).

The presence on the market of shapes that are potential counterfeit copies is irrelevant to the
assessment of the inherent distinctiveness of the contested mark with regard to its perception by
the relevant public (28/06/2019, T-340/18, SHAPE OF A FLYING V GUITAR (3D),
EU:T:2019:455, 8 40 and case-law cited) (8§ 110).
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Bl 19/01/2022, T-483/20, Shoes (3D), EU:T:2022:11, § 95-96, 98, 110

Non-distinctive — Beauty is irrelevant

It is not sufficient that the shape of the mark applied for differs from other shapes available on the
market in relation to certain aesthetic characteristics of the product, such as the presence of a
collar band forming only the lower part of the collar or its round shape. On the contrary, those
characteristics must be sufficiently pronounced for consumers to be able to distinguish the product
bearing the sign from those of other undertakings solely on the basis of its shape. In that regard,
it cannot be ruled out that the aesthetic aspect of the mark applied for may be considered
alongside other factors in order to determine whether it is different from the norm and customary
in the sector. However, that aesthetic aspect must be understood as referring not to the beauty
or lack of beauty of the goods offered in the shape of the mark applied for, but to the objective
and unusual visual impact created by the specific design of the shape mark (8§ 27).

23/03/2022, T-252/21, FORM EINES STEHKRAGENS (3D), EU:T:2022:157,

§27

Non-distinctive

It is not sufficient for the public to be able to recognise the differences between the various citrus
juicers, which is within the reach of a specialised public as in the present case, but it must be able
to perceive the EUTM applicant’s variant of citrus juicer as an indication of the origin of the
product. Moreover, novelty or originality are not relevant criteria when assessing the distinctive
character of a mark (8 50, 51).

- . :
; ,—jb‘ .T]
T N <

A , (') 29/07/2022, T-51/22, FORME DE PRESSE AGRUMES (3D), EU:T:2022:490

Shape mark - Significant departure from the norms or customs of the sector — Relevant
sector not limited to the sector of the goods applied for

Packaging used in a wider sector, i.e. the medical sector, can be taken into account to establish
the norm and customs relevant for the shape of products belonging to a narrower sector, i.e.
dental preparations and articles in Class 5 (§ 27, 28, 31).

21/09/2022, T-700/21, FORM EINER VERPACKUNGSFORM (3D), EU:T:2022:565

Non-distinctive — Blister packs in medical sector — Empty packaging

A basic rectangular, round or amorphous shape has become established as the standard in the
medical sector for blister packs, which therefore also applies to flat blister packs for packaging
‘dental preparations’ in Class 5. On the one hand, the arrangement of the blisters varies on such
a flat package, but is usually symmetrical; on the other hand, the blisters are sealed on the top
with a film that is either smooth or embossed (§ 32, 33).

164


https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-483%2F20
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-252%2F21
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-51%2F22
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-700%2F21

The contested mark is composed only of non-distinctive components and there are no elements
that would indicate that the contested mark a whole is distinctive. The fact that a composite mark
is made up only of features which are devoid of any distinctive character in relation to the goods
concerned generally leads to the conclusion that that trade mark, taken as a whole, is devoid of
distinctive character. That would not be the case only if concrete factors, such as the way in which
the various features are combined, were to indicate that the composite trade mark, taken as a
whole, is greater than the sum of its parts (8 52-54).

Where the shape of a packaging is devoid of distinctive character together with the packaged
goods, it cannot be distinctive as empty packaging either (§ 57, 58).

0

o

21/09/2022, T-700/21, FORM EINER VERPACKUNGSFORM (3D), EU:T:2022:565

Non-distinctive — Figurative mark — Shape of the packaging of the goods

The fact that the sign is not represented in perspective in the EUTM application, or that it can also
be perceived as a flat figure, does not preclude the possibility that a significant part of the relevant
public may perceive, without reflection, the sign at issue as a depiction of a container capable of
containing the goods for which protection was sought (§ 21). The principles developed in the
context of three-dimensional trade marks consisting of the appearance of the product or its
packaging is applicable to figurative trade marks consisting of a two-dimensional representation
of the product or its packaging, even where the sign is a very simple and purely schematic
representation of the product in question, without any perspective (8§ 27).

et —

29/03/2023, T-199/22, RAPPRESENTAZIONE DI UN CONTENITORE CILINDRICO
DALLE LINEE ONDULATE (fig.), EU:T:2023:173

Distinctive — Goods taking the shape of the sign — Sign not representing the goods

The figurative mark at issue is not a two-dimensional representation of the goods (jewellery). The
fact that items of jewellery may take the shape of a teddy bear is not in itself sufficient to establish
that the contested mark consists of a two-dimensional representation of the shape of the goods
at issue. Such an assessment would preclude any other use of the sign as a figurative mark; the
contested mark may be used as such on packaging, labels or other advertising material (§ 45-
47).

26/07/2023, T-591/21, DEVICE OF THE OUTLINE OF A BEAR (fig.), EU:T:2023:433

Non-distinctive — Shape of the goods

The shape of the bag constituting the mark applied for bears a significant resemblance to the
most common bag shapes. The few particularities are not sufficiently distinctive features to
suggest that the mark deviates significantly from the norms and customs in the sector. These are
merely variations of the shapes that can be found in this industry. Consequently, the mark applied
for lacks distinctive character (§ 57).
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08/11/2023, T-113/23, FORM EINER TRAGETASCHE (3D), EU:T:2023:702

|2

= 08/11/2023, T-114/23, FORM EINER TRAGETASCHE (3D),

~

See also,
EU:T:2023:703, § 55

3.3.4 Position marks

Non-distinctive

According to established case-law, only a mark that departs significantly from the norm or
customs of the sector and thereby fulfils its essential function of indicating origin is not devoid of
any distinctive character for the purposes of Article 7(1)(b) EUTMR. That case-law, which was
developed in relation to three-dimensional trade marks consisting of the appearance of the
product itself, also applies where a figurative sign consists of the two-dimensional representation
of a product (8 25). It further applies where a mark represents only part of a designated product
inasmuch as the relevant public will immediately, and without further thought, perceive it as a
representation of a particularly interesting or attractive detail of the product in question, and not
as an indication of its commercial origin (8 26). The decisive element is the fact that the sign is
indissociable from the appearance of the product designated (8 28).

14/11/2019, T-669/18, VIER AUSGEFULLTE LOCHER IN EINEM REGELMARIGEN
LOCHBILD (posit.), EU:T:2019:788, § 25, 26, 28

Non-distinctive — Three-dimensional position mark

Average consumers are not in the habit of making assumptions about the origin of products on
the basis of signs that are indistinguishable from the appearance of the goods. The case-law
applies to three-dimensional marks, two-dimensional figurative marks representing the external
appearance of the goods, pattern marks and position marks (8 17). The bottle top does not depart
significantly from the norms and customs of the sector, since it is composed of several
components that are not untypical for spirits and liqueurs (8§ 37).

L 16/01/2019, T-489/17, DARSTELLUNG EINES FLASCHENVERSCHLUSSES (Posit.),
EU:T:2019:9, § 17, 37

Non-distinctive — Position mark

(E)

ST 02/06/2021, T-365/20, FORM EINES MUSTERS EINER SCHUHSOHLE (3D),
EU:T:2021:319

Non-distinctive — Position mark

The sign is devoid of distinctive character for goods in Class 19, namely tiles and other non-
metallic coatings. The relevant public will not perceive the pattern as a design that departs
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substantially from the finishes and appearances of the commonly used materials in this sector.
The complexity of the design pattern applied for will not enable the relevant public to retain its
specific details (§ 35-38).

12/01/2022, T-259/21, Marca de patron, EU:T:2022:1, § 35-38

Inherent distinctiveness of simple and banal shapes placed on shoes

While it is true that it has already been held that there is nothing to prevent a distinctive sign from
also serving other purposes, in particular a decorative purpose and that simple signs consisting
of a single letter were not, a priori, devoid of distinctive character within the meaning of
Article 7(1)(b) EUTMR, the fact remains that a design, which is simple and banal, is unlikely to
acquire distinctive character simply because it is placed on the side of the shoe, since many
manufacturers of sports shoes or casual shoes use relatively simple patterns on the side of the
shoe (8 59).

Although many manufacturers of sports shoes have developed a practice of placing their trade
mark on the side of the shoe or that sellers display in shops the side of the shoes on which the
mark appears, that information still does not make it possible to determine that the average
consumer has learned to establish an automatic link between the sign featuring on the side of a
sports shoe and a particular manufacturer and that that consumer will therefore necessarily
perceive any geometric shape placed on the side of a sports shoe as being a trade mark (§ 60).

To accept that every geometric shape, even the most simple, has distinctive character because
it features on the side of a sports shoe would make it possible for some manufacturers to
appropriate simple, and above all decorative, shapes, which must remain accessible to everyone,
with the exception of those situations in which the distinctive character of the sign has been
acquired by use (8 61).

The fact that certain manufacturer or other company marketed footwear with various kinds of
stripes and graphic features on the side of the shoe or even that designs containing similar stripes
were registered cannot, in itself, suffice to show that the mark lacks distinctive character (8 66).

s B, Y
‘* 04/05/2022, T-117/21, DEVICE OF TWO CROSSED STRIPES PLACED ON THE SIDE OF
A SHOE (fig.), EU:T:2022:271, § 59-61, 66

Assessment of distinctive character — Requirement of significant departure from the
norms and customs of trade

As regards the applicant’s argument that the Board of Appeal did not take account of the specific
conditions which apply to marks that are indissociable from the appearance of the goods, it is
sufficient to state that it is ineffective since the contested mark