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IP Horizon 5.0
Mapping opportunities and 
challenges for IP in a globalised 
economy
On 26 and 27 September, the EUIPO, in association 
with the McCarthy Institute at Golden Gate 
University, San Francisco, hosts the IP Horizon 5.0 
conference, the first such event of its kind ever 
organised by the Office.

The conference takes place in the context of a 
rapidly evolving technological environment, which 
has the potential to affect every aspect of intellectual 
property practice and all actors dealing directly or 
indirectly with intellectual property. 

The event brings together representatives from 
some of the leading IP offices in the world, as well 
as industry, policy makers, legal experts, judges, 
academics and enforcers.

A wide range of experts from across the globe will 
discuss challenges that lie ahead, as the digital society 
undergoes further changes, and as new opportunities 
arise in global e-commerce, advanced technologies and 
evolution of IP jobs. This interactive event encourages 
exchanges with participants about what the future 
will bring for them as policy makers, right holders, 
important players from industry, practitioners and 
academics.

Speakers, panellists and the audience will debate 
issues at the forefront of intellectual  policy, planning 
and practice, emphasizing artificial intelligence 
and other transformative developments. Issues 
like artificial intelligence, the challenge of global 
e-commerce and transformative technologies as 
well as the future of IP jobs will be debated.

Registration for the conference is now open through 
the dedicated event website.

First Page
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https://euipo.blumm.it/event/ar/1/ip-horizon-5
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mailto:observatory.orphanworks%40oami.europa.eu%0D?subject=
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Monthly statistical highlights April* 2018 2019

European Union Trade Mark applications received 12 234 13 998

European Union Trade Mark applications published 11 711 12 382

European Union Trade Marks registered (certificates 
issued)

8 877 9 101

Registered Community Designs received 8 102 7 976

Registered Community Designs published 8 177 9 062

* Statistical data for the month in course is not definitive. Figures may vary slightly thereafter.
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Visual search for TMview 
extended to Ireland and Slovakia
TMview’s visual search facility, which allows users to 
search for trade marks in the world’s largest free, 
online trade mark database, has been extended to 
two more national intellectual property offices.

The intellectual property offices of Ireland (IEIPO) 
and Slovakia (SKIPO) have enabled the functionality 
of TMview’s visual search facility with their trade 
mark databases. This allows for the image search 
function to be used on trade marks from these 
countries that have an image, further enriching 
TMview as a whole.

The extension to these Offices in TMview’s visual 
search follows the addition of Estonia, Bulgaria, 
France, Greece, Lithuania, Romania, Spain, UK, 
Malta, Sweden and Italy, bringing the total number 
of countries participating to 13. The EUIPO aims to 
further extend this functionality to other Intellectual 
Property Offices. 

In 2017, an image search facility was implemented 
within TMview for trade marks from the UK 
Intellectual Property Office, the French Intellectual 
Property Office and the EUIPO on a pilot basis.

Bosnia and Herzegovina to 
use the list of terms from the 
harmonised database in TMclass
As of 6 May 2019 the Institute for Intellectual 
Property of Bosnia and Herzegovina (IIP-BIH) will use 
the list of goods and services from the harmonised 
database (HDB) in TMclass in Bosnian language.

This is the first version of the HDB in a non-EU 
language.

Following IIP-BIH’s decision to use HDB there are 
now five non-EU IP offices that use and accept terms 
from this database.

The adoption of HDB by IIP-BIH is a concrete result 
of the International Cooperation programme 
managed by the EUIPO in collaboration with its 
international partners.

You can find out more at www.tmdn.org, http://
euipo.europa.eu/ec2

http://euipo.europa.eu/ec2
http://euipo.europa.eu/ec2
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New EPO-EUIPO study shows link 
between SME growth and use of 
IP
According to a new study released today by the 
European Patent Office (EPO) and the European 
Union Intellectual Property Office (EUIPO), small and 
medium enterprises (SMEs) that apply for patents, 
trade marks or designs have a greater probability 
of experiencing high growth than SMEs that do not.

While SMEs are a fundamental pillar of the 
European economy, contributing to 57% of the 
EU’s GDP, a large proportion of this contribution 
comes from a small amount of high-growth firms 
(HGFs). HGF firms are defined as those that have 
had an average growth rate than 20% per year over 
three consecutive years, and who have at least 10 
employees at the beginning of the growth period.

The joint study shows that SMEs that have filed at 
least one IP right are 21% more likely to experience 
a growth period afterwards and are 10% more likely 
to become a high-growth firm (HGF).

The research also reveals that the chances of an 
SME becoming an HGF are as high as 33% if they 
use “bundles” of trade marks, patents, and designs 
instead of one single IP right category.

You can download the study here: “High-growth 
firms and intellectual property rights”

EURid and EUIPO strengthen their 
collaboration
As part of their collaboration formalised in 2016, 
EURid and EUIPO have expanded their services to 
holders of a European Union trade mark (EUTM). 

Since the start of this collaboration, EUTM applicants 
can easily check if an equivalent .eu domain name 
is available and eventually register it with the 
accredited registrars (see EURid web site  for more 
information).

Some people have taken advantage of early 
publication of EUTM applications and registered 
the EUTM as a .eu domain name in bad faith. 
Effectively reducing the risk of such cyber-squatting 
infringements requires adopting preventive 
actions such as raising awareness and pro-actively 
informing the EUTM holders.

As of 18 May, holders and applicants of a EUTM can 
opt-in to receive alerts  as soon as a .eu domain 
name is registered that is identical to their EUTM 
(application). By receiving such alert, EUTM holders 
are informed much faster and may take appropriate 
action much sooner.

https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/2019_High-growth_firms_and_intellectual_property_rights/2019_High-growth_firms_and_intellectual_property_rights.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/2019_High-growth_firms_and_intellectual_property_rights/2019_High-growth_firms_and_intellectual_property_rights.pdf
https://eurid.eu/en/
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Luxembourg trade mark and 
design news

A: Court of Justice: Orders, Judgments and 
Preliminary Rulings

C‑282/18  P; FORMULA E; The Green Effort v 
EUIPO; Judgment of 10 April 2019; EU:C:2019:300; 

Language of case: EN

RESULT: Appeal dismissed

KEYWORDS: Admissibility

FACTS: The General Court (GC) found as a fact that 
the contested decision had been notified to the 
applicant on 19 September 2017, with the result that, 
according to Article 58 of its Rules of Procedure, the 
time limit for bringing an action under Article 65(5) 
CTMR had expired on 29  November 2017. Given 
that the application was lodged at the GC Registry 
on 4  December 2017, the GC held that the action 
was brought out of time and rejected the action as 
manifestly inadmissible.

The applicant appealed to the Court of Justice of the 
European Union (CJEU) claiming that the contested 
decision was notified by electronic means through 
the user’s inbox, so the GC had wrongly determined 
the starting point of the time limit laid down in 

Article 65 CTMR, read in conjunction with Article 4(4) 
of Decision No  EX-13-2 of 26  November 2013, by 
failing to add 5 days. The CJEU dismissed the appeal.

SUBSTANCE: According to Article  4(4) of Decision 
No  EX-13-2 of 26  November 2013 concerning 
electronic communication, ‘without prejudice to 
accurately establishing the date of notification, 
notification will be deemed to have taken place on 
the fifth calendar day following the day on which 
EUIPO placed the document in the user’s inbox’.

The words ‘without prejudice’ within that provision 
must be interpreted as meaning that notification will 
be deemed to have taken place on the fifth calendar 
day following the day on which the Office placed 
the document in the user’s inbox, unless the actual 
date of notification can be accurately established as 
a different date within that period of time (and not 
‘regardless of any other date on which notification 
might be accurately established’) (para.  43). Only 
this interpretation meets the requirements of the 
principle of legal certainty (para. 44).

In the present case, the applicant requested access 
to the contested decision in the user’s inbox on 
19 September 2017. Thus, the General Court did not 
err in law in deciding that the time limit for bringing 
an action against the contested decision started to 
run on this date and expired on 29 November 2017.
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B: General Court: Orders and Judgments on 
appeals
against decisions of the EUIPO

T‑468/18; CONDOR SERVICE, NSC (fig.) / 
ibercóndor transportes internacionales y 
aduanas (fig.) et al.; NSC Holding GmbH & Cie. KG 
v EUIPO; Judgment of 3 April 2019; EU:T:2019:214; 

Language of the case: DE

RESULT: Action dismissed

KEYWORDS: Common element, Descriptive element, 
Distinctive element, Figurative element, Identity of 
the goods and services, Phonetic similarity, Purpose 
of the goods and services, Similarity of the signs, 
Visual similarity

FACTS: The applicant sought to register the 
figurative mark CONDOR SERVICE, NSC as an EUTM 
for marine transport; ship chartering; freighting; 
freight and transport brokerage; freight [shipping of 
goods] in Class 39.

An opposition was filed based on Article  8(1)(b) 
CTMR and on the EUTM IBERCONDOR registered 
for transport, packaging and storage of goods; 
air transport of goods, aeronautical transport of 
goods, warehouse rental (storage), rental of storage 
containers, transport by boat and by automobile, 
rental of boats and automobiles, freight brokerage, 

transport brokerage, shipbrokerage, storage of goods, 
loading and unloading of goods, freighting, storage and 
transport information, delivery of parcels; excluding 
transport of persons in Class 39.

The opposition was uphold. The Board of Appeal 
(BoA) dismissed the applicant’s appeal.

The applicant filed an action before the General 
Court (GC), relying on an infringement of Article 8(1)
(b) CTMR. It contested the BoA’s findings regarding 
the relevant consumer, the comparison of the 
services, the comparison of the marks and the 
overall assessment based on these findings. The GC 
dismissed the action.

SUBSTANCE: (i) RELEVANT CONSUMER. The relevant 
consumer is to be defined based on the wording of 
the list of services rather than on the opponent’s 
actual clients (para.  21). The consumers who are 

EUTM application

Earlier trade mark
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likely to use the services of both conflicting marks 
are relevant (para. 22). Although it is true that the 
general public does not necessarily pay an above-
average level of attention to the purchase of certain 
air, rail transport or maritime services, it will pay 
an enhanced level of attention, comparable to that 
of professionals, in relation to the other contested 
services, chartering of merchant ships; chartering 
[brokerage of ship cargoes]; transport and freight 
brokerage services; (transport of goods by ship). In 
this regard, the BoA erred in its finding that only an 
average level of attention will be paid (para. 23). This 
error, however, has no impact on the outcome of 
the case. It is allowed to base its assessment only on 
the Spanish-speaking consumers, as the opposition 
succeeded. If, however, there were no likelihood 
of confusion for the Spanish-speaking consumers, 
other consumers within the EU would have to be 
taken into account (paras 25-26).

(ii)  COMPARISON OF THE SERVICES. The wording 
of the registered list of services is relevant rather 
than of the services actually offered by the 
parties (para. 30). The services of the earlier mark 
encompass the contested services, so they are 
identical (paras 32-33).

(iii)  COMPARISON OF THE SIGNS. DISTINCTIVE 
AND DOMINANT ELEMENTS. It is common ground 
that the Spanish word ‘cóndor’ refers to a large 
bird living in the Andes. The term is distinctive for 
the conflicting goods. The mere existence of other 

marks containing this element does not indicate 
a low degree of distinctiveness (para.  46). The 
adjective ‘iber’ indicates the geographical origin of 
the services or the company offering these services 
(para.  49). As a whole, the earlier mark means 
‘Iberian condor’ (para. 50). Regarding the contested 
mark, the colour combination is common (para. 55). 
Flags are often used for decoration in the maritime 
sector. Therefore, the graphical elements do not 
play an important role (para. 56). The word ‘service’ 
is descriptive (para. 57). The remaining elements will 
be overlooked due to their small size (para. 58). As 
a result, ‘condor’ is the most distinctive element in 
the contested mark. VISUAL COMPARISON. Taking 
the previous points into account, the marks are 
visually similar to an average degree due to the 
common element ‘condor’ (para.  64). PHONETIC 
COMPARISON. The marks are phonetically similar 
to an average degree and not to a below-average 
degree, as held by the BoA (para. 70). The consumer 
will pronounce ‘ibercondor’ following Spanish 
language rules and thus emphasise the first ‘o’ in 
‘condor’. Therefore, the focus is not on the element 
‘iber’ (para.  68). CONCEPTUAL COMPARISON. 
Conceptually, the marks coincide in the distinctive 
element ‘condor’ and are therefore similar to an 
average degree (para.  75). OVERALL ASSESSMENT. 
Since the services are identical (para. 84), the earlier 
mark is of average distinctiveness (para.  86) and 
the signs are similar overall to an average degree 
(para.  85), there is a likelihood of confusion even 
for the general public paying an enhanced level of 
attention (para. 87).
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T‑555/18; See More. Reach More. Treat More.; 
Medrobotics v EUIPO; Judgment of 3 April 2019; 
EU:T:2019:213; 

Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Slogan mark

FACTS: The applicant sought to register the word 
mark See More. Reach More. Treat More. for 
medical devices in Class  10. The Office refused 
to register the EUTM application pursuant to 
Article 7(1)(b) EUTMR, as it was devoid of distinctive 
character.

The Board of Appeal (BoA) dismissed the applicant’s 
appeal. The BoA found that there was nothing about 
the mark that might, beyond its obvious promotional 
meaning, enable the relevant public to memorise it 
easily and instantly as a distinctive trade mark for 
the goods covered.

The applicant filed an action for annulment before 
the General Court (GC), relying on a single plea in 
law: infringement of Article 7(1)(b) EUTMR. The GC 
dismissed the action.

SUBSTANCE: The goods are intended for a 
professional public. Given that the mark is made 
up of English words, the relevant public comprises 
English-speaking consumers within the EU 
(para. 21). Since the mark is made up of an ordinary 
advertising message, the attention of the relevant 
public, notwithstanding the fact that it consists of 
specialists, will be rather low (para. 22). The relevant 
public will understand, without the slightest need 
for reflection, the meaning of the mark. The mark 
lacks any unusual element from the perspective of 
English syntax and grammar. (para.  29). The fact 
that the groups of words include only a verb and an 
adverb does not prevent the relevant public from 
immediately understanding the meaning (para. 25). 
Concise formulations and the repetition of some of 
the words making up a trade mark, like the element 
‘more’, are commonly used in advertising to make 
slogans stronger and cannot suffice to endow the 
mark with striking features and make it easier to 
memorise for the relevant public (para.  29). The 
mere absence of information about the nature of 
the goods concerned is not sufficient to make a sign 
distinctive (para. 29).
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T‑804/17; DARSTELLUNG VON ZWEI SICH 
GEGENÜBERLIEGENDEN BÖGEN (fig.); Stada 
Arzneimittel AG v EUIPO; Judgment of 4  April 
2019; EU:T:2019:218; 

Language of the case: DE

RESULT: Action dismissed

KEYWORDS: Distinctive element

FACTS: The applicant sought to register a figurative 
mark for goods and services in Classes 3, 5, 10, 16, 
35, 41 and 44.

The examiner refused the application pursuant to 
Article 7(1)(b) and Article 7(2) CTMR.

The Board of Appeal (BoA) dismissed the appeal, 
finding that the sign applied for would not be 
perceived as a trade mark on account of its excessive 
simplicity.

The applicant appealed to the General Court, relying 
on a single plea in law: (i) infringement of Article 7(1)
(b) CTMR.

SUBSTANCE: (i)  INFRINGEMENT OF ARTICLE 7(1)(b) 
EUTMR.
The relevant public consists of general and 
professional consumers in the European Union 
(not disputed) (para.  22). The mark is excessively 
simple. The fact that the sign does not represent 
a geometrical form is irrelevant (paras 23-25). The 
simplicity of the sign is not called into question by 
either the symmetrical positioning of the convex 
lines or their tapering ends (para.  24). Moreover, 
colours tend to be widely used to advertise and 
market goods and services and thus, per se, 
can substantiate distinctive character only in 
exceptional circumstances (para. 25). The sign does 
not have any aspect that can be easily and instantly 
memorised — even by the most attentive relevant 
public — or perceived immediately as an indication 
of the commercial origin of the goods and services 
(paras  26-27).The trade mark applied for will be 
perceived exclusively as a decorative element 
(para. 28).

EUTM application



Alicante News
Up to date information on IP and EUIPO-related matters 2019

 IP Horizon 5.0 - Mapping opportunities and challenges for IP 
in a globalised economy

 Visual search for TMview extended to Ireland and Slovakia

 New EPO-EUIPO study shows link between SME growth 
and use of IP

 EURid and EUIPO strengthen their collaboration

April 2019 

EUIPN Updates

More News

Statistical Highlights

Luxembourg trade mark and design news 

New decisions from the Boards of Appeal 

Case Law

Quick Links

First Page

May

 Bosnia and Herzegovina to use the list of terms from the 
harmonised database in TMclass

Case law

10

Previous decisions by examiners and at national 
level are irrelevant (para.  29) since the legality of 
decisions must be assessed solely on the basis of 
the EUTMR, and the EU trade mark regime is an 
autonomous system that applies independently of 
any national system (para. 30).

A global reasoning for the analysis of the 
distinctiveness of the mark for the goods and 
services can be applied only to those goods or 
services that are interlinked sufficiently directly and 
specifically, to the point that they form a sufficiently 
homogeneous category or group (para.  41). To 
examine the homogeneity of the goods and services 
concerned, account must be taken of the specificity 
of the mark applied for and, in particular, of how 
it is perceived by the relevant public (para.  44) 
(17/05/2017, C-437/15 P, deluxe (fig.), EU:C:2017:380, 
§§  32 and 44). The BoA considered the specificity 
of the mark to consist in the fact that it would be 
perceived as a purely decorative element or as a 
label or frame (paras 45-46).

T‑373/18; FLEXLOADER; ABB v EUIPO; Judgment 
of 4 April 2019; EU:T:2019:219; 

Language of the case: DE

RESULT: Action partially upheld (BoA decision 
partially annulled)

KEYWORDS: Descriptive

FACTS: The applicant sought to register the word 
mark FLEXLOADER for goods in Class  7 and in 
Class 9, such as industrial robots, mechanical tools, 
computers and microchips.

The examiner refused the application pursuant to 
Article 7(1)(b) and (c) in conjunction with Article 7(2) 
EUTMR as descriptive and devoid of distinctive 
character.

The Board of Appeal (BoA) dismissed the appeal. 
The mark was held to be descriptive and devoid of 
distinctive character since the relevant public would 
understand the word sign as ‘flexible loader’.

The applicant appealed to the General Court 
(GC), relying on two pleas in law: (i)  infringement 
of Article  7(1)(c) EUTMR and (ii)  infringement of 
Article7 (1)(b) in conjunction with Article 7(2) EUTMR. 
The GC partially upheld the action.

SUBSTANCE: (i)  Infringement of Article  7(1)(c) and 
(2) EUTMR. The relevant public consists of English-
speaking general and professional consumers, 
whose level of attention is average (not disputed) 
(para. 12).

The word sign FLEXLOADER is composed of the 
English words ‘flex’, as an abbreviation of ‘flexible’, 
and ‘loader’, which means ‘a machine or a person 

http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=C-437/15&td=ALL
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loading something’ (paras 17-18). Thus, the relevant 
public would understand the sign as ‘flexible loader’ 
(para. 20).

A trade mark consisting of a neologism or a word 
composed of elements each of which is descriptive 
of characteristics of the goods or services is itself 
descriptive of those characteristics, unless there is 
a perceptible difference between the neologism or 
the word and the mere sum of its parts (para. 21).

The term FLEXLOADER is no more than the sum 
of its elements, since there is no such perceptible 
difference, for example resulting from the unusual 
nature of their combination, that goes beyond the 
descriptive character of those elements in relation 
to the goods or services (paras 21-22).

Furthermore, the neologism must be found to be 
descriptive itself (para.  31). Thus, a sufficiently 
direct and specific link between the word sign 
and the products must be established (para. 33).

For the products such as machines and robots that 
may have a loading or unloading function, the 
sign FLEXLOADER constitutes an indication of the 
kind, quality and intended purpose of these goods, 
as the relevant public is aware that these machines 
or robots can carry out loading and unloading 
processes in a flexible manner or can be used in a 
versatile manner (para. 35).

Where the applicant choses a general category of 
goods, it is not necessary for all the goods of a 
claimed category of goods to be directly connected 
with the sign applied for (para. 36).

The ‘parts and accessories’ of the machines and 
robots are clearly intended to be fitted into them or 
associated with them. The relevant public therefore 
immediately recognises the connection between 
the sign FLEXLOADER and the parts or fittings of 
the robots or machines (para. 38).

However, the BoA did not demonstrate that certain 
goods in Class 7 may also have a technical loading 
function. The conditions for a global reasoning were 
not fulfilled (paras 44-46).

The fact that a sign describes at most a possible 
field of use of the goods but not the technical 
function (para. 53) is not sufficient to establish a 
sufficiently direct and specific link between the word 
sign and the products. There has been no evidence 
of a sufficiently direct and specific link between the 
word sign in question and certain goods in Class 9 
(para. 55).

Thus, the sign is not descriptive for products that do 
not have a technical loading function (paras 42, 47, 
51-52, 55).
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(ii)  Infringement of Article  7(1)(b) and (2) EUTMR. 
Since the BoA’s reasoning for lack of distinctiveness 
was based on the assessment of descriptiveness, 
the second plea in law is upheld for some of the 
goods (paras 51-63). The GC partially annulled the 
decision on both grounds and dismissed the action 
for the remainder.

T‑477/18; DEVICE OF A BOTTLE SILHOUETTE 
AND AN ARROW (fig.) / DEVICE OF A CAN AND 
A BOTTLE SILHOUETTE AND AN ARROW (fig.); 
Užstato sistemos administratorius VŠĮ v EUIPO; 
Judgment of 11 April 2019; EU:T:2019:240; 

Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Conceptual similarity, Distinctive 
element, Similarity of the signs, Visual similarity

FACTS: The applicant sought to register the 
figurative sign for services in Classes 35, 40 and 42.

An opposition based on an earlier figurative sign, 
registered for goods and services in Classes 35, 40 
and 42, was filed pursuant to Article 8(1)(b) CTMR. 
The Opposition Division (OD) rejected the opposition 
on the ground that there was no likelihood of 
confusion.

The opponent appealed. The Board of Appeal 
(BoA) upheld the appeal. Applying the principle of 

imperfect recollection, it found visual similarity 
between the signs since both signs had bottles with 
arrows curving towards the left. The signs were 
found to be conceptually similar to an average 
degree. The BoA concluded, in the context of the 
global assessment of the likelihood of confusion 
(LOC), that the OD should not have found that there 
was no LOC without an examination of the goods 
and services, and remitted the case to the OD.

The applicant filed an action before the General 
Court (GC), relying on a single plea in law: 
infringement of Article 8(1)(b) EUTMR. The applicant 
disputes the BoA’s assessment that the signs were 
visually and conceptually similar and argues that the 
BoA gave too much weight to the combination of a 
bottle and an arrow in the signs. The GC dismissed 
the action.

EUTM application

Earlier trade mark
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SUBSTANCE: INFRINGEMENT OF ARTICLE  8(1)(b) 
EUTMR
The relevant territory is the European Union, 
and the services are directed partly at the public 
at large and partly at business customers with 
specific professional knowledge or expertise in the 
fields of waste treatment and recycling, advertising, 
technology consulting and public relations (not 
disputed by the parties) (paras 24-25).

The figurative elements depicting symbols of an 
arrow and a bottle are used throughout the whole 
of the European Union to denote the recycling 
process or recycling services. Thus, these figurative 
elements, as the distinctive and dominant 
elements of the signs, have weak distinctive 
character in respect of the goods and services, 
which all relate to the recycling of packaging (not 
disputed). However, on account of their position 
and their size, the arrow and the bottle will make 
an impression on consumers and are likely to be 
remembered by them, while the can and the frame 
are not insignificant (paras 34-35).

The signs are visually similar to an average degree 
(paras 39-41).

It is not possible to compare the two signs 
phonetically as they are purely figurative (not 
disputed by the parties) (para. 43).

Both signs are conceptually similar to an average 
degree, as they use images with analogous semantic 
content in connection with recycling (paras 46-48).

In view of the average degree of visual and 
conceptual similarity between the signs, LOC 
could not be excluded, on the basis that the signs 
produced a different overall impression (paras 54-
57).
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New Decisions from the Boards of 
Appeal
EUIPO decisions, judgments of the General Court, 
the Court of Justice and the National Courts can 
be found on eSearch Case Law. Decisions of the 
Presidium of the Boards of Appeal can be found 
here and the EUIPO Official Journal here. For best 
results, please use either the Mozilla Firefox or 
Google Chrome browsers.

I. Cases referred to the Grand Board

29/03/2019, BoA Presidium decision (referral of 
case R 0551/2018‑1, DEVICE OF AN A (fig.) / DEVICE 
OF AN A (fig.) to the Grand Board)
https://euipo.europa.eu/ohimportal/en/presidium-
of-the-boards-of-appeal

On 29 March 2019, the Presidium of the Boards of 
Appeal decided to refer case R 0551/2018-1, DEVICE 
OF AN A (fig.) / DEVICE OF AN A (fig.), to the Grand 
Board. 
This case concerns the comparison of stylised 
single letter signs, for the purposes of establishing 
likelihood of confusion. In particular, it involves the 
issue of whether single letter signs have a concept in 
the context of the conceptual comparison.
Therefore, in the light of the importance of the 
legal issues concerned, the Grand Board will take 
a decision in order to establish a harmonised 
approach in similar cases. 
Pursuant to Article 37(6) EUTMDR, groups or bodies 
representing manufacturers, producers, suppliers 
of services, traders or consumers which can 
establish an interest in the result of this case may 
submit written observations within two months 
following the publication of the Decision of the 
Presidium in the EUIPO OJ – June 2019 (language of 
the proceedings: English)

18/03/2019, R  925/2017‑5, DARSTELLUNG VON 
DREI KREISEN (fig.)
Outcome: Decision confirmed.
Norms: Article 7(1)(b) EUTMR.
Keywords: Figurative trade mark, Other type of 
mark.

EUTM application

Earlier right

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1231%2F2017
https://euipo.europa.eu/ohimportal/en/presidium-of-the-boards-of-appeal
https://euipo.europa.eu/ohimportal/en/official-journal
https://euipo.europa.eu/ohimportal/en/presidium-of-the-boards-of-appeal
https://euipo.europa.eu/ohimportal/en/presidium-of-the-boards-of-appeal
https://euipo.europa.eu/ohimportal/en/official-journal
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0925%2F2017
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0925%2F2017
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Summary: The examiner rejected the application for 
the sign as represented above in relation to sanitary 
tapware and parts and components therefor in 
Class 11. The applicant indicated that the sign was 
a tactile mark, however the examiner argued that 
the sign should be considered a figurative mark and 
the description submitted was irrelevant. In addition 
both the representation and the description of the 
sign lacked important tactile properties (§ 7). 

The Board finds that the designation of the sign as a 
tactile mark as regards its eligibility for registration 
is irrelevant (§  16). The tactile effect of the sign 
applied for would be seen by relevant consumers as 
normal practice for the types of goods (taps with a 
surface of concentric elastic slats serving to beam 
the water) similar to the goods applied for (§ 33). The 
concentric slats are typical variants in competitors’ 
products (§ 34).

The tactile impression is combined with a functional 
characteristic (the easy removal of lime deposits by 
touching the elastic slats). The soft effect resulting 
from the slats is not sufficient to distinguish 
the relevant goods from the other competitors’ 
products (§ 40).
Accordingly the Board concludes that the sign 
applied for is not distinctive as regards the goods 
applied for (§ 44).
The appeal is dismissed.

27/03/2019, R 1854/2018‑4, RELATIONSHIP 
MEMORY

Outcome: Decision annulled.
Norms: Article 7(1)(c) EUTMR.
Keywords: Descriptive.

Contested EUTM

Contested EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1854%2F2018
https://euipo.europa.eu/eSearchCLW/#basic/*///number/1854%2F2018
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Summary: The application to register the word 
mark above for services in Classes 35,  41 and 42 
(inter alia, market research, marketing consulting, 
conference services, hosted computing services) 
was rejected on the basis of Article  7(1)(b) and (c) 
and Article 7(2) EUTMR (§ 3).

Relevant consumers comprise a specialist public, in 
countries where English is the official language, but 
also in Member States where the public has a good 
command of English (§ 18-19).
The combination of the words ‘RELATIONSHIP 
MEMORY’ in the sign applied for is incorrect both 
from a grammatical and a sentence construction 
standpoint, and therefore has an unusual structure. 
In addition both words have a broad meaning 
(§  21). The potential link between ‘RELATIONSHIP 
MEMORY’ and the services applied for is too vague 
in order to conclude that the sign applied for has a 
descriptive character (§ 22).
The sign applied for is not descriptive for the 
services in question, and the Board does not see 
any other reason why the mark lacks distinctive 
character (§ 25). 
Consequently, the sign applied for does not 
contravene the absolute grounds for refusal. The 
appeal is therefore well founded and the contested 
decision is to be annulled (§ 26).

24/04/2019, R 1878/2018‑4, FOREIGN AFFAIRS

Outcome: Decision partially annulled.
Norms: Article 7(1)(c) EUTMR, Article 7(3) EUTMR, 
Article 7(i) EUTMIR.
Keywords: Descriptive element, Distinctiveness 
acquired by use.

Summary: The examiner refused the entire 
application in relation to the word mark ‘FOREIGN 
AFFAIRS’ on the grounds that the sign was 
descriptive and devoid of distinctive character for 
all the goods and services applied for (inter alia, 
downloadable journals and e-books, magazines, 
online publications in the field of American foreign 
policy, diplomacy, history, international politics and 
economics in Classes 9,  16 and 41), in addition the 
evidence submitted in support of the applicant’s 
claim to acquired distinctiveness was insufficient 
(§ 4). 

The Board confirms the reasoning and conclusions 
of the examiner with regard to the descriptive 
nature and lack of distinctive character of the sign 
in question (§ 8).
In the relevant field of foreign policy, diplomacy, 
history, international politics and economics, English 

Contested EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1878%2F2018
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is used internationally and the relevant territory for 
the assessment of acquired distinctiveness is the 
entire EU (§ 12).
The evidence (sales figures, distribution lists of 
retailers, witness statements of representatives of 
various institutions renowned in the field of foreign 
policy and international affairs) is sufficient to show 
that, as a result of its long-standing and continuous 
use as a title, the relevant public has learnt to 
perceive ‘FOREIGN AFFAIRS’ in relation to magazines 
in the field of foreign policy and international affairs 
(the goods applied for in Class 16) as an indication 
of their commercial origin. Taking into account the 
well-established market practice to offer magazines 
both in print and digital format, the perception is 
no different with regard to the electronic version of 
the magazine and the additional content provided 
under the sign over the applicant’s website (goods 
applied for in Classes 9 and 41) (§ 17).
As regards the remaining goods and services in 
Classes  9 and  41 the evidence is too scarce to 
establish any use of the sign applied for (§ 21, 23). 
The appeal is allowed for the goods and services 
regarding magazines, downloadable magazines and 
on-line publications in the field of American foreign 
policy, diplomacy, history, international politics and 
economics and dismissed for the remainder.

07/03/2019, R 831/2018‑2, PUERTO FINO (fig.)

Outcome: Decision annulled.
Norms: Article 8(4)(b) EUTMR, Article 71(1) EUTMR.
Keywords: Geographical indication, Evocation (yes).

Summary: The figurative trade mark was registered 
in 2011 for goods and services in Classes  33 
(inter alia, wines), 35 (inter alia, establishment of 
businesses for wine; import-export of wines) and 
39 (inter alia, transport, packaging and warehousing 
of wine). In 2016, Instituto dos Vinhos do Douro e 
Porto filed a request for a declaration of invalidity 
of the registered mark for all the above goods and 
services on the basis of the protected designation of 
origin for wines ‘Port’/‘Porto’ (§ 1-3). By decision of 20 
April 2018 (‘the contested decision’), the Cancellation 
Division rejected the request for a declaration of 
invalidity in its entirety.

In the present case the earlier geographical 
indication can be invoked as an earlier right under 
Article 8(4)  EUTMR and may be protected against 
any misuse, imitation or evocation under Article 
118m(2)(b) of Regulation 1234/2007. As correctly 
explained in the Office’s Guidelines, neither the 
EUTMR nor the EU Regulations define the meaning 

Contested EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/831%2F2018


Alicante News
Up to date information on IP and EUIPO-related matters 2019

 IP Horizon 5.0 - Mapping opportunities and challenges for IP 
in a globalised economy

 Visual search for TMview extended to Ireland and Slovakia

 New EPO-EUIPO study shows link between SME growth 
and use of IP

 EURid and EUIPO strengthen their collaboration

April 2019 

EUIPN Updates

More News

Statistical Highlights

Luxembourg trade mark and design news 

New decisions from the Boards of Appeal 

Case Law

Quick Links

First Page

May

 Bosnia and Herzegovina to use the list of terms from the 
harmonised database in TMclass

Case law

18

of ‘misuse’, ‘imitation’ or ‘evocation’. The term 
‘evocation’ requires less than ‘imitation’ or ‘misuse’ 
(§  20). The Court of Justice has also held that 
there is an evocation of a protected name where 
the contested mark is visually, phonetically and 
conceptually similar (§ 23). The Board concludes that 
this is the case here, in particular for the Portuguese 
consumer (§ 24). 
Visually and aurally, the signs coincide in the 
sequence of letters/phonemes ‘P**RTO’ identically 
present in both (§  26). Conceptually, the PDO 
‘Porto’ will be understood by relevant Portuguese 
consumers as an indication for wine, whose quality, 
reputation or other characteristics are essentially 
attributable to its geographical origin (§  27). As to 
the contested sign, the word ‘PUERTO’ does not 
exist in Portuguese. However, due to the sequence 
of letters/phonemes P**RTO’ present in ‘PUERTO’ of 
the contested sign and in the PDO ‘PORTO’ and the 
existence of numerous equivalent or semantically 
close words in Spanish and Portuguese where the 
letters ‘ue’ change to ‘o’ (puerto-porto; puerta-porta; 
fuego-fogo; puente-ponte; cuento-conto; escuela-
escola) the Portuguese public will easily associate 
‘Puerto’ with ‘Porto’. Moreover, even if it were a 
‘false friend’, the Portuguese public might assume 
that it is a Spanish equivalent of the Portuguese 
word (§ 28). In addition, ‘FINO’ has been a traditional 
term for wine used in conjunction with Porto/Port 
wine for centuries (§ 29). Therefore, the use of the 
traditional term ‘fino’ which is reserved for wine 
benefiting from the PDO Porto obviously reinforces 
the evocation of the earlier PDO when the relevant 
public encounters the contested sign (§ 30).

25/03/2019, R 2516/2017‑3, Packaging for 
foodstuffs

Contested RCD

Earlier design

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2516%2F2017
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2516%2F2017


Alicante News
Up to date information on IP and EUIPO-related matters 2019

 IP Horizon 5.0 - Mapping opportunities and challenges for IP 
in a globalised economy

 Visual search for TMview extended to Ireland and Slovakia

 New EPO-EUIPO study shows link between SME growth 
and use of IP

 EURid and EUIPO strengthen their collaboration

April 2019 

EUIPN Updates

More News

Statistical Highlights

Luxembourg trade mark and design news 

New decisions from the Boards of Appeal 

Case Law

Quick Links

First Page

May

 Bosnia and Herzegovina to use the list of terms from the 
harmonised database in TMclass

Case law

19

Outcome: Decision annulled.
Norms: Article 6 CDR, Article 7 CDR.
Keywords: Catalogue, Disclosure within the EU, 
Freedom of designer, Informed user, Overall 
impression.

Summary: A declaration for invalidity was filed 
against the RCD represented above indicated as 
‘packaging for foodstuffs’ (§ 3). It was rejected by the 
Invalidity Division (§ 5).

On the disclosure of the earlier design ‘1: the Board 
finds that the exhibition of a design at a fair and its 
reproduction in a publication having a promotional 
character (such as a business newsletter) are events 
of disclosure (§ 15).

The informed user is the professional in the food-
processing industry who fills the container with 
food, and, the average consumer of preserves who 
opens the container when consuming the contents 
thereof (§ 21).
The designer’s freedom is broad as regards food 
containers since food can be preserved in containers 
having different appearances as a result of different 
shapes and materials, without limiting the function 
of the product (§ 24).
When assessing the overall impression of a container 
intended for food, it is exclusively the features of 
the appearance of that container which must be 
considered, not the features of the appearance of 
the foodstuff inside it (§  31). The contested RCD 
reproduces the features of the appearance of the 

earlier design, it makes the same overall impression 
on the informed user and must therefore be 
declared invalid on the ground of a lack of individual 
character (§ 32).

08/04/2019, R 1566/2018‑5, Novichok

Outcome: Decision annulled.
Norms: Article 6 CDR, Article 7 CDR.

Keywords: Catalogue, Disclosure within the EU, 
Freedom of designer, Informed user, Overall 
impression.

Summary: A declaration for invalidity was filed 
against the RCD represented above indicated as 
‘packaging for foodstuffs’ (§ 3). It was rejected by the 
Invalidity Division (§ 5).

On the disclosure of the earlier design ‘1: the Board 
finds that the exhibition of a design at a fair and its 
reproduction in a publication having a promotional 
character (such as a business newsletter) are events 
of disclosure (§ 15).
The informed user is the professional in the food-
processing industry who fills the container with 
food, and, the average consumer of preserves who 

Contested EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1566%2F2018
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opens the container when consuming the contents 
thereof (§ 21).
The designer’s freedom is broad as regards food 
containers since food can be preserved in containers 
having different appearances as a result of different 
shapes and materials, without limiting the function 
of the product (§ 24).
When assessing the overall impression of a container 
intended for food, it is exclusively the features of 
the appearance of that container which must be 
considered, not the features of the appearance of 
the foodstuff inside it (§  31). The contested RCD 
reproduces the features of the appearance of the 
earlier design, it makes the same overall impression 
on the informed user and must therefore be 
declared invalid on the ground of a lack of individual 
character (§ 32).

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1870%2F2017

