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Past meets present: how AI is 
helping shape the future of IP (and 
vice versa) 
By Eleonora Rosati

Intellectual property (IP) has technology in its 
DNA. Throughout history, IP concepts have been 
continuously challenged by the latest technological 
advancements. Just think, as examples, of the 
invention of the printing press, computer programs, 
recording devices, the internet, and all their 
implications for IP law. It is thus not surprising 
that the emergence of Artificial Intelligence (AI) has 
been also having an impact on key IP concepts and 
affecting how professionals undertake their daily 
tasks.

This said, AI raises unprecedented questions and 
is currently at the centre of intense legislative, case 
law, and policy discussions and developments. In 
relation to the latter, it is worth recalling that the 
European Commission recently unveiled a package 
of initiatives aimed at developing a “A European 
approach to artificial intelligence”.

AI as an author or an inventor?

In several jurisdictions around the world questions 
have arisen regarding whether the notions of 
‘author’ and ‘inventor’ – cornerstones of, respectively, 
copyright and patent law – can be intended as 
encompassing not just humans but also machines 
and AI.

Starting from ‘author’, in the United States the 
Copyright Office has already taken the stance that 
works by “a machine or mere mechanical process 
that operates randomly or automatically without any 
creative input or intervention from a human author” 
shall not be protected. It is reasonable to assume 
that this approach will be followed in Europe too, 
especially considering that the Court of Justice of the 
European Union requires, for copyright protection 
to arise, that a work “reflects the personality of its 
author, as an expression of [their] free and creative 
choices”. 

Turning to ‘inventor’, it seems that things are not 
that dissimilar to copyright. The European Patent 
Office (EPO) recently confirmed that the legal 
concept of inventorship requires a human being to 
be the inventor. In December 2021, the EPO Legal 
Board of Appeal held that, under the European 
Patent Convention, an inventor designated in a 
patent application must be a human being.
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https://digital-strategy.ec.europa.eu/en/policies/european-approach-artificial-intelligence
https://digital-strategy.ec.europa.eu/en/policies/european-approach-artificial-intelligence
https://www.copyright.gov/comp3/docs/compendium.pdf
https://curia.europa.eu/juris/document/document.jsf?text=&docid=227305&pageIndex=0&doclang=en&mode=lst&dir=&occ=first&part=1&cid=70879
https://www.epo.org/news-events/in-focus/ict/artificial-intelligence.html
http://https://www.epo.org/news-events/news/2021/20211221.html
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Those indicated above are not the only IP issues 
surrounding AI. For example, under copyright law 
questions have arisen whether machine learning 
and AI development can be unduly hampered by 
legal restrictions. Recently, the European Union 
adopted legislation providing for new copyright 
exceptions that allow preparatory activities that 
are functional to these – that is ‘mining’ of large 
quantities of text and data – to be undertaken 
without copyright owners’ permission, provided 
that certain conditions are satisfied. 

AI as a tool for the IP profession

Like all technologies that came before it – just to 
refer to some of the most recent examples, think 
of the typewriter, the personal computer, and the 
internet –  AI also has had an impact on work and 
how one’s own duties are performed. 

IP professionals have been also increasingly relying 
on AI tools. The European Union Intellectual 
Property Office (EUIPO) itself has been conducting 
its operations with the aid of the latest AI-based 
technologies. Image search and machine translation, 
which are based on AI, are for example part of the 
EUIPO tools and e-services.

Starting with AI-empowered image search, by 
uploading one image when searching trade marks 
and up to seven images when searching designs, 
eSearch plus allows one to find similar-looking trade 
marks and designs thanks to the analysis of colours, 
shapes, and textures.

Turning to machine translation at the EUIPO, 
eSearch Case Law allows one to retrieve decisions 
of the EU courts and the EUIPO and automatically 
translate them in 31 language combinations. Since 
the service was introduced in 2018, over 90 000 
automatic translations have been downloaded from 
eSearch Case Law and more than 206 000 decisions 
have been automatically translated and made 
available to our users.

AI tools are also being increasingly used in 
enforcement initiatives, for example to detect 
fakes and other unlawful products and content 
as indicated in the EUIPO’s paper on Automated 
Content Recognition.
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https://eur-lex.europa.eu/eli/dir/2019/790/oj
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/Strategic_Plan_2025/project_cards/SD3_Artificial_Intelligence_implementation_PC_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/Strategic_Plan_2025/project_cards/SD3_Artificial_Intelligence_implementation_PC_en.pdf
https://euipo.europa.eu/ohimportal/en/strategic-drivers/ipinnovation
https://euipo.europa.eu/ohimportal/en/new-image-search
https://euipo.europa.eu/eSearch/
https://euipo.europa.eu/ohimportal/en/key-user-newsflash/-/asset_publisher/dIGJZDH66W8B/content/improved-machine-translation-in-esearch-case-law/
https://euipo.europa.eu/eSearchCLW/
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/2020_Automated_Content_Recognition/2020_Automated_Content_Recognition_Discussion_Paper_Full_EN.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/2020_Automated_Content_Recognition/2020_Automated_Content_Recognition_Discussion_Paper_Full_EN.pdf
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AI and IP into the future

Although the term ‘artificial intelligence’ was coined 
in 1956 at a conference at Dartmouth College in 
New Hampshire, we are still in the early days of AI: 
its potential is yet to unfold fully. 

Nevertheless, what is already evident in all this is 
that AI has been forming a very close relationship 
with IP law: from a substantial standpoint, it has 
been raising novel and intriguing questions; from a 
professional perspective, AI has been changing the 
ways in which we carry out our daily tasks. It is true 
that the future is yet to be written, but IP law and 
the IP profession will likely play a significant role in 
doing so.

Eleonora Rosati is an Italian-qualified lawyer with 
experience in copyright, trade marks, fashion and 
internet laws. Dr Eleonora Rosati is a Full Professor of 
Intellectual Property (IP) Law, Director of the Institute 
for Intellectual Property and Market Law (IFIM), and Co-
Director of the LLM in European IP Law at Stockholm 
University. She is also Of Counsel at Bird & Bird and is 
the author of several articles and books on IP issues.
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Alicante News: Survey time!
Alicante News has been around for a long time. 
Over the years it has grown from strength to 
strength, however, we want to continue to improve 
Alicante News. In order to do that, who better to 
ask for suggestions than you, our readers. We have 
launched a short survey to gather your valuable 
feedback on our flagship monthly newsletter. 
Alicante News is one of the EUIPO’s longest-standing 
publications and we would like to hear your ideas 
and suggestions so we can continue to improve its 
quality and format. 

It only takes a few minutes to complete the survey. 
The feedback received will be used to better 
understand your interests and preferences while 
at the same time, develop a plan to enhance the 
newsletter.

The closing date for submissions is 31 March 2022. 

Please note that this survey is anonymous. The 
record of your survey responses does not contain 
any identifying information about you.

About Alicante News

Alicante News is the EUIPO’s monthly newsletter 
containing information on all aspects of trade mark 
and design law and practice as well as on wider 
intellectual property issues, case-law summaries 

and EUIPO-related news. First launched as a 
printed publication called ‘OAMI News’ in 1996, the 
newsletter evolved into an electronic format in 2006 
and currently has more than 5700 subscribers from 
all over the world.

Take the survey now

10 years of the EU Intellectual 
Property Network

The European Union Intellectual Property Network 
(EUIPN) celebrates its tenth anniversary marking a 
decade of significant achievement that has helped 
modernise the two-tier EU trade mark and design 
systems and make them more user-friendly and 
accessible.

https://www.tmdn.org/uss/699294/lang-en
https://www.tmdn.org/uss/699294/lang-en
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Demand for filings at both the national level and 
at the EU level has grown significantly over the 
past decade and for trade marks this increase has 
topped 38% overall.

National and regional trade marks and designs, 
and the EU trade mark and registered Community 
design, complement each other and must be 
interoperable in order to fulfil the needs and 
expectations of the companies that rely upon them.

To help continuously improve this interoperability, 
in 2011 the EUIPO launched a EUR 50 million 
Cooperation Fund, aimed at improving tools, 
combined with a complementary Convergence 
Programme, linking the EUIPO with national or 
regional offices and user organisations.

These initiatives represented the first steps towards 
a fully-fledged EUIPN and this cooperation has since 
been transformed into an ambitious multi-annual 
strategy within a reinforced network.

The work of the network has been seen most 
recently in the cooperative efforts that are central 
to the successful operation of the Ideas Powered for 
Business SME Fund, which is driven at the national 
level by the intellectual property offices, and forms 
part of an overall European Commission strategy to 
help SMEs.

Since its inception, the EUIPN has worked to create 
better service for all customers and better efficiency 
for the offices while building a more straightforward, 
transparent and predictable system.

For customers, this has been reflected in significant 
reductions in the cost and time to register. Over 
a decade, for example, the average time to register a 
trade mark in the EU has dropped by 47% while the 
average time to register a design has fallen by 78%.

https://euipo.europa.eu/ohimportal/online-services/sme-fund
https://euipo.europa.eu/ohimportal/online-services/sme-fund
https://ec.europa.eu/growth/industry/policy/intellectual-property/smes_en
https://ec.europa.eu/growth/industry/policy/intellectual-property/smes_en
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Likewise, the EUIPN has helped deliver better tools 
and better practices, which have helped both 
customers and the offices. In 2011, only seven IP 
offices in the EU offered the full range of online 
services to users. By the EUIPN’s 10th anniversary, 
e-filing is being offered by all the EU offices with 
extensive use of the front office (21 out of 27 offices) 
and back office tools (rising to 14 offices in 2021) 
developed by the network. The network has also 
launched 12 projects in different areas of practice 
covering not only trade marks and designs but also 
appeal proceedings.

Read the report

IP in the 20th century (1957 - 2002)

Further to the previous three articles ranging from the 
Ancient Age to the first part of the 20th century, we 
continue to delve into the history of IP. This series of 
articles, each focused on a specific period of time, takes 
a close look at the lengths taken to protect what we now 
call Intellectual Property (IP).

During the second half of the 20th century, the IP 
system’s development and sophistication really took 
off on both the international and national front. The 
second half of the 20th century was particularly 
important in Europe. In 1957, the conclusion of 
the Treaty of Rome paved the way to a process of 
European integration, whose main objective was 
the creation of an internal market within which the 
free movement of persons, goods, services, and 
capitals would be guaranteed. Intellectual property 
and the progressive harmonisation of the main IP 
rights throughout the Member States of what is now 
the European Union has also been functional to the 
building of an internal market.

New IP statutes

During this period, several countries around the 
world continued reforming and modernising their 
own IP laws. For example, in 1988, the United 
Kingdom passed a new copyright act that is still 
in force today. Similarly to the copyright laws of 
the Commonwealth countries, that law contains 
a provision concerning protection of computer-
generated works. While it was originally meant for 
satellite photographs, it is now believed that it might 
serve to offer protection to works created by… 
artificial intelligence!

Some of the changes introduced into national IP 
laws were obviously the result of international 
harmonisation. For example, did you know that 

https://www.tmdn.org/#/practices
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/news/10_years_connecting_the_world_of_IP_en.pdf
https://www.europarl.europa.eu/about-parliament/en/in-the-past/the-parliament-and-the-treaties/treaty-of-rome
https://www.legislation.gov.uk/ukpga/1988/48/contents
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in 1990 the United States had to introduce some 
form of moral rights protection to comply with its 
obligations under the Berne Convention, which it 
had joined the year before?

The international framework: new and revised 
IP instruments

The second half of the 20th century also saw an 
intense activity around further internationalisation 
of IP laws. For example, between 1967 and 1979, the 
already mentioned Berne Convention was revised 
not once, not twice, but three times!

The 1970s were also important for international 
patent harmonisation efforts. In 1970, the Patent 
Cooperation Treaty was concluded and, in 
1973, the European Patent Convention was first 
introduced. In 1970, the World Intellectual Property 
Organization (WIPO) was also established, replacing 
the United International Bureaux for the Protection 
of Intellectual Property (BIRPI), which had operated 
since 1893 to administer the Paris and Berne 
Conventions.

In the course of the 1990s some further major steps 
were made in the international arena. For example, 
in 1994, the TRIPS Agreement was signed, while the 
WIPO Internet Treaties were adopted in 1996. All 
these remain fundamental instruments as of today.

The EU dimension of IP

During the early years of the European integration 
process there were not any specific initiatives in the 
IP field. However, things started changing during 
the 1970s and 1980s, first, through some case-law 
of what today is the Court of Justice of the European 
Union, and then through some policy initiatives and 
documents of the European Commission. It was 
however from the late 1980s and throughout the 
1990s that legislation was issued.

In 1988, the first ever IP directive was adopted, 
harmonising the requirements for and scope of 
protection of trade marks under national law. In 
1994, we got the first IP regulation, introducing the 
possibility to obtain trade mark rights that would 
cover the entirety of the territory of what is today 
the European Union. Such trade marks would 
be granted by what is now the European Union 
Intellectual Property Office (EUIPO) – based in 
Alicante (Spain) – in the same year.

In 1991, the first copyright directive was also 
adopted, harmonising the requirements for and 
scope of protection of copyright in relation to 
computer programs. In 1993, the term of protection 
of copyright was harmonised, as it became clear 
that different durations across Europe would create 

https://www.law.cornell.edu/uscode/text/17/106A
https://www.law.cornell.edu/uscode/text/17/106A
https://www.wipo.int/treaties/en/ip/berne/
https://www.wipo.int/pct/en/
https://www.wipo.int/pct/en/
https://www.epo.org/law-practice/legal-texts/epc.html
https://www.wto.org/english/docs_e/legal_e/27-trips_01_e.htm
https://www.wipo.int/copyright/en/activities/internet_treaties.html
https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=CELEX%3A31989L0104
https://euipo.europa.eu/ohimportal/en/home
https://euipo.europa.eu/ohimportal/en/home
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX%3A31991L0250
https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex%3A31993L0098
https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex%3A31993L0098
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frictions to the free movement of protected content. 
In 1996, it was the turn of rights in databases to be 
harmonised.

In 1998, a directive relating to the requirements for 
and scope of protection of national design rights 
was adopted and in 2002 a regulation introducing 
EU-wide design rights saw the light.

‘United in diversity’ but what about IP?

The main legacy of the second half of the 20th century 
is represented by the progressive modernisation 
of IP laws, their further internationalisation and 
– insofar as Europe is concerned – the start and 
development of its integration process. Over the past 
thirty years or so, the IP laws of countries around 
the world and, even more markedly, the EU Member 
States have become more and more homogeneous. 
This, on reflection, has been prompted not only by 
the growing integration of markets and economic 
systems, but also by technological advancements 
and the interconnectivity that the advent of the 
internet has created once and for all. Check the next 
edition of Alicante News for the next milestones of 
our IP history!

IP awareness grants: success and 
innovation
In 2019, after an EUIPO call for proposals, 13 
projects were awarded grants to raise awareness 
on intellectual property. The projects were 
implemented at national level by various entities, 
and took place in 9 EU countries: Bulgaria, Cyprus, 
Greece, Hungary, Italy, the Netherlands, Poland, 
Portugal and Spain. The initiative achieved positive 
results, with over 118 million people reached, 71 
million more than originally estimated.

These projects raised IP awareness in their 
respective areas, but also highlighted the damage 
that infringements, counterfeiting and piracy, can 
cause. From workshops to social media campaigns, 
every avenue was explored to get the message 
across, despite the difficulties faced during the 
height of the global pandemic.

September/October 2021 saw the launch of more 
grants. 12 projects have been awarded with a grant, 
and 5 of those have already implemented some 
of their initiatives. Find out more on the awarded 
projects.

https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=celex%3A31996L0009
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX%3A31998L0071
https://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex%3A32002R0006
https://europa.eu/european-union/about-eu/symbols/motto_en
https://euipo.europa.eu/ohimportal/en/web/observatory/call-for-proposals
https://euipo.europa.eu/ohimportal/en/web/observatory/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9195006&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/web/observatory/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9195006&journalRelatedId=manual/
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Latest cooperation updates
Read the latest news on the EUIPO’s European and 
international cooperation projects:

• The Romanian IP office improved its back office 
system.
• The Common Tools Integration tool was 
implemented in Spain.
• San Marino now uses the list of terms from 
the harmonised database of goods and services 
(HDB) in TMclass.
• Extension of Common Practices: North 
Macedonia aligned its practice with CP3, and 
Tunisia with CP6.
• The EUIPO carried out a round of virtual 
technical visits with EU IP offices.
• A TM5 workshop on Bad Faith was organised 
for the Indonesian Directorate General of 
Intellectual Property.
• European Commission’s call for evidence: 
EU toolbox against counterfeiting. Deadline: 
03/03/2022.

https://www.tmdn.org/#/news/2167424
https://www.tmdn.org/#/news/2167424
https://www.tmdn.org/#/news/2156289
https://www.tmdn.org/#/news/2153318
https://www.tmdn.org/#/news/2158765
https://www.tmdn.org/#/news/2175268
https://www.tmdn.org/#/news/2155739
https://www.tmdn.org/#/news/2154102
https://ec.europa.eu/info/law/better-regulation/have-your-say/initiatives/12915-EU-toolbox-against-counterfeiting_en
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Monthly statistical highlights January* 2021 2022

European Union Trade Mark applications received 14 166 12 788

European Union Trade Mark applications published 17 254 17 051

European Union Trade Marks registered (certificates 
issued)

13 987 14 969

Registered Community Designs received 6 346 7 052

Registered Community Designs published 10 217 8 937
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EUIPO examiners: here to help 
you on your IP journey
Did you know that in 2021 the EUIPO achieved 
some major milestones, including a record number 
of filings? Well, another impressive number that 
doesn’t get as much air time is the amount of phone 
calls our examiners attend to. In 2021, that number 
surpassed 9 172!

As the EUIPO continues to develop its customer 
centric way of working, the customer is set to move 
even closer to the centre of everything the Office 
does. Our examiners are here to help you with your 
queries, and on average answer 38 calls per day. 
However, if absent or in a meeting, an examiner will 
try to return your call in less than 5 business hours.

Although we strive to provide a response within 
5 business hours, it can sometimes take up to 15 
business hours to respond. This is still within our 
compliance levels, and is seen more as an exception 
rather than the norm.

You can reach the EUIPO Information Centre by 
dialling +34 965139100 during our business hours 
(08.30 to 18.30) from Monday to Friday.

For more information on our commitment levels for 
direct and call-back accessibility, please check our 
Service Charter:
 

https://eur05.safelinks.protection.outlook.com/?url=https%3A%2F%2Fyoutu.be%2F6R1LTocF8yI&data=04%7C01%7CWebPublication%40euipo.europa.eu%7C15363d9344b24ac7d82b08d9fa8e2873%7C30ba0c6504bb44e98bd0ccdaa5b1adcb%7C0%7C0%7C637816310729425578%7CUnknown%7CTWFpbGZsb3d8eyJWIjoiMC4wLjAwMDAiLCJQIjoiV2luMzIiLCJBTiI6Ik1haWwiLCJXVCI6Mn0%3D%7C3000&sdata=JtZzgWDXNwVfVR3PEG8tfgKHJOmNb0W9k8quAddMQ1k%3D&reserved=0
https://eur05.safelinks.protection.outlook.com/?url=https%3A%2F%2Feuipo.europa.eu%2Fohimportal%2Fen%2Feuipo-service-charter&data=04%7C01%7CWebPublication%40euipo.europa.eu%7C15363d9344b24ac7d82b08d9fa8e2873%7C30ba0c6504bb44e98bd0ccdaa5b1adcb%7C0%7C0%7C637816310729425578%7CUnknown%7CTWFpbGZsb3d8eyJWIjoiMC4wLjAwMDAiLCJQIjoiV2luMzIiLCJBTiI6Ik1haWwiLCJXVCI6Mn0%3D%7C3000&sdata=OvYmQknzfhcmf4nEevF0frKtV4EATEepy5ZheiR8N0s%3D&reserved=0
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Customer Satisfaction Survey 
launched

As part of the EUIPO’s continuing efforts to deliver 
the best possible service to customers, the Office 
carries out a satisfaction survey every year. The aim 
is to assess how satisfied customers are with the 
services provided by the EUIPO.

Our customers will be contacted, on behalf of the 
EUIPO, by the specialised survey company Berent, 
which has been entrusted with this important task.

The survey will be available in the 23 official 
languages of the EU and the deadline for completion 
is 15 March 2022.

The EUIPO carries out these surveys to hear first-
hand from customers on how they feel about the 
services provided, and their experiences in using 
them. The feedback obtained from this, and other 
surveys, enables the Office to identify where it can 
improve. In turn, this data is used to further develop 

new services for the benefit of customers.

Read more about our customer satisfaction 
initiatives.

Quality in decisions reached 
record levels in 2021
To give users a say in the EUIPO’s quality processes, 
the Stakeholder Quality Assurance Panels (SQAP) 
were initiated to carry out audits on a sample of real 
decisions.

What started as a project in the area of opposition 
decisions some years ago has now become a well-
established practice and covers all decisions on 
substance. Representatives from user organisations 
are invited four times a year to assess the quality 
of a total of 260 decisions on absolute grounds, 
opposition, cancellation and also RCD invalidity 
to then discuss their findings with the EUIPO’s 
examiners.

The 2021 audits revealed excellent results with 
absolute grounds at 91.55% compliance, oppositions 
at 93.33% and RCD invalidity at more than 96%. The 
quality of the audited cancellation decisions even 
reached the maximum score of 100% compliance. 
These results also show the effort invested in 
improving the consistency and predictability of the 
Office’s decisions, always taking on board users’ 
feedback and the need of legal compliance.

https://euipo.europa.eu/ohimportal/strategic-drivers/ipexcellence/customers
https://euipo.europa.eu/ohimportal/strategic-drivers/ipexcellence/customers
https://euipo.europa.eu/ohimportal/sqap_audits
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The SME Fund update 
The second edition of the SME Fund continues in 
full swing. Applications continue at a steady pace: 
more than 3 200 requests have been received 
at the EUIPO since the launch of the new call for 
applications in January 2022. In detail:

• 1 550 applications come from start-ups; 
• 933 from innovative or R&D-oriented SMEs;
• And 771 come from SMEs involved in exporting 
or internationalisation.

In January 2022, the EUIPO and the European 
Commission launched the SME Fund with a funding 
budget of up to EUR 47 million for a period of 3 
years (2022-2024). The 2022 application period is 
now open and will run until 16 December 2022.

IP professionals can apply on behalf of their SME 
clients. This year, following a successful application, 
SMEs will receive one or two vouchers (depending 
on the request made) for up to EUR 2 250 of the 
eligible costs.

In the context of supporting European SMEs, 
the EUIPO has recently signed collaboration 
agreements with the European Furniture Industries 
Confederation (EFIC) and the European Business 
and Innovation Centre Network (EBN).

In addition, during the recent EU Industry Days 
2022, the SME Fund was presented as part of the 
European Commission’s Action Plan on Intellectual 
Property ‘Making the most of the EU’s innovative 
potential – An intellectual property action plan to 
support the EU’s recovery and resilience’.

Follow the latest news on Twitter and LinkedIn.

https://euipo.europa.eu/ohimportal/en/online-services/sme-fund
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&journalId=9163280&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&journalId=9163280&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9170679&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9170679&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9183942&journalRelatedId=manual/
https://euipo.europa.eu/ohimportal/en/news?p_p_id=csnews_WAR_csnewsportlet&p_p_lifecycle=0&p_p_state=normal&p_p_mode=view&p_p_col_id=column-1&p_p_col_count=2&journalId=9183942&journalRelatedId=manual/
https://twitter.com/IdeasPowered
https://www.linkedin.com/company/ideaspoweredforbusiness/
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eSearch Case Law: Key 
enforcement judgments now 
available
At the end of 2020, the EUIPO entered into a four-
year collaboration agreement with the Centre 
for Intellectual Property Policy & Management at 
Bournemouth University and Milieu Law & Policy 
Consulting regarding the collection of national key 
enforcement judgments from 14 Member States, 
namely Belgium, Bulgaria, Germany, Estonia, 
Croatia, Cyprus, Luxembourg, Malta, Netherlands, 
Austria, Poland, Portugal, Romania and Finland. 

The purpose of the agreement is to consolidate and 
expand the collection of national key enforcement 
judgments accessible through eSearch Case Law.

As a result of the successful completion of the 
first-year deliverable, a total of 281 national key 
enforcement judgments from the above 14 
Member States have been added to the ‘National 
court judgments’ section of the eSearch Case Law 
database. This brings the total number of key 
enforcement judgments in the database to 1 759.

The judgments can be accessed by using the 
‘Advanced search’ function of the ‘National court 
judgments’ tab and selecting ‘Only Key Enforcement 
decisions’. With this new addition, the eSearch Case 
Law database now includes key jurisprudence on 

enforcement of intellectual property rights from 
all EU Member States.

The key national enforcement judgments project 
started in 2014 and aims to collect key enforcement 
judgments rendered by the national courts that 
provide new trends or developments in case-law. 
The project is being implemented in cooperation 
with participating Member State IP offices, 
Bournemouth University and Milieu Law & Policy 
Consulting. Judgments concerning community plant 
variety rights are provided by the Community Plant 
Variety Office (CPVO).

Consolidated Rules of Procedure 
of the Boards of Appeal
The Consolidated Rules of Procedure of the EUIPO 
Boards of Appeal have been published on the EUIPO 
website.

The document seeks to increase transparency, 
consistency, and legal certainty for users of the 
appeal system, as well as streamlining the decision-
making processes throughout the Boards of Appeal.

Since their adoption on 27 February 2020, some 
amendments have been introduced to the Rules of 
Procedure. All these amendments and their entry 
into force can be easily seen from this comparative 
consolidated version.

https://euipo.europa.eu/eSearchCLW/
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/about_euipo/boards_of_appeal/Rules_of_Procedure_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/about_euipo/boards_of_appeal/Rules_of_Procedure_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/about_euipo/boards_of_appeal/Rules_of_Procedure_comparative_version_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/about_euipo/boards_of_appeal/Rules_of_Procedure_comparative_version_en.pdf
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The Rules of Procedure will be reviewed and 
updated annually, and a new consolidated version 
will be published on the EUIPO website at the 
beginning of each year.

Tool tip: GIview

Have you recently cleared a trade mark for a 
client? Have you used GIview? Did you know that 
there are over 5 000 geographical indications 
(GIs) protected in the EU and that a trade mark 
cannot be registered if it consists of or contains a 
protected GI?

Discover 3 features of our state-of-the-art tool for 
geographical indications, GIview:

• GIview is the most comprehensive search 
database for GIs in the world. It contains official 
registered data in relation to all GIs concerning 
wines, spirits, aromatised wines, agricultural 

products and foodstuffs protected in the EU. This 
includes GIs registered directly and GIs protected 
through bilateral or multilateral agreements, 
both within the EU and abroad. 
• It is a powerful tool for promoting the value of 
GIs, by also including extended data, such as the 
contact data of the producer groups and control 
bodies, maps, photographs, product description, 
the geographical area, sustainability statement, 
etc. 
• It includes a link with the IP Enforcement 
Portal (IPEP) through which country authorities 
and producer groups can initiate proceedings 
by communicating directly with enforcement 
authorities. Police and customs officials from 
the Member States can also view information 
and product details, making it easier for them to 
identify counterfeits and take action.

GIview is project resulting from the collaboration 
between the European Commission and the EUIPO. 
It currently contains more than 5 200 GIs protected 
in the EU and has more than 40 000 entries showing 
the protection of EU GIs worldwide.

https://www.tmdn.org/giview/
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Demystifying AI with Nuria Oliver
AI technologies have turned science fiction into 
reality quite a while ago. On the occasion of 
International Women’s Day, and in line with the 
Artificial Intelligence theme of this Alicante News, 
we take the opportunity to share the conference 
‘Demystifying Artificial Intelligence with Nuria Oliver’.

Nuria Olivier is a computer scientist and holder 
of a PhD from Media Lab at MIT. Her main area 
of expertise is modelling human behaviour and 
developing interactive intelligent systems, which 
she has used to great effect during the pandemic 
by applying artificial intelligence to help reduce case 
numbers in the Comunitat Valenciana.

“Artificial intelligence is already here, all around 
us, and it is key that we use it to our advantage to 
have a positive impact and help us to address the 
major challenges facing society today”, stated Nuria 
Oliver after receiving the Jaume I Award for New 
Technologies in June 2021.

The conference is moderated by Miguel Ortega, 
head of New Technologies at the EUIPO.

Watch the conference

A record year for EUTM 
applications
In 2021, the EUIPO hit various milestones. Despite 
the difficulties faced, the Office continued to march 
forward. Thanks to our innovation, and willingness 
to find new ways to conduct business, we were 
able to further support the Commission’s European 
Recovery Plan, thanks in no small part to the 2021 
Ideas Powered for Business SME Fund, which saw 
almost 13 000 SMEs reach out for support.

However, 2021 also saw a record number of EUTM 
applications at the EUIPO, with almost 200 000 
applications received. To put this into context, 
it took almost 15 years for the office to reach 100 
000 applications received in a single year. This 
phenomenal increase in applications tells us a 
number of things. It tells us that the desire for an 
EUTM has never been stronger, that IP in Europe is 
flourishing and that faith in the IP system, continues 
to grow.

It also shows us that the digital world is truly the 
dominant element when filing an EUTM application, 
with 99.96% of applications submitted via our 
e-filing portal. And let’s not forget designs, which 
saw almost 116 000 designs submitted, 98.90% 
being submitted online. With an ever-expanding 
suite of easy to use e-tools being developed at the 
EUIPO, that trend is set to grow exponentially in 
years to come. 

Statistical reports on EU trade marks and designs

https://euipo.europa.eu/knowledge/enrol/index.php?id=4469
https://euipo.europa.eu/knowledge/enrol/index.php?id=4469
https://twitter.com/EU_IPO/status/1476481575734943749
https://youtu.be/-uSNfgMsAUw
https://youtu.be/-uSNfgMsAUw
https://euipo.europa.eu/ohimportal/en/online-services
https://www.tmdn.org/#/tools
https://euipo.europa.eu/ohimportal/en/the-office#statistics
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ACADEMY webinars
Latest webinars

Power your business with the SME Fund

Get to know the benefits of the SME Fund for small 
and medium-sized businesses when protecting their 
IP rights. Beneficiaries of the SME Fund can receive 
partial reimbursement of the costs of IP diagnostic 
services as well as trade mark, patent and design 
applications.

The ‘Ideas Powered for Business SME Fund’ is a 
European Commission initiative implemented by 
the EUIPO.

Watch the webinar

How to avoid errors when filing documents in 
inter partes proceedings

This webinar explains how to correctly submit 
documents and avoid deficiencies. Filing of 
documents, including evidence, is mainly done 
electronically.

During this webinar, you will:

• learn which data carriers are accepted by the 
EUIPO,

• be aware of the Office’s practice regarding 
encrypted files and confidentiality,
• know how to index documents correctly.

Watch the webinar

New EUIPO AI tools empowering customer 
services

The development of advanced customer-centric 
services is part of the EUIPO’s digital transformation 
journey. This will, for example, contribute to 
reducing the risk of a registration being refused due 
to a deficiency in an application.

During this webinar, you will:

• understand how the EUIPO is implementing AI 
and how it will continue to implement AI for the 
IP community, 
• discover what the EUIPO has achieved up to 
now and what is coming in the near future,
• learn lessons from the users of AI tools. 

Watch the webinar

https://euipo.europa.eu/ohimportal/en/online-services/sme-fund
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1643670000
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1644274800
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1644879600
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The new EUTM e-filing – Demo

The digital services that the EUIPO makes available 
to its users are designed to help them discover, 
protect, manage, exploit and defend their IP rights. 
To this end, the Office is launching a new electronic 
form that allows filing EU trade mark applications in 
a user-friendly manner, with clear guidance. With a 
new and fresh interface, based on feedback from 
our users, the new form is adapted to all types of 
devices. It performs better and has a new set of 
services that aim to reduce possible deficiencies in 
the application.

This demonstration-based webinar provides a 
general overview of the new electronic form which 
will replace two of the three existing forms for trade 
marks: the 5-step form and the advanced form.

During this webinar, you will:

• go through the different sections to highlight 
the main changes and the rules that apply to 
them,
• learn about possible configurations to adapt 
the form to different needs, 
• discover the improvements made based on 
user feedback.

Watch the webinar

Upcoming webinars

Webinar: Track Case-Law: GC/CJEU judgments 
and EUIPO Boards of Appeal decisions (Q1)
Tuesday 1 March, 10.00 – 12.00 (CET)

Webinar: She (IP) matters!
Tuesday 8 March, 10.00 – 11.00 (CET)

Webinar: Convergence of Trade Mark and Design 
Practice: Past, Present and Future
Tuesday 15 March, 10.00 – 11.00 (CET)

Webinar: 2022 Edition of the EUIPO Guidelines
Part I: Overview of the 2022 Edition of the EUIPO 
Guidelines, 10.00 – 10.45 (CET)
Part II: 2022 Edition of the EUIPO Guidelines: focus 
on register and general rules, absolute and relative 
grounds, 10.50 – 12.00 (CET)
Tuesday 22 March, 10.00 – 12.00 (CET)

Webinar: The Benefits of Alternative Dispute 
Resolution Mechanisms - Joint Webinar WIPO – 
EUIPO

Tuesday 29 March, 10.00 – 11.30 (CET)

https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1645484400
https://euipo.europa.eu/knowledge/calendar/view.php?view=month&time=1601503200
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1646089200
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1646694000
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1647298800
https://euipo.blumm.it/event/ar/1/webinar-20220322-1000
https://euipo.europa.eu/knowledge/calendar/view.php?view=day&time=1648504800
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On recent case-law 

Recently, in R2421/2020-1, the EUIPO Boards 
of Appeal annulled a refusal of the shape mark 
applied for of the first VW bus of the Fifties because 
the shape has several elements that create an 
overall impression that is indicative of origin (split 
windshield, v-shaped bead, eight side windows, 
etc.).

If you want to learn more on the topic, the webinar 
on ‘Absolute grounds for refusal - shape of goods 
(Article 7 EUTMR)’ focuses on the way distinctiveness 
of shape marks is being assessed by the EUIPO 
and presents the main results of the convergence 
project CP 9 Common Practice on Shape Marks. It 
also addresses the absolute grounds for refusal 
under Article 7(1)(e) EUTMR.

Take advantage of the online learning offer in the 
EUIPO Academy Learning Portal

https://euipo.europa.eu/eSearchCLW/#basic/*///number/2421%2F2020-1
https://euipo.europa.eu/knowledge/enrol/index.php?id=3826
https://euipo.europa.eu/knowledge/
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How does design functionality 
work?
What the latest case-law has to say

Introduction

This article provides an overview of the 2021 
case-law and recent appeals pending before the 
Luxembourg courts relating to design functionality. 
This will allow us to briefly recap the basics of this 
complex issue.

According to Article 8(1) CDR, a registered 
Community design (RCD) ‘shall not subsist in 
features of appearance of a product which are solely 
dictated by its technical function’. This is intended 
to prevent the creation of exclusive rights based on 
technical solutions by means of design registration, 
without having to fulfil the specific requirements for 
patent protection.

A design does not need to be pleasant to look 
at (even though this will certainly influence its 
commercial success), and it does not need to have 
an aesthetic quality (10th Rec., CDR). The visual 
appearance of any product, even unattractive ones, 
can be subject to design protection. However, where 
the function matters so much that the product’s 
appearance becomes totally irrelevant, design 
protection must be denied. This is because the 
rationale of design law is to reward a visible attempt 

to create something which can claim ‘individuality’ 
(Article 6 CDR).

Before the Court of Justice clarified its meaning in 
the landmark judgment Doceram (1), the expression 
‘solely dictated by technical function’ gave rise to a 
number of interpretations.

Member States were divided about how to apply 
the functionality test, depending on the influence of 
patent law or copyright law on their national design 
laws.

The theory of ‘multiplicity of forms’ was then 
opposed to the ‘causality’ theory.

Two theories regarding functionality

According to the ‘multiplicity of forms’ theory, if 
alternative shapes are conceivable, while fulfilling 
the same technical function, the design is eligible 
for design protection. The existence of alternative 
shapes would suffice to establish that the designer’s 
freedom was not restrained by the function (2).

Meanwhile, the ‘causality’ theory focuses on the 
purpose served by the product’s features of 
appearance: have they been chosen at least to 
some degree for a purpose which is not purely 
functional, such as making a product look distinct if 
not better than others? (3)

The CJEU finally embraced the ‘causality’ theory.
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The DOCERAM Case

In Doceram, the Court of Justice stated that Article 
8(1) CDR applies where the only purpose of the design 
is to fulfil a function, to the exclusion of any visual 
considerations and irrespective of the existence of 
alternative designs which fulfil the same technical 
function (4). The existence of alternative designs can 
be a relevant factor supporting the view that the 
designer picked specific features in order to give 
their product an appearance of its own. However, 
the existence of alternative designs is insufficient 
as such to prove that the designer sought to give 
added value to the product’s appearance.

The Doceram judgment thus adjudicated clearly 
on which approach to follow, but areas of relative 
uncertainty remain in at least two respects. What 
if only one feature of appearance is not dictated 
by a function? How can it be objectively proved or 
disproved that a designer sought to enhance the 
visual appearance of their own product beyond 
functional considerations?

Functionality in EUTM v Functionality in CDR

One of the issues regarding the functionality is the 
situation in which a single characteristic, however 
secondary in the appearance of the product, is not 
dictated by a technical result. Is this enough to grant 
design protection?

Regarding three-dimensional trade marks, the Court 
of Justice interpreted the word ‘exclusively’ in Article 
7(1)(e) EUTMR as referring to signs whose essential 
characteristics, namely their most important 
elements, are dictated by a technical result. The 
presence of another element, ornamental or 
fanciful, which is not inherent in the technical 
function of the product, and plays an important or 
essential role, may rule out the application of Article 
7(1)(e) EUTMR (5).

In 2020, the General Court decided that this reasoning 
was appropriate in the field of trade marks, but not 
in that of designs. According to the General Court, 
‘if at least one of the features of the appearance 
of the product concerned by a contested design is 
not solely dictated by the technical function of that 
product, the design in question cannot be annulled 
pursuant to Article 8(1) CDR’ (6). The General Court 
considers that this reading is supported by the 
Commission’s travaux préparatoires according to 
which protection is excluded ‘to the extent only that 
there is no freedom as regards arbitrary elements 
of design’ (7).

Pending case T 611/21 (R 1070/2020-3)

The General Court will address this issue again in a 
case dealing with an RCD representing a part of a 
remote control. The contested RCDs representation 
is as follows:
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At first sight it is obvious that the visual impression 
left by the product was not a factor that determined 
the choice of characteristics. Following the Doceram 
line, the Board of Appeal decided that ‘the mere 
fact that design alternatives exist does not mean 
that the appearance of a product has been dictated 
by anything other than technical considerations’ 
(8). Moreover – and rejecting the arguments of the 
defendant – the Board of Appeal stated that the 
mere fact that the device is ‘a consumer product 
and is offered as a standalone on the market’ does 
not mean that visual considerations were taken into 
account when designing the contested RCD (9).

On the colour representation, both discs are 
golden which contrasts with the brownish chips. 
Is it necessary to demonstrate that each of its 
constituent elements, including colour, is dictated 
by the technical function, or is the colour to be 
disregarded on account of its secondary importance 
in the design? The Board of Appeal opted for the first 
alternative, but found that in this case the colour 
itself was inseparable from the technical effect since 

its choice was dictated by the conductive material 
used (10).

Following this approach, a design consisting of 
functional features with the exception of one, 
should be valid as a combination of functional and 
non-functional elements, provided this combination 
itself is not pre-dated by a design with the same 
combination of features and the same overall 
configuration (Article 6 CDR).

If the correctness of this interpretation is confirmed, 
this would provide a minimum level of protection 
for combinations of functional and non-functional 
elements in proportion to the low degree of freedom 
of the designer and/or the low contribution made to 
the state of art.

Pending preliminary ruling case C 684/21

Another interesting case is pending before the Court 
of Justice in the form of a request for a preliminary 
ruling (C 684/21, Papierfabriek Doetinchem). The 
case deals with a national level dispute regarding 
an infringement of the following RCD and its alleged 
functionality, which was raised in a counterclaim by 
the defendant:
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The questions referred by the Oberlandesgericht 
Düsseldorf are whether and to what extent it is 
relevant that the proprietor of the contested 
RCD also owns designs having alternative shapes 
but fulfilling the same technical purpose when 
examining the design’s functionality.

A tentative answer to that question is that the 
ownership of alternative designs cannot, on its own, 
rule out the application of Article 8(1) CDR even if 
this circumstance can be relevant: depending on the 
facts of the case, it might support the claim that the 
RCD holder sought to diversify its offers of shapes by 

enhancing and distinguishing their appearance or, 
on the contrary, that it strived to acquire a blocking 
situation vis-à-vis competitors (11).

Case T 325/20

This recent General Court judgment concerns an 
RCD applied to a ‘water purifier’ consisting of a filter 
bag to be used in water systems. It is represented in 
the following views:

On the basis of an earlier patent, the 3rd Board of 
Appeal had established that each and every one of 
the five identified features of the design is dictated 
by a technical result. It was then for the RCD holder 
to submit proof that considerations other than 
functional ones had played a role in the choice of 
such features. The RCD holder did not do this.
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The General Court approved this conclusion and 
dismissed an appeal against this decision. It recalled 
that validity is not conditional on aesthetic results 
even though ‘aesthetic considerations, while not its 
exclusive component, are linked to the visual aspect 
of the appearance of the product to which the design 
at issue is to be applied’. The General Court further 
found that in the absence of further evidence, the 
designer’s affidavit does not suffice to establish that 
the feature of the filled bag was chosen for anything 
other than its technical function. In that context, 
the mere fact that other shapes would be more 
efficient does not prove that the shape at issue is 
non-functional (12).

The General Court dismissed the RCD holder’s claim 
that the alleged ‘sleekness’ of the shape showed the 
designer’s attempt to achieve a visual result beyond 
function. Such an unsupported assertion is purely 
subjective and thus unconvincing (13).

Case T 515/19: functionality and modular 
systems

The last issue concerns the interplay between 
the notions of functionality, interconnection and 
modular systems.

Designs of interconnection are subject to a specific 
provision (Article 8(2) CDR) which is similar in 
purpose to Article 8(1) CDR. As an exception, designs 
of interconnection can be protected if they are 

applied to parts of ‘modular systems’ (Article 8(3) 
CDR, also called ‘the Lego clause’). It is for the RCD 
holder to establish that this exception applies.
According to the General Court, in view of the 
partial overlap between Article 8(1) and (2) CDR, the 
exception in Article 8(3) CDR vis-à-vis Article 8(2) CDR 
applies equally to Article 8(1) CDR. Thus, where an 
RCD is the subject of an invalidity action based on 
Articles 8(1) and/or 8(2) CDR, and its characteristics 
all fall within the concept of a technical function 
or that of interconnection, the proprietor may still 
defend itself by claiming that its design concerns a 
modular system. Even if that defence is submitted 
for the first time before the Board of Appeal, this 
Board cannot annul the contested RCD on the basis 
of its functionality without examining whether the 
modular system exception applies (14).

____________________________
(1) 08/03/2018, C 395/16, DOCERAM, EU:C:2018:172.

(2) As explained in the Opinion of Advocate General, 19/10/2017, on case 

C 395/16, DOCERAM, § 19.

(3) As explained in the Opinion of Advocate General, 19/10/2017, on case 

C 395/16, DOCERAM, § 21.

(4) 08/03/2018, C 395/16, DOCERAM, EU:C:2018:172, § 36, 37.

(5) 18/09/2014, C 205/13, Tripp Trapp, EU:C:2014:2233, § 21, 22.

(6) 24/03/2021, T 515/19, Building blocks from a toy building set, 

EU:T:2021:155, § 96, 97.

(7) 24/03/2021, T 515/19, Building blocks from a toy building set, 

EU:T:2021:155, § 96, 97.

(8) 05/07/2021, R 1070/2020-3, Remote controls [wireless] (Accessories for 

-), § 35 (appeal pending before the General Court, case T 611/21).
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(9) 05/07/2021, R 1070/2020-3, Remote controls [wireless] (Accessories for 

-), § 36 (appeal pending before the General Court, case T 611/21).

(10) 05/07/2021, R 1070/2020-3, Remote controls [wireless] (Accessories 

for -), § 36 (appeal pending before the General Court, case T 611/21).

(11) 18/11/2020, T 574/19, Fluid distribution equipment, EU:T:2020:543, 

§ 68 75.

(12) 26/01/2022, T 325/20, Unger Marketing International v EUIPO, 

EU:T:2022:23, § 54 56.

(13) 26/01/2022, T 325/20, Unger Marketing International v EUIPO, 

EU:T:2022:23, § 72 74.

(14) 24/03/2021, T 515/19, Building blocks from a toy building set, 

EU:T:2021:155, § 77 84.
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Luxembourg trade mark and 
design news
19/01/2022, T 483/20, Shoes (3D), EU:T:2022:11

Admissibility ― Invalidity proceedings ― Burden 
of proof ― Difference between Article 7(3) 
EUTMR and Article 8(5) EUTMR ― Res judicata ― 
Legitimate expectations ― Three-dimensional 
mark ― Assessment of distinctive character ― 
Action dismissed

The EUTM proprietor registered the three-
dimensional sign for goods in Classes 18, 20 and 25. 
On 28 July 2014, Zeitneu GmbH, brought an action 
against the EUTM proprietor before the Venice 
District Court, Italy, in its capacity as an EU trade 
mark court, in order to obtain a declaration of non-
infringement, pursuant to Article 96 CTMR [now 
Article 124 EUTMR]. By judgment of 22 November 
2016, the Venice District Court dismissed the action 
and held that there was a likelihood of confusion 

between the contested mark and the footwear 
collections manufactured by Zeitneu GmbH. The 
judgment of the Venice District Court was confirmed 
by the Venice Court of Appeal by a judgment which 
it delivered on 7 March 2019 in its capacity as an EU 
second-instance trade mark court.

On 17 May 2017 Zeitneu GmbH filed an invalidity 
application before the Office pursuant to Article 
53(1)(a) CTMR [now Article 59(1)(a) EUTMR], in 
conjunction with Article 7(1)(b), (c), (d) and (e) CTMR 
[now EUTMR]. The Cancellation Division partially 
upheld the invalidity, declaring the contested mark 
invalid in respect of ‘footwear; footwear soles; 
insoles; heelpieces for footwear; footwear uppers’ 
in Class 25. The EUTM proprietor filed an appeal. By 
decision of 18 May 2020 the Board of Appeal (‘BoA’) 
dismissed the appeal. The BoA found, in essence, 
that, for the general public in the EU displaying an 
average level of attention, the three-dimensional 
sign did not depart very significantly from the 
plethora of after-ski boots and concluded that 
the contested mark was devoid of any distinctive 
character. The EUTM proprietor filed an action 
before the General Court (‘GC’), alleging in essence 
the infringement of Articles 123 and 124 EUTMR, 
the infringement of the principles of res judicata, 
legality, equal treatment, sound administration and 
the protection of legitimate expectations and the 
infringement of Article 7(1)(b) EUTMR and Article 
7(3) EUTMR. 

EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-483%2F20
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The GC dismissed the action, ruling on admissibility 
issues, the principle of res judicata and legitimate 
expectations, the burden of proof in invalidity 
proceedings, the difference between Article 7(3) 
EUTMR and Article 8(5) EUTMR and assessing the 
distinctive character of the three-dimensional mark.

The date on which the application for registration 
was filed is decisive for the purposes of identifying 
the applicable substantive law (§ 17). Procedural 
rules are generally held to apply on the date on 
which they enter into force (§ 19).

According to Article 188 Rules of Procedure of the 
General Court, the pleadings lodged by the parties 
in proceedings before the GC may not change the 
subject matter of the proceedings before the BoA. 
The parties in proceedings before the Court do 
not therefore have the power to alter before that 
Court the terms of the dispute, as delimited in the 
respective claims and allegations put forward by the 
parties to the proceedings before the BoA. Any line 
of argument that would require the Court to carry 
out a review of the legality of the decision of the BoA 
beyond the factual and legal context of the dispute 
as it was brought before that BoA must be rejected 
as inadmissible (§ 21).

According to Article 95(1) EUTMR, in invalidity 
proceedings pursuant to Article 59 EUTMR, the 
Office is to limit its examination to the grounds 
and arguments submitted by the parties. It is for 

the parties to provide the facts and evidence in 
support of the relief sought (§ 22). In the context 
of invalidity proceedings, it is for the proprietor 
of the mark for which a declaration of invalidity 
is sought to claim that the contested mark has 
distinctive character through use if that mark is 
devoid of inherent distinctive character. It is also for 
the proprietor of the mark to submit appropriate 
and sufficient evidence to prove that the mark has 
acquired distinctive character through use (§ 24). 
The requirements for proof of reputation and of 
distinctive character acquired through use are not 
the same, particularly with regard to territory. For 
reputation, it is sufficient that that reputation is 
proved in a substantial part of the territory of the EU 
(§ 28). By contrast, in light of the unitary character 
of the EU trade mark, in the absence of inherent 
distinctive character, distinctive character acquired 
through use (i.e. at least a significant proportion 
of the relevant public identifies the goods or 
services concerned as originating from a particular 
undertaking because of the mark) must be proved 
throughout the territory of the EU and not only in 
a substantial part or the majority of the territory 
of the EU (§ 29). The items of evidence, intended 
to prove that the mark has a reputation, do not 
allow the inference to be drawn that the EUTM 
proprietor validly relied on Article 7(3) or Article 
52(2) CTMR in the proceedings before the BoA (§ 
26-27). The EUTM proprietor did not expressly put 
forward as a defence that the contested mark had 
acquired distinctive character through use for the 
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purposes of Article 7(3) CTMR or Article 52(2) CTMR. 
Consequently, that issue is not part of the subject 
matter of the proceedings before the BoA. The plea 
is rejected as inadmissible (§ 30-35). 

Article 63(3) EUTMR provides that an application 
for revocation or for a declaration of invalidity is 
to be inadmissible where an application relating to 
the same subject matter and cause of action, and 
involving the same parties, has been adjudicated 
on its merits, either by the Office or by an EU trade 
mark court as referred to in Article 123 EUTMR, 
and the decision of the Office or that court on that 
application has acquired the authority of a final 
decision (§ 41). In order for decisions of a court of 
a Member State acting as an EU trade mark court 
to be capable of being binding on the Office, they 
need to be res judicata. This requires that parallel 
proceedings before that court and the Office must 
concern the same parties and have the same subject 
matter and cause of action (§ 42). The decisions of 
the Venice District Court and the Venice Court of 
Appeal ruling on an action for a declaration of non-
infringement did not have the same subject matter 
as the invalidity proceedings before the Office and 
were not binding on the BoA (§ 43-44).

There is no infringement of the principles of equal 
treatment and sound administration or of the 
obligation to state reasons since the BoA was right 
in finding that it was not bound by the findings of 
the Venice District Court and the Venice Court of 

Appeal relating to the reputation and distinctiveness 
of the contested mark. Only an application for a 
declaration of non-infringement had been brought 
before those courts as EU trade mark courts (§ 47-
52).

According to Articles 52 and 55 EUTMR, an EU trade 
mark is regarded as valid until it has been declared 
invalid following invalidity proceedings. It therefore 
enjoys a presumption of validity. Consequently, 
in the context of an application for a declaration 
of invalidity, it is for the person who has filed that 
application to invoke before the Office the specific 
facts that call the validity of that trade mark into 
question. Furthermore, the last sentence of Article 
95(1) EUTMR provides that, in such proceedings, 
the Office is to limit its examination to the grounds 
and arguments submitted by the parties (§ 58). 
In an appeal brought against a decision of the 
Cancellation Division (CD), the BoA is competent 
to assess all the evidence submitted before the 
CD (Article 71(1) EUTMR). In addition, according to 
Article 95(2) EUTMR, the BoA is able to take evidence 
into account that has been submitted for the first 
time before it (§ 59). Well-known facts that can be 
taken into account ex officio are facts that are likely 
to be known by anyone or that may be learned 
from generally accessible sources. Well-known 
facts can be taken into account (§ 67). Websites 
can be categorised as generally accessible sources, 
provided that the items of information in question 
are not deemed to be highly technical and thus may 
constitute well-known facts (§ 68).
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In order to ascertain whether the three-dimensional 
mark departs significantly from the customs or 
norms of the sector, it is not necessary to show that 
there are other goods on the market that reproduce 
all of the features of the contested mark. In order 
to conclude that there is no distinctive character, 
it is not necessary for the contested mark to be 
identical to existing shapes. It is necessary that the 
overall impression conveyed by that mark does not 
depart significantly from the norms or customs of 
the sector. In other words, the fact that a mark has 
an overall shape similar to variants of the product 
that are usually available on the market does 
not permit the finding that the mark, as a whole, 
departs significantly from the customary shapes 
in the sector (§ 95-96). It is a matter of common 
knowledge that, overall, the shape of the contested 
mark corresponds to the common shape of after-ski 
boots. The BoA could take this well-known fact into 
consideration (§ 98). The presence on the market 
of shapes that are potential counterfeit copies 
is irrelevant to the assessment of the inherent 
distinctiveness of the contested mark with regard to 
its perception by the relevant public (§ 110).

19/01/2022, T-76/21, Pomodoro, EU:T:2022:16, § 
42, 44-45

New submission on appeal ― Complementary 
evidence ― Proof of use ― Evidence of use ― 
Extent of use ― Notification ― Action dismissed

The word mark ‘POMODORO’ was registered, 
inter alia, for goods in Class 9. An application for 
revocation was lodged, claiming that the mark 
had not been genuinely used pursuant to Article 
58(1)(a) EUTMR. The Cancellation Division (‘CD’) 
upheld the application for revocation. The EUTM 
proprietor filed an appeal before the BoA. The 
BoA upheld that appeal in part and annulled the 
CD’s decision insofar as it related to ‘countdown 
timers; downloadable application software’ in Class 
9 and dismissed the appeal as to the remainder. In 
essence, the BoA found that the evidence submitted 
by the EUTM proprietor before both the CD and the 
BoA was sufficient to prove genuine use of the mark 
in connection with those goods. The cancellation 
applicant filed an action before the GC, alleging in 
essence, the infringement of Article 27(4) EUTMDR 
due to the submission of inadmissible evidence 
before the BoA and lack of proof of genuine use of 
the mark.

EUTM registration

https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-76%2F21
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The GC dismissed the action ruling on the discretion 
of the BoA to accept evidence filed for the first time 
before it, the evidence for proving genuine use of a 
trade mark and the date of notification of decisions 
by post without an acknowledgement of receipt.

Within the context of Article 27(4) EUTMDR, 
supplementary evidence is characterised by a link 
with other evidence previously submitted in due 
time that it supplements (§ 40). The fact that the 
number of items of evidence submitted for the first 
time before the BoA is considerably higher than 
that of the items of evidence submitted before the 
Cancellation Division does not make that evidence 
inadmissible. Nothing in the law suggests that 
evidence submitted for the first time before the 
BoA should be rejected where its number or volume 
exceeds a certain threshold (§ 44-45).

The sale of approximately 2 700 timers over the 
entirety of the relevant period in 23 Member 
States may be considered sufficient as a means of 
maintaining or creating a market share for those 
goods. The fact that those sales were very regular 
and covered a broad territorial range offset the low 
volume of timers sold (§ 70-75). A sample of 100 
application download requests submitted by the 
EUTM proprietor was considered sufficiently large 
and reliable to prove 1 621 application download 
requests. This is not a token volume and can be 
viewed as a means of maintaining or creating market 
shares for downloadable software applications (§ 
79-80, 84-85).

Where the notification of decisions subject to 
a time limit for appeal is carried out by courier 
service or registered post, it should be done with 
an advice of delivery (first sentence of Article 58(1) 
EUTMDR) (§ 18). If the Office has erred by carrying 
out the notification by registered post without an 
acknowledgement of receipt, Article 61 EUTMDR 
must be applied in conjunction with Article 58(3) 
EUTMDR. In such a case, the notification of the 
document concerned is deemed to have taken 
place on the date of its actual receipt only if it has 
reached the addressee after the 10th day following 
its posting. However, it has not been shown that 
that was the case here (§ 28).
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New decisions from the Boards of 
Appeal
25/01/2022, R 1746/2021-5, I’m SFOGLIA D’ORO 
I’m from Italy (fig.)

Emblem – Article 7(1)(h) EUTMR – Article 6ter 
of the Paris Convention – Restriction of the 
list of goods and services – Decision annulled – 
Application allowed

The applicant sought to register a figurative mark, 
as represented above, for a range of goods in 
Class 5 (dietetic food adapted for medical use; 
dietetic substances adapted for medical use, 
medical preparations) and in Class 30 (various food 
products). The examiner refused the application 
on the grounds of Article 7(1)(h) EUTMR for all the 
goods applied for. The refusal was based on the 
fact that the sign contained a figurative element 
consisting of a representation of the Italian State 
flag protected pursuant to Article 6ter of the Paris 
Convention for the Protection of Industrial Property. 
It was considered that the documents obtained by 

the applicant from the Italian State authorities did 
not demonstrate that the applicant was authorised 
to use the Italian State flag in its trade mark.

The Board confirms that the sign applied for 
contains a figurative element which constitutes a 
faithful representation of the Italian State flag in 
terms of colour and configuration. Although it is 
depicted in a relatively small size, the flag of the 
Italian State is immediately recognisable. Therefore, 
the contested decision correctly stated that the 
ground for refusal under Article 7(1)(h) EUTMR could 
only be overcome by submitting an authorisation to 
register the trade mark issued by the competent 
authority of the Italian State. Having regard to 
the totality of the documents submitted by the 
applicant, also at the appeal stage and accepted in 
view of the discretionary power conferred to the 
Board under Article 95(2) EUTMR, the Board finds 
that the applicant made reasonable efforts to try to 
identify correctly the competent authority to issue 
the authorisation to use and register trade marks 
containing symbols recalling the Italian State flag. 
The competence of the Presidency of the Council of 
State – Office for Ceremonies and Honours to issue 
such authorisation was confirmed  by the Italian 
Patent and Trade Mark Office, which also pointed 
out that it could not identify any other competent 
authority in this regard. 

Contested sign

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1746%2F2021-5
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The Board also observes that the Presidency of 
the Council of State – Office for Ceremonies and 
Honours did not refuse the applicant’s request 
for authorisation to use the Italian State flag in its 
trade mark. On the contrary, it expressly stated 
that nothing precluded the applicant from using, 
in the same way as other undertakings, symbols 
recognisable as a reference to the Italian national 
flag, provided, however, that this use related to 
products of Italian origin. Thus, by restricting the 
goods claimed in Classes 5 and 30 as being of Italian 
origin, the applicant has satisfied the only condition 
imposed by the Italian State authorities for the 
authorisation necessary to overcome the objection 
to registration under Article 7(1)(h) EUTMR. The 
Board also indicates that the contested decision 
was correct when it was adopted, as the ground for 
refusal under Article 7(1)(h) EUTMR could only be 
overcome by submitting an authorisation to register 
the mark issued by the competent authority of the 
Italian State.

20/01/2022, R 223/2021-2, bâoli BEACH (fig.)

Invalidity – Article 59(1)(b) EUTMR – Bad faith – 
Decision confirmed – Invalidity rejected

The EUTM was filed on 4 April 2017 and registered 
on 8 January 2018 in respect of a wide range of 
services in Classes 35, 41 and 43. An application for 
a declaration of invalidity of the EUTM was filed on 
9 June 2020 on the grounds of bad faith pursuant 
to Article 59(1)(b) EUTMR. The cancellation applicant 
claimed that (i) the contested mark constituted a 
repeat application, made in bad faith, for the earlier 
EUTMs

and

with the aim of artificially extending the grace 
period for non-use of the sign ‘BAOLI’ and, (ii) that 
the proprietor filed the application for registration 
without any intention to use it, only to damage the 
interests of third parties in a manner inconsistent 
with honest business practices. The Cancellation 
Division rejected the request for a declaration 
of invalidity in its entirety finding that bad faith 
on the part of the EUTM proprietor had not been 
demonstrated.

Contested EUTM

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0223%2F2021


Alicante News
Up to date information on IP and EUIPO-related matters

March
2022

Past meets present: how AI is helping shape the future of IP 
(and vice versa) 

 Alicante News: Survey time!

#IPnetwork

Statistical Highlights January 2022

# IPexcellence

Luxembourg trade mark and design news 
How does design functionality work?

Case Law

Quick Links

First Page

#IPinnovation

 10 years of the EU Intellectual Property Network

 IP in the 20th century (1957 - 2002)

 Customer Satisfaction Survey launched

 Academy webinars

 EUIPO examiners: here to help you on your IP journey

 IP awareness grants: success and innovation

New decisions from the Boards of Appeal

 Latest cooperation updates

 Quality in decisions reached record levels in 2021
 The SME Fund update

 Demystifying AI with Nuria Oliver
 A record year for EUTM applications

 New cancellation decisions

 Consolidated Rules of Procedure of the Boards of Appeal
 Tool tip: GIview

 Case-law on IPR Infringement and Enforcement

 eSearch Case Law: Key enforcement judgments now 
available

Case law

33

The Cancellation Division rejected the application 
for invalidity in its entirety on the basis that, firstly, 
the applications for revocation against the two 
EUTMs referred to by the cancellation applicant 
were filed more than a year after the filing of the 
contested mark; secondly, they were not identical 
to the contested mark; thirdly the contested mark 
was applied for in respect of services in Class 35 
not included in the two other marks of the EUTM 
proprietor. The Cancellation Division also recalled 
that the registration of several variants of the same 
mark was a normal practice in order to make it 
easier for the relevant public to link different marks 
to the same commercial origin while leaving the 
proprietor the possibility to create variants in order 
to communicate different concepts. In the present 
case, the contested mark was a variant to designate 
other services. As regards the alleged non-intention 
to use the contested mark, the Cancellation Division 
indicated that in view of the five-year grace period 
to commence use of a trade mark, the mere lack 
of use cannot constitute sufficient proof of the 
EUTM proprietor’s bad faith at the time of filing the 
contested mark. Accordingly, the EUTM proprietor 
was not required to prove use of the contested mark 
and good faith was presumed until the contrary was 
proven.

The Board confirms the contested decision. The 
Board recalls that the notion of bad faith implies 
a behaviour deviating from ethical rules or honest 
practices in industrial or commercial matters. 

Moreover, in view of presumption of good faith, 
it is for the cancellation applicant to prove that an 
application for registration of an EUTM has been 
filed in bad faith. As regards the claim of re-filing to 
circumvent the proof of use, the Board stresses that 
according to the case-law, while re-filings for a trade 
mark are not prohibited, the fact remains that such 
a filing made in order to avoid the consequences 
of the lack of use of earlier marks may constitute 
a relevant factor capable of establishing bad faith 
on the part of the applicant (13/12/2012, T-136/11, 
Pelikan, EU:T:2012:689, § 27; 21/04/2021, T-663/19, 
MONOPOLY, EU:T:2021:211, § 57).

At the same time it is observed that there is no 
provision in the legislation relating to EU trade marks 
which prohibits the re-filing of an application for 
registration of a trade mark and that, consequently, 
such a filing cannot, in itself, establish that there 
was bad faith on the part of the trade mark 
applicant, unless it is coupled with other relevant 
evidence which is put forward by the applicant for 
a declaration of invalidity or the EUIPO (21/04/2021, 
T 663/19, MONOPOLY, EU:T:2021:211, § 70). The 
circumstances of the present case are different 
from those in the ‘MONOPOLY’ judgment where the 
applicant had deliberately sought to circumvent a 
fundamental rule of EU trade mark law relating to 
proof of use. In the present case, the filing of the 
contested trade mark does not appear to be without 
commercial logic and the cancellation applicant 
has not presented any elements which could lead 
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to the reversal of the presumption of the EUTM 
proprietor’s good faith. The Board notes in this 
regard that the marks at issue (both ‘earlier marks’ 
of the EUTM proprietor and the contested mark) 
are clearly not identical. Even if they are similar, as 
they share the name ‘BÂOLI’, these figurative marks 
each have their own characteristics. Moreover, 
it is apparent from the case that the filing of the 
contested mark is part of a filing concerning a family 
of ‘BÂOLI’ trade marks by the EUTM proprietor. 
Thus, the cancellation applicant has not submitted 
any evidence that could lead to the rebuttal of the 
presumption of good faith on the part of the EUTM 
proprietor. The contested decision cannot therefore 
be criticised for ‘not having taken into account 
the lack of plausible explanations regarding the 
objectives and commercial logic pursued by the 
EUTM proprietor’. 

Finally, as regards the alleged filing of the contested 
mark without an intent to use it, the Board notes that 
the EUTM proprietor is not obliged in the present 
proceedings to present any evidence of use of its 
trade mark. Such obligation may become due once 
the five-year grace period following the registration 
of the mark is over. The Board confirms that it has 
not been proven that the EUTM proprietor intended 
to infringe the interests of third parties in a manner 
inconsistent with honest practices. The filing of 
the contested mark does not involve conduct 
which departs from accepted principles of ethical 
behaviour or honest commercial and business 
practices.

04/02/2022, R 729/2021-5, EF (fig.) / E & J

Likelihood of confusion – Article 8(1)(b) EUTMR 
– Proof of use – Similarity of the goods and 
services – Similarity of the signs – Decision 
partially annulled – Opposition partially rejected

The applicant sought to register the figurative mark, 
as depicted above, in respect of various goods and 
services in Classes 32, 33, 35 and 43. An opposition 
was filed on the grounds of Article 8(1)(b) EUTMR 
(a likelihood of confusion) and Article 8(5) EUTMR 
(reputation) invoking an earlier EUTM for the sign 
‘E & J’ registered for goods in Classes 32 and 33. 
The applicant requested that the opponent submit 
proof of use of the earlier right. The material filed 
by the opponent referred exclusively to the United 
States (US) or the United Kingdom (UK).

Earlier trade mark

Contested sign

https://euipo.europa.eu/eSearchCLW/#basic/*///number/729%2F2021-5
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The Opposition Division found that genuine use 
of the earlier mark has been demonstrated only 
with regard to ‘brandy’. The Opposition Division 
partially upheld the opposition on the grounds 
that there was a likelihood of confusion in respect 
of ‘beers’ in Class 32, ‘alcoholic beverages (except 
beers)’ in Class 33, ‘retailing and wholesaling in 
relation to foodstuffs and beverages’, in Class 35, 
and ‘services for providing food and drink; advice, 
information and consultancy relating to these 
services; consultancy and information in relation to 
preparing and making foodstuffs and beverages’ in 
Class 43. As far as the proof of use and the enhanced 
distinctiveness/reputation in the UK was concerned, 
the Opposition Division noted that use in the UK 
prior to the end of the transition period constituted 
use ‘in the EU’. Consequently, evidence relating to 
the UK prior to 1 January 2021 was relevant with 
a view to maintaining rights in the EU and had to 
be taken into account. However, in relation to 
enhanced distinctiveness and reputation claimed 
for the UK, pursuant to Article 8(1)(b) and Article 8(5) 
EUTMR, worded in the present tense, the conditions 
for their application needed to be present at the 
time of taking the decision. As the UK was no longer 
a member of the EU, the evidence relating to this 
territory could not be taken into account to prove 
enhanced distinctiveness and/or reputation ‘in the 
EU’.

The Board observes, first, that the contested decision 
has become final concerning the opponent’s claim 
regarding the earlier mark’s reputation pursuant to 
Article 8(5) EUTMR. This claim was correctly rejected 
by the Opposition Division, in consideration of 
the effects of Brexit, as the evidence produced in 
support of the claim only referred to the UK. Given 
that the conditions for the application of Article 8(5) 
EUTMR need to be present when the decision is 
taken and the UK was no longer a member of the 
EU as from 1 January 2021, the Opposition Division 
correctly found that the evidence relating to its 
territory could not be taken into account to prove 
enhanced distinctiveness and reputation in the EU.

As regards proof of use of the earlier mark, the 
Board confirms that the evidence of the earlier 
mark, relating to the UK and to a period prior to 1 
January 2021 is relevant with a view to maintaining 
rights in the EU and are therefore taken into account. 
The Board confirms that the evidence demonstrates 
genuine use of the earlier mark for ‘brandy’ in 
Class 33. Consequently, the Board proceeds with 
the assessment of a likelihood of confusion under 
Article 8(1)(b) EUTMR.

As to the comparison of the goods and services 
concerned, the Board finds that the applicant’s 
‘beer’ is dissimilar to the opponent’s ‘brandy’. These 
beverages have a very different alcohol content, 
they are not in competition with each other, nor 
is ‘brandy’ indispensable or important for the use 
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of ‘beers’ or vice versa. The average consumer will 
consider it normal for ‘brandy’, on the one hand, 
and ‘beers’, on the other, to come from different 
undertakings. Next, as regards the contested 
‘alcoholic beverages (except beer)’ in Class 33, they 
are regarded identical to ‘brandy’ of the earlier 
mark. The contested ‘retailing and wholesaling 
in relation to foodstuff and beverages’ relate to, 
or at least include, alcoholic beverages, which 
comprise the earlier goods ‘brandy’. Therefore, 
given that the contested services are one of the 
possible distribution channels for these goods, 
they are similar to an average degree. Finally, the 
contested ‘services for providing food and drink’ 
are similar to a low degree to ‘brandy’ on account 
of their complementarity and that these services 
can be offered in the same places where alcoholic 
drinks are sold and they can come from the same 
companies or from economically related companies. 
However, in contrast to the contested decision, the 
Board finds that the remaining services in Class 43, 
i.e. ‘advice, information and consultancy relating 
to these services; consultancy and information in 
relation to preparing and making foodstuffs and 
beverages’ are dissimilar to the opponent’s goods.

As to the signs concerned, the Board considers that 
(at least) a non-negligible part of the relevant public 
will perceive the last letter of the contested sign as a 
‘J’. In this regard, the Board recalls that for an EUTM 
application to be refused registration, it is sufficient 
that the relative grounds of refusal under Article 8(1)

(b) EUTMR exists for only part of the relevant public, 
inasmuch as it is not necessary to establish that 
there is a likelihood of confusion for the whole of 
the relevant public (22/09/2021, T-128/20, Collibra 
/ Kolibri et al., EU:T:2021:603, § 73). Therefore, the 
Board focuses the assessment on the part of the 
public who would perceive the second letter of the 
contested sign as a letter ‘J’, this part of the public 
being sufficient for the finding of a likelihood of 
confusion between the marks under comparison. 
In view of this, the Board finds that the signs 
concerned are visually similar to an average degree, 
are aurally similar to a high degree and, as neither 
of the signs has a meaning for the public in the 
relevant territory, a conceptual comparison is not 
possible. Thus, insofar as the goods and services are 
found similar, the Board considers that at least part 
of the relevant public in the European Union will be 
misled into thinking that the goods and services of 
the contested mark and the earlier mark – the latter 
having a normal level of distinctiveness – come from 
the same undertaking or, as the case may be, from 
undertakings that are economically linked. Such 
conclusion applies even for the professional public 
displaying a higher degree of attention in light of 
the similarities between the marks. As regards the 
remaining contested goods and services found to 
be dissimilar to all the opponent’s goods, there is no 
likelihood of confusion and the opposition must be 
rejected. 
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02/02/2022, R 1739/2020-5, Atlantis / ATLANTIS 
HOTELS & RESORTS (fig.)

Likelihood of confusion – Article 8(1)(b) EUTMR 
– Similarity of the goods and services – Decision 
confirmed – Opposition partially rejected

The applicant sought to register the word mark 
‘Atlantis’ in respect of a range of goods and services 
in Classes 16, 25, 28, 35, 36, 37, 39, 41, 43 and 44. 
An opposition was filed on the grounds of Article 
8(1)(b) EUTMR (a likelihood of confusion) invoking 
an earlier Spanish trade mark registration for a 
figurative mark, as represented above, registered in 
respect of ‘hotel services, room reservation services; 
restaurant, bar and coffee bar services’, in Class 43. 
The Opposition Division upheld the opposition for 
part of the contested services on the grounds that 
there was a likelihood of confusion. The opponent 
filed an appeal against the contested decision, 

requesting that the decision be partially set aside to 
the extent that the opposition was rejected for the 
contested services in Class 35, namely: ‘promoting 
hotel services by means of an incentive award 
program; incentive programs providing special 
guest services, amenities and awards to frequent 
hotel guest members; awards program to promote 
customer loyalty which provides incentives for 
frequent hotel and lodging guests, travel agencies, 
booking agencies, and meeting planners; real estate 
marketing services’.

The Board confirms that the Opposition Division 
correctly concluded that the services concerned 
did not coincide in their publics. The contested 
promotional services are rendered by third parties 
to the hotel. Thus, such promotional services by 
means of incentive award programs are types of 
advertising concepts most often provided by special 
advertising agencies to hotels. The same applies 
to the contested ‘real estate marketing services’. 
Those marketing services are provided to real estate 
service providers, such as real estate agents, not to 
the clients of real estate services. For this reason, 
the public at whom the services concerned are 
aimed is different. Even if those services could be 
offered in the field of hotels, it does not mean that 
they are complementary to the opponent’s ‘hotel 
services, room reservation services; restaurant, 

Earlier trade mark

Contested sign

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1739%2F2020
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bar and coffee bar services’ which consist of 
providing accommodation, food and drink to the 
general public. Even if hotels might conduct some 
advertising for their own purposes, this does not 
render it similar to a ‘hotel service’. Considering 
that the services applied for are classified in Class 
35, contrary to the arguments of the opponent 
and in line with the case-law (02/06/2016, T-510/14 
& T-536/14, PARK REGIS (fig.) / ST. REGIS et al., 
EU:T:2016:333, confirmed by 12/01/2017, C-440/16 
P, PARK REGIS (fig.) / ST. REGIS et al., EU:C:2017:16), 
such services are rendered by third parties and 
should be qualified as business-to-business services 
targeting hotel management and professionals. This 
is not the case for the services in Class 43 targeting 
hotel guests, namely the end consumer. Even if the 
guests who book a hotel also sign up for an award 
program and there are some convergence points 
between the services in conflict, their natures, 
purposes and publics differ. It is therefore confirmed 
that the services in conflict are dissimilar. As one of 
the requirements of Article 8(1)(b) EUTMR, namely 
the identity or similarity between the conflicting 
goods, has not been fulfilled, the opposition cannot 
succeed.

19/01/2022, R 582/2021-4, theratype (fig.) / 
Teralithe

Likelihood of confusion – Article 8(1)(b) EUTMR 
– Proof of use – Article 95(1) EUTMR – Article 
27(3)(c) EUTMDR – Article 68(2) EUTMR – Article 
25 EUTMDR – Belated evidence – Article 27(4) 
EUTMDR – Similarity of the signs – Decision 
partially annulled – Opposition partially rejected 

The applicant sought to register the figurative 
mark, as depicted above, as an EUTM for, inter alia, 
goods in Class 5 (pharmaceuticals, diagnostics for 
medical and veterinary purposes). An opposition 
was filed against the goods applied for in Class 5, 
on the grounds of Article 8(1)(b) EUTMR (a likelihood 
of confusion) and invoking an earlier French 
trade mark for the word ‘TERALITHE’, registered 
for ‘pharmaceutical products’ in Class 5. The 
Opposition Division rejected the opposition in its 
entirely considering that there was no likelihood of 
confusion. 

Earlier trade mark

Contested sign

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0582%2F2021-4
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The Board partially annuls the contested decision 
and allows the opposition for part of the contested 
goods, namely the goods that are considered 
identical to the earlier goods. The Board notes, first, 
that the opponent requested in the notice of appeal 
that the contested decision be entirely set aside. 
However, in its statement of grounds, it has not 
contested the assessment regarding the proof of 
use and the conclusions of the Opposition Division 
according to which the evidence showed genuine use 
of the earlier mark only for ‘pharmaceutical products, 
namely antipsychotics’ instead of ‘pharmaceutical 
products’ in Class 5. The Board finds that the earlier 
mark must be deemed to have been used for 
‘pharmaceutical products, namely antipsychotics’ in 
Class 5, since the Board cannot examine the proof 
of use, in accordance with Article 27(2) and Article 
27(3)(c) EUTMDR, as it was neither raised by the 
opponent in its statement of grounds, nor did the 
applicant file a cross-appeal in accordance with 
Article 68(2) EUTMR and Article 25 EUTMDR. Further, 
the Board notes that the additional evidence, 
consisting of updates of the websites already 
submitted as evidence at first instance, is admissible 
based on Articles 95(2) EUTMR and 27(4) EUTMDR. 
The relevant public comprises the general public 
and professionals. Since medicines, whether or not 
issued on prescription, receive a heightened degree 
of attentiveness by reasonably well-informed and 
reasonably observant and circumspect consumers, 
the relevant public is deemed to be likely to display 
a high degree of attentiveness.

With regard to the comparison of the goods, the 
Board endorses the Opposition Division’s findings. 
First, part of the contested goods are indeed 
identical to the earlier goods. Second, the other part 
of the contested goods are similar to a low degree 
to the earlier goods.

As regards the comparison of the signs, it is first 
noted by the Board that, in contrast to the findings 
of the Opposition Division, the word ‘teralithe’ will 
be perceived as a meaningless single word by the 
relevant public, including medical professionals, and 
not as ‘a big quantity of lithium’. With regard to the 
contested sign, the abstract shape

will not be perceived as the letter ‘T’.  The word 
element ‘theratype’ is the most distinctive and 
dominant element of the contested sign and it will 
likely be broken down into the words ‘thera’ and 
‘type’, however this is based on the sign’s colour 
scheme and not on the perceived semantic content 
of the word elements. Visually, the signs are similar 
to an average degree and aurally to a higher than 
average degree. Conceptually, since neither of the 
signs will be perceived as bearing any relevant 
semantic content as a whole, no comparison can 
be undertaken. As the earlier mark as a whole, in 
relation to the goods in question, has a normal 
degree of distinctiveness and the average consumer, 
despite the public’s high level of attention, has to rely 
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on an imperfect recollection of the signs, the Board 
concludes that a likelihood of confusion cannot be 
excluded for the goods that were found identical. 
However, there is no likelihood of confusion as 
regards the goods that were found similar only to 
a low degree.

See idem 19/01/2022, R 583/2021-4, Theratype / 
Teralithe

21/01/2022, R 478/2021-2, UM (fig.) / THREE 
VERTICAL STRIPES (fig.) et al.

Likelihood of confusion – Article 8(1)(b) EUTMR 
– Dissimilarity of signs – Opposition rejected – 
EUTM – Decision confirmed – Opposition rejected

The applicant sought to register the figurative 
mark, as depicted above, in respect of various 
goods and services in Classes 9, 16, 36, 41, and 45. 
An opposition was filed on the grounds of Article 
8(1)(b) EUTMR (a likelihood of confusion) invoking 
two earlier EUTMs for the figurative marks, as 
represented above, registered for a range of goods 
and services in Classes 9 and 35. The Opposition 
Division rejected the opposition on the grounds 
that there was no likelihood of confusion, since the 
similarity between the signs at issue was of such a 
low degree that it could not be offset by the identity 
between the goods and services.

The Board confirms the contested decision. It 
indicates, first, that insofar as the opponent refers 
to the manner in which the contested mark is used 
by the owner and how it may be pronounced by 
the public, this is irrelevant for the purpose of the 
present proceedings. The comparison must be 
made between the signs as they are registered or 
as they appear in the application for registration 

Earlier trade marks

Contested sign

https://euipo.europa.eu/eSearchCLW/#basic/*///number/583%2F2021
https://euipo.europa.eu/eSearchCLW/#basic/*///number/0478%2F2021-2
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(08/12/2005, T-29/04, Cristal Castellblanch, 
EU:T:2005:438, § 57). The Board adds, that according 
to the materials submitted the opponent’s logo 
appears as:

It is clear that the full logo will be pronounced as 
‘United Masters’, but the figurative element of the 
three vertical stripes will not be pronounced, since 
abstract figurative elements cannot be pronounced. 
The Board finds that the earlier marks, as registered, 
are minimalistic in design, purely figurative marks, 
consisting of three thick vertical lines, the middle 
one being slightly shorter than the ones bordering 
it. There are absolutely no elements within the 
earlier marks that could assist the relevant public 
in identifying those lines as letters. Thus, as the 
contested sign includes the letter combination 
‘UM’, whereas the earlier marks will be perceived as 
abstract figurative signs, the Board concludes that 
visually the signs are dissimilar. Next, the Board finds 
that it is not possible to compare the signs at stake 
aurally as the earlier marks are purely figurative. 
Finally, the Board finds that, as the earlier marks are 
meaningless signs, a conceptual comparison is not 
possible for the relevant public, and the conceptual 
aspect does not influence the assessment of the 
similarity between the signs. For these reasons, 
the Board concludes that the conflicting signs are 
dissimilar overall. 

The Board also notes that, since all the arguments 
put forward by the opponent concerning the 
comparison of the signs at issue are based on 
the incorrect premiss that the relevant public will 
be able to identify the word element ‘UM’ in the 
earlier marks, they must be rejected as lacking any 
foundation in fact (08/07/2020, T-633/19, figurative 
sign / TOTTO, EU:T:2020:312, § 42). Consequently, 
visual, aural and conceptual differences between 
the signs are sufficient, in spite of the possible 
identity or similarity between the goods and services 
designated, to preclude them from giving rise to a 
likelihood of confusion in the mind of the average 
consumer.
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New cancellation decisions
Do not miss the new summary in the series of 
interesting decisions from the EUIPO cancellation 
division.

02/09/2021, C 44 949 (Invalidity), STONE (word) / 
STONE (word)

Invalidity – Article 59(1)(b) EUTMR – Assessment 
of bad faith – Cancellation rejected

A request for a declaration of invalidity of the EUTM 
registration was filed on the grounds of Article 59 
(1)(b) EUTMR, against all the goods and services 
covered by the EUTM in Class 12. The request for 
a declaration of invalidity was based on the trade 
name ‘STONE’.

The applicant argued that the proprietor filed the 
EUTM in bad faith as the proprietor had filed three 
EUTMs all for the word mark ‘STONE’, with each 
filing occurring at around the end of the five-year 
grace period of the previous application. 

The applicant claimed that the EUTM was filed purely 
to monopolise the word ‘STONE’. It also argued that 
the sign was not in use and the proprietor was thus 
avoiding the use requirement and was benefitting 
from an additional grace period. The applicant 
argued that the proprietor was simply adding goods 
to disguise a repeat application. However, these 
additional goods cannot hide the fact that the mark 
is nearly identical to the earlier marks.

The EUTM proprietor contested the applicant’s 
arguments and denied filing the EUTM in bad 
faith. It argued that the burden of proof lies with 
the applicant and that the applicant had failed to 
discharge this burden. It pointed out that its other 
EUTM was filed more than five years after the filing 
of the present EUTM and the present EUTM was 
filed over five years after the initial filing and thus 
the earlier marks were already outside of the grace 
period for use.

The decision highlighted that whether an EUTM 
proprietor acted in bad faith when filing a trade 
mark application must be the subject of an overall 
assessment, considering all the factors relevant to 
the particular case.

The Cancellation Division noted that the proprietor 
does not need to have an intention to use the mark 
for all of the goods or services for which it files the 
mark. It is not a condition for the registration of a 
trade mark that the trade mark applicant’s field 
of business coincides with the list of goods and 
services. The decision also pointed out that the filing 
dates of the subsequent marks were all more than 
five years after the date of registration of the former. 

In the light of the above, the Cancellation Division 
concluded that the applicant failed to demonstrate 
that the EUTM proprietor acted in bad faith when 
applying for the contested EUTM and the application 
was rejected.

https://euipo.europa.eu/copla/trademark/data/013316161/download/CLW/CCL/2021/EN/20210902_000044949.doc?app=caselaw&casenum=000044949&trTypeDoc=NA
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Case-law on IPR Infringement and 
Enforcement 
A new edition of the Recent European Case-law on 
the Infringement and Enforcement of Intellectual 
Property Rights (IPR) is out now.

The document reports on the latest significant 
European decisions related to infringing and 
enforcing IPRs. It contains 197 summaries of 
key judgments from the national courts and 
preliminary rulings from the Court of Justice of the 
European Union (CJEU).

• The first part features the most recent cases, 
including the first dynamic blocking injunction in 
the sport sector, granted under the new French 
legislation which established an accelerated 
judicial procedure and a new administrative 
authority ARCOM (Autorité de regulation de la 
Communication audiovisuelle et numérique). It 
includes another dynamic blocking injunction 
in Greece, issued by the Committee for the 
Notification of Copyright and Related Rights 
Infringements on the Internet (EDPPI) to address 
illegal online transmission of live sporting events. 
 
It also includes national developments regarding 
the copyright protection of a neologism 
(‘avocature’ in France) and the scope of 

protection of trade marks with reputations in 
the automotive industry (Citroen v Polestar). 

• The second part covers decisions issued 
between 2018 and November 2021.

The document aims to provide practitioners, judges 
and lawmakers with a meaningful overview of the 
latest developments and trends in jurisprudence in 
this field.

More information about the Observatory initiatives 
in the area of case-law.

https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/New_Case_Law_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/New_Case_Law_en.pdf
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/documents/reports/New_Case_Law_en.pdf
https://www.legifrance.gouv.fr/codes/article_lc/LEGIARTI000044247629/
https://www.legifrance.gouv.fr/codes/article_lc/LEGIARTI000044247629/
https://www.arcom.fr/lutter-contre-les-services-illicites-diffusant-des-contenus-culturels
https://www.opi.gr/en/committee1/decisions-committee
https://www.doctrine.fr/d/CA/Paris/2021/C658B195726D6C92F3CB8
https://euipo.europa.eu/ohimportal/en/web/observatory/case-law
https://euipo.europa.eu/ohimportal/en/web/observatory/case-law

