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The missing link: How blockchain
technology can help protect IP
owners and consumers
By Eleonora Rosati
The VHS, the CD, the internet, e-commerce, virtual
assistants, cryptocurrencies… every few years,
new technologies revolutionise our lives and make
them more interconnected across territories and
countries.
For intellectual property (IP), these advancements
usually entail new ways for rights holders to exploit
their assets and for consumers to access them,
but also new ways of infringing IP rights and new
challenges for their protection and enforcement as
a result.
With the internationalisation of markets and
economies, counterfeiting has been on the rise.
There are also several cases in which consuming
fake and counterfeit goods can pose risks to one’s
own health (medicines and cosmetics, for example),
safety (like toys used by children or spare parts for
cars) and the environment (just think of pesticides
or chemicals). A recent study released by the
EUIPO shows that most of these goods (60 %) are
purchased online and that, together with the United

States of America, the European Union (EU) is the
main destination economy for these ‘dangerous
fakes’ from third countries.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
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How can we tackle this problem and also reduce
the risk of harmful goods entering and circulating
within the EU market? There is some good news on
this front.

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

The advantages of track and trace solutions
based on blockchain technology
Track and trace solutions allow parties to know
where a product is and who has it. Then add the
new kid on the block, blockchain technology, and
you have promising tool synergy to protect rights
holders and consumers alike.

Case Law
Case-law comment: Old evidence is not eternal
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New cancellation decisions

Put simply, blockchain is like a shared and immutable
digital book (called ‘ledger’) that allows everyone to
have a copy of all transactions conducted between
multiple parties. When someone wants to change
their own version of the book, everyone must agree.
Otherwise, the book is no longer accepted by the
rest of the network.

Case-law on IPR Infringement and Enforcement

Decentralised track and trace solutions offer distinct
advantages over more traditional centralised and
siloed systems. For starters, they provide more
secure, agile and cost-effective structures than ‘older’
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systems. This is particularly true when it comes to
managing the supply chain and authenticity. It is
essentially for these reasons that the EUIPO (with
prior solid experience in the implementation of
blockchain solutions), in collaboration with the
European Commission, has been exploring the
potential of track and trace solutions based on
blockchain technology to protect IP rights.
The EU Anti-Counterfeiting Blockathon Forum
and the Blockathon Infrastructure Contest
An achievement of the joint efforts of the EUIPO
and the European Commission is the AntiCounterfeiting Blockathon Forum. The main goal
of the forum – established in the aftermath of the
EU Blockathon 2018 competition – is to encourage
the transportation and proof of authentic goods in
the EU and address the challenges of counterfeiting.
The forum seeks to bring together people and
organisations working on developing anticounterfeiting infrastructure.

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

design whose key goal is to guarantee access to data
relating to goods and their ‘journey’ through the
supply chain, which would discourage making and
distributing fake and counterfeit items. The system
would ask the EUIPO to validate rights holders’
identity and, in turn, provide them with a digital anticounterfeiting digital label which they can place on
their goods through QR codes or other serialisation
technologies. ‘The lack of trust among the supply
chain stakeholders is a problem that we want to
address’, said Thomas Rossi, a member of ELSA.
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A key feature of this project is that it is open-source
software, meaning that it is freely available and can
be modified and redistributed. Not only does this
mean a low adoption barrier, but also the possibility
of continuously improving its performance by
updating the underlying software. Thomas stressed
how, in the future, ‘the open-source nature
character of ELSA will also allow the community to
build additional features for a broader usage’.

Case Law
Case-law comment: Old evidence is not eternal
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A mix of solutions
And if you wonder about the infrastructure, there is
some news on that front too!
In March 2022, among the several entries submitted,
the EUIPO selected ELSA as the winner of the AntiCounterfeiting Blockathon Infrastructure contest.
The result of a joint effort by designers and digital
architects, this project is a blockchain infrastructure

With all of the above, what does the future of supply
chain and data management look like? It is likely to
be a mix of technological solutions and policy and
legal developments.
Track and trace solutions have displayed clear
potential and already made it possible to achieve
02

Alicante News
Up to date information on IP and EUIPO-related matters

July

2022

First Page

Quick Links

The missing link: How blockchain technology can help
protect IP owners and consumers

#IPnetwork

First Page

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

important results. In any event, this is likely to just be
the beginning: it has become clear that blockchain
technology can be used in several different and
promising ways, including as a digital diploma or for
product circular economy purposes.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
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Talking MARQUES: Podcast on quality at the EUIPO
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Besides
technological
solutions,
legislative
developments must also be considered. The EU
Digital Services Act draft, for example, aims to
ensure that what is illegal offline is also illegal
online. To this end, it seeks to make internet actors,
including online marketplaces, more accountable
than they are today. A political agreement on this
proposed EU regulation was reached in the spring of
2022, and the final text will be adopted imminently.
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Case Law

In conclusion: the future of IP enforcement is
likely to be one where technology and the law will
continue working together to reinforce trust in both
international commerce and e-commerce along
with supply chain stakeholders.

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
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Case-law on IPR Infringement and Enforcement

Eleonora Rosati is an Italian-qualified lawyer with
experience in copyright, trade marks, fashion and
internet laws. Dr Rosati is a Full Professor of Intellectual
Property (IP) Law, Director of the Institute for Intellectual
Property and Market Law (IFIM), and Co-Director of the
LLM in European IP Law at Stockholm University. She
is also Of Counsel at Bird & Bird and is the author of
several articles and books on IP issues.
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Fake products and online piracy:
new trends in young Europeans’
behaviour

The results of the 2022 EU-wide IP Youth Scoreboard
on the perceptions of intellectual property among
young Europeans are out.
The survey, released by the EUIPO through the
European Observatory on Infringements of
Intellectual Property Rights, aims to shed light on
the latest trends in the use of legal and illegal online
sources among Europeans aged 15 to 24, and their
perceptions and behaviours towards counterfeit
goods.
Results were presented as part of a pan-European
awareness campaign for the World AntiCounterfeiting Day.

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

Purchase of fake products

# IPexcellence

Reflecting the post-pandemic context, the new
survey confirmed that 37 % of young people bought
one or several fake products intentionally in the
last 12 months, a significant increase compared to
the previous results.

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#IPinnovation

The counterfeit products that young people most
commonly buy intentionally are clothes and
accessories (17 %), followed by footwear (14 %)
electronic devices (13 %), and hygiene, cosmetics,
personal care and perfumes (12 %).

Lithuania joined the IP Register in Blockchain
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Case Law

Online piracy

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

Intentional piracy remains stable, with 21 % of
young consumers (one in five) acknowledging they
accessed pirated content on purpose in the last
12 months.

New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

However, access from legal sources is gaining
ground among the younger generations: 60 %
claimed to have not used, played, downloaded or
streamed content from illegal sources in the past
year, compared to 50 % in 2019 and 40 % in 2016,
thus confirming the trend.
Key drivers
Price and availability continue to be the main
reasons for buying fake products and accessing
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pirated content intentionally. However, social
influences, such as the behaviour of family, friends
or acquaintances, are gaining significant ground.
What makes young people think twice?
For both products and digital content, young people
mentioned personal risks of cyber fraud and
cyberthreats as important factors that would curb
their behaviours. Also, a better understanding of
the negative impact on the environment or on
society are now more widely mentioned by the
young people surveyed.
This study is the third edition of the Youth
Scoreboard series, which was first released by the
EUIPO in 2016 and then again in 2019.
Read the results of the 2022 IP Youth Scoreboard

EUIPO, winner of Anti-Piracy
Awards

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

The European Observatory on Infringements of
Intellectual Property Rights (the Observatory) was
fully entrusted to the EUIPO in June 2012, and it
celebrates its 10th anniversary this year. Its work
on raising awareness on the need of including IP
crime in the EMPACT priorities for law enforcement
has been recognised by the Audiovisual Anti-Piracy
Alliance (AAPA).

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
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#IPinnovation

The EUIPO won the 2021 Anti-Piracy Award for the
campaign and efforts supporting the reinstating
of IP Crime in the European Multidisciplinary
Platform Against Criminal Threats (EMPACT).

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

This award recognises the work of the Observatory,
and more specifically, the Enforcement and SMEs
Service team, who embarked on an awarenessraising programme to win support and join efforts
with the European Commission and Member States
to have IP crime reinstated in EMPACT following its
omission from the 2018-2021 cycle.
Commenting on the award, Sheila
Executive Vice President of AAPA, said:

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

Cassells,

“The challenge faced by the Observatory team from
the EUIPO should not be understated. Initially only
a few Member States were willing to contemplate
reinstating IP crime. […] After the various stages were
completed in May 2021, Member States agreed the
priorities with IP crime being included as a segment
in the fraud, financial and economic crimes priority.
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This is a very successful outcome as it means there
is money and other resources to take on operations,
provide training, etc. to tackle audiovisual piracy –
and countries recognise the importance of doing
so. AAPA looks forward to supporting Member
States and Europol in the implementation of the
Operational Action Plans.”

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

Ukraine: Cooperation and
extension of time limits

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

What is EMPACT?
The European Multidisciplinary Platform Against
Criminal Threats (EMPACT) tackles the most
important threats posed by organised and serious
international crime affecting the EU.
EMPACT runs in four-year cycles focusing on
common EU crime priorities. For the 20222025 cycle, #IPCRIME is one of these priorities,
strengthening intelligence, strategic and operational
cooperation between national authorities, EU
institutions and bodies, and international partners,
who will collaborate under a new joint operational
plan on IP crime for 2022 at EU level.

#IPinnovation
Lithuania joined the IP Register in Blockchain
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A new extension has been granted for all parties
in proceedings before the EUIPO having their
residence or registered office in Ukraine.

Case Law

The three-month extension published on 1 June
extends all time limits expiring between 2 June 2022
and 1 September 2022, inclusive, until 2 September
2022. This extension follows Decision EX-22-4 and
Decision EX-22-2 of the Executive Director, which
extended all time limits in the previous months.

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

Work in progress
Over the last few weeks, the EUIPO, as an active
member of the ‘2022 Operational Action Plan for
Intellectual Property (IP) crime, counterfeiting
of goods and currencies’, has organised several
activities under EMPACT, namely the launch of an
investigation handbook to cover relevant online and
offline IP crime areas and illustrate the prevailing
business models used by IP criminals.

On 9 March, the EUIPO, in collaboration with the EU
institutions, announced a number of measures in
response to the military aggression carried out by
the Russian Federation against Ukraine.
The EUIPO will continue to review the need for
further extensions and additional measures as we
move forward.
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European Union Intellectual Property Network, to
support Ukrpatent staff currently dwelling in

On 2 June, the EUIPO’s Executive Director, Christian

# IPexcellence

the different EU Member States.

Archambeau, met with the Director General of the
State Enterprise Ukrainian Intellectual Property

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#StandwithUkraine

Institute (Ukrpatent), Andrew Kudin, and expressed
the EUIPO’s commitment to continue working
closely together.

#IPinnovation

The Executive Director congratulated Ukrpatent

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

for their ability to maintain stable and functioning
services, and praised its staff for their resilience
during these difficult times.

Case Law

The discussions were driven by the common goals
and values, and the determination shown by Ukraine
to restore peace and prosperity in the country.

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

Both parties agreed on the need to have a

New decisions from the Boards of Appeal
New cancellation decisions

mechanism to ensure a business continuity

Case-law on IPR Infringement and Enforcement

system. In this regard, several cooperation initiatives
are currently being explored involving information
technology and human resource support services.
For instance, apart from the sanctions applied,
the actions undertaken by the EUIPO and all the
solidarity initiatives launched by the EUIPO staff,
an enhanced cooperation with Ukrpatent is
being considered in several areas. One of them is
the EUIPO’s coordination role, together with the
07
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EUIPO’s Grand Board: first oral
hearing
The EUIPO’s Grand Board will be holding its first
ever oral hearing in Appeal cases R 1613/2019-G

and R 1238/2019-G, Iceland, on 9 September 2022
at 09:30.
The proceedings in the two cases will be heard
together in a hybrid format, with a limited number
of places being made available at the EUIPO’s
premises in Alicante for in-person attendees. This
will allow both internal and external participants to

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

IP Case Law Conference, 7-8 July
The IP Case Law Conference 2022 is taking place in
Alicante (and online) on 7-8 July.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

Intellectual Property and… Rembrandt, Banksy,
cannabis, gaming, fashion, wellness, celebrities,
artificial intelligence, geographical indications,
and the environment, just to mention a few. Over
40 experts and representatives from some of the
leading IP offices, lawmakers, judges, academics
and lawyers from across the world will discuss the
challenges and developments in IP case-law and
legislation that lie ahead.

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

IP expert Eleonora Rosati will be presenting the new
frontiers for fashion law.

Case Law

follow the oral proceedings live either via a video
link or in person.

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

The cases involve an invalidity request made inter

New decisions from the Boards of Appeal
New cancellation decisions

alia by the Icelandic Ministry for Foreign Affairs

Case-law on IPR Infringement and Enforcement

against the British supermarket chain, Iceland, and
deals principally with the alleged descriptiveness
and non-distinctiveness of the figurative and word
marks shown above in relation to a range of goods
and services in Classes 7, 11, 16, 29, 30, 31, 32 and
35.
The language of proceedings is English.
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#IPinnovation
The EUIPO Directors of Operations and Legal
Department, Karin Kuhl and Dimitris Botis, had
the chance to participate in the ‘Talking MARQUES’
podcast series. MARQUES, an association
representing the interests of brand owners, has
developed a series of podcasts covering topical
brand-related issues.
James Nurton, editor of MARQUES blogs Class 46 and
Class 99, interviewed the EUIPO Directors together
with two members of the Marques European TM
Law & Practice team, Augusto Drumon, IP counsel at
Amazon, and Johannes Fuhrmann, from Bomhard
Intellectual Property.
The 37-minute podcast focuses on how to maintain
and improve quality in European trade mark
examination.
Listen to the podcast

Users must pay special attention when attaching
annexes to the e-form in the User Area.
Users may assume that attachments have been
uploaded successfully, but during the process of
uploading, they may have either unintentionally
omitted annexes or failed to attach them for
technical reasons.
It is essential to carefully read the pop-up messages
generated by the system when uploading annexes
and to double-check the total number of pages of
each submission in the receipt generated at the end
of the transmission.
If, for some reason, users omit or fail to attach any
annexes to the e-form, the EUIPO will consider the
communication complete for the pages received.
The EUIPO always accepts that the transmissions are
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accurate because the number of pages is counted
automatically. This means that the EUIPO cannot
notify users that annexes they may have intended
to upload were not submitted successfully.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

What to look out for when uploading annexes
Pop-up messages used to notify users of potential
issues in uploading annexes.
The following attachment will not be included in the
submission because it is not in the correct format:
‘Name of the file.pdf’. The file name length has
exceeded the permissible limit.

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

For further information, please read the technical
requirements for including attachments.

Case Law

How to remedy this?

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

Change the name of the file (the name length
restriction for attachment files is 20 characters).
Click on the ‘Back’ button and upload the
attachments again.

New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

Here is an example of a receipt showing 9 pages as
the total number of pages – attachments uploaded.
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Lithuania joined the IP Register in
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where data on IP rights can be tracked, traced, and,
therefore, fully trusted. We look forward to moving
together towards a further expansion of the IP
Register in Blockchain.”

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

Lina Mickienė, acting Director of the State Patent
Bureau of the Republic of Lithuania, commented:

The State Patent Bureau of the Republic of Lithuania
has joined the IP Register in Blockchain.
Along with the EUIPO, the Maltese Commerce
Department and the Estonian Patent Office,
participation in the blockchain network has now
expanded to four offices. These can connect to
TMview and DESIGNview through blockchain at
near real-time data transfer speeds.
Through their continued commitment and
dedication, the participating offices are shaping
and enabling the future of blockchain-powered
intellectual property services.

“We are pleased to be working with the European
Union Intellectual Property Office and have no
doubt that using the Blockchain network will bring
many positive results towards faster and more
secure use of intellectual property information.
Nowadays, it is very important to ensure the
security of the information provided, and the use of
Blockchain increases the reliability of the intellectual
property system. The use of innovations in the
provision of intellectual property information is a
great advantage for the users of this information.”

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

Case Law
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Luxembourg trade mark and design news

The IP Register in Blockchain lays the foundation for
a strong distributed platform that enables services
that benefit from secure, fast and direct connectivity
between IP offices and rights holders.

Christian Archambeau, Executive Director of the
EUIPO, said:

This year, a new history service will be available
through TMview and Designview, introducing a time
element that makes the historic changes associated
with the IP Right records held in the IP Register in
Blockchain visible.

“This cutting-edge technology allows for the
development of a strong distributed platform
providing a secure, fast and direct connection,

2022 continues to be a busy blockchain year, which
will see the further expansion to more IP offices and
additional innovative online services. Stay tuned!

New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement
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The tool tip: Interpret your TMclass
search results
Did you know that the green checks and dots in
TMclass show you where terms are accepted?
This provides valuable information about preacceptance, so you can select the most appropriate
terms to reflect your application strategy.

The first indicator for each term shown in a TMclass
search result is the check marks:
• These check marks indicate which offices
accept the term in lists of goods and services.
The absence of the check mark does not indicate
that the term will be rejected, only that it is not
pre-approved.
• The number of columns with check marks
depends on which offices have been selected for
the search, with one column for each selected
office.
The second acceptance indicator is the green dots:
• The
green
dots
show
a
term’s
inclusion in one of the major multioffice databases of goods and services.

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

• Harm: The HDB, the Harmonised
Database of Goods and Services, preaccepted by all EU offices and many more.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

• Nice - The Nice Alphabetical List, the
foundation and source of reference for goods
and services classification.
• IDli - The ID-List, a dataset of terms
preapproved by the 5 largest IP offices in the
world, those of the EU, China, Japan, South
Korea, and the USA.
• MGS - WIPO’s Madrid Goods and Services,
pre-approved terminology for applications in
the Madrid system.

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

Case Law

With the help of the checks and dots you will be
able to identify the terms that are most appropriate
for the jurisdiction of your applications, now and
in the future. Terms with wider geographical preacceptance simplify the current process and ensure
faster and more predictable processes for expansion
to new geographical areas and jurisdictions.

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

To assist further, you can sort the columns to
personalise the offices and sources shown in the
results table. Simply check and uncheck them in
the ‘Show sources and offices’ setting just above the
results table.
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ACADEMY webinars
Latest webinars
Webinar: Power your business with the SME
Fund
Find out, through a practical business case, how
the SME Fund can boost small and medium-sized
businesses through financial support for intellectual
property.
After this webinar, you will know how to obtain
partial reimbursement of the fees for IP Scan, trade
marks and designs at national, regional, EU and
international levels. We also share some tips and
tricks on the application process and answer some
questions.
The ‘Ideas Powered for business SME Fund’ is a
European Commission initiative implemented by
the EUIPO.
Watch this webinar
Webinar: Track Case-Law: GC/CJEU judgments
and BoA decisions (Q2)
This webinar provides an overview of the most
relevant judgments of the General Court (GC)/
Court of Justice of the European Union (CJEU) and
decisions of the EUIPO Boards of Appeal (BoA).

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

This webinar is part of a series that takes place every
quarter.

# IPexcellence

Watch this webinar

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

Upcoming webinars
There will be no webinars during July and August.
The Tuesday Webinars will return on 6 September
2022.

#IPinnovation

On recent case-law

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

In the judgment of Joined Cases T-26/21, T-27/21
and T-28/21, the General Court dismisses the
actions brought by Apple Inc. against the decisions
of the EUIPO revoking the word sign THINK
DIFFERENT. The Court notes that, contrary to what
Apple claims, the Board of Appeal’s conclusion as
to the distinctiveness of the contested marks is not
contradicted by a body of evidence that proves they
have been put to genuine use.

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

If you are interested in both procedural and
substance issues in relation to Proof of Use, see
the e-learning on Proof of Use which also includes
examples from real cases.
Take advantage of our extensive online learning
offering in the EUIPO Academy Learning Portal.

This webinar will keep you updated on all the latest
EUTM-related case-law developments.
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Case-law comment: Old evidence
is not eternal
By Liesbeth Marijnissen, Member of the Fourth
Board of Appeal of the EUIPO
16/03/2022,
T‑315/21,
EU:T:2022:141

Apial

/

Apiretal,

The General Court confirms that reputation
evidence may be pre-dated but there are limits.
Background
On 20 September 2018, a German manufacturer of
cosmetics applied for the sign ‘APIAL’ as an EUTM
for goods in Classes 3, 4 and 5. The application was
opposed by a Spanish pharmaceutical company on
the basis of the word mark ‘APIRETAL’ for goods in
Class 5, on the grounds of Articles 8(1)(b) and 8(5)
EUTMR. A proof of use request was filed. Evidence in
support of the claimed reputation was submitted by
the opponent, including a market research report
and a certificate from the Barcelona Chamber of
Commerce, both dated November 2010.

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

was proved were dissimilar to the goods in Classes
3 and 4 and had a low degree of similarity to the
contested goods in Class 5. The signs were visually
and phonetically similar to a low degree and the
conceptual comparison was neutral. The opposition
was rejected on the grounds of Article 8(1)(b) EUTMR,
also taking into account the high level of attention of
the relevant public and even assuming an enhanced
level of distinctiveness of the earlier mark. The
Article 8(5) EUTMR claim was not successful as the
reputation of the earlier mark was not proved.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

The opponent filed an action before the General
Court.

Case Law

Analysis

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

Admissibility of documents produced for the first
time before the Court

New decisions from the Boards of Appeal
New cancellation decisions

The opponent produced another market survey,
drawn up on 24 May 2021. Submitted for the first
time before the Court, the evidence was rejected as
inadmissible.

Case-law on IPR Infringement and Enforcement

Article 8(1)(b) EUTMR
The Opposition Division found that genuine use
had been proved for antipyretic pharmaceutical
preparations in Class 5 and rejected the opposition
on both grounds. The opponent filed an appeal,
which was dismissed. The Board of Appeal
confirmed that the goods for which genuine use

The Court confirmed the findings of the Board
insofar as the opposition was rejected on grounds
of Article 8(1)(b) EUTMR.
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Case law
Article 8(5) EUTMR
Reputation of an earlier mark must be established
at the date of filing the contested mark. It cannot
be ruled out that a document drawn up some
time before (or after) that date may contain useful
information, as reputation is acquired progressively.
The evidential value of such a document varies
depending on whether the period covered is close
to or distant from the filing date.
Reputation of the earlier mark had to be established
on 20 September 2018. The opponent asserted that
the reputation of the earlier mark for antipyretic
pharmaceutical preparations was reflected in the
sales achieved and in the significant investment
in advertising. It did not explain how the Board’s
assessment concerning the lack of proof of
reputation was incorrect.
More specifically, the opponent did not show how
the market research report and the certificate from
the Barcelona Chamber of Commerce, dating from
November 2010, were sufficient to establish the
existence of the earlier mark’s reputation 8 years
later.
The opponent relied on a decision of the Board of 19
November 2018 confirming the position adopted by
the Opposition Division in a decision of 29 June 2017
that the earlier mark had a reputation insofar as it
covered antipyretic pharmaceutical preparations.

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

In that decision of the Board, the earlier mark was
recognised as having a reputation as at 27 January
2015. The Board based its finding on the same
market research report and the certificate of the
Barcelona Chamber of Commerce dating from
November 2010 that were submitted in the case at
hand, observing that it was possible to take the view
that the reputation of the earlier mark continued to
exist on that date.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#IPinnovation

Indeed, before the Opposition Division, the
opponent relied on the Opposition Division’s
decision of 29 June 2017. However, the Opposition
Division had found that there was no need to decide
in the same way since the Opposition Division’s
decision relied on was more than 3 years old.
Before the Board, the opponent did not produce
any additional documents, nor did it even dispute
the Opposition Division’s findings in that regard.

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions

It is true that, in the opposition proceedings which
gave rise to the abovementioned decision of 19
November 2018, the Office accepted that the earlier
mark had a reputation as at 27 January 2015 on the
basis, inter alia, of the same documents dating from
2010 which were also produced by the opponent in
the present proceedings. However, that fact alone
did not mean that the same finding had to be adopted
in the present case, with regard, in particular, to the
period of 8 years that elapsed between the date of
the abovementioned documents and the date on
which the reputation of the earlier mark had to be
established.

Case-law on IPR Infringement and Enforcement
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Since one of the conditions laid down in Article
8(5) EUTMR was not fulfilled, the opposition was
correctly rejected on that ground.

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

Practical significance
The General Court confirmed that although
reputation of the earlier mark must be established
as at the date of filing of the application for the
contested mark (05/10/2020, T 51/19, apiheal (fig.)
/ Apiretal, EU:T:2020:468, § 112) evidence dating
from before or after the date of filing may be
relevant where it enables conclusions to be drawn
with regard to the situation as it was on the date
of filing (16/10/2018, T 548/17, ANOKHI / Kipling
, EU:T:2018:686, § 104; 16/12/2010, T 345/08 & T
357/08, Botolist / Botocyl, EU:T:2010:529, § 52).

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

However, this judgment of the Court shows that
there are limits to this flexible approach and that
there is a moment that the evidential value no
longer exists due to the length of time between the
original date of the evidence and the filing date.

New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

This calls for a constant reassessment of the
evidence relied on as time passes. As this judgment
confirms, one cannot rely endlessly on old evidence,
even though it may have been useful in the past.
Therefore, when presenting proof of use before the
EUIPO, always check carefully whether there is a gap
that needs to be filled!
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Luxembourg trade mark and
design news

invalidity applicant , far from undermining this,

04/05/2022, T 117/21, DEVICE OF TWO CROSSED

was filed against this decision. The Board of Appeal

STRIPES PLACED ON THE SIDE OF A SHOE (fig.),

(BoA) confirmed the CD’s decision. The invalidity

EU:T:2022:271

applicant filed an action before the General Court

EUTM

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

served to confirm it. The CD concluded that the

# IPexcellence

contested mark had distinctive character. An appeal

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

(GC).

#IPinnovation

The GC dismisses the action and confirms that the
contested mark has distinctive character. It stresses

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

that a design, which is simple and banal, is unlikely
to acquire distinctive character simply because
it is placed on the side of the shoe, since many
manufacturers of sports shoes or casual shoes use
Article 59(1)(a) in conjunction with Article 7(1)(b)

relatively simple patterns on the side of the shoe

EUTMR –– Distinctive character – Burden of proof

(§ 59). Although it may indeed be true that many

– Action dismissed

manufacturers of sports shoes have developed a

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

practice of placing their trade mark on the side of the
The figurative mark consisting of a cross placed

shoe or that sellers display the side of the shoes on

New decisions from the Boards of Appeal
New cancellation decisions

on the side of a shoe was registered for ‘Sports

which the mark appears in shops, this information

Case-law on IPR Infringement and Enforcement

footwear’ in Class 25. An application for a declaration

still does not make it possible to determine that

of invalidity (‘invalidity application’) was filed on

the average consumer has learned to establish an

the basis that the sign was devoid of distinctive

automatic link between the sign featuring on the

character pursuant to Article 59(1)(a) EUTMR. The

side of a sports shoe and a particular manufacturer

Cancellation Division (CD) rejected the invalidity

and that that consumer will therefore necessarily

application. It found that the EUTM proprietor had

perceive any geometric shape placed on the side of

convincingly demonstrated that many undertakings

a sports shoe as being a trade mark (§ 60). However,

used relatively simple patterns on the side of the

the GC points out that, in invalidity proceedings, as

shoe to indicate the commercial origin of their

the registered EUTM is presumed to be valid, it is for

shoes. Moreover, the evidence adduced by the
17
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the applicant for a declaration of invalidity to invoke

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

04/05/2022, T 261/21, Steaker, EU:T:2022:269

before EUIPO the specific facts which call the validity
of that trade mark into question (§ 62).

# IPexcellence

Invalidity – Article 59(1)(a) in conjunction with
Article 7(1)(c) EUTMR – Descriptive character –

For the purposes of demonstrating that the sign was

Relevant public – Colloquial expression used on

devoid of any distinctive character in relation to the

social media – Action dismissed

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

goods at issue, the invalidity applicant submitted
some evidence, inter alia, printouts of 93 shoe

An application for a declaration of invalidity

models of a certain manufacturer from a German

(‘invalidity application’) was filed against the EUTM

website, some of which had various kinds of stripes

(word mark) ‘STEAKER’, registered for goods in Class

on their sides and printouts of registration details

11, inter alia for ‘cooking appliances; barbecues;

for past and present German and international

grills’. The Cancellation Division (CD) considered

designs consisting of various kinds of crossed lines

the mark to be descriptive of the abovementioned

on sports shoes. The GC notes that the evidence

goods in at least part of the relevant territory

submitted is not capable of establishing that the

since the term ‘STEAKER’ was understood by a

contested mark is devoid of distinctive character (§

significant part of the German-speaking public

63 65). As regards the applicant’s argument that the

as a type of device, specifically a grill, used to grill

BoA did not take account of the specific conditions

steaks. The EUTM proprietor filed an appeal. The

which apply to marks that are indissociable from

Board of Appeal (BoA) confirmed the CD’s decision.

New decisions from the Boards of Appeal
New cancellation decisions

the appearance of the goods, the GC states that it is

It established that the relevant public is the public

Case-law on IPR Infringement and Enforcement

ineffective since the contested mark takes the form

in Germany and Austria. While the goods covered

of a design/a pattern intended to be placed on part

by the contested sign target the general public, this

of the designated goods and not the form of a two-

may be different in the case of some special devices

dimensional representation of a shoe (§ 70).

which fall under the category of these goods, such as

#IPinnovation
Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

some types of grills. Due to their characteristics and
their price those are aimed at a narrower segment
of the general public, namely one with an interest
in technically more complex grills, in addition to
professional users. The BoA found that at the time
18
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of the application for the contested trade mark the

the professional or general public, can rely on such

term ‘STEAKER’ was used as a generic indication for

sources in the present case (§ 40). Moreover, the

high-temperature grills used to prepare steaks. As

GC indicates that the use of a colloquial expression

regards some other goods covered by the contested

may be known and understood by the relevant

mark, the BoA found that the aforesaid meaning

public if, inter alia, its use has become common in

indicates either their nature or it may refer to their

the course of trade (§ 44). In the present case, the

accessories. Thus it concluded that the contested

word ‘STEAKER’ was used as a descriptive indication

EUTM is descriptive in relation to the contested

of the goods at issue on social media as well as in

goods pursuant to Article 7(1)(c) EUTMR. The EUTM

the newspaper article (§ 45 46). Therefore, the sign

proprietor filed an action before the General Court

‘STEAKER’ has a descriptive character (§ 48). Thus,

(GC).

the GC concludes, the BoA was correct to refer

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
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mainly to the colloquial use of the term ‘STEAKER’
The GC dismisses the action. It confirms that, in order

in order to justify its descriptive character, since a

to ensure the effectiveness of the prohibition of

significant part of the relevant public, in the present

registration of descriptive marks pursuant to Article

case the public interested in grills, was capable of

7(1)(c) EUTMR, the EUIPO is entitled to take into

understanding the meaning of that word (§ 52).

Case Law
Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

account that there is a narrower segment within the
general public consisting of persons for whom the
goods or services covered by the mark concerned

New decisions from the Boards of Appeal
New cancellation decisions

18/05/2022, T‑256/21, Armchairs, EU:T:2022:297

Case-law on IPR Infringement and Enforcement

are primarily intended. (§ 31). Furthermore, the
GC stresses that the relevant public’s perception

Article 7(1) CDR

– Disclosure – Credibility of

of the term ‘STEAKER’ as a descriptive indication

printouts of websites – Article 6 CDR – Lack

primarily relates to the indication that it can be used

of individual character – Impact of product

to grill steaks (§ 38). With regard to the argument

category on designer’s degree of freedom –

that the BoA took into account evidence which did

Action dismissed

not concern the relevant public, namely recipe
suggestions, discussion forums or newspaper

A Community design (‘RCD’) consisting of an armchair

articles, the GC notes that purchasers of grills or

was registered. An application for a declaration of

barbecues, irrespective of whether they belong to

invalidity (‘invalidity application’) based on the lack of
19
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novelty and individual character of that design was

the internet article was available on the internet

filed. In support of their application, the invalidity

prior to the filing date of the contested RCD and

applicants submitted a printout of an internet

therefore confirmed the disclosure of the prior

article including an image of a PC gaming chair. The

design. The BoA rejected the design holder’s claims

credibility and reliability of the website was disputed

undermining the credibility and reliability of that

by the design holder.

article. Second, it found that the designs showed

Prior design

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

gaming chairs. The design holder’s claims that,
without further clarification, a particular category

#IPinnovation

should be identified (i.e. racing style gaming chair)
so that the products could be distinguished by

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

the nature, purpose or function from the more
general categories of armchair or gaming chairs is
unsuccessful. In any event, the BoA noted, such a
specific category would not change the outcome in

RCD

Case Law

the case at hand. Regardless of whether this type
of chair should be denoted as ‘PC gaming chair’ or

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

‘racing style gaming chair’, both designs show the
same type of chair whose purpose as an armchair
is the same, that is to allow an individual to sit on

New decisions from the Boards of Appeal
New cancellation decisions

it. Third, the BoA considered that the designer had

Case-law on IPR Infringement and Enforcement

a high degree of freedom in developing gaming
chairs, since it is only restricted in so far as the
chairs must include (at least) a seat, a backrest and
armrests. Therefore, the contested design and the
prior design produce the same overall impression.
The Invalidity Division (ID) declared the contested

The design holder filed an action before the General

RCD invalid based on lack of individual character.

Court (GC).

An appeal was filed. The Board of Appeal (BoA)
confirmed the decision of the ID. First, it noted that
20
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Case law
The GC dismisses the action and confirms the lack
of individual character. It confirms at first that the
mere abstract possibility to manipulate the content
or date of a website does not constitute a sufficient
ground for calling into question the credibility of
the evidence constituted by the screenshot of a
website. This credibility can only be challenged by
facts that concretely suggest manipulation. The
mere fact that a website is no longer accessible
because it has ceased to be updated or has been
replaced does not mean that it never existed and
that its screenshots were manipulated (§ 31-32).

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

(§ 55, 56). Thus GC points out that in the case of
‘gaming chairs’ the shape is an essential feature of
that type of product on which the informed user
will focus his or her attention. On the other hand,
the colours and patterns are not sufficient to create
a different impression in the perception of the
informed user, even if the user has a high level of
attention, since it is common for the same model
of ‘gaming chair’ to be offered in different colours
and with different patterns. Nor is the difference of
the angle of the armrests of these chairs sufficient
to create a different impression in the perception of
the informed user in this case (§ 63).

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#IPinnovation
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Regarding the assessment of individual character,
the GC notes that the applicant merely argues that
there is a special category of ‘racing-style gaming
chairs’ where a bucket-shaped seat is generic for
that type of product. However, the applicant’s
arguments or evidence cannot establish how such
products constitute a special category which is
distinct from ‘gaming chairs’ in general, by virtue of
their nature, purpose or function. Therefore, there
are no objective reasons to distinguish a narrower
subcategory. The BoA was right to consider that
the sector concerned was that of ‘armchairs’ and,
more specifically, ‘gaming chairs’ (§ 48 50). The GC
also notes that since the relevant sector is that of
‘gaming chairs’, the BoA correctly established, that
the bucket shape of the seat and the insertion of
lumbar and cervical cushions were not features
imposed by the technical function of the product

Case Law

08/06/2022, Joined Cases T‑26/21, T 27/21 and T
28/21, Think different, EU:T:2022:350

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

Revocation – Article 58(1)(a) EUTMR – Level
of attention, purchasing process and the
significance of the technical specifications of the
goods – Criteria of genuine use of a mark

New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement

The word combination ‘Think different’ obtained
registration as an EU trade mark in September
1999, November 1999 and May 2006, respectively,
for various types of IT products such as computers,
computer
terminals,
keyboards,
computer
hardware, software and multimedia products in
Class 9. In 2016, three applications for revocation
of the contested marks have been filed, claiming
that the contested marks had not been put to
21
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genuine use in relation to the goods concerned
for an uninterrupted period of five years. The
Cancellation Division (CD) revoked the contested
marks in respect of all the goods concerned,
stating that the EUTM proprietor has not provided
sufficient evidence concerning the extent and time
of use of the contested marks in relation to any of
the contested goods. The CD noted that the slogan
‘Think different’ was no longer used in advertising
apart from very sporadic uses and that the sales
figures and advertising expenditures provided in
the witness statement did not specify the marks
and the products to which they referred. The
Board of Appeal (BoA) confirmed the CD’s decision
pointing out that the images provided by the EUTM
proprietor show use of the marks exclusively in one
place on the box packaging and in a rather small

There is no evidence of any other use. The BoA

font next to the list of technical specifications -

when considering that the contested marks were

EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

pointed out that in relation to the size of the

# IPexcellence

packaging, the contested marks only account for
a rather insignificant space next to the barcode,

EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

a position consumers are most likely to notice at
the moment of purchase when the barcode will
be scanned at the cashier. Thus, the BoA noted, in
such circumstances, the average consumer, when

#IPinnovation

confronted with this packaging, will not perceive this
text as an indication of the commercial origin of the

Lithuania joined the IP Register in Blockchain
The tool tip: Interpret your TMclass search results
Academy webinars

product. Moreover, the BoA found that considering
that the goods at issue, such as the personal
computers, are highly technical and innovative
goods, consumers will perceive the words ‘Think

Case Law

Different’ as nothing more than a promotional
message inviting them to think differently, especially

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

not used on the packaging on their own, but in
conjunction with the word ‘Macintosh’, the trade

New decisions from the Boards of Appeal
New cancellation decisions

mark used to designate the personal computers

Case-law on IPR Infringement and Enforcement

manufactured by the EUTMs proprietor, which
was later shortened to the word ‘Mac’. Given that
this promotional message may invariably apply to
any technical goods and is therefore likely to be
commonly used on the market for these goods, its
inherent distinctiveness must be considered to be
rather weak. The EUTM proprietor brought three
actions before the General Court (GC).
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The GC dismisses the actions. Regarding the EUTM

the images showing the contested marks in a single

proprietor’s claims that the BoA did not take into

place on the box packaging could not be regarded

account the high level of attention of the relevant

as genuine in the light of the characteristics of that

public when assessing whether the contested marks

use, in particular bearing in mind their size and

had been put to genuine use, the GC notes that the

location. Therefore, the GC confirms that the BoA

EUTM proprietor has not demonstrated that taking

in no way called into question the case-law on the

into consideration a high level of attention would

possibility of joint use of multiple trade marks (§ 89

have led the BoA to find that the consumer would

91). In addition, the GC confirms the BoA’s findings

examine the packaging in such detail that they would

that the way in which the contested marks are used

pay particular attention to the contested marks

on iMac computer packaging does not ground the

placed in a rather insignificant space next to the

conclusion that they have been used as trade marks,

barcode (§ 72). The GC further notes that the case-

that is to say, in accordance with their essential

law relating to the importance to be attached to the

function of giving an indication of the commercial

visual and phonetic similarities of the signs at issue

origin of the goods concerned (§ 94). Finally, the

in the assessment of the likelihood of confusion, is

GC notes that in revocation proceedings for lack of

not relevant to the examination of the genuine use

genuine use, the BoA’s assessment of the distinctive

of the contested marks (§ 75). When it comes to the

character of the contested marks has no bearing

analysis of the evidence of use, the GC finds that the

on the question whether the evidence submitted

annual reports submitted contain only information

show that the contested marks have been used in

New decisions from the Boards of Appeal
New cancellation decisions

on the net worldwide sales of iMac computers and

accordance with their essential function (§ 97, § 100).

Case-law on IPR Infringement and Enforcement
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Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

do not provide any details as to the sales figures
for iMac computers in the European Union (§ 79).
In addition, the GC notes that in this case, the BoA
did not base its conclusions as to the lack of genuine
use of the contested marks solely on the finding of
the presence of the word mark Macintosh on the
packaging of iMac computers next to the contested
marks. It established that some of the evidence
submitted falls outside the relevant period and that
23
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New decisions from the Boards of
Appeal
19/05/2022, R 1815/2020 4, Antico caffe’tre
mariedal 1912
Revocation – Article 58(1)(a) EUTMR – Proper
reason for non-use – Natural disaster – Decision
partially annulled – Cancellation partially
allowed
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The Board of Appeal (BoA) partially annuls the
contested decision. It points out that the concept
of ‘proper reasons’ refers to circumstances
unconnected to the trade mark proprietor
rather than to circumstances associated with its
commercial difficulties. It furthermore finds that the
CD’s finding that the EUTM proprietor could have
used the mark in other parts of the EU or Italy, even
in the same region, ignores the fact that the evidence
submitted establishes beyond any reasonable

# IPexcellence
EUIPO’s Grand Board: first oral hearing
IP Case Law Conference, 7-8 July
Talking MARQUES: Podcast on quality at the EUIPO
Practice tip: Take care when attaching annexes

#IPinnovation

doubt that the EUTM proprietor’s corporate strategy
A request for a declaration of revocation of the
registered EUTM ‘ANTICO CAFFE’ TRE MARIE DAL
1912’ (word mark) has been filed on the basis that
the contested EUTM had not been put to genuine
use for a continuous period of five years. According
to the EUTM proprietor, there was a proper reason
for non use since on 6 April 2009 the town of L’Aquila
suffered a huge and devastating earthquake.
The area of the restaurant building, where the
EUTM proprietor intended to provide its services,
was declared an inaccessible ‘Red Zone’. Due to
various administrative constrains as well as adverse
weather and the complexity of the renovation
works, the reconstruction of the restaurant, coffee
shop and accommodation building have still not
been completed at the date of the revocation
request. The Cancellation Division (CD) revoked the
contested EUTM stating that the EUTM proprietor
has failed to demonstrate proper reasons for nonuse of the contested EUTM. The EUTM proprietor
filed an appeal.

Lithuania joined the IP Register in Blockchain
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was crucially based on the reputation of the famous
restaurant and accompanying café located in the
historical building. In all the circumstances, there is

Case Law

no doubt that the historical fame of the restaurant
together with its monumental building certainly

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news

created a sufficiently close link with the services in
Class 43 to justify the EUTM proprietor’s corporate

New decisions from the Boards of Appeal
New cancellation decisions

strategy of complete reliance upon this historical
site in that respect. The fact that an EUTM provides

Case-law on IPR Infringement and Enforcement

wide geographical protection across the EU does
not mean that it is reasonable to require an EUTM
proprietor to change its corporate strategy away
from such a core asset, and even less to other parts
of the country or even the EU, where it prima facie
has no business base at all. According to the BoA,
an earthquake causing such human and material
damage as in this case, certainly constitutes a force
majeure in relation to a business strategy built on
the refurbishing and relaunching of the restaurant in
24
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Case law
its historical building. As regards the question, until
when it was reasonable for the EUTM proprietor
not to use the contested EUTM, the BoA states
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02/05/2022, R 1304/2021 1, MS Master Swiss (fig.)

EUTM application
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that in light of the additional evidence submitted
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upon appeal, it is clear that the time extensions of
the deadlines for completion of the reconstruction
works were granted in accordance with the law and
were not attributable to the negligence or omission
of the EUTM proprietor. Thus, the BoA finds that
proper reasons indeed existed for the non-use of
the contested EUTM with regard to the contested
services in Class 43. However, as regards ‘coffee’
in Class 30, the BoA establishes that the EUTM
proprietor has given no reasons at all why the
impediment concerning the earthquake damage
and years of restorative works meant that it would
have been impossible or unreasonable for it to have
used the contested EUTM in relation to these goods,
given that they can be sold in a wide variety of
retail premises, such as small shops, supermarkets,
department stores, or even online and that there is
no suggestion that the manufacture of such goods
was to be conducted in or was in any way contingent
upon the historical premises of the restaurant or
the café.

Deceptive element – Article 7(1)(g) EUTMR –
aArticle 59(1)(b) EUTMR – Decision confirmed –
Cancelation rejected

#IPinnovation
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The Board of Appeal (BoA) confirms the contested
decision by which the Cancellation Division (CD)
refused the request for a declaration of invalidity
based on Article 59(1)(a) in conjunction with Article

Case Law

7(1)(g) and (i) EUTMR and Article 59(1)(b) EUTMR.
It finds that the use of the adjective ‘Swiss’, which
might indicate to customers that the products come
from Switzerland, does not – in the abstract – deceive
consumers. The fact that the EUTM proprietor
does not have its business seat in Switzerland has
no bearing on this. It is a well-known fact, the BoA
states, that the business seat of a company does
not need to correlate with the production site of the
products offered by it. The BoA furthermore notes
that the evidence submitted during the cancellation
proceedings does not refer to the application date,
but was printed only two years after that or is even
undated. Since the relevant date for assessing
whether the EUTM was registered contrary to Article
7 EUTMR is the application date of the EUTM, the
invalidity applicant neither proved that the EUTM

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions
Case-law on IPR Infringement and Enforcement
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Case law
deceived consumers on the application date nor
that there was a sufficiently serious risk that the
consumer would be deceived. According to the BoA
any use in a deceptive way after registration falls
foul of Article 58(1)(c) EUTMR which allows for an
EUTM to be revoked which, in consequence of the
use of it by the proprietor, is liable to mislead the
public, in particular as to, inter alia, the geographical
origin. However, the invalidity applicant has not
based its application for a declaration of invalidity
on this norm. The BoA points out that even Swiss
law does not prohibit the EUTM proprietor’s use of
the element ‘Swiss’ or any reference to Switzerland,
as long as it complies with some conditions. Such
compliance was possible on the application date,
since the invalidity applicant neither proved that the
EUTM proprietor had already deceived consumers
in the past nor that there was a sufficiently serious
risk that consumers would be deceived. The BoA
notes that, in this case, the invalidity applicant mixes
up Articles 7(1)(h) and (i) EUTMR since it claims that
the red shield used in the sign for which the EUTM
enjoys protection is a heraldic imitation of the Swiss
coat of arms, or at least a heraldic imitation of the
shield of the Swiss coat of arms. While bearing those
claims in mind, the BoA comes to the conclusion
that considering the description of the Swiss coat of
arms according to the Federal law on the protection
of the Swiss coat of arms and other public signs and
the coat of arms as deposited by Switzerland at the
WIPO in accordance with Article 6ter PC
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the figurative element of the contested sign is not
a heraldic imitation of the Swiss coat of arms in
accordance with Article 7(1)(h) EUTMR. As to the red
shield on its own, the BoA finds that it is common to
heraldry. Neither the Swiss red shield nor any other
red shield are protected by any EU law or any other
relevant legal act. Thus, the BoA does not consider
the red shield, without any other element, a symbol
of ‘particular public interest’. The Boa also holds that
the conditions of Article 7(1)(i) EUTMR do not apply
as regards the term ‘Swiss’ as its wording refers
only to ‘badges, emblems or escutcheons’, but not
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Talking MARQUES: Podcast on quality at the EUIPO
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to words. As to the argument that the EUTM in this
case was a refiling of an EUTM application

Case-law comment: Old evidence is not eternal
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
New cancellation decisions

which has been rejected by the Office, the BoA
responds that even if the verbal elements are
identical, the EUTM proprietor eliminated the
reason for the rejection and replaced it instead
with another figurative element, which is neither
objectionable on its own nor in combination with
the verbal element. Such behavior cannot be
considered as an application for a trade mark in bad
faith.

Case-law on IPR Infringement and Enforcement
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Case law
11/05/2022/ R 1360/2021 5, Capitol (fig.) / Capitol

Earlier mark

Contested sign

Scope of Appeal – Article 27(2) EUTMDR –
Res judicata – Article 63(3) EUTMR –Decision
confirmed
In previous proceedings between the same
parties, the Opposition Division (OD) rejected the
opposition which was solely based on Spanish word
mark ‘Capitol’, as included above, as unfounded
according to Article 8(1) and (7) EUTMDR. According
to the OD, the opponent (the invalidity applicant
in the proceedings at hand) had failed to prove
the existence, validity and scope of protection of
its earlier mark until expiry of the period referred
to in Article 7(1) EUTMDR. The contested EUTM
proceeded to the registration. The invalidity
applicant filed a request for a declaration of invalidity
of the registered mark for part of the services on the
grounds laid down in Article 60(1)(a) and Article 8(1)
(b) EUTMR. The request for a declaration of invalidity

Fake products and online piracy: new trends in young
Europeans’ behaviour
EUIPO, winner of Anti-Piracy Awards
Ukraine: Cooperation and extension of time limits

was based on the same earlier trade mark as were
the opposition proceedings. The Cancellation
Division (CD) declared the invalidity of the EUTM for
all the contested services. The EUTM proprietor filed
an appeal arguing mainly that that the OD decision
has the force of res judicata as regards admissibility
of the request for a declaration of invalidity filed by
the invalidity applicant.
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The Board of Appeal (BoA) notes at first that
opposition proceedings and invalidity proceedings
before the EUIPO are both of administrative
nature, however, they cannot be considered to be
the same cause of action according to Article 63(3)
EUTMR. It is, thus, clear that a decision taken in

Lithuania joined the IP Register in Blockchain
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opposition proceedings does not have a binding
effect for subsequent invalidity proceedings. The
BoA points out that the EUTM proprietor does
not challenge the findings of the contested OD
decision as to the substance. It should have done
so if it wished those findings to be re-examined.
As the EUTM proprietor has not invoked that the
examination of Article 8(1)(b) EUTMR was wrong,
the BoA is barred from conducting a re-examination
of the substance. The aim of Article 27(2) EUTMDR
is to limit the examination of the appeal to the
scope given to the appeal by the parties, within
the statement of grounds or the cross-appeal. The
scope of proceedings is completely in the hands of
the parties.
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New cancellation decisions
Each edition of Alicante News includes a new
summary in the series of interesting decisions from
the EUIPO’s cancellation division.
08/03/2022, C 23 721 (Invalidity), OC
ONLINECHAMPION.COM (figurative)

Earlier trade marks

Contested EUTM

Invalidity – Article 60(1)(a) EUTMR – Proof of
use – Likelihood of confusion – Reputation –
Cancellation rejected in its entirety
A request for a declaration of invalidity of the EUTM
registration was filed on the grounds of Article 60(1)
(a) in conjunction with Article 8(1)(b) based on the
figurative EUTM

# IPexcellence

and on the grounds of Article 60(1)(a) in conjunction
with Article 8(5) based on the Italian word mark
‘CHAMPION’ and the EUTM word mark ‘CHAMPION’,
against all the services covered by the EUTM, namely
services in Classes 41 and 45.
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As regards the figurative mark, it ceased to exist due
to non-use for the services in Class 41, which are
the services the cancellation action was based on.
Therefore, it does not constitute a valid trade mark
within the meaning of Article 63(1)(b) EUTMR in
conjunction with Article 46(1)(a) EUTMR and Article
8(2) EUTMR. The application for a declaration of
invalidity was therefore rejected as unfounded as
far as it was based on this mark.
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As regards the word marks, the applicant
claimed that they enjoyed an enhanced level of
distinctiveness and reputation amongst the relevant
consumers and that use without due cause of the
contested EUTM would take unfair advantage of, or
be detrimental to, their distinctive character and/
or reputation. In response, the EUTM proprietor
requested that the applicant provide proof of
genuine use of some of the earlier marks.

Case-law on IPR Infringement and Enforcement

The Cancellation Division assessed the evidence
of use in connection with the earlier Italian and
EU trade mark registrations and found that the
28
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respective trade marks were genuinely used in
connection with some services. It also found that
they had acquired a certain degree of reputation in
relation to sporting apparel.
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The contested services were found to be dissimilar
to the applicant’s goods. The inherent distinctiveness
of the earlier marks was considered lower than
average, as it has positive connotations in relation to
the goods and is, therefore, somewhat laudatory for
those goods. The signs at issue were found visually
similar to a low degree and aurally and conceptually
similar to an average degree.
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Overall, it was considered that it was unlikely that
the relevant public would make a mental connection
between the signs in dispute, partly due to the fact
that the parties operate in completely different
market sectors. Furthermore, the applicant
was unable to establish an extensive degree of
reputation at the time of filing the contested sign.

Case Law
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Therefore, the invalidity application was rejected in
its entirety.
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Case-law on IPR Infringement and
Enforcement
A new update of the Recent European Case-law on
the Infringement and Enforcement of Intellectual
Property Rights (IPR) is out now.
The ‘recent case-law update’ reports on the latest
significant European decisions related to infringing
and enforcing IP rights. The document contains
more than 200 summaries of key judgments
from national courts and preliminary rulings from
the Court of Justice of the European Union (CJEU).
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• In France, the Tribunal judiciaire de Paris issued
another so-called dynamic blocking injunction,
under the accelerated judicial procedure
provided by Article 333-10 of the Sports Code,
in a proceeding brought by the French Tennis
Federation organiser of ‘Roland Garros’ against
several French internet service providers. ARCOM
(Autorité de regulation de la Communication
audiovisuelle et numérique) was tasked with
updating the blocking order, together with the
rights holders. ARCOM announced that since
January, 250 websites were blocked under this
new procedure (representing 63 % of the illicit
sport audience).
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The first part features the most recent cases:
• In Spain, following the interpretation provided
by the CJEU (9/09/2021, C-783/19, champanillo,
EU:C:2021:713),
the
Audiencia
Provincial
de Barcelona confirmed that the use of the
sign ‘champanillo’ took unfair advantage of
the protected designation of origin (PDO)
‘Champagne’ and constituted an evocation of
that PDO. It thereby infringes the French Comité
Interprofessionnel du Vin de Champagne’s (CIVC)
rights under Article 103.2.b) of Regulation (EU)
No1308/2013.
• In Italy, the Supreme Court rejected copyright
protection for the slogan ‘500%FIAT’
considering that this slogan was inseparable
from the defendant (Fiat)’s trade mark, and
therefore was not original.

Case Law

• In Denmark, the Danish supreme Court clarified
that contracts between artists and publishing
companies with a provision to transfer ‘all
rights to commercial exploitation’, include
the transfer of ‘grand rights’ under copyright
law. Grand rights are not statutorily defined in
Denmark, but are generally deemed to cover
the live exploitation of the works, for example in
plays and musicals. The Court found this transfer
to exist despite neither party contemplating
grand rights when signing the contract.
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• In Finland, in a criminal case, a man was found
guilty of copyright infringement for making online
radio stations available to the public through
embedded links, as well as for distributing the
lyrics of copyrighted songs, both without
30
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authorisation. The Court referred to the CJEU
case-law regarding hyperlinking activities, and
also considered that the defendant, given his
active role in the operation of the websites, could
not rely on the liability exemptions available to
providers of hosting services under Directive
2000/31/EC. He was sentenced to six months’
suspended imprisonment. He was also ordered
to pay a total of EUR 250 000 to the several
adversely affected music companies.
• In Hungary, the Court looked at the
compensation for the damages caused to
a third party by an interlocutory injunction
which had subsequently been revoked. It said
that compensations for revoked provisional
measures under Article 9(7) of Directive 2004/48/
EC (IPRED) could only be claimed by those who
were part of the proceedings.
• In the United Kingdom, taking into consideration
UK and EU copyright law, the High Court of
Justice ruled in favour of Shazam production, in a
case where it examined the copyright protection
and subsequent infringement of fictional
character Derek ‘Del Roy’ Trotter from famous
British comedy ‘Only Fools and Horses’. To date,
the copyright protection of a fictional character
had not been extensively assessed under British
copyright law.
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The update includes other national developments,
in particular in relation to online platforms’ liability
for copyright infringements:
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• In Germany, after the CJEU’s preliminary
ruling (22/06/2021, C 682/18 and C 683/18,
YouTube and Cyando, EU:C:2021:503), the Federal
Supreme Court ruled on the cases YouTube and
Cyando, looking at the liability of these platforms
regarding infringing content uploaded by their
users. The Court referred the cases back to the
Court of Appeal, considering that there were
still facts to be assessed, such as whether these
operators had adopted appropriate technical
measures to combat infringing content.
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• In a similar case and drawing on the
interpretation of the CJEU in You Tube and
Cyando, the Austrian Supreme Court ruled,
in September 2021, that online video sharing
platform YouTube was not performing an act of
communication to the public under EU copyright
law. The Court also stressed that it could benefit
from the liability exemption under Article 14
Directive 2000/31/EC unless it had knowledge of
or awareness of specific illegal acts committed by
its users relating to protected content uploaded
to its platform.
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• In the United Kingdom, the High Court of
justice found that Samsung was primarily liable
under Article 9 EUTMR for making infringing
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watch face apps available on Samsung’s app
store (SGA store). The Court relied on previous
CJEU case-law and justified this conclusion
through Samsung’s active role and its control of
the act that constituted the use of the Swatch’s
trade marks. The Court particularly considered
Samsung’s involvement in the production of
apps and making them available in its store.
It also found that Samsung could not rely on
liability exemptions under Directive 2000/31/EC.
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The second part covers decisions issued between
2018 and May 2022.
The case-law update aims to provide practitioners,
judges and lawmakers with a meaningful overview of
the latest developments and trends in jurisprudence
in this field.
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More information about this activity and other
Observatory initiatives in the field of case-law.

Case-law on IPR Infringement and Enforcement
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