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Apply or nominate for the 
DesignEuropa Awards 
Three categories, three winners – and only six 
weeks left to apply or nominate. The DesignEuropa 
Awards, organised by the EUIPO, is the only design 
competition focused entirely on the Registered 
Community Design, and its inaugural edition, which 
takes place in Milan on November 30, aims to 
celebrate the RCD, and all those who use the system 
to protect their great design ideas. 

The DesignEuropa Awards have three categories: 
the Small and Emerging Companies award; the 
Industry Award and a special Lifetime Achievement 
Award. 

Applications for the Industry Award and the Small 
and Emerging Company Award can be submitted by 
the owners of the RCD themselves via the application 
form or via third parties via the nomination form on 
the DesignEuropa Awards webpage.
Applications and nominations for the first two 
categories, and nominations for the third, can be 
submitted via the DesignEuropa Awards webpage. 

The Lifetime Achievement Award is nomination-
only. It celebrates the work and achievements of 
designers who have made significant contributions 
to their field over the course of a career. They are 

renowned for design excellence, and for creating 
work of aesthetic value which has had a clear and 
demonstrable impact on the market. They also 
either currently use, or have used in the past, the 
RCD system for their work. The nomination form for 
the Lifetime Achievement Award can also be found 
on the DesignEuropa Awards webpage.
The entry period closes on July 15, inclusive. All RCDs 
entered for the Awards must be valid at the time of 
sending the application, with no pending invalidity 
proceedings. Finalist designs must retain their 
validity through the selection and award period. 

The names of the finalists will be announced on 
October 15, 2016, through EUIPO’s website. Four 
finalists will be shortlisted in both the Small and 
Emerging Companies category and the Industry 
category. 

The winners in both categories will be announced 
at the DesignEuropa Awards ceremony, along with 
the winner of the Lifetime Achievement Award. The 
ceremony will take place in the UniCredit Pavilion 
in Milan, on November 30. The ceremony is held in 
partnership with the Italian Patent and Trademark 
Office (UIBM).

https://euipo.europa.eu/ohimportal/en/designeuropa-apply 
https://euipo.europa.eu/ohimportal/en/designeuropa-apply
http://www.uibm.gov.it/
http://www.uibm.gov.it/
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Ruta Olmane, Metida, Riga, Latvia 
and ECTA First Vice President
How did you get into IP?

It was a happy accident. In 1999 I became a trainee 
at the largest IP law firm in Latvia and have been 
working in IP ever since. I was a law student at the 
University of Latvia and I just wanted to practise 
my knowledge of law but I never thought I would 
continue to work in the IP field.

I found IP law very exciting and in 2003 I took the 
exams to become a trade mark attorney and later a 
design attorney. 

It’s an exciting area because you rarely face routine 
work. Each client has his own story and each case 
has its own facts and its own circumstances. You 
have to learn a lot about different areas, and you 
learn a lot of facts. One day I might be doing work 
for a confectionery factory so I’m involved in what 
can be covered by the registration and the next day 
I’m working on a Customs case where I have to draft 
a statement on how to distinguish genuine goods 
from fake ones. Every day a wide variety of issues 
come across my table.

It’s also interesting to see how the law is applied in 
different jurisdictions. Enforcement still differs from 
one country to another and it’s very interesting to 
look at the decisions of the European courts and 
how they are applied. 

It is difficult when new judges come in and we 
have to explain the law to them. We have some 
specialised judges in Latvia. There are not many 
of them, but they attend EUIPO training, and are 
invited to seminars by national and international 
associations. 

What kind of work do you do?

I am a trade mark and design attorney. My work is 
mostly trade marks as designs are still quite rarely 
enforced in Latvia. I advise local and international 
clients mostly on protection in Latvia but also in 
the EU. Some of our local clients need protection all 

 Ruta Olmane
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over the world, so sometimes it’s exciting to prepare 
advice for them.

I mainly deal with trade mark filing, oppositions, 
enforcement and dealing with counterfeit goods 
and Customs – we have administrative cases and 
some criminal cases and licensing issues. The most 
exciting part is litigation before the courts and the 
Patent Office: it demands from you two things – 
you have to prepare your homework and draft the 
claims and then you can see how the arguments 
influence the other party and what the judge takes 
into consideration.

Are there many trade mark cases in 
Latvia?

Budgets have decreased since the economic crisis 
so there is less litigation now. In the national level 
system, Boards of Appeal decisions can be appealed 
to the Administrative Court. Only about 1% of cases 
are decided differently on appeal but this year we 
are going to have some changes so appeals will go 
to the Civil Court. We expect this will be in favour 
of rights holders as the specialised judges are more 
educated and more knowledgeable in this area. We 
will have more chance to litigate and present more 
arguments and get a different outcome from the 
Board of Appeal. This is very much welcomed.

How big is your team?

Our firm Metida covers four jurisdictions in the 
Baltic States and Belarus, and the head office is in 
Vilnius. We have two associate partners in the Riga 
office and altogether we have about 30 people in 
total covering all IP issues, as well as some general 
law.

What have been the most interesting 
cases you have worked on?

I remember the time before Latvia joined the EU and 
many of the laws had to be changed and I could see 
how it influenced daily practice. There were a lot of 
seminars and workshops. When we first joined there 
were many Customs cases as the EU Regulation 
was applied and it was a completely new area. I 
remember my first Customs case involved nine sea 
containers with fake Philip Morris and Adidas goods. 
It was a dangerous case because when we attended 
the warehouse they were surprised that they 
infringed and even more surprised that someone 
who looked like a young girl was telling them they 
were committing a crime! I acted for Adidas and we 
were successful in several infringement cases over 
the three-stripe mark. 

Now cases are more complicated and we have 
to work hard to convince the judge. In one recent 
court case we successfully defended a trade mark 
belonging to Latvia Tour, one of the largest Latvian 
tourism business. They had a trade mark for flying.
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le and enforced it against two other trade marks 
which had the word for “cheap” added to the same 
name. We did not succeed at first instance and we 
were surprised at that, but we eventually succeeded 
at the High Court. We faced a lot of arguments 
about the weak nature of the trade mark. It was very 
challenging and we had to work very hard.

What do you think of the EU system?

It is a very successful regional system, which is good 
for trade mark owners to obtain protection quickly in 
28 countries and at a reasonable price. The number 
of registrations shows that it is a successful regional 
system and it is very easy to use – to file online or to 
make amendments. It means at the national level 
we see a bit of a decrease in applications. 
The EUIPO has also increased its range of activities. 
For example, the Observatory project is doing a lot 
of work. Overall I think it makes it much easier to file 
a trade mark in the EU than in China or the US. And 
tools such as TMclass help professionals a lot.

There is always scope for improvements, and there 
are certain technical issues that we would like to see 
better managed. There was a period with the new 
website when there were many complaints that 
it did not work well. We will see more issues now 
the EU trade mark reform is in place: there are a 
lot of questions about how the reforms will work 
in practice. We are now filing declarations under 
Article 28(8) and a lot of our clients need to apply for 
a new trade mark with a new priority date. 

Tell me about your role as vice-president 
of ECTA.

I am vice-president and one of five members of the 
ECTA management committee. We all act together 
as a team, but each of us has certain duties assigned 
to us. The vice-president is responsible for the 
scientific part of the conference, so I put together 
a programme for the Annual Meeting, which takes 
place in Dubrovnik in June. It takes a year to organise 
this part of the work, and we are looking forward to 
welcoming everyone to Croatia this year. 

In June I take over the duties as president from Peter 
Muller, and will represent ECTA and speak on its 
behalf. We have a strategic plan for six years, and 
this is already in force for two years: my plans will 
be in line with this general plan, which has six pillars. 
I also have my own ideas for my two years, which 
will have to be approved by the Council. 

What will your priorities be?

An important priority is to broaden ECTA expertise 
into areas such as copyright, and look beyond the 
IP bubble at how other things influence trade mark 
and design law. It is also important to look at the 
national level, and at how the new Directive is 
implemented in member states. 
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What is on the agenda for the Annual 
Meeting in June?

We have more than 750 people registered already. 
I am delighted that António Campinos of EUIPO will 
come to the Annual Meeting to speak on the first 
day, and there will be a lot of discussion about the 
trade mark legislative package. Mr Justice Arnold 
of the High Court in London will take part in a 
case law update, which is always very popular with 
attendees. Other topics we will be discussing include 
copyright and prior rights agreements, China, WIPO 
and Croatia as well as the future of the IP world, the 
Digital Single Market and the internet – all these 
issues influence us. 

What do you think the future holds for 
IP?

I think it will be very exciting and there are many 
developments, such as the UK referendum in June 
– that could lead to a lot of changes, as well as the 
Unitary Patent, the EU-US trade agreement and the 
Digital Single Market. We will have to see what will 
happen.
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Third-Party Observations
Third-party observations (TPOs) enable the general 
public to intervene in the registration procedure, 
by informing the European Union Intellectual 
Property Office (the EUIPO) that a European Union 
trade mark application (EUTM application) should 
be refused, in particular, under Article 7 of Council 
Regulation (EC) No 207/2009 on the European Union 
trade mark (EUTMR)  , based on a specific absolute 
ground for refusal.

The legal basis for TPOs lies in Article 40 EUTMR and 
Communication No 02/09 of the President of the 
Office of 9 November 2009.

In this regard, it is a remedy available for third 
parties to bring an action, apart from the action for 
invalidity after the registration of a European Union 
trade mark (EUTM).

The purpose of this article is to provide an overview 
of the trends in TPOs filed during a specific year and 
to enable a comparison with previous years’ trends.

1. TPOs filed

Chart 1 shows an overall analysis of the EUTM 
applications per type filed from 2009 to 2015.

1Council Regulation (EC) No 207/2009 of 26 February 2009 on the European Union trade mark (EUTMR), as amended by Regulation (EU) 2015/2424 

of the European Parliament and of the Council of 16 December 2015. As a result, Article 7(1) EUTMR was also amended.
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The number of EUTM applications filed from 2009 
to 2015 increased constantly; the increase was 
particularly high in 2015. However, the number 
of TPOs submitted did not necessarily follow the 
increasing trend. In particular, despite the significant 
increase in the number of EUTM applications filed 
in 2015 (approximately 13 000 more than in 2014), 
the number of TPOs decreased in absolute terms 
(191 TPOs) as well as in relative terms (0.15 % of the 
EUTM applications filed), as Table 1 shows.

2. TPOs that re-opened examination

Chart  2 shows how many TPOs were filed per 
year in absolute numbers, and how many of them 
triggered a re-examination of the EUTM application. 
In absolute terms, the number of EUTM applications 
re-examined decreased over the last two years (54 
in 2015, compared with 55 in 2014).

Despite the increase in the percentage of TPOs that 
caused the re-opening of examination in 2015, it is 
important to bear in mind that the total number 
of TPOs represented only 0.15  % of the total 
number of EUTM applications filed during the year. 
Furthermore, the number of TPOs in 2015 was 17 % 
lower than in 2014. 
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3. Geographical TPOs

Geographical TPOs are TPOs filed claiming 
refusal on the basis of Article 7(1)(g), (j) and/or (k) 
EUTMR, involving a geographical term, a protected 
geographical indication or designation of origin. A 
total of 1 215 TPOs were filed from 2009 to 2015, 43 
% of which involved a geographical term.

In 2015, 128 TPOs involving a geographical term 
were filed 2   altogether, which was 67 % of the total 
number of TPOs filed that year, 26 % more than the 
previous year.

4. TPOs filed per absolute ground

Chart 3 shows that the tendency towards increasing 
numbers of TPOs filed on the basis of Article 7(1)(g) 
EUTMR (deceptiveness) reverted in 2015 — a net 
decrease was reported in the number of TPOs filed 
on the basis of this ground . In any event, Article 
7(1)(g) EUTMR remained the third most frequently 
invoked ground, followed by Article 7(1)(b) EUTMR 
(non-distinctiveness) in second place, with Article 
7(1)(c) EUTMR (descriptiveness) at the top of the 
ranking.

However, Article 7(1)(a), (d), (е), (f), (h) and (i) EUTMR 
were the absolute grounds for refusal with the 
lowest numbers of TPOs registered during the same 
period.

 2Article 7(1)(g) (67 TPO), Article 7(1)(j) (28 TPO) and/or Article 7(1)(k) (33 TPO) EUTMR.
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Table 2 shows the number of TPOs that the EUIPO 
received from 2009 to 2015 per absolute ground.

In a nutshell, the number of TPOs received by the 
Office in 2015 was not only relatively low compared 
with the number of EUTM applications filed, the 
table also shows a decreasing trend in absolute 
terms. This tendency is one of the indicators that 
the EUIPO’s examination of the applications is well 
perceived by the public.

In the aftermath of the amendment of the EUTMR, 
where new grounds for refusal were introduced 
(for instance extending the scope of objections 
under Article  7(1)(j) EUTMR to national protected 
geographical indications and designations of origin 
for non-agricultural products) TPOs will be a 

particularly useful tool for the EUIPO to capture any 
inconsistency in its practice and correct it at an early 
stage.
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Observation of time limits for 
renewal of design registrations
This year, the first CJEU judgments concern rejection 
of the requests for restitutio in integrum in joined 
cases T-279/15 to T-282/15, 23/02/2016, Pirelli 
Tyre SpA v OHIM (EUIPO), Revêtements de pneus, 
EU:T:2016:92. In short, the holder of four registered 
Community designs did not comply with the time 
limits for renewal of registration. The crucial points 
were that the holder had omitted to have the 
registered Community designs in question included 
in a watch list communicated to its authorised 
representative, and that the representative had 
not informed the holder of a warning notice issued 
by the EUIPO. It was only after the communication 
of the loss of rights, notified by the EUIPO to the 
authorised representative, when the holder learned 
that the registered Community designs had not 
been renewed.

In the appeal to the General Court (GC), the holder 
mainly contested that the Board of Appeal (BoA) had 
not considered the conditions set out in Article 67(1) 
CDR satisfactorily.

Article  67(1) CDR stipulates that the applicant for 
or holder of a registered Community design or any 
other party to proceedings before the Office who, in 
spite of all due care required by the circumstances 
having been taken to comply with a time limit in 
respect of the Office will, upon application, have 

his or her rights re-established if the obstacle to 
compliance has the direct consequence, by virtue 
of this regulation, of loss of any rights or means of 
redress.

The GC upheld the EUIPO decisions by both the 
Office instances not to grant restitutio in integrum. 
The Court referred to the established case law in 
this area, and ruled out that the exercise of due 
care lies, in the first instance, in the holder of the 
registered Community designs. Therefore, if the 
holder delegates administrative tasks relating to 
the renewal of a registered Community design, the 
holder must ensure that the person chosen offers 
the assurance necessary to enable the assumption 
that those tasks will be carried out properly. Acting 
on behalf of and in the name of the holder, the 
actions of such a person must be regarded as the 
holder’s actions (T-136/08, 13/05/2009, Aurelia, 
EU:T:2009:155, paragraphs 14-15).

The Court further referred to its judgment of 
19/09/2012, T-267/11, VR, EU:T:2012:446, in which 
it stated that the negligence of the representative 
was to be taken into account in the same way as 
that of the interested party, because both appeared 
to constitute a single entity for the purpose of the 
proceedings before the Office, and that the failure 
to comply with the requirement to exercise due 
care incumbent on the representative had to be 
considered to be the failure of the holder for the 
purposes of those proceedings. Accordingly, the 
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question of whether the holder had exercised all 
due care required in order to overcome the errors 
of the professional representative was not relevant 
from the standpoint of the legality of the contested 
decision.

It is worth recalling further points of the cited 
judgment dealing with the issue of due care, 
where the vigilance of IP rights was entrusted to a 
third person, a company specialised in managing 
renewals of IP rights.

It was held that the notion of ‘all due care required 
by the circumstances’ requires a system of internal 
control and monitoring of time limits to be put 
in place that generally excludes the involuntary 
non-observance of time limits and that restitutio 
in integrum may only be granted in the case of 
exceptional events, which cannot therefore be 
predicted from experience.

According to the GC, human errors committed 
at the time of the technical management of 
renewals cannot be regarded as exceptional or 
unforeseeable events that cannot be predicted 
from experience, and ‘corruption of’, or the loss 
of data, is a foreseeable error, the risk of which is 
inherent in any computerised system and failure 
to correct the error of the system, for instance by 
a parallel reminder system or by frequent checks, 
also constitutes a breach of the duty to exercise due 
care.

In paragraph 35 of the judgment, the GC observed 
that the conditions for the application of restitutio 
in integrum must be interpreted strictly, because 
the observance of time limits is a matter of public 
policy and restitutio in integrum of a registration 
after its cancellation is capable of undermining legal 
certainty.

It is more than evident that the re-establishment of 
rights once lost is more than difficult and, in the case 
of design rights is forever.

It is therefore worth recalling how important it is 
to pay attention to the communications from the 
Office, especially the one that the Office is obliged 
to send pursuant to Article  13(2) CDR. The holder 
or its representative is informed of the opening of 
the renewal period, which lasts six months and ends 
on the last day of the month in which the design 
protection ends. The notice gives information 
about the date until which the request for renewal 
may be filed and the renewal fee paid, as well as 
information about a further grace period of six 
months for renewal of the design, counted from the 
end of the basic renewal period and subject to the 
payment of an additional fee. Article 13(2) CDR sets 
a limit to the responsibility of the Office with respect 
to failing to give notice, however, it must be noted 
that the Office communication in this regard is well 
established.
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In addition, what may assist IP holders in their duty 
to observe the time limits for maintaining their 
registered rights, are monitoring functionalities in 
the Office search tools of eSearch and DesignView. 
In both tools, alerts observing the end of the 
protection period of designs are available under the 
restricted (logged-in) mode.

The EUIPO eSearch database offers the possibility of 
setting up an alert warning that a particular design 
is due to be renewed. The alert can be viewed in the 
User Area or it can be received by email.

The DesignView portal offers the possibility of 
creating one alert for selected designs and setting 
a period (in days) close to their expiry. The alert 
can be viewed in the search area and can easily be 
modified. A notice is also forwarded automatically 
to the user’s email. 

Both of these tools may be useful for individual or 
small corporate users that wish to manage their 
design portfolio on their own, not mentioning 
their potential to be the second or backup ‘eye’ of 
professional systems, to avoid the irreversible loss 
of design rights.

To see the CJEU judgments click T-279/15 to T-282/15
Alert setup window in eSearch:

http://curia.europa.eu/juris/document/document.jsf?text=&docid=174522&pageIndex=0&doclang=FR&mode=lst&dir=&occ=first&part=1&cid=606999
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Alert setup and display area in DesignView:
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Monthly statistical highlights April* 2015 2016

Community Trade Mark applications received 11 280 10 664

Community Trade Mark applications published 9 211 10 862

Community Trade Marks registered (certificates issued) 8 675 8 326

Registered Community Designs received 8 054 7 680

Registered Community Designs published 7 701 7 570

* Statistical data for the month in course is not definitive. Figures may vary slightly thereafter.
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2015 Case-Law Overview: from 
the General Court and European 
Court of Justice 
The Legal Practice Service of EUIPO  has prepared 
an overview of the Case-Law from the General 
Court (GC) and European Court of Justice (CJ) in 
Luxembourg with regard to trade mark and design 
matters. This useful legal resource is published 
for information purposes, and includes abstracts 
of judgments, preliminary rulings and important 
orders rendered by the GC and the CJ in 2015.

Survey on IP protection and 
enforcement: deadline extended 
At the beginning of March this year, the EU 
Observatory on Infringements of Intellectual 
Property Rights, on behalf of the EU Commission 
(DG Trade), launched a second survey of EU entities 
with an interest in the protection and enforcement 
of Intellectual Property Rights (IPR) in third countries.  
The purpose of the survey is to gather information, 
from those involved and interested, in order to 
build up a picture of the reality of IPR protection and 
enforcement in various third countries.  You can 
access the survey here.

€170 million annual losses due to 
music piracy 
A new report from the European Union Intellectual 
Property Office (EUIPO) shows that €170 million, or 
5.2 % of all music sales, were lost in the EU in 2014 
due to music piracy. Overall, in music sales, €57 
million were lost in physical formats (e.g. CDs) and 
€113 million in digital formats. This was equivalent 
to 2.9 % of all music sales in physical formats and 
8.8 % of all music sales in digital formats. The 
study, issued by the EUIPO through the European 
Observatory on Infringements of Intellectual 
Property Rights, analyses the recording industry’s 
direct sales of music products to domestic retailers 
or intermediaries. It does not include sales by music 
distributors, like online platforms, or retailers.

https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/news/case-law_yearly_overview_2015_en.pdf
https://www.tmdn.org/uss/survey/index/sid/553579/newtest/Y/lang/en
https://euipo.europa.eu/tunnel-web/secure/webdav/guest/document_library/observatory/resources/research-and-studies/ip_infringement/study7/Music_industry_en.pdf
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Luxembourg trade mark and 
design news
A: Court of Justice: Orders, Judgments and 
Preliminary Rulings

Case C-500/15P; TVR Italia Srl v OHIM; Order of 14 
January 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Language of the proceedings, 
Admissibility

FACTS:  Appeal drafted in Italian against a Judgment 
of the General Court (GC) in English. Pursuant to 
Article 37 (2) (a) of the Rules of Procedure of the Court 
of Justice (RPCJ), the language of the proceedings is 
the language of the Judgment of the General Court 
(GC) under appeal.

SUBSTANCE: The language of the proceedings 
before the GC was English. The appeal was filed 
in Italian without a translation into English. The 
appellant stated that it chose Italian as language of 
the proceedings. 
Although Article 37 (1) (b) and (c) of the RPCJ allows 
a party to ask for the language of the proceedings 
to be changed, having heard the other parties and 
the Advocate General, the appellant did not file such 
a request. 
Filing an appeal in a language other than the 

language of the proceedings cannot be put in order 
pursuant to Article 168 (4) RPCJ.
The appeal is manifestly inadmissible. 

Case C-179/15; Daimler AG v Együd Garage 
Gépjárműjavító és Értékesítő Kft.; Preliminary 
ruling of 3 March 2016; Language of the case: HU

KEYWORDS: Infringement, Proprietor consent, 
Ratio legis

FACTS: Daimler AG is the proprietor of the trade 
mark Mercedes-Benz protected in Hungary covering, 
inter alia, motor vehicle parts. The Hungarian 
company Együd Garage is engaged in the retail sale 
of motor vehicles and parts and their repair and 
servicing, including the sale of Daimler goods and in 
the supply of related services. Daimler’s subsidiary 
company and Együd Garage concluded a contract 
for the supply of after-sales services, which expired. 
Under that contract Együd Garage was entitled to 
use the abovementioned trade mark and to describe 
itself as authorised Mercedes-Benz dealer in its 
own advertisements. While the after-sales services 
contract was in force, Egyud Garage ordered an 
online advertisement which names that company 
as an authorised Mercedes-Benz dealer. Following 
the termination of that contract, Egyud Garage tried 
to end all use of the trade mark at issue, on the 
basis of which the public might assume that there 
was still a contractual link between it and Daimler. In 
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particular, Egyud Garage asked the online advertiser 
to amend the advertisement so that it no longer 
made reference to it as an authorised Mercedes-
Benz dealer. Furthermore, Egyud Garage wrote to 
the operators of several other websites requesting 
the removal of online advertisements which had 
been published without its consent, in particular 
without Egyud Garage having ordered them, and 
which presented that company as an authorised 
Mercedes-Benz dealer. Despite taking those steps, 
online advertisements containing such a reference 
continued to be distributed online. Moreover, when 
the key words “egyud” and “garage” were inserted 
into the Google search engine, this resulted in a 
list of results displaying such advertisements in the 
first line of which, serving as a link, Együd Garage 
appeared as an “authorised Mercedes-Benz dealer”. 
Daimler brought an infringement action before the 
referring court. Együd Garage’s defence was that, 
apart from the advertisement that appeared on 
the website www.telefonkonyv.hu, it did not place 
any other advertisements on the internet and that 
those at issue appeared or still appears contrary 
to its intention, without it having any influence 
on their content, publication or removal. In that 
context, Együd Garage submitted that it had been 
the victim of a common commercial practice which 
consists, essentially, in certain providers of internet 
advertising services summarising advertisements 
published on other advertising sites, without the 
knowledge or consent of the advertiser, in order 
to create their own database of information 

available free of charge or for consideration. In 
those circumstances, the referring court decided to 
stay the proceedings and essentially asks whether 
Article 5 (1) (a) and (b) of Directive 2008/95 must be 
interpreted as meaning that a third party, who is 
named in an advertisement published on a website, 
which contains a sign identical or similar to a trade 
mark in such a way as to give the impression that 
there is a commercial relationship between him 
and the proprietor of the trade mark, makes a 
use of that sign which may be prevented by that 
proprietor under that provision, even where that 
advertisement has not been placed by that third 
party or on his behalf or where that third party took 
all reasonable steps to have it removed, but did not 
succeed in doing so.

SUBSTANCE: In accordance with Article 5 (1) of 
Directive 2008/95, Daimler AG was not entitled 
to prohibit, while the after-sales service contract 
was in force, the publication of the online 
advertisement since it permitted such use (para. 
31). As regards their publication following the expire 
of said contract, while the publication online of an 
advertisement on a referencing website, referring 
to another person’s trade mark, is attributable to 
the advertiser who ordered that advertisement 
and upon whose instruction the operator of that 
site, as service provider, acted (see, by analogy, 
judgments in Google France and Google, C-236/08 
to C-238/08, EU:C:2010:159, paragraphs 51 and 
52, and in Frisdranken Industrie Winters, C-119/10, 
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EU:C:2011:837, paragraph 36), that advertiser 
cannot be held liable for the acts or omissions of 
such a provider who, intentionally or negligently, 
disregards the express instructions given by that 
advertiser who is seeking, specifically, to prevent 
that use of the mark. Accordingly, where that 
provider fails to comply with the advertiser’s 
request to remove the advertisement at issue or 
the reference to the mark contained therein, the 
publication of that reference on the referencing 
website can no longer be regarded as a use of 
the mark by the advertiser (para. 34). As regards, 
secondly, the publication of the advertisement in 
question on other company referencing websites, 
it must be pointed out that an advertiser cannot 
be held liable for the independent actions of other 
economic operators, such as those of referencing 
website operators with whom the advertiser has 
no direct or indirect dealings and who do not act 
by order and on behalf of that advertiser, but on 
their own initiative and in their own name (para. 
35-36). It follows that, in both of the situations the 
proprietor of the mark is not entitled, under Article 
5 (1) (a) or (b) of Directive 2008/95, to take action 
against the advertiser in order to prevent him from 
publishing online the advertisement containing 
the reference to its trade mark (para. 37). That 
conclusion is supported by the wording, scheme 
and purpose of Article 5 of Directive 2008/95. 
According to its ordinary meaning, the expression 
“zu benutzen”, “using”, “faire usage”, “usare”, “het 
gebruik”, “hasznal”, used respectively in the German, 

English, French, Italian, Dutch and Hungarian 
versions of that provision, involves active behaviour 
and direct or indirect control of the act constituting 
the use. However, that is not the case if that act is 
carried out by an independent operator without 
the consent of the advertiser, or even against his 
express will (para. 39). As follows from the scheme 
of Article 5 of Directive 2008/95, it refers exclusively 
to active behaviour on the part of the third party, 
such as that of “affixing” the sign on the goods and 
their packaging or “using” it in business papers and 
advertising, “offering” the goods, “putting them on 
the market” or “stocking” them for those purposes, 
“importing” or “exporting” them or “offering” or 
“supplying” services under that sign (para. 40). Article 
5 (1) of Directive 2008/95 is intended to provide the 
proprietor with a legal instrument allowing him to 
prohibit, and to prevent, any use of his trade mark 
by a third party without his consent. However, only 
a third party who has direct or indirect control of the 
act constituting the use is effectively able to stop 
that use and therefore comply with that prohibition. 
Allowing the prohibition would misconstrue the 
purpose of that provision and conflict with the 
principle that no one can be legally obliged to do the 
impossible (impossibilium nulla obligatio est).
On those grounds, the European Court of Justice 
ruled:
“Article 5 (1) (a) and (b) of Directive 2008/95/EC of 
the European Parliament and of the Council of 
22 October 2008 to approximate the laws of the 
Member States relating to trade marks must be 
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interpreted as meaning that a third party, who is 
named in an advertisement on a website, which 
contains a sign identical or similar to a trade mark 
in such a way as to give the impression that there 
is a commercial relationship between him and the 
proprietor of the trade mark, does not make use of 
that sign that may be prohibited by that proprietor 
under that provision, where that advertisement has 
not been placed by that third party or on his behalf 
or, if that advertisement has been placed by that 
third party or on his behalf with the consent of the 
proprietor, where that third party has expressly 
requested the operator of that website, from whom 
the third party ordered the advertisement, to 
remove the advertisement or the reference to the 
mark contained therein.”

B: General Court: Orders and Judgments on 
appeals against decisions of the EUIPO

Case T-169/13; Benelli Q.J. Srl v OHIM; Judgment 
of 2 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Lack of reasoning, New submission on 
appeal, Well known trade mark
 
FACTS:  The EUTM applicant sought to register 
the figurative mark below as a EUTM for goods 
in Classes 9, 12 and 25. An opposition in respect 

of these goods, based on the earlier Italian non-
registered mark below, was filed on the grounds of, 
inter alia, Article 8 (2) (c) EUTMR. 
The Opposition Division dismissed the opposition. 
The opponent appealed the decision before the 
Board of Appeal (BoA). The BoA dismissed the 
appeal. The opponent filed an application before 
the General Court (GC) for the annulment of the 
decision of the BoA.

EUTMA

Earlier marks
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SUBSTANCE: ON THE OBLIGATION TO STATE 
REASONS: The BoA duly motivated its decision 
when it held, first, that the additional evidence did 
not provide any information on the market share 
held by the marks at issue or the proportion of the 
relevant section of the public who, because of the 
marks, identified the goods at issue as originating 
from the applicant’s undertaking before the filing 
date of the contested trade mark application, next, 
that no turnover or advertising figures were given 
and, lastly, that the evidence submitted contained 
no indication regarding the degree of knowledge or 
recognition of the mark in the relevant sector of the 
public (paras. 34-36).
ON RULE 50 (1) EUTMIR: Contrary to the BoA’s 
conclusions based on the interpretation of Rules 19 
(4) and 20 (1) EUTMIR, it results from the wording of 
Article 76 (2) EUTMR that the Office is not prohibited 
from taking account of facts and evidence which 
are submitted or produced late, but has discretion 
in this respect. It is clear however that the BoA also 
examined the relevance of all the material produced 
by the opponent, so that the latter cannot claim that 
the documents it submitted had not been regarded 
as additional evidence within the meaning of Rule 
50 (1) EUTMIR (paras. 37-51).
ON ARTICLE 8 (2) (c) EUTMR IN CONJUNCTION WITH 
ARTICLE 6bis PARIS CONVENTION: It may not be 
inferred solely from the absence of any market 
surveys that the applicant is unable to establish the 
well-known character of the earlier non-registered 
marks by other means. However, in the present 

case, most of the evidence was drafted in a language 
other than the language of the proceedings and not 
duly translated or was not referring to the relevant 
period (n)or to the earlier marks, so that the 
documents lodged by the opponent did not allow to 
ascertain the degree of knowledge on the part of the 
relevant public of the earlier non-registered marks 
(paras. 63-83).
For the reasons above, the opponent’s action was 
dismissed (para. 84).

Case T-170/13; Benelli Q.J. Srl v OHIM; Judgment 
of 2 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Revocation grounds, Evidence of use
 
FACTS:  In 1999 The EUTM proprietor registered the 
word mark MOTOBI as a EUTM for goods in Class 12. 
In 2009, an application for revocation of the EUTM in 
respect of these goods was filed on the grounds of 
Article 51 (1) (a) EUTMR. 
The Cancellation Division revoked the EUTM. The 
Board of Appeal (BoA) dismissed the appeal. The 
EUTM proprietor filed an application before the 
General Court (GC) for the alteration or annulment 
of the decision of the BoA.
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SUBSTANCE: Most of the documents produced 
by the applicant for the purposes of establishing 
genuine use of the mark at issue are devoid of 
evidential value in so far as they are undated or 
bear a date before or after the relevant period, or 
do not refer to the mark at issue, or are undated 
photographs which cannot be cross-referenced with 
other documents such as product catalogues or lists 
of references. None of the documents contain data 
regarding the turnover or the number of sales of the 
goods bearing the trade mark during the relevant 
period. Even assuming that the scooter market is 
not characterised by a high number of sales, the 
applicant has shown no sale during the relevant 
period, but an order for 26 scooters resulting in a 
single sale, so that the sale in question was clearly 
insufficient for the purposes of proving genuine 
use. In these circumstances, documents not relating 
to the relevant period do not enable the extent to 
which the trade mark was used during that period 
to be better assessed, since there is no information 
in relation to that period in the first place (paras. 48-
68).
As for the various statements submitted, given 
that they come from the applicant itself and are 
all drafted identically, stating that the vehicles 

bearing the MOTOBI trade mark shown in the 
annexed photographs were developed, prepared 
and promoted by the applicant in 2004 and 2005, 
they cannot constitute, by themselves, adequate 
proof of the genuine use of the mark at issue. The 
information contained therein is only indicative and 
needs to be corroborated by other proof (para. 70).
The action was therefore dismissed (para. 74).

Case T-171/13; Benelli Q.J. Srl v OHIM; Judgment 
of 2 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Revocation grounds, New submission 
on appeal, Evidence of use
 
FACTS:  In 2001 The EUTM proprietor registered 
the figurative mark below as a EUTM for goods in 
Classes 9, 12 and 25. In 2009, an application for 
revocation of the EUTM in respect of these goods 
was filed on the grounds of Article 51 (1) (a) EUTMR. 
The Cancellation Division (CD) revoked the EUTM. 
The Board of Appeal (BoA) dismissed the appeal. 
The EUTM proprietor filed an application before the 
General Court (GC) for the alteration or annulment 
of the decision of the BoA.

EUTM
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SUBSTANCE: ON RULE 50 (1) 3RD SUBPARAGRAPH 
EUTMIR: the BoA expressly referred to the evidence 
concerning motorcycles falling within Class 12, took 
it into consideration, analysed it, and stated why 
it did not give any further adequate information 
concerning the extent of use of the mark.  It 
follows that the EUTM proprietor’s complaint that 
the evidence was not taken into consideration is 
ineffective in this respect (paras. 33-34).
As for goods falling within Classes 9 and 25,  it is 
apparent from the various language versions that 
the additional or supplementary facts or evidence 
ex Article 50 (1) and 76 (2), must supplement facts or 
evidence already submitted. In the present case, the 
evidence filed before the CD relating to the Class 25 
clothing items was obviously irrelevant since it did 
not concern the trade mark at issue, the figurative 
aspects shown being moreover scarcely legible, and 
no evidence at all had been submitted as regards 
the Class 9 goods, with the result that the evidence 
produced for the first time before the BoA had to be 

declared inadmissible (paras. 35-62).
ON ARTICLE 51 (1) (a) EUTMR: Most of the 
documents produced by the applicant for the 
purposes of establishing genuine use of the mark 
at issue are devoid of evidential value in so far as 
they are undated or bear a date before or after the 
relevant period, or do not refer to the mark at issue, 
or are undated photographs which cannot be cross-
referenced with other documents such as product 
catalogues or lists of references. None of the 
documents contain data regarding the turnover or 
the number of sales of the goods bearing the trade 
mark during the relevant period. Even assuming 
that the scooter market is not characterised by a 
high number of sales, the applicant has shown no 
sale during the relevant period, but an order for 26 
scooters resulting in a single sale, so that the sale 
in question was clearly insufficient for the purposes 
of proving genuine use. In these circumstances, 
documents not relating to the relevant period do 
not enable the extent to which the trade mark was 
used during that period to be better assessed, since 
there is no information in relation to that period in 
the first place (paras. 77-96).
As for the various statements submitted, given 
that they come from the applicant itself and are 
all drafted identically, stating that the vehicles 
bearing the MOTOBI trade mark shown in the 
annexed photographs were developed, prepared 
and promoted by the applicant in 2004 and 2005, 
they cannot constitute, by themselves, adequate 
proof of the genuine use of the mark at issue. The 

EUTM
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information contained therein is only indicative and 
needs to be corroborated by other proof (para. 99).
The action was therefore dismissed (para. 103).

Case T-645/13; Evcharis Nezi v OHIM; Judgment 
of 15 March 2016; Language of the case: EL

RESULT: Action dismissed

KEYWORDS: Identity of the goods and services, 
Similarity of the goods and services, Dissimilarity 
of the goods and services, Likelihood of confusion, 
Visual similarity, Phonetic identity, Reputation, New 
submission on appeal
 
FACTS:  The EUTM applicant sought to register the 
figurative mark below as a EUTM for goods in Classes 
14, 16, 18, 25, 26, 35, 40. An opposition based on the 
earlier figurative EUTM below, registered for goods 
in Class 3, 18, 25 was filed on the grounds of Article 
8 (1) (b) and 8 (5) EUTMR. The Opposition Division 
dismissed the opposition. The Board of Appeal (BoA) 
partly upheld the appeal, allowing the opposition for 
goods in Class 18 and 25.
The EUTM applicant filed an application before 
the General Court (GC) for the partial annulment 
of the decision of the BoA, insofar as it upheld the 
opposition. The opponent filed an intervention for 
the partial annulment of the same decision, insofar 
as it dismissed the opposition.

SUBSTANCE:  ON THE INFRINGEMENT OF ARTICLE 
8 (1) (b): The relevant public consists of the general 
public and of a specialized one – the latter showing 
a higher level of attention - in the whole EU; the 
BoA was thus entitled to take into particular 
consideration those member states where Greek is 
not an official language and where Greek letters are 
not recognized, in particular when they looked like 
Latin letters. For “festive events with a commercial 
or advertising purpose”, specialists but also the 
general public will show a higher level of attention 
(paras. 66-67).

EUTMA

Earlier marks
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The goods in class 18 and 25 are identical. The 
contested mark’s “lace and embroidery, ribbons, 
needles” in Class 26 have a certain similarity with 
the earlier mark’s “clothing” as the first can be used 
to produce the latter and as they are concurrent 
and complementary goods. The contested mark’s 
“festive events with a commercial or advertising 
purpose” in Class 35 can have a link with the earlier 
mark’ goods: such services can be provided before 
or at the time of the sale of goods, which are thus 
necessary or important for the development of 
such services; such services are indeed meaningless 
without these products. The remainder of the 
contested goods in Classes 14, 16, 26 and 40 are 
dissimilar from the earlier mark’s goods because of 
their nature, destination and distribution channels 
(paras. 71-92).
The signs show an average degree of visual similarity. 
They will be perceived as a representation of the 
letter “E”, therefore being phonetically identical and 
conceptually not comparable (as a letter is not a 
concept) (paras. 93-102).
In view of the above, there is a likelihood of 
confusion for those goods that were deemed to 
be identical. For the rest of the goods, the distance 
between the signs is enough to rule out any 
likelihood of confusion, given in particular that the 
public will show a higher level of attention for the 
earlier mark’s goods in Class 35 (paras. 109-110).
ON THE INFRINGEMENT OF ARTICLE 8 (5) EUTMR: 
The opponent essentially claimed that the Board 
did not examine the evidence of the reputation of 

the earlier mark. However the Board found that 
the opponent had not explained why it had not 
produced such evidence before the Opposition 
Division. Moreover, it added that all of the evidence 
related to the mark ETAM or to a figurative mark 
consisting of the word element “etam”, and not to 
the earlier mark, thus noting that such evidence was 
not prima facie relevant It follows that the Board 
made a correct use of its discretionary power to 
accept or not new evidence (paras. 124-131).

Joined Cases T-711/13 and T-716/13; Harrys Pubar 
AB v OHIM and Harry”s New York Bar SA v OHIM; 
Judgment of 18 February 2016; Language of the 
case: EN

RESULT: Action upheld (BoA decision partially 
annulled) in Case 711/13; Action dismissed in Case 
T-716/13

KEYWORDS: Scope of proceedings, Complementary 
goods and services, Similarity of the goods and 
services, Dominant element, Common element, 
Figurative element, Visual similarity, Phonetic 
similarity, Conceptual similarity, Likelihood of 
confusion
 
FACTS:  The EUTM applicant sought to register the 
word mark HARRY’S BAR as a EUTM for goods and 
services in Classes 25, 29, 30, 32, 33 and 43. The 
opponent filed an opposition, inter alia, on the 
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grounds of Article 8 (1) (b) EUTMR in respect of those 
goods and services based on, inter alia, the earlier 
Swedish figurative EUTM below registered for goods 
and services in Classes 29 and 42. 
The Opposition Division (OD) upheld the opposition 
for all the goods and services in Classes 25, 32, 33, 
43 and for part of the goods in Classes 29 and 30. 
The EUTM applicant filed an appeal seeking for the 
annulment of the decision of the OD insofar as it 
upheld the opposition. The opponent filed an appeal 
for the annulment of the same decision insofar as it 
rejected the opposition. The Board of Appeal (BoA) 
partially upheld the EUTM applicant’s appeal and 
dismissed the opponent’s appeal in its entirety. As a 
result, registration was refused in respect of all the 
goods and services in Classes 25, 33 and 43 and was 
allowed for part of the goods in Classes 29 and 32 
and for all the goods in Class 30.
Both the EUTM applicant and the opponent filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.

SUBSTANCE: INADMISSIBILITY OF NEW CLAIMS: 
The EUTM applicant’s claim that the requirement 
of clarity and precision for describing the earlier 
mark’s goods was not fulfilled was dismissed as 
inadmissible since it had been submitted for the 
first time before the GC (paras. 29-32).
ARTICLE 8 (1) (b) EUTM: The relevant public is the 
average Swedish consumer (paras. 45-46).
The goods and services in Classes 25 and 43 are 
identical (para. 53). The contested goods in 

Classes 29, 30, 32 and 33 are similar to “serving of 
food and drink through restaurant, pub and café 
services” in Class 43, as such goods and services 
are complementary: despite the fact that they have 
a different nature, intended purpose and method 
of use, those goods are necessarily used in the 
serving of food and drink. Furthermore, food may 
be offered for sale in places in which food and drink 
are served. Those goods are consequently closely 
connected with those services (paras. 54-75).
As for the similarity of the signs, the element “harrys” 
is dominant in the earlier mark because of its size, 
stylised nature and central position, whereas the 
additional elements have no distinctive character 
(paras. 87-88). Under a visual point of view, this 
results in a similarity that cannot be offset by the 

EUTMA

Earlier mark
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graphic element in the earlier mark (paras. 91-93). 
From a phonetic standpoint, on account of the 
natural tendency of consumers to abbreviate long 
signs and on account of the descriptiveness of the 
terms “pub”, “casino” and “restaurang”, in the earlier 
mark, only the term “harrys” will be pronounced by 
the relevant public. Although the mark applied for 
will, by contrast, in all likelihood, be pronounced in 
its entirety, a certain degree of phonetic similarity 
deriving from the word “harry’s” continues to exist 
because the word “bar” is descriptive (para. 94). As 
for the conceptual comparison, although the use 
of a person”s name as a trade name is a relatively 
common practice in the catering sector, the marks 
at issue are conceptually similar inasmuch as the 
relevant public may think that the goods and services 
concerned have been produced or are being offered 
by an undertaking bearing that name. Furthermore, 
there is also a high degree of conceptual similarity 
between the word “bar”, on the one hand, and the 
words “pub” and “restaurang”, on the other hand, 
as those words all refer to places in which food and 
beverages and services relating thereto are sold or 
consumed. By contrast, the word “casino” refers to 
games for entertainment and to recreational and 
betting activities and may thus have a different 
meaning. However, as the earlier mark is registered 
in respect of the serving of food and drink and not 
in respect of entertainment activities, the above-
mentioned conceptual similarity between the marks 
at issue will not be affected. Thus, there is a high 
degree of conceptual similarity between the marks 

(paras. 97-99).
In light of the above factors, there is likelihood of 
confusion for all the goods and services. This finding 
would not be altered in the event that the distinctive 
character of the earlier mark was proven to be 
weak (paras. 106-108). The opponent’s action was 
therefore upheld, whereas the EUTM applicant’s 
action was dismissed (paras. 109-110).

Joined Cases T-84/14 and T-97/14; Harrys Pubar 
AB v OHIM and Harry’s New York Bar SA v OHIM; 
Judgment of 18 February 2016; Language of the 
case: EN

RESULT: Action upheld (BoA decision partially 
annulled) in Case T-84/14; Action dismissed in Case 
T-97/14

KEYWORDS: Scope of proceedings, Complementary 
goods and services, Similarity of the goods and 
services, Dominant element, Common element, 
Figurative element, Visual similarity, Phonetic 
similarity, Conceptual similarity, Likelihood of 
confusion
 
FACTS:  The EUTM applicant sought to register the 
word mark HARRY’S NEW YORK BAR as a EUTM for 
goods and services in Classes 25, 30, 32 and 43. 
The opponent filed an opposition, inter alia, on the 
grounds of Article 8 (1) (b) EUTMR in respect of those 
goods and services based on, inter alia, the earlier 
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Swedish figurative EUTM below registered for goods 
and services in Classes 29 and 42. 
The Opposition Division (OD) upheld the opposition 
for all the goods and services in Classes 25, 32, 43 
and for part of the goods in Class 30. The EUTM 
applicant filed an appeal seeking for the annulment 
of the decision of the OD insofar as it upheld the 
opposition. The opponent filed an appeal for 
the annulment of the same decision insofar as it 
rejected the opposition. The Board of Appeal (BoA) 
partially upheld the EUTM applicant’s appeal and 
dismissed the opponent’s appeal in its entirety. As a 
result, registration was refused in respect of all the 
goods and services in Classes 25 and 43 and was for 
all the goods in Class 30 and 32 (with the exception 
of “beers” in Class 32).
Both the EUTM applicant and the opponent filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.

SUBSTANCE: INADMISSIBILITY OF NEW CLAIMS: 
The EUTM applicant’s claim that the requirement 
of clarity and precision for describing the earlier 
mark’s goods was not fulfilled was dismissed as 
inadmissible since it had been submitted for the 
first time before the GC (paras. 30-33).
ARTICLE 8 (1) (b) EUTM: The relevant public is the 
average Swedish consumer (paras. 53-54).
The goods and services in Classes 25 and 43 are 
identical (para. 63). The contested goods in Classes 
30 and 32 are similar to “serving of food and drink 
through restaurant, pub and café services” in Class 
43, as such goods and services are complementary: 
despite the fact that they have a different nature, 
intended purpose and method of use, those goods 
are necessarily used in the serving of food and drink. 
Furthermore, food may be offered for sale in places 
in which food and drink are served. Those goods are 
consequently closely connected with those services 
(paras. 64-75).
As for the similarity of the signs, the element ‘’harrys’’ 
is dominant in the earlier mark because of its size, 
stylised nature and central position, whereas the 
additional elements have no distinctive character 
(paras. 87-88). Under a visual point of view, this 
results in a similarity that cannot be offset by the 
graphic element in the earlier mark. Likewise, the 
element ‘’new york’’ in the mark applied for is of 
only limited importance, since it will be perceived 
as evoking a certain style of bar operated by the 
person named Harry (paras. 92-95). From a phonetic 
standpoint, on account of the natural tendency of 

EUTMA

Earlier mark
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consumers to abbreviate long signs and on account 
of the descriptiveness of the terms ‘’pub’’, ‘’casino’’ 
and ‘’restaurang’’, in the earlier mark, only the term 
‘’harrys’’ will be pronounced by the relevant public. 
Although the mark applied for will, by contrast, in all 
likelihood, be pronounced in its entirety, a certain 
degree of phonetic similarity deriving from the 
word ‘’harry’s’’ continues to exist because the word 
‘’bar’’ is descriptive (para. 96). As for the conceptual 
comparison, although the use of a person’s name as 
a trade name is a relatively common practice in the 
catering sector, the marks at issue are conceptually 
similar inasmuch as the relevant public may think 
that the goods and services concerned have been 
produced or are being offered by an undertaking 
bearing that name. Furthermore, there is also a 
high degree of conceptual similarity between the 
word ‘’bar’’, on the one hand, and the words ‘’pub’’ 
and ‘’restaurang’’, on the other hand, as those words 
all refer to places in which food and beverages and 
services relating thereto are sold or consumed. 
By contrast, the word ‘’casino’’ refers to games for 
entertainment and to recreational and betting 
activities and may thus have a different meaning. 
However, as the earlier mark is registered in respect 
of the serving of food and drink and not in respect 
of entertainment activities, the above-mentioned 
conceptual similarity between the marks at issue 
will not be affected. Thus, there is a high degree of 
conceptual similarity between the marks (paras. 99-
101).
In light of the above factors, there is likelihood of 

confusion for all the goods and services. This finding 
would not be altered in the event that the distinctive 
character of the earlier mark was proven to be 
weak (paras. 108-110). The opponent’s action was 
therefore upheld, whereas the EUTM applicant’s 
action was dismissed (paras. 111-112).

Case T-135/14; Kicktipp GmbH v OHIM; Judgment 
of 5 February 2016; Language of the case: EN

RESULT: Action upheld (BoA decision annulled)

KEYWORDS: Statement of grounds, Clarity of party 
submission, Substantiation of earlier right, Identity 
of goods and services, Dominant element, Ending 
of mark, Likelihood of confusion, Visual similarity, 
Phonetic similarity, 
 
FACTS:  The EUTM applicant sought to register 
the word mark kicktipp as a EUTM for, inter alia, 
goods in Class 25. An opposition based, inter alia, 
on the earlier Italian word mark KICKERS, registered 
for goods in Class 25, was filed, inter alia, on the 
grounds of Article 8 (1) (b) EUTMR. The Opposition 
Division upheld the opposition. The Board of Appeal 
(BoA) dismissed the appeal.
The EUTM applicant filed an application before 
the General Court (GC) for the annulment of the 
decision of the BoA.
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SUBSTANCE:  ON THE ADMISSIBILITY OF THE 
REFERENCE BY THE OPPONENT TO THE PLEADINGS 
SUBMITTED BEFORE THE OFFICE: The GC transposed 
to interventions its previous case law relating to 
applications and held that a general reference 
to other documents cannot compensate for the 
failure to set out the essential elements of the legal 
argument, as it is not for the GC to take on the role 
of the parties by seeking to identify the relevant 
pleas and arguments in the documents to which 
they refer (paras. 21-22).
ON THE ADMISSIBILITY OF THE PLEA ALLEDGING 
INFRINGEMENT OF RULE 19 (1) AND (2) OF EUTMIR: 
The Office and the opponent cannot claim that the 
CTM applicant’s argument is not sufficiently clear 
and precise as Rule 19(1) and (2) sets out specific 
rules and – as far as the Office is concerned- it is 
for the Office to examine of its own motion whether 
an opposing party has established the existence, 
validity and scope of protection of the earlier mark 
(paras. 34-40).
ON THE MERITS OF THE PLEA ALLEDGING 

INFRINGEMENT OF RULE 19 (1) AND (2) OF EUTMIR: 
A teleological interpretation of Rule 19(2) permits 
the conclusion that what is crucial is that the 
Office should have available to it reliable ‘proof’ 
of the existence, validity and scope of protection 
of an earlier trade mark on which an opposition is 
based. It follows that an opposing party cannot be 
required to produce a registration certificate when 
he is providing a document emanating from the 
same authority (in this case, a renewal certificate)— 
which is therefore just as reliable as a registration 
certificate — which contains all the necessary 
information (paras. 62-63).
In this respect, the partial translation submitted 
by the opponent is sufficient since, when an 
incomplete translation of a document is submitted, 
the consequence is not that it is possible to reject 
the document in its entirety, but simply that only the 
parts which have been translated into the language 
of the proceedings may be taken into account (para. 
83).
The BoA was wrong to find that the documents 
appended to the notice of opposition were sufficient 
to substantiate the earlier trade mark. Nevertheless, 
that error cannot justify the GC’s annulling the 
contested decision, as other documents produced 
by the opponent within the prescribed period were 
sufficient to substantiate the earlier trade mark. The 
GC may not carry out an assessment on which the 
BoA has not yet adopted a position. However, in the 
present case, the BoA did in fact examine whether 
the documents provided by the opponent were 

EUTMA

Earlier mark



Alicante News
Up to date information on IP and EUIPO-related matters

May
2016

 Apply or nominate for the DesignEuropa Awards

 Third-Party Observations

 Observation of time limits for renewal of design 
registrations

 James Nurton 
Interviews Ruta Olmane

European Union Trade Mark

Registered Community Design

 2015 Case-Law Overview: from the General Court and 
European Court of Justice

 Survey on IP protection and enforcement: deadline 
extended

April 2016 

More News

Statistical Highlights

Luxembourg trade mark and design news 
New decisions from the Boards of Appeal 

Case Law

Quick Links

First Page

 €170 million annual losses due to music piracy

Case law

31

sufficient to substantiate the earlier trade mark. 
Accordingly, the GC is not examining a new issue, 
but simply modifying its reasoning, by relying on 
a piece of evidence provided by the opponent not 
mentioned by the BoA in its reasoning, the Court 
having obtained the parties’ comments on that 
piece of evidence by means of a written question 
(paras. 90-92).
ON THE INFRINGEMENT OF ARTICLE 8 (1) (b) EUTMR: 
The relevant public is the general public in Italy; its 
level of attention is average (paras. 99-100).
The goods covered by the contested mark are 
identical to the earlier mark’s goods (para. 101).
Even assuming that there is no likelihood of 
confusion for the part of the public in Italy which has 
a thorough knowledge of English, it is not possible 
to reject the opposition on the basis of that fact 
alone, as it is not necessary to find that likelihood 
of confusion exists for the whole of the relevant 
public. In any event, the words “kick”, “kickers” and 
“tip” cannot be regarded as part of English basic 
vocabulary and bear no resemblance to their Italian 
counterparts. For these reasons, the words “kick”, 
“kickers” and “tipp” are not weakly distinctive and 
neither of the elements of the contested mark will 
have a more distinctive character than the other 
(paras. 103-129).
As for visual comparison, the mere presence at the 
end of the contested mark of a double consonant 
(‘pp’), which is perceived as unusual at the end of a 
word by the relevant public, does not mean that the 
last syllable dominates the visual perception of that 

mark, especially in the present case, in chic the letter 
‘k’ at the beginning of the mark is also unusual in 
Italian, with the result that it would also attract the 
public’s attention. The case-law according to which 
the consumer generally pays greater attention to 
the beginning of a mark (which is relevant for the 
present case) concerns the beginning of a mark and 
not necessarily the first syllable thereof: the fact that, 
in the present case, the first four letters of the marks 
at issue are identical, which gives rise to a certain 
degree of visual similarity, is not called in question 
by the fact that, in the earlier trade mark, the first 
four letters may belong to different syllables. As a 
result, and in view of the fact that the last part of the 
marks is different, the visual similarity is low.
As for phonetic comparison, the mere fact that the 
stress is not placed on the second syllable of the 
earlier mark does not mean that that syllable will be 
murmured. However, in the mark applied for both 
of the elements are stressed, whereas the earlier 
mark only consists of one element. In Italian, the 
pronunciation of the word ‘kicktipp’ is identical to 
the pronunciation of the word ‘kicktip’. In any event, 
it is unclear how the sound ‘p’ at the end of a word 
might be pronounced ‘for longer’. However, the 
initial sound “kik” and the number of syllables is the 
same in both marks. For these reasons, and as result 
of the difference in the rhythm of pronunciation of 
the marks at issue, their phonetic similarity must be 
described as very low, (paras. 159-179).
It is not possible to carry out a conceptual 
comparison (para. 180).
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As for the global assessment of likelihood of 
confusion, the GC applied the general rule according 
to which the visual aspect plays a greater role for 
clothes, as the choice of an item of clothing is 
generally made visually (para. 190). The mark applied 
for will not be perceived as a mere configuration of 
the earlier trade mark: the mere fact that the marks 
at issue share their first four letters is not sufficient, 
as the way in which those marks are structured is 
very different (para. 201).
There no likelihood of confusion between the marks 
(para. 202). The BoA’s decision is annulled (para. 
205).

Case T-402/14; FCC Aqualia S.A. v OHIM; Judgment 
of 25 February 2016; Language of the case: ES

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Reputation, 
Specialist public, Figurative element, Common 
element 
 
FACTS:  Both Opposition Division and Board of 
Appeal (BoA) dismissed the opposition. The relevant 
public of the services is composed by professionals 
with a very high level of attention. Taking into 
account the differences between the conflicting 
signs, there can be no likelihood of confusion.

SUBSTANCE: The General Court (GC) confirms that 
the relevant public is composed by the professionals 
who select the company that will provide the 
relevant services. End users of water distribution 
services e.a. do not intervene at the moment 
where the choice between the marks is made by 
institutional users (para. 32).
The contested decision erred in considering similar 
the services of “water distribution” and “transport”. 
They are identical, since the former are included in 
the latter (paras. 47-48). 
The figurative elements of the signs are totally 
different. They are basic but not insignificant, so 
they must be taken into account in the overall 
impression of the signs (para. 55). There is a low 

EUTMA

Earlier marks

1

2



Alicante News
Up to date information on IP and EUIPO-related matters

May
2016

 Apply or nominate for the DesignEuropa Awards

 Third-Party Observations

 Observation of time limits for renewal of design 
registrations

 James Nurton 
Interviews Ruta Olmane

European Union Trade Mark

Registered Community Design

 2015 Case-Law Overview: from the General Court and 
European Court of Justice

 Survey on IP protection and enforcement: deadline 
extended

April 2016 

More News

Statistical Highlights

Luxembourg trade mark and design news 
New decisions from the Boards of Appeal 

Case Law

Quick Links

First Page

 €170 million annual losses due to music piracy

Case law

33

degree of visual similarity. Even if the BoA had taken 
into account the low degree of distinctiveness of 
“aqua” when examining the visual similarity, the 
assessment of the visual similarity of the signs is not 
vitiated (para. 63). There is a low degree of phonetic 
and conceptual similarity, even though the different 
suffixes allow the specialised public to gather a 
different conceptual content (paras. 71-73).
The GC confirms that the lack of distinctive 
character of the term AQUA for the relevant services 
was taken into account by the BoA at the time of 
the global assessment of likelihood of confusion 
(LOC). The specialised relevant public will not pay 
much attention to the descriptive element AQUA, 
only common element of the conflicting signs. 
The differences between the signs are sufficient 
to exclude LOC, even for identical services and 
admitting the enhanced distinctiveness of the 
earlier marks (para. 86). 
In relation to Article 8 (5) EUTMR, the GC confirms 
that the common element AQUA will not allow the 
relevant public to establish a link between the signs 
with regard to the relevant services, all of them in 
the field of water distribution and management.
The application is dismissed.

Case T-781/14; TVR Automotive Ltd v OHIM; 
Judgment of 28 January 2016; Language of the 
case: EN

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Figurative 
element, Distinctive element, Visual dissimilarity, 
Conceptual dissimilarity, Dissimilarity of signs
 
FACTS:  The BoA dismissed the opposition for goods 
in Classes 18 and 25. It found that the signs are 
different.

EUTM

Earlier mark
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SUBSTANCE: The figurative elements of the signs 
are very distinctive. The presence in the EUTMA of 
the word “ngineering” in smaller but legible letters 
is not insignificant. The existence of visual similarity 
depends on the comparison of the signs as perceived 
by the relevant public, not as they were described at 
the time of filing the application (para. 33). Even if 
the sequence of letters TVR could be recognised in 
each of the signs, their figurative elements are so 
different that there is no visual similarity.
There is a low degree of phonetic similarity for the 
relevant public which recognises in each of the 
signs a sequence of letters which coincides at least 
partially.
There is no conceptual similarity. 
The signs are not similar. Even for the section of 
the relevant public for which the signs display a low 
degree of phonetic similarity, the very significant 
visual differences cancel out such similarity. 
The application is dismissed.

Case T-816/14; Tayto Group Ltd. v OHIM; 
Judgment of 24 February 2016; Language of the 
case: EN

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Misuse of 
power, Common element, Dominant element, Visual 
similarity, Phonetic similarity, Conceptual similarity
 

FACTS:  Both Opposition Division and Board of 
Appeal upheld the opposition.

SUBSTANCE: The General Court (GC) dismisses as 
inadmissible and/or lacking any basis in fact or in law 
the pleas alleging infringement of general principles 
and misuse of power and infringement of Articles 76 
and 83 of Regulation 207/2009 (paras. 21-42).
The relevant public is the average German 
consumer.  
The GC confirms that the earlier mark has no 
meaning as regards the goods in question and that 
it is inherently distinctive in their regard, as it does 
not evoke the nature of those goods (para. 64). It 

EUTMA

Earlier mark
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also confirms that the term “REAL” is the dominant 
element in both signs. There is an average visual 
similarity and an above-average phonetic similarity 
between the signs. The signs are conceptually 
similar because they share the dominant element 
“REAL”. There is a likelihood of confusion.

Case T-247/14; Meica Ammerländische 
Fleischwarenfabrik Fritz Meinen GmbH & Co. KG 
v OHIM; Judgment of 4 February 2016; Language 
of the case: EN

RESULT: Action partially upheld (BoA decision 
partially annulled)

KEYWORDS: Scope of proceedings, Identity of 
the goods and services, Likelihood of confusion, 
Dominant element, Visual similarity, Phonetic 
similarity, Conceptual similarity
 
FACTS:  The EUTM applicant sought to register the 
figurative mark below as a EUTM, inter alia, for 
goods in Classes 29 and 43. An opposition in respect 
of these goods and services, based on the earlier 
word EUTM below registered for goods in Class 29, 
was filed on the grounds of Article 8 (1) (b) EUTMR. 
The Opposition Division (OD) upheld the opposition 
for the goods in Class 29, allowing the EUTM 
application with respect to the services in Class 
43. The CTM applicant filed an appeal seeking for 
the annulment of the decision of the Opposition 

Division insofar as it upheld the opposition for 
goods in Class 29. The opponent filed a response, 
by which it sought, inter alia, an alteration of the 
decision of the OD in respect of the services in Class 
43. The Board of Appeal (BoA) declared inadmissible 
the opponent submissions seeking an alteration of 
the contested decision and annulled the decision of 
the OD, rejecting the opposition in its entirety.
The opponent filed an application before the 
General Court (GC) for the annulment of the 
decision of the BoA.

SUBSTANCE: ON THE INFRINGEMENT OF ARTICLE 
8 (3) RoP-BoA: “Requests” pursuant to Article 8 (3) 
RoP-BoA should not be interpreted as consisting 
only of requests for proof of use, suspension or an 
oral hearing, as the wording of the provision makes 

EUTMA

Earlier mark
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no mention of this. Indeed, pursuant to Article 8 (3) 
RoP-BoA, it is possible for the respondent before 
the BoA to seek a decision annulling or altering 
the contested decision on a point not raised in the 
appeal, this right not being limited to the pleas in 
law already raised by the appellant. However, 
such a possibility is limited to responses in inter 
partes proceedings. That is why the respondent’s 
submissions are to cease to have effect should 
the appellant discontinue the proceedings before 
the BoA. Thus separate proceedings pursuant to 
Article 60 EUTMR are the only legal remedy by 
which it is certain that the appellant’s objections 
may be asserted. It follows that the two provisions 
differ and that the conditions laid down in Art. 60 
EUTMR do not apply to submissions pursuant to 
Article 8 (3) RoP-BoA. Consequently, the BoA erred 
when it rejected as inadmissible the opponent’s 
submissions seeking for an alteration of the 
decision of the Opposition Division because of the 
opponent’s failure to comply with the time limit 
or pay the fee for appeal provided for in Article 60 
EUTMR. Those submissions were indeed admissible 
under Article 8 (3) RoP-BoA (paras. 17-28).
ON THE INFRINGEMENT OF ARTICLE 8 (1) (b) EUTMR: 
Since the goods concerned are everyday consumer 
goods, the relevant public is the average consumer 
of the EU (para. 39).
The goods concerned are identical (para. 43).
The word “mini” refers to the small size of the goods 
and consequently is less capable of identifying the 
goods. The repetition of the word “mini” in the 

element “minimini” of the mark applied for does 
not have the effect of making that element more 
distinctive. It is true that the words “fratelli”, “1812” 
and “gli originali” of the mark applied for attract 
the relevant public’s attention less because of their 
small size, and the element “stick” will become part 
of the overall impression for the English-speaking 
public, which will understand it as descriptive of the 
shape of the goods. However, the public’s attention 
will be held by the element “beretta”, which has no 
meaning in the relevant languages. Accordingly, all 
the elements comprising the mark applied for, and 
in particular the element “beretta”, contribute to 
forming the image of that mark that the relevant 
public keeps in mind (paras. 49-57).
Taking into account the findings as to the 
distinctiveness of the elements of the marks, the 
signs in question display only a low degree of visual 
similarity and a low degree of phonetic similarity. 
Conceptually, the signs only share the word “mini”; 
therefore they display a low degree of conceptual 
similarity (paras. 58-64).
Although the evidence submitted showed use of 
the earlier mark in Germany for sausages, it did 
not permit a finding that the level of distinctiveness 
of that mark was greater than average. Hence, 
since the sign MINI WINI viewed as a whole has no 
meaning, the inherent distinctive character of the 
earlier mark is average (paras. 69-74).
Taking account all these factors, there is no 
likelihood of confusion (para. 80).
The BoA’s decision must therefore be annulled 
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inasmuch as it rejected the submissions made 
by the opponent seeking a decision altering the 
decision of the OD in respect of the services in Class 
43. The remainder of the action should be dismissed 
(paras. 81-82).

Case T-267/14; Zehnder Group International AG 
v EUIPO; Judgment of 28 April 2016; Language of 
the case: DE

RESULT: Action dismissed 

KEYWORDS: Likelihood of confusion, Similarity of 
the goods and services, Specialised public

FACTS: The applicant registered the word mark 
comfotherm as a EUTM for goods “fuel cells” in Class 
9 and “heat pumps, excluding electric heaters” in 
Class 11. Following an application for a declaration 
of invalidity on the basis of Article 53 (1) (a) EUTMR 
in conjunction with Article 8 (1) (b) EUTMR based on 
the German word mark KOMFOTHERM, registered 
for “electric heaters” in Class 11, the Cancellation 
Division invalidated the EUTM. The Board of Appeal 
(BoA) dismissed the applicant’s appeal. The applicant 
filed an action before the General Court (GC).

SUBSTANCE: The conflicting goods cover a variety 
of products which are also intended for use in 
private households, including fuel cells which can 
be used for heating purposes. Thus, the relevant 
public consists of professionals and the public 
at large (paras. 24-39). Taking into account the 
required investment when purchasing the goods, 
the economic and ecological consequences when 
operating them, as well as their specific nature, 
the relevant public including the public at large is 
attentive to a high degree (para. 39). The conflicting 
goods are producing energy for heating purposes, 
can be built into heating systems or distribute 
heat. They are thus similar at least to a low degree 
despite their different functionality and technical 
characteristics (paras. 51–52). On account of the high 
similarity of the signs and the at least low degree 
of similarity of the goods, there is a likelihood of 
confusion despite the relevant public’s high degree 
of attention (paras. 71-72). 

EUTM

Earlier mar
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 Case T-279/15; Pirelli Tyre SpA v OHIM; Judgment 
of 23 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Restitutio in integrum 

FACTS: Following a remainder, the professional 
representative of the RCD holder was notified by 
the Office of the definitive expiry of the RCD. The 
failure to renew was due to the fact the RCD was 
part of a larger portfolio of rights whose renewal 
was entrusted to the professional representative 
after a previous management by another firm: by 
mistake, the RCD holder had not communicated 
to its professional representative that the RCD in 
question was among the rights of this portfolio. 
Only after the notification of the RCD’s expiry the 
RCD holder would have been aware of the failure to 
comply with the renewal time limit. 
The RCD holder sent a request for restitutio in 
integrum pursuant to Article 67 CDR. The request 
was denied by the Operation Department (OD). 
The Board of Appeal (BoA) dismissed the appeal 
against the OD’s decision. The RCD holder filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.

SUBSTANCE: The GC found that the duty of care 
pursuant to Article 67 CDR fell in principle and first 
of all on the professional representative. Therefore, 
it was irrelevant whether the CTM holder’s duty of 

care was fulfilled (paras. 16-21).
As for the duty of care of the professional 
representative, it might be true that, when the 
professional representative was entrusted with the 
task of renewing the portfolio of rights, the RCD at 
hand was not mentioned. However, the professional 
representative could not ignore, because of 
its experience and knowledge, the prejudicial 
consequences of the expiry of the renewal time limit 
for the RCD holder. It follows that the professional 
representative did not fulfil its duty of care when 
it did not inform the CDR holder of the impending 
expiry of the CDR (paras. 22-27).
The action was therefore dismissed (para. 32).

Case T-280/15; Pirelli Tyre SpA v OHIM; Judgment 
of 23 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Restitutio in integrum 
 
FACTS: Following a remainder, the professional 
representative of the RCD holder was notified by 
the Office of the definitive expiry of the RCD. The 
failure to renew was due to the fact the RCD was 
part of a larger portfolio of rights whose renewal 
was entrusted to the professional representative 
after a previous management by another firm: by 
mistake, the RCD holder had not communicated 
to its professional representative that the RCD in 
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question was among the rights of this portfolio. 
Only after the notification of the RCD’s expiry the 
RCD holder would have been aware of the failure to 
comply with the renewal time limit. 
The RCD holder sent a request for restitutio in 
integrum pursuant to Article 67 CDR. The request 
was denied by the Operation Department (OD). 
The Board of Appeal (BoA) dismissed the appeal 
against the OD’s decision. The RCD holder filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.

SUBSTANCE: The GC found that the duty of care 
pursuant to Article 67 CDR fell in principle and first 
of all on the professional representative. Therefore, 
it was irrelevant whether the CTM holder’s duty of 
care was fulfilled (paras. 16-21).
As for the duty of care of the professional 
representative, it might be true that, when the 
professional representative was entrusted with the 
task of renewing the portfolio of rights, the RCD at 
hand was not mentioned. However, the professional 
representative could not ignore, because of 
its experience and knowledge, the prejudicial 
consequences of the expiry of the renewal time limit 
for the RCD holder. It follows that the professional 
representative did not fulfil its duty of care when 
it did not inform the CDR holder of the impending 
expiry of the CDR (paras. 22-27).
The action was therefore dismissed (para. 32).

Case T-281/15; Pirelli Tyre SpA v OHIM; Judgment 
of 23 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Restitutio in integrum 
 
FACTS: Following a remainder, the professional 
representative of the RCD holder was notified by 
the Office of the definitive expiry of the RCD. The 
failure to renew was due to the fact the RCD was 
part of a larger portfolio of rights whose renewal 
was entrusted to the professional representative 
after a previous management by another firm: by 
mistake, the RCD holder had not communicated 
to its professional representative that the RCD in 
question was among the rights of this portfolio. 
Only after the notification of the RCD’s expiry the 
RCD holder would have been aware of the failure to 
comply with the renewal time limit. 
The RCD holder sent a request for restitutio in 
integrum pursuant to Article 67 CDR. The request 
was denied by the Operation Department (OD). 
The Board of Appeal (BoA) dismissed the appeal 
against the OD’s decision. The RCD holder filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.
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SUBSTANCE: The GC found that the duty of care 
pursuant to Article 67 CDR fell in principle and first 
of all on the professional representative. Therefore, 
it was irrelevant whether the CTM holder’s duty of 
care was fulfilled (paras. 16-21).
As for the duty of care of the professional 
representative, it might be true that, when the 
professional representative was entrusted with the 
task of renewing the portfolio of rights, the RCD at 
hand was not mentioned. However, the professional 
representative could not ignore, because of 
its experience and knowledge, the prejudicial 
consequences of the expiry of the renewal time limit 
for the RCD holder. It follows that the professional 
representative did not fulfil its duty of care when 
it did not inform the CDR holder of the impending 
expiry of the CDR (paras. 22-27).
The action was therefore dismissed (para. 32).

Case T-282/15; Pirelli Tyre SpA v OHIM; Judgment 
of 23 February 2016; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Restitutio in integrum 
 
FACTS: Following a remainder, the professional 
representative of the RCD holder was notified by 
the Office of the definitive expiry of the RCD. The 
failure to renew was due to the fact the RCD was 
part of a larger portfolio of rights whose renewal 

was entrusted to the professional representative 
after a previous management by another firm: by 
mistake, the RCD holder had not communicated 
to its professional representative that the RCD in 
question was among the rights of this portfolio. 
Only after the notification of the RCD’s expiry the 
RCD holder would have been aware of the failure to 
comply with the renewal time limit. 
The RCD holder sent a request for restitutio in 
integrum pursuant to Article 67 CDR. The request 
was denied by the Operation Department (OD). 
The Board of Appeal (BoA) dismissed the appeal 
against the OD’s decision. The RCD holder filed an 
application before the General Court (GC) for the 
annulment of the decision of the BoA.

SUBSTANCE: The GC found that the duty of care 
pursuant to Article 67 CDR fell in principle and first 
of all on the professional representative. Therefore, 
it was irrelevant whether the CTM holder’s duty of 
care was fulfilled (paras. 16-21).
As for the duty of care of the professional 
representative, it might be true that, when the 
professional representative was entrusted with the 
task of renewing the portfolio of rights, the RCD at 
hand was not mentioned. However, the professional 
representative could not ignore, because of 
its experience and knowledge, the prejudicial 
consequences of the expiry of the renewal time limit 
for the RCD holder. It follows that the professional 
representative did not fulfil its duty of care when 
it did not inform the CDR holder of the impending 
expiry of the CDR (paras. 22-27).
The action was therefore dismissed (para. 32).
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Case T-8/15; Auyantepui Corp., SA,  v EUIPO; 
Judgment of 12 April 2016; Language of the case: 
EN

RESULT: Action dismissed 

KEYWORDS: Likelihood of confusion, Coexistence of 
trade marks, Weak element, Visual similarity

FACTS: The applicant sought to register the 
figurative represented below as a EUTM for goods 
and services within Classes 18, 25 and 35.
An opposition based on the earlier figurative 
represented below, registered for goods in Class 25 
was filed on the grounds of Article 8 (1) (b) EUTMR. 
The opposition was directed against some of the 
goods in Class 18 and all of the goods in Class 25.
The Opposition Division upheld the opposition in 
part (for some goods in Classes 18 and 25).
The Board of Appeal (BoA) dismissed the applicant’s 
appeal. The applicant filed an action before the 
General Court (GC). 

SUBSTANCE: The applicant did not dispute the BoA’s 
conclusion on the definition of the relevant public 
and on the conclusion that the goods in question 
were similar or identical. As the GC indicated, the 
applicant admitted that the marks are phonetically 
similar and did not put forward any argument 
challenging the BoA’s conclusion that the marks 
are also conceptually similar (paras. 22 and 23). As 
regards the visual comparison, the GC 

dismissed the applicant’s arguments concerning 
the weakness of the element “jones” and the 
differences between the marks at issue. FIRST, 
regarding the assessment of surnames, the GC 
reminded that the distinctive character of a trade 
mark constituted by a surname, even a common 
one, must be specifically assessed, in accordance 
with the criteria applicable to any other sign (para. 
28). As a consequence, that the fact that the word 
“jones” is a widespread surname is irrelevant to the 
assessment of the distinctive character of that word 
(para. 29). The GC also dismissed the applicant’s 
arguments on the weakness of “jones” marks due 
to the presence of other marks including the term 
“jones” on the Register (para. 38). In conclusion, 
the GC considers that the applicant has not shown 
that the element “jones” is descriptive or weakly 

EUTMA

Earlier mar
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distinctive. SECONDLY, as regards the differences, 
the GC agreed with the BoA that they are of such 
nature of calling into question the similarity 
between the marks arising from the presence of the 
common element “jones” (para. 44). The GC did not 
address the applicant’s claim that the visual aspect 
of the trade marks plays a greater role in the global 
assessment of the likelihood of confusion.
In conclusion, there is likelihood of confusion.

Case T-53/15; credentis AG v OHIM; Judgment of 
10 March 2016; Language of the case: EN

RESULT: Action dismissed 

KEYWORDS: Likelihood of confusion, Similarity of 
the signs, Visual similarity, Identity of the goods and 
services, Similarity of the goods and services

FACTS: The applicant sought to register the word 
mark Curodont as a EUTM for, inter alia, goods 
and services within Classes 3 and 44. An opposition 
based on the earlier Danish word mark  Eurodont, 
registered for goods in Class 3, was filed on the 
grounds of Article 8 (1) (b) EUTMR. The Opposition 
Division rejected the opposition on the ground that 
there was no likelihood of confusion. The Board of 
Appeal (BoA) upheld the opponent’s appeal. The 
applicant filed an action before the General Court 
(GC).

SUBSTANCE: The GC confirmed the practice of the 
Office that when the relevant goods or services 
are targeted both at the general public and 
professionals, it is the public having the lower level 
of attention that must be taken into account for the 
assessment of the likelihood of confusion (para. 
22). The contested goods in Class 3 and services 
in Class 44 are partly identical and partly similar 
to the earlier goods in Class 3. The GC emphasized 
that contrary to the BoA findings the contested 
“cosmetics” are not identical but only similar to 
the earlier “dentifrices and mouth washes” (para. 
28). The marks are visually and aurally similar. 
Since they are meaningless, taken as a whole, the 
conceptual comparison between them is irrelevant. 
The GC concluded that the sole difference of one 
letter between the signs, even if it is their first 
letter, cannot cancel the overall similarity between 
them (para. 35). Therefore, there is a likelihood of 
confusion.   

EUTMA

Earlier mark
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Case T-160/15; LG Developpement v OHIM; 
Judgment of 10 March 2016; Language of the 
case: EN

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Identity of 
the goods and services, Visual similarity, Phonetic 
similarity, Conceptual similarity
 
FACTS: The Opposition Division found no likelihood 
of confusion (LOC). The Board of Appeal found LOC.

SUBSTANCE: The relevant public consists of 
specialists such as professionals in the goods 
transport sector, and of the general public in the EU. 
The opposition is assessed with respect to the UK.
The goods are identical. The BoA did not err in 
finding that “MINICARGO” would be understood as 
consisting of “mini” and “cargo” and in comparing 
the marks on that basis.

There is an average degree of visual and aural 
similarity and only a low degree of conceptual 
similarity, lower than that which was found to exist 
by the BoA.
There is LOC.

EUTMA

Earlier mark
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New Decisions from the Boards of 
Appeal
EUIPO decisions, judgments of the 
General Court, the Court of Justice 
and the National Courts can be found 
on eSearch Case Law. For best results, 
the use of Mozilla Firefox or Google 
Chrome browsers is recommended.

R2005/2015-1 lambretta / LAMBRETTA

RESULT: Decision annulled.

KEYWORDS: Admissibility, Representative, 
Suspension of the proceedings, Article 8(1)(a) CTMR, 
Article 92 CTMR, Article 92(2) CTMR, Article 93(1) 
CTMR

FACTS: The IR holder sought to protect the word 
mark ‘lambretta’ in the European Union, for goods 
in Classes 12, 18 and 25. The opponent filed an 
opposition based on Article 8(1)(a) CTMR against 
all the goods applied for. The IR holder filed an 
application for the revocation of the opponent´s 
earlier mark. Upon the IR holder´s request the 
opposition proceedings were suspended until a final 
decision in parallel cancellation proceedings was 
taken. The rights of the opponent as the proprietor 
of the CTM were partially revoked (T-51/12, under 

appeal C-577/14P). Moreover, upon the request 
of the IR holder, the Opposition Division rejected 
the opposition as inadmissible because of the 
opponent’s lack of representation before the Office.

SUBSTANCE: According to Article 92(2) CTMR, 
natural or legal persons not having either their 
domicile or their principal place of business or 
a real and effective industrial or commercial 
establishment in the EU must be represented before 
the Office in accordance with Article 93(1) CTMR in 
all proceedings established by this Regulation, other 
than in filing an application for a Community trade 
mark (§ 12).
The opponent has its domicile in India, outside the 
European Union; it must therefore be represented 
before the Office. One of the possibilities is to 
appoint a professional representative in accordance 
with Article 93(1) CTMR (§ 13).
When filing an appeal against the contested decision, 
the opponent appointed a new professional 
representative on 2 October 2015 and explicitly 
referred to that appointment in its statement of 
grounds of 10 November 2015 (§ 18).
By appointing a professional representative 
domiciled in the territory of the European Union, 
even at the appeal stage, the opponent remedied 
the deficiency which led the Office to adopt the 
contested decision (§ 19).
In respect of the Office’s suspension decision, there 
was also no obvious need for the opponent to be 
represented before the Office until the proceedings 

https://oami.europa.eu/eSearchCLW/
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2005%2F2015-1
https://euipo.europa.eu/eSearchCLW/#basic/*///number/T-51%2F12
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were resumed. There was also no clear reason for 
the Opposition Division to resume the proceedings 
just to decide on the representative issue until 
a final decision in the cancellation proceedings 
was taken. This is even truer considering that the 
opponent was actually represented in the other 
parallel proceedings (§ 22).
Therefore, the appeal is upheld and the case 
remitted to the Opposition Division for further 
prosecution.

R0390/2015-5 MULTISENSING

RESULT: Decision annulled.

KEYWORDS: Right to be heard, Restriction of the 
list of goods and services, Revocation of decision, 
Substantial procedural violation, Lack of reasoning, 
Reimbursement, Article 61(1) CTMR, Article 61(2) 
CTMR, Article 75 CTMR.

FACTS: The applicant sought to register the sign 
‘MULTISENSING’, for goods in Class 9. The examiner 
issued a partial objection. The applicant requested 
the division of the application for those goods 
which were accepted and also sent a proposal 
for a limitation. In fact the limitation was a sort 
of explanation as regards the scope of the new 
divisional application. However, this letter of the 
applicant called ‘limitation’ was interpreted as a 
true limitation and the Office’s answer was that a 

division could not be carried out as it was belated. 
The examiner confirmed the refusal for those 
goods which had been objected to and the CTMA 
was registered for those goods which were the 
subject of the request for the division. However, 
this registration was later revoked. In the contested 
decision the examiner refused the CTMA for the 
already challenged goods on the grounds that the 
applicant had not answered the first objection letter.

SUBSTANCE: In accordance with the general 
principle of the right of defence, a person whose 
interests are affected by a decision taken by a public 
authority must be given the opportunity to express 
their point of view. Therefore, in all proceedings 
before the Office, the parties must always have 
the opportunity to state their positions and to put 
forward their grounds of defence. The latter will be, 
in principle, submitted in writing (§ 12).
As can be seen from the chronology of events, the 
applicant’s two requests were somehow incorrectly 
treated by the Office which had, in the meantime, 
annulled the registration and put the file back to 
how it was. However, one year later before issuing 
a new objection for the goods originally objected 
to, the examiner had the obligation to issue a 
communication giving the applicant the possibility 
of presenting comments before adopting a final 
refusal decision. By not taking this formal step the 
examiner violated the applicant’s right to be heard 
without entering into the merits on the substance of 
the refusal. Therefore, the Board decides to annul 
the contested decision and remit the file back to the 
examiner (§ 20-22).

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0390%2F2015-5
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R1564/2015-2 SDC-888X BK / SDC-888X BK

RESULT: Decision confirmed.

KEYWORDS: Bad faith, Competence of the Boards, 
Complementary evidence, Distinctive element, 
Evidence of use, New submission on appeal, Non-
registered trade mark, Substantion of earlier right, 
Article 7 CTMR, Article 7(1)(a) CTMR, Article 7(1)(b) 
CTMR, Article 8 CTMR, Article 8(4) CTMR, Article 41 
CTMR, Article 42(1) CTMR, Article 52(1)(b) CTMR, 
Article 76(1) CTMR, Article 76(2) CTMR, Rule 15(3) 
CTMIR, Rule 18(1) CTMIR, Rule 19(1) CTMIR, Rule 
19(2)(d) CTMIR, Rule 20(1) CTMIR, Rule 20(4) CTMIR, 
Rule 22(2) CTMIR, Rule 50(1) CTMIR, Article 8(2) BOA-
RP

FACTS: The applicant sought to register the word 
mark ‘SDC-888X BK‘ for goods in Class 9. The 
opponent filed an opposition on the basis of an 
earlier right, the Czech non-registered word trade 
mark ‘SDC-888X BK‘, established through use for 
‘calculators’. The opposition was based on Article 
8(4) CTMR. The Opposition Division rejected the 
opposition.

SUBSTANCE: According to Article 76(1) CTMR, in all 
inter partes cases, the burden is on the party making 
a particular claim or allegation to provide the Office 
with the necessary facts and arguments in order to 
substantiate the claim. Article 8(4) CTMR does not 
specify the conditions governing the acquisition and 

scope of protection of the earlier right invoked. It is 
a framework provision where the particulars of the 
applicable law must be provided by the opponent 
(§ 32).
As regards the evidence submitted before the 
Opposition Division the opponent did not provide 
evidence of the applicable legislation in force in the 
Czech Republic (§  45). The Office’s duty to obtain 
information, of its own motion, about the national 
law of the Member State concerned where it 
already has before it information relating to national 
law, either in the form of claims as to its content, 
or in the form of evidence submitted and whose 
probative value has been claimed. However, such a 
duty presupposes that the opponent had provided 
the Office not only with particulars showing that it 
satisfies the necessary conditions, in accordance 
with the national law of which it is seeking the 
application, in order to be able to have the use of 
a European Union trade mark prohibited by virtue 
of an earlier right, but also particulars establishing 
the content of that law (see, by analogy, 05/07/2011, 
C-263/09 P, Elio Fiorucci, EU:C:2011:452, § 50) 
however, this is not the case here.
In its statement of grounds the opponent furnished 
information regarding the relevant Czech Trade 
Mark law, providing the Board of Appeal with 
the content of the relevant provisions of that law, 
particularly Section 7(g) (§ 50). Since the opponent 
failed to do so before the Opposition Division, there 
was an absolute lack of evidence at first instance 
(§  67). Under such circumstances, the evidence 

https://euipo.europa.eu/eSearchCLW/#basic/*///number/1564%2F2015
https://euipo.europa.eu/eSearchCLW/#basic/*///number/263%2F09P
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submitted for the first time before the Board cannot 
be considered as additional or supplementary 
evidence and thus is inadmissible (26/09/2013, 
C-610/11 P, Centroterm, EU:C:2013:912, §  85-87) 
(§ 68). Therefore, in the case at hand, the Board has 
no discretionary competence to accept the belated 
evidence filed (§ 70).
For the sake of completeness, the Board adds that, 
even if the evidence submitted for the first time 
before the Board were to be considered ‘additional 
or supplementary’ and even if it enjoyed the 
discretion to accept the documents filed belatedly, 
it would exercise such discretion in not taking them 
into account (§  71). Consequently, the appeal is 
dismissed and the opposition rejected.

R2434/2015-2  

DEVICE OF A CIRCLE DIVIDED HORIZONTALLY 
INTO FOUR DIFFERENT COLOURED PARTS WHICH 
CONTAIN WHITE-COLOURED DEVICES (fig.) 

RESULT: Decision annulled.

KEYWORDS: Distinctive element, Figurative element,  
Nature of the goods and services, Function of the 
trade mark, Article 4 EUTMR, Article 7(1) EUTMR, 
Article 7(1)(b) EUTMR

FACTS: The applicant sought to register the 
figurative mark above. The examiner partially 
rejected the application for goods in Classes 9, 10 
and 14, pursuant to Article 7(1)(b) EUTMR.

SUBSTANCE: The examiner failed to consider with 
‘special care’ other highly similar marks registered 
at the Office (as represented below), especially since 
the mark appeared to be borderline distinctive.
When examining an application for registration of a 
European Union trade mark, the Office must take 
into account other similar marks on the Register and 
‘consider with special care whether it should decide 
in the same way or not’ (10/03/2011, C-51/10  P, 
1000, EU:C:2011:139, § 73-75). (§ 23)
Moreover, an international mark which is identical 
to that at issue in these proceedings (reproduced 
below) has been granted protection in France, 
Germany and Spain, three Member States of the 
European Union, while it has not been rejected in 
any Member State (§ 24):

IR No 1 175 031

IR No 1 241 607

http://curia.europa.eu/juris/liste.jsf?pro=&nat=or&oqp=&dates=&lg=&language=en&jur=C%2CT%2CF&cit=none%252CC%252CCJ%252CR%252C2008E%252C%252C%252C%252C%252C%252C%252C%252C%252C%252Ctrue%252Cfalse%252Cfalse&num=C-610%252F11P&td=%3BALL&pcs=Oor&avg=&page=1&mat=or&jge=&for=&cid=174492
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2434%2F2015
https://euipo.europa.eu/eSearchCLW/#basic/*///number/51%2F10
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On substance, the circle containing horizontal 
coloured bands is not a simple shape. Although 
taken in isolation, each image is, without doubt, 
descriptive of a particular software function, they 
are, nevertheless, arranged in a particular fashion, 
against a particular background, inside a multi-
coloured circle. The mark consists of ten distinct but 
interlocking features. Such a finding counts against 
the mark being a ‘simple’ non-distinctive icon. (§ 33)
As a whole, the mark is distinctive and typical users 
of tablets and mobile phones are particularly ‘savvy’ 
when it comes to identifying an icon and its function. 
They are accustomed to distinguishing between two 
or more software applications, performing the same 
or similar operation, simply on the particular get-up 
of the icon. In this instance, the complexity of the 
icon makes it even more credible that it can be used 
to distinguish the applicant’s goods from the same 
or similar goods of competitors. Therefore, it cannot 
be deemed devoid of any distinctive character 
within the meaning of Article 7(1)(b) EUTMR. (§ 34)
As a consequence, the contested decision must 
be annulled and the mark allowed to proceed for 
registration.

R0521/2015-5 PREFORMANCE / PROFORMANCE

RESULT: Decision confirmed.

KEYWORDS: Dissimilarity of the goods and services, 
Likelihood of confusion (no), Nature of the goods 
and services, Purpose of the goods and services, 
Article 8(1)(b) CTMR

FACTS: The applicant sought to register the word 
mark ‘PREFORMANCE’, for, inter alia, goods in Class 
5. The opponent filed an opposition based on earlier 
EUTM registration No 8 478 067 for the word mark 
‘PROFORMANCE’, registered for goods in Class 32, 
and invoked Article 8(1)(b) CTMR. The Opposition 
Division rejected the opposition in its entirety.

SUBSTANCE: The opponent contests the dissimilarity 
found by the Opposition Division between ‘dietetic 
food and substances adapted for medical or 
veterinary use; nutritional supplements; dietary 
supplements for humans and animals; health food 
supplements, health drinks; food supplements for 
dietetic use’ and its own non-alcoholic drink products, 
namely, ‘mineral and aerated waters and other non-
alcoholic drinks; fruit drinks and fruit juices; syrups 
and other preparations for making beverages’. It 
submits that the goods have the same nature and 
purpose, they can complement each other, also, 
their producers and trade channels overlap. The 
consumers targeted are health-conscious and 
regularly buy over-the-counter medicine, specially 
food supplements and dietetic products. Taking into 
account that the goods are even sold in the same 
supermarkets, they are similar at least to an average 

IR No 1 255 481

https://euipo.europa.eu/eSearchCLW/#basic/*///number/0521%2F2015
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degree (§ 17-18).
The Board cannot concur with the opponent’s 
allegations. The goods indeed have a different 
purpose. The opponent’s goods constitute basic 
human nutrition products: drinks, and aim primarily 
at quenching thirst, whereas the goods of the 
contested mark do not form part of a person’s basic 
nutrition. They are chemical products having the 
purpose of balancing nutritional deficiencies and 
preventing or remedying medical problems in a 
broad sense (§ 19).
The Board relies on a recent judgment of the 
General Court of 23 January 2014, T-221/12, Sun 
Fresh, EU:T:2014:25, which has confirmed the 
earlier practice of the Boards. See similar recent 
decisions of the Boards of Appeal: 12/11/2015, 
R 2860/2014-1, ORACOMEGA/OMEGA and 
03/09/2015, R 2007/2014-1, VITALIS/VITALIS, taking 
the same direction (§ 25).
The Board confirms the first-instance decision and 
dismisses the appeal. Consequently, the mark is 
allowed to proceed for registration.

https://euipo.europa.eu/eSearchCLW/#basic/*///number/221%2F12
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2860%2F2014
https://euipo.europa.eu/eSearchCLW/#basic/*///number/2007%2F2014

