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1
The importance of 
protecting designs 



By the numbers

2023 2023

Over 1 million US design 

patents granted since 1843

Over 1.8 million registered 

EU designs since 2003

31 809

56 569

31 667

35 201



By the numbers



By the numbers – EEA and UK filings in the US

YEAR EEA UK

2008 3712 1009

2009 3247 757

2010 3593 838

2011 3597 878

2012 3594 938

2013 3909 914

2014 3984 1010

2015 4598 1295

2016 4837 1287

2017 4664 1678

2018 5221 1336

2019 4942 1230

2020 4422 1201

2021 4945 1203

2022 4891 1234



By the numbers

• EU-US bilateral trade and 

investment relationship is the 

world’s largest and most 

integrated.

• EU-US bilateral trade is at 

historical highs, with over €1.6 

trillion in 2023.

• US is EU’s number one trading 

partner in services. 
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What is a protectable 
design? 

2



What is protected?

Covers:
• Shape

• Configuration

• Surface ornamentation

• Combinations

U.S. Design Patents

Protect ornamental appearance of an 

article

Covers:
• Product

• Part of a product

• i.e. lines, contours, 

colours, shape, texture 

and/or materials 

• Ornamentation 

Registered EU Designs

Protect the visual appearance



(1)

Surface

ornamentation

applied to an article

(2)

Configuration

embodied 

in an article

(3)

Configuration 

and surface 

ornamentation for an 

article

Examples



Patentability/registrability 
requirements
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What is protected?

A product can be any industrial or 

handicraft item, including 

packaging, graphic symbols and 

typefaces

• representations of ornamentation 

should not include the product to 

which it will be applied, or they 

should disclaim the product

Protect ornamental appearance of an 

article

“[w]hoever invents any new, original 

and ornamental design for an article of 

manufacture may obtain a patent 

therefor” 

• To satisfy this requirement -

applicants are required to indicate  

the design as applied to or embodied 

in an article of manufacture 

Protect the visual appearance

35 USC 171

U.S. Design Patents Registered EU Designs



Embodied DesignDisembodied Design

Design “for an article of manufacture”



What is protected?

‘a Community design shall not subsist 

in features of appearance of a product 

which are solely dictated by its 

technical function’

-> not examined ex officio, only if there 

is an invalidity request

Protect ornamental appearance of an 

article

An ornamental feature or design has 

been defined as one which was “created 

for the purpose of ornamenting” and 

cannot be the result of or “merely a by-

product” of functional or mechanical 

considerations.

Protect the visual appearance

35 USC 171

U.S. Design Patents

Article 8(1) CDR

Registered EU Designs



What is protected?

New and Non-obvious New and Individual Character

novelty - whether, in the eye of an “ordinary 

observer,” two designs are substantially the 

same in overall visual appearance

non-obviousness - the ultimate question is 

whether differences between the claimed 

invention and the prior art are such that the 

claimed invention as a whole would have been 

obvious to a person of ordinary skill in the 

pertinent art at the time of the invention.

novelty not predated by an identical design

individual character - the overall impression it 

produces on the informed user differs from the 

overall impression produced on such a user by 

any design which has been made available to the 

public

35 USC 17135 USC 102 &103

U.S. Design Patents Registered EU Designs
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Different Systems of Protection

Examination Registration

No ex officio examination, only if contested by 

a third party (invalidity claim) 
Applications substantively examined 

ex officio for earlier prior art

U.S. Design Patents Registered EU Designs

Updated Guidance for determining obviousness in Light of LKQ Corp. 

https://www.uspto.gov/subscription-center/2024/uspto-publishes-updated-guidance-determining-obviousness
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ANIMATED DESIGNS/GUIs

RCD 1788159-0001

How would these

be reviewed?



GRAPHICAL USER INTERFACES

RCD 15043125-0003
Static image for Graphical user 

interfaces (part of -)

How would these 

be reviewed?



ICONS & LOGOS

RCD 003001494-0002

RCD 000754098-0001

How would these 

be reviewed?



Get-ups

RCD 9202468-0001 USD 639,453

How would these 

be reviewed?



Typographic typefaces

RCD 004007441-0016

How would these 

be reviewed?



SET OF ARTICLES

RCD No 938 709-0001

How would these 

be reviewed?



PART OF A PRODUCT

RCD 00229752-0001

How would these 

be reviewed?



PART OF A PRODUCT

(shading)

(blurring) (exploded views)

(dotted line)

How about

these? 

(boundaries)



https://id-five.org/e-learning-platform/

https://id-five.org/e-learning-platform/
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Application process 
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Examination workflow

Deficiency?

Application 

Formalities 

examination

Publication

No

Notification of 

registration

Payment of registration fee, publication 

fee * and, if applicable, deferment fee
plus

Yes

Notification of 

deficiency

Remedy or 

amendmentYes

Refusal

No

*In case of a request for 

deferment it is, under the current 

regulation, not necessary to pay 

the publication fee at the time of 

filing. 

QUALITY

CONSISTENCY

PRODUCT INDICATION

DESIGN 

DEFINITION

APPLICANT EEA
PUBLIC 

POLICY & 

MORALITY
FEES



Path to design protection in the US

Tentative Classification, Screened
for Sensitive Contents

Abandonment Examiner

Non-Final Rejection or Allowance

Final Rejection or Allowance

Advisory or Allowance

Applicant Argue or 
Amend

Examiner

Courts

Quality 
Review

Initial Data Capture 
Initial Electronic Capture 

for Printing and Issue

Patent Printed and Issued

Serial No. Assigned

Fees Recorded

Final Data Capture
Final Preparation and 
Electronic Capture for 

Printing and Issue

Administrative Examination, 
Filing Receipt Mailed

Patent Publication 
Division

Receipt & review of 
allowed case & papers

File Maintenance Facility
Match Post-Allowance 

Papers and Fees

Applicant Argue or 
Amend

Appeal to the Patent 
Trial and Appeal 

Board

Applicant Files 
Complete 

Application

Patent Trial and 
Appeal Board 

Decision

Application Assigned to Examiner

Allowance

Express 
Abandonment

CPA or
CON/DIV/CIP



Finding prior art at the USPTO

• PE2E and internal patent 

search databases (including 

international databases)
o Classification

o Inventor

o Assignee

o Image/Text

• External Databases

• Websites

• Examiners are grouped by 

classifications

• Similar applications can be 

batch processed

Looking for prior art Process



First action

U.S. Design Patents

Fast track (2 days) / Standard 

track (7 days) 

Registered EU design

vs



Term of protection

Set Term

Up to 25 years from filing

(renewable every five years)

One time issuance fee for 15 

years protection

(counts from issue)

Renewable Term

U.S. Design Patents Registered EU design



Priority filing

Paris Convention Paris Convention

Priority: 6 months Priority: 6 months

➢300 – 500 priority claims EU                USA  

U.S. Design Patents Registered EU design



Priority requirements

“Perfecting” Priority Obtaining Priority

• max. 6 months before the filing date

• at the time of filing or within 1 month

• copy of the previous filing or

provide a WIPO DAS code

• max. 6 months before the filing date

• up to the payment of the issuance 

fee and correctable thereafter

o examiner may require if there is 

an intervening reference

• certified copy of the previous filing 

or provide a WIPO DAS code

U.S. Design Patents Registered EU design



Publication and deferment

No publication if rejected/refused

• Publication once design is 

granted
o Hague cases will publish 

regardless of the outcome

• Deferment?

• Publication Community 

Designs Bulletin / EUIPO 

website

• Deferment?

Always published

U.S. Design Patents Registered EU design

https://euipo.europa.eu/eSearch/#advanced/bulletins


Grace period

Available for designs Available for designs

12 months preceding the date of 

filing or the priority date

12-month period before the 

effective filing date or 

priority date

U.S. Design Patents Registered EU design



6 How to file?



Path to design protection in the EU



Resources: Apply now

https://www.euipo.europa.eu/en/designs/how-to-apply/apply-now

https://www.euipo.europa.eu/en/designs/how-to-apply/apply-now


Resources: Apply now

https://patentcenter.uspto.gov/ Center - USPTO

https://patentcenter.uspto.gov/
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Non-EU applicants

Legally qualified practitioner in EU

Professional representative from list

Mandatory representation for non-EEA

Employee of another natural 

or legal person

➢ real and effective industrial 

or commercial establishment 

➢ economic connections

➢ SME fund



Non-EU applicantsRepresentation at the USPTO

Any inventor may apply for a patent “pro se” at the USPTO

https://www.uspto.gov/patents/basics/using-

legal-services/pro-se-assistance-program

https://www.uspto.gov/patents/basics/using-legal-services/pro-se-assistance-program


• USPTO always recommends using a registered patent 

attorney or agent to assist in preparing your application

• Only registered patent attorneys/agents may practice 

before the USPTO

• Requirements for being a registered patent attorney or agent

o Only U.S. citizens or permanent residents can be registered to 

practice law in patent matters before the USPTO

o Individuals seeking registration or recognition must meet the 

requirements including the legal, scientific, and technical 

qualifications, as well as good moral character and reputation

o Examination

Non-EU applicantsRepresentation at the USPTO

https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/finding-patent-practitioner


• Design Bar (starting 2024)

o Applicants must have a bachelor’s, master’s, or doctorate of

philosophy degree in any of the following areas (or its equivalent)

from an accredited college or university: Industrial design,

product design, architecture, applied arts, graphic design,

fine/studio arts, or art teacher education.

Non-EU applicantsRepresentation at the USPTO



Non-EU applicantsRepresentation at the USPTO

USPTO always recommends using a registered patent attorney or agent to 

assist in preparing your application

https://www.uspto.gov/learning-and-resources/patent-and-trademark-
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https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/finding-patent-practitioner
https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/finding-patent-practitioner


Resources

https://www.euipo.europa.eu/en/the-office/help-centre/design/faq-basic-questions

https://www.euipo.europa.eu/en/the-office/help-centre/design/faq-basic-questions


Non-EU applicantsAdditional resources at the USPTO



?



How does the appendix work and how can EU 

applicant benefit from it?

Questions and answers 



Can we expect less rigorous design 

examination by USPTO in short (or longer) 

term; i.e. a practice closer to 

the European one?

Questions and answers 



Please be so kind to enlighten us on the 

Information Disclosure Statement and the 

scope to the prior art that has to be disclosed

Questions and answers 



?



Keep in touch with the EUIPO Academy



THANK YOU

@EU_IPO

EUIPO

EUIPO.EU

Courtney STOPP

Office of Policy of International Affairs
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Marianna KONDAS

International Cooperation Service 
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