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VISION - “To establish and communicate clarity, legal certainty, quality and usability
for both applicant and office.””

Objectives : Develop common practices...

Which do not require legislative amendments;

Which will be put in practice by the Participating National IP Offices, BOIP and
OHIM;

Which will be made available in all EU languages.
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CP5. Stakeholders

* IMPLEMENTING OFFICES

AT, BG, BX, CY, CZ, DE, DK, EE, ES, FR, GR, HR, HU, IE, IS, LT, LV, MT, NO, OHIM,
PL, PT,RO, SE, S, SK, TR, UK (28)

 PARTICIPATING BUT NOT IMPLEMENTING OFFICE: CH

» NON-PARTICIPATING OFFICES: [T, Fl

« USERASSOCIATIONS (observers)
AIM/BUSINESS EUROPE, EFPIA, GRUR
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......................

CP5. Implementing the common practice

Common practice: what has changed?

*+ The common practice does not mean any change on the existing practice
in the implementing Offices.

¢ The first survey that was conducted at the beginning of the Project showed
that only 12 out of 28 Offices had guidelines on this particular issue. The
Common Practice will enhance legal certainty, and will serve to
communicate the practice will clarity.



CP5. OBJECTIVES T e el

4 different objectives:

* Define what marks are subject to assessment of distinctiveness
. The earlier mark and/or parts thereof?
. The later mark and/or parts thereof?

S « Determine the criteria to assess the distinctiveness of the mark
Objective 2 (and/or parts thereof)

* Determine the impact on LOC when the common components have
a low degree of distinctiveness

* Determine the impact on LOC when the common components have
no distinctiveness



CP5. OBJECTIVES B e

« Assessment of enhanced distinctiveness and/or acquired distinctiveness
through use and/or reputation.

 Other factors that are considered when assessing the likelihood of

OUt Of confusion.

scope * Interdependencies between assessment of distinctiveness and other
factors considered when assessing LOC.

« Language issues assume that words in English are understood by the
national offices.
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CP5. Common Practice I

* Define what marks are subject to assessment of distinctiveness
Objective 1 . The earlier mark and/or parts thereof?
. The later mark and/or parts thereof?

When evaluating likelihood of confusion:

o’ v" The distinctiveness of the earlier mark as a whole is assessed.

v" The distinctiveness of all elements of the earlier mark and of the
later mark is also assessed, prioritising the coinciding elements.
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CP5. Common Practice B e T

P

. . * Determine the criteria to assess the distinctiveness of the mark
Objective 2 (and/or parts thereof)

When assessing the distinctiveness of the components of the marks:

Same criteria that are used in absolute grounds are used:

a) todetermine a minimum threshold of distinctiveness
b) to consider the varying degrees of distinctiveness.




CP5. Common Practice T e el

* Determine the impacton LOC when the common components
have a low degree of distinctiveness

A coincidence in an element with a low degree of distinctiveness will not on its own
lead to LOC

However, there may be LOC if:

1) There are other elements that are of a lower 2) The overall impression of the
(or equally low) degree of distinctivenessor ~ oR  marks is highly similar or identical
are of insignificant visual impact and the
overall impression of the marks is similar
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CP5. Common Practice 2 orycs ron nammomnzanion

P ——

| SR * Determinethe impacton LOC when the common components
=iy have no distinctiveness

 Acoincidence only in a non-distinctive element will not lead to LOC

» When marks also contain other figurative and/or word elements which are similar,
there will be LOC, if the overall impression of the marks is highly similar or identical.
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) OFFICE FOR HARMDONIZATION
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= Determinethe impacton LOC when the common components
have no distinctiveness

iy Vs.

((Class 41: Discotheque services)

NO LOC: Marks coincide in non-distinctive element (disco) but contain other elements which aren’t
similar (like the figurative elements), and the overall impression of the marks is dissimilar.
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CP5. Implementing the common practice.

OHIM Language considerations
Weak/non-distinctive element for a significant part of the relevant public?

—> Primary linguistic understanding:
- 23 official languages to be taken into account in case of an earlier CTM
—> Possible further factors:
- equivalent words in the relevant territory

- familiarity with very basic vocabulary
- familiarity with certain languages for certain classes/sectors
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1IN THE INTERMAL MARKET

ﬂ . OFFICE FOR HARMDOMNIZATION
" Y

= Determinethe impacton LOC when the common components
have no distinctiveness



https://oami.europa.eu/eSearchCLW/#basic/*///number/2304%2F2012-1
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CP5. Application of the Common Practice OAMI

OAMI - guidelines:

Part C: Opposition: Section 2: double identity and °
likelihood of confusion : Chapter 8: Global

Double Identity and Likelinood of Confusion — Global

assessment, p. 10: N

ICE FOR HARMONI. ZA ON N THE
INTERNAL MARKET (TRADE MARKS AND
DESIGNS) ON COMMUNITY TRADE MARKS

PART C

OPPOSITION

SECTION 2

DOUBLE IDENTITY AND
LIKELIHOOD OF CONFUSION

CHAPTER 8

GLOBAL ASSESSMENT



https://oami.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/law_and_practice/trade_marks_practice_manual/WP/Part-C/02-part_c_opposition_section_2/part_c_opposition_section_2_chapter_8_global_assessment/part_c_opposition_section_2_chapter_8_global_assessment_en.pdf
https://oami.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/law_and_practice/trade_marks_practice_manual/WP/Part-C/02-part_c_opposition_section_2/part_c_opposition_section_2_chapter_8_global_assessment/track_change/part_c_opposition_section_2_chapter_8_global_assessment_tc_en.pdf
PSK
Gul seddel
Clicking on 'Part C...p.10' will make your browser open the relevant part of the guidelines.
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ULTIMATE



https://oami.europa.eu/eSearchCLW/#basic/*///number/1462%2F2012-G
PSK
Gul seddel
Clicking on the reference of this decision  will make your browser open the BoA decision.
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CP5. Case-law of the Court : trends

1. Risk of confusion between marks composed of weak / non disctinctive elements

A micro



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=t-149/12&td=ALL
PSK
Gul seddel
Clicking on the reference number to the left on this and the following pages will make your browser open a webpage containing links to the judgment in languages available.
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CP5. Case law of the Court : trends

2. Existence of a likelihood of confusion when there is a coincidence in the weak /
descriptive element and similarity between the rest of the elements.

LOC



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=c-422/12&td=ALL
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CP5. case law of the Court: trends

3. No likelihood of confusion when only the weak parts of the signs are coinciding.

NO LOC



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=t-138/13&td=ALL
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CP5. case law of the Court : trends

3. No likelihood of confusion when only the weak parts of the signs are coinciding.



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=t-272/13&td=ALL
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CP5. the case law of the Court : trends

3. No likelihood of confusion when only the weak parts of the signs are coinciding

NO LOC



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=t-591/13&td=ALL
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CP5. case law of the Court: trends

3. No likelihood of confusion when only the weak parts of the signs are coinciding.

NO LOC



http://curia.europa.eu/juris/liste.jsf?language=en&jur=C,T,F&num=t-102/14&td=ALL
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(+34) 965139 100 (switchboard)

(+34) 965 139400 (e-business technical incidents)
(+34) 965 131 344 (main fax)
information@oami.europa.eu
e-businesshelp@oami.europa.eu
twitter/oamitweets

Thank You

youtube/oamitubes





