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CP5: Relative Grounds - Likelihood of Confusion
(Impact of non-distinctive/weak components)

“Harmonise the practice regarding non-distinctive/weak components of trade
marks for the purpose of assessing likelihood of confusion, assuming that the goods
and/or services are identical.”
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VISION - “To establish and communicate clarity, legal certainty, quality and usability
for both applicant and office.””

Objectives : Develop common practices...

Which do not require legislative amendments;

Which will be put in practice by the Participating National IP Offices, BOIP and
OHIM;

Which will be made available in all EU languages.
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Endorsement in Endorsement in 2013 Envisaged endorsement Envisaged endorsement Envisaged endorsement
2012 in2014 in2015 in2016

CP2. Convergence of

Class headings

v

CP1. Harmonization of classification-
General indications

CP4. Scope of protection B&W Marks

CP5. Relative grounds - Likelihood of confusion

CP3. Absolute grounds- Figurative marks

CP6. Graphic Representation of a Design

CP7. Harmonisation of Product Indications phase 1 phase 2



Convergence Programme : CP3. Relative grounds — Likelihood of Confusion o0

D OFFICE FOR HARMOMIZATION
I THE INTERMAL MARKET
5a e

4 wame w an

CP5. Relative Grounds - Likelihood of Confusion

Impact of non-distinctive/lweak components

Common Practice Document

Common Communication

2 October 2014
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CP5. Stakeholders

IMPLEMENTING OFFICES

AT, BG, BX, CY, CZ, DE, DK, EE, ES, FR, GR, HR, HU, IE, IS, LT, LV MT, NO, OHIM,
PL, PT, RO, SE, SI, SK, TR, UK (28)

PARTICIPATING BUT NOT IMPLEMENTING OFFICE
CH

NON-PARTICIPATING OFFICES
IT, FI

USER ASSOCIATIONS (observers)
AIM /BUSINESS EUROPE, EFPIA, GRUR
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CP5. Results of the initial survey (February 2012

Do you have any quidelines for examiners on how to deal with

non-distinctive/weak components of marks in the context of the
examination of relative grounds for refusal (Likelihood of
Confusion)?

BNo ©mYes N/A



CP5. OBJECTIVES ST
4 different objectives:

* Define what marks are subject to assessment of distinctiveness
. The earlier mark and/or parts thereof?
. The later mark and/or parts thereof?

« Determine the criteria to assess the distinctiveness of the mark
(and/or parts thereof)

Objective 2

* Determine the impact on LOC when the common components have
a low degree of distinctiveness

* Determine the impact on LOC when the common components have
no distinctiveness



CP9. OBJECTIVES TR I

« Assessment of enhanced distinctiveness and/or acquired distinctiveness
through use and/or reputation.

 Other factors that are considered when assessing the likelihood of

OUt Of confusion.

scope * Interdependencies between assessment of distinctiveness and other
factors considered when assessing LOC.

» Language issues assume that words in English are understood by the
national offices.
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CP5. RECAP: Steps taken B e v ra "
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Kick-off meeting February 2012

Work Package meeting October 2012 — start of drafting common
practice, finding the legal grounds

Work Package meetings 7 June 2013 and 22 October 2013 — further
work on the common practice. Final agreement on the four objectives.

WP1, WP2 and WP3 documents sent and approved by working
group

Liaison Meeting April 2014 sub-title was added for further clarification
of the Project Scope
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CP5. RECAP: Steps taken R 2T s aane

Unanimous endorsement at the Administrative Board Meeting: May

2014
3 deliverables: Principles of the New Common Practice Document,
Communication Plan Document, Implementation Strategy Document

Working Group Implementation meeting 30 June 2014

Common Communication published on 2 October 2014

Implementation by 2 January 2015
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CP5. Common Practice R Rrriee mvemmens amr

* Define what marks are subject to assessment of distinctiveness
Objective 1 . The earlier mark and/or parts thereof?
. The later mark and/or parts thereof?

When evaluating likelihood of confusion:

v" The distinctiveness of the earlier mark as a whole is assessed.

v" The distinctiveness of all elements of the earlier mark and of the
later mark is also assessed, prioritising the coinciding elements.



Convergence Programme : CP3. Relative grounds — Likelihood of Confusion o0

CP5. Common Practice R ek imeeas eamir
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... + Determine the criteria to assess the distinctiveness of the mark
Objective 2 (andlor parts thereof)

When assessing the distinctiveness of the components of the marks:

Same criteria that are used in absolute grounds are used:

a) todetermine a minimum threshold of distinctiveness
b) to consider the varying degrees of distinctiveness.
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* Determinethe impacton LOC when the common components
have alow degree of distinctiveness

A coincidence in an element with a low degree of distinctiveness will not on its own
lead to LOC

However, there may be LOC if:

1) There are other elements that are of a lower 2) The overall impression of the
(or equally low) degree of distinctiveness or marks is highly similar or identical
are of insignificant visual impact and the OR

overall impression of the marks is similar



CP5. Common Practice o e vl

e The goods and services are considered to be

For the identical.
examples in

this ) o All the other factors which may be relevant for the
presentation global appreciation of likelihood of confusion are
deemed not to affect the outcome.
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* Determine the impacton LOC when the common components
have a low degree of distinctiveness

-
O d Objective 3
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S * Determinethe impacton LOC when the common components
have a low degree of distinctiveness
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CP5. Common Practice . EREIEE R
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, S * Determinethe impacton LOC when the common components
-4 have no distinctiveness

 Acoincidence only in a non-distinctive element will not lead to LOC

« When marks also contain other figurative and/or word elements which are similar,
there will be LOC, if the overall impression of the marks is highly similar or identical.
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* Determinethe impacton LOC when the common components
have no distinctiveness
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RSS Reduced Smoke Smell
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* Determinethe impacton LOC when the common components
have no distinctiveness
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CP5. Implementing the common practice

Common practice: what has changed?

¢+ The common practice does not mean any change on the existing practice
in the implementing Offices.

¢ The first survey that was conducted at the beginning of the Project
showed that only 14 out of 28 Offices had guidelines on this
particular issue. The Common Practice will enhance legal certainty,
and will serve to communicate the practice will clarity.
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CP5. Implementing the common practice

Common Communication
Document

) European

Present

pos"

Commaon Communication

on the Commaon Practice of Relative
Grounds of Refusal - Likelihood of
Confugion (Impact of nen-distinctive/weal
mmmmmmmm




Convergence Programme : CP3. Relative grounds — Likelihood of Confusion o0

D OFFICE FOR HARMOMIZATION
I THE INTERMAL MARKET

......................

CP5. Implementing the common practice: Common Communication

Implementation date:

Publication date (02/10/2014) + max. three months
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(+34) 965139 100 (switchboard)

(+34) 965 139400 (e-business technical incidents)
(+34) 965 131 344 (main fax)
information@oami.europa.eu
e-businesshelp@oami.europa.eu
twitter/oamitweets

youtube/oamitubes

Www.0ami.europa.eu Thank You



