
Webinar 

CP3 - Experience on implementation and latest case law  

Cristina SENERIO LLOVET 

External service provider, ICLAD 

23 May 2017 



 

Table of contents 
 

 ENDORSEMENT OF CONVERGENCE PROJECTS AND FUTURE 

 IMPLEMENTATION OF THE CP3 COMMON PRACTICE 

 PRINCIPLES & ILLUSTRATIVE CASES 

 WORD ELEMENTS 

 FIGURATIVE ELEMENTS 

 BOTH WORD & FIGURATIVE ELEMENTS 

 CONCLUDING REMARKS 

CONTENTS 

CP3 - Experience on implementation and latest case law 



Convergence Projects: endorsements 

2014 2012 2013 

ECP4 
Convergence 

Analysis Project is 
launched CP7 

Harmonisation 
of Product 
Indications 

CP6 Graphic 
representation 

of designs 

CP5 RG - Likelihood of 
Confusion (Impact of 
non-distinctive/weak 

components  

CP2 Convergence of 
Class Headings 

CP1 Harmonisation of 
Classification – General 

Indications  

CP3 Distinctiveness – 
Figurative marks containing 
descriptive/ non-distinctive 

words 

2015 2016 

STRATEGIC PLAN 
2011-2015 

STRATEGIC PLAN 
2015-2020 

2017 2011 

CP4 Scope of Protection 
of Black and White 

Marks  



LoA4: Intensify 
network 

engagement 

ECP4: Shared 
Services and 

Practices 

Subproject ECP4: 
Convergence 

Analysis Project 

SP 2015-2020 ECP4: Convergence Analysis Project  

 
“Progressively map the main 

areas of EU IP Offices trade 

mark and design practices 

and analyse them to identify 

those  areas where 

convergence of practices can 

be achieved for the benefit of 

both EU IP Offices and users.” 

 

VISION 



 

“Establish a common practice in relation to when a figurative mark, containing purely 

descriptive /non- distinctive words, passes the absolute grounds examination because 

the figurative element renders sufficient distinctive character” 

 

The Common Communication was published in October 2015 and implemented by 25 

Offices 

IMPLEMENTATION OF THE CP3 COMMON PRACTICE 
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With respect to the word elements in the mark: 
 

• Typeface and font 

• Combination with colour  
• Combination with punctuation marks and other symbols 
• Position (sideways, upside-down, etc.) 

 
 

With respect to the figurative elements in the mark:  

• Use of simple geometric shapes 

• The position and proportion (size) of the figurative element in relation to the word 

• Whether the figurative element is a representation of the goods and/or services 

• Whether the figurative element is commonly used in trade in relation to the goods and/or 
services applied for 

 

 
 

 

With respect to both the word and the figurative elements in the mark:  
 

• How combinations of the criteria affect distinctiveness 

 

CP3: Distinctiveness: Figurative marks containing descriptive or non-distinctive words 

OVERVIEW OF THE CRITERIA 



OVERVIEW OF THE CRITERIA 

 

 
 

With respect to the word elements in the mark: 

• Typeface and font 
 

• Combination with colour  
 

• Combination with punctuation marks and other symbols 
 

• Position (sideways, upside-down, etc.) 

CP3: Distinctiveness: Figurative marks containing descriptive or non-distinctive words 
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     (Class 30: Coffee) 

 

      Basic typeface 

 

     (Class 30: Coffee) 

 

Stylised handwritten    

lettering 

COMMON PRACTICE 

A. With respect to the word elements in the mark  

 Typeface and font 
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            (Class 42) 

 

 

 (Classes 1, 5, 8, 17, 21, 22 ) 

 

EUIPO BOA R503/2016-1 LITHUANIAN Office 

 

 

   

  (Classes 38, 41 & 42) 

 

SPANISH Office  

 

   

             (Class 12) 

 

EUIPO BOA R0450/2014-4 

A. With respect to the word elements in the mark  

 Typeface and font 
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     (Class 30: Coffee) 

 

Addition of one single colour 

to a basic typeface 

     (Class 30: Coffee) 

 

Coloured background or frame 

COMMON PRACTICE 

A. With respect to the word elements in the mark  

 Combination with colour 
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     (Classes 9, 28 &41) 

 

 

 

   (Classes 35, 39 & 42) 

 

General Court T-663/14 General Court T-494/14 

 

 

 

           (Class 17) 

  

BENELUX Office 

        

 

       (Class 33) 

FRENCH Office 

A. With respect to the word elements in the mark  

 Combination with colour 
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             (Class 28) 

 

 

 

              (Class 35) 

 

General Court T-237/15 LITHUANIAN Office 

 

 

 

              (Class 3) 

  

General Court T-04/15 
 

 

 

        (Class 5, 29 & 30) 

  

BULGARIAN Office 

A. With respect to the word elements in the mark  

 Combination with colour 
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  (Class 29: Sardine) 

 

Addition of a full stop 

     (Class 30: Coffee) 

 

Addition of quotation marks 

COMMON PRACTICE 

A. With respect to the word elements in the mark  

 Combination with punctuation marks and other symbols 
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     (Classes 9, 38 & 42) 

 

 

        

            

            (Class 30) 

 

CJEU C-37/03 P General Court T-366/12 

A. With respect to the word elements in the mark  

 Combination with punctuation marks and other symbols 
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  (Class 30: Coffee) 

 

All the text upside-down 

      

 

 

          (Class 30: Coffee) 

COMMON PRACTICE 

A. With respect to the word elements in the mark  

 Position of the word elements 
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Classes 35, 36, 37, 38, &42 

 

 

 

          Classes 3 & 5 

 

EUIPO BOA R0374/2014-2 General Court T-504/12 

 

 

              Class 35 

LITHUANIAN Office 

 

 

               

BENELUX Office 

A. With respect to the word elements in the mark  

 Position of the word elements 



 

 
 

With respect to the figurative elements in the mark: 

 

• Use of simple geometric shapes 

 

• The position and proportion (size) of the figurative element in relation to the word 

 

• Whether the figurative element is a representation of the goods and/or services 

 

• Whether the figurative element is commonly used in trade in relation to the goods and/or 
services applied for 

CP3: Distinctiveness: Figurative marks containing descriptive or non-distinctive words 

OVERVIEW OF THE CRITERIA 
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          (Class 30: Coffee) 

COMMON PRACTICE 

Use of simple geometric shapes 

B. With respect to the figurative elements in the mark  

(Class 30: Coffee) 
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            (Class 10) 

 

 

(Classes 35, 36, 39, 42 & 45) 

General Court T-360/15  EUIPO BOA R 2063/2014-4  

Use of simple geometric shapes 

B. With respect to the figurative elements in the mark  

      

 

         (Classes 3 & 5) 

BENELUX Office 

      

 

              (Class38) 

LITHUANIAN Office 
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         (Class 30: Coffee) 

COMMON PRACTICE 

The position and proportion (size) of the fig. element in relation to the  

word element 

B. With respect to the figurative elements in the mark  

(Class 29: Sardines) 
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       (Classes 24, 26 & 40) 

 

    (Classes 9, 16 & 35) 

EUIPO BOA R2516/2013-2  EUIPO BOA R0781/2014-4 

The position and proportion (size) of the fig. element in relation to the  

word element 

B. With respect to the figurative elements in the mark  

 

    (Classes 18 & 25) 

General Court T-203/14 

 

             (Class 35) 

LITHUANIAN Office 
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COMMON PRACTICE 

B. With respect to the figurative elements in the mark  

(Class 29: Sardines) 

The figurative element is a representation of, or has a direct link with the G&S  

(Class 29: Sardines) 
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    Classes 29, 30 & 31 

 

 

           Classes 39 

EUIPO BOA R0955/2016-5 EUIPO BOA R2931/2014-5 

The figurative element is a representation of, or has a direct link with the G&S  

B. With respect to the figurative elements in the mark  

 

 

      Class 31 

PORTUGUESE Office 

   

      

    Class 32 

FRENCH Office 
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            Class 35 

 

 

              Class 44 

ESTONIAN Office CROATIAN Office 

The figurative element is a representation of, or has a direct link with the G&S  

B. With respect to the figurative elements in the mark  

 

 

      

BENELUX Office 

   

        Classes 29, 30 & 32 

EUIPO BOA R1655/2016-5 
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COMMON PRACTICE 

The figurative element is commonly used in trade in relation to the goods and services 

applied for  

B. With respect to the figurative elements in the mark  

(Class 30: Coffee) (Class 29: Sardines) 
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         (Classes 3 & 5) 

General Court T-608/14 

The figurative element is commonly used in trade in relation to the goods and 

services applied for  

B. With respect to the figurative elements in the mark  

The figurative element is commonly used in trade in relation to the goods and 

services applied for  

 

 

              (Class 10) 

BULGARIAN Office 

 

 

          

BENELUX Office  

 

 

        (Classes  4, 35, 39) 

SPANISH Office  



 

 
 

CP3: Distinctiveness: Figurative marks containing descriptive or non-distinctive words 

How do combinations of the individual criteria affect distinctiveness? 



Common Communications published under TMDN.org 



Thank you for your attention  




