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LEGAL BASIS

The EUIPO shall promote convergence of practices in the fields of trade marks and designs, in
cooperation with the MS IPOs

1. Cooperation with the MS IPOs shall cover, among others, the development of common examination
standards and common practices.

2. The EUIPO shall consult with user representatives in particular in the phases of definition of the projects

The offices shall be free to cooperate effectively with each other and with the EUIPO in order to promote
convergence of practices in relation to the examination and registration of trade marks.
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EUROPEAN UNION IP NETWORK

Intellectual Property Offices and User Associations .
) - . EUIPN

« o EUROPEAN UNION
INTELLECTUAL PROPERTY NETWORK
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ACHIEVEMENTS OF THE EUROPEAN UNION IP NETWORK

CP8-Use of a Trade Mark in a

CPfl-I—||arm.?_nisati0n form differing from the one
of Classification registered

Practice of G&S :
CP6-Graphic

Representation CP11-New types
of Designs of Marks

CP4-Scope of : )
Protection of Black CP12-Evidence in
and White Marks Appeal Proceedings

Cgﬁi;g‘ﬁ'{ﬂﬁg&?gf CP7-Harmonisation CP9-Distinctiveness of three- CP13-Trade mark
Non-Distinctive/Weak of Product dimensional marks (shape applications made in
Components) Indications marks) containing verbal and/or bad faith
figurative elements when the
shape is not distinctive in itself CP14-Trade marks
o ) contrary to public policy
CP3-Distinctiveness - CP10-Criteria for assessing orto accepted
Figurative Marks disclosure of designs on the principles of morality
CP2-Convergence _ containing internet
of Class Headings Descrlptlve/Nog-D|st|nct|ve
Words
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LAYERS OF HARMONISATION IN EUROPE




CONVERGENCE OF PRACTICES: VISION AND OBJECTIVES

“To establish and

communicate
clarity, legal
certainty,

guality and
usability for both
applicant and
office.”
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CONVERGENCE ANALYSIS

Objective
Identify areas of trade mark
and design practice where e New convergence
convergence of practices projects selected for
may bring the greatest launch
benefits to wusers of the
European IP system

2;;% Consultation  with
EUIPN stakeholders

I In-depth analysis of areas with
22 .
the potential for convergence
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MAINTENANCE OF COMMON PRACTICES

Objective Monitoring and reporting on CP
To establish and utilise a more developed implementation by IPOs

and systematic maintenance system to
ensure the sustainability of EUIPN
convergence the effective management of

Common Practices (CPs). | Review of relevant case-law

Knowledge exchange on the real-life
application of CPs within IPO decisions

Training materials, promotion and
awareness building

RN
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BRINGING A COMMON PRACTICE TO FRUITION

Working GFOUpS consist of IPOs and UAs Common Practice Deve|opment
Share views, experience, expertise

Working Group meetings & drafting workshops
Total time required: approx. 2 years

Numerous drafts and revisions circulated
Supported via extensive research

Requires Liaison Meeting acknowledgement and
Management Board adoption (all 26 IPOs)
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BRINGING A COMMON PRACTICE TO FRUITION

Common Practice Implementation

Overview of implementations of the CP11

The Common Pracliiy

date Proceedings pending o
the i i

1 July 2021

Common Practice translated into 23 official
EU languages 4 Aoei 2021

M - 14 July 2021
Published on EUIPN website (TMDN.org) ey 201
14 July 2021
1 May 2021
14 April 2021
14 April 2021
14 April 2021
14 April 2021

COMMON COMMUNICATION

14 April 2021

Training material developed, e.g. webinars NEW TYPES OF MARKS:

14 April 2021 : EXAMINATION OF FORMAL
and PPTs IS NS SOk REFUSAL
Common Practice availability promoted ‘.‘.31’3':’33“
1‘July 021
across EUIPN T Rort 221
1 July 2021
1‘Aprll2021
14 April 2021

lementation of the Cemman Practce

" The IP Office acknowledged the Commen Practice and implementation s delayed for technical
reasons
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24 TRADE MARKS
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CONVERGENCE IN ACTION: TRADE MARKS

[ Classification of goods and services




CP1 AND CP2: TRADE MARK CLASSIFICATION PRACTICE

&

CP1: CP2:
Harmonisation on Convergence

Trade Marks Classification of Class Headings
Practice of G&S

CP1 supplies a common harmonised database of goods and services, as well as guidelines
on clear and precise terms. CP2 compiles IPOSs’ interpretations of the scope of protection of
trade marks containing entire Nice class headings.
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CP1 AND CP2: EVOLUTION

3 UPDATE

B Updated CP1 and CP2
Common Communications

2 ANALYSE

W Expert analysis carried
M Proposals published for
B Potential impact of Trade public consultation
Mark legal reform on CP1
and CP2
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CONVERGENCE IN ACTION: TRADE MARKS

CP3, CP9,

Absolute Grounds CP11. CP13, CP14




CP3: DISTINCTIVENESS

CP3: Distinctiveness - figurative marks containing
descriptive/non-distinctive words

FLAVOUR AND AROMA

(Class 30: Coffee)

CP3 provides harmonised guidelines on when a figurative mark, containing purely
descriptive/non-distinctive words, passes absolute grounds examination because
the figurative element renders sufficient distinctive character.




INTELLECTUAL PROPERTY OFFICE

CP3: BEFORE AND AFTER

CP3 Distinctiveness of TMs by national or regional IP Office
(Survey results for 2012 and 2015)

* e 000 P ) * Distinctive 2012
o

4

@ Distinctive 2015

-
n O
X =
| —

S 3
E.;
L O
'%E
s03
0
° 5
o 2
O o
ET
S »n
Z C
o
o

MS IP Offices




R EVIP

INTELLECTUAL PROPERTY OFFICE

CP3: SIXYEARS LATER

» New guestionnaire sent to IPOs and UAs in 2021
» Including both real and fictious examples

» 81% alignment among IPOs and UAs

S

Bio %
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CP3: KNOWLEDGE EXCHANGE ON COMMON PRACTICES WITH USERS

o} g bt 04 g
15 users 8 IPOs SSu,P

represented volunteered

8 UAS decisions W

23

decisions ? BARISTA

discussed | COFFEE TRAINING POINT
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CP3: TRAINING MATERIALS

(CP3: Disincliveness of figurative marks containing descripivenon-disinclive words

General Court

*CP3 Principles

Case T-686/18, 3 October 2019 (43) The figurative elements of the mark applied for,

Appeal dismissed position, are not capable of diverting the
Trade mark found non-distinctive relevant public from the descriptive message
o that the mark
e

CP3; Disinciiveniess of

_ argument, the

i lisation of the

.Cas e S u d I eS y original. The
——————————————————————— e-catching”, nor
loes not enable
e mark applied
inction required
ervices for an

[A1] Typeface and font. In general, descripti istinctive word appearing in basic/standard typeface,
lettering or handwritten style typefaces — with or without font effects (bold, italics) — are not registrable

CP3 example

CP3 Case-law el Sl
overview S

| Class 9: Glasses, sunglasses and eccessones |
| thereof .

Non-distinctive : Non-distinctive
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CP9: DISTINCTIVENESS OF THREE-DIMESNSIONAL MARKS

CP9: Distinctiveness of three-dimensional marks (shape marks)
containing verbal and/or figurative elements when the shape is not
distinctive in itself

CP9 establishes a minimum threshold for the distinctiveness of shape marks containing
other elements when the shape itself is
non-distinctive.
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LEGAL REFORM AND NEW TYPES OF MARKS

Elimination of the graphic representation
requirement from the definition of a trade mark

Common Communication on the =< T
representation of new types of trade marks e O TRADE mARKS

Laid the groundwork for CP11
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CP11: NEW TYPES OF MARKS

CP11: New types of marks — examination of formal
requirements and grounds for refusal

MOTION MARK MULTIMEDIA MARK

Class 25: Clothing Class 25: Clothing

CP11 provides general principles for the examination of formal requirements and absolute
and relative grounds for refusal of the new types of trade marks, namely sound, motion,
multimedia and hologram marks.




CP13: BAD FAITH

CP13: Trade mark applications made in bad faith

CP13 aims to provide a harmonised understanding of the notion of bad faith and of other
concepts, including terminology, related to its assessment as well as to the factors that may
prove relevant in the assessment




CP14: PUBLIC POLICY AND MORALITY

CP14 - Trade marks contrary to public policy or to accepted
principles of morality

TUEking g

BLACK LIVES MATTER

CANNABIS

CP14 aims to reach a common understanding of the concepts of public policy and
accepted principles of morality as well as common criteria for assessing if a sign is
contrary to public policy and/or to accepted principles of morality’.
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CONVERGENCE INACTION: TRADE MARKS

CP4, CP5,

Relative Grounds CP8. CP11
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CP4: SCOPE OF PROTECTION OF B&W MARKS

CP4. Scope of protection of black and white (B&W) marks

CP4 delivers a common interpretation of the scope of protection of trade marks exclusively
In black, white and/or shades of grey (and whether they cover any/all colours or not).
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CP5: RG - LIKELIHOOD OF CONFUSION

CP5: Relative grounds — likelihood of confusion
(impact of non-distinctive/weak components)

Ir

re%eralor

(Class 11: Refrigerators) LOC

CP5 provides harmonised principles regarding the impact of non-distinctive/weak
components of trade marks when assessing likelihood of confusion between trade marks
with identical goods and/or services.




R EVIP

INTELLECTUAL PROPERTY OFFICE

CP8: USE OF A MARK IN A FORM DIFFERING FROM THE ONE REGISTERED

CP8: Use of atrade mark in a form differing from
the one registered

*- 135’:(

CP8 delivers general principles for assessing when the use of a trade mark in a form
differing from the one registered alters its distinctive character.
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CP11: NEW TYPES OF MARKS

CP11: New types of marks — examination of formal
requirements and grounds for refusal

Earlier motion mark Contested hologram mark

’\

| gerivan

CP11 provides general principles for the examination of formal requirements and absolute
and relative grounds for refusal of the new types of trade marks, namely sound, motion,
multimedia and hologram marks.
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CP11: BEFORE AND AFTER

IPOs with guidelines for examiners on how to assess formal
requirements and grounds for refusal on new types of trade mark

June 2018

(~ Jeo Jox [ o ez Joe Joc fee [es Jo] e [ mfonfun Juwf e [ o Jur Jofur] e Jor Jrose [ s [ s JUNMOREUES

July 2021

DOOOOOOOOOOOOOOOOO0GRAAAAaN © o«
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NEW TYPES OF MARKS: AN ONGOING JOURNEY

[FUTURE CASE-LAW]

PROMOTION AND
AWARENESS

IP TOOLS AND
TECHNOLOGIES

CP11 COMMON
PRACTICE
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CONVERGENCE INACTION: TRADE MARKS

Appeal proceedings
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CP12: EVIDENCE IN APPEAL PROCEEDINGS

CP12 - Evidence in trade mark appeal proceedings: filing, structure,
and presentation of evidence, and treatment of confidential evidence

Basic Image Information

Target file: Alicarte EUPOS PG © 7 7 1 Extracted 640 x 480 74-kiobyte "

JPG Displayed here at 70% width ('/,, the area of the original)

Camera: |Olympus VG170
Lens. 4.7 mm

(Max sperture 12.8) (shot wide open)
Exposure: | Auto exposure, Creative (Slow speed), '/1,000 sec, #72.8, 1SO 80
Flash

December 1, 2018 11:4104AM (vmezone not spect

{3 months, 10 Gays, 20 hours, 14 minutes, 12 S6conds 890, SSsUMng A

smezone of US Pactic)

4,288 x 3,216 JPEG (13.8 megapixels)

3,192,982 bytes (3.0 megabytes)

WARNING: Color space as sRGB, without an embedded
color profile. Windows Mac browsers and appas treat the
colors randomly.

Image Yor the web are most widely viewablo when » the SAGE colr space
and with protée. See my 10 Dgital-image Cotor
Spaces for more information,

CP12 provides recommendations in the area of evidence, in relation to filing, structure and
presentation of evidence within trade mark appeal proceedings, as well as the treatment of
confidential evidence in appeal decisions.
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CP6: GRAPHIC REPRESENTATIONS OF DESIGNS

CP6: Graphic representations of designs

&N

RCD No. 000910146-0004 (12.08) (Automobiles (part of-))
Owner: TOYOTA MOTOR CORPORATION

Example 8 - Colour shading correctly applied

CP6 provides guidance related to design examinations, in particular on how appropriate
visual disclaimers should be used, acceptable types of views, and what constitutes a
neutral background when representing a design.
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CP7: HARMONISATION OF PRODUCT INDICATIONS

CP7: Harmonisation of Product Indications
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CP10: CRITERIA FOR ASSESSING DISCLOSURE OF DESIGNS ON THE INTERNET

CP10: Criteria for assessing disclosure of designs on the internet

CP10 delivers criteria for assessing disclosure of designs on the internet
and related recommendations
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DESIGNS: A NEW ERA OF CONVERGENCE

Designs legal reform and a new era of CONVERGENCE




HE LEGACY OF
CONVERGENCE
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EUIPN IMPLEMENTATIONS PER COMMON PRACTICE

CP12: Evidence in Appeal Proceedings

CP11: New Types of Marks: Examination of Formal Requirements and Grounds for Refusal and/or Invalidity

CP10: Criteria for Assessmﬁ Disclosure of Desqns on the Internet

CP9: Distinctiveness of 3D marks (shape marks) containing verbal and/or figurative elements when the shape is not distinctive in itself

CP8: Use of a Trade Mark in a Form lefermg from the one Reﬁlstered

CP7: Harmonisation of Product Indications

Ul

N
(@)]

000

CP6: Convergence on Graphic Representations of Designs

CP5: Relative Grounds — Likelihood of Confusion ‘Imﬁact of non-distinctive/weak comﬁonentsi

CP4: Scope of Protection of Black and White Marks

NN
Wl N

CP3: Distinctiveness - Figurative Marks containing descriptive/non-distinctive words

N

CP2: Convergence of Class Headings

CP1: Harmonisation on Trade Marks Classification Practice of G&S

(0)]

| 2
| 26
| 26
| 25
B
| 26

0O

100% implementation
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SUPPORT ACROSS THE EU

“...The harmonisation of the « :

: —— “The convergence of practices has
practices of IPOs have . : -

) . contributed to better predictability
considerably facilitated the , .

S o : of IPO's decisions, transparency
examination practice in the design : y

: y and legal certainty for IP users.

and trade mark proceedings...

“They have ensured more “The Common Practices have been

consistency in decision making appreciated by the Office's
and consequently increased legal examiners, as well as our users.”

certainty.”

“...it's beyond any doubt that all of “They act as a good reference point
them have proved to be extremely for both Examiners and Applicants in
helpful in the context of the the event of any uncertainty.”
examination activities of our Office.”
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UAs’ PARTICIPATION IN CONSULTATIONS (CP8-CP12)

UAs’ participation in consultations (CP8-CP12)

Average participation
CP12

CP11

CP10

CP9

CP8

Average
participation
B UA participants
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BENEFITS OF CONVERGENCE

K R

Increased legal Clarity and
certainty transparency

Quiality Time and cost
and usability savings

Clear and detailed
More predictable CPs available criteria, user-
outcomes of the publicly in all EU friendly and reflect
examination Languages market realities

Reduction in
application
processing
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COMMON PRACTICES UPHELD BY THE COURTS

Classes: 18, 21

Decision of the General Court T-203/14, The German Federal Court of Justice
Splendid, EU:T:2015:301, on the distinctiveness (Bundesgerichtshof, BGH) | ZR 153/14,

of figurative marks containing descriptive/non- BMW:, on the scope of protection of black
distinctive words and white marks
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GLOBAL REACH

Practice Papers adopted by non-EU IPOs

[ fowesivm it 1 berma. Flu ot wma |
FiEsh SaRdng Foh Sy Freh ‘

| W~
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FURTHER INFORMATION

Further information available on TMDN.org & Webinars

- Common Communications, FAQs and Training Materials Webinars

Harmonisation on Trade Marks Classification Practice of G&S

(@122 Convergence of Class Headings

Distinctiveness - Figurative marks containing descriptive/non-
distinctive words

(@128 Scope of Protection of Black and White Marks Scope of Protection of Black and White Marks

Distinctiveness - Figurative Marks containing descriptive/non-distinctive words

Relative Grounds of Refusal — Likelihood of Confusion (Impact of non- Relative Grounds of Refusal — Likelihood of Confusion (Impact of non-
distinctive/weak components) distinctive/weak components)

Graphic representation of Designs Graphic representation of designs

cP7 Harmonisation of Product Indications Harmonisation of Product Indications (Phase 1)

Harmonisation of Product Indications (Phase 2)

CP5

(@288 Use of a trade mark in a form differing from the one reqistered Use of a mark in a form differing from the one registered

Distinctiveness of three-dimensional marks (shape marks) containing verbal
and/or figurative elements when the shape is not distinctive in itself

CP9 Distinctiveness of shape marks

(@25K08 Criteria for assessing disclosure of designs on the internet Disclosure of design on the Internet

CP11 New types of Marks: Examination of Formal Requirements and grounds for New Common Practices 2021: new types of trade marks and appeal
refusal proceedings

cP12 Evidence in Trade Mark Appeal Proceedings: Filing, structure and presentation New Common Practices 2021: new types of trade marks and appeal
of evidence, and the treatment of confidential evidence proceedings



http://www.tmdn.org/
https://www.tmdn.org/#/practices/1819703
https://www.tmdn.org/#/practices/1819706
https://www.tmdn.org/#/practices/1819709
https://euipo.europa.eu/knowledge/course/view.php?id=2901
https://www.tmdn.org/#/practices/1819712
https://euipo.europa.eu/knowledge/course/view.php?id=1791
https://www.tmdn.org/#/practices/1819715
https://euipo.europa.eu/knowledge/course/view.php?id=2893
https://www.tmdn.org/#/practices/1819718
https://euipo.europa.eu/knowledge/course/view.php?id=2906
https://www.tmdn.org/#/practices/1819721
https://euipo.europa.eu/knowledge/course/view.php?id=2361
https://euipo.europa.eu/knowledge/course/view.php?id=2510
https://www.tmdn.org/#/practices/1819724
https://euipo.europa.eu/knowledge/course/view.php?id=4087
https://www.tmdn.org/#/practices/1819727
https://euipo.europa.eu/knowledge/enrol/index.php?id=3951
https://www.tmdn.org/#/practices/1819730
https://euipo.europa.eu/knowledge/enrol/index.php?id=3968
https://www.tmdn.org/#/practices/1819734
https://euipo.europa.eu/knowledge/course/view.php?id=4270
https://www.tmdn.org/#/practices/1819736
https://euipo.europa.eu/knowledge/course/view.php?id=4270
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THANK YOU

, R EUIP
Q Rocio Pérez-Hickman S
M Institutional and Cooperation Department (ICD) IR RSt
© @EU_IPO
® EUPO

© EUIPOEU
THANKYOU

Evangelia LOLI

Institutional and Cooperation Department (ICD)




