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BEAUTIFUL, MEDITERRANEAN, UNIQUE
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IN THE INTERNAL MARKET

4th province of Spain  / €35.000 Milionin2011  / 129.728 Companies
With the 4th largest GDP / SMEs96.1% | Exports € 3.500 Million/year
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Procedural Questions

« Unordered evidence

Absolute grounds of refusal

« Figurative trade mark

« Colour trade mark

« 3D trade mark

« Geographical denomination

* Open software

« Distinctive character acquired through use

15 September 2015 Decisions of the Trimester 5



Relative Grounds of refusal

 Weak trade marks or weak elements
* Reputation helps

My name, your name?
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Just another figure

228 532
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Procedural Questions




Q nnnnnnnnnnnnnnnnnnnn
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Facts
* Proof of use submitted
— Several hundreds of annexes with more than 1000
pages
— Several annexes have the same number but different
content

— Evidence not ordered with respect to different goods
and services
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https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1
https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1
https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1

Q nnnnnnnnnnnnnnnnnnnn
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Board of Appeal
* Rule 22(3) CTMIR
— ldentify facts: support facts with evidence

— If evidence is submitted without identifying which facts
are to be supported, then the evidence cannot be
taken into consideration

Result
 Evidence shall not be taken into consideration
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https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1
https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1
https://oami.europa.eu/copla/trademark/data/002157501/download/CLW/APL/2015/EN/1840-2011-1

Absolute grounds of refusal




Just another figure

228 532
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CTM applied for

« Cl. 3,9, 21, 30
— E.g. Incense; DVDs; Chocolates
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https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1
https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1
https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1

Q nnnnnnnnnnnnnnnnnnnn
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Board of Appeal
« cross embedded with various ornamental details
« Sign may be representation of the goods

— Other shapes exist, but irrelevant

Result
e Contested decision confirmed
« CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1
https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1
https://oami.europa.eu/copla/trademark/data/012499794/download/CLW/APL/2015/EN/2432-2014-1
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CTM _ for

— Disks, CDs, DVDs and other digital data media
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https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5
https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5
https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5
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Board of Appeal
« alarge gold organ

— No proof Iin file that the average consumers perceive the
organ of the Grand Hall of the Musikverein

» reference to music or video recordings

— organ music, church music or classical music
Result
» Contested decision confirmed
« CTM applied for rejected
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https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5
https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5
https://oami.europa.eu/eSearchCLW/#basic/*///number/3101%2F2014-5

Shades of blue SR SRR

CTM applied for

Description:

The mark consists of the colours depicted in the sample being
a graduation from light blue (CMYK combinations C46 M9 Y2
K3), through mid-blue (CMYK combinations C*% M50 Y6 K2)
to dark blue (C97 M97 Y45 K56)

« Cl.9,35-39,41-45
— Class heading + alphabetical list (?)
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https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2
https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2
https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2

Shades of blue SR SRR

Board of Appeal

« Consumer does not see an indication of origin in colour
per se

 Irrelevant whether the G&S may have naturally the
colour

Result
e Contested decision confirmed
« CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2
https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2
https://oami.europa.eu/copla/trademark/data/013024501/download/CLW/APL/2015/EN/0518-2015-2
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isired CTM

« Cl. 4, 34, 35
Cancellation Division
* Request to cancel the CTM rejected
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https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
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Board of Appeal

« The verbal element is not a major non-functional element
of the trade mark, since the proprietor wished to register
a 3D trade mark

— No description filed which allows that more than the |
shape Is sought

— Verbal element is small
 Atrticle 7(1)(e)(i) CTMR for Cl. 4 and 34
« Atrticle 7(1)(b) CTMR for all G&S
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https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
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Result
 Contested decision annulled
e CTM cancelled
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https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
https://oami.europa.eu/copla/trademark/data/004758652/download/CLW/APL/2015/EN/0924-2013-1
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CTM applied for
 Tine 2.0

« Cl. 9,38 and 42
— all related to computer software or telecommunication
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https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4
https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4
https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4

Q nnnnnnnnnnnnnnnnnnnn
R Y 1IN THE INTERNAL MARKET

Board of Appeal
« 2.0: a better version than the first one
« Tine: a specific software, based on Linux

Result
« Contested decision annulled
« CTM applied for may proceed to publication
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https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4
https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4
https://oami.europa.eu/eSearchCLW/#basic/*///number/0297%2F2015-4

Ghostwriter.nu s R

CTM applied for
 Ghostwriter.nu

e CIl. 42
— Services related to scientific work
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https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1
https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1
https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1

Ghostwriter.nu s R

Board of Appeal

* Ghost writer is a person who writes on behalf of a person
who is then credited as author

« ‘nu’: top level domain of Nive @ ——+—
Result e

« Contested decision confirmed

- CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1
https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1
https://oami.europa.eu/copla/trademark/data/011662947/download/CLW/APL/2015/DE/1458-2014-1

-I-I_IE DON KEY SANC-I-UARY 2 e (NTERNAL MARKET

CTM applied for

« THE DONKEY SANCTUARY

« Cl. 43,44 [& 6, 9, 16, 18, 25, 28, 35, 36, 41]
— Boarding for animals; medical care

NEET,HEMR¥..."’ |
EVERYBODY'S | 15 -
FRIEND s =00 °
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https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2
https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2
https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2

THE DONKEY SANCTUARY |

Board of Appeal
 Article 7(3) CTMR
— Relevant area: English speaking area of EU

— Malta:
* 0,6% of EN speaking population
* 0,2% of donkey population in EN speaking area

Result
e Contested decision annulled
« CTM applied for may proceed to publication
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https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2
https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2
https://oami.europa.eu/copla/trademark/data/011576451/download/CLW/APL/2015/EN/1336-2014-2

Proof of use
use which does not alter the distinctive character




Just another figure

228 532
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Relative grounds of refusal




Just another figure

228 532
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MATERNITY/MATERNITY [

CTM applied for Earlier trade mark (ES)

: 2) maternity , MATERNIT:/

P WO rI d W i d e una apuesta por la mujer y la materidad
« Cl.35,36,41,42,44 « Cl.41, 44, 45
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https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2
https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2
https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2

2 maternity

MATERNITY/MATERNITY 2@ worldwide

Board of Appeal BMATERNm
e Services are at least similar |

« ‘maternity’ understood by ES public
« Coincidence only in descriptive term

Result
« Contested decision annulled
« CTM applied for may proceed to registration

15 September 2015 Decisions of the Trimester 33


https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2
https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2
https://oami.europa.eu/copla/trademark/data/011253028/download/CLW/APL/2015/EN/1653-2014-2
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CTM applied for Earlier trade mark
- DHP - HDP
« Cl.7,9 « Cl. 7,11, 20
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https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5
https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5
https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5

Q nnnnnnnnnnnnnnnnnnnn
/ EEEEEEEEEEEEEEEEEEE

Board of Appeal

« Even attentive consumers may remember only the
letters, but not necessarily their order

Result
e Contested decision confirmed
« CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5
https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5
https://oami.europa.eu/copla/trademark/data/011438496/download/CLW/APL/2015/DE/2508-2014-5

pillow HOTEL S/ibis e ——

CTM applied for Earlier trade mark( IRg)
-

Alley
- CI. 36, 43 « CI. 35,43
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https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1
https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1
https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1

pillow HOTEL S/ibis e ——

Board of Appeal

« dominant elements: ‘pillow’ and ‘ibis’
— Other elements are only secondary or purely decorative

« Possible enhanced distinctiveness cannot change outcome
— Has no impact on similarity of signs

Result

» Contested decision confirmed

« CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1
https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1
https://oami.europa.eu/copla/trademark/data/011029634/download/CLW/APL/2015/EN/0761-2014-1

mcVital/McDonald’s cros R

CTM applied for Earlier trade mark (CTM)
YY),
. Mcwvital McDONALD’S
« Mc

Mc[plus other elements]

« CI.3,5,35 « CIl.25,28-31, 35,41, 42
— Including dietetic supplements
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https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2

I C

Board of Appeal
« Goods and services are dissimilar
— Atrticle 8(1)(b) CTMR falLS
* ‘Mc’ is the only common element
— Known as part of Scottish or Irish names
— Reputation is not part of the comparison of signs
— ‘Vital’ vs ‘food’
— CTM applied for not part of family of trade marks m
McBonaid's

15 September 2015 Decisions of the Trimester



https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2

mcVital/McDonald’s SrTeT IRTustmENEeY

Result

« Contested decision partly annulled

* Opposition rejected in entirety

« CTM applied for may proceed to registration

-
¢ Este es tu viaje de descubrimiento. . ”
erimel ievas sensaciones con los cafés de McCafé? ta
. |l =
»
.
-
P d ice
mocha
b saan (MeCafe
o ¢
N T \
/ cfﬁ \
ol =
Siente El rostro Misica Descubre su | Piérdete en un
grar us oidos | intenso aroma | lead Mo
en tus manos de McCaté
ir en

de un gran
conocedor
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https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2
https://oami.europa.eu/copla/trademark/data/011536836/download/CLW/APL/2015/EN/2477-2014-2

& e

Ret Bw/RayBan

CTM applied for Earlier trade mark (CTM, ES)
E’ffﬁ/ | wag”‘
« Cl.9, 14,18 « Cl.9, 14,18

— Class Heading
 Reputation for sunglasses
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https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1

&
ot U

Board of Appeal
 Article 8(1)(b) CTMR
— Signs are similar
 Article 8(5) CTMR
— (Mental) link between signs exist
— link between goods exists, since all in Class 9

— Earlier trade marks enjoy reputation
« Luxury goods, high standing
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https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1

&
ot U

Result

« Contested decision partly annulled
« Opposition allowed in entirety

« CTM applied for rejected
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https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/copla/trademark/data/009920943/download/CLW/APL/2015/ES/1879-2014-1_es
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1
https://oami.europa.eu/eSearchCLW/#basic/*///number/R1967%2F2014-1

_ T

CTM
« Maria Callas
e Cl. 14

Request for declaration of invalidity

» Atrticle 53(2)(a) CTMR [right to a name]
In conjunction with Article 57 Greek Civil Code

* Filed by the brother-in-law

15 September 2015 Decisions of the Trimester


https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2
https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2
https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2

_ T

Board of Appeal

 IP rights, including moral rights and right on name,
personality and artistic work can be inherited

« Brother-in-law is after chain of succession only heir
* Brother-in-law = brother
Result

« Contested decision annulled
« CTM declared invalid
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https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2
https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2
https://oami.europa.eu/copla/trademark/data/004603411/download/CLW/APL/2015/EN/0285-2014-2

Just another figure

228 532
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355 367 500 EUR Budget
1 555 Cases closed






Thank You for your Attention

Christoph Bartos
(+34) 965139 743

christoph.bartos@oami.europa.eu
mediator-bartos@oami.europa.eu
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Q OFFICE FOR HARMONIZATION
IN THE INTERNAL MARKET

AAAAAAAAAAAAAAAAAAAAAA

(+34) 965139 100 (switchboard)
(+34) 965 139400 (e-business technical incidents)
(+34) 965 131 344 (main fax)
information@oami.europa.eu
e-businesshelp@oami.europa.eu

9P iwitter/oamitweets

dh  youtubeloamitubes

Thank You
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