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An “iconic” design 
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The Defendant’s Metrocab (left) – a comparison with the TX4, the then current model of traditional London Taxi cab, (right) 

The Metrocab 
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Metrocab press release 

describes their new cab: 

 

Instantly recognisable as 

an iconic London Hackney 

Cab  

 

December 2014 new 

Metrocabs are trialled… 
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•

•

Taxi drivers are: 

Knowledgeable & careful  

High level of attention  

 

Taxi riders have: 

A fairly low level of 

attention. 
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Bongrain’s TM application [2004] EWCA Civ 1690 

“There are real differences between creating a fancy shape to sell 

as such and a fancy shape which truly in itself will denote trade origin 

if used.” Jacob LJ 

= Arnold J in London Taxi 
an unusual shape “is a necessary, but not a sufficient, condition”  

 

BUT did this misunderstand CJEU law? 

Arnold J (High Court) said a CJEU referral was 

considered not necessary but… 

 

Inherent distinctiveness – hard cheese? 
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Could the mark be registered for apparatus for 

locomotion by air or water? 

YES but not “vehicles for locomotion by land” 
The sign (see right) departed significantly from the norms and 

customs of planes and boats and therefore was distinctive for 

those goods. 

Does this mean that “departs significantly from the 

norm or customs of the sector” is sufficient for 

inherent distinctiveness?   

MAYBE - It’s not acte clair but it didn’t matter… 

 

Jaguar Land Rover to the rescue? (T-629/14)  
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But what is the sector? 

 

LTC said London taxi sector  

Court of Appeal said car sector  

 

As the sector is cars, the marks do not 

differ significantly from the norms and 

customs of the sector. 

Norms and customs of the sector 
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The black cab is an iconic vehicle but that was not enough to prove 

that the trade marks have:  
“come to identify the goods [i.e. cars and taxis] as originating from a particular 

undertaking and so to distinguish those goods from those of other undertakings”. 

The Court of Appeal noted that the marks have a secondary meaning 

as representing a licensed taxi. 

BUT this does not mean that the relevant consumer (whether taxi 

drivers or riders) identifies the shape as originating from a particular 

undertaking. 

 

Acquired distinctiveness 
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The High Court held that the marks had substantial value due to the 

shape's fame and iconic status.   

= 
 

The Court of Appeal did not consider the matter to be sufficiently 

clear and if the question of substantial value had proven essential to 

the appeal there would have been a CJEU reference.   

The issue may well arise in the future. 

Substantial value 
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LTC sold 264 second-hand vehicles - mostly in the UK.  

314 were sold/given away for scrap.   
 

High Court said the second hand use did not help to create or 

maintain a share of the market for vehicles bearing the mark 

THEREFORE second hand sales were not trade mark use.  
 

Court of Appeal agreed but said sales of later models would have 

been sufficient to establish genuine use of the mark  

Can second hand goods = use? 
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1. The Land Rover route 

2. Or designs - if the rightsholder registers in time! 

 E.g. Scomadi v RA Engineering [2017] EWHC 2658 (IPEC) 

 Two registered Community designs held valid and infringed  

Vehicles can still get IP protection 
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