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Papers/Studies/
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http://www.4ipcouncil.com/


For research news and future webinars 
Why not sign up @4ipcouncil on Twitter?

For SMEs…
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Generating income and impact from IP

• Agenda

• NDA Do’s and Don’t’s

• Identifying and avoiding potential dealbreakers

• Is competition law an issue?

• Negotiating key licence content

• PlanetCare – Leveraging innovation to reduce microplastic pollution
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NDAs

Don’t:

• Do the opposite of the above!

• Permit disclosure to “Affiliates” unless you 
know who they are

Do’s and don'ts

Do:

• Ensure that the NDA is in place before the 
disclosure of any confidential information

• Ensure that the purpose for which the 
information can be used is clearly defined

• Keep a record of information sent and 
received

• Ensure that confidential information is 
returned or destroyed on (unsuccessful) 
conclusion of negotiations
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Licensing
Heads of Terms

Licensed IPRs, scope of 
licence, exclusive/non-
exclusive, know-how, 
territory, royalty rate, 
other fees, minimum 
royalties, time for 
payment, term, governing 
law and jurisdiction, sub-
licensing, improvements, 
patent prosecution control 
and costs

• Is there a deal?

• What are the key 
commercial terms?

• Non-binding

• Possible exceptions 
– confidentiality; 
lock-out

• May not be finalised 
and signed

Warranties, 
indemnities, 
confidentiality, 
termination provisions

Ideally 
covered (as 
applicable)

Purpose Format
Usually 

unnecessary 
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Licensing

• Article 101 Treaty of Rome – “agreements between undertakings….which may affect trade 
between Member States and which have as their object or effect the prevention, restriction or 
distortion of competition…”

• Block Exemption – No.316/2014 – Technology Transfer Agreements

• Alarm bells (EEA):
• Parties with large combined market shares – >30%/20%
• Absolute territorial exclusivity to one or more countries within the EEA
• Output limitations
• Customer sharing
• Price fixing

• Other Issues – e.g. no challenge clauses

• Alarm bells elsewhere (e.g. the US)

Competition Law
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Licensing

Exclusivity and the quid pro quo

• Preliminary due diligence
• Capability of licensee to meet demand throughout the territory?

• Obligations to promote and meet demand
• Degrees of endeavours/efforts – “reasonable”, “all reasonable”, “best”

• Minimum royalties/ volumes
• How to assess?
• Consequences of non-achievement

• Relevance of other provisions
• Territory
• Term

Negotiating key content (1)
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Licensing

Sub-licensing

• Maintaining control

• Termination of head licence

Royalties

• Covering all likely exploitation

• Defining Net Sales Value
• Non-arm’s length sales – group 

companies

• Sub-licensee sales

• Audit rights

Negotiating key content (2)
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Licensing

Dealing with infringers

• Licensor option or obligation?
• Continuing infringements and royalty holidays

• Licensee right?

• Danger of counter-claim for revocation

• Possible solutions?

Negotiating key content (3)
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Stopping the release of microfibers 
into our oceans is now possible.  

planetcare.org

Laundry without microplastic

Mojca Zupan, Founder & CEO

https://shop.planetcare.org/
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Our clothes 
pollute the ocean

Microfiber pollution from synthetic clothing is 
one of the biggest source of plastic in the 
oceans: we are on a mission to stop this.

Researchers found that 6 kg load of laundry releases over 
700,000 microscopic plastic fibers. That means each one of us 
throws one light plastic grocery bag into the ocean every 
week simply by washing our clothes.
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PlanetCare

● Change the way we do laundry forever: a pollution-
stopping filter on every washing machine

● Developed the first and only washing machine filter 
with proven efficiency to stop 90% of microfibers

● Closed loop

● Independently tested: best solution on the market

● Validation of consumer demand:

○ Strong market pull: passionate early adopters 
and growth fuelled by word-of-mouth

○ Hundreds of memberships & starter packs sold

● Powerful partnership network: NGOs, national policy 
makers and other relevant stakeholders (OECD, UN, 
fashion & textile industry,…) 
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Impact

● 47,000 bags worth of microplastic pollution kept out 
of oceans

● Systemic change: 1 legislation passed
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Challenges

● IP scope:
○ what can be protected?
○ Patent VS trademark, refurbishment process

● What carries value?

● Scarce information, difficulty of getting specific & 
tailored advice



SME Programme

Ideas powered for business – how we can support YOU

Suzanne Hogan



Link to study

https://euipo.europa.eu/ohimportal/en/web/guest/news/-/action/view/8510485?pk_campaign=keyuser-newsflash-march-2021&pk_kwd=en


Free IP 
consultations

Free Mediation 
services

EasyFiling





In collaboration with National Offices



THANK YOU!!

Suzanne Hogan

information@euipo.europa.eu

https://euipo.europa.eu

mailto:information@euipo.europa.eu
https://euipo.europa.eu/

