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OVERVIEW of SELECTED CASES - From January to March 2020 (1st Trimester)
TRADEMARKS
Preliminary ruling:
•

C-371/18, 20.01.2020, Sky/Skykick (lack of clarity and precision in the G/S
specification as a ground for invalidity; bad faith if no intention to use);

Absolute Grounds:
•

C-240/18 P, 27.02.2020, Fack Ju Goethe (accepted principles of morality)

•

T-570/19, 26.03.2020, Form of a cheese (3D) (distinctive character)

•

T-752-18, 26.03.2020, Marchio Tridimensionale (3D) (functional shape)
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OVERVIEW of SELECTED CASES - From January to March 2020 (1st Trimester)
…TRADEMARKS
Oppositions:
•

T-697/18, 29.01.2020, ALTISPORT/ALDI (right of priority; applicability of
Praktiker case)

•

C-155/18P to C-158/18P, , 04.03.2020, BURLINGTON / BURLINGTON ARCADE
(applicability of Praktiker case; retail services)

•

C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL (comparison
of signs; marketing conditions; conditions for neutralization; global
assessment)

•

C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI (earlier collective mark; criteria
for assessment of LOC)
3

OVERVIEW of SELECTED CASES - From January to March 2020 (1st Trimester)

DESIGN
T-159/19, 27.02.2020, Item of furniture (Disclosure)
T-352/19, 12.03.2020, Packaging for foodstuffs (Individual
character test)
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eSearch Case Law Database
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eSearch Case Law Database
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PR - C-371/18, Sky plc / Skykick
29/01/2020, C-371/18, SkyKick, EU:C:2020:45
KEYWORDS: Bad faith
NORMS:
Article 7 Regulation (EC) No 40/94
Article 51 of Regulation (EC) No 40/94
Article 3 First Council Directive 89/104/EEC
Article 13 First Council Directive 89/104/EEC
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PR - C-371/18, Sky plc / Skykick
Sky companies
(Television broadcasting, telephony and broadband provision)
Counterclaim for invalidity

UK and EUTMs ‘SKY’
• G&S NOT specified with
registered for a long list of G&S
sufficient CLARITY AND
in particular 9 and 38
PRECISION
(computer software, telecommunications)
(IP Translator)

Infringment Action
SkyKick companies
(Software as a service - SaaS and
cloud services)

•

SKY acted in BAD
FAITH when registering
UK/EUTMs for G&S that
it never had an intention
to use
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PR - C-371/18, Sky plc / Skykick
High Court of Justice (England and Wales)

PR to CJ:

1) Can a lack of clarity and precision in the specification of the G/S
constitute a ground for invalidity of a registered trade mark?
2) If (1) is YES, as a term such as computer software too general ?
3) Can it constitute bad faith simply to apply to register a trade mark without
any intention to use it in relation to the specified G/S? (4: if ‘partial’ bad faith,
‘partial’ invalidity?)
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PR - C-371/18, Sky plc / Skykick
CJ ANSWERS
Preliminary issue: law applicable ratione temporis in invalidity actions
§ 49: in the case of applications for a declaration that EU and national trade marks are
invalid, the date on which the application for registration of those trade marks was
made is determinative for the purposes of identifying the applicable substantive law.
[idem C-192/03 P, « BSS », § 37-41; C-332/09 P, « Flugbörse », §41-53]
Here: Dir. 89/104 and Reg 40/94
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PR - C-371/18, Sky plc / Skykick

CJ Answer to Q1
(lack of clarity and precision in the G/S specification = ground for
invalidity of a registered trade mark?):
§ 58-61:
• Art. 3 Dir. 89/104 And Art. 7(1) + 51(1) Reg 40/94 provide an exhaustive
list of AGs for invalidity.
• The LACK OF CLARITY of the list of G&S is NOT one of them.
• IPT (C-307/10) did not recognize new AGs
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PR - C-371/18, Sky plc / Skykick

…Answer to Q1:
§ 64: the lack of clarity is an AG for invalidity if it affects the representation of
the sign (C-273/00 Sieckmann), but not the list of G&S
§ 66-67: non-compliance with ‘public policy’ (Art. 7(1)(f)) covers situations
relating to the characteristics of the sign (not characteristics concerning the
trade mark application itself, such as the clarity and precision of the terms used in
the list of G&S)
§ 68-70: In any event, there are corrective measures such as revocation for
non-use. A mark ‘registered for a range of G/S designated in a manner
which lacks clarity and precision is, in any event, capable of being
protected only in respect of the G/S for which it has been put to genuine
use’.
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PR - C-371/18, Sky plc / Skykick

CJ ANSWER to Q2
( “computer software” too general?):
On the basis of ANSWER to Q1: NO ANSWER

EUIPO practice
and
Common Communication on the Common Practice on the GI
of the Nice Class Headings
are NOT QUESTIONED
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PR - C-371/18, Sky plc / Skykick
CJ ANSWER to Q3
(bad faith in applying for a trade mark without any intention to use it in relation
to the specified G/S?):
§ 77:
The registration of a TM without any intention to use it MAY constitute bad faith,
where there is no rationale for the application for registration in the light of the
aims referred to in CTMR/Dir.
Such bad faith may, however, be established only if there is objective, relevant
and consistent indicia (actual intention: undermining…. the interests of third
parties; obtaining …an exclusive right for purposes other than those falling
within the functions of a trade mark, see Koton judgment).
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PR - C-371/18, Sky plc / Skykick

§ 78: The bad faith ….. CANNOT… BE PRESUMED on the basis of the
mere finding that, at the time of filing its application, that applicant had
no economic activity corresponding to the G/S referred to in that
application.
CJ ANSWER to Q4
(partial bad faith=partial invalidity?):
§ 80: if bad faith only with regard to some G/S, the invalidity concerns
only those G/S (‘partial’ bad faith=partial invalidity)
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AG - C-240/18 P, 27.02.2020, Fack Ju Goethe
27/02/2020, C-240/18 P, Fack Ju Göhte, EU:C:2020:118
RESULT: Appeal well founded (GC judgment and BoA decision annulled)
KEYWORDS: Contrary to public policy or principles of morality
NORMS: Article°7(1)(f) EUTMR
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AG - C-240/18 P, 27.02.2020, Fack Ju Goethe
EXA: EUTM Fack Ju Göhte (word) for g/s of classes 3, 9, 14, 16, 18, 21, 25,
28, 30, 32, 33, 38, 41 refused on basis of Art. 7(1)(f) EUTMR (contrary to
accepted principles of morality)
Before BoA:
- Fack Ju Göhte: humoristic expression as name of a
German comedy of 2013 (with two sequels)
- Great success among DE-speaking public
- No controversy caused
- Accessed by young people
- Used by Goethe Institute for educational purposes
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AG - C-240/18 P, 27.02.2020, Fack Ju Goethe
BoA and GC (T-69/17): refusal confirmed

•
•
•

•

‘Fack ju’ = Fuck you (phonetic reproduction in German of EN terms)
Fuck you is SHOCKING and VULGAR (irrespective whether
understood with or without sexual connotation)
the addition of term Göhte does not change this - at least for the
(significant) part of the public which does not know the comedy (so
the SUCCESS OF THE MOVIE is IRRELEVANT)
(BoA: Art. 7(3) EUTM does NOT apply where Art. 7(1)(f) EUTMR
applies)
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AG - C-240/18 P, 27.02.2020, Fack Ju Goethe

CJ: Annulment of GC’s judgment (§ 58) and of BoA decision (§ 71)

§ 49: Incorrect interpretation of Article 7(1)(f)EUTMR
§ 54-55: lack to examine properly ex officio all the relevant
circumstances of the case and provide reasons both in general
and for the different g/s
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AG - C-240/18 P, 27.02.2020, Fack Ju Goethe
CRITERIA for objecting a EUTM application
under ‘contrary to accepted principles of morality’ (Art. 7(1)(f) EUTMR)
§ 41: public morality is NOT a ‘bad taste check’; requires a breach of
‘fundamental’ moral values and standards of society at a given time (see
§ 42-43)
§ 50-53: current USE of the sign is RELEVANT (contextual elements
relevant for the perception of the sign) [§ 70: but it’s not a Art. 7(3)
situation]
§ 56: freedom of expression (Article 11CFREU) to be taken into account
in trade mark law (see Recital 21 EUTMR)
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AG - T-571/19, 26.03.2020, Form of a cheese (3D) (+T-570/19 and T-572/19)

26/03/2020, T-571/19, Käsestrang I (3D), EU:T:2020:128
RESULT: Action dismissed
KEYWORDS: Non-distinctive, Shape mark
NORMS:
Article 7(1)(b) EUTMR
Article 7(2) EUTMR
Article 95(1) EUTMR
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AG - T-571/19, 26.03.2020, Form of a cheese (3D) (+T-570/19 and T-572/19)
EXA: EUTM

for cheese and processed cheese refused pursuant to Art. 7(1)(b) EUTMR
(non-distinctive shape)
BoA: refusal confirmed (the mark represents the goods; simple and
banal shape that does not differ significantly from the customs of the
sector).
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AG - T-571/19, 26.03.2020, Form of a cheese (3D) (+T-570/19 and T-572/19)
GC: BoA confirmed
§ 21: Test to be applied (significant departure from norms/customs of the
sector) is whether, in the industry of cheese, a large variety of shapes is
present and the mark will be considered only as a variant of those
shapes (NO need for an IDENTICAL SHAPE on the market, 28/06/2019,
T-340/18, SHAPE OF A FLYING V GUITAR (3D)
§ 22-23: Market of cheese = many different cheese forms (well-known
fact); EUTM shape = very simple → the relevant public will perceive it as
a mere variant of the existing shapes, and not as originating from a
particular manufacturer
§ 32: the overall impression produced by the EUTM does NOT depart
significantly from the customary forms of cheese available in the sector
→ EUTM devoid of distinctive character

23

AG - T-752/18, 26.03.2020, Marchio Tridimensionale (3D)
26/03/2020, T-752/18, MARCHIO TRIDIMENSIONALE (3D), EU:T:2020:130
RESULT: Action dismissed
KEYWORDS: Functional element,
dimensional mark, Technical result

Shape

of

the

product,

Three

NORMS:
Article 7(1)(e)(ii) CTMR [now Article 7(1)(e)(ii) EUTMR]
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AG - T-752/18, Marchio Tridimensionale (3D)
EXA: EUTM

For, inter alia, support for lamps, supports designed for the installation
of lamps (cl. 11), globes and celestial globes (cl. 16) refused pursuant to
Art. 7(1)(b) EUTMR (non-distinctive shape)
BoA: refusal confirmed, but pursuant to Article 7(1)(e)(ii) (shape
necessary to obtain a technical result).
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AG - T-752/18, Marchio Tridimensionale (3D)
GC: BoA confirmed
§ 23-27: EUTM coinciding with the shape of the product necessary to obtain a
technical result: ALL its ESSENTIAL CHARACTERISTICS (a basic ring structure
and a cylindrical inclined body) have respectively the FUNCTION to supporting
the lamp or the globe and acting as a junction between the basic ring structure
and the lamp or globe (see, C-48/09 Lego judgment).
§ 32-33: existence of OTHER SHAPES to achieve the same technical result is
IRRELEVANT: for the application of Article 7(1)(e)(ii) CTMR, once the essential
characteristics of the sign have been identified, it is necessary only to assess
whether those characteristics perform the technical function of the product
concerned.
§ 41-44: NO major NON-FUNCTIONAL ELEMENT (a decorative or arbitrary
element) is incorporated in the shape that plays an important role.
26

RG - T-697/18, ALTISPORT/ALDI
29/01/2020, T-697/18, ALTISPORT / ALDI, EU:T:2020:14
RESULT: Action partially upheld (BoA decision partially annulled)
KEYWORDS: Dissimilarity of the goods and services, Lack of reasoning,
Priority
NORMS:
Article°8(1)(b) EUTMR
Article°94(1) EUTMR
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RG - T-697/18, ALTISPORT/ALDI

OPPOSITION against IR ext. to EU ALTISPORT in, inter alia, Class 28
pursuant to Article 8(1)(b) EUTMR and based on earlier IR ALDI in,
inter alia, Class 35 (retail services)
OD: OPPO UPHELD IN PART (except for a range of goods in Class 28)
BoA (appeal by Opponent): partially upheld the appeal, since LOC
also for board games and playing cards (in Class 28) (but no
similarity between the further contested goods in Class 28 and
the earlier services in Class 35).
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RG - T-697/18, ALTISPORT/ALDI
Main issue: comparison of the contested goods in Class 28 (sports
articles, toys, play-things, athletic equipment, balls, etc.) and opponent’s
retail services* in Class 35
*Class 35 retail services unspecified:
‘retailing in all product areas; online retailing in all product areas;
operating supermarkets, retail outlets and discount retail outlets’

Similarity earlier retail services and contested Class 28 products:
PRACTIKER doctrine applicable (BoA) or not ?
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RG - T-697/18, ALTISPORT/ALDI

Earlier mark is an IR extended to EU with:
• Priority date of 22 February 2005
• WIPO filing date (‘IR registered’) of 11 August 2005
• EUIPO registration date (‘IR accepted’) of 11 January 2007
Which relevant date for applying Praktiker?

Praktiker issued
07 July 2005
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RG - T-697/18, ALTISPORT/ALDI
GC: BoA approach confirmed
§30 and §38: as clarified by Cactus (C-501/15P), the relevant date for the
application of the Praktiker doctrine is the date of registration of the EU
trade mark concerned, i.e. the date of its final registration, which must
be after the delivery of that judgment.
§36: the right of priority is IRRELEVANT (effect only when it is necessary
to determine the priority of the conflicting signs).
§44: Praktiker applies to all IR designating EU that were registered after
07.07.2005
31

RG - T-697/18, ALTISPORT/ALDI
GC: BoA approach confirmed
Conclusion [§§ 45-47]:
§
§
§

The earlier IR was registered by EUIPO on 11.01.2007, so it is captured by
the Praktiker requirement
The opponent had to specify which products related to the retail services
were protected by the earlier IR
In the absence of such mandatory specification, BoA correctly found that
no similarity or complementarity between the earlier Class 35 retail services
and the contested Class 28 products.
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RG - C-155/18P to C-158/18P, , BURLINGTON / BURLINGTON ARCADE
04/03/2020, C-155/18 P to C-158/18 P, BURLINGTON /BURLINGTON
ARCADE ET AL., EU:C:2020:151
RESULT: Appeal well founded (GC judgments and BoA decisions
annulled)
KEYWORDS: Detriment to earlier mark, Similarity of the goods and
services
NORMS:
Article°8(5) EUTMR
Article°8(4) EUTMR
Article°8(1)(b) EUTMR
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RG - C-155/18P to C-158/18P, BURLINGTON / BURLINGTON ARCADE
4 OPPOSITIONS against IRs designating EU BURLINGTON (word + 3fig.) in
Classes 3, 14, 18, 25 based on earlier:
3 UK BURLINGTON, BURLINGTON ARCADE and
1 EUTM

(reg. in 2003)

(reg. in 2006)

for, inter alia, class 35 ‘The bringing together, for the benefit of others, of a variety
of goods, enabling customers to conveniently view and purchase those goods
from a range of general merchandise retail stores.’ (‘shopping arcade services’)
pursuant to Art. 8(1)(b), 8(4) and 8(5) EUTMR – PoU request for UK marks
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RG - C-155/18P to C-158/18P, BURLINGTON / BURLINGTON ARCADE
OD: OPPO UPHELD on account of Art. 8(5) and earlier EUTM (not subject to PoU)
[Reputation for “shopping arcade services”; Link; Detriment to distinctive
character of the earlier mark]
BoA: OD annulled, OPPO REJECTED
8(5): No reputation for “shopping arcade services”: business of opponent is not
the sale of goods, but operation of arcades à shopping arcade services ≠ retail
services; No link (different public targeted); No encroachment proven
8(4): requirements for passing-off not proven
8(1)(b): No specification of retailed goods (Praktiker) à No comparison of G/S
possible= dissimilarity
GC (T-120/16, T-121/16, T-122/16 and T-123/16): BOA CONFIRMED
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RG - C-155/18P to C-158/18P, BURLINGTON / BURLINGTON ARCADE
CJ: GC judgments (§ 85 and § 137) and BoA decisions annulled (§ 145)
Article 8(5): scope of “retail services”
GC:
§ 33-34: “retail services” = variety of services aimed at inducing the consumer to
conclude the transaction with the trader in question rather than with a competitor.
This variety includes the services organised by a shopping arcade in relation to
sales, which are rendered in order to retain all the attractiveness and practical
advantages of such a place. So, BoA erred in its restricted interpretation.
CJ:
§ 124-126: Three essential characteristics of “retail services”:
1) Sale of goods to consumers
2) Enable consumers to conveniently view/purchase those goods
3) For the benefit of others
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RG - C-155/18P to C-158/18P, BURLINGTON / BURLINGTON ARCADE
…Article 8(5): scope of “retail services”
CJ:
§ 127:
“Accordingly, the concept of ‘retail services’ covers services which are aimed at
the consumer [1] and which consist, on behalf of the businesses occupying a
shopping arcade’s stores [3], in bringing together a variety of goods in a range of
stores enabling the consumer to conveniently view and purchase those goods [2]
and in offering a variety of services separate from the act of sale, which seek to
ensure that that consumer purchases the goods sold in those stores.”
§ 128-130: GC was correct in considering that retail services include the shopping
arcade’s services in question
However, (§ 82-85) GC made an incorrect assessment of the evidence to prove
reputation (detriment).
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RG - C-155/18P to C-158/18P, BURLINGTON / BURLINGTON ARCADE
Article 8(1)(b): Comparison unspecified retail services vs. specific goods
GC:
§ 70-71: Praktiker requires a precise specification of the retailed goods à “In the
absence of such a specification, no similarity can be established.”
CJ:
§ 133: Praktiker findings are only applicable to post-Praktiker TM registrations. So,
Praktiker doctrine NOT APPLICABLE to the earlier UK marks;
§ 134-135: it can NOT be inferred from Praktiker that, when Praktiker doctrine is
applicable, Art. 8(1)(b) may be rejected from the outset simply by invoking the
absence of any precise statement of the goods to which the retail services…may
relate, since it would mean to deprive it of any effect.
§ 136: POU could determine the precise goods covered by the services for which
the earlier TM was used and to be taken into account for opposition purposes.
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
04/03/2020, C-328/18 P, BLACK LABEL BY EQUIVALENZA (fig.) / LABELL
(fig.) et al., EU:C:2020:156
RESULT: Appeal well founded (GC decision entirely annulled and case
settled by the CJ)
KEYWORDS: Conceptual dissimilarity, Figurative element, Figurative
trade mark, Identity of the goods and services, Likelihood of confusion,
Phonetic similarity, Visual similarity
NORMS:
Article 8(1)(b) CTMR, [now Article 8(1)(b) EUTMR]
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
OPPOSITION
based on Article 8(1)(b)EUTMR
EUTM application

Earlier trade mark
(IR extended to several countries)

Class 3: perfumery

Class 3: perfumes
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
OD: OPPO UPHELD [LOC on the part of the relevant public in the Czech
Republic, Hungary, Poland and Slovenia]
BoA: OD confirmed [LOC; signs: average degree of visual and phonetic
similarity and conceptually dissimilar].
GC (T-6/17): BoA annulled [signs: visually similar to a low degree and
different overall visual impression, average degree of phonetic
similarity, conceptual difference due to ‘black’ and ‘by Equivalenza’,
taking into account the circumstances in which the goods in question
are marketed à signs are not similar and NO LOC].
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
CJ: GC judgment annulled (§ 79) and BoA confirmed (§ 94-101)

Infringement of Article 8(1)(b)CTMR
Contradictory reasoning
§ 26-28: according to the GC, on the one hand, the signs were, at the
very least, visually similar to a low degree and, on the other hand, the
signs conveyed a different overall visual impression.
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
Infringement of Article 8(1)(b)CTMR
Comparison of signs (and marketing conditions)
§ 68-70: per established case law, it is necessary to determine the
degree of their visual, phonetic or conceptual similarity. However,
marketing circumstances are to be taken into account at the stage of the
global assessment of the LOC and not in the assessment of the
similarity of the signs.
§ 73: the GC erred in law by taking account the circumstances in which
the goods in question were marketed at the stage of the assessment of
the similarity of the signs (precedence, because of those circumstances,
to the visual differences).
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL
Infringement of Article 8(1)(b)CTMR
Conceptual meaning and neutralisation
§ 74: Conceptual differences between two signs may exceptionally
counteract their phonetic and visual similarities, provided that at least
one of those signs has a clear and specific meaning that the relevant
public can grasp immediately.
§ 77: the GC erred in law insofar as it sought to counteract the phonetic
similarity of the signs with their conceptual dissimilarity, and dispensed
with the global assessment of the LOC, even though it did NOT find, or
even verify, that at least one of the signs had a clear and specific
meaning for the relevant public who is likely to grasp it immediately
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RG - C-328/18P, 04.03.2020, BLACK LABEL by EQUIVALENZA/LABEL

Infringement of Article 8(1)(b)CTMR
Conclusion: BoA decision confirmed
§ 94-101: LOC
(Sign visually and phonetically similar at an average degree;
conceptually different; goods identical; earlier mark’s distinctive
character average; relevant public having an average degree of
attention)
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI
05/03/2020, C-766/18 P, BBQLOUMI (fig.) /Halloumi et al., EU:C:2020:170
RESULT: Appeal well founded (GC decision entirely annulled and case
referred back to the GC)
KEYWORDS: Collective mark, Function of trade mark, Likelihood of
confusion
NORMS:
Article°8(1)(b) CTMR [now Article 8(1)(b) EUTMR]
Article 65(2)CTMR [now Article°72(2) EUTMR]
Article°66 EUTMR [now Article°74 EUTMR]
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI
OPPOSITION
based on Articles 8(1)(b) and 8(5) EUTMR
EUTM application

Earlier collective mark (EUTM)

)

HALLOUMI

Classes 29, 30, 42

Class 29: cheese
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI
OD: OPPO REJECTED
BoA: OD CONFIRMED [NO LOC: same treatment individual and
collective marks; earlier mark’s distinctive character weak, since
‘halloumi’ is a generic term for a type of cheese, also for public in
Cyprus and Greece; signs not suff. similar (no phonetic and conceptual
similarity; visual similarity at a low degree); 8(5) withdrawn as a ground].
GC (T-328/17): BoA CONFIRMED [in spite of identity/similarity of the G/S,
NO LOC, since signs not suff. similar (but also visual, phonetic and
conceptual similarity at a low degree); and earlier mark’s distinctive
character weak].
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI
CJ: GC judgment annulled (§ 89)

Infringement of Article 8(1)(b)EUTMR
Distinctive character of earlier collective mark
§ 59: pursuant to Article 66(3) Reg. CTMR and in the absence of any
provision to the contrary in Articles 67 to 74 CTMR, Article 8(1)(b) is
applicable to EU collective marks.
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI
§ 64: the essential function of a collective mark is to distinguish the G/S
of the members of the association that is the proprietor, from those of
other undertakings. LOC must be understood as the risk that the public
might believe that the G/S covered by the earlier mark and those covered
by the contested sign all originate from members of the association that
is the proprietor of the earlier trade mark, or from undertakings
economically linked to those members or to that association.
§ 65-66: In the case of an opposition by the proprietor of a collective
mark, the ESSENTIAL FUNCTION of that mark MUST be taken into
account to understand what LOC means. However, the case-law
establishing the criteria for assessing LOC is applicable to cases
concerning an earlier collective mark. None of the characteristics of this
type of mark justifies a DEROGATION from those assessment criteria. 50

RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI

§ 71-73:
-

-

The distinctiveness of the earlier mark must NOT be assessed
DIFFERENTLY if it is an EU collective mark.
In the absence of any contrary provision, Article 7(1)(b) and
Article 7(3) EUTMR apply to EU collective marks that MUST,
intrinsically or through use, BE distinctive.
Article 66(2) CTMR is NOT an exception to the requirement of
distinctiveness (even if geographic derogation, distinctive
elements must be present).
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RG - C-766/18P, 05.03.2020, HALLOUMI / BBQLOUMI

Conclusions:
•

•

GC was correct in assessing the degree of distinctiveness of
the earlier collective mark Halloumi, in including that factor in
its assessment of the existence of a LOC (§ 75) and in
acknowledging that it had a certain degree of distinctiveness
(§77) .
GC should have examined all the relevant factors, in particular
whether the low overall similarity of the signs is offset, inter
alia, by the identity of the goods (§ 81-82). It failed to carry out
a global assessment that takes into account the
interdependence of factors principle (§88).
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DESIGN - T-352/19, 12.03.2020, Packaging for foodstuffs

12/03/2019, T-352/19; Packaging for foodstuffs, EU:T:2020:94
RESULT: Action dismissed
KEYWORDS: Conflict of design with prior design, Individual
character, Informed user, Overall impression
NORMS:
Article 6(1)(b) CDR
Article 25(1)(b) CDR
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DESIGN - T-352/19, 12.03.2020, Packaging for foodstuffs
INVALIDITY pursuant to Article 25(1)(b) and Articles 5 and6 CDR

RCD

Earlier design

Packaging for foodstuffs
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DESIGN - T-352/19, 12.03.2020, Packaging for foodstuffs

INV. : Invalidity action REJECTED (different overall
impression due to the content)
BoA: INV. DIV. decision annulled (same overall impression
since content merely illustrative)
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DESIGN - T-352/19, 12.03.2020, Packaging for foodstuffs

GC: classification and test for individual character
§ 28: The classification of the products may contribute to
establishing the overall impression produced by that design on the
informed user for the purpose of assessing whether it has individual
character in relation to an earlier design.
§ 31: The presence of visible foodstuffs inside the products in which
the contested design is intended to be incorporated merely provides
a better illustration of their purpose, namely as packaging for
foodstuffs, as well as one of their components, specifically the
transparent lid.

56

DESIGN - T-352/19, 12.03.2020, Packaging for foodstuffs

§ 33: The comparison of the overall impressions produced by the
designs must relate solely to the elements actually protected. The
protection conferred by the contested design relates to its
appearance in that it is intended to be incorporated into
packaging for foodstuffs having certain components with specific
characteristics, namely a metal container that has a transparent
lid with a translucent tab.
The FOODSTUFFS INSIDE the container must NOT, therefore, be
taken into consideration for the purpose of assessing the ‘overall
impression’
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DESIGN - T-159/19, 27.02.2020, Item of furniture

27/02/2020, T-159/19, Furniture, EU:T:2020:77
RESULT: Action upheld (BoA decision annulled)
KEYWORDS: Disclosure within the EU, Promotional material
NORMS:
Article°7(1) CDR
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DESIGN - T-159/19, 27.02.2020, Item of furniture
Test to establish disclosure confirmed:
§ 20: To establish that there has been disclosure of an earlier design, it is
necessary to carry out a two-stage analysis to examine:
1) whether the evidence submitted in the application for a declaration of
invalidity shows, firstly, that there have been events constituting disclosure
of a design and, secondly, that that disclosure occurred before the date of
filing or priority of the contested design;
2) if the holder of the contested design has claimed the contrary, whether
those events could reasonably have become known in the normal course
of business to the specialised circles of the sector concerned operating
within the EU, failing which, a disclosure will be considered to have no
effect and will not be taken into account
Conclusion: BoA annulled for error in assessing evidence submitted (§ 42)
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Thank you
for
your attention!

For any questions
(and suggestions!):
Maria.capostagno@euipo.europa.eu
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