
Judgments of the General Court and the Court of Justice  2nd
trimester 2020

Hugh O’Neill 
30th June 2020



Index

1 T-49/19 Create delightful human environments Slogans
2 T-653/18 Le Sac Broad terms and PoU
3 T-78/19 green cycles (fig.) Broad terms and PoU
4 T-108/19 TasteSense By Kerry (fig.) / Multisense et al. Languages
5 T-37/19 cimpress / p impress (fig.) et al. Languages
6 C-142/19P PLOMBIR (T-830/16) Languages
7 C-237/19 Gömböc Technical result
8 T-532/19 Pantys (fig.) Misspellings
9 T-184/19 AUREA BIOLABS (fig.) / Aurea et al. joined with T-724/18 for OH Legislative reform (corrections)
10 C-702/18P PRIMART Marek Łukasiewicz / PRIMA (T-584/17) Procedure – scope of review
11 T-100/19 Acoplamientos para vehículo Procedure  – scope of review
12 T-443/18 Vogue Peek & Cloppenburg / Peek & Cloppenburg Procedure  – scope of review
13 T-63/19 POШEH (fig.) / POMAШKИ (fig.) Signs - comparison
14 C-115/19P CCB / CB (T-665/17) Signs - comparison
15 T-172/19 FORME D'UN TRESSAGE SUR UNE BOUTEILLE (3D) Shape marks
16 T-546/19 FORME D'UN RÉCIPIENT DORÉ AVEC UNE SORTE DE VAGUE (3D) Shape marks





T-49/19

4

Applicant

• §11… by reason of their mass exposure to straplines, the relevant public are 
conditioned to associate them with goods or services of particular 
undertakings. It is therefore necessary to start from the fact that the relevant 
public are likely to perceive a strapline as being a trade mark. Vorsprung durch 
Technik

GC

• § 31… that there is neither in that judgment nor in any of the earlier or 
subsequent case-law, any basis to support the argument that any promotional 
expression could now be more easily registered as a trade mark by a more 
favourable analysis of its distinctive character merely on the ground that it is a 
slogan which would allegedly be ‘conditioned’ by the relevant public.



T-49/19

Slogans
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§ 25 ‘create delightful human environments’ had a clear, ordinary meaning in everyday language that
did not conflict with the rules of English grammar, and carried the overall message that by purchasing
goods and services such as those at issue the customer would enjoy the benefits promised, by using
them to create pleasant and comfortable conditions in which to live..

§ 26 … a laudatory and promotional message …

§ 34 the Court concluded, in [Vorsprung durch Technik]…, that the slogan in question, on account of
the fact that it exhibited a certain originality and resonance, was memorable. In contrast, the Court
has not established a new test according to which the originality and memorable nature of a sign are
sufficient to establish the distinctive character of a trade mark. (underline added)

§ 36 although the case-law of the Court clarifies certain questions relating to the acceptability of
slogans as trade marks, that case-law cannot and should not be read as suggesting that any
promotional phrase can now be registered as a trade mark merely because it is presented in the form
of an advertising slogan.



T-49/19

Slogans
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§ 39…the factual context of the case which gave rise to the Vorsprung durch Technik judgment
differs substantially to that in the present case … in particular by the fact that the slogan
‘Vorsprung durch Technik’ was, according to the Court, ‘widely known and used by Audi for
many years’ to promote the sale of its motor vehicles in Class 12 ... The slogan ‘Vorsprung durch
Technik’ differs also from the sign applied for by its level of originality or resonance, and by the
intensity of interpretative effort required or the cognitive process started, in the relevant public,
in order to understand it … (underline added)

§ 43 … ‘ the Board of Appeal’s assessment is founded on the basis of the case-law according to
which a mark consisting of an advertising slogan must be regarded as being devoid of distinctive
character if it is liable to be perceived immediately by the relevant public as a mere promotional
formula, that is to say only, and not, beyond its promotional function, as an indication of origin
(underline added)

Rectification §32
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T-653/18

Opposition under Article 8(1)(b) EUTMR 

OD

v PoU request by TM Applicant

v PoU: Class 18 - Handbags and purses made from leather;
Class 25 - Ready-made clothing, footwear.
(not for retail services)

v Goods similar or identical. Visually an average degree.
Phonetically low, and were not similar conceptually

v Likelihood of confusion



Statistics 

T-653/18

Opposition under Article 8(1)(b) EUTMR

BoA

v PoU for ‘retail sales services in relation to handbags, purses and
wallets made from leather, ready-made clothing and footwear’

(not for goods)

v Similar to a low or average degree with contested Class 18 and
25 goods

v Visually and phonetically similar to an average degree and were
not similar conceptually

v Likelihood of confusion



T-653/18

10
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The BoA did not fail to have regard to the scope of its powers by carrying out a new, full
examination of the case as regards the proof of genuine use … in connection with retail sales
services …

(§ 26-27) The right to be heard extends to the factual and legal matters on which the decision-
making act is based, but not to the final position ... On two occasions in the course of the
proceedings before the Office, the applicant had the opportunity to submit its observations as
regards the evidential value of the evidence for the purposes of proving genuine use of the earlier
marks

BoA’s review



T-653/18

scope of protection of earlier trade mark 
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§ 37 requirements for specification set out by CJEU in Praktiker and IP Translator do not apply to
TMs registered before those judgments

§ 38 [reference to use of class headings which was not the case here]

§39 According to the case-law, retail trade in goods constitutes a service in Class 35... according
to the Explanatory Note … ‘the bringing together, for the benefit of others, of a variety of goods
…, enabling customers to conveniently view and purchase those goods’. It follows that, contrary
to what the applicant submits, the term ‘retail sales services’ is not a vague term and covers the
retail sale of any goods’ (emphasis added)

§ 40 In those circumstances, the Board of Appeal of EUIPO was justified, pursuant to
Article 47(2) of Regulation 2017/1001, in ascertaining in connection with which goods or
services proof of genuine use … had been furnished, although that mark had been registered in
respect of the broad category of ‘retail sales services’

§ 102 ‘Board of Appeal did not err in finding that there is such a likelihood of confusion’



T-653/18

scope of protection of earlier trade mark 

Approach to ‘retail services’ in line with that taken in Cactus. There, an earlier mark 
registered for CL 35 class heading before Praktiker and IP Translator was deemed 
to cover ‘retail of goods’ in Class 35. In response to a PoU request,this was  
narrowed down to ‘retailing of natural plants and flowers, grains; fresh fruits and 
vegetables’.

[No comparison of ‘retail services’ per se]





BoA

v The evidence showed use in particular with respect to bottles,
films, bags, golf balls, bin bags, laundry bags, pellets, urns, wads
for cartridges, plastic tubes and resins.

v PoU for Class 20

CLASS 20

Goods covered: articles made of plastics; goods of water-soluble, biodegradable 
and compostable plastic. 



goods not belonging to the class
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Explanatory note on Cl.20: “plastic goods… not included in other classes”

– (§ 55) The goods in respect of which the BoA found use do not come within Class 20 (bin 
bags and films are in 16, golf balls in 18, pellets in various classes, wads for cartridges in 13, 
resins in 1 and 2). 

– (§ 56) The only product in respect of which use was shown according to the Board and 
which falls in Class 20 is “urns”. 

breakdown into subcategories § 58 

… as there are almost no articles which cannot be made out of plastic…

… the Board should have broken down the goods in Class 20 into subcategories… (T-126/03 
Aladin, § 42, cited in § 57 of the judgment)





T-108/19

Knowledge of a foreign language
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§ 61 According to the applicant, both the Spanish and Polish publics, including the general public,
have a substantial knowledge of English as a second language, with the result that they are able to
understand the meaning of the terms ‘sense’ and ‘taste’.

§ 62 In that regard, it must be pointed out, first, that, according to settled case-law, an
understanding of a foreign language may not, in general, be presumed…

§ 63 Since a knowledge of English on the part of the Spanish and Polish public is not a well-known
fact (in contrast to the knowledge of English on the part of, inter alia, the Swedish public) and since
the sector in question is not one of those in which English is frequently or normally used (in contrast
to the technology or computing sectors), it was for the applicant to provide … evidence to highlight
the relevant public’s knowledge of a language other than its mother tongue.

§ 64 Consequently, with the exception of certain terms forming part of basic English vocabulary, it
cannot be assumed that English terms are widely known in the European Union.





C-142/19 P – PLOMBIR

§ 41 as to consumers in the Baltic States, the GC sufficiently reasoned that it is a well-
known fact that Russian is understood in the Baltic States and did not distort the facts 
in that regard

§41-§43 the question whether Russian is understood or not in Germany and whether 
the GC committed an error in establishing that Russian is understood in Germany is 
irrelevant, since the judgement still stands on the view of the Baltic States.



Cl. 14 (decorative items), 21 (decorative items made of glass ) & 28 (toys)

C-237/19, Gömböc (Preliminary ruling)



C-237/19, Gömböc
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1) Must Article 3(1)[(e)(ii)] of [Directive 2008/95], in the case of a sign consisting exclusively of 
the shape of the product, be interpreted as meaning that

(a) it is on the basis of the graphic representation contained in the register alone that it 
may be determined whether the shape is necessary to obtain the technical result sought, 
or

(b) may the perception of the relevant public also be taken into account?

In other words, is it permissible to take into account the fact that the relevant public is aware 
that the shape for which registration is sought is necessary in order to obtain the technical result 
sought?



C-237/19, Gömböc  § 28

Step 1 1) The determination of the ‘essential characteristics’

Step 2
2) Examination of whether these essential 

characteristics are ‘necessary to obtain a 
technical result’
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§30 … the identification of the essential characteristics of the sign at issue … must in 
principle begin with the assessment of the graphic representation of that sign, the 
competent authority may also refer to other useful information that allows it to 
correctly identify those characteristics

§31 In that regard, the Court has held that the presumed perception by the 
relevant public is not a decisive factor when applying that ground for refusal, and 
may, at most, be a relevant criterion of assessment for the competent authority 
when identifying the essential characteristics of the sign. 

C-237/19, Gömböc
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§ 32…[ground] applied when the graphic representation of the shape of the product
allows only part of the shape to be seen, provided that the visible part of the shape is
necessary to obtain the technical result sought by that product, even if it is not
sufficient, on its own, to obtain that result)

§34… The determination by the competent authority of the technical functions of the 
product in question must be based on ‘objective and reliable information’. 

§ 35 ….any knowledge the relevant public may have of the technical functions of the
product in question and the way in which they are achieved forms part of an
assessment necessarily involving subjective factors, potentially giving rise to
uncertainty … which risks undermining the objective … prevent trade mark law from
granting an undertaking a monopoly on technical solutions or functional features of a
product.

C-237/19, Gömböc



C-237/19, Gömböc
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Answer

Article 3(1)(e)(ii) of Directive 2008/95/EC …must be interpreted as meaning that, 
….assessment does not have to be limited to the graphic representation of that 
sign. Information other than that relating to the graphic representation alone, 
such as the perception of the relevant public, may be used in order to identify the 
essential characteristics of the sign at issue. However, …. such information must 
originate from objective and reliable sources and may not include the perception 
of the relevant public.



C-237/19, Gömböc
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Art. 3(1)(e)(ii) Dir. 2008/95 may be applied when the graphic representation of the 
shape of the product allows only part of the shape to be seen, provided that the 
visible part of the shape is necessary to obtain the technical result sought by that 
product, even if it is not sufficient, on its own, to obtain that result (…)



C-237/19, Gömböc
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2 2) Is Article 3(1)(e)(iii) of Directive 2008/95/EC to be interpreted as meaning that 
the ground for refusal is applicable to those signs which consist exclusively of 
the shape of goods and in respect of which it can be determined whether the 
shape gives substantial value to the goods, bearing in mind the perception or 
knowledge that the buyer has of the goods represented graphically?
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- For Article 3(1)(e)(iii), it must be apparent from objective and reliable evidence
that a consumer’s decision to purchase the goods in question is, to a very great
extent, determined by one or more features of the shape which alone forms the
sign (§41).

- … characteristics of the product not connected to its shape, such as technical
qualities or the reputation of the product are, on the other hand, irrelevant (§42).

- Other irrelevant characteristics which pertain to the product rather than to its
shape include “the story of its creation, its method of production, whether
industrial or artisanal, the materials that it contains, which may be rare or
precious, or even the identity of its designer” (§60).

C-237/19, Gömböc



C-237/19, Gömböc
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3) Must Article 3(1)[(e)(iii)] of [Directive 2008/95] be interpreted as meaning that 
that ground for refusal is applicable to a sign, consisting exclusively of the shape 
of a product

(a) which, by virtue of its individual character, already enjoys the protection 
conferred on designs, or
(b) the aesthetic appearance of which gives the product a certain value?’

Trade mark protection cannot be excluded only because the shape at issue is
concomitantly protected by design law (§51-57)

Article 3(1)(e)(iii) Dir. 2008/95 cannot be applied systematically to a sign which
consists exclusively of the shape of a decorative item (§59).



‘essential characteristics of the shape [must] combine the characteristics which are technically causal of, and 
sufficient to obtain, the intended technical result’ (T-270/06, Lego Juris A/S, para 39 )

For Article 7(1)(e)(ii) EUTMR to apply, ‘the essential characteristics of the sign at issue must all be technically 
necessary to obtain the intended technical result of the goods concerned even if they are not sufficient in 
themselves to achieve that purpose’ (T-601/17 Rubik’s, paras 94-97) 

The evidence did not establish that a single groove was capable of producing on its own the intended technical 
result (T-447/16, paras 53-58 and 69-73, L-shaped groove, under appeal in (C-6/19P and C-818/18P)
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T-532/19

Misspellings
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(§ 19-20) The word ‘panties’ is defined in various English dictionaries as ‘women’s or girls’
underpants, especially short-legged or legless pants with an elasticated waist; tights,
pantyhose’.

(§ 27) The verbal element ‘pantys’ does not differ from everyday language in such a way that
the relevant public would regard it as more than a mere misspelling of the English word
‘panties’.

(§ 21) The sign is descriptive for all sanitary products, especially for women.





Statistics Background – Legislative Reform - Correction of errors  

v This is not considered by the Office to imply a change in practice.

Legal issue: a change in the wording of the relevant provisions applicable to 
revocation. 

Corrigendum: the previous wording ‘obvious mistake’ in Rule 53 of Regulation 
2868/95 was replaced by ‘manifest oversight’ in Article 102 EUTMR; 



Legislative Reform - Correction of errors
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§ 19 The provision applicable to the correction of a decision is the provision in force on the date on which the
correcting decision is adopted.

§ 20 The correct basis is thus Article 102 EUTMR that refers to ‘manifest oversights’ and not Rule 53 EUTMIR.
However, an error in choosing the legal basis leads to the annulment of the act only when that error may
affect the content of that act.

§31 The difference between correction cases and revocation cases, explained in the case-law handed down
under the provisions which applied previously, set out in points 29 and 30 above, has not been called into
question by the change in the terms used in the relevant provisions in the present case.

§ 34-38 The deleted paragraph amounts to an erroneous restatement of what the BoA allegedly noted in an
earlier passage of the contested decision and thus was the result of a manifest oversight.





C-702/18 Primart

§40 … the appellant does not dispute the General Court’s finding that it did not argue before the Board of 
Appeal that the inherent distinctiveness of the earlier mark PRIMA was weak because of the laudatory 
meaning of the word ‘prima’ in Spanish. However, it submits that that was an issue which the Board of 
Appeal was required to examine in any event.

§41 In that regard, it is true that, under Article 76(1) of Regulation No 207/2009 [ now 95(1)], in 
proceedings relating to relative grounds for refusal of registration, EUIPO is restricted in its examination to 
the facts, evidence and arguments provided by the parties and the relief sought, so that the Board of 
Appeal may base its decision only on the relative grounds for refusal relied on by the party concerned and 
the related facts and evidence presented by the parties. … the Board of Appeal is required to decide on all 
issues which, in the light of the facts, evidence and arguments provided by the parties and the relief sought, 
are necessary to ensure a correct application of that regulation and in respect of which it has all the 
information required in order to be able to take a decision, even if no element of law related to those issues 
has been relied on by the parties before it.



C-702/18 Primart

§42  In the light of that obligation incumbent on the Board of Appeal, Article 76 of Regulation No 207/2009 
and Article 188 of the Rules of Procedure of the General Court cannot be interpreted as meaning that the 
arguments seeking to call into question the considerations of the Board of Appeal relating to the issues on 
which it is required to take a decision will not form part of the subject matter of the proceedings before the 
General Court if they have not been put forward during the proceedings before the Board of Appeal.

§ 43 In the context of opposition proceedings based on Article 8(1) of Regulation No 207/2009, the 
assessment of the inherent distinctive character of the earlier mark constitutes an issue of law which is 
necessary to ensure the correct application of that regulation, so that the instances of EUIPO are required 
to examine that issue, if necessary of their own motion…

§44 Accordingly, the reasoning of the Court set out in paragraphs 87 to 90 of the judgment under appeal 
misconstrued the scope of Article 76(1) of Regulation No 207/2009.



T-100/19 - acoplamientos
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 § 70 - 71, Article 63(1) CDR second sentence  (where the GC explicitly states that is analogous to Article 

95(1) EUTMR) means that, in inter partes proceedings, the principle that the scope of the dispute is 
delimited by the parties applies also in those inter partes proceedings in which “absolute grounds” of 
invalidity are invoked.

Article 95 
Examination of the facts by the Office of its own motion 
1. In proceedings before it the Office shall examine the facts of its own motion; however, in proceedings 
relating to relative grounds for refusal of registration, the Office shall be restricted in this examination to 
the facts, evidence and arguments provided by the parties and the relief sought. In invalidity proceedings 
taken pursuant to Article 52, the Office shall limit its examination to the grounds and arguments 
submitted by the parties.





Statistics 

T-653/18

Background T-443/18 

v Peek & Cloppenburg in DE: two identical and co-existing
commercial designations

v Oppositions / Invalidity - on Art.8(4) EUTMR (2003)

v ‘Pilot cases’ EU and DE: right to prohibit use later TM (entire
national territory) including examination coexistence claim

v Contested decisions: follow-up cases (2018)



BoA

v EUTM applicant’s new submissions:

‒ new facts came to light after pilot cases EU + DE
‒ would establish that opponent no right to prohibit use

v No right to prohibit i.a. (i) from coexistence agreement and (ii)
abusive execution of that agreement by opponent

v Evidence filed before BoA would establish those facts

v Suspension requested in order to clarify legal situation in new ‘pilot
case’ before competent DE courts

BoA followed outcome of pilot cases & rejected request for further
suspension.

T-443/18 



T-443/18

§53, 66 - The scope of examination that the Office is required to carry out, due to the full 
reference to Article 8(4) EUTMR and the law of the Member State governing the sign, includes 
all the conditions which, according to the law concerned, determine whether ‘this sign gives its 
proprietor the right to prohibit the use of a more recent trade mark’ (24/10/2018, T 435/12, 42 
BELOW (fig.) / VODKA 42 (fig.), EU:T:2018:715, §45). 

substantive exceptions do not concern exercise of right to prohibit use (§ 68)

§69  - clarifies that the examination under national law must be exhaustive and must also 
include the substantive exceptions [defences] which, under national law, exclude the right to 
prohibit use

§72, 77, 78, 80 - burden of proof, the GC recalls the case-law on the opponent/invalidity 
applicant’s duty to establish existence of the right to prohibit use (the legislation and its 
interpretation by the competent national courts). 
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T-443/18

§ 73-76, 79 - That duty exists regardless of the Office’s duty to check the correctness of the 
‘legal facts’, if needs be, ex officio). 

§ 80, 82, 83 - The GC confirms that this duty also applies to the ‘substantive exceptions’ 
[defences] and that the burden of proof in this regard is on the EUTM applicant/proprietor: 

each party has to establish the rights upon which it relies (24/10/2018, T 435/12, 42 BELOW (fig.) / 
VODKA 42 (fig.), EU:T:2018:715, § 83, 92) (§ 82, 83).

Dismissed the Appeal.

GC accepted that BoA justified non-suspension in essence with lack of chances of success for 
national court.
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Statistics 

T-443/18

T-443/18 – How far with defences ?  

v Reference to broad concepts / other areas of national law

v Section 15(2) GTMA qualified as ‘defence’ (§ 68, 69):

2) Third parties shall be prohibited from using the commercial designation … in trade, without
authorisation, in a manner liable to cause confusion ….

v includes interpretation coexistence agreement (§ 70, 71)

v includes existence of abuse of rights venire contra factum proprium [estoppel] in execution of
agreement (§ 88)

v level of proof appears nevertheless to be rather high





Statistics 

T-63/19

Opposition under Article 8(1)(b) EUTMR 

BoA

v Earlier IR (LV, LT, DE, ES, FR, GR); Identical goods class 30
v OD upheld the opposition and found LoC

v BoA annulled OD and found no LoC:
v Visual similarity only low, aural similarity (only for Russian

speakers) very low, conceptual similarity at most average.
v Similarities are rather banal and out-weighed by other factors,

namely: a) different flower depictions; b) different verbal
elements; c) left & right edges substantially different; d) green
background vs. yellow background in the centre; e) non-
corresponding “wave structures” of the flowers;

v The camomile (flower) motif denotes the possible flavour of the
confectionery, thus reducing distinctiveness.



T-49/19
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The GC annulled BoA and found LoC.

[BoA did not err on aural and conceptual comparison §70 and §77]

§ 54 … the two marks have a similar structure…figurative elements are arranged, on the one
hand, in the centre of the background so as to compose arcs, which, although oriented
differently in the two signs, are parallel and composed of three flowers in both signs … a
recurring pattern occupying the entire height of the signs …in both cases, repetitive elements,
the arrangement of which follows an analogous structure

§ 56 … although there are a large number of flowers whose appearance, petals and centre can
vary greatly in shape and colour, the two signs at issue, although with perceptible stylistic
differences, clearly represent several times the same type of flower.

§ 63 … BoA wrongly considered that the word ‘ромашки’ in the earlier mark and the word
‘рошен’ in the mark applied for have ‘no obvious point of similarity’.



T-49/19
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§ 64… having regard to the similarities inherent in the structural, figurative and word elements
contained in the signs at issue, it must be concluded that the degree of visual similarity between
those signs should be regarded as average [not low].

§ 87… The contested decision does not, which is an important factor, all the more so, as it take
into account the degree of consumers´ attention is undisputedly low in the present case

§ 93… The contested decision does not contain any assessment of the distinctive character of
the earlier mark as a whole (but only of its individual elements)

§ 97/98 … In light of identity of the goods, a degree of similarity of the signs `far from being
similar only in certain respects´ and a low degree of consumer attentiveness, LoC cannot be
ruled out, even if it was assumed that the earlier mark was only weakly distinctive as a whole.





Statistics 

T-63/19

Opposition under Article 8(1)(b) EUTMR  (identical services Cl.36)

BoA

v Earlier mark had reputation at the filing date of the opposition

v The earlier mark is a highly stylized, relevant public are
accustomed to stylisations of the letters of the alphabet and will
thus read the elements of a design as the letters that they most
resemble

v Furthermore, on account of the reputation in France of the sign
… the relevant public in that territory will perceive the earlier
marks as the letters ‘CB’

v … there is some visual similarity between the earlier mark and
the mark claimed. From an aural point of view the marks are
similar to an above average degree

v LoC upheld



T-665/17
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The GC upheld BoA and found LoC.

§54 Comparison of signs: The BoA was able, without erring in law, to rely on the reputation of the earlier
mark in France and, therefore, to rely on the significance of the awareness of the link that mark establishes
with the bank cards of the Groupement des cartes bancaires, described by the acronym CB, in order to
correctly deduce that the relevant public will perceive the earlier mark as being the word element consisting
of the acronym ‘CB’



C-115/19 
EC

J

§56…the examination of the similarity of the signs at issue consists of a visual, phonetic and 
conceptual comparison based on the overall impression which those signs make, having regard 
to their intrinsic qualities, on the memory of the relevant public (judgment of 4 March 2020, 
EUIPO v Equivalenza Manufactory, C-328/18 P, EU:C:2020:156, paragraph 71 and the case-law 
cited), whereas the distinctive character of the earlier mark concerns the ability of that mark to 
identify the goods or services in respect of which it was registered as coming from a particular 
undertaking and thus to distinguish those goods or services from those of other undertakings 
(see, with regard to the distinctive character of EU trade marks, judgment of 13 September 
2018, Birkenstock Sales v EUIPO, C-26/17 P, EU:C:2018:714, paragraph 31 and the case-law 
cited).



C-115/19 
EC

J

§56 Consequently, unlike the factor of the similarity of the signs at issue, the factor of the 
reputation and distinctive character of the earlier mark does not involve a comparison between 
a number of signs, but concerns only one sign, namely the sign which the opponent has 
registered as a mark. Since those two factors are thus fundamentally different in scope, 
examination of one of them does not allow conclusions to be drawn concerning the other. Even 
where the earlier mark has a high degree of distinctive character by reason of its reputation, 
that fact does not make it possible to determine whether and, if so, to what extent that mark is 
visually, phonetically and conceptually similar to the mark in respect of which registration is 
sought.

§59 It is therefore incorrect in law to assess the similarity of the signs at issue in the light of the 
reputation of the earlier mark.





T-172/19

Only marks with shapes that depart significantly from the norms or customs of the sector are not 
devoid of any distinctive character (§24-26).

In its analysis of whether the mark departed from the norms or customs of the sector, the BoA 
was right to take into consideration the alcoholic beverages sector in general, rather than just the 
sector dedicated to rum (§37). 

The analysis should not be limited to the sector dedicated to rum, since it cannot be excluded that 
rum consumers’ perception of the mark might be influenced by the marketing methods 
developed for other drinks of the same kind and intended for the same consumers, including 
alcoholic drinks (§41).

The BoA could base its analysis on facts resulting from the generally acquired practical 
experience in the marketing of widely consumed products, as those facts were likely to be 
known to the consumers of these products (§42).
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T-546/19

the GC confirms that  [cheese, marmalade, tomato pulp or dulce de leche ] are ‘of the 
same type’ as butter, being either food spreads, such as dulce de leche, tomato pulp or 
marmalade, or dairy products, like coffee milk or dulce de leche. These products are intended 
for the same consumers as butter in small pods and they are usually consumed for breakfast, 
especially in hotels, restaurants or cafes (§31). 

Thus the BoA was right to rely on such examples of packaging in assessing whether the mark 
applied for departs from the norm and customs of the sector (§32):G
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In Deutsche SiSi-Werke (C-173/04 P) ‘the relevant norm or customs may be those 
which apply in the sector of the packaging of goods which are of the same type and 
intended for the same consumers as those goods in respect of which registration is 
sought’


