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Decision 

Summary of the facts 

1 By an application filed on 9 January 2020, Ui Phoenix Kerbl (‘the applicant’) sought to 

register the mark 

SUSSEX ROYAL 

as a European Union trade mark for, inter alia, the following list of goods: 

Class 32: Beer and brewery products; soft drinks. 

Class 33: Alcoholic beverages (except beer). 

2 The application was published on 22 April 2020. 

3 On 21 July 2020, Royal Unibrew A/S (‘the opponent’) filed an opposition against the 

registration of the published trade mark application for part of the goods (as indicated 

above).  

4 The grounds of opposition were those laid down in Article 8(1)(b) and 

Article 8(5) EUTMR. 

5 The opposition was based on: 

a) International registration No 854 092 designating the European Union for the mark 

ROYAL 

filed on 13 June 2005 for beers in Class 32. 

b) International registration No 854 698 designating the European Union for the mark  

ROYAL UNIBREW 

with the priority date 8 December 2004 registered for beers; mineral and aerated 

waters and other non-alcoholic drinks; fruit drinks and fruit juices; syrups and other 

preparations for making beverages in Class 32. 

6 By decision of 12 July 2022 (‘the contested decision’), the Opposition Division upheld the 

opposition and rejected the trade mark applied for, for all of the contested goods, on the 

grounds that there was a likelihood of confusion under Article 8(1)(b) EUTMR. The 

applicant was ordered to bear the costs. The Opposition Division gave, in particular, the 

following reasoning for its decision: 
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− The opposition was first examined as based on international registration No 854 092 

‘ROYAL’ designating the European Union. 

− Beer is identically included in both lists of goods, albeit in the plural form for the 

earlier mark. 

− The contested brewery products include, as a broader category, the opponent’s beers. 

Since the Opposition Division cannot dissect ex officio the broad category of the 

contested goods, they are considered identical to the opponent’s beers.  

− The contested soft drinks are similar to the opponent’s beers in Class 32 as they have 

the same purpose. They usually coincide in their relevant public and distribution 

channels. Furthermore, they are in competition. 

− The contested alcoholic beverages (except beer) are similar to the opponent’s beers 

in Class 32 as they have the same nature. They usually coincide in producer, relevant 

public and distribution channels. 

− The goods found to be identical or similar are directed at the public at large for which 

the degree of attention is average.  

− The relevant territory is the European Union. 

− According to the case-law, the term ‘royal’ is perceived, within the European Union, 

as an ordinary, descriptive term which is evocative of the monarchy and, more 

generally, of luxury and magnificence (18/09/2008, C-514/06 P, Armafoam, 

EU:C:2008:511, § 57). Indicating positive characteristics of the goods such that it is 

at least somewhat weakly distinctive of the goods although, not being directly 

descriptive of any of the goods or their characteristics, it is not lowly distinctive. 

− The comparison of the signs was focused on the English-speaking part of the public 

given that the non-coinciding word ‘SUSSEX’ is weakly distinctive for the relevant 

goods, such that a likelihood of confusion is more likely to arise for this part of the 

public. 

− The contested sign consists of the words ‘SUSSEX ROYAL’. ‘SUSSEX’ refers to a 

well-known region in southern England and, as it will be perceived as merely referring 

to the geographic origin of the relevant goods, it is at best lowly distinctive. Moreover, 

for the analysed public, the expression has a unitary meaning: a royal from Sussex. 

This understanding is more likely, as the analysed public is aware that this word refers 

to members of the British royal family bearing that name (i.e. the Duke and Duchess 

of Sussex). 

− Visually and aurally, the signs coincide in the word/sound ‘ROYAL’ and differ in the 

word/sound ‘SUSSEX’. Although the coinciding word comes second in the contested 

sign, it must be noted that such coincidence amounts to the entirety of the earlier mark 

and the coincidence forms the more important and so more memorable part of the 

contested sign being the noun therein. On this basis, the signs are considered to be 

visually and aurally similar to an above-average degree.  
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− Conceptually, for the public under analysis the signs coincide in the meaning of the 

word ‘ROYAL’, and this is despite the unitary meaning of the contested sign, which 

nevertheless refers to the idea of a Sussex-based royal person, subject or thing. 

Consequently, the signs are considered to be conceptually similar to an above-average 

degree.  

− According to the opponent, the earlier mark has been extensively used and enjoys an 

enhanced scope of protection. However, for reasons of procedural economy, the 

evidence filed by the opponent to prove this claim did not have to be assessed in the 

present case. 

− The earlier mark enjoys a somewhat weak inherent distinctiveness.  

− Taking the relevant factors into consideration, the higher-than-average visual, aural, 

and conceptual similarities between the signs, owing to the coincidence in the word 

‘ROYAL’, which forms the entirety of the earlier mark and which is the more 

important and more memorable part of the contested sign, are not counteracted by the 

additional weakly distinctive word ‘SUSSEX’, and this is so despite the fact that the 

said additional word comes before the coinciding word.  

− While consumers typically focus more on the beginning of a sign due to left-to-right 

reading habits, this principle is balanced here by the weak distinctiveness of the term 

‘SUSSEX’ in the contested sign. Additionally, the unitary meaning of the contested 

sign makes ‘SUSSEX’ seem like a qualifying element for the overlapping term 

‘ROYAL’, i.e. somewhat secondary. 

− The likelihood of confusion covers situations where the consumer directly confuses 

the signs themselves, or where the consumer makes a connection between the 

conflicting signs and assumes that the goods/services covered are from the same or 

economically linked undertakings. Indeed, it is conceivable that the relevant consumer 

will view the contested sign as a sub-brand of the earlier mark, potentially tied to 

specific goods. 

− Considering these factors, there is a likelihood of confusion among the English-

speaking segment of the public in regions like Ireland and Malta. 

− Given that the opposition was successful based on the inherent distinctiveness of the 

earlier mark, evaluating its claimed extensive use or reputation was unnecessary. This 

outcome would remain unchanged even if the earlier mark had heightened 

distinctiveness. As the said earlier right leads to the success of the opposition and to 

the rejection of the contested sign for all the goods against which the opposition was 

directed, there was no need to examine the other earlier right or ground invoked by 

the opponent. 

7 On 7 September 2022, the applicant filed an appeal against the contested decision, 

requesting that the decision be entirely set aside. The statement of grounds of the appeal 

was received on 11 November 2022. 

8 In its response received on 16 January 2023, the opponent requested that the appeal be 

dismissed.  
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Submissions and arguments of the parties 

9 The arguments raised by the applicant in the statement of grounds may be summarised as 

follows: 

− The contested sign ‘SUSSEX ROYAL’ is a word mark formed by the word elements 

‘SUSSEX’ and ‘ROYAL’. Although the term ‘ROYAL’ does not appear in that form 

in all the languages of the European Union, it follows from the case-law that the 

average consumer will perceive it as a commonplace, qualifying word, alluding to 

monarchy and, more generally, luxury and magnificence. As a result, the word 

‘ROYAL’ in the contested sign has a very low degree of distinctive character. 

− The initial term ‘SUSSEX’ is therefore distinctive. It refers to a well-known region of 

Southern England and will be understood as the geographic origin of the relevant 

goods. 

− Consumers pay more attention to the beginning of a sign, due to left-to-right reading 

habits. ‘SUSSEX’ is the first dominant word in the contested sign. 

− The opponent argues that the dominant element of the contested sign is the word 

‘ROYAL’. However, word marks do not have any dominant or visually more striking 

elements because, by definition, they are written in a standard typeface. The length of 

the words or the number of letters has no influence on the analysis of the dominant 

character. 

− The opposition was based on, inter alia, international registration No 854 092, 

‘ROYAL’, which is only registered for goods in Class 32. The Office cannot therefore 

reject the contested goods in Class 33. 

− The opponent neither has protection for Class 33 for international registration No 

854 698 ‘ROYAL UNIBREW’ (registered only for goods in Classes 5 and 32). 

− In light of the above, there is no likelihood of confusion for the public. 

10 The arguments raised by the opponent in response can be summarised as follows: 

− Goods or services cannot be regarded as being similar to or dissimilar from each other 

on the ground that they appear in the same or different classes under the Nice 

Classification. 

− In the present case, the goods are partly identical and partly similar.  

− The level of attention of the relevant public at large will vary from average to low 

because the concerned goods are usually low-priced goods for everyday consumption. 

− The common word element ‘ROYAL’ will be understood by the English-speaking 

part of the public as referring to something being of royal nature, meaning it is of or 

pertaining to a king or queen; thus, it has an average degree of distinctiveness. 
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− The word element ‘SUSSEX’ will be understood by the relevant public as an area of 

South-Eastern England. It will be perceived as referring to the geographic origin of 

the relevant goods. Therefore, this verbal element is at most lowly distinctive. 

− Given the unitary meaning of the contested sign ‘SUSSEX ROYAL’, the word 

‘SUSSEX’ will serve as a qualifier with respect to the coinciding word, being ancillary 

thereto. 

− The impact of the word element ‘SUSSEX’ is limited when assessing the likelihood 

of confusion, given its, at most, low distinctiveness. 

− Although generally the relevant public places more attention on the beginning of trade 

marks (due to their left-to-right reading habits), this principle can be counterweighed.  

− The contested sign does not contain any distinctive elements differentiating it from 

the earlier marks. Therefore, due to the predominant and more distinctive element of 

the contested sign being identical to the only element of the earlier mark, ‘ROYAL’ 

(and to the first element of the earlier mark ‘ROYAL UNIBREW’), the signs are 

visually, aurally and conceptually similar to an above-average degree. 

− As the contested sign contains the only element of the earlier mark ‘ROYAL’ together 

with a geographical indication, it is quite conceivable that the relevant public will 

perceive the contested sign as a (geographic) sub-brand of the earlier mark, configured 

in a different way according to the type of goods that it designates. 

− There is a likelihood of confusion at least with regard to the English-speaking part of 

the public, which is considered to be sufficient to reject the contested sign. 

Reasons 

11 All references made in this decision should be seen as references to the EUTMR (EU) 

No 2017/1001 (OJ 2017 L 154, p. 1), codifying Regulation (EC) No 207/2009 as amended, 

unless specifically stated otherwise in this decision. 

12 The appeal complies with Articles 66, 67 and Article 68(1) EUTMR. It is admissible. 

Scope of the appeal 

13 The Opposition Division upheld the opposition based on the earlier international 

registration No 854 092 ‘ROYAL’ designating the European Union (earlier mark 1) and 

on the ground of Article 8(1)(b) EUTMR. The applicant appealed the contested decision 

in its entirety. The Opposition Division did not examine the claim for enhanced 

distinctiveness of the earlier mark. Neither did it examine the opposition as based on the 

other earlier mark and the other ground of opposition, namely Article 8(5) EUTMR. 

14 The Board will first examine whether the Opposition Division was right in finding that 

there is likelihood of confusion based on the inherent distinctiveness of the earlier 

international registration No 854 092 for all the contested goods. 
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Article 8(1)(b) EUTMR 

15 According to Article 8(1)(b) EUTMR, upon opposition by the proprietor of an earlier trade 

mark, the trade mark applied for shall not to be registered if, because of its identity with, 

or similarity to, an earlier trade mark and the identity or similarity of the goods or services 

covered by the trade marks, there exists a likelihood of confusion on the part of the public 

in the territory in which the earlier trade mark is protected. The likelihood of confusion 

includes the likelihood of association with the earlier trade mark. In addition, under 

Article 8(2)(a)(iv) EUTMR, an ‘earlier trade mark’ means trade marks registered under 

international arrangements which have effect in the Union with a date of application for 

registration which is earlier than the date of application for registration of the EU trade 

mark. 

16 According to settled case-law, the likelihood of confusion is to be understood as being the 

risk that the public might believe that the goods or services covered by the earlier mark 

and those covered by the mark applied for come from the same undertaking or, as the case 

may be, from economically linked undertakings. The existence of such a risk must be 

assessed globally, taking into account all factors relevant to the particular case 

(22/06/1999, C-342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 17, 18; 05/03/2020, 

C-766/18 P, BBQLOUMI (fig.) / HALLOUMI, EU:C:2020:170, § 63, 67; 11/06/2020, 

C-115/19 P, CCB (fig.) / CB (fig.) et al., EU:C:2020:469, § 54). 

17 Those factors include, inter alia, the degree of similarity between the signs at issue, the 

goods or services in question and also the strength of the earlier mark’s reputation and its 

degree of distinctive character, whether inherent or acquired through use (24/03/2011, 

C-552/09 P, TiMiKinderjoghurt, EU:C:2011:177, § 64; 04/03/2020, C-328/18 P, BLACK 

LABEL BY EQUIVALENZA (fig.) / LABELL (fig.) et al., EU:C:2020:156, § 57; 

11/06/2020, C-115/19 P, CCB (fig.) / CB (fig.) et al., EU:C:2020:469, § 55). 

Relevant public and territory 

18 In the global assessment of the likelihood of confusion, account should be taken of the 

average consumer of the category of products concerned, who is reasonably well informed 

and reasonably observant and circumspect. It should also be borne in mind that the average 

consumer’s level of attention is likely to vary according to the category of goods or 

services in question (22/06/1999, C-342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 26; 

13/02/2007, T-256/04, Respicur, EU:T:2007:46, § 42). 

19 In the present case, the Opposition Division rightly held that the relevant goods are aimed 

at the public at large who is likely to display an average degree of attention (22/09/2021, 

T-195/20, chic ÁGUA ALCALINA 9,5 PH, EU:T:2021:601, § 33; 23/02/2022, T-198/21, 

CODE-X, EU:T:2022:83, § 20; 13/04/2022, R 964/2020-G, ZORAYA / VIÑA ZORAYA, 

§ 25-26).  

20 Since the earlier international registration designates the European Union, the relevant 

territory for the assessment of the likelihood of confusion is the EU as whole. 
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Comparison of the goods  

21 In assessing the similarity of the goods and services concerned, all the relevant factors 

relating to those goods and services themselves should be taken into account. Those factors 

include, inter alia, their nature, their intended purpose, and their method of use and whether 

they are in competition with each other or are complementary (29/09/1998, Canon, 

C-39/97, EU:C:1998:442, § 23). Other factors may also be taken into account such as, for 

example, the distribution channels of the goods and services concerned (21/04/2005, 

T-164/03, monBeBé, EU:T:2005:140, § 53; 11/07/2007, T-443/05, Pirañam, 

EU:T:2007:219, § 37).  

22 The reference point is whether the relevant public would perceive the relevant products or 

services as having a common commercial origin (04/11/2003, T-85/02, Castillo, 

EU:T:2003:288, § 38). 

23 Article 33(7) EUTMR provides that goods and services shall not be regarded as being 

similar to each other on the ground that they appear in the same class under the Nice 

Classification, and they shall not be regarded as being dissimilar from each other on the 

ground that they appear in different classes under the Nice Classification. 

24 The contested goods are the following: 

Class 32: Beer and brewery products; soft drinks. 

Class 33: Alcoholic beverages (except beer). 

25 The goods covered by the earlier mark are the following: 

Class 32: Beers. 

26 The Opposition Division concluded that the contested beer and brewery products are 

identical to the earlier goods and that soft drinks are similar to an average degree thereto. 

The Board refers to and endorses the reasoning set out in the contested decision which will 

in that way make up an integral part of the reasons for the Board’s own decision 

(13/09/2010, T-292/08, Often, EU:T:2010:399, § 48; 11/09/2014, T-450/11, Galileo, 

EU:T:2014:771, § 36). In any event, this finding has not been questioned by the parties. 

27 As for the contested goods in Class 33, whose similarity with the goods covered by the 

earlier mark was challenged by the applicant, it must be stated that the Opposition Division 

did not err in its assessment. The general category of alcoholic beverages (except beer) 

also covers low-alcohol content beverages such as cider, perry and alcopops. These low-

alcohol content beverages and beers are close in nature, are consumed in similar 

circumstances for a common motive, and they are often in competition with each other. 

They also share the same distribution channels. These goods are highly similar. As the 

Office cannot ex officio dissect broad categories of goods and services, beers and alcoholic 

beverages (except beer) must be considered to be similar to a high degree (15/11/2006, 

T-366/05, Budweiser, EU:T:2006:347, § 45; 21/06/2012, T-276/09, Yakut, 

EU:T:2012:313, § 29, 30). 
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Comparison of the signs 

28 The global assessment of the likelihood of confusion must, so far as concerns the visual, 

phonetic or conceptual similarity of the signs at issue, be based on the overall impression 

given by those signs, bearing in mind, in particular, their distinctive and dominant 

elements. The perception of the signs by the average consumer of the goods or services in 

question plays a decisive role in the global assessment of that likelihood of confusion. The 

average consumer normally perceives a mark as a whole and does not engage in an analysis 

of its various details (11/11/1997, C-251/95, Sabèl, EU:C:1997:528, § 23; 22/06/1999, 

C-342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 25; 08/05/2014, C-591/12 P, Bimbo 

Doughnuts, EU:C:2014:305, § 21; 22/10/2015, C-20/14, BGW / BGW, EU:C:2015:714, 

§ 35). 

29 Two marks are similar when, from the point of view of the relevant public, they are at least 

partially identical as regards one or more relevant aspects, namely the visual, aural and 

conceptual aspects (23/10/2002, T-6/01, Matratzen + Matratzenmarkt Concord (fig.), 

EU:T:2002:261, § 30; 15/12/2010, T-331/09, Tolposan, EU:T:2010:520, § 43; 

17/03/2021, T-186/20, The time / Timehouse, EU:T:2021:147, § 21). 

30 It must be highlighted that the descriptive, non-distinctive or weakly distinctive elements 

of a sign will generally have less weight in the analysis of the similarity between the signs 

than the elements of greater distinctiveness, which are also more able to dominate the 

overall impression created by the sign (12/06/2019, C-705/17, ROSLAGSÖL, 

EU:C:2019:481, § 53). 

31 While evaluating the distinctive character of an element of a mark, an assessment must be 

made of the greater or lesser capacity of that element to identify the goods for which the 

mark was registered as coming from a particular undertaking, and thus to distinguish those 

goods from those of other undertakings (03/09/2010, T-472/08, 61 a nossa alegria, 

EU:T:2010:347, § 47 and the case-law cited; 05/10/2020, T-602/19, NATURANOVE / 

NATURALIUM ET AL., EU:T:2020:470, § 27). 

32 The signs to be compared are: 

ROYAL SUSSEX ROYAL 

Earlier mark Contested sign 

33 As indicated in paragraph 20 above, the comparison of the signs is based on the perception 

of the relevant public in the EU. 

34 The earlier word mark is composed only of the verbal element ‘ROYAL’, and the 

contested word sign is composed of the verbal elements ‘SUSSEX’ and ‘ROYAL’. 

35 As regards the common element ‘ROYAL’, according to the case-law, it is perceived by 

average consumers, within the whole European Union, as an ordinary term which is 

evocative of monarchy and, more generally, of luxury, magnificence and superior quality. 

This is despite the fact that the term does not exist in that form in all the languages of the 

European Union, and as such, the term has only a very low distinctive character 

(15/02/2007, T-501/04, Royal / ROYAL FEITORIA et al., EU:T:2007:54, § 48; 
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08/05/2012, T-348/10, Royal Veste e Premia lo sport, EU:T:2012:221, § 38; 31/05/2021, 

T-332/20, Royal Bavarian beer, EU:T:2021:304, § 42-43; 20/09/2010, R 1578/2009-2, 

ROYAL FRESH (FIG. MARK) / SUNROYAL et al., § 41; 03/10/2019, R 2188/2018-1, 

ROYAL-RANCH (fig.) / Rico Rancho Meat The Future (fig.), § 27).  

36 As for the word ‘SUSSEX’ of the contested sign, it refers to an area of South-Eastern 

England that used to be a county. The average consumers will perceive this meaning, even 

if some might not be able to precisely indicate where in England the area of Sussex is 

located.  

37 However, the expression ‘SUSSEX ROYAL’ will be perceived as a unit referring to the 

‘royals of Sussex’ by a significant part of the public having knowledge of the members of 

the British royal family bearing that name, that is the Duke and Duchess of Sussex (Prince 

Harry and Meghan Markle). This is likely to be the case, at least for the public in Ireland 

and Malta which have historical and cultural ties to the British monarchy. Moreover, 

considering the press coverage the royal couple has received, across the EU, when they 

stepped away from their respective roles as senior royals, it is likely that a significant part 

of the consumers in other parts of the EU will also be aware that ‘SUSSEX ROYAL’ 

stands for the Duke and Duchess of Sussex. For this part of the public, which perceives 

the verbal elements of the contested sign as a meaningful unit, the distinctiveness of the 

unit is average in relation to the relevant goods. 

38  However, for the part of the public that is not aware of the fact that the expression 

‘ROYAL SUSSEX’ has been used to refer to the Duke and Duchess of Sussex, the words 

‘ROYAL’ and ‘SUSSEX’ will be perceived in their original meanings described above. 

Although the area of Sussex is not commonly known within the EU for beer production, it 

certainly cannot be excluded that a substantial part of the public will perceive this element 

as a reference to the geographical provenance of the goods at issue (especially considering 

that geographical refences are not uncommon for breweries). In such case, the 

distinctiveness of this element is, at most, limited. Similarly, ‘ROYAL’ alone will be 

perceived as praising the good quality of the goods at issue and, as a result, its distinctive 

character must be considered minimal.  

39 Visually and aurally, the earlier mark ‘ROYAL’ is entirely contained in the contested sign. 

However, the signs differ in the presence of the verbal element ‘SUSSEX’, which is placed 

at the beginning of the contested sign and has no counterpart in the earlier mark. 

40 It is apparent from paragraphs 35 and 38 above that the element ‘ROYAL’ alone has a 

minimal degree of distinctiveness; therefore, it does not carry much weight in the analysis 

of the similarity of the signs (12/06/2019, C-705/17, ROSLAGSÖL, EU:C:2019:481, § 53; 

20/01/2021, T-261/19, OptiMar (fig.) / Mar et al., EU:T:2021:24 § 32; 28/11/2019, 

T-642/18, DermoFaes Atopimed / Dermowas, EU:T:2019:819 § 40-41). Although the 

distinctive character of ‘SUSSEX’ is also at most low, its presence at the beginning of the 

contested sign, where the attention of the public is normally focussed (due to left-to-right 

reading habits), notably changes the overall impression the signs create.  

41 The signs have different lengths, and a different rhythm of pronunciation, which will not 

go unnoticed by the relevant consumers. Further, coincidence solely in a lowly distinctive 

element cannot give rise to a more than low degree of similarity between the signs, where 

the differences are clearly perceptible (20/01/2021, T-261/19, OptiMar (fig.) / Mar et al., 

EU:T:2021:24, § 54-56; 12/05/2021, T-70/20, MUSEUM OF ILLUSIONS (fig.) / 
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MUSEUM OF ILLUSIONS (fig.), EU:T:2021:253 § 67; 18/01/2023, T-443/21, YOGA 

ALLIANCE INDIA INTERNATIONAL (fig.) / yoga ALLIANCE (fig.), EU:T:2023:7, 

§ 88). That is the case here.  

42 Conceptually, the comparison differs depending on the public in focus.  

43 For the part of the public that perceives the contested sign as a meaningful unit, referring 

to the Duke and Duchess of Sussex, the signs are dissimilar. Although the only verbal 

element of the earlier mark ‘ROYAL’ also refers to monarchy, it does so only in a very 

general way. In the context of the goods at issue, it will be rather perceived as a reference 

to luxury, magnificence and superior quality of the products, and not to an identifiable 

person.  

44 However, for the part of the public that does not perceive the meaning of ‘SUSSEX 

ROYAL’ as a reference to Prince Harry and Meghan Markle, the signs coincide in the 

reference to monarchy and luxury. However, the contested sign also evokes an association 

with Sussex, and England in general (for the part of the public that only vaguely recognises 

‘SUSSEX’ as some part of England). Therefore, although some degree of conceptual 

similarity needs to be acknowledged, the conceptual difference is also clearly perceptible. 

As a result, bearing also in mind the distinctive character of the overlapping element, the 

signs are similar to a low degree. 

Overall assessment of the likelihood of confusion 

45 The global assessment of the likelihood of confusion implies some interdependence 

between the relevant factors, in particular between the similarity of the signs and that of 

the goods or services covered. Accordingly, a low degree of similarity between those 

goods or services may be offset by a high degree of similarity between the signs, and vice 

versa (29/09/1998, C-39/97, Canon, EU:C:1998:442, § 17; 18/12/2008, C-16/06 P, 

Mobilix, EU:C:2008:739, § 46; 05/03/2020, C-766/18 P, BBQLOUMI (fig.) / 

HALLOUMI, EU:C:2020:170, § 69). 

46 It is also settled case-law that the more distinctive the earlier mark, the greater will be the 

likelihood of confusion, and therefore trade marks with a highly distinctive character, 

either per se or because of the recognition they possess on the market, enjoy broader 

protection than marks with a less distinctive character (11/11/1997, C-251/95, Sabèl, 

EU:C:1997:528, § 24; 29/09/1998, C-39/97, Canon, EU:C:1998:442, § 18; 22/06/1999, 

C-342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 20). 

47 On the other hand, where the signs overlap in a descriptive, non-distinctive or weak 

element, the global assessment of the likelihood of confusion will not often lead to a 

finding that that likelihood exists (12/06/2019, C-705/17, ROSLAGSÖL, EU:C:2019:481, 

§ 55). 

48 The ratio legis of trade mark law is to strike a balance between the interest of the proprietor 

of a trade mark in safeguarding its essential function, and the interests of other economic 

operators in having signs capable of denoting their goods and services. Therefore, 

excessive protection of marks consisting of elements that are devoid of any distinctive 

character or have a very weak distinctive character could adversely affect the attainment 

of the objectives pursued by trade mark law, if the mere presence of these elements in the 

signs at issue led to a finding of a likelihood of confusion without taking into account the 
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remainder of the specific factors in the case (18/01/2023, T-443/21, YOGA ALLIANCE 

INDIA INTERNATIONAL, EU:T:2023:7, § 117-118). 

49 In the present case, notwithstanding the fact that the goods covered by the signs at issue 

are identical or similar, the low degree of visual and phonetic similarity and at most low 

degree of conceptual similarity between them, in conjunction with the weak distinctiveness 

of the earlier mark, rule out the possibility that the relevant public might think that the 

goods at issue come from the same undertaking or from economically linked undertakings. 

50 For the part of the public which perceives the contested sign as a conceptual unit clearly 

referring to the Duke and Duchess of Sussex (namely Prince Harry and Megan Markle), 

no likelihood of confusion exists, as the conceptual difference between the signs 

counteracts any visual and phonetic similarities that exist (04/05/2020, C-328/18 P, 

BLACK LABEL BY EQUIVALENZA (fig.) / LABELL (fig.) et al., EU:C:2020:156, § 74 

and the case-law cited). 

51 For the remaining part of the public, the coincidence in an allusion to luxury and superb 

quality (being a result of the common word ‘ROYAL’) is sufficiently outweighed by the 

additional verbal element ‘SUSSEX’ at the beginning of the contested sign. There is no 

risk that this difference will not be noted by the consumers. As a result, there is no direct 

likelihood of confusion. The contested sign will not be taken for the earlier mark 

(05/02/2007, T‑501/04, ROYAL / ROYAL FEITORIA et al., EU:T:2007:54, § 47-49).  

52 The opponent claims that the contested sign will be perceived as a sub-brand of the earlier 

mark. However, for such an indirect likelihood of association to occur, the trade mark 

applied for must display such similarities to the earlier mark that might lead the consumer 

to believe that the sign is somehow connected with the earlier right (and therefore, that the 

goods covered by it have the same or a related commercial origin). This likelihood of 

association may occur only if the trade mark applied for shares with the earlier mark 

characteristics capable of associating the signs with each other (by analogy 15/03/2023, 

T‑174/22, Breztrev / Brezilizer et al., EU:T:2023:134, § 83; 25/10/2023, T‑511/22, HPU 

AND YOU (fig.) / DEVICE OF THREE HEXAGONS (fig.) et al., EU:T:2023:673, § 80). 

If the similarity between the signs resides only in an element that has a minimal degree of 

distinctiveness, such an association is not likely. For such an association to occur the signs 

would need to overlap in a distinctive element, or at least in the structure and/or stylisation. 

Average consumers do not usually take one component of a composite trade mark and 

compare it with another mark (even less if it is weakly distinctive). 

53 The earlier mark has a low degree of inherent distinctiveness. It is apparent from the case-

law, that such marks enjoy less extensive protection and, therefore, the likelihood of 

confusion is, in such cases, not likely (12/05/2021, T‑70/20, MUSEUM OF ILLUSIONS 

(fig.) / MUSEUM OF ILLUSIONS (fig.), EU:T:2021:253, § 91-92, 95). 

54 Bearing in mind the above, the Board finds that no likelihood of confusion exists on the 

basis of the inherent distinctiveness of earlier international registration No 854 092 

designating the European Union for any part of the public. 

55 As a result, the claim of enhanced distinctive character and reputation of the earlier mark 

needs to be examined (as it might substantially affect the global assessment of likelihood 

of confusion).  
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Conclusion and remittal to the Opposition Division 

56 The Opposition Division incorrectly found that the conflicting signs were confusingly 

similar, basing its assessment on the inherent distinctiveness of the earlier IR assessed. As 

a result, it did not proceed with the examination of the evidence of enhanced 

distinctiveness and reputation of the earlier sign. 

57 In accordance with Article 71(1) EUTMR, the Board of Appeal may either exercise any 

power within the competence of the department which was responsible for the decision 

appealed or remit the case to that department for further prosecution. 

58 In exercising the broad discretion conferred on it by the above provision, the Board of 

Appeal may decide to remit the case to the Opposition Division for further consideration, 

in particular, for that division to examine the incomplete or incorrect aspects of its annulled 

decision in order globally to assess, in the light of all the relevant factors, the likelihood of 

confusion (04/05/2022, T-4/21, ASI ADVANCED SUPERABRASIVES (fig.) / ADI (fig.) 

et al., EU:T:2022:274, § 69). 

59 The Board considers that the parties should not be deprived of one instance of examination 

before the Office, particularly in relation to a case where the analysis of evidence of 

enhanced distinctiveness and reputation still needs to be performed. This evidence should 

be able to benefit from the examination of both instances of the Office. The same holds 

true for the assessment of any possible impact of the alleged reputation on the overall 

assessment of the likelihood of confusion, or any possible risk of injury under 

Article 8(5) EUTMR. 

60 Moreover, since the EU court reform (effective as of 1 May 2019), appeals brought against 

decisions of the General Court concerning the Board’s decisions do not proceed unless the 

Court of Justice first decides that the appeal should be allowed on the ground that it raises 

an issue that is significant with respect to the unity, consistency or development of EU law. 

Therefore, it is now especially important that the parties have the opportunity to have their 

case fully examined on two administrative levels, as in most cases a two-instance judicial 

review is no longer possible. 

61 For the reasons mentioned above, the appeal must be allowed, and the contested decision 

must be annulled in its entirety. 

62 It is appropriate to remit the case to the Opposition Division pursuant to 

Article 71(1) EUTMR so that it may make a full examination of the opposition under 

Article 8(1)(b) EUTMR, while assessing the evidence of enhanced distinctiveness of the 

earlier mark submitted by the opponent, and/or under Article 8(5) EUTMR. 

Costs 

63 Since at this stage of the procedure there is no losing party, the Board deems it equitable, 

pursuant to Article 109(3) EUTMR, that each party bears its own costs in the appeal 

proceedings. 

64 As regards the costs of the opposition proceedings, those costs must be fixed by the 

Opposition Division in its forthcoming decision. 
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Order 

On those grounds, 

THE BOARD 

hereby: 

1. Annuls the contested decision; 

2. Remits the case to the Opposition Division for further examination; 

3. Orders each party to bear its own costs in the appeal proceedings. 
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