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Decision

Summary of the facts

By an application filed on 29 September 2004, The Polo/Lauren Company L.P.
(‘the EUTM proprietor’) sought to register the figurative mark

for the following list of goods:

Class 9 - Binoculars, eyeglass cases, pince-nez, pince-nez cases, pince-nez chains, pince-nez
cords, eyeglass chains, eyeglass frames, eyeglass cords, eyeglasses, spectacle cases, spectacle
frames, spectacle glasses, sunglass cords, sunglass frames, sunglass chains, and sunglasses;

Class 18 - Leather and imitations of leather, handbags, backpacks, school bags, beach bags,
travelling bags, suitcases, trunks, haversacks, bags for campers, fur-skins, collars for animals,
covers for animals, boxes of leather or leather board, attaché cases, pocket wallets, school
satchels and briefcases, key cases (earthenware) attaché cases, backpacks, beach bags, briefcases,
canes, card cases, key cases, leather shoulder belts net bags, parasols, pocket wallets, purses,
pouches, rucksacks, school bags, school satchels, sling bags, shopping bags, suitcases, garment
bags, tote bags, travelling trunks, valises, vanity cases, umbrellas, umbrella covers, and wallets;
umbrellas, parasols and walking sticks; whips, harness and saddlery;

Class 20 - Furniture, mirrors, picture frames; goods (not included in other classes) of wood, cork,
reed, cane, wicker, horn, bone, ivory, whalebone, shell, amber, mother-of-pearl, meerschaum and
substitutes for all these materials, or of plastics, baskets, bottle, jar and magazine racks; coat
hangers and coat stands; clothing covers(wardrobes); cushions and pillows; wall plaques,
jewellery cases, statuettes and wickerwork, armchairs, bassinets, beds, bedding, bedsteads of
wood, benches, battle racks, chairs, chest of drawers, chests, coat stands, crates, deck chairs,
desks, dinner wagons, divans, dressing tables, easy chairs, fans for personal use, foot stools,
frames, furniture, hampers, hat stands, magazine racks, mannequins, mattresses (spring),
mirrors, mirror tiles, newspaper display stands, pedestals, picture frames, pillows, plaques,
rattan, settees, showcases, sideboards, sleeping bags for camping, sofas, statues of wood, wax,
plaster or plastic, statuettes of wood, wax, plaster or plastic, stools, tables, tea carts, tea trolleys,
trays, umbrella stands, wickerwork, wind chimes, works of art, of wood, plaster or plastic;
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Class 21 - Household or kitchen utensils and containers, non-electric (not of precious metal or
coated therewith), combs and sponges, brushes (except paint brushes); brush-making materials,
articles for cleaning purposes, steelwool, unworked or semi-worked glass (except glass used in
building), tableware of glass, porcelain and earthenware, drinking vessels of glass and of plastic,
mugs of ceramics, bowls, containers for food and drinks, trays not of precious metal, signboards
of porcelain or glass; non-electric household or kitchen utensils and containers, spatulas,
strainers, basting spoons for kitchen use, basins, thermal insulated containers for beverages,
blenders, bottle openers, soap boxes, domestic bread baskets, perfume burners, butter dishes,
cake molds, cheese-dishes and cheese-dish covers, cooking pots, decanters, deep fryers; soap
dispensers; boxes for dispensing paper towels, egg cups; fruit cups; fruit pressers, garbage cans,
ice cube molds, kettles, kitchen mixers, lunch boxes, manual mixers for cocktails, mixing
spoons, napkin rings not of precious metal, frying pans, salt and cocktail shakers, stew pans,
sugar bowls, tea infusers not of precious metals toothpicks; combs and sponges, hair combs,
sponges for household purposes; brushes, cosmetic brushes, nail brushes; brush making
materials, steel wool for cleaning; beverage glassware, household non-electric whisks, ceramics,
glassware, porcelain, earthenware, perfume sprayers and vaporizers and vases, beer mugs, bottle
openers, bread bins, bread boards, footwear brushes, butter dishes, candelabra, candle
extinguishers, candle rings, candlesticks, cocktail stirrers, coffee services, coffeepots, comb cases,
combs, cookie jars, cooking pots, cooking utensils, corkscrews, crockery, cups, decanters, dishes,
drinking flasks, drinking glasses, egg cups, figurines, fruit cups, glass bowls, glassware, goblets,
ice buckets, jugs, kettles, liqueur sets, pans, pepper mills, perfume sprayers, perfume vaporizers,
pitchers, porcelain ware, pots, poultry rings, salad bowls, salt cellars, salt shakers, saucepans,
shaving brushes, soap boxes, soap holders, soup bowls, statues of porcelain, terra-cotta or glass,
statuettes of porcelain, terra-cotta or glass, sugar bowls, table plates, tableware, tankard, teapots,
toilet brushes, toilet cases, toilet utensils, toothbrushes, toothpicks, trays, urns, utensils for
household purposes, vases;

Class 24 - Fabrics for textile use; bed and table covers, blankets, bath linen, household linen,
curtains, bed linen, duvets, travelling rugs, textile piece goods for making up into the aforesaid
goods bed blankets, bed cloths, bed covers, bedspreads, blankets, coasters, eider downs, face
towels, furniture coverings, flags, handkerchiefs, linen, mattress covers, pillow shams,
pillowcases, place mats, (textile), quilts, serviettes (textile), table cloths, table linen, table
napkins, table mats, table runners, towels, travelling rugs, upholstery (fabrics), and wall
hangings;

Class 25 - Clothing, underclothing; shoes and footwear; headgear; clothing for men, women,
children and infants, jeans, slacks, trousers, skirts, shorts, shirts, wraps, jerseys, t-shirts, shirts,
sweaters, waistcoats, blouses, dresses, jumpers, sleepwear, robes, warm-up suits, sweatshirts,
rainwear, sweaters, scarves, hats, caps, mittens, snow suits, belts, smocks, swimwear, playsuits,
bibs, stockings, socks, waterproof clothing, underwear; footwear for men, women, children, and
infants shoes, sneakers, sandals, slippers, boots; headgear for men, women, children, and infants
hats, headbands, earmuffs, caps, sweaters, shirts, including knitshirts, dress shirts, sports shirts,
sweatshirts and T-shirts; jackets, ties, suits, bathing suits, belts, skirts, dresses, coats, hats, caps,
tuxedos, pants, tops, vests, hosiery, scarves, pajamas, underwear, kilts, mufflers, shawls;
footwear, shoes, boots, slippers, and athletic shoes; blazers, headbands, wristbands, coveralls,
overalls, sweat pants, and sleepwear.

The application was published on 30 May 2005 and the mark was registered on
3 November 2005.

On 23 February 2016, STYLE & TASTE, S.L. (‘the cancellation applicant’) filed
a request for a declaration of invalidity for all the above goods.

The grounds of the request for a declaration of invalidity were those laid down in
Article 60(2)(d) EUTMR.
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The request for a declaration of invalidity was based on the earlier Spanish

industrial design right No D0024 087

By decision of 10 May 2018 (‘the contested decision’), the Cancellation Division
rejected the request for a declaration of invalidity in its entirety. It gave, in
particular, the following grounds for its decision:

- By not submitting the translation of the registration certificate for the earlier
Spanish industrial design right No D0024 087 the cancellation applicant did
not prove the validity and scope of protection of this earlier right. The
application for invalidity is to be rejected as unfounded on this ground alone;

- It is to be added, that when the application for invalidity is based on
Article 60(2)(d) EUTMR the cancellation applicant has to provide the
necessary national legislation in force and put forward a cogent line of
argument as to why it would succeed under the specific national law in
preventing the use of the contested mark. A mere reference to the national law
will not be considered sufficient: it is not for the Office to make that argument
on the cancellation applicant’s behalf;

- The cancellation applicant did not submit the necessary national legislation in
force and did not put forward a cogent line of argument as to why it would
succeed under the specific national law in preventing the use of the contested
EUTM. This is another, separate ground for rejecting the application for
invalidity as unfounded.

On 5 July 2018, the cancellation applicant filed an appeal against the contested
decision, requesting that the decision be entirely set aside. The corresponding
statement of grounds of the appeal was received on 5 September 2018.

In its response received on 20 November 2018, the EUTM proprietor requested
that the appeal be dismissed.

Submissions and arguments of the parties

The arguments raised in the statement of grounds may be summarised as follows:

- A translation of the relevant article of the Spanish legislation on design (Law
on legal protection of industrial design No 20/2003) is submitted;

- A copy of the registration certificate and the corresponding translation in
English of the earlier Spanish design is attached.

The arguments raised in reply to the appeal may be summarised as follows:
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- The Cancellation Division was correct to reject the cancellation applicant’s
request as unfounded, this was not duly substantiated within the deadline of
25 August 2016;

- The cancellation applicant’s failure to submit the registration certificate of the
earlier Spanish design and to provide the relevant provisions of the national
law invoked cannot be remedied before the Board;

- In any event, it is pointed out that the earlier Spanish design on which the
cancellation applicant’s request has been based had expired during the
cancellation proceedings;

- In particular, it is observed that the Spanish Patents and Trademarks Office
(‘SPTO’) on 22 May 2017 declared the cancellation applicant’s earlier right
expired and that this expiration was published on the Spanish Bulletin with the
date of 26 May 2017;

- In support of this allegation, an extract of the SPTO’s database CEO, along
with its translation in English, is submitted. Further, for the sake of the
completeness, an extract of the EUIPO’s database DesignView is also
submitted. It can be therefore noticed as the only earlier right on which the
request for a declaration of invalidity has been based had lapsed before the
contested decision was taken.

Reasons

All references made in this decision should be seen as references to the
EUTMR (EU) No 2017/1001 (OJ 2017 L 154, p. 1), codifying Regulation (EC)
No 207/2009 as amended, unless specifically stated otherwise in this decision.

The appeal complies with Articles 66, 67 and Article 68(1) EUTMR. It is
admissible.

However, the appeal is not well founded.

Article 60(2)(d) EUTMR provides that ‘an EU trade mark shall also be declared
invalid on application to the Office or on the basis of a counterclaim in
infringement proceedings where the use of such trade mark may be prohibited
pursuant to another earlier right under the Union legislation or national law
governing its protection, and in particular (d) an industrial property right’.

As noted by the General Court, the Opposition Division and the Boards of Appeal
have to adopt their decisions taking account of the actual situation and of any
rights that exist when they make their decision (13/09/2006, T-191/04, Metro,
EU:T:2006:254, § 34). By way of analogy, these considerations also apply to the
Cancellation Division.

In the present case, according to the EUTM proprietor’s allegations, the only

earlier right on which the cancellation applicant’s request has been based, namely
the Spanish industrial design right No D0024 087, lapsed on 22 May 2017. The

07/01/2019, R 1272/2018-5, DEVICE OF A POLO PLAYER (fig.) / DEVICE OF A POLO PLAYER



17

18

19

20

21

22

23

24

25

SPTO’s decision to declare that earlier right expired was published in the Spanish
Bulletin dated 26 May 2017.

This is indeed corroborated by the evidence submitted by the EUTM proprietor.

Furthermore, the Board notes that the cancellation applicant has neither provided
a copy of a request for the renewal of that earlier right, nor has the cancellation
applicant argued about the status of the said earlier right.

As a result, the Board concludes that the only earlier right on which the request
for a declaration of invalidity was based ceased to be valid due to its non-renewal.

Consequently, the request for a declaration of invalidity is unfounded and must be
rejected since there is no earlier right within the meaning of Article 60(2)
(d) EUTMR.

Thus, there is no need to decide on the admissibility of the belated evidence
submitted by the cancellation applicant, nor on whether the cancellation applicant
has been able to meet the requirements of invalidity laid down by Article 60(2)
(d) EUTMR.

It follows from the above that the appeal must be dismissed.

Costs

Pursuant to Article 109(1) EUTMR and Article 18 EUTMIR, the cancellation
applicant, as the losing party, must bear the EUTM proprietor’s costs of the
cancellation and appeal proceedings.

As regards the appeal proceedings, these consist of the EUTM proprietor’s costs
of professional representation of EUR 550.

As to the cancellation proceedings, the Cancellation Division ordered the
cancellation applicant to bear the EUTM proprietor’s representation costs which
were fixed at EUR 450. This decision remains unaffected. The total amount for
both proceedings is, therefore, EUR 1 000.
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Order

On those grounds,
THE BOARD

hereby:
1. Dismisses the appeal;

2. Orders the cancellation applicant to bear the EUTM proprietor’s costs
incurred in the appeal and cancellation proceedings of EUR 1 000.

Signed Signed Signed

G. Humphreys A. Pohlmann V. Melgar

Registrar: Q
Signed

H.Dijkema
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