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Decision

Summary of the facts

By an application received at the Office on 9 July 2001, Don Diego Armando
Maradona (‘the applicant’) sought, through its representative, Don Aurelio
Fernandez Lerroux (ID No: 101), registration of the following word mark

DIEGO MARADONA

as a European Union trade mark (‘EUTM?”) for the following goods and services:

Class 3 — Soaps, perfumery, eau de cologne, essential oils, cosmetics, lotions, hair lotions and
dentifrices. sun-tanning preparations; cotton swabs (for cosmetic purposes); depilatory
preparations; dyes (cosmetic -); toiletry preparations; false nails and eyelashes, lacquers and nail
care preparations, skin and hair; wax and wax for cobblers; bleaching preparations and other
substances for laundry use; cleaning, polishing, degreasing and scouring preparations.

Class 25 — Clothing, footwear, headgear including sports and gym clothing, sports footwear,
footballs, soccer boots, ski suits, ski boots, caps, gloves, visors, footwear and beach clothing,
ready-made and high-stitching goods, coats, jackets, shirts, T-shirts, dresses, skirts, stockings,
vests, underwear, nappies and handkerchiefs.

Class 42 — Services for providing food and drink; bar, cafeteria, restaurants, fast food restaurants
(snack-bar), pubs, and cibercafes; catering services; rental and reservation of temporary
accommodation (hotels, boarding houses); providing accommodation in holiday camps; camping;
marriage agency, detective and night monitoring services; escorting in society (escort) and
(colleagues); rental of chairs, tables, table linen, glassware, dresses, meeting rooms, vending
machines; procurement services; public bath services for hygiene purposes; Turkish baths; beauty
and hairdressing salons; massage services; rest, dance and convalescence homes; medical and
health care services; clinics, meeting clubs; animal breeding services; veterinary and agricultural
services; management of exhibition venues; day -nurseries (creches); astrology, futurology and
snowmoism services; photographic reporting; computer services; rental of access time to computer
databases, computer databases and computer networks for data handling; providing access to
interactive computer databases in business fields, finance, news, climate, sports, computer
computing and computer programs, games, music, theatre, cinema, travel, shopping, computer
hardware, lifestyle, walking, education, entertainment and subjects of general interest; computer
programming services; design, updating, maintenance and rental of computer software; rental of
computers; software and intellectual property licensing services; copyright management services;
industrial design and drawing services; wet design and information services; design of interior
decoration; graphic arts design; technical, scientific and industrial research services; quality
control services; engineering services; professional consultancy services (nhot relating to business
management); legal services; translations; correspondence exchange services.

Thetrade mark was registered on 8 January 2003 as European Union trade mark
No 2 243 947 for all the classes applied for.

On 5 January 2021, following the filing of an application to appoint a
representative, the Office registered a change of representative for European
Union trade mark No 2243947, ‘DIEGO MARADONA’. The previous
representative, Don Aurelio Fernandez Lerroux, was replaced by Ruo
PATENTES Y MARCAS S.L.P., with ID No 54690.

First application for registration of a transfer
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On 27 January 2021, Dofia Inmaculada Rodes Cascales, representative of the
assignee, SATTVICA, S.A., sought to register the transfer of European Union
trade mark No 2 243 947, ‘DIEGO MARADONA”, in his favour. The application
for registration of the transfer was accompanied by annexes to substantiate the
transfer, namely: a) an authorisation issued on 26 December 2015 by Don Diego
Armando Maradona in favour of SATTVICA, S.A., granting it the power to
manage commercially and to have the trade marks ‘MARADONA’, ‘DIEGO
MARADONA’, ‘DIEGO Armando MARADONA’, ‘DIEGOL’, ‘LA MANO DE
dios’ and ‘EL DIEZ DIEGQO’, and b) an agreement for authorisation of use of the
trade mark with no date of Don DIADONA, ‘DIEGOL’, ‘LA MANO DE dios’
and ‘EL DIEZ DIEGO DIEGO’ and (b) an agreement for authorising use of the
trade mark with no date of date from Don Arfranc. The registration file was
assigned the number T 019 307 068.

On 28 January 2021, pursuant to Article 111(1) (3) (g) and (6) EUTMR, the
Office registered the transfer applied for by publishing its corresponding heading
in the EUTM Bulletin.

On 2 February 2021, the representative, Ruo PATENTES Y MARCAS S.L.P.,
asked the Office to revoke the registration of the transfer made by the
representative Dofia Inmaculada Rodes Cascales, as they had not provided any
documentation or authorisation for European Union trade mark No 2 243 947,
‘DIEGO MARADONA’, in favour of SATTVICA, S.A., which was null and
void. It also requested that the change of representative requested by Dofia
Inmaculada Rodes Cascales be revoked, with representation being maintained in
the company Ruo PATENTES MARCAS S.L.P.

Likewise, on 2 February 2021, the Office notified the representatives Ruo
PATENTES Y MARCAS S.L.P. and Dofia Inmaculada Rodes Cascales that the
entry had been corrected. In particular, the Office informed those representatives
that the registration and publication of the entry No T 019 307 068 relating to
EUTM No 2 243 947 was made in error. Consequently, it had to be considered
null and void.

Second application for recordal of a transfer

On 3 February 2021, the representative, Dofia Inmaculada Rodes Cascales, filed a
second application for registration of the transfer of EUTM No 2 243 947 to the
client, the assignee SATTVICA, S.A. The application contained 3 documents
attached: a) an undated licensing agreement for the use of the trade mark, issued
by Don Diego Armando Maradona in favour of SATTVICA, S.A., b) an
authorisation for the commercial exploitation of the trade marks issued by Don
Diego Armando Maradona on 26 December 2015 in favour of SATTVICA, S.A.,
and c) a general power of attorney issued by SATTVICA, S.A., in favour of Dofa
Inmaculada Rodes Cascales. Document b) is notarised on 17 August 2020. The
recordal file was assigned No T 019 337 834.

On 4 February 2021, the Office notified the entry in the Transfer Register
requested, pursuant to Article 111(1) (3) (g) and (6) EUTMR. In addition, the

21/03/2022, R 755/2021-1, Diego maradona



Please note that this is a machine-generated translation provided for information purposes only. It cannot be guaranteed that it is accurate or fit for specific purposes. [24-03-2022]

10

11

12

13

Office published the corresponding heading in the European Union Trade Marks
Bulletin

On 8 February 2021, the representative Ruo PATENTES Y MARCAS S.L.P.
asked the Office, firstly, to cancel the registration of the transfer made by the
representative, Dofia Inmaculada Rodes Cascales, on account of the fact that he
had not submitted any documentation or valid authorisation for European Union
trade mark No 2 243 947, ‘DIEGO MARADONA’, to the company SATTVICA,
S.A., and was null and void. Secondly, it requested that the change of
representative requested by Dofia Inmaculada Rodes Cascales be revoked,
maintaining the representation at Ruo PATENTES MARCAS S.L.P. In third
place, the representative requested that the Office take measures to avoid future
transfers of the EUTM in question, without the consent of the EUTM proprietor’s
legitimate heirs, which had already died, Don Diego Armando Maradona.

On 26 February 2021 (‘the contested decision’), the Office notified the
representatives Ruo PATENTES Y MARCAS S.L.P., and Dofia Inmaculada
Rodes Cascales, of the correction of registration No T 019 473 761. In particular,
the Office indicated that the registration and publication of the registration No T
019 473 761 was made in error and should be considered null and void. This
second application for registration of a transfer of 3 February 2021 did not
provide any additional evidence sufficient to justify the transfer with respect to
the first application for registration of a transfer, dated 27 January 2021, which
was withdrawn due to lack of sufficient evidence.

On 9 March 2021, the representative Dofia Inmaculada Rodes Cascales filed
arguments against the Office’s notification of 26 February 2021. In the
aforementioned arguments, it asked for a reasoned clarification of the refusal of
registration and, if appropriate, for registration to proceed to registration.

Filing of the appeal

On 26 April 2021, Dofia Inmaculada Rodes Cascales, on behalf of SATTVICA,
S.A. (the appellant) filed notice of appeal against the contested decision, followed
by a statement of grounds on 28 June 2021. The appellant requested that the
contested decision of 26 February 2021 be annulled and that the second transfer
of EUTM No 2 243 947 submitted, in the name of SATTVICA, S.A. be allowed
to be recorded. The arguments put forward may be summarised as follows:

— The second request for registration of the transfer met the requirements of
Article 20 EUTMR to prove the transfer of the registration. The application
was accompanied by the necessary supporting documentation and the
corresponding power of representation. Evidence of the documents submitted
was that the trade marks had been transferred.

—  The first application for registration of the transfer was affected by the defect
in not having provided the power of representation, which was provided in
the second application for registration.
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— The contested decision refused registration of the second transfer without
giving details of the reasons for the error and without granting the possibility
of correcting it, as required by Article 20(7) EUTMR.

— It is mentioned that the transfer of all the trade marks ‘MARADONA’,
‘DIEGO MARADONA’, ‘DIEGO Armando MARADONA’, ‘EL DIEZ’,
‘EL DIEGO’ and ‘LA MANO DE dios’ were already registered with EUTM
No 2 243 947, ‘DIEGO MARADONA’, not being registered in the name of
SATTVICA, S.A.

— 4 annexesare attached: a) a contested decision of 26 February 2021, b) an
application for registration of a transfer together with the attached
documentation, c) a notarial confirmation of the authorisation to register
Maradona’s trade marks and d) a contract for the transfer of Maradona image
rights.

Application for registration of the transfer to the heirs

On 28 April 2021, the representative, Ruo PATENTES MARCAS S.L.P., sought
to register the transfer of EUTM No 2 243 947 in favour of the heirs of Don
Diego Armando Maradona, namely Dinorah Giannina Maradona, Diego Fernando
Maradona Ojeda, Dalma Nerea Maradona, Jana Maradona and Diego Arego
Maradona, submitting the declaration of heirs.

On 28 May 2021, Ruo PATENTES MARCAS S.L.P., submitted to the Office a
court order dated 5 May 2021 from the National Criminal and Criminal Court No
43, with a seat in the city of Buenos Aires (Argentina), in case No 11155/2021
known as an incident No 4. The court gave a decision ordering the prohibition of
innovation and engaging Don Matias Edgardo Morla and SATTVICA, S.A., in
respect of all the trade marks relating to the name, pseudonyms and the
representation of Don’s image. Diego Armando Maradona, in all its variants
(word, figurative and mixed), both for the territory of the Argentine Republic and
in any country in the world. Said order amplifies an earlier order dated 31 March
2021 and relates to all trade marks (whether or not in Argentina) that contain
‘MARADONA’, ‘Diego Maradona’ or the image of Diego Maradona in any form
and figuratively or as a word mark. This decision applies globally and includes all
trade marks applied for, whether pending or registered with the EUIPO. As a
result, the representative requests that the Office grant the transfer of European
Union trade mark No 2 243 947 ‘DIEGO MARADONA’ to the universal heirs
(‘the applicants’) of Don. Diego Armando Maradona.

Deficiencies in the proof of the notice of appeal

On 30 June 2021, the Registrar of the Boards of Appeal notified the appellant’s
representative, Dofia Inmaculada Rodes Cascales, that the evidence received on
28 June 2021 was deficient as it did not comply with the requirements of
Avrticle 55 EUTMDR. It also granted a period of one month in which to remedy it.
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On 29 July 2021, the appellant replied to the notification of defects. It resubmitted
the grounds of appeal by adding numbering of the annexes, as well as the index of
the numbered annexes and annexes.

On 12 August 2021, the Office informed the appellant of two circumstances. On
the one hand, the defects had not been remedied as the annexes were not
numbered consecutively. On the other hand, the Board will decide at a later stage
whether it will take the evidence into account.

On 29 October 2021, the representative, Ruo PATENTES Y MARCAS S.L.P.,
submitted his observations in reply to the appeal, requesting that it be dismissed
and that the transfer of European Union trade mark No 2 243 947 ‘DIEGO
MARADONA’ be allowed in the name of his universal heirs. In the alternative, if
the appeal is admissible, a period of 2 months is requested to submit observations.
The arguments put forward are summarised as follows:

—  Theappeal must be dismissed on grounds of form and substance.

—  The appeal is inadmissible in the form, since the appellant has not remedied
the deficiencies pointed out in terms of the submission of evidence.

—  The appeal is inadmissible in terms of substance, for the following reasons:

a) Thetrade marks transferred to SATTVICA, S.A., on the part of the
famous Don Diego Armando Maradona, are only the trade marks
registered in Argentina and not the European Union trade marks.

b) Thetransfer of the Argentinian trade marks was carried out by powers of
attorney by lawyer Don. Matias Edgardo Morla with powers granted by
Don Diego Armando Maradona, which did not confer sufficient powers
on it for those acts, and therefore it did not have sufficient capacity to
transfer the trade marks registered in Argentina.

c) Lastly, the power of attorney granted by Don Diego Armando Maradona
to Don Matias Edgardo Morla was extinguished and automatically
revoked by the person who granted said authorisation, so that it cannot be
used, where appropriate, to register or transfer trade marks after the
proprietor’s death, irrespective of the fact that there was no express
reference to the trade mark that was the subject of the assignment, since
European Union trade mark No 2 243 947 ‘DIEGO MARADONA’ is not
mentioned in said authorisation. Moreover, none of the powers referred to
by the other party expressly authorises the transfer or transfer of this
registered trade mark.

d) Theauthorisations submitted to the transfer by SATTVICA, S.A. are
agreements for authorising the use and exploitation of a trade mark, but
they do not allow the trade mark to be transferred under any
circumstances either to represent before the EUIPO or to make any
change of representative. On the other hand, those powers lapsed with the
death of Don Diego Armando Maradona on 25 November 2020.
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According to Article 1329 of the Commercial and Civil Code of the
Argentine Republic, one of the grounds for automatic termination of the
mandate is the death of the principal. As a result, SATTVICA, S.A.
lacked the power to make the application for assignment on 27 January
2021.

e) European Union trade mark No 2243947 has been owned by the
universal heirs of Don Diego Armando Maradona, Ruo PATENTES Y
MARCAS S.L.P., the sole representative since 5 January 2021.

Reasons

The appeal is dismissed. The second registration of transfer No T 019 473 761
applied for on 3 February 2021 is null and void under the law applicable to the
transfer.

Preliminary. The evidence submitted and the other transfer of trade marks cited.

Before examining the substance of the case, two relevant issues must be
addressed. Firstly, whether or not the evidence submitted can be taken into
account and, secondly, whether the fact that other trade marks related to
‘MARADONA’ have been registered, EUTM No 2 243 947, the subject of this
appeal being the only trade mark that, according to the appellant, had to be
registered in the name of SATTVICA, S.A,, is relevant.

With regard to the first issue, as indicated in the facts, on 12 August 2021, the
Office informed the appellant that despite the time limit granted for that purpose
the deficiencies in the submission of evidence pursuant to Article 55 EUTMDR
had not been remedied.

Having analysed the proof and, given its small number and extent, the Board has
been able to clearly determine to which ground or claim each item of proof refers.
Therefore, and pursuant to Article 55(4) EUTMDR, the Board may consider all
the supporting documents submitted.

As regards the second question, that relating to the existence of another transfer of
trade marks already registered in the name of SATTVICA, S.A., the Board states
that it has no bearing on the analysis of the registration of the transfer that is the
subject of this appeal. Even though not all the data relating to the trade marks of
such a transfer have been provided, the Board would point out that, in the event
that they have a connection with previous decisions of the Office, these are not
binding since each case must be dealt with separately, taking account of its
particular features. Thus, it is settled case -law of the General Court of the
European Union that the legality of decisions of the Office must be assessed
purely by reference to specific rules (EUTMR) and European case -law, but not to
theOffice ’s practice in earlier decisions (30/06/2004, T-281/02, Mehr fir Ihr
Geld, EU:T:2004:198, § 35).
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Transfer

Moving on to the merits, Article 20(3) EUTMR provides that an assignment shall
be valid only if it is made in writing signed by both parties, unless it is made in
compliance with a judgment or a decision of the Office pursuant to Article 21
EUTMR.

Article 20 (5) EUTMR adds that an application for registration of a transfer must
contain information identifying the EU trade mark, the new proprietor, the goods
and services to which the transfer relates, as well as documents duly establishing
the transfer.

The Officewill examine the documents only to the extent that they actually
confirm what is indicated in the application, namely the identity of the marks
concerned and the identity of the parties, and whether a transfer is involved. The
Office does not pronounce or consider contractual or legal issues arising from
national law (09/09/2011, T-83/09, Craic, EU:T:2011:450, § 27). If doubts arise,
the national courts deal with the legality of the transfer itself.

In the appellant’s opinion, the application for registration of a transfer of EUTM
No 2 243 947 filed on 3 February 2021 (second request for transfer) was declared
invalid on 26 February of that year, without giving reasons and without granting a
deadline to rectify them as provided for in Article 20(7) EUTMR.

Having studied the documentation on file, the Board disagrees with these two
arguments. On the one hand, the Office did indeed give reasons for the invalidity
of the registration of the transfer. On the other hand, the Office did not grant a
period within which to remedy the situation, but on proper grounds, in short, as
this was an irresolvable ground. Reasons will then be given for each claim.

Asregards the first argument, the lack of reasoning in the contested decision must
be found in the contested decision. In said decision of 26 February 2021, the
Office notified the correction of entry No T 019 473 761, indicating that the
registration and publication of the entry were made in error. Therefore, the
registration applied had to be considered null and void. The Office expressly
argued the reason for the correction in the following terms:

‘TheOffice considers that the observations filed in the new application for
transfer of ownership on 03/02/2021 do not provide any additional evidence that
sufficiently justifies said transfer of ownership’.

Itfollows from the above that the contested decision did indeed contain a
statement of reasons. Specifically, the reason for declaring the registration of the
transfer invalid was the failure to provide documents duly establishing the
transfer pursuant to Article 20(5) EUTMR.

Indeed, the proprietor of EUTM No 2 243 947 and the grantor, Don Diego
Armando Maradona, known futbolist, had died on 25 November 2020, that is,
months before the application for registration of the transfer.
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This fact of the death of the EUTM proprietor has an immediate effect, which is
to trigger the universal succession. By virtue of that decision, it is the heirs who
acquire ownership of the EUTM and from that moment alone they are entitled to
transfer the EUTM in question.

Consequently, the application for registration of the transfer was filed in respect
of EUTM No 2 243 947 made on 3 February 2021, together with documentation
that could not justify the transfer. Indeed, the agreement for authorisation of use
of the trade mark and the authorisation for the commercial exploitation provided
had been issued by the deceased Don Diego Armando Maradona, without any
reference to which, since death, they could transfer the trade mark, since the
proprietors of the EUTM in question, that is to say their legitimate heirs.
Likewise, as the defendant points out, once the previous EUTM proprietor, Don
Diego Armando Maradona, has died, the authorisations that were granted to
SATTVICA, S.A. at the time would have lapsed due to the death of the grantor.
This would invalidate the very act of filing the application for registration of a
transfer in its own name.

As regards the second argument, that relating to the failure to grant a period for
rectification, it is true that it was not granted, albeit for a justified reason. It was
impossible to remedy the situation. The documents provided by the assignee to
justify the transfer had been granted by a person who had already died in favour
of SATTVICA, S.A., and therefore the transfer was not justified and could not be
remedied in any way if a time limit had been granted for that purpose.

The appellant itself, SATTVICA, S.A., recognises the impossibility of correcting
the documents substantiating the transfer. Thus, in its letter of 9 March 2021, it
expressly states:

‘Itis all known that Mr Diego Armando Maradona died on 25 November 2020,
andtherefore it is impossible for this party to submit new documentation with the
specifications that the Office may consider necessary; however, we believe that
the intention of transferring all the registered trade marks... to my client
SATTVICA, S.A.’ has been sufficiently substantiated (emphasis added)

It is clear fromthese arguments that the appellant is attempting to justify the
registration of the transfer solely on the basis of the documents submitted and
that, at the time, it was granted by which it was the proprietor of the EUTM in
question, which has now died, Don Diego Armando Maradona. It is for this
reason that, as pointed out by the appellant, who dies the grantor and his
principal, it is impossible for him to submit new documentation. It is therefore
apparent from the appellant’s own acts that it did not remedy the defects indicated
for the registration of the transfer with a hypothetical authorisation from the heirs
of Don Diego Armando Maradona in his favour.

Months later, on 28 June 2021, the appellant reiterates its inability to remedy the
documentation, as again indicated in its statement of grounds of appeal.

The material impossibility of correction is reinforced by the court order of 5 May
2021 of the national Criminal and corrective Court No 43 provided, which
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prohibits SATTVICA, S.A.from innovating and contracting trade marks relating
to the name, pseudonyms and the representation of the image of Don Diego
Armando Maradona, in all its forms and worldwide.

40 Finally, even if it were possible to remedy the defects in the registration of the
transfer, by means of an authorisation by the heirs of Don Diego Armando
Maradona, the appellant failed to take advantage of the opportunity to do so by
means of an appeal. Indeed, any rectification was still possible at the appeal stage.
Its absence again reinforces the fact that it is impossible for the appellant to
remedy it.

Conclusion

41 The appeal filed is dismissed and the contested decision upheld.
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Order

On those grounds,

THE BOARD
hereby:
Dismisses the appeal.
Signed Signed
G. Humphreys A. Gonzélez Fernandez

Registrar: Q

Signed

P.O. N. Granado Carpenter
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Signed

C. Bartos



