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Decision
Summary of the facts

Ghibli S.p.A (hereinafter ‘the CTM Proprietor’) is the proprictor of the
Community trade mark (‘CTM”)

=/ GHIBLI r~

filed on 10 April 2000 and registered on 25 June 2001, for the following goods:

Class 7 — Machines and machine tools for cleaning for professional and industrial purposes, in
particular vacuum cleaners; electric machines for cleaning for professional and industrial purposes,
electric vacuum cleaners; steam cleaning machines for professional and industrial purposes, steam
vacuum cleaners.

Class 11 — Apparatus for steam generating.

The CTM application was published in the Community Trade Marks Bulletin on
11 December 2000 and its registration was published on 6 August 2001.

On 6 July 2006, Adolfo Cristanini, (hereinafter ‘the Cancellation Applicant’) filed
a request for a declaration of invalidity against the above CTM.

The request was based on the following earlier rights:

— Italian trade mark registration No 317 127 for the stylized word mark

Ghibli

filed on 27 January 1975 and registered on 1 September 1979 for ‘industrial hot
water and high pressure polishing machines for different applications’ in Class 7;

and
— the word mark

GHIBLI
claimed to be well-known, within the meaning of Article 6bis of the Paris
Convention, in Spain, Portugal, France, Germany and the United Kingdom in
connection with ‘industrial hot water and high pressure polishing machines for

different applications’.

The Cancellation Applicant requested that the CTM be declared invalid for all the
goods for which it was registered.

The grounds of the request for declaration of invalidity were those laid down in
Article 52(1)(a) in conjunction with Article 8(1)(b) of Council Regulation (EC)
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No 40/94 of 20 December 1993 on the Community trade mark (‘CTMR’) (OJ EC
1994 No L 11, p. 1; OJ OHIM 1/95, p. 52).

The Cancellation Applicant claimed before the Cancellation Division that there
was a likelihood of confusion due to the identity of the marks and the identity or
high similarity of the goods. The Cancellation Applicant claimed that for over
thirty years, Cristanini S.p.A., had been manufacturing and marketing industrial
cleaning apparatus working with high pressure water or steam under the
‘GHIBLI’ mark. Starting in Italy, its business had grown worldwide with
manufacturing centres also in Argentina, Mexico, Canada and Poland and with a
large network of official distributors in seventy countries. As a result of many
years of research, innovation and promotional efforts the Cancellation Applicant’s
high quality and advanced technology products have gained world-wide
recognition, including in Spain, Portugal, France, Germany and the United
Kingdom where the notoriety of the mark is specifically claimed for the purposes
of the present procedure. In support of the alleged well-known character of the
mark, he filed extracts of the company’s website, invoices, brochures and
advertisements.

The CTM Proprietor relied on the defence of acquiescence in use within the
meaning of Article 53(2) CTMR and claimed that the Cancellation Applicant had
been aware of the use by the CTM Proprietor of the ‘GHIBLI” mark since at least
1978 when it sent an attorney’s letter of notice to the Cancellation Applicant on
this subject. It filed a copy of the letter with the certificate of delivery. Further, it
submitted proof of existence and ownership of its Italian trade mark registration
No 333 081 for the word mark ‘GHIBLI’ filed on 14 April 1976 (that is more
than a year later than the Cancellation Applicant’s prior Italian trade mark) and
registered on 6 July 1982 for ‘industrial vacuum cleaners’ in Class 9 and
‘industrial cleaning apparatus’ in Class 11. It claimed that its ‘GHIBLI’ mark has
also become internationally well-known, including in the countries where the
Cancellation Applicant claims notoriety. The parties’ ‘GHIBLI’ marks have
coexisted for decades both in Italy and internationally and despite being aware of
that, the Cancellation Applicant took no action against the CTM Proprietor’s use
of that sign. The parties even had extensive commercial relations with each other,
as it appears from the great number of invoices submitted, covering also the five-
year period from the registration of the contested CTM.

On 14 June 2007 the Cancellation Division adopted its decision (‘the contested
decision’) rejecting the request for a declaration of invalidity in its entirety. The
essential reasons were the following:

Earlier Italian trade mark registration

— The Cancellation Applicant has acquiesced in the use of the contested CTM
within the meaning of Article 53(2) CTMR in the country where the earlier
trade mark is protected, i.e., in Italy. That provision refers to a later
Community trade mark (rather than a Community trade mark application);
therefore, the relevant five-year period can start as of the date of registration
of the CTM at the earliest. The contested CTM was registered on
25 June 2001. The request for invalidity was filed on 6 July 2006. Therefore,
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more than five years had passed from the date of registration of the contested
CTM when the request for a declaration of invalidity was filed.

— The evidence submitted by the CTM Proprietor shows a long-lasting
commercial relationship (dating back at least to the year 1993) between the
Cancellation Applicant and his company, Cristanini S.p.A. and the CTM
Proprietor (Ghibli S.p.A.) in Italy, in which Cristanini S.p.A. appears as
purchaser of the CTM Proprietor’s ‘GHIBLI” products. A substantial part of
the invoices concerns the relevant five-year period (June 2001-June 2006), all
of which contain the contested figurative mark in the heading and relate to the
sale of vacuum cleaners, carpet cleaners and accessories. It therefore follows
that the Cancellation Applicant, as a purchaser of the CTM Proprietor’s
‘GHIBLI’ products, has acquiesced, for a period of five successive years, in
the use of the contested CTM in the Member State in which the earlier trade
mark is protected, that is, Italy, while being aware of such use. As a
consequence, the Cancellation Applicant is no longer entitled, on the basis of
his earlier Italian trade mark, to apply for a declaration of invalidity of the
contested CTM in respect of the goods for which it has been used, which
correspond to all the goods covered by the contested CTM.

Earlier well-known marks in Spain, Portugal, France, Germany and the United
Kingdom

— The evidence submitted by the Cancellation Applicant is clearly insufficient to
prove the well-known character of the word mark ‘GHIBLI’, at the time of
filing the contested CTM, in any of the Member States where such earlier
right was invoked.

— The few brochures and advertisements sporadically published in a few
Spanish specialized magazines, and the few invoices which relate to the
relevant time period before the filing of the contested CTM may serve to show
a certain extent of use of the mark, but do not prove its well-known character.
The applicant has not given any information on the market share held by the
mark, or on the size of the investment made in promoting it. Furthermore, the
evidence filed does not touch in any way upon the most important factor in
establishing the well-known character of a mark, namely the degree of
knowledge or recognition of the mark in the relevant sector of the public. This
could have been shown, for example, by a market survey, declarations by
Chambers of Commerce, etc.

10 On 14 August 2007, the Cancellation Applicant filed a notice of appeal against
the contested decision. The statement of grounds was submitted in Spanish on
15 October 2007, followed by its English translation on 12 November 2007, that
is, within the one-month period stipulated in Rule 96(1) CTMIR.

11 The appeal was forwarded to the previous instance for consideration pursuant to
Article 60(a) CTMR and remitted to the Boards of Appeal on 5 November 2007.
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12 On 11 February 2008, the CTM Proprietor filed observations in reply to the
statement of grounds. The Cancellation Applicant did not file a response within
the time-limit set, which expired on 15 April 2008.

13

Submissions and arguments of the parties

The Cancellation Applicant requests that the contested decision be annulled and
the contested CTM declared invalid in its entirety. His main arguments can be
summarized as follows:

Earlier Italian trade mark registration

The contested decision erred in finding that the Cancellation Applicant has
tolerated during five consecutive years the use of the contested CTM, because
he did not become aware of the existence of the CTM up until 2006 when his
legal advisors detected it in the Office’s online database. The contested
decision erroneously accorded the knowledge of the CTM Proprietor’s Italian
trade mark registration filed in 1976 (which is not denied) as being knowledge
of the contested CTM filed in 2000. These are two different and independent
rights and any acquiescence in the use of the CTM Proprietor’s Italian trade
mark is absolutely irrelevant in the present proceedings. It is not contested that
the parties maintained a business relationship since 1993, but the contested
CTM was registered eight years later, in 2001. The Cancellation Applicant
obviously could not ‘tolerate’ the use of a CTM which was not even registered
at the time. The Cancellation Applicant was in the belief all through the years
that the CTM Proprietor was using its Italian trade mark in an updated form as
from 1995, which was much before the filing of the contested CTM. This is
proven by the invoices filed by the CTM Proprietor which show that the CTM
Proprietor used the same figurative mark between the period 1995 and 2000
(i.e. prior to the registration of the contested CTM) and thereafter. The CTM
Proprietor took undue advantage of the commercial relationship between the
parties and registered the contested CTM without informing the Cancellation
Applicant.

In any event, the contested decision also erred in that it calculated the five-
year period from the date of the registration of the contested CTM. However,
the Cancellation Applicant cannot even be deemed to have been aware of the
registration of the contested CTM before the publication of the registration of
the CTM. It is only from that point in time that the Office’s decision
registering the CTM acquires erga omnes effect and can be known by third
parties. As the publication of the contested CTM in the Office’s official
bulletin did not take place until 6 August 2001 (i.e. more than a month after
the date of registration), the Cancellation Applicant could not have been
aware, even hypothetically, of the registration of the contested CTM until that
day. Therefore, five years will not have passed until 6 July 2006, when the
request for the declaration of invalidity was filed. It follows that the CTM
Proprietor’s claim based on Article 53(2) CTMR should have been dismissed
as inadmissible.
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Earlier well-known marks in Spain, Portugal, France, Germany and the United
Kingdom

The contested decision erred in finding that the Cancellation Applicant failed
to prove the notoriety of its earlier unregistered marks in Spain, Portugal,
France, Germany and the United Kingdom.

Enclosure Nos 6-8 are multilingual product catalogues relating to the years
1984, 1993-94 and 1995-96 (in Italian, French, German, Spanish and English)
and 1986 (in Italian and English) which contain very detailed and exhaustive
information about the broad range of ‘GHIBLI’ products and depict the
products and the plant in Italy. Enclosure Nos 11-19 are advertisements and
articles from specialized press in Italy and Spain. In particular, the articles
published in September 1989 in the Italian magazine Dal mondo dell ’Industria
and on 13 July 2000 in the Diario de Avisos of Tenerife originate from sources
other than the Cancellation Applicant.

Enclosure Nos 20-26 are invoices which prove vast sales activity in more than
thirty countries during the period 1999-2005 (thirty-four invoices from 1999
and fifty-five from 2000). The Cancellation Division seems to have applied
different standards in assessing the invoices filed by the parties: while the
invoices filed by the CTM Proprietor were considered ‘impressive’ in number,
it held that the Cancellation Applicant’s invoices only evidence ‘a certain
extent of use of the mark, but do not prove [its] well-known character’.

The contested decision also failed to take into consideration the Cancellation
Applicant’s Spanish trade mark registration which was in effect from 1975
until 1985 (Enclosure No 5).

It must also be noted that the goods at issue are specialized products for the
industry which are rather expensive so that the relevant market is narrow.
Also, these long-lasting products do not require frequent replacement, so that
many more relevant consumers have contacted the ‘GHIBLI’ trade mark than
those who actually purchased the product. These are relevant circumstances
which need to be taken into account for the correct appraisal of the evidence
filed.

14 The CTM Proprietor agrees with the findings of the contested decision and
requests it to be confirmed. It reiterated its arguments put forward in the first
instance proceedings and further added the following:

In view of the long-lasting commercial relationship between the parties, the
Cancellation Applicant cannot claim to have been unaware of the use of the
contested CTM. As the contested CTM is just the Community equivalent of
the same mark protected by an Italian trade mark, the Cancellation Applicant’s
acquiescence in the use of the CTM Proprietor’s Italian trade mark
automatically means acquiescence in use of the contested CTM. If the
Cancellation Applicant did nothing for thirty years against the CTM
Proprietor’s later Italian trade mark, why should the CTM Proprietor have
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suspected that the Cancellation Applicant would oppose to the registration of a
CTM?

— Itis also hard to believe that the Cancellation Applicant has never suspected or

verified that the CTM Proprietor, named Ghibli S.p.A., and who has been
selling ‘GHIBLI’ branded products to the Cancellation Applicant to be sold on
by the Cancellation Applicant to foreign countries, has applied for and
registered the ‘GHIBLI” mark as a CTM.

— In any event, the thirty years of peaceful coexistence between the parties’

respective ‘GHIBLI’ trade marks prove that there is no likelihood of confusion
on the market and that the relevant public is aware of the different origins of
the parties’ products.

Reasons

The appeal complies with Articles 57, 58 and 59 CTMR and Rule 48 of
Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
the CTMR (‘CTMIR”) (OJ EC 1995 No L 303, p. 1; OJ OHIM 2-3/95, p. 258). It
is therefore admissible.

However, the appeal is not well founded, for the following reasons.

Earlier well-known marks in Spain, Portugal, France, Germany and the United
Kingdom

In order for 8(2)(c) CTMR to apply, it has to be determined, among other
prerequisites, whether the earlier mark was well-known at the time of filing the
contested CTM. Under Article 2 of the joint recommendation concerning the
provisions on the protection of well-known trade marks, adopted by the Assembly
of the Paris Union and the General Assembly of the World Intellectual Property
Organisation (WIPO) at the 34th series of meetings of assemblies of the Member
States of the WIPO (of 20 to 29 September 1999), in determining whether a mark
is well-known within the meaning of the Paris Convention, the competent
authority can take into account any circumstances from which it may be inferred
that the mark is well-known, including: the degree of knowledge or recognition of
the mark in the relevant sector of the public; the duration, extent and geographical
area of any use of the mark; the duration, extent and geographical area of any
promotion of the mark, including advertising or publicity and the presentation, at
fairs or exhibitions, of the goods and/or services to which the mark applies; the
duration and geographical area of any registrations, and/or any applications for
registration, of the mark, to the extent to which they reflect use or recognition of
the mark; the record of successful enforcement of rights in the mark, in particular,
the extent to which the mark has been recognised as well known by competent
authorities; the value associated with the mark (see judgment of the Court of First
Instance of 17 June 2008 in Case T-420/03 El Corte Inglés, S.A. v OHIM
(‘BoomerangTV’) [2008] ECR publication pending, at paragraph 80).
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The Cancellation Applicant must file evidence enabling the Office to come to a
positive finding that the invoked earlier non-registered marks have indeed become
well-known in the relevant territories, i.e. Spain, Portugal, France, Germany and
the United Kingdom in the present case. The evidence must be clear and
convincing, in the sense that the Cancellation Applicant must clearly establish all
the facts necessary for concluding with sufficient certainty that the mark is known
by the relevant sectors of the public. The well-known character of the earlier
marks must therefore be established and not merely assumed.

While it is necessary to examine each and every piece of the evidence produced, it
is not appropriate to exclude evidence solely on the ground that it does not, in
itself, serve as proof of all the relevant factors. Rather on the contrary, the various
items of evidence must be weighed against each other to determine whether as a
whole it allows to conclude with sufficient certainty that the mark was known in
connection with the relevant goods by the relevant public in the relevant Member
States on 10 April 2000, that is the filing date of the contested CTM.

Article 8(2)(c) CTMR only defines what can be an earlier trade mark for the
purposes of Article 8(1) CTMR, and, hence, does not provide an independent
relative ground for refusal. This means that the earlier well-known mark still has
to meet the requirements of Article 8(1)(a) or (b) CTMR. It follows that the
relevant public amongst which the notoriety of the earlier unregistered marks
must be established for the purposes of Article 8(2)(c) CTMR cannot be
determined independently from the public in relation to which the likelihood of
confusion must be assessed in the end.

The goods in relation to which the well-known character of the word mark
‘GHIBLI’ is claimed are °‘industrial hot water and high pressure polishing
machines for different applications’. The word ‘industrial’ refers to the industrial
scale or character of the cleaning activity, meaning cleaning large surfaces or
which are otherwise difficult to clean. Therefore, the relevant public may include
persons whose activity is not strictly speaking ‘industrial’ in nature, such as, for
instance, agricultural farms, public-sector purchasers (e.g. local governments,
public institutions, the army) or other service providers (e.g. airports, boat
rentals). Further, while the relevant public certainly includes businesses which
specialize in cleaning (e.g. maintenance of buildings or car cleaning), the
Cancellation Applicant did not allege that his products can only be operated by
specialized professionals. Indeed, high performance cleaning apparatus are
needed in many business sectors and for a large range of activities. Therefore, the
relevant public of the goods in question cannot be limited to a public specializing
in industrial cleaning, and contrary to the Cancellation Applicant’s view, the
Board does not consider that ‘the number of potential clients would be limited’
(see the Cancellation Applicant’s submission of 12 November 2007, at paragraphs
34 and 35).

It is in light of the above considerations that the Office must assess whether,
based on the evidence in the file, it has been established that the Cancellation
Applicant’s ‘GHIBLI’ mark was well-known for ‘industrial hot water and high
pressure polishing machines for different applications’ in Spain, Portugal, France,
Germany and the United Kingdom, by 10 April 2000.
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The voluminous evidence filed by the Cancellation Applicant, cannot rebut the
contested decision’s finding that the well-known character of the earlier
unregistered marks has not been established in this case.

Indeed, from the printouts of the website www.cristanini.it it appears that the
Cancellation Applicant’s company is present on the Internet and that the mark is
accessible on its website. However, it cannot be inferred from this evidence to
what extent the relevant public located in Spain, Portugal, France, Germany and
the United Kingdom has visited this website and is aware of the mark. Moreover,
since the Internet excerpts are dated July 2006, they cannot prove that the website
was accessible with the same content in the relevant time period six years earlier,
i.e. prior to April 2000.

Furthermore, the Cancellation Applicant filed multilingual product catalogues
relating to the years 1984, 1993-94 and 1995-96 (published in Italian, French,
German, Spanish and English), 1986 (published in Italian and English), 2004-
2005 (published in Italian, French, Spanish and English), an undated Spanish
leaflet, and advertisements published in Italian and Spanish press materials.

Product catalogues and press advertisements are useful means to ascertain how
and in relation to what goods the mark was used. However, from such evidence
alone, it is impossible to infer the degree of awareness and recognition of the
mark among the relevant public. The multilingual catalogues indicate that they
were intended to be distributed internationally, including in the relevant countries.
However, in the absence of any indication as to where and to what extent they
were actually distributed, it is impossible to ascertain the composition and size of
the public who may have been exposed to the mark through such catalogues.

Similarly, in the absence of any indication regarding circulation or readership of
the specialized press in which the advertisements were published, no conclusions
can be drawn as to the public possibly reached by them. In any event, there are
only four press advertisements which refer only to Spain (but none in Portugal,
France, Germany and the United Kingdom), published in 1992, 1999, 2000 and
2002, respectively. Such scarce and sporadic evidence of advertising does not
prove an intensive promotion of the mark even in Spain. The rest of the press
advertisements refer exclusively to Italy and, thus, cannot serve to prove the
alleged well-known character of the mark in the relevant Member States, being
Spain, Portugal, France, Germany and the United Kingdom.

In addition, the Cancellation Applicant submitted a large amount of invoices as
evidence of sales of his goods. The contested decision rightly discarded many
invoices which refer only to sales within Italy (annex Nos 27-33), since these
invoices cannot prove the alleged notoriety of the mark in Spain, Portugal,
France, Germany and the United Kingdom. The same is true for the invoices
regarding sales in Venezuela, Chile, Argentina, etc. From the fact that the
Cancellation Applicant has sold ‘GHIBLI’ products in many countries around the
world it does not automatically follow that the mark has become well-known in
all those countries.
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The invoices regarding sales in the relevant five Member States are dated between
1999 and 2004. The Cancellation Applicant had to establish that the trade marks
on which his claim is based, were well-known in the relevant territories, at the
time when the contested mark was filed, i.e. prior to 10 April 2000. Only very few
invoices refer to the time period preceding this date: nine for Spain, six for
France, four for Germany, two for Portugal and none for the United Kingdom. On
the other hand, it is true that it cannot be excluded that evidence of significant
sales under the earlier mark shortly after the relevant period, could indicate that a
substantial part of the relevant public had already been in contact with the mark
within the relevant period, when such sales reflect an important share of the
relevant product market, which could not have been attained in such a short time.
However, the Cancellation Applicant failed to provide relevant information and
evidence to this effect. In particular, in the absence of overall yearly sales figures
and/or data concerning the market share held by the earlier mark in comparison
with competitors in the relevant countries, the Board is unable to assess the
importance of the sales attested by the invoices, in the relevant market sector.
Thus, even considering the invoices beyond the relevant point in time, it would
still be impossible for the Board to draw any conclusion as to the degree of
awareness and recognition of the mark by the relevant public, in the relevant
Member States, prior to April 2000.

The Cancellation Applicant’s complaint that the contested decision dealt with the
invoices respectively filed by the parties in an arbitrary way, insofar as it held that
the invoices submitted by the CTM Proprietor were ‘impressive’ in number, but
stated that the Cancellation Applicant’s invoices only prove ‘a certain extent of
use of the mark, but not [its] well-known character’, cannot be sustained. Indeed,
while the CTM Proprietor only had to prove, for the purpose of substantiating its
defence under Article 53(2) CTMR, that the Cancellation Applicant was aware of
the use of the contested CTM in Italy (see analysis below at paragraphs 50-52),
the Cancellation Applicant had to show that his mark was well-known, i.e. that it
was known by a significant part of the relevant public in Spain, Portugal,
Germany, the United Kingdom and/or France, which is of a much higher standard
of proof.

Finally, from the mere fact that a mark enjoyed (or enjoys) protection as a
registered trade mark it does not follow automatically that it is also known by a
significant part of the relevant public. Thus, the Cancellation Applicant’s
argument that his mark had been registered as a Spanish trade mark, between
1975 and 1985, does not prove that the mark has become well-known in Spain.
Eventually, it may be that, at a certain point in time, the Cancellation Applicant
considered Spain as an important market to secure protection of his brand — but
apparently did not consider it any more as such, when he let the protection expire.

In an overall assessment, the evidence provided by the Cancellation Applicant is
hardly sufficient to prove the genuine use of the mark in Portugal, Germany, the
United Kingdom and France in the period preceding the filing of the contested
CTM. The evidence relating to Spain indicates a more sound presence of the
earlier mark on the market, but is clearly insufficient to establish that the mark
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was well-known and recognised by a significant part of the relevant public as an
unregistered mark of the Cancellation Applicant.

The mere existence of the Cancellation Applicant’s unregistered mark on the
market does not prove the well-known character of the mark. The Cancellation
Applicant could have filed, for instance, independent press articles reflecting
upon the performance and success of the goods bearing the earlier mark, industry
awards, statements from Chambers of Commerce, consumer surveys, declarations
from traders or purchasers in the relevant countries, etc. as direct proof of the
relevant public’s awareness and perception of the mark. Also, the Cancellation
Applicant focused on evidence of sales between 1999-2005, when he had to prove
that his mark was already well-known in April 2000. Considering his claims that
he had been trading under the mark since the 1970’s, it should not have been too
difficult to submit evidence (regarding sales, promotion, market share, etc.), for
the period prior to April 2000. Finally, the Cancellation Applicant seems to
consider that the notoriety of his mark in Spain, Portugal, France, Germany and
the United Kingdom somehow follows from the geographically wide-spread
distribution of his goods and the alleged ‘international notoriety’ of his mark.
While the international dimension of his business is indicative of the Cancellation
Applicant’s manufacturing and trading capacities and his commercial power —
which might place him in a good position to earn recognition of his mark — this
does not relieve the Cancellation Applicant from his duty to prove that his mark
was actually well-known, prior to 2000, in the countries where such notoriety has
been specifically claimed.

From the evidence in the file it is not possible to conclude that the Cancellation
Applicant’s mark was well-known for the relevant goods in Spain, Portugal,
France, Germany or the United Kingdom, prior to the date of filing of the
contested CTM. Thus, the contested decision rightly rejected the Cancellation
Applicant’s action, based on an allegedly well-known word mark.

Earlier Italian trade mark registration

The Cancellation Applicant also based his request for a declaration of invalidity
on an earlier Italian trade mark registration, for which the examination must
continue.

However, the CTM Proprietor raised the defence of ‘acquiescence in use’ against
this registration under Article 53(2) CTMR.

Pursuant to Article 53(2) CTMR, where the proprietor of an earlier national trade
mark as referred to in Article 8(2) CTMR or of another earlier sign referred to in
Article 8(4) CTMR has acquiesced, for a period of five successive years, in the
use of a later Community trade mark in the Member State in which the earlier
trade mark or the other earlier sign is protected while being aware of such use, he
shall no longer be entitled on the basis of the earlier trade mark or of the other
earlier sign either to apply for a declaration that the later trade mark is invalid or
to oppose the use of the later trade mark in respect of the goods or services for
which the later trade mark has been used, unless the later Community trade mark
was applied for in bad faith.
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The Cancellation Applicant argues that although he was aware of the use of the
sign covered by the contested CTM for more than five successive years, he was
not aware of the fact that the CTM Proprietor filed and obtained the registration
of that sign as a CTM, in other words, that the sign was used as a CTM. He
explains that he was misled into thinking that the sign at issue was an updated
form of the CTM Proprietor’s Italian trade mark registration the existence of
which was known and tolerated by him. In addition he submits that since he could
not even be deemed to have known about the fact that the sign at issue has been
registered as a CTM before the date of the publication of the registration in the
CTM Bulletin, no five years had yet passed when the request for the declaration
of invalidity was filed.

It must be clarified that the existence of the CTM Proprietor’s Italian trade mark
registration and the Cancellation Applicant’s acknowledged acquiescence in the
use of that trade mark under national law is not the subject matter of these
proceedings.

However, the fact remains that an essentially identical, slightly figurative version
of that sign has been granted Community trade mark protection, which, through
its territorial scope, also extends to Italy and, in fact, has been used in that
country. The Cancellation Applicant acknowledges that he was aware of the use
of this sign, in Italy. The legal issue is whether — for the purposes of applying
Article 53(2) CTMR — the Cancellation Applicant also had to be aware of the
legal status of the sign used, namely, that it has been used as a registered CTM in
Italy.

Indeed, Article 53(2) CTMR provides for acquiescence ‘in the use of a later
Community trade mark’. The burden is on the CTM Proprietor to prove the
relevant facts to substantiate the defence of acquiescence in use. Thus, according
to the Cancellation Applicant’s interpretation, the CTM Proprietor would be
required to prove not only that the Cancellation Applicant was aware of the use of
the contested CTM, but that he also knew — for at least five years — that the sign
had been registered as a CTM.

In the Board’s view, that interpretation would be contrary to the objective pursued
by Article 53(2) CTMR. This provision pursues an objective which is to create
legal certainty by protecting the legitimate interest of a CTM Proprietor in the
continued undisturbed ownership and use of its CTM vis-a-vis the proprietor of a
prior right who despite having been aware of the long-term presence of the
conflicting later sign on the market took no action to prohibit its use. In other
words, that provision sanctions the Cancellation Applicant’s undue delay in
exercising his trade mark rights whilst being aware of the long use of a later
conflicting sign on the market. Considering the said underlying objective, Article
53(2) CTMR cannot be construed to require the knowledge of the registration of
the later sign as a CTM, but only the use of such sign.

Article 53(2) CTMR merely requires that the Cancellation Applicant ‘has

acquiesced, for a period of five successive years, to the use of a later Community
trade mark...while being aware of such use’.
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Firstly, it must be noted that this provision does not contain any explicit additional
requirement that the Cancellation Applicant ought to have been also aware of the
actual date of registration of the sign as a CTM. Had this been the will of the
legislator, it would have expressly stipulated so (by adding, for example, °...while
being aware of such registration and use...”).

Secondly, it must be noted that pursuant to Article 6 CTMR, ‘a Community trade
mark is obtained by registration’. This means that the rights of the CTM
proprietor come to legal existence on the effective date of registration of the
Community trade mark, and not upon the later date in which the registration of
the CTM will be published. Thus, the existence of the ‘later Community trade
mark’ is only conditioned by its registration as a CTM and not by the subsequent
publication of the registration. It is true that Article 9(3) CTMR, first sentence,
provides that the rights conferred by a Community trade mark shall prevail
against third parties from the date of publication of registration of the trade mark.
However, the situation contemplated by this provision is different from that
contemplated in Article 53(2) CTMR, where rather than seeking to make prevail
(or enforce) its trade mark over third parties, the CTM Proprietor merely raises a
defence in a cancellation action initiated by a third party, against its CTM.

Thus, in the Boards view, the reference to acquiescence in the use of a later
‘Community trade mark’ in Article 53(2) CTMR merely refers to the requirement
that the later sign (the use of which has been knowingly tolerated by the
Cancellation Applicant), must have been registered as a CTM, for more than five
years. This is, however, an objective requirement which is independent of the
Cancellation Applicant’s knowledge. Indeed, Article 53 CTMR is clearly meant
to be a defence in invalidity proceedings against registered CTMs. The negative
consequences of acquiescence in use apply only in relation to registered CTMs.
As a CTM comes into existence with its registration (Article 6 CTMR), for the
purposes of Article 53(2) CTMR, the use of the sign as a CTM cannot technically
commence before the date of registration. Hence, although the period of five
successive years stipulated in Article 53(2) CTMR relates to the Cancellation
Applicant’s awareness and tolerance of the use of contested sign, the calculation
of the five-year period cannot start earlier than the date of the registration of the
CTM, taking also into account that a CTM neither exists nor can therefore be
invalidated before being registered.

Therefore, in the Board’s view, Article 53(2) CTMR cannot be interpreted to
require the CTM Proprietor to prove — in addition to the five years concurrent use,
knowingly tolerated by the proprietor of the earlier right — that the Cancellation
Applicant also knew, for at least five years, that the later mark was protected as a
CTM. What matters in this context is the objective circumstance that the sign (the
use of which has been knowingly tolerated by the Cancellation Applicant), must
have existed, for at least five years, as a CTM. Pursuant to Article 6 CTMR, a
CTM comes into existence by its registration, while the date of publication of its
registration is irrelevant in this context. Consequently, in the context of Article
53(2) CTMR it is also irrelevant when the publication of the registration of the
contested CTM took place.
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As to the Cancellation Applicant’s awareness and tolerance of the use of the sign
protected by the CTM, in Italy, the Cancellation Applicant expressly
acknowledges that he was aware of the use by the CTM Proprietor of such sign,
for goods covered by the CTM, well before its registration as a CTM. Actually, it
results from the evidence in the file that the Cancellation Applicant has been
purchasing the CTM Proprietor’s ‘GHIBLI” branded products as of at least 1993
(see business correspondence between the parties and invoices issued by the CTM
Proprietor to the Cancellation Applicant’s company for the sale of ‘GHIBLI’
branded industrial cleaning machines). That evidence clearly establishes both the
use by the CTM Proprietor of its mark and that the Cancellation Applicant was
aware of that use, for goods covered by the contested CTM, namely, ‘machines
and machine tools for cleaning for professional and industrial purposes, in
particular vacuum cleaners; electric machines for cleaning for professional and
industrial purposes, electric vacuum cleaners; steam cleaning machines for
professional and industrial purposes, steam vacuum cleaners’ in Class 7 and
‘apparatus for steam generating’ in Class 11.

This use is also confirmed by the ISO 9001:2000 certificate issued by IQNet
International Certification Network, on 15 September 2003, which certifies that
‘Ghibli S.p.A. [the CTM Proprietor] for the following field of activities, planning,
manufacturing and marketing of wet/dry vacuum cleaners for professional use
and machines for industrial cleaning, has implemented and maintains a quality
management systems which fulfils the requirements of the following standard,
ISO 9001:2000°.

The ISO certificate and a significant part of the invoices are dated within the
relevant five-year period after the registration of the contested CTM
(25 June 2001-25 June 2006). All the invoices falling within this time period
show the following logo in the upper-right hand corner:

= GHIBLY =

Industrial Cleaning Machines

In view of the above, it has been proven that when the request for a declaration of
invalidity was filed, the Cancellation Applicant had been aware and tolerated the
use of the contested CTM in Italy for more than five years, irrespective of
whether or not he was aware of the fact of registration.

Consequently, the contested decision rightly found that the Cancellation
Applicant is barred from requiring the cancellation of the contested CTM, having
acquiesced in its use, for more than five years, in the country in which the

Cancellation Applicant’s earlier mark is protected, namely, in Italy.

Therefore, the appeal must be dismissed.
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Costs

Pursuant to Article 81(1) CTMR, the Cancellation Applicant, as the losing party,
must bear the costs of the appeal proceedings. Pursuant to Article 81(6) first
sentence CTMR and Rule 94(3) last sentence CTMIR, the Cancellation Applicant
is therefore ordered to reimburse the CTM Proprietor with the costs of
professional representation in the appeal proceedings at the level laid down in
Rule 94(7)(d) CTMIR (EUR 550). The apportionment of costs in the contested
decision remains unchanged.
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Order

On those grounds,

THE BOARD
hereby:
1. Dismisses the appeal;
2. Orders the Cancellation Applicant to bear the representation costs of the

CTM Proprietor in the appeal proceedings fixed at EUR 550.

T. de las Heras M. Bra G. Humphreys

Registrar:

J. Pinkowski
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