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The Invalidity Division,

composed of Anna Gobetto (rapporteur), Martin Schlételburg (member) and Eva
Vyoralova (member) took the following decision on:

1. The Application for a declaration of invalidity of the registered
Community design No 000163290-0002 is rejected.

2. The Applicant shall bear the costs of the Holder.

I. FACTS, EVIDENCE AND ARGUMENTS

(1) The Community design No. 000163290-0002 (in the following: “the RCD") has
been registered in the name of the Holder with the date of filing of 02/04/04. In
the RCD, the indication of products reads “Internal-combustion engine” and
the design is represented in the following views (published at
http://oami.europa.eu/bulletin/rcd/2004/2004 _055/000163290_0002.htm):




(2)

3)

(4)

(5)

On 17/05/05, the Applicant filed an application for a declaration of invalidity (in
the following: “the Application”) contesting the validity of the RCD. The fee for
the Application was paid by current account with effect of 17/05/05.

The Applicant requests the invalidation of the RCD on the basis of Article
25(1)(b) insofar as it does not fulfill the requirements of novelty and individual
character, that is, the requirements laid down in Article 4, 5 and 6 CDR™.

In particular, the Applicant claims that, excluding the parts that are not visible
in normal use of the engine (i.e. the driveshaft and the underside of the base
plate of the engine) and the features having a shape solely dictated by the
technical features of the product or a shape that is necessary to enable the
product to be connected to another product of Honda Motor Co., Ltd. under
the designation “GX”. Consequently, disregarding trivial differences, the two
designs are identical. Even in the case where the two engines were not to be
considered identical, they would however produce the same overall
impression on the informed user, therefore the RCD should be declared
invalid due to lack of individual character.

As evidence, the Applicant provided a copy of the United States Design Patent
No. D282071 having a filing date of 27/12/94 and an issuance date of
07/01/86 and protecting an internal-combustion engine represented by the
following views:

! Council Regulation (EC) No 6/2002 on Community designs
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(6) Moreover, the Applicant enclosed the representations of various engines
manufactured by Honda Motor Co., Ltd. Under the designation “GX”, which he
declared to be prior and identical to the contested RCD.



(7)

(8)

(9)

(10)

(11)

On 02/06/05 the Holder was notified of the Application and was invited to
submit his observations within a two months period.

After requesting a two months extension, the Holder submitted his
observations on 06/10/05. In response to the Application, the Holder argues
that, excluding the parts which are functional or irrelevant in the present case
the opposite designs are not identical but clearly differ in nearly every relevant
detail and the overall impressions of the opposite designs are different.
Moreover, the Holder finds that a published US design is not an evidence that
that the design has become known in the normal course of business to the
relevant circles of trade within the Community, since the specialized circles of
trade do not observe any design publication out of the European Community
in the normal course of business and the circles of trade who buy lawnmowers
will not watch publications of US patents. Finally, concerning the
representations of the various engines manufactured by Honda Motor Co.,
Ltd., the Holder contests that these motors were made public to the public
prior to the filing date of the RCD in any way.

The observations of the Holder were submitted to the Applicant, who was
invited to reply within the two months deadline expiring on 12/12/05. The
Applicant’s reply dated 12/12/05 was filed through the UK Patent Office and
arrived at the OHIM only on 21/12/05. The Holder contested the admissibility
of the Applicant’'s observations and evidence filed with the OHIM after the
deadline of 12/12/05.

On 03/05/06 the Office informed both parties that the written proceedings were
closed and that a decision concerning the invalidity would be taken.

For further details to the facts, evidence and arguments submitted by the
Applicant and the Holder reference is made to the documents on file.

[I. GROUNDS OF THE DECISION

A. Admissibility

(12)

(13)

The indication of the grounds for invalidity on the form of the Office is a
statement of the grounds on which the Application is based in the meaning of
Art. 28(1)(b)(i) CDIR?. Furthermore, the Application complies with Art.
28(1)(b)(vi) CDIR, since the attachment contains an indication of the facts,
evidence and arguments submitted in support of those grounds. The other
requirements of Art. 28(1) CDIR are fulfiled as well. The Application is
admissible.

According to Article 63(2) CDR, the Applicant’'s observations dated 12/12/05
are not admissible since they reached the Office only on 21/12/05, i.e. after
the deadline of 12/12/05. The fact that they have been filed on 12/12/05 with
the UK Patent Office constitutes a procedural error of the Applicant, since
Article 53(2) CDR foresees that observations of the parties on communications

2 Commission Regulation (EC) No 2245/2002 of 21 October 2002 implementing Council Regulation (EC) No
6/2002 on Community designs
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from the other parties or issued by OHIM itself concerning the application for a
declaration of invalidity of a registered Community design shall be filed with
OHIM within a period to be fixed by it. As provided for by Article 52(1) CDR the
application for a declaration of invalidity of a registered Community design
must also be filed with OHIM, which the Applicant duly complied with when
filing this Application. Consequently, the Applicant's observations and
evidence filed with OHIM after the deadline of 12/12/05 will be disregarded.

B. Substantiation

B.1 Disclosure

(14)

(15)

(16)

The evidence submitted by the Applicant consists of the representations of
various engines manufactured by Honda Motor Co., Ltd. under the designation
“GX”, and a copy of the US design patent No. D282071 issued on 07/01/86.

Regarding the representations of the various engines manufactured by Honda
Motor Co., Ltd., none of them contains an indication referring to their date or
place of disclosure. The Holder is therefore right in contesting the fact that
these motors were made public to the public prior to the filing date of the RCD.

Regarding the US design patent No. D282071, contrary to the argumentation
of the Holder, the Office finds that in the normal course of business, it is to be
expected that the circles specialized in the engine sector in the European
Community keep themselves updated in relation to the competitor’s registered
designs at least in the most relevant countries, as the United States. Since the
US patent databases are accessible online, it has to be reasonably expected
that these European circles have become aware of the existence of the US
design patent No. D282071 and of design disclosed in it (in the following: “the
prior design”). Consequently, the evidence submitted by the Applicant proves
the existence of this prior design.

B.2 Novelty

(17)

(18)

According to Article 4(2) CDR, features of a complex product which are not
visible during its normal use, are to be left aside when considering novelty and
individual character of that product. Moreover, features of a product which are
solely dictated by its technical function or which must necessarily be
reproduced in their exact form and dimensions in order to permit the product in
which the design is incorporated or to which it is applied to be mechanically
connected to another product so that either of them may perform its function
cannot be subject of a Community design (Article 8(1) and (2) CDR).
Therefore, also these features are thus to be disregarded when assessing
novelty and individual character of a Community design.

Consequently, considering only those features of the contested design of the
engine which are clearly visible when the engine is installed in or on the
product which it powers and which are not solely dictated by its technical
function or by its interconnection with another product, the Invalidity Division
concludes that there is no identity between the RCD and the prior design.
Although both share the external appearance deriving from the form of the



(19)

(20)

(21)

(22)

(23)

product and its components, they differ, among others, in the following
features:

- shape of the fuel tank;

- shape of the vent;

- shape of the air filter,

- shape of the muffler cover;

- shape of the starter cable;

In the contested RCD the fuel tank has two recessed portions, vertical lines
located adjacently to the corners, a band which extends around its top edge,
an horizontal straight boarder in its middle and a lower edge defined by two
lines. The prior design, on the other hand, displays a plane surface of the
corners, no band or vertical lines, a horizontal tapered boarder in its middle, a
lower edge defined by one line and a top surface with a single recessed
portion. In the contested RCD the cap of the fuel tank is multiple cornered and
it is located in the middle of the lower recess portion, whereas the cap of the
fuel tank of the previous design is round shaped and appears raised in respect
to the surface of the tank.

In the contested RCD the vent has 17 rectangular openings around its center
and three sections of three grooves separated by a fixing element, whereas
the vent of the prior design displays only four bigger openings in its center, it is
surrounded by a collar with no visible grooves on its surface and a triangular
element is located on its right side close to the fuel tank. In the contested RCD
there is a push button on the left upper corner of the vent, which element is
absent in the prior design.

The air filter of the contested RCD has a lid in its center with a small butterfly
screw on its top, two horizontal lines crossing it from the left to the right and
two screws at the front edge. The prior design displays a plane surface, the
screw that appears on the lid is different from that of the contested RCD, no
screws are present in the front side of the lid which is not positioned in the
center, but next to the front boarder. In the previous design an additional tap is
positioned on the left side of the air filter, which element is not present in the
contested RCD. Whereas in the RCD the lid is raised and surrounded by a
circle, in the previous design, it is located on the air filter and no raised circle is
surrounding it.

In the contested RCD the muffler cover presents eleven rectangular devices
which are positioned in an irregular way on its top, almost optically covering
the presence of the two screws, two double lines extend from the left to the
right, two rectangular elements positioned on the upper side of the muffler, a
squared top and a side fitted with two sections of four grooves each separated
by a line in its upper forth which displays three sections of two grooves each.
In the previous design the muffler cover presents a plane surface where no
other elements is visible apart from the two screws, a flat top and a side fitted
with two sections of five grooves each separated by a border fitted with oval
holes. The muffler of the previous design has an additional tap on its left side
which is absent in the contested RCD.

In the contested design, the starter cable has rounded side edges and it is
located on the upper right side of the vent, whereas, in the prior design, it is
positioned in its middle left side and its shape is rectangular. Moreover the cap
on the left side of the designs, the plate connecting the cooling fins and the
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(24)

crank shaft support have a different shape and the cooling fins are placed in a
different way.

The two designs differ in the above listed features, which are not immaterial
details pursuant to Article 5(2) CDR. Therefore, the two designs are not
identical and the ground for invalidity based on the lack of novelty of the RCD
must be dismissed.

B.2 Individual character

(25)

(26)

(27)

The informed user is familiar with internal-combustion engines of the type to
which the RCD relates. In particular, he is aware that such devices have the
function of powering the tools on which they are installed and upon which they
have to fit, so there are certain elements which are obligatorily present and
disposed in a certain way in an internal combustion engine. Among them, as
the Holder rightfully observes, the muffler, the air filter, the vent and the fuel
tank have all to be positioned on the upper side for functionality reasons and
since the overall impression of the engine will be mainly given by the
appearance of its upper part, as this will remain visible during the normal use
of this internal combustion engine, when assessing the individual character of
the RCD it has to be taken into account that the degree of freedom of the
designer is limited in so far as the internal combustion engines has to fulfill its
function

In the present case, the general impression produced on the informed user by
the RCD differs from the general impression produced by the prior design.
Considering the differences between them as set forth above, an informed
user will appreciate the differences that do not derive from the basic shapes
dictated by the technical function and by interconnections with other products.
The RCD produces an overall impression of a compact and modern engine,
where the different components are fully integrated, whereas in the previous
design previous old-fashioned the component parts maintain their individuality
after their assembly and convey the impression of a rather old fashioned
engine which suggests the idea of an old film projector. Therefore, the RCD
and the prior design produce different overall impressions on the informed
user.

In the light of the foregoing, the ground of the lack of individual character of
the RCD as invoked by the applicant should be dismissed.

C. Conclusion

(28)

The prior design invoked by the Applicant does not justify the requested
declaration of invalidity on the ground of Article 25(1)(b) CDR. Therefore, the
Application has to be rejected.
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(29) Pursuant to Article 70(1) CDR and Art. 79(1) CDIR, the Applicant shall bear
the fees and the costs of the Holder.

IV. RIGHT TO APPEAL

(30) An appeal shall lie from the present decision. Notice of appeal must be filed at
the Office within two months after the date of notification of this decision. The
notice is deemed to have been filed only when the fee for appeal has been
paid. Within four months after the date of notification of the decision, a written
statement setting out the grounds of appeal must be filed (Art. 57 CDR).

THE INVALIDITY DIVISION

Anna Gobetto Martin Schlotelburg Eva Vyoralova
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