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The Invalidity Division,

composed of Eva Udovc (rapporteur), José J. lzquierdo Peris (member) and Martin
Schl6telburg (member) took the following decision on 31/03/08:

1. The registered Community design No. 000325949-0002 is declared invalid.

2. The Holder shall bear the costs of the Applicant.

. FACTS, EVIDENCE AND ARGUMENTS

(1) The Community design No. 000325949-0002 (in the following: “the RCD”") has
been registered in the name of the Holder with the date of filing and the date of
registration of 14/04/05. In the RCD, the indication of products reads “Watches”
and the design is represented in the following view, published in the Community
Designs Bulletin on 26/07/05 (at
http://oami.europa.eu/bulletin/rcd/2005/2005 065/000325949 0002.htm):

(2) On 26/03/07 the Applicant filed an application for a declaration of invalidity (in the
following: “the Application”) contesting the validity of the RCD. The fee for the
Application was paid by cheque with effect of 29/03/07.

(3)  The Applicant requests invalidation of the RCD based on Article 25(1)(b) CDR?,
because it does not fulfill the requirements of Articles 4 to 9 of CDR, as it lacks
novelty and individual character according to Articles 4 to 7 of CDR. He therefore
requests the RCD to be declared invalid and his costs to be born by the Holder.

(4) As evidence, the Applicant submitted copies of two catalogues of a company
Fuzhou Reida Electronic Co., Ltd in China, titled as “Reida, Gift & premium 2002-
2003” and “Reida, 2004 Gift & premium” respectively; and copies of two
catalogues of a company Zhangzhou Hongyuan Watch Industry Co., Ltd in China,
titled as “Time & calculator, Hong Yuan 2002” and “Watch the best gifts 2004”
respectively (in the following all referred to as: “D1”). In the Application he points
out to certain products of watches with lanyards shown in these catalogues stating

! Council Regulation (EC) No 6/2002 on Community designs
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http://oami.europa.eu/bulletin/rcd/2005/2005_065/000325949_0002.htm

(5)

(6)

(7)

that they relate to the seasons 2002-2003, the year 2002 and 2004 as specified
and that “the existence” of these prior designs “could reasonably be known by
Sphere Time company which is the owner of the contested design, because this
company is used to import watches from China” and thus “have been made
available to the public before the filing date” of the RCD. He asserts that “given the
existence of the prior identical designs listed above, the registered Community
design is not new” and “has no individual character”.

On 04/05/07 the Holder was notified of the Application and invited to submit his
observations.

On 27/06/07 the Holder submitted observations. He contests the invalidity
application and requests the Office “to maintain” the RCD, because “there are
several material differences, such that” the RCD “needs to be regarded as being
new in the light of the designs shown in” D1 and because of these differences “it is
clear that” the RCD *“shows individual character, since the overall impression is
completely different than that given by the designs of’ D1. Beside the
observations, the Holder submitted evidence, “indicating the sales of this design
over the years, since the design has been registered” “in order to prove that” it “is
indeed new and shows individual character”. In particular, a sheet about yearly
sales in number of pieces and printouts of e-mails of customers “who had noticed
the design and showed great interest in it".

On 05/07/07 the Applicant submitted additional arguments, facts and evidence in
support of the invalidity ground raised. The facts and evidence submitted
additionally are as follows:

- a copy of a document titled “Certificate” by a company Fuzhou Eagle
Electronic Co., Ltd. in China, dated 27.06.2007 (in the following: “D2") and
signed by a sales manager Alice Wang stating “that the attached catalogue”
is the company’s “2001 catalogue” and “that the models C and F which
commercial reference is WT3305 and which are displayed in the attached
catalogue have been marketed to consumers in Europe during the year
20017;

- a copy of a catalogue by the company Fuzhou Eagle Electronic Co. in
China (in the following: “D3"), certified as above in D2 to be a “2001
catalogue” of the company showing designs of watches with commercial
reference WT3305. Among others, D3 shows the following designs with the
reference WT3305 and among them a watch with a yellow lanyard labelled
as “C” (in the following: “C”) and a watch with a turquoise lanyard labelled
as “F” (in the following: “F”):



- a copy of a letter addressed to SAS PUNCH, dated 27.06.2007 and
signed by a manager Johnny Yu from a company Great Sun Technology
Corp. in Taiwan (in the following: “D4”), who states in this letter that this
company “had produced item No. TC-001 Lanyard + Watch products” for a
“Dutch customer BOVI salespromotion v.o.f.”, for which “the shipment
covered 2000 pcs and was dispatched on April 03, 2004”. This person also
asserts that the company'’s “Lanyard + Watch program started” in his
company’s “2003/2004 catalogue which commercial reference TC-0001
and TC-002 in the present catalogue have been marketed to customers
during the year 2004”. D4 contains the following view:

- a copy of a shipping invoice with references “P1-93037” and “SI-93037”,
dated 03.04.2004 (in the following: “D5"), issued by the company Main
Focus Co., Ltd. in China with referral to the company Great Sun
Technology Corp. and addressed to the company Bovi Sales Promotion
V.O.F. in the Netherlands. In D5 it is stated that 2000 pieces of the item
described as “Lanyard with watch “Symbicort™ were shipped from Hong
Kong to the Netherlands;

- a copy of a certificate and declaration of origin of goods for the shipment
of the 2000 pieces of the goods specified as Lanyard with watch
“Symbicort” (in the following: “D6"), dated 01.04.2004 with referral to the
invoice No. S193037. In D6 it is declared that these goods were exported by
a company Huazen Co., Ltd. in China to the company Bovi Salespromotion
V.O.F. in the Netherlands;

- a copy of a page described by the Applicant as a catalogue 2003/2004 of
the company Great Sun Technology Corp. submitted as a black and white
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(8)

copy and as a colour copy (in the following: “D7”). The black and white and
the colour copy in D7 show the same picture of different products and
among them also two watches with lanyards. The black and white copy
contains also a specification of a year and a catalogue in the format
“Attachment 6: 2003/2004 catalogue”, which appears to be added to it and
does not appear to be a part of the original page. The colour copy shows
the same products as the black and white copy, but contrary to it does not
have the aforementioned specification of the year and the catalogue and
also shows some handwritten remarks and among them are “TC001” and
“TC-002". The black and white copy shows the following picture:
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Regarding additionally submitted facts and evidence the Applicant states that the
company “Fuzhou Eagle Electronic Co., Ltd. certifies that the models” with
“commercial reference WT3305” “have been marketed to customers in Europe
during the year 2001”. He also states that the company Great Sun Technology
Corp. certifies that “it has sold 2000 pieces of the aforesaid model reproducing the
registered trademark Symbicort to a Dutch consumer named Bovi Salespromotion
V.O.F. and dispatched them on the 3" of April 2004”, where “the aforesaid model
is reproduced below the signature”. He asserts that because these designs and
the RCD “have in common a lot of relevant resemblances and as their features
just differ in the immaterial details, they have to be deemed as identical”. For all
these designs and the RCD he states that they all “relate to a watch fastened to a
cord”, “share exactly the same dial” and “have also in common the location of the
watch dial at three quarter of the string before its end and the ability to hang some
light stuffs”, wherein the differences between them “do not alter the fact that they
produce the same overall impression on the informed user”. Among others, he
points out the following “the difference of shapes of the systems located at the end
of the string in order to hang some stuffs that exist between” the prior designs and
“the contested community design”, which “is above all technical’. Regarding the
informed user he states, that he “is familiar in this case with watches and is aware
that the degree of freedom of a designer concerned with watches is important
given that there are not particular technical constraints that force a particular
shape for a watch dial”, where “the degree of freedom of the designer is limited
only in so far as the user can see the time indicated on the watch” and where “a
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(9)

(10)

(11)

(12)

(13)

(14)

watch dial may adopt any shape possible”. Thus the informed user “will not
consider this difference as relevant aesthetically” and “will keep in memory the
same overall impression produced by the designs”.

On 19/07/07 the Holder was notified of the Applicant’s additional facts, evidence
and arguments and invited to submit his observations about them.

In his observations, submitted on 17/09/07 the Holder contests the Applicant’s
additional facts, evidence and arguments by stating that the Applicant “does not
provide any reliable proof”. For D2 and D3 he observes that “the catalogue itself
does not show any date”, that “there is no proof whatsoever that the concerned
catalogue has been distributed at all” and that “as such it is not proved when the
catalogue was made available and where this catalogue has been distributed, if it
has been distributed at all”. For D5 and D6 he observes that neither of them
“shows an image or photograph or even a reference to the commercial reference
TC-001 or TC-002, such that it is not possible to establish which models were
actually shipped to BOVI SALESPROMOTION V.O. F.” and that “there is no link
between the pages of document D7” “and the other documents D5 and D6, since
D7 does not contain any information with regard to the date of the brochure or with
regard to the commercial references of the displayed products” and thus “cannot
be derived that the items shown in D7 were indeed distributed or shown before the
filing date of the present Community design”.

On 06/11/07 the Holder’'s observations were sent to the Applicant with invitation to
provide his observations.

In his observations, submitted on 09/01/08, the Applicant contests the Holder’s
arguments. He states that he does “not see why the evidences brought, catalogue
(without date as often but confirmed through statement) cannot be regarded as
being trustworthy” “as they are complying with all usual requirements”.

On 12/02/08 the Office informed both parties that the written proceedings were
closed and that a decision concerning the invalidity would be taken.

For further details to the facts, evidence and arguments submitted by the Applicant
and the Holder reference is made to the documents on file.

Il. GROUNDS OF THE DECISION

A. Admissibility

(15)

The request to declare the RCD invalid, because it does not fulfill the requirements
for protection of Articles 4 to 7 of CDR, since it lacks novelty and individual
character, is a statement of the grounds on which the Application is based in the
meaning of Article 28(1)(b)(i) CDIR?. Furthermore, the Application complies with
Article 28(1)(b)(v) and (vi) CDIR, since the attachment contains an indication of
the facts, evidence and arguments submitted in support of these grounds. The
other requirements of Art. 28(1) CDIR are fulfilled as well. The Application is thus
admissible.

2 Commission Regulation (EC) No 2245/2002 of 21 October 2002 implementing Council Regulation (EC) No 6/2002
on Community designs
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B. Substantiation

B.1 Evidence

(16)

(17)

(18)

(19)

For D1 the Applicant did not submit any evidence to prove that the designs
contained in it were made available to the public within the meaning of Article 7(1)
CDR. Therefore, these designs cannot be taken into consideration.

D2 is a statement in writing pursuant to Article 65(1)(f) CDR. Its contents are
supported by the catalogue in D3. The combination of D2 and D3 proves that the
designs disclosed in D3 were made available to the public prior to the filing date of
the RCD.

D4 in combination with the shipping invoice in D5 and the certificate and
declaration of origin of goods in D6 are evidence for the fact that the lanyard with
watch containing a trademark SYMBICORT® shown in the letter in D4 was the
product specified in D5 and D6 as the “lanyard with watch “SYMBICORT”” that
was sold and shipped to the specified company in the Netherlands in April 2004.

The black and white copy of a page described by the Applicant as a catalogue
2003/2004 in D7 does not contain any specification of the date or the type of the
document it shows, except for specification “Attachment 6: 2003/2004 catalogue”,
which clearly appears to be added to this page and does not appear in its colour
copy. Additionally, the letter in D4 does contain any reference to this catalogue,
except for notion “our 2003/2004 catalogue” and neither the black and white nor
the colour copy in D7 show the lanyard with the watch bearing a trademark
“Symbicort®” which D4, D5 and D6 refer to. Beside that the colour copy in D7
contains handwritten remarks of references “TC001” and TC-002", which clearly
appear not to be part of this page in its original version. Because catalogues of
products normally contain reference numbers of the products they show and these
do not appear to be present in D7 and are also not specified neither in D5 nor in
D6 and because D7 does not show any lanyard with watch bearing the trademark
“Symbicort®”, no believable link could be established between D7 on one side and
D3, D5 and D6 on the other. Due to these reasons D7 was disregarded as
evidence.

B.2 Novelty

(20)

(21)

According to Article 5 CDR the RCD lacks novelty when an identical design has
been made available to the public prior to the date of filing of the RCD. Designs
shall be deemed to be identical if their features differ only in immaterial details.
When assessing novelty and/ or individual character, the RCD must be compared
with each prior design individually.

The prior designs C and F in D3, the prior design in D4 and the RCD all have in
common a relatively small circular watch attached to a longer lanyard at the back
side of the watch casing and at around 1.5 to two heights of the watch casing
away from one of the lanyard’s ends, where the front side of the watch casing has
a shape of a circle and consists of a circular time indicating faceplate. However,
these designs differ in the following features:



(22)

(23)

- in the prior designs C and F in D3 and in the prior design in D4 the end of
the lanyard close to which the watch is attached has some additional
elements for attaching other items to the lanyard, whereas in the RCD such
elements are disclaimed and thus not specified;

- the proportions of the lanyard towards the height of the watch casing in
the prior designs differ form the RCD, because in the prior designs the
lanyard appears to be narrower and shorter in comparison to the width of
the watch casing than in the RCD, because the ratio of the width of the
watch casing towards the lanyard width amounts to around 4.2 : 1 in design
in D4, 4.5 :1indesign C, 7 : 1in design F and 3.4 : 1 in the RCD, where the
ratio of the length of the half lanyard towards the width of the watch casing
amounts to around 10 :1 in designs C and F and 13 : 1 in the RCD,
whereas this ratio cannot be gathered for design in D4 as the complete
lanyard is not shown in it;

- the watch front side in the prior designs C and F in D3 consists of a
circular watch dial and a circular border of the watch casing, whereas in the
prior design in D4 and the RCD it contains additional circular border
resembling a ring that is placed between the dial in the middle and the
border of the watch casing at its periphery;

- the watch dial in the prior designs has a classical shape with all twelve
hours indicated by a corresponding number in designs C and F or with four
quarterly hours indicated by a corresponding number and the others only by
lines in design in D4 and has also the hour, the minute and the second
hands. In the RCD, on the other hand, the time indicating watch dial and
the hour, minute and second hands are disclaimed and thus not specified;

- no colour and no other elements are specified in the RCD. On the other
hand, the prior design in D4 has the lanyard in a dark colour with a brighter
wording SYMBICORT® placed at the lanyard part below the watch
attached and also on its other parts above the watch, the watch dial in a
very bright colour with a dark peripheral circular ring band and a brighter
edge of the watch casing. The prior design C in D3 is in a prevailing yellow
colour with yellow lanyard, yellow edge of the watch casing and yellow
watch dial with an unrecoginsable stylized shape of an animal placed in the
right side of the dial and watch hands and numbers in black colour. The
prior design F in D3 is in prevailing turquoise colour, with turquoise lanyard,
turquoise watch dial, number and hands, where the edge of the watch
casing is slightly brighter and the lanyard contains also a wording
“MOTOROLA” in darker turquoise colour placed periodically with
interspaces all along the lanyard length.

The above stated differences between the RCD on one side and the prior designs
C and F in D3 and the prior design in D4 on the other subsist in features which are
not immaterial details in the design of the watch with lanyard. Therefore, the RCD
Is not identical to any of the prior designs in D3 and DA4.

The submission of the Applicant that the RCD lacks novelty is therefore not
founded.



B.3 Individual Character

(24)

(25)

(26)

(27)

(28)

(29)

According to Article 6 CDR the RCD lacks individual character if the overall
impression it produces on the informed user is the same as the overall impression
produced on such a user by any design which has been made available to the
public prior to the date of filing of the RCD. When assessing individual character
the degree of freedom of the designer in developing the design has to be taken
into consideration.

The informed user is familiar with the watches attached to lanyards to which the
RCD relates. He is aware of the requirements that such a type of combination of
the watch and the lanyard must fulfill in order to perform its function as a watch
that is worn mostly around the user’s neck. He is also aware of the prior designs
known to the circles specialized in the sector concerned. In particular, he takes
into account that the degree of freedom of the designer is limited by the
requirements that such a combination of the watch and the lanyard must have
fastening means for attaching the watch to the lanyard in order to be portable and
wearable around the user’'s neck and that the watch must have the required
elements to function as a timepiece measuring and showing the time, namely the
visible analogue watch dial with number or other similar markings for the twelve
hours and displaying the time with at least two rotating hands indicating hours and
minutes by help of a watch running mechanism hidden in the watch casing below
the dial. In consequence, the informed user will pay more attention to the features
where the designer was not limited in his creativity, such as the shape and
configuration of the watch casing, watch dial and watch hands and the shape and
configuration of the lanyard and the attachment elements and in particular to their
decorative elements.

Pursuant to Article 6 CDR the overall impression produced on the informed user
by the RCD must be assessed by comparison with the overall impression
produced on such a user by a prior design cited, wherein the attention is focused
on the shape of the design as a whole.

The RCD and the prior designs C and F in D3 and the prior design in D4 all have
the same general combination of the relatively small circular watch attached to the
longer lanyard at the back side of the watch casing and at around 1.5 to two
heights of the watch casing away from one of the lanyard’s ends so that no special
attachment element is seen between the watch and the lanyard.

The prior design in D4 is not entirely shown, because only a part of the lanyard is
represented. When comparing its features as shown in D4 with the RCD showing
the entire lanyard these two designs produce different overall impressions on the
informed user.

The general shape of the combination of the circular watch casing and watch dial
with the lanyard prevails in the overall impression of this type of design. In its
visual perception the overall shape thus dominates over details of the watch
faceplate and dial configuration and over details of the attachment elements at the
lanyard’s end. Mono-colour feature of the prior designs C and F further
emphasizes their overall shape in this perception and makes it dominate over the
colour. Considering the almost unlimited freedom of the designer in developing
this type of design, the above stated slight differences in proportions, in
configuration of the watch faceplate and the watch dial and the differences in
colour and the attachment elements at the lanyard’s end do not render the overall
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impressions produced on the informed user by the RCD and the designs C and F
different from each other.

(30) Therefore, the RCD lacks individual character over the prior designs C and F in
D3.

C. Conclusion

(31) The Invalidity Division finds that the ground for invalidity of Article 25(1)(b) CDR
prejudices the maintenance of the contested RCD. Therefore, the RCD has to be
declared invalid.

[ll. CosTs

(32) Pursuant to Article 70(1) CDR and Art. 79(1) CDIR, the Holder shall bear the fees
and the costs of the Applicant.

IV. RIGHT TO APPEAL

(33) An appeal shall lie from the present decision. Notice of appeal must be filed at the
Office within two months after the date of notification of this decision. The notice is
deemed to have been filed only when the fee for appeal has been paid. Within four
months after the date of notification of the decision, a written statement setting out
the grounds of appeal must be filed (Art. 57 CDR).

THE INVALIDITY DIVISION

Eva Udovc Joseé J. Izquierdo Peris Martin Schlotelburg

*x X x
* *
* *

* *
* o x
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