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Progress and change

The past year was one of progress in many areas for OHIM and was also marked by an
important milestone in the life of the Office — the registration of the 500 000 th Community
trade mark.

The announcement of the 500 000 the Community trade mark (CTM) followed confirmation
by Internal Market Commissioner Charlie McCreevy that the financial success enjoyed by
OHIM means that the cost of having a CTM can be brought down next year by around 40%
to under €1 000. This will be the second price reduction since the CTM was introduced in
1996.

During the year OHIM has continued to cooperate with national bodies within the EU on
activities designed to make life easier for IP users. These include work on common
database tools for such as EuroClass and TMview, and holding a legal seminars to help
ensure greater consistency of decision-making on IP matters.

On the international stage cooperation is also growing via the Trilateral arrangements with
the US and Japanese IP authorities and closer relations with China. In addition, OHIM is
also striving to widen and deepen this type of cooperation, by supporting initiatives such as
the Senior Government Trade Mark Officials’ Forum.

The crisis in the global economy has had an impact on IP registrations and this has also
been evident at OHIM, with a slowdown in the latter part of the year. Overall Community
trade mark applications are expected to be slightly down on the same level as in 2007, but
the number of designs received is up, albeit with a much slower rate of growth than in the
previous year.

The year saw improvements in OHIM’s service in a number of areas, notably in the
timescales for registration. Around 80% of CTMs are currently applied for over the Internet
and for files where no national searches are requested, the average period to registration
is now 26 weeks, provided there are no deficiencies in the application.

One area in which more progress needs to be made is in tackling the Opposition backlog.
There are plans to put more resources into this via the creation of an “Oppositions
taskforce” and it is hoped that the results of this will become evident in the New Year.

With regard to design timescales, over the past few months, the Office has been
implementing a fast-track system for the registration for Community designs which is
resulting in around 30% of applications being registered in under 10 days.

The fast-track process provides accelerated registration for designs that come by e-filing or
mail, with good quality images. They must also either have no priority claim or come with
all the priority documents attached, and must be paid for via an OHIM current account. At
present, OHIM's service standards specify that 80% of designs should be registered in
under six weeks, but it is expected that, by providing information about the fast-track
system, users will be increasingly able to opt for a faster type of registration for many
applications.

The past year saw the introduction of the new OHIM website, which provides better access
to the main e-Business tools and organises information in a more accessible manner. The
groundwork was also put in place for a range of improvements in our e-Business tools.

This month we have introduced an improved version of the E-Communication tool used by
users of the MyPage personalised web space service. MyPage, which is password
protected, streamlines the process of doing business with the Office. The E-
Communication tool, which is detailed in a separate article, is provided to help users
manage the exchange of messages, such as official notifications, in a more efficient
manner.

In all, it has been a year of both progress and change for OHIM and that process is set to
continue. We would like to thank all users of OHIM services for the support they have
given us during the year, and wish them in turn a happy and a prosperous 2009.
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The James Nurton interview with with Tim

Behean, General Counsel, Group Intellectual
Property, adidas

James Nurton is a specialist intellectual property
journalist from the UK and is currently the managing
editor of the leading global magazine for IP owners,
Managing Intellectual Property.

This month James Nurton speaks to Tim Behean about the
sports industry, the challenges of protecting the adidas three-
stripe brand and protecting famous marks after the Intel case

What attracted you to IP work?

| trained as a solicitor in London with Linklaters & Paines. |
worked in the IP department there and was struck on one
hand by how interesting and challenging legally trade marks
are and on the other hand by the immediacy of the work. For
example, Levi-Strauss was a client so there was a lot of anti-
counterfeiting work, involving Anton Piller orders, interlocutory
injunctions and dashing off to court.

| then worked at Slaughter & May before joining adidas, which
was a client of the firm. | had worked on some issues,
including protecting the three-stripe mark, while in private
practice and joined the company in 1997.

Here my work includes a lot of litigation and some commercial
work, in addition to the management of our trade mark, design
and patent portfolios. We do not do a very large amount of
new filing: our main brands are already protected so we are
not creating major new brands on a regular basis. Prosecution
is more focused on slogans, technologies or new product
ranges but these are not part of the brand DNA so to speak.
We do not treat them in the same way as our primary brand
symbols such as adidas and the three-stripe mark.

How big is your IP team?

Our IP team in total is 40 people. We have 17 people working
on clearance, filing and prosecution, either full time or part
time. Some of the team who work on portfolio management
also work on enforcement issues. We do all the filing and
prosecution here in Amsterdam but enforcement is divided
regionally.

It is very different from private practice. From a pure IP
standpoint, | find it very stimulating. | get involved in all
aspects of IP from project creation right through to registration
and enforcement. You see how you use IP to help the
business whereas in private practice you have a client who
brings specific questions, so you often only see one piece of
the jigsaw.

How big is your portfolio?

We have some 9,200 marks worldwide, including adidas,
Reebok, Rockport and Reebok CCM (a Canadian hockey
company). The number of annual filings depends on the
projects we have: some years there are a lot more than
others.

Is it a cyclical industry?

There tend to be more IP clearance and filing issues around
big events. The Football World Cup will bring a ball design,
ball name, advertising campaign, supplementary designs and
of course lots of excitement, which in turn brings lots of new
ideas and more IP issues for us to address. Then there are
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completely new projects, such as the development of
electronic training and performance measuring products to be
used with sports products. It is increasingly important for
athletes to measure their performance accurately, so that is
an important new direction. Then we launch two ranges of
sports products each year, which involves several hundred
new designs and names. We do clearance against about
15,000 names a year worldwide.

Which are your biggest markets?

Apart from our strong markets in Europe and North America,
there are two emerging areas: Asia and Latin America. China
is a very major market, and could soon be our largest market.
Korea and Brazil are also very important emerging markets.
Ten years ago, we were clearing in North America, Europe
and Japan but now we consider many more markets in view
of our business growth, which is more time-consuming and
costly.

Do you use the CTM?

We mostly use the CTM for the protection of our marks in
Europe. Prior to the CTM, we mainly relied upon the Madrid
system. We hesitated a bit when the CTM was introduced, but
we now think the CTM is comparable to, or even a bit better
than, going via Madrid, in terms of effectiveness and costs.
With Madrid, countries can make objections and you have to
keep track of the local requirements, and considerable work
can be required to keep track of the objections, and then to
maintain  the rights country to country. And the
Agreement/Protocol interface is not as friendly or easily
workable as was perhaps intended when it was created.

The CTM is best in cases where you have a mark that is
inherently distinctive, as it generally goes through to
registration quickly. The most important thing from a business
point of view is to get our marks registered as quickly as
possible, with the minimum of cost and work.

Where OHIM is not so good is when you get into arguments
over registrability or you have oppositions. For example, we
have quite recently registered our three-stripe marks as
CTMs. But OHIM was very demanding and it took some time
to get the registrations. We filed when the EU was 15
countries and we had to provide evidence from every single
country. We had decisions from courts where we had
submitted evidence and they had found that the marks were
famous, but this was not acceptable. OHIM wanted different
types of evidence — such as surveys and proof of market
share. It was disappointing that these things, such as
published decisions, were not enough given that this is a
famous mark that has been protected by national registrations
for many years.

We filed the mark in 2003 claiming it was inherently distinctive
and it was registered in 2007. Originally the examiner said no,
and there was a lot of delay in the argument, and
consideration of the evidence, but we got there in the end.

The other problem is that there is a degree of inconsistency in
the decision-making. For example, the three stripes was
deemed inherently not distinctive for apparel but distinctive for
footwear, without evidence being submitted. But | have no
doubt that consumers see the mark as one mark, applied to
different products, and the products are commonly worn
together.
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What changes would you like to see at OHIM?

There are three main things. First, while | understand
resources are limited, we would like to see a greater degree
of discipline in responding to the more difficult issues, with a
bit more certainty in the timing and more speed in oppositions.
Second, we would like to see more consistency so as a
business we know where we stand and can make judgments
on how best to use our resources in trade mark matters.

The final point is that OHIM examiners don’t seem to like to
talk to clients: it is more paper based than other offices, where
we can go and talk to the examiners when we have
differences. | don't think there’s anything improper about that:
communication is challenging, especially when you have
different languages and cultures, and meeting can help to
overcome that, as well as to improve understanding of the
business and how a mark is used.

How challenging has enforcement been for your brands?
There is very considerable counterfeiting and imitation of
sports products, so we have a lot to do on the enforcement
side. The three stripes is our most important symbol, along
with all aspects of the adidas brand, and we devote a lot of
time to protecting it. Litigation is costly and uncertain, so we
prefer to resolve disputes amicably if we can. That is good
business. But there are a few tough opponents who want to
take us on. It's very challenging, but the business is 100%
behind it. Adidas has a strong tradition of protecting its IP
vigorously.

Do you think protection for famous marks in Europe is
appropriate?

The law is developing, and we have been involved in some of
the cases. | thought the ECJ’s decision in the Marca Mode
case this year was a very good step forward for famous trade
marks protection. Now we have the Intel decision, and the
new challenge of how to show a change in consumers’
economic behaviour. | have not yet considered this in detail,
but the first impression is that this is rather a step back. The
ECJ is not an ideal Supreme Court as it often answers
questions narrowly and its decisions then raise new
questions. For example, the adidas case with Fithessworld
produced the new issue of the “link” between earlier and later
marks. Many people questioned what that meant. Now we
have that question answered in Intel, apparently clearly. But
now we have new issues over the detriment and consumer
economic behaviour, which will no doubt lead to more
questions.

Any European legislation is a very long-term process. 20
years after the Trade Marks Directive we are still lifting new
rocks and discovering fundamentally new things. Business
would be better off with more certainty, especially now there
are 27 countries with different legal systems to be held
together.

The US is a long way ahead in terms of thinking and the law
on protecting famous marks. Whether there is better
protection in practical terms though I'm not sure: practical
remedies for dilution are hard to come by and in some
respects the European system is very good. The prosecution
and opposition systems generally work better in Europe than
the US. The US use and specificity of goods requirements
seem to me unnecessarily burdensome. | also think that in
countries with sophisticated dispute resolution, we do not
need examination of marks on relative grounds, and that
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these issues are better addressed by businesses as they
consider appropriate.

Do you use the Community design?

Yes we do, though we have so many designs we couldn’t
possibly register them all. But we register important designs
such as the World Cup football design. The design
registration system is good for us — good value for money,
fast, with the ability to cover multiple designs. We have
asserted designs and generally settled quite quickly.

Some of us imagine it must be quite glamorous working
in the sports industry. Is this the case?

It is an exciting industry to work in, but | would not say
glamorous for IP lawyers. | have to travel quite a bit, to
support our group business in many different locations, and |
have to have an understanding of IP in many countries. But
as we deal with all aspects of IP, including the patenting of
innovative products, it is very stimulating. There are
interesting developments, and they happen quickly so there is
never a dull moment.

Community Trade Mark

Trade mark ‘upheld at opposition stage’
cancelled

The owners of the Irish trade mark, Golden Pages, used for
telephone directories, have succeeded in getting a
“confusingly similar” Community trade mark cancelled after
having failed to block it at the opposition stage.

CTM No 124 651 “Golden Pages” was filed in 1996 and
registered in 2004 for a range of goods and services in
classes 16, 35, 41 and 42 by the German company
Fernsprechbuch-Verlag Hans Muller GmbH & Co.

The owners of the Irish trade mark, Truvo Belgium Comm.V.,
produced evidence of having registered the word mark
“GOLDEN PAGES (Irish trade mark registration No 113 451)
in 1983 and having subsequently registered the figurative
mark shown below in 1992 (Irish trade mark registration No
112 372). In both cases, the registration was in Class 16 for
“printed directories containing information about telephone
subscribers”.

-~
Pages.

Evidence was given that the “"GOLDEN PAGES” trade mark
was well-known in Ireland for directories and other
publications. The owners of the Irish trade mark also argued
that they had used “GOLDEN PAGES” as a non-registered
trade mark prior to registration, and that under Irish law this
conferred the right to prohibit the use by others of a
subsequent trade mark. The cancellation applicant argued
that the request for invalidity should be upheld because the
trade marks, and part of the goods in question, were identical
giving rise to a likelihood of confusion.
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The CTM proprietor claimed that the invalidity proceedings
are inadmissible, because the parent company of the
applicant, VNU World Directories Inc., had previously filed an
opposition (B 85 664) against the same Community trade
mark, which had been rejected.

The CTM proprietor argued that it was a misuse of rights to
initiate an invalidity proceeding based on the same rights. The
CTM proprietor also disputed the proprietorship, existence
and continuance of the registered and well known-trade
marks of the applicant, as well as their reputation without,
however, putting forward any particular arguments in support
of such a claim. The CTM proprietor also disputed the
proprietorship, existence and continuance of any non-
registered “GOLDEN PAGES” trade mark in Ireland and
disputed the existence of any other rights of more than mere
local significance on which the invalidity proceeding was
based.

OHIM’s Cancellation Division found that there was no
obstacle to the Irish trade mark owner, having failed at the
opposition stage, putting forward the same evidence in an
invalidity request and hence no “misuse of rights”.

“Opposition proceeding before the Office constitute a
particular expression of the so called ‘right of opposition’, as it
is recognised in various countries in trade mark matters. It is
generally accepted that, if the opponent fails in his attempt, he
can nevertheless file a cancellation action before the
Cancellation Division or bring a counter claim in an
infringement action before a national court”, the Division ruled.

The Cancellation Division also noted that the opposition
mentioned by the CTM proprietor was rejected due to non-
substantiation of the earlier rights and the present request for
invalidity was filed by a legal entity different from the opponent
in the opposition proceedings in question.

With regards to proof of use, the Office found that the owner
of the Irish trade mark had submitted sufficient proof of use of
having been active within the relevant period of time in sales
and advertising of printed directories containing information
about telephone subscribers in class 16 and identified by both
its earlier trade marks as registered.

The Cancellation Division found that there was an identity of
part of the goods and one of the earlier signs. “The request for
a declaration of invalidity must be therefore upheld, in so far
as it is based on the earlier Irish word mark “GOLDEN
PAGES” No 113451 and directed against identical goods,
under Article 8(1)(a) CTMR in conjunction with 52(1)CTMR.”

The Cancellation Division concluded: “For the rest of the
contested goods and services (found to be similar to those
covered by the earlier trade marks), the Office considers that
the relevant public might think that these similar goods and
services, if manufactured/provided under the same or highly
similar trade marks in question, come from the same or
economically linked undertakings.

“The Office notes that even where a higher degree of
attentiveness of the relevant public could be presumed, in a
case where two identical or highly similar trade marks (with
identical distinctive elements) are at stake, such degree of
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attentiveness is not particularly relevant, because identical
elements in trade marks cannot be distinguished. The request
for a declaration of invalidity is upheld, in so far as it is
directed against similar goods and services, under Article
8(1)(a) CTMR in conjunction with 52(1)CTMR.”

Country overview: Czech Republic & the
Community Trade Mark

The Czech Republic, with a population of 10.3m, joined the
EU in 2004. Historically a major manufacturing centre,
manufacturing continues to be a major economic activity,
especially the production of automobiles, machine tools, and
engineering products. Iron and steel industries are important
in Moravia in the east of the country. The chief crops are
maize, sugar beet, potatoes, wheat, barley, and rye.

Czech figures for GDP show that growth in the third quarter of
this year was 1% compared with the same period of 2007,
whereas growth in the EU as a whole was down.

The service sector accounts for 59% of GDP followed by
industry (39%), and agriculture (3%).

The first Czech CTMs were registered in 1997 and more than
1 900 have been registered to date including around 485 last
year. This year, so far, there have been over 425 Czech
registrations.

Czech Republic - CTM Filing Evolution
(Total CTMs: 1922)
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Figurative marks are the most popular with Czech enterprises
and account for 60% of applications, followed by word marks
(39%). The most popular goods and services applied for are
in classes 35, 9 and 42.

Czech Republic - Top Classes Filed
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Most Czech trade marks (79%) are filed electronically,
with mail accounting for 16% with fax for 5%.

OMail OFax @ Electronic
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Top 10 Czech Republic -based owners by number of

CTMs filed
Company CTMs
SKODA AUTO a.s. 22
Kofola Holding a.s. 19
SAZKA, a.s. 18
Karlovarské mineralni vody, a.s. 16
Kenvelo Czech Republic, spol. s r.o. 15
EcoTraders, s.r.o. 14
A KODA AUTO A.S. 12
CTP Invest, spol. s.r.o. 12
Kostelecké uzeniny a.s. 11
KOVOKUBAT s.r.0. 11

Top 10 representatives by number of CTMs received
from Czech Republic-based applicants

Representative CTMs
PATENTSERVIS ALICANTE 96
DANIK & PARTNERS 75
ROTT, RUZIEKA & GUTTMANN PATENTOVA,
ZNAMKOVA A ADVOKATNI KANCELA 73
Vandilikov 70
HALAXOVA & HALAXOVA TETRAPAT 40
Musil 38
Paikryl 38
REICHEL & KOL., PATENTOVA KANCELAR 38
KANIA, SEDLAK, SMOLA PATENTOVA A

ZNAMKOVA KANCELA 36
Kolator 35

Community Design
Disclosure in China blocks Unregistered

Community Design

In its first decision ever on Community designs the German
Supreme Court (“Bundesgerichtshof”) was concerned with the
question whether an unregistered Community design (UCD) is
created by using a design in trade in the territory of the
European Community after it has been first disclosed in
China’.

The plaintiff before the Court claimed a UCD on the ground
that they created a new design for a biscuit press and sold it
in the UK shortly after the design was registered and
published by the Chinese Patent Office.

Article 11 of the Community Design Regulation (CDR)
stipulates that a design which meets the requirements for
protection (i.e. novelty and individual character) shall be
protected by a UCD for a period of three years as from the
date on which the design was first made available to the
public within the Community. Article 110a CDR adds that a
design which has not been made public within the territory of
the Community shall not enjoy protection as a UCD. And
Article 5 and 7 CDR rule that the requirements for protection
are not met where an identical design has become known
within the Community before said date of the UCD.
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The Court found that by trading the biscuit press in the UK the
plaintiff had made the design available to the public within the
Community in the meaning of Article 11 and 110a CDR.
However, protection of the design by a UCD must be denied,
nevertheless, because the earlier disclosure of the design by
the Chinese Patent Office destroyed the novelty of the design
according to Article 5 and 7 CDR.

The decision of the German Supreme Court confirms that a
design is barred for ever from protection by a UCD where it
has been disclosed first outside the territory of the European
Community.

'BGH | ZR 126/06 of 9 October 2008 , “Gebackpresse”
(http://oami.europa.eu/ows/rw/resource/documents/RCD/case-
law/gebaeckpresse.pdf)

Country overview: Czech Republic & the
Registered Community Design

The first Czech filings of RCDs were made 2003, and there
have been 2 340 to date, including almost 700 last year and
around 600 this year so far.

The most popular classes for RCDs are 11, 6 and 7. E-Filing
is the most popular filing route, with 77% of applications
coming via the Internet. Mail is the next most popular at 22%
and fax accounts for just 1% of the total.

Czech Republic - RCD Filing Evolution
(Total RCDs: 2342)
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Czech Republic - Top Classes Filed
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Top 10 Czech Republic -based owners by number of

RCDs filed
Owner RCDs
PRECIOSA, a.s. 528
TESCOMA s.r.0. 198
PRECIOSA FIGURKY, s.r.o. 138
Hegmon 83
GRUND a.s. 58
TODUS int. s.r.o. 46
ALUKOV HZ spol. s.r.o. 41
dessine a.s. 31
TON a.s. 29
Sindelagov 28

Top 10 representatives by number of RCDs received
from Czech Republic -based applicants

Representative RCDs
TRAPLOVA HAKR KUBAT ADVOKATNI A 528
PATENTOVA KANCELAO

Hromédka 209
Marsikov 123
HAK, JANEEEK & SVESTKA 120
Muller 67
HALAXOVA & HALAXOVA TETRAPAT 65
Sedlak 53
Ziegrosser 53
Vandilikov 50
Svestka 49

E-business at OHIM

New E-Communication system

A new and improved version of OHIM's electronic
communication system for MyPage users, E-Communication,
is currently being phased in following its official launch on
Monday 15 December. The main change is that all CTM-
related notifications from OHIM will be officially notified via the
electronic communication mailbox.

The upgrade comes four years after the original introduction
of E-Communication, which has been enabling the reception
of some official notifications from OHIM and the sending of
letters to the Office via the Mailbox in MyPage since 2004.
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In order to use E-Communication, it is necessary to sign up
for the MyPage service, which is a personalised, password-
protected online platform allowing the reception of search
reports online, access to the E-Communication mailbox, the
online modification of personal details and management of
OHIM'’s e-business tools.

The changeover to the new E-Communication system, which
allows more messages to be dealt with and includes
enhanced management tools, will be done gradually:

e 15 December, 2008: The same letters will be notified
in the new system as in the previous one (from filing
of the application to its publication in part A, renewal
communications)

e  March 2009: All letters will be notified.

The move to issuing all notifications electronically means that
better tools are required to handle and manage them
efficiently. In order to improve mailbox management, the
following features have been introduced:

1- Filter features:

Filter in By i ]"
[T ] from i
 Inbox to 1 il Clasr

Electronic communications in the mailbox can be filtered
using the filter option located at the top left of the mailbox.
Filtering is available by:

e date of notification
type of file (opposition, appeal...)

file . number (CTM application number, Opposition
number...)

e your reference as indicated at the moment of filing
e read or not read items

Enbity Fibe T o FRal. L TR [« 0 Wiaw Raphy
r opp 270 O06-00-06 -9
I ] =) R (FN) S T
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2- Management options of folders and electronic
communications

to move, remove, save or download a selected folder and/or
electronic communication. This option is available by
selecting the item using the tick box and pressing on the
desired action and also using the contextual menu by clicking
on the right mouse button.

3- Improved alert system.

It is possible to set up in the E-Communication preferences so
that after any new e-communication is received an e-mail is
sent to you containing a brief description of the notification
and a direct link to the electronic communication. The system
will require you to log in to MyPage if you have not already
done so.

4- Support facilities to guide users.

E-Communication includes:

e an autohelptool which when activated provides a
description of each action and information regarding
the electronic communication system.

e templates to reply to electronic communication and
to send new communications.

ez 7] 3

=
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For instance, when replying to a L108 (a classification

deficiency notification) by clicking on the 1;3 reply button,
several options are proposed such as the limitation of the
goods and services or extension of time. A text also appears
in the message box that can be amended or deleted.
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This help tool is also available when creating a new
communication, as well as the option to select one or several
files to which the communication relates.

The new E-Communication facility provides some further
benefits to users by resulting in more transparent, safe and
flexible communication with OHIM. For example, replying to a
notification using electronic communication will make your
response available to the examiner in a couple of minutes
instead of a couple of days when faxing it.

Apart from these new features, E-Communication remains
configurable using the preference panel in MyPage, based on
the use of PDFs and JPGs for attachments. The correct
functioning and performance of electronic communication may
depend on some technical preferences.

All related information is available in the help files at:
http://oami.europa.eu/ecomm/help/help_EN.htm

Legal issues regarding electronic notification are regulated by
the Decision of the President concerning electronic
communication with and by the Office
http://oami.europa.eu/en/office/aspects/pdf/Ex074en.pdf

Further information can be obtained contacting the OHIM
Information centre by e-mail at information@oami.europa.eu

OHIM e-business roundup (2008)
Statistical summary

e The use of the CTM e-filing web form is steadily above
80 %.

e The use of RCD e-filing has increased to over 40%

e Oppositions against CTM applications received
electronically is 18%.

e My Page users represent around 42% of CTM
Applications filed.
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State of play of future projects

Service - New version of e-Communication:

Electronic communication will be expanded to include more
official communications of OHIM.

Status - The new version is available from 15/12/2008
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Service - New version of CTM E-filing:
The current CTM e-filing service will be significantly improved.

Status - OHIM is testing the system.

Service - New version of electronic filing of RCD
applications

The current RCD e-filing service will be significantly improved
with a view to solving, inter alia, the problem of large
attachments. RCD e-filing will also be accessible through
MyPage and changes will be made to harmonize it with CTM
e-filing.

Status - OHIM is testing the system

CTM watch:
The objective is to provide an e-mail notification tool when
specific CTM status changes.

Status - OHIM is going to start the testing phase

More News

National searches to change in 2009

The number of national offices taking part in the optional
national searches that may be requested at the time of filing a
Community trade mark is falling to 12 next year following the
decision of four national offices to stop participating.

When national searches - carried out in all participating offices
for a single fee - became optional in March 2008, 16 offices
indicated they would take part. As of 1 January 2009 , Ireland,
Portugal, Sweden and the UK have decided to withdraw from
the system. The 12 national offices continuing to participate
are: Bulgaria, Czech Republic, Denmark, Greece, Spain,
Lithuania, Hungary, Austria, Poland, Romania, Slovak
Republic and Finland.

For trade marks received during 2008, national searches will
be carried out by 16 national offices and a fee of €192
applies. For marks with a reception date in 2009, national
searches will be carried out in the 12 offices that continue to
participate, and the new fee will be €144.

For International Registrations, the date of notification of the
registration from WIPO is the relevant reception date. Holders
of International Registrations designating the EU who wish to
apply for national searches must send the request to OHIM
within one month of this date.

Further details are included in the Information Note:
http://oami.europa.eu/ows/rw/resource/documents/CTM/optio
nalSearches_en.pdf.
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User Satisfaction: the work continues

For the fourth year running OHIM has commissioned a
leading independent survey organisation to find out what
improvements users need in our services, and assess
progress to date.

The survey, carried out by GfK, gets under way in January.
Just as in previous years, the results will be used as a
management tool to focus change on the areas that are most
important to users.

This year, the survey has been fine-tuned to reduce its length,
while maintaining the mains aspects of the study. GfK study
manager Angeles Bacete says: “In this kind of research,
continuity is best as this allows us to see the evolution of the
results and this is one of the most important values.”

Last year a record number of 1 200 users took part in the
User Satisfaction Survey and it is hoped that this time round
even more will take the opportunity of having their say. Users
will be contacted directly by e-mail in January with details on
how to take part, and we will also give an update in the News
section on the OHIM website after the New Year.

The first User Satisfaction Surveys were used to draw up the
OHIM Service Standards, based on in-depth knowledge of the
needs expressed by users. Angeles Bacete says it is
important that this kind of survey is used to stimulate
organisational change rather than simply as an information
resource.

To ensure compatibility with the results of the previous
surveys the questionnaire retains the questions used to draw
up the Overall Satisfaction Index.

When users receive their e-mail invitation to take part in the
study, it will contain a personal link that will launch the
questionnaire. A report on the results is expected to be
available at the end of February or the beginning of March
20009.

The User Satisfaction Survey covering 2007, which took place
at the beginning of this year, showed that users in general
and agents in particular, continue to be generally satisfied and
that in 2007 their satisfaction with the Office, as measured by
the User Satisfaction Index, increased significantly, by just
under 4% for agents and almost 6% for proprietors.

OHIM official holidays in 2009

The official holidays on which the Office will not be open for
the receipt of documents in 2009 shall be the following days:

1 January (New Year’s Day)

2 January (Day after New Year’s Day)
6 January (Epiphany)

10 April (Good Friday)

13 April (Easter Monday)

23 April (Santa Faz)

1 May (Labour Day)
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21 May (Ascension Day)

1 June (Whit Monday)

24 June (San Juan)

12 October (Spanish National Day)

8 December (Immaculate Conception)

24 to 31 December (Christmas + end of year)

In addition in 2009, the Office will not receive ordinary mail
within the meaning of Rule 72 (1) of the Implementing
Regulation on 19 March (San José), 9 April (Maundy
Thursday) and 9 October (Day of the Comunidad Valenciana).

Monthly statistical highlights November 2008

Community trade mark applications 6 620
received

Community trade mark applications 7 166
published

Community trade marks registered 7 038
(certificates issued)

Community trade mark renewal 1051
applications

Registered Community designs received 4 650
Registered Community designs published 5 687

(] Statistical data for the month in course is not definitive.
Figures may vary slightly after consolidation.

Case-law
Latest trade mark and design news from
Luxembourg

Index

ECJ Judgments and Orders

Armafoam/Nomafoam: C-514/06-P Manpower: T-405/05
Intelligent Voltage Guard: T-
297/07

Powdermed: T-166/06
Roland Garros: T-380/07
Buzz/Buzz: T-302/07

ECJ Developments in pending
cases
NONE

ECJ Preliminary Rulings

NONE CFl Judgments and Orders:

Developments in pending
cases

ECJ Preliminary Rulings: Scorpionexo: T-152/08
Developments in pending case con/lkon: T-218/08
Foodlube: T-200/08

Cuvée Palomar: T-237/08
Quantum: T-31/08
Redrock/Rock: T-146/08
Device of a Dog: T-187/08
Jello Schuhpark: T-183/08
Clina/Clinair or Rewe/Aldi: T-

Zovirax or The Wellcome
Foundation/Paranova : C-276/05

CFl Judgments and Orders
Past Perfect: T-133/06

Prazol/Prezal: T-95/07 150/08
Forme d’un Sac or Handbag: T-  Atlas: T-145/08
76/03 Gallecs/Gallo: T-151/08

Ferromix/Ferromaxx and others: T- Sorvir/Norvir: T-149/08
305/06 to T-307/06 “I” or Joop’s Exclamation Mark: T-
191/08
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A: ECJ European Court of Justice (ECJ): Appeals
from decisions of the Court of First Instance,
Article 63 CTMR

A-1: ECJ Judgments and Orders

Armafoam/Nomafoam C-514/06-P — Judgment of 18
September 2008 (Office practice confirmed; judgment already
been reported) — Here: Side remarks of the ECJ on
conversion (no impact on the Office’s practice).

Keywords: Side remark of the ECJ: impact — Likelihood of
confusion (LOC): based on part of the EU public — LOC based
on part of the public: impact on “the other part” (conversion)?

The case is an appeal from a CFl judgment of 10 October
2006 in Case T-172/05 which had confirmed rejection of the
CTM application in issue by the 1st Board, of 23 February
2005 in Case R 0552/2004-1. In its judgment, the 1st
Chamber of the ECJ confirmed rejection of the CTM
application on the basis of LOC on the part of non-English
speakers in the European Union (Alicante News November
2008). In paragraph 62 of that judgment, the Chamber had
made a side remark on possible conversion in relation to “the
other part” (EN speakers) which had les to some confusion
since, until then, it had been the unquestioned practice of the
OHIM not to allow conversion in a conflict between a CTM
application (CTMA) and an earlier CTM. The respective
passage reads:

“(62) As is apparent from the grounds, and in particular from
paragraph 68, of the judgment under appeal, the Court of
First Instance confirmed the assessment of the Board of
Appeal only in regard to the similarity of the conflicting marks
as perceived by the non-English-speaking public. It follows,
as OHIM has also stated, that the judgment under appeal
does not prevent the appellant from requesting the conversion
of the Community trade mark application to one for a national
trade mark to the extent to which that application concerns
English-speaking countries.”

The Office will not change its practice since any alteration
would run counter to the law in force.

A-2: ECJ: Developments in pending cases

NONE

B: European Court of Justice: Preliminary
Rulings

B-1: ECJ Preliminary Rulings

NONE
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B-2: ECJ Preliminary Rulings: Developments in
pending cases

Zovirax or The Wellcome Foundation/Paranova: C-276/05
(Follow-up of Boehringer-l, C-143/00, and Boehringer-II, C-
348/04) — Opinion of Advocate General Ms Sharpston.

Keywords: Trade mark infringement, Article 7 of First
Directive 89/104/EEC of the Council, of 21 December 1988,
to Approximate the Laws of the Member States Relating to
Trade Marks

(the ‘Trade Marks Directive’) — Pharmaceutical products — Re-
Importation: repackaging — Parallel imports — Change in
appearance of the packaging — Obligation of prior notice.

The case is a repeated reference from the Oberster
Gerichtshof (Supreme Court), Austria, concerning again the
interpretation of Article 7 of the Trade Marks Directive. It is (in
terms of issues if not parties) yet another episode involving
most recently Case C-143/00 Boehringer Ingelheim and
Others (‘Boehringer 1) and Case C-348/04 Boehringer
Ingelheim and Others (‘Boehringer II'). In those cases the
ECJ had given some guidance as to the circumstances in
which a trade mark owner may prevent a parallel importer
from marketing pharmaceutical products bearing its trade
mark where the importer has repackaged the products.

In the present case the referring court accepts that its
principal question has been resolved by the judgment in
Boehringer 1, which was delivered after the reference was
made. However, it has maintained two questions which were
not thus resolved. Those questions concern the presentation
of permitted repackaging and the scope of the importer's
obligation to notify the trade mark owner of his intention to
repackage.

In Bristol-Myers Squibb (C-427/93) the ECJ had ruled that,
under Article 7(2) of the Directive, a trade mark owner may
legitimately oppose the further marketing of a repackaged
pharmaceutical product unless (1) to do so would contribute
to the artificial partitioning of the markets between Member
States; such is the case, in particular, where the owner has
put an identical pharmaceutical product on the market in
several Member States in various forms of packaging and the
repackaging is necessary in order to market the product in the
Member State of importation, and is carried out in such
conditions that the original condition of the product cannot be
affected by it; (2) the repackaging cannot affect the original
condition of the product inside the packaging; (3) the new
packaging clearly states who repackaged the product and the
name of the manufacturer; (4)the presentation of the
repackaged product is not liable to damage the reputation of
the trade mark and of its owner; thus, the packaging must not
be defective, of poor quality, or untidy; and (5) the importer
gives notice to the trade mark owner before the repackaged
product is put on sale, and, on demand, supplies him with a
specimen of the repackaged product. These five conditions
are generally referred to as ‘the BMS conditions’. In
Boehringer | the ECJ gave further guidance as to the concept
of ‘necessary’ in the first BMS condition and as to the
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requirement of notice in the fifth BMS condition. It had ruled
(in so far as is relevant to the present case):

(A) Replacement packaging of pharmaceutical products is
objectively necessary within the meaning of the Court’s case-
law if, without such repackaging, effective access to the
market concerned, or to a substantial part of that market,
must be considered to be hindered as the result of strong
resistance from a significant proportion of consumers to
relabelled pharmaceutical products. (B) A parallel importer
must, in any event, in order to be entitled to repackage trade-
marked pharmaceutical products, fulfill the requirement of
prior notice. If the parallel importer does not satisfy that
requirement, the trade mark proprietor may oppose the
marketing of the repackaged pharmaceutical product. It is
incumbent on the parallel importer himself to give notice to
the trade mark proprietor of the intended repackaging. In the
event of dispute, it is for the national court to assess, in the
light of all the relevant circumstances, whether the proprietor
had a reasonable time to react to the intended repackaging.

In Boehringer 1l, in answer to a further series of questions
concerning the meaning of ‘necessary’, the burden of proof
and the consequences of failure to give notice, the ECJ had
ruled (in so far as is relevant to the present case): (C) The
condition that the repackaging of the pharmaceutical product
be necessary for its further commercialisation in the importing
Member State is directed solely at the fact of repackaging and
not at the manner and style of the repackaging. (D) The
condition that the presentation of the pharmaceutical product
must not be such as to be liable to damage the reputation of
the trade mark and of its proprietor is not limited to cases
where the repackaging is defective, of poor quality, or untidy.
(E) It is a question of fact for the national court to decide in
the light of the circumstances of each case whether the fact
that a parallel importer fails to affix the trade mark to the new
exterior carton (‘de-branding’), or applies either his own logo
or house-style or get-up or a get-up used for a number of
different products (‘co-branding’), or positions the additional
label so as wholly or partially to obscure the proprietor’s trade
mark, or fails to state on the additional label that the trade
mark in question belongs to the proprietor, or prints the name
of the parallel importer in capital letters, is liable to damage
the trade mark’s reputation.

The factual background of the case at issue is the following:

The Wellcome Foundation Ltd is the proprietor of the trade
mark “ZOVIRAX”, registered in Austria for pharmaceutical
products and marketed within the EEA by it or with its
consent. Paranova Pharmazeutika Handels GmbH has
imported branded ZOVIRAX products from Greece , where
they are marketed in lots of 70 tablets. Since Austria requires
that they be sold in packs of 60 tablets, Paranova has
repackaged the products in packs of 60 x 400 mg tablets. The
new packaging also differs from that of the original product in
that the reference ‘Repackaged and imported by Paranova’ is
in bold type and block capitals on the front; the manufacturer
is referred to on the sides and on the back in normal type; and
there is a blue band, such as Paranova regularly uses for the
pharmaceutical product it markets, at the edges. Paranova
had informed Wellcome of its intention to market ZOVIRAX in
Austria. It had enclosed colour prints of the outer packaging,
of the blister packs and of the instructions for use. Wellcome
requested that, in future, Paranova should, first, add a
complete sample of every type of packaging and, second,

Page 11 of 25

disclose the State of export and the exact reasons for the
repackaging. Paranova disclosed the reasons for the
repackaging (different size of packaging), but not the State of
export; it also refused to provide a sample unless Wellcome
paid. It was again asked to communicate the State of export
and the precise reasons for the repackaging. Wellcome in
addition objected to the aspects of the new packaging
referred to above.

Wellcome sought an injunction preventing Paranova from
marketing ZOVIRAX in packaging with those features and
without having informed it of the State of export and the
precise reasons for the repackaging. The dispute has now
reached the Austrian Supreme Court, which has referred the
following questions for a preliminary ruling:

(1)(a) Are Article 7 of the Trade Marks Directive and the case-
law of the ECJ which has been pronounced on it to be
interpreted as meaning that proof that reliance on the trade
mark would contribute to an artificial partitioning of the market
must be furnished not only as regards the repackaging in
itself, but also as regards the presentation of the new
packaging?

If the answer to this question 1.a. is in the negative:

(1)(b) Is the presentation of the new packaging to be
measured against the principle of minimum intervention or
(only) against whether it is such as to damage the reputation
of the trade mark and its proprietor?

(2) Are Article 7 of the Trade Marks Directive and the case-
law of the ECJ which has been pronounced on it to be
interpreted as meaning that the parallel importer fulfils his
duty of notification only if he informs the proprietor of the trade
mark also of the State of export and the precise reasons for
the repackaging?”

In view of the overlap between the questions referred, the
present case was suspended until the court had delivered
judgment in Boehringer Il on 26 April 2007. Question 1(a) was
in effect answered in the negative by that judgment. The
referring court in the present case indicated that it wished to
maintain its questions 1(b) and 2, which were not specifically
answered.

Advocate General Ms Sharpston proposed the following
answer:

“(1) Where a parallel importer of pharmaceutical products
repackages the products in new packaging on the ground that
repackaging is necessary in order to market the product in the
Member State of importation, the lawfulness of the new
packaging is to be measured solely against whether it is such
as to damage the reputation of the trade mark and its
proprietor.

(2) In such circumstances, the parallel importer, in order to
fulfill his duty of notification under Article 7 of the Trade Marks
Directive as interpreted by the Court of Justice, must give the
proprietor of the trade mark information which objectively
demonstrates that the repackaging was necessary. Such
information may, but need not necessarily, include
identification of the Member State of export.”
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C:CFl Court of First Instance (CFIl): Judgments
and Orders on appeals against decisions of
OHIM, Article 63 CTMR

C-1: CFl Judgments and Orders

Past Perfect : T-133/06 — Judgment of 23 October 2008
(action dismissed; Office practice confirmed).

Keywords: Absolute grounds for refusal (AG): distinctiveness
— AG: signs which have become generic in the trade, Article
7(1)(d) CTMR.

The action had been directed against a decision of the 1st
Board of 3.2.2006 in Case R 0150/2005-1 relating to CTM
“Past Perfect”, word mark, registered in Class 9 for musical
recordings; musical recordings in the form of discs; musical
recordings in the form of tapes; musical recordings in the form
of electronic memory devices; audio and musical compact
discs; audio and musical cassettes and tapes; audio and
musical mini-discs; audio and musical DVDs. It had been
challenged on the basis of two requests for a declaration of
invalidity based on absolute grounds, claiming that
registration of the CTM had been in breach of Article 7(1)(b),
(c) and (d) CTMR. By its contested decision, the Board had
dismissed the appeal as unfounded, holding in substance that
the mark was not descriptive of the goods concerned, that it
had a highly distinctive character and that it was not to be
annulled pursuant to Article 7(1)(d) CTMR either.

As regards the alleged infringement of Article 7(1)(d) CTMR,
the plaintiffs pointed out that the words ‘past perfect’, which
consist of indications which have become customary in
current language or in the bona fide and established practices
of the trade, are a term of grammar which is taught at school
and is therefore widespread. According to the plaintiffs, there
is no doubt that, at least in anglophone areas, the words ‘past
perfect’ are in customary use. Therefore, such customary
usage is in any event a ground for refusal of registration in the
United Kingdom and, consequently, throughout the
Community. The 7th Chamber of the CFI (Forwood; Svaby,
rapporteur; Moavero Milanesi) dismissed the claims, in
particular pointing out that any challenge under Article 7(1)(d)
CTMR must show the relationship of the term in issue to the
respective goods or services; Weisse Seiten, case T-322/03
Telefon & Buch v OHIM — Herold Business Data [2006] ECR
11-835, referred.

Prazol/Prezal : T-95/07 — Judgment of 21 October 2008
(allowed; law of the case).

Keywords: Board practice: self-binding effects — Opposition
proof of use (POU) — Opposition: likelihood of confusion
(LOC) - LOC: pharmaceutical trade marks — LOC:
comparison of marks.

The case had been brought against a decision of the 4th
Board of 8.2.2007 in R 0302/2005-4 relating to CTM
application “PRAZOL", word mark, which had been applied for
for medicines in Class 5. It had been opposed on the basis of
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an earlier right in “PREZAL”, word mark, registered in Class 5
inter alia for pharmaceutical products.

By its first decision, the Opposition Division had dismissed the
opposition on the ground that the CTM applicant had not
proved sufficient use of the earlier mark. On appeal, the 4th
Board had annulled that decision on the ground that it had not
taken into consideration all the facts, evidence and arguments
submitted by the parties, and had remitted the case back. By
its second decision, the Opposition Division had upheld the
opposition. In that decision it had found, essentially, that there
is LOC having regard to the identical nature of the goods
concerned and the strong similarity between the conflicting
marks. On subsequent appeal, the 4th Board had annulled
the decision. Having pointed out that the goods in question
were identical and that the relevant public consisted of end-
consumers and medical professionals who were likely to be
relatively observant, the Board had found that there was no
LOC, in so far as the marks have no particular meaning and
the clear phonetic difference between them would outweigh
their low level of visual similarity.

The 1st Chamber of the CFI (Tiili, rapporteur; Dehousse;
Wisniewska-Bialecka) revoked the contested decision and
took the view of the Opposition Division. As regards the issue
of a possible self-binding effect of similar Board decisions on
the assessment of an actual case (negative), the court held:

“(44) With regard to the OHIM decisions relied upon by the
intervener in support of its arguments, it need only be pointed
out that, in any case, they cannot call into question the
findings set out in paragraphs 40 and 41 above. It follows
from the case-law that decisions concerning registration of a
sigh as a Community mark which the Boards of Appeal are
called on to take under Regulation No 40/94 are adopted in
the exercise of circumscribed powers and are not a matter of
discretion. Accordingly, the registrability of a sign as a
Community trade mark must be assessed solely on the basis
of that regulation, as interpreted by the Community courts,
and not on the basis of a previous practice of the Boards of
Appeal (Case  T-106/00  Streamserve v OHIM
(STREAMSERVE) [2002] ECR 11-723, paragraph 66; Joined
Cases T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit
Super Pro) [2002] ECR 11-4881, paragraph 32; Joined Cases
T-324/01 and T-110/02 Axions and Belce v OHIM(Brown
cigar shape and gold ingot shape) [2003] ECR 11-1897,
paragraph 51).”

Forme d’un Sac or Handbag: T-76/03 — Judgment of 21
October 2008 (only in FR; action dismissed; Office practice
confirmed).

Keywords: Types of signs: representation of the product —
Absolute  grounds  for  refusal:  distinctiveness  —
Distinctiveness: acquired on the market.

The action had been initiated against a decision of the 2nd
Board of 8.12.2005 in Case R 0687/2005-2 relating to a
figurative sign representing a handbag, which had been
applied for for bags in Class 18.
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It had been rejected on the ground of lack of distinctive
character for the goods claimed. The applicant’s plea that it
had acquired distinctiveness within Article 7(3) CTMR had
been rejected on the ground of insufficient evidence. The 2nd
Chamber of the CFI (Pelikanova; Jirimée; Soldevila Fragoso,
rapporteur) confirmed these findings, relying on established
case-law.

Ferromix/Ferromaxx and others : T-305/06 to T-307/06 —
Judgment of 15 October 2008; action allowed (the judgment
will generate a certain effect on the assessment of similarity
of marks as regards the degree of distinctiveness of the
earlier mark).

Keywords: CFl proceedings: reference to arguments and
material submitted before the Office — Opposition: likelihood
of confusion (LOC) — LOC: comparison of marks — LOC:
comparison of marks — LOC: impact of the degree of
distinctiveness of the earlier mark.

The case concerned actions brought against three decisions
of the 2nd Board of 12 September 2006 (joined cases R
1270/2005-2 and R 1408/2005-2; R 1226/2005-2 and R
1398/2005-2; R 1225/2005-2 and R 1397/2005-2), concerning
opposition proceedings between Air Products and Chemicals,
Inc. and Messer Group GmbH.

The signs in respect of which registration had been sought
are the words “Ferromix”, “Inomix” and “Alumix”. The claimed
goods fall within Classes 1 and 4, namely gases and gas
mixtures, including in liquid or soluble form, for the thermal
treatment of materials; welding and cutting gases; protective
gases, and liquid and gaseous fuels. Those applications had
been opposed on the basis of CTM “FERROMAXX”,
registered inter alia for goods in Class 1 (gases and gas
mixtures for the welding, cutting and thermal spraying of
carbon and ferritic alloy steels), CTM “INOMAXX?”, in Class 1
(gases and gas mixtures for welding, cutting and thermal
spraying of stainless steel), and CTM “ALUMAXX”, in Class 1
(gases and gas mixtures for welding, cutting and thermal
spraying of aluminium and aluminium alloys).

By its decisions, the Opposition Division had upheld the
oppositions in respect of the goods in Class 1 and had
rejected them in respect of Class 4. Both parties appealed. By
the contested decisions, the Board dismissed the opponent's
appeals and upheld the CTM applicant’'s appeals, i. e. it
rejected the oppositions in their entirety.

The Board had found that the goods were partly identical
(Class 1) and partly highly similar (Class 4). However, with
regard to the comparison of the signs, it had found that the
similarities between the marks in question were essentially
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limited to a secondary, if not negligible, element (‘ferro’, ‘ino’
and ‘alu’ respectively), descriptive of certain characteristics of
the goods concerned, and that the signs in dispute were
significantly different in visual, phonetic and conceptual terms.
It concluded that, taking into account the lack of inherent
distinctiveness of the common element and the high degree
of awareness and attention of the relevant public, the signs in
question created general impressions which were sufficiently
different from each other to rule out a likelihood of confusion
or association in the mind of the relevant public. The 1st
Chamber of the CFI (Tiili, rapporteur; Dehousse; Wisniewska-
Bialecka) revoked the Board’s decision.

(a) CFI proceedings: General reference to OHIM proceedings

“(20) The intervener refers to its written observations
submitted to OHIM on 17 January 2005 and 10 and 29 March
2006 , in their entirety, which it annexed to its respons21 es in
the proceedings before the Court. It should be recalled in that
regard that, according to settled case-law, under Article 44(1)
of the Rules of Procedure, which applies to intellectual
property matters by virtue of Articles 130(1) and 132(1) of
those rules, although specific points in the text of the
application can be supported and completed by references to
specific passages in the documents attached, a general
reference to other documents cannot compensate for the
failure to set out the essential elements of the legal argument
which must, under those provisions, appear in the application
itself (see Joined Cases T-350/04 to T-352/04 Bitburger
Brauerei v OHIM — Anheuser-Busch (BUD, American Bud and
Anheuser Busch Bud) [2006] ECR [I-4255, paragraph 33 and
the case-law cited). That case-law can be transposed to the
response of the other party to opposition proceedings before
a Board of Appeal who intervenes before the Court of First
Instance, pursuant to Article 46 of the Rules of Procedure,
which, by virtue of the second subparagraph of Article 135(1)
of those rules, applies in matters of intellectual property (Case
T-115/02 AVEX v OHIM — Ahlers (a) [2004] ECR 11-2907,
paragraph 11).”

“(22) It is not for the Court to take on the role of the parties by
seeking to identify the relevant pleas and arguments in the
documents to which they refer (judgment of 17 April 2008 in
Case T-389/03 Dainichiseika Colour & Chemicals Mfg. v
OHIM — Pelikan (Representation of a pelican), not published
in the ECR, paragraph 19). Therefore, the intervener's
response, in so far as it refers to the pleadings submitted by it
to OHIM, is inadmissible to the extent that the general
reference which it contains cannot be linked to the arguments
developed in the response.”

(b) Comparison of the marks in question

“(51 ) When comparing the marks in question, the Board
found that there were significant visual and phonetic
differences between them which to a large extent
counterbalanced the similarity arising from the presence of
the common descriptive component (‘ferro’, ‘ino’ or ‘alu’).

(52) That finding cannot be accepted. The beginning of each
mark applied for, which is perceived and heard first, is
identical to the beginning of each of the respective earlier
marks (‘ferro’, ‘ino’ or ‘alu’). In addition, the final components
‘maxx’ and ‘mix’ begin with the letter’'m’ and end with the letter
‘X’. The fact that the letter in between the letters ‘m’ and X’ is
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not the same (‘a’ and ‘'), plus the fact that the earlier marks
contain an additional ‘x’ at the end, are not sufficient to rule
out any visual or phonetic similarity between the marks in
guestion. In any case, the presence of the double X’ has no
effect at all on the phonetic comparison.

(53) Therefore, it must be concluded that the marks in
question are visually and phonetically similar.

(54) With regard to the conceptual comparison, the Board
found that the common descriptive elements contributed
towards accentuating the importance of the other components
of the marks in question, that is, the components ‘maxx’ and
‘mix’, the conceptual connotations of which were totally
different.

(55) The Court notes that the marks in question are
conceptually different in some respects. The connotations of
the components ‘maxx’ and ‘mix’ lead to a certain
differentiation. However, given that the beginnings of the
marks are identical in meaning and that the mark as a whole
refers either to a metal having a maximising effect (or a gas
having a maximising effect, used for a specific metal), or to a
mixture of metals (or a mixture of gases, used for a specific
metal), the meanings are not so far apart as to render the
differences sufficient to nullify the visual and phonetic
similarities.

(56) Accordingly, it must be held that the marks in question,
assessed globally, are similar. Consequently, the Board’'s
finding that the similarities between the marks in question are
restricted essentially to a secondary or even negligible
component (‘ferro’, ‘ino’ or ‘alu’), descriptive of certain
characteristics of the goods concerned, and that there are
significant visual, phonetic and conceptual differences
between the signs, cannot be accepted.”

(c) Assessment of LOC — Degree of distinctiveness of the
earlier right

“(58) The Board held that, taking into account the lack of
inherent distinctiveness of the common elements ‘ferro’, ‘ino’
and ‘alu’ and the higher degree of awareness and attention of
the relevant public, the general impressions created by the
signs at issue were sufficiently different to dispel a likelihood
of confusion or association in the mind of the relevant public,
even if the signs were to be registered for identical or highly
similar goods in Classes 1 and 4.

(59) With regard to the weak distinctiveness of the common
components and of the earlier marks as a whole, it should be
recalled that the finding of a weak distinctive character for the
earlier trade mark does not preclude a finding that there is a
likelihood of confusion. While the distinctive character of the
earlier mark must be taken into account when assessing the
likelihood of confusion (see, by analogy, Canon, paragraph
24), it is only one of a number of elements entering into that
assessment. Even in a case involving an earlier mark of weak
distinctive character, there may be a likelihood of confusion
on account, in particular, of a similarity between the signs and
between the goods or services covered (Case T-134/06
Xentral v OHIM — Pages jaunes (PAGESJAUNES.COM)
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[2007] ECR 11-5213, paragraph 70; see, to that effect, Case T-
112/03 L'Oréal v OHIM — Revion (FLEXI AIR) [2005] ECR
11-949, paragraph 61).”

“(62) In addition, with regard to the intervener's [CTM
applicant’'s] argument that, first, welders refer primarily to
manufacturers’ names in order to distinguish generally
between the origin of different gases and, second, the names
of the products concerned are of only secondary importance
and not regarded as indications of origin but as indications of
the intended use of the materials, since they contain
descriptive elements, it need only be stated that that
argument is tantamount to alleging that the marks applied for
are precluded by absolute grounds for refusal and should not
be registered, which is not, in the context of opposition
proceedings, a matter which the Court is competent to
determine.

(63) It follows from all the foregoing considerations that, in the
circumstances of the present case, there is a likelihood of
confusion between the marks in question. Given that the
goods in question are identical (Class 1) or highly similar
(Class 4) and given the similarity between the marks in
question, the high level of attention of the public concerned is
not sufficient to rule out the likelihood that that public, and in
particular the hobby welders which form part of it, may believe
that the goods in question come from the same undertaking
or, as the case may be, from economically-linked
undertakings.”

Manpower : T-405/05 — Judgment of 15 October 2008 ;
decision of the Board altered as regards the issue of
descriptiveness (sign not descriptive in certain parts of the
Community; law of the case).

Keywords: CFl proceedings: alteration of a Board decision —
Absolute grounds for refusal: distinctiveness; descriptiveness
— Descriptiveness: relevant public — Descriptiveness: in part
of the Community — Descriptiveness: assessment, in
particular as regards language issues — Distinctiveness:
acquired on the market — Distinctiveness: acquired after
registration — Distinctiveness: new and old Member States
after the 2004 enlargement.

The case had been brought against a decision of the 4th
Board of 22.7.2005 in Case R 0499/2004-4 relating to a
request for a declaration that CTM 76 059, “MANPOWER?”, is
invalid. The respective CTM application had been filed on
26.3.1996 by Manpower Inc. for a range of goods and
services in Classes 9, 16, 35, 41 and 42, inter alia in Class 42
for professional consultancy and expert services, all relating
to personnel vocational testing and guidance, personality
testing, psychological examination and career advice;
personality and psychological testing services; career and
vocational counselling; testing individuals to determine
employment  skills; occupational psychology services;
computer software design and development; consultancy
services relating to the assessment, development and
application of human resources; provision of temporary
accommodation; information and advisory services and
preparation of reports, all relating to the aforesaid; catering
services.
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The examiner had initially raised objections to the mark
applied for, which he had found descriptive within Article
7(1)(c) CTMR. In response, Manpower Inc. had submitted
evidence that the trade mark had acquired distinctive
character in the UK and in Germany . The CTM application
had therefore been accepted. Subsequently, the plaintiff in
the case, Powerserv Personalservice GmbH, formerly
Manpower Personalservice GmbH, although at that time its
name was still PDV Beteiligungs GmbH, had filed a request
for invalidation on the grounds that the CTM had been
registered in breach of Article 7(1)(c) and Article 7(3) CTMR
in that the documents produced did not demonstrate acquired
distinctiveness in all the relevant substantial parts of the
European Community.

Manpower Inc. had responded, inter alia, by producing other
evidence relating to the distinctive character acquired by its
trade mark. In consequence, the Cancellation Division had
rejected the request on the grounds that, since the word
‘manpower’ is descriptive only in English, consumers outside
the UK and Ireland would not identify it as descriptive and
that, as regards those two countries, the proprietor of the
CTM had proved that it had acquired distinctive character
through use. In that connection, the Cancellation Division also
took into account evidence before it which post-dated the
registration of the trade mark. The subsequent appeal of the
applicant for invalidity had been dismissed.

In the contested decision, the Board had stated, first, as
regards the descriptiveness of Manpower Inc.’s trade mark
that the word ‘manpower’ was, in English, descriptive of the
services of an employment agency or temporary personnel
services since it was a word commonly used in the context of
human resource management. According to the Board,
‘manpower’ was also descriptive of most of the goods and
services in Classes 9, 16, 41 and 42 because it would be
understood as indicating the content of those goods and
services when used in connection with employment agency
services. The word had also ‘entered into German business
language’.

The Board, secondly, had stated as regards the relevant
consumers and territory, that the descriptive meaning of the
word ‘manpower’ was known to a substantial proportion of the
relevant consumers, namely ‘possible employers of temporary
staff and people in charge of such employment’, in the United
Kingdom, Ireland, Germany, Austria, the Netherlands,
Sweden, Denmark and Finland. According to the Board, the
services of an agency for temporary personnel are offered not
only to people looking for employment but also to employers
seeking employees. Such employers might even be the more
important client group for service providers, whose turnover is
generated by the income derived through the hiring of staff. In
the Board’s view, ‘manpower’ is a descriptive word, not only
for those consumers in the United Kingdom and Ireland,
‘where English is the mother-tongue’, and in the German-
speaking countries, where the word is listed in dictionaries,
but also in the Member States in which a substantial
proportion of those clients has sufficient knowledge of and
practice in business English.

The Board had gone on to state that, in its experience, such
knowledge and use of English can be found particularly in
Sweden, Denmark, Finland and the Netherlands. It
emphasised that English was the world’s common business
language and the official working language of many

Page 15 of 25

international companies. It considered that, particularly in
smaller countries, business students were often confronted
with English texts throughout their studies and that, after
finishing their university studies, they would go to work in
human resource departments or in other positions in
companies responsible for employing temporary staff. The
Board stated that it had found much evidence supporting that
assumption, and set that evidence out. It went on to state
that, with respect to the other ‘old’ Member States of the
European Union, experience showed a certain reluctance to
use English and that, accordingly, it considered that, in those
Member States, the people for whom the word ‘manpower’
would bear a descriptive meaning did not constitute a
substantial proportion of the relevant public. The Board further
stated that, pursuant to Article 159(a)(2) CTMR, it did not
need to consider the new Member States listed in Article
159(a)(1) of that regulation.

Thirdly, as regards the distinctive character acquired by
Manpower Inc.’s trade mark at the date it was filed, the Board
had stated that, because of the descriptive nature of that
trade mark in the Member States referred to above, it had
been incumbent on Manpower Inc. to prove that, in that part
of the Community, its trade mark had acquired distinctive
character through use, for the purposes of Article 7(3) CTMR.
The Board held that it is clear from the Orange case,
T-173/00 KWS Saat v OHIM [2002] ECR 11-3843, paragraphs
24 to 27, that if a trade mark is regarded as not being
registerable under Article 7(1)(b) to (d) CTMR, it is necessary,
in order to render it registerable, to demonstrate that the trade
mark has acquired distinctive character through use in the
substantial part of the Community in which it was devoid of
any such character under Atrticle 7(1)(b) to (d) CTMR.

Acquired distinctive character has therefore to be shown in
that part of the Community in which there is an absolute
ground for refusal, to such an extent that any part where that
situation remains can no longer be regarded as ‘substantial’.
The Board held that Manpower Inc. had not proved that the
distinctive character of its trade mark had been acquired at
the date of filing the application for registration, since the
evidence that it had submitted covered only the United
Kingdom and Germany. According to the Board, that
evidence was insufficient, since it had to be considered that
the territory in which the trade mark was used as a descriptive
expression also included Austria, the Netherlands, Denmark,
Sweden and Finland.

Fourthly, as regards the distinctive character acquired by
Manpower Inc.’s trade mark after its registration, the Board
had stated that the evidence submitted by Manpower Inc. had
allowed it to be concluded that, in the eight Member States in
which the trade mark was considered to be descriptive, it had
acquired distinctive character for the purposes of Article 51(2)
CTMR at the date on which the request a declaration of
invalidity had been filed. The Board held that all the evidence
submitted by Manpower Inc. was admissible in so far as it
allowed it to be concluded that the sign had distinctive
character at that date. The Board took the view that it was not
required to take account solely of the evidence submitted
during the registration procedure. It observed that, under
Article 51(2) CTMR, the relevant question was whether the
trade mark had acquired distinctive character through use at
any time subsequent to its registration.
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Furthermore, according to the Board, the application of Article
51(2) CTMR is not excluded on the ground that it does not
expressly mention Article 7(3) of that regulation, the provision
which, in the case before it, had been ‘wrongly assessed’ in
the registration procedure. The Board had added that the fact
that, through the application of Article 51(2) CTMR, the
proprietor receives a priority date which is earlier than the one
it would have received if it had applied once the trade mark
had actually acquired a secondary meaning is not decisive for
the construction of that provision. Article 51(2) CTMR, which
expressly prohibits a declaration of invalidity in respect of a
trade mark which has acquired distinctive character after its
registration, necessarily acknowledges, in the view of the
Board, that a trade mark can have a priority date that it would
not have been accorded had the registration procedure been
conducted correctly.

Fifthly, as regards the assessment of the evidence, the Board
had found that Manpower Inc. had filed ample evidence
showing the use of its trade mark within most of the countries
of the European Union. It stated that it was aware of the fact
that some of the evidence post-dated the application for a
declaration that the trade mark was invalid. However, since, in
its view, the evidence was sufficient to show acquired
distinctive character in the relevant territory at the date on
which the application for a declaration of invalidity was filed, it
did not need to decide whether the relevant date for
assessing acquired distinctive character for the purposes of
Article 51(2) CTMR was the date of the application for a
declaration of invalidity or the date of the final decision on that
application.

Moreover, some of the evidence post-dating the application
actually relates to the period before the application date.
Where that is not the case, the evidence from a later date
can, in some cases, allow conclusions as to distinctive
character to be drawn in relation to the relevant period. The
Board had stated that it was fully aware that the evaluation of
such evidence has to be performed very carefully. In addition,
the Board had observed that it had taken into consideration
the fact that Manpower Inc. operated worldwide, which
enabled it to be concluded that its business would also be
partially known in countries where it had only a few offices, or
none at all. According to the Board, that finding was
supported by one of the consumer surveys from Austria
showing that many consumers were aware that the term
‘manpower’ was a trade mark used by a company which was
not Austrian.

Further, the Board had noted that ‘in none of the countries,
except for the United Kingdom and Ireland, is English the
native language’ and that expressions from a foreign
language, albeit known to most of the relevant consumers,
were not necessarily known by all of them. For those people,
the word ‘manpower’ was likely, in its view, to appear to be a
trade mark. That was demonstrated by the consumer surveys
from Germany and Austria. According to the Board, those
considerations had to be taken into account particularly in
countries in which the evidence was weaker than in others.
The Board had then also stated that it was bound neither by
national trade mark registrations nor by decisions of national
courts.

Lastly, after evaluating the evidence relating to the trade
mark’s distinctive character acquired through use in the
United Kingdom, Ireland, Germany, Austria, Sweden, the
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Netherlands, Finland and Denmark, the Board had concluded
that Manpower Inc. had shown that its trade mark possessed
a secondary meaning for temporary employment services in
those parts of the Community where the trade mark had not
already been distinctive. Manpower Inc.’s trade mark could
not, therefore, be declared invalid pursuant to Article 51(2)
CTMR. The Board held that the acquired distinctive character
also accrued to all the goods and services protected by the
registration, for which the trade mark would be descriptive
only in so far as it indicated the content of those goods and
services. In that regard, the Board had pointed out, first of all,
that Manpower Inc. had shown that it used many of those
goods and services in connection with the provision of
temporary staff, and, secondly, that since the word
‘manpower’ had a secondary meaning for temporary
employment services, the relevant consumers would regard,
for example, a book or a conference with that name as
referring to Manpower Inc. and its services.

As regards the finding that the English term “manpower” is
sufficiently well understood in Holland, Sweden, Finland and
Denmark as generically meaning labour force or work force,
the 5th Chamber of the CFI (Vilaras;, Dehousse; Svaby,
rapporteur) took a different view and, in consequence, altered
the Board decision as follows:

“(I) Alters the Decision of the Fourth Board of 22 July 2005 in
Case R 499/2004-4 relating to an application for a declaration
that Community trade mark No 76059, MANPOWER, is
invalid, to the effect that that trade mark is not descriptive, in
the Netherlands, Sweden, Finland or [should read ‘and’]
Denmark, of the goods and services for which it was
registered. The operative part of that decision is maintained —
(Il) Dismisses, as to the remainder, the application by
Manpower Inc. seeking alteration of the above decision of the
Board — (Ill) Dismisses the action.”

As regards assessment of descriptiveness in relation to a
relevant knowledge of English, by the target consumers, in
certain Member States, the CFI said:

“(75) The first possible situation would be where the English
word ‘manpower’ has been received into the language of the
country in question and can be used to replace whatever
word or phrase in that language means ‘work-force’ or
‘labour’, at the very least so far as the relevant public is
concerned. In fact, in such a situation, members of that public,
confronted in their national linguistic context with the word
‘manpower’, would perceive it at once as a reference to the
‘work-force’ or to ‘labour’.

(76) The second possible situation would be where, in the
context of the goods and services protected by the
intervener’s trade mark, English is used — albeit only as an
alternative to the national language — to address the members
of the relevant public. In such a situation, obviously, the term
‘manpower’, which is an English word, would be perceived as
descriptive of those goods and services. However, the sole
fact of a widespread knowledge of English, on the part of the
relevant public or a significant section thereof, is not sufficient
if English is not actually used in that context to address that
public.”

“(82) In that regard, the Board stated in paragraph 16 (...) that
the intervener’'s trade mark was also descriptive in the
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Member States where a ‘substantial’ proportion of the clients
have ‘sufficient knowledge of and practice in business
English’, that is to say — according to the Board — in the
Netherlands, Sweden, Denmark and Finland.

(83) The Board based its analysis, first, on its ‘experience’,
according to which such knowledge and use of English were
to be found particularly in the abovementioned countries.
Secondly, it stated that English was the world’s common
business language and also the official working language of
many international companies. Thirdly, it declared that,
particularly in smaller countries, business students are often
confronted with English texts throughout their studies and
that, after their university studies, they go to work in human
resource departments or in other positions in companies
responsible for employing temporary staff. Lastly, the Board
referred to ‘much evidence’ in support of its findings on that
point (paragraphs 16 and 17).”

“(84) The Court considers that the above analysis by the
Board is erroneous.

(85) It should be pointed out first in that regard that the
relevant public consists of the entire population as defined in
paragraph 57 above, and not only or ‘principally’ of employers
who are seeking staff (in particular, their human resources
departments) as taken into account by the Board of Appeal in
its analysis in paragraph 16 of the contested decision.

(86) As regards the question whether the trade mark can
serve, in normal usage from the point of view of the target
public, to designate the goods or services in question, it
should be noted that such ‘normal usage’ may, obviously,
differ according to whether it is the way in which the language
is used among themselves by specialists in the field of human
resources, or the way in which the same language is
ordinarily used by persons seeking employment, particularly
temporary employment, and by other persons of working age
who are not specialised in human resources.

(87) It should be pointed out, secondly, that the Board did not
hold that, in Sweden, Denmark, Finland or the Netherlands,
the word ‘manpower’ had been received into the language of
the country for the purposes of the criteria referred to in para
75 above.

(88) Consequently, it falls only to determine whether the
situation in those countries can be likened to the situation
described in paragraph 76 above.

(89) The Court considers that that is not the case. Apart from
the fact, stated above, that the Board did not take into
consideration the entire relevant public, it has also failed to
show that, in the context of the goods and services protected
by the intervener's trade mark, English was used — albeit only
as an alternative to the national language — to address the
members of the public which it took into consideration.

(90) Accordingly, it must be concluded that the Board made
an error of assessment in finding that, in the Netherlands ,
Sweden , Denmark and Finland , the intervener’s trade mark
was descriptive of the goods and services in question.”
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Intelligent Voltage Guard : T-297/07 — Judgment of 15
October 2008 (FR; DE); action dismissed, Office practice
confirmed.

Keywords: Absolute grounds for refusal: distinctiveness —
Absolute grounds for refusal: principle of “need to be kept free
for the trade”? — Distinctiveness: combination of words and a
figurative element.

The action had been brought against a decision of the 2nd
Board of 31.5.2007 in Case R 0108/2007-2 relating to CTM
application “Intelligent Voltage Guard” (figurative mark) which
had been applied for for a range of goods in Classes 9 and
11.

It had been rejected under Article 7(1)(b) CTMR on the
ground that the sign would merely describe the function of the
goods and that the figurative element would not be sufficient
to overcome the overall generic impression. The 7th Chamber
of the CFl agreed (Forwood, rapporteur; Moavero Milanesi;
Truchot). The plaintiff had further argued that the decision
lacked sufficient reasoning since the Board had not dealt with
the issue of a “future need to be kept free for the trade”. The
Chamber held that the said criterion would play a role under
Article 7(1)(c) but not within Article 7(1)(b) CTMR.

Powdermed : T-166/06 — Order of 29 September 2008
(action dismissed a limine; Office practice confirmed).

Keywords: Absolute grounds for refusal: descriptiveness.

The action had been brought against a decision of the 2nd
Board of 12.4.2006 in Case R 1189/2005-2 relating to CTM
application “Powdermed”, word mark, applied for in Classes
5, 10 and 42 for pharmaceutical and veterinary preparations
and substances; vaccines; pharmaceutical and veterinary
preparations and substances in powder or particulate form;
medical apparatus and instruments; injectors of medical
purposes; parts and fittings for all the aforesaid goods, and for
scientific and technological research; scientific research for
medical purposes. The applicant had claimed priority for the
CTM application within the meaning of Article 29 CTMR, on
the basis of a previous filing of the same mark in the United
Kingdom .

The application had been partially rejected under Article
7(1)(b) and (c) CTMR, on the grounds that the sign applied
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for, which consists of the terms ‘POWDER’ and ‘MED’
conjoined, is both non-distinctive and descriptive of the goods
in Class 5 and their characteristics, to the extent that it merely
denotes that the goods concerned are pharmaceutical
substances in powdered form. More particularly, the Board
had held that, taken as a whole, the term ‘POWDERMED’ will
be taken by the public as a mere indication of the goods in
question and will be immediately and unambiguously
perceived as designating medicines in powdered form, since
it contains no other elements which could enable the public to
distinguish the commercial origin of the claimed goods and
services from those of other undertakings.

The sign, as a whole, is composed of the readily identifiable
word ‘POWDER’, conjoined with the word ‘MED’, defined by
the New Shorter Oxford Dictionary of English (1993 edition)
as a colloquial abbreviation of ‘medical’ or ‘medicine’. There is
nothing particularly unusual about the structure of that sign,
which does not diverge from English word composition rules.
Furthermore, for the purposes of application of Article 7(1)(b)
and (c) CTMR, it is irrelevant whether the sign concerned is
an existing expression or a neologism. The Board considered
that, from the perspective of the relevant public and in relation
to the goods concerned, each component of the sign is
descriptive, and the mere bringing together of the elements
does not result in any unusual variation as to syntax or
meaning. Moreover, there is not a perceptible difference
between the conjoined sign and the mere sum of its two parts.
The overall impression of the sign is also descriptive. The 7th
Chamber of the CFI (Forwood; Svaby, Moavero Milanesi,
rapporteur) fully confirmed these findings, relying on standard
case- law.

Roland Garros : T-380/07 — Order of 6 October 2008 (appeal
rejected a limine; Office practice confirmed).

Keywords: CTMR formalities: capacity to act as an opponent
— Board proceedings: formalities.

The action had been brought against a decision of the 4th
Board of 19.7.2007 in R 0876/2006-4 relating to the following
opposition case: Mr Demetrios Kaloudis had sought to
register the figurative mark Rolland “Garros” for “men and
women fashion clothes and shoes” in Class 25.

CTM application

RolandGarros’

SPFORTSWEAR

ROLAND GARROS

Subsequently, the Fédéracion Francaise de Tennis filed a
notice of opposition against the above application based on
the French trade mark No 1 155 669, “ROLAND GARROS”,
word mark, registered for goods and services in Classes 3,
16, 18, 22, 25, 28, 32, 41 and 42.

Page 18 of 25

The opposition had been allowed in full. As regards
procedural aspects, the Opposition Division had held: The
French “Federation” has the capacity to act as in these
proceedings according to Article 42(1)(a) CTMR as it is,
according to the applicable national law, the proprietor of the
earlier French trade mark on which the opposition is based.

On 30 June 2006, the CTM appellant had filed a notice of
appeal (the deadline was 31 May 2006) against the contested
decision. The grounds of appeal dated 20 September 2006
had been received on 25 September 2006 and 28 September
2006 (the deadline was 31 July 2006). The appeal fee had
been received on 27 September 2006 (the deadline was 31
May 2006). The appellant had stated that the contested
decision had not been communicated to him in due time, as
his lawyer’s fax had been out of order the day on which the
decision was sent. The appeal had been rejected as
manifestly unfounded and so has the subsequent appeal to
the CFI by its 3rd Chamber (Azizi; Cremona; Frimodt Nielsen,
rapporteur).

Buzz/Buzz : T-302/07 Case closed (settled out of court);
Order of 1 October 2008 .

Keywords: Opposition formalities: proof of existence of the
earlier right — Opposition: means of evidence — Evidence:
private databases — Opposition proceedings: scope of
obligation of the OHIM to invite rectification of deficiencies ex
officio — Appeal proceedings: filing of evidence for the first
time before the Board — Evidence before the Boards:
limitations.

The action had been brought against a decision of the 2nd
Board of 29.6.2007 in case R 1468/2006-2, relating to CTM
No 4 441 044, “BUZZ" (figurative mark), which had been
applied for for a range of goods and services in Classes 9, 16,
28 and 41.

CTM application

BUZZ!

It had been partially opposed on the basis of an earlier right in
“BUZZz!”, word mark, registered in Classes 9 and 16. Together
with the notice of opposition the opponent had filed an extract
from Saegis, a private database concerning trade marks, with
information on the earlier right on which the opposition was
based.

The Office had informed the opponent that it had until (a
certain date) to furnish further facts, evidence and arguments
in support of its opposition. The applicant was also informed
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of the following: “Within the same period, you are required to
prove the existence and validity of the earlier right invoked.
Please refer to Rule 19 (2) IR. In particular, proof of the
existence of an earlier registered trade mark (in the form of a
registration certificate or other official document) must be filed
and translated into the language of the proceedings. Please
note that the Office will not inform you whether such
evidence, or translations of it, are missing. It is your own
responsibility to check whether this has been or must still be
done. Please read carefully the attached information sheet
about the evidence required to substantiate a notice of
opposition”. Attached to the above-mentioned notification the
Office had sent a sheet entitled “Info rmation about evidence”,
containing, inter alia, particulars of what to be proved.

The opponent did not submit any additional evidence before
the Opposition Division, neither before the time limit given to
that effect, nor after that date. Upon expiry of the time limit,
the Office had informed the opponent that as he had failed to
substantiate the earlier trade mark, the Office would give a
ruling on the basis of the evidence before it. The opposition
was then rejected on the grounds that the opponent had failed
to substantiate the earlier trade mark registration, given that it
had submitted neither a copy of the relevant registration
certificate, nor any equivalent document emanating from the
administration by which the trade mark was registered as
required by Rule 19 CTMIR.

In support of the subsequent appeal, the opponent had
argued that the Office had failed to explicitly invite to remedy
the alleged deficiency of the opposition, that the official
evidence substantiating the earlier registration had now been
submitted and that its filing at that stage should be permitted.
The appeal had been dismissed on the following grounds:

The necessity of filing evidence coming from the competent
authorities emanates from the applicable provisions, including
in particular Rule 19(2)(a)(ii) CTMIR, from which it is clear that
the extract from the database SAEGIS is not admissible as
evidence of the earlier trade mark registration. The evidence
filed together with the notice of appeal was filed after the
expiry of the time limit granted by the Office for its filing in
accordance to Rule 19(1) and (2) CTMIR. The official
registration certificate and the translation thereof submitted
with the notice of appeal are relevant to the outcome of the
opposition. But the second condition is not fulfilled in this
case.

Further, the Board held that the stage of the proceedings at
which that late submission took place and the circumstances
surrounding it did not argue in favour of taking into account
the evidence filed late.

The opponent had been given the full opportunity of furnishing
facts, evidence and arguments to complete the opposition.
The failure to do so in due time was a fatal flaw for its defense
but was attributable only to the opponent itself. The only
reason given by the opponent was that the registration
certificate and the translation are complementary to the
SAEGIS extract submitted in due time. However, the
certificates and the equivalent official documents are the only
means of proof of the earlier mark which are legally
admissible and full proof as they have full probatory value by
themselves since they are fully reliable provided that they are
updated, while the SAEGIS extract is legally inadmissible.
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Time limits are a matter of public policy and rigorous
compliance with them is calculated to ensure legal certainty
as well as due celerity and expeditious course of the
proceedings without undue delays. They are not subject to
the will or discretion of the parties and it is not for the parties
to extend them at their own convenience. The unjustified
inobservance of the time-limits was held to be pure and
simple negligence, which is particularly contrary to the public
interest in the case of time-limits set to file evidence of earlier
rights on which the opposition is based. The examination of
this evidence is the starting point of the examination of the
substantive conditions of the opposition as shown by Rule
20(1), according to which if that evidence fails, the opposition
shall be rejected as unfounded without being necessary to
examine the relative grounds for refusal on which the
opposition is based. It is so in this case where the contested
decision ended the opposition proceedings before the
applicant had been given the opportunity to file its
observations in response to the opposition. Owing to a
settlement out of court, the case was closed.

C-2: CFI Judgments and Orders: Developments
in pending cases

Scorpionexo : T-152/08 — Office response filed (ES).

Keywords: Opposition: likelihood of confusion (LOC) — LOC:
comparison of marks.

The action is directed against a decision of the 1st Board of
31.1.2008 in Case R 0387/2007-1 relating to CTM application
No 3 886 249, word mark “Scorpionexo”, which had been
applied for for a range of goods in Classes 9 and 28.

CTM application

Scorpionexo

o=

‘Tescorpoy

It had been opposed on the basis of Spanish figurative trade
mark “Escorpion” which is registered in Classes 6, 8, 16, 20,
21 and 28. The opposition had been allowed.

Icon/lkon : T-218/08 — Office response filed.

Keywords: Opposition: change of name of the holder of the
earlier right — Opposition: entitlement to the earlier right —
Opposition: transfer of the earlier right — Opposition: likelihood
of confusion (LOC).
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The action is directed against a decision of the 2nd Board of
28.3.2008 in Case R 0589/2007-2 relating to CTM No 2 197
366, “lcon” (figurative mark). It had been applied for for goods
in Classes 9, 18 and 25 that are irrelevant in the context of
these proceedings.

CTM application

Ar==1n

IKON

After publication, AXO Sport (UK) Limited (the original
opponent) had filed a notice of opposition based on UK trade
mark “IKON” (word mark), which had been registered in the
name of ‘AXO Sport (UK) Limited’ in respect of goods in
Class 9. Some time later in the proceedings, the plaintiff
(CTM applicant) informed the Office that the company ‘AXO
Sport (UK) Limited’ had been dissolved. The plaintiff also
stated that it had been making attempts at purchasing the
earlier mark from the Treasury Solicitor until it had discovered
that the earlier mark had in the meantime been transferred
from the company ‘Serval Marketing Limited’ to an individual
(the intervener in the court action). The said assignment had
been recorded with the register of the United Kingdom Trade
Mark Office.

The plaintiff also observed that two separate companies ‘AXO
Sport (UK) Limited’ (identified by the company number) and
‘Serval Marketing Limited’ (dito) had swapped their names on
14 November 2001 that is, before the opposition had been
filed on 19 April 2002. As a result, the company identified by
the company name ‘AXO Sport (UK) Limited’ which had
lodged the opposition was in fact the latter company.
According to the plaintiff and CTM applicant, the fact that the
companies had switched names implies that the identity of the
opponent and the identity of the registered proprietor of the
earlier mark cannot be the same. On 19 April 2002, the
company AXO Sport was not shown to be either the
proprietor of the earlier mark or an exclusive licensee thereof.
On that date, the genuine proprietor was named ‘Serval
Marketing Limited’. As a result, it argued that the opposition
should be dismissed because the opponent lacked locus
standi.

In return, AXO Sport (UK) Limited submitted a document
showing the recordal of the assignment of the earlier mark to
the individual at issue in the register of the United Kingdom
Trade Mark Office. In its decision, the Opposition Division
upheld the opposition in respect of all goods. However, it did
not expressly take position on the CTM applicant’'s arguments
in respect of the original opponent’s entitlement to the earlier
mark. Nonetheless, the subsequent appeal was dismissed.
The Board gave the following reasons:

The opposition had been filed by a company named ‘Axo
Sport (UK) Limited’ which had changed its name to ‘Serval
Marketing Limited’ on an earlier date, on 14 November 2001 .
The change of name had not been recorded in the register of
trade marks. Nevertheless, the Board considered that a
change of name had no effect either on the legal entity of the
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original opponent or on the ownership of the earlier mark. As
a result, the omission to register the change of name did not
affect the original opponent’s entitlement to file an opposition.
Keeping in mind that the goods are identical or similar, that
the earlier mark has an average degree of distinctiveness per
se and that the degree of attentiveness of the relevant public
is higher than average only in respect of the goods in Class 9,
the Board considered that the signs were sufficiently similar to
cause a likelihood of confusion on the part of the public in the
United Kingdom.

Foodlube : T-200/08 — Office response filed.

Keywords: Absolute grounds for refusal (AG): descriptiveness
— AG: allusive trade marks.

The action relates to a decision of the 2nd Board of 3.3.2008
in Case R 638/2007-2, concerning invalidation proceedings
1052 C initiated against CTM No 1 647 734, word mark
“FOODLUBE". It is registered in Class 1 for chemicals used in
industry, science and photography, as well as in agriculture,
horticulture and forestry; unprocessed artificial resins,
unprocessed  plastics; manures; fire  extinguishing
compositions; tempering and soldering preparations; chemical
substances for preserving foodstuffs; tanning substances;
adhesives used in industry; and in Class 4 for industrial oils
and greases; lubricants; dust absorbing, wetting and binding
compositions; fuels (including motor spirit) and illuminants;
candles and wicks.

The request had been based on Articles 51(1)(a) and 7(1)(b)
and (c) CTMR. The applicant for invalidity argued that the
sign FOODLUBE must be construed as designating lubricants
for machines used by food manufacturers (lubricants which
would meet special safety requirements in case of incidental
food contact). The request had been rejected. According to
the Board, while each of the terms “food” and “lube” could be
said to be descriptive for ‘lubricants’ and ‘chemical
substances for preserving foodstuffs’, respectively, no relation
can be established between the neologism FOODLUBE and
any of the goods covered by the challenged trade mark in
Classes 1 and 4. Further, it had not been demonstrated that
the term was used in the market in a descriptive manner.

Cuvée Palomar : T-237/08 — Office response filed (ES).

Keywords: Absolute grounds for refusal: geographical and
complementary indications for wines etc., Article 7(1)(j) CTMR
— Regulation (EC) 2392/89 on Quality Wines and Table
Wines.

The action is directed against a decision of the 1st Board of
2.4.2008 in Case R 1185/2007-1 relating to CTM application
No 5 501 937, “CUVEE PALOMAR”, word mark, which had
been applied for for wines in Class 33 by a Spanish company.
The applicant had restricted its list to wines originating from a
location called “Pago Palomar” in the municipality of
Valladolid. Notwithstanding this, it had been rejected on the
ground that “Palomar” is a protected indication for French
producers included on the list of Regulation (EC) 2392/89.
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Quantum : T-31/08 — Office response filed (EL).

Keywords: Opposition: formal requirements — Opposition
formalities: language(s), Rule 17(3) CTMIR (new) — OHIM
Guidelines: binding character?

The action has been brought against a decision of the 1st
Board of 17.10.2007 in R 1271/2006-1 relating to CTM
application No 3 773 355, “Quantum” (figurative mark),
applied for for services in Classes 35, 36 and 42. The
applicant had used Greek as the first language and had
indicated German as the second.

CTM application

-

Quantum

COoORPORATION

Quantum

The opponent, a US company represented by London-based
counsel, had used the English version of the standard form
for a notice of opposition, filled in in English and had indicated
English as the language of the proceedings. The notice of
opposition had been filed on 22 November 2005. The
opposition had been rejected as inadmissible on the grounds
of Rules 16(1) and 17(3) CTMIR as amended on 25 July
2005. The opponent had been under the obligation to file a
translation of the notice of opposition into an available
language within the opposition time limit, i. e. until 3 February
2006.

The opponent could not rely on the OHIM’s Guidelines in
which it was stated that the opponent should be given a
warning and an extra time limit of two months in order to
rectify linguistic  deficiencies. Firstly, because those
Guidelines are internal directives without any legally binding
character, and secondly, because the Guidelines in question
were dated of March 2004, whereas the new Rule 17(3)
CTMIR (rejection a limine) had come into force on 25 July
2005.

Redrock/Rock : T-146/08 — Office response filed (CZ).

Keywords: Opposition: likelihood of confusion (LOC) — LOC:
comparison of marks.

The action is directed against a decision of the 4th Board of
18.2.2008 in R 0506/2007-4 relating to CTM application
“REDROCK?” (figurative mark) which had been applied for for
a range of goods and services, namely in Class 1 for
chemicals used in industry; mastics included in this class;
chemical auxiliary agents used in industry; synthetic resins;
unprocessed artificial resins; epoxy resins; chemical
compositions used in industry; adhesives used in industry;
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cement preservatives, except paints and oils; chemical fillers
and filling agents. In Class 2 for coatings (paints) and auxiliary
coating preparations; paints; powder paints and fillers;
varnishes, lacquers; raw natural resins; mastics included in
this class; preservatives against rust; thinners for paints and
lacquers.

In Class 17, for packing and insulating materials; filling
mastics; insulation materials. In Class 19 for building
materials (non-metallic); asphalt, pitch and bitumen; pipes
(non-metallic) for building purposes; portable buildings (non-
metallic); mineral wool products in the form of webs, mats,
felts, boards, laminated mats, laminated boards and pre-
forms, dry floor pavement insulating boards and reversible
roofing plates made of mineral fibers, the aforementioned
goods also with a one-sided or two-sided coating made of
dispersion plastic materials and/or of water glass and/or of
hydraulic and/or artificial resin-based blinders, with or without
fillers and/or colouring pigments, all those goods being for fire
protection and/or building material for building purposes, and
in Class 37 for structural engineering; installation work; repair
of building and/or building parts, particularly heat insulation
construction; building construction; construction information;
repair and installation services and building consultancy.

CTM application

REDROCK ROCK

It had been opposed on the basis of an earlier German right
in “Rock”, word mark, registered in Class 1 for: chemical
products for industrial, scientific, photographic, agricultural,
horticultural and silvicultural purposes; adhesives for industrial
purposes, artificial resin in a row state; in Class 17 for
packing, stopping and insulating material, mineral wool
products in the form of webs, mats, felts, boards, laminated
mats, laminated boards and pre-forms, the aforementioned
goods also with a one-sided or two-sided coating made of
dispersion plastic materials and/or of water glass and/or of
hydraulic and/or artificial resin-based blinders, with or without
fillers and/or colouring pigments, all those goods being for
heat and sound insulation.

In Class 19 for building materials (non-metallic); asphalt, pitch
and bitumen; pipes (non-metallic) for building purposes;
portable buildings (non-metallic); mineral wool products in the
form of webs, mats, felts, boards, laminated mats, laminated
boards and pre-forms, dry floor pavement insulating boards
and reversible roofing plates made of mineral fibers, the
aforementioned goods also with a one-sided or two-sided
coating made of dispersion plastic materials and/or of water
glass and/or of hydraulic and/or artificial resin-based blinders,
with or without fillers and/or colouring pigments, all those
goods being for fire protection and/or building material for
building purposes.

In Class 37 for structural engineering; installation work; repair
of building and/or building parts, particularly heat insulation
and/or sound proofing installations such as for example
composite heat insulation systems, roof insulations of
buildings, wall insulations of buildings, ceiling insulations of
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buildings; fire protection installations as well as technical heat
insulation devices, particularly of thermally insulated conduits,
and in Class 42 for scientific and industrial research,
particularly in the field of construction engineering; making of
data processing programs, particularly in the field of
construction engineering.

The Opposition Division had partially allowed the opposition
for all the contested goods and services in Classes 1, 2, 17,
19 and 37. In contrast, the Board had revoked that decision
and had rejected the opposition in full. It had held, firstly, that
consumers will pay higher attention given the price level of
the goods at issue, and secondly that the marks in question
are dissimilar enough to exclude LOC.

“The CTM applied for involves a figurative mark composed of
two main elements, namely a stylised word RED and the word
ROCK . The earlier right consists of the word ROCK , which
can be translated into German as ‘Fels, Stein’. In connection
with the goods and services to which the present proceedings
relate, this element has only a rather limited distinctive
character, since it indicates that the goods contain stone
and/or that the services relate to the goods containing stone.”
(See Decision of the First Board of Appeal of 20 September
2006 in Case R 1221/2005-1 paragraph 48).

Device of a Dog : T-187/08 — Office response filed.

Keywords: OHIM formalities — Formalities: time limits —
OHIM’s electronic communication system MyPage -
Restitutio in Integrum.

The action is directed against a decision of the 4th Board of
12.3.2008, in Case R 1245/2007-4, relating to CTM No 339
218 (figurative mark consisting of a device of a dog). The
CTM had been filed on 15 August 1996. On 16 January 2006
the Office had issued a notification in accordance with Rule
29 CTMIR that the CTM was due for renewal and that the
renewal request and the fee had to reach OHIM by 3
September 2006, as well as that there was a grace period for
the renewal up until 3 March 2007 subject to the payment of a
surcharge. On 27 March 2006 OHIM had issued another
notification in accordance with Rule 29 CTMIR that the CTM
was due for renewal and that the renewal request and the fee
had to reach OHIM by 31 August 2006, as well as that there
was a grace period for the renewal up until 28 February 2007
subject to the payment of a surcharge. These notifications
had been sent to the appointed representatives of the CTM
proprietor.

On 19 March 2007, the Office issued a notification pursuant to
Rule 30 (5) CTMIR that the CTM was cancelled and removed
from the Register with effect from 15 August 2006. On 21 May
2007, the representing law firm filed a late renewal request
and a request for restitutio in integrum within the meaning of
Article 78 CTMR into the time limit for requesting renewal and
paying the renewal fee. On 6 June 2007, OHIM had rejected
the request for restitutio in integrum and had confirmed the
cancellation of CTM No 339 218. It had reasoned: The
representative had not exercised all due care. Although the
representative had been informed that the task to renew the
CTM was transferred to another party, it still represented the

Page 22 of 25

CTM proprietor and it remained its duty to ensure that the
proprietor's mark was renewed.

On 6 August 2007, the CTM proprietor filed an appeal against
that decision in which it requested to set aside the decision
and to grant restitutio in integrum. It asserted that all due care
had been taken. The statement of grounds is worth
summarising in some detail: The CTM proprietor, a New
Zealand based company, appointed attorneys in New
Zealand and, for the proceedings before OHIM, London-
based professional representatives. On 19 November 2004,
the New Zealand lawyer had informed the London-based
representatives that renewal responsibility for all cases of the
proprietor had been transferred to a specific IP service
company, a firm specialised on trade mark renewals
domiciled on Jersey, and they therefore did not require the
English lawyers’ assistance regarding renewals.

On 3 April 2006, the New Zealand lawyers instructed the IP
service company to renew the CTM. At the latter’s level, the
following had then occurred: Between June and July 2006 the
internal organization of the service company was changed
and all renewal cases for Australasian clients were
transferred from their Jersey office to the London office. The
responsible officer for the case at hand was Mr AA. On 28
December 2006, all CTM cases were cross-checked and it
was noted that a number of cases still remained unpaid. In an
e-mail of 28 December 2006 , the supervising officer, Mr BB,
advised staff members that ‘as a result of the two lapsed CTM
cases, it was decided to check all CTMs on our record against
OHIM’s database. 42 cases came back with ‘need to
renew communicated. Mr AA promptly replied by e-mail on 2
January 2007 assuring that from the files of his team, two
cases had been paid the week before, and for the other two
he would attend to the payment on the same day. “Due to an
abnormal and unforeseeable reason, however,” he had failed
to pay the fee on-line. When interviewed, he said he believed
that possibly he was unable to access ‘MyPage’ on the
Office’s website.

As regards their relationship with the proprietor, the London-
based representatives submit that they had expressly been
relieved from the duty to deal with renewals and were given
clear instructions not to take any action in this regard but
remained, however, responsible for any other legal activity in
connection with the CTM. It was not appropriate for them to
question the instructions from their correspondence firm.
Hence it was not appropriate for them to check or query the
renewal. They had no direct contact with the proprietor.
Notwithstanding this, the Board had dismissed the appeal,
holding that Article 78 CTMR did not apply because the CTM
owner had failed to prove that it exercised all due care
required by the circumstances.

Jello Schuhpark : T-183/08 — Office response filed (DE).

Keywords: Opposition: proof of use (POU) — POU: evidence
relating to retail services invokeable against goods?

The action is directed against a decision of the 4th Board of
13.3.2008 in Case R 1560/2006-4 relating to CTM application
No 1 269 372, “Jello Schuhpark” (figurative mark), which had
been applied for for a range of goods in Classes 18, 21, 25
and 26.
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CTM application

iello Schuhpark

It had been opposed on 20.12.2000 based on an earlier
German right in the word mark “Schuhpark” which is
registered in Class 25. POU had been filed consisting of a
judgment handed down, in the year 2001, by the Appeal
Court of Hamm (D), labels allegedly used inside the products;
a statement in lieu of oath, signed by the sales manager;
seven adverts in newspapers and a bag with the mark printed
on it. Whereas the Opposition Division, with the exception of
one product, had allowed the opposition, the Board had
rejected it on the ground that the POU filed had been
insufficient in that it would only demonstrate that the opponent
would operate a shop called Schuhpark but would not prove
that the mark at issue would appear on the products sold.

Clina/Clinair or Rewe/Aldi: T-150/08 - Office response filed
(DE).

Keywords: Opposition: likelihood of confusion (LOC) — LOC:
comparison of goods — LOC: comparison of marks.

The action has been initiated against a decision of the 4th
Board of 15.2.2008 in R 1484/2006-4 relating to CTM
application 3 921 079, word mark “Clina”, which had been
applied for for a range of goods in Classes 3 and 21. That
CTM application had been opposed on the basis of an earlier
CTM in Clinair, word mark, which is registered for a range of
products in Classes 3 and 5. Whereas the Opposition Division
had rejected the opposition, the Board had allowed it; CFI
judgment in Terranus, Case T-322/05, referred.

Atlas : T-145/08 — Office response filed (DE).

Keywords: Appeal proceedings: formalities, Article 59 CTMR
— Opposition/invalidation: likelihood of confusion (LOC).

The action has been brought against a decision of the 1st
Board of 24.1.2008 in R 01023/2007-1 relating to CTM No. 2
970 788, “Atlas”, word mark, against which a request for
invalidation based on relative grounds had been filed. The
CTM is registered for transportation services in Class 39. The
challenge had been based on earlier rights in figurative sign
“AtlasAir” and word mark “Atlas Air”, for air transportation and
cargo in Class 39.
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CTM application

Aras: .

ATLAS

The invalidation request had been successful (cancellation
decision of 26 June 2007). Subsequently, on 26 June 2007,
an appeal had been filed by the CTM owner's
representatives, reserving filing of a statement of grounds for
a later stage. On 15 October 2007 a draft brief addressed to
the Benelux court relating to a national right had been sent to
the OHIM, followed on 27 October 2007 by a letter by which
the draft Benelux brief was denominated as the statement of
grounds of the appeal under Article 59 third sentence CTMR.
By the action at issue here, the CTM owner’s new counsel are
claiming that Article 59 third sentence CTMR would in no way
hinder continuation of appeal proceedings where at least “a
bit” or “something” had been mentioned apart from the mere
filing of the appeal as such. In the present case, genuine use
had been challenged in the Benelux brief, and a general
reference to Benelux court proceedings had been made.
According to the plaintiff, since nobody is compelled to be
represented by counsel before the Board, Article 59 third
sentence CTMR must be construed by looking through the
eyes of a layman. In consequence, it must be sufficient as a
‘statement of grounds’ that it somehow becomes inherently
clear from a brief that the affected party wishes to challenge
the respective decision.

Gallecs/Gallo : T-151/08 — Office response filed.

Keywords: Opposition: likelihood of confusion (LOC) — LOC:
enhanced recognition of the earlier right.

The action is directed against a decision of the 2nd Board of
16.1.2008 in R 0986/2007-2 relating to CTM application No 3
710 597, “Gallecs” (figurative mark), which had been filed by
Consorci de I'Espai Rural de Gallecs for a range of goods and
services in Classes 29, 31 and 35, namely: meat, fish, poultry,
game; meat extracts; preserved fruits, dried and cooked fruits
and vegetables; jams; eggs, milk and milk products; edible
oils and fats; fresh fruits and vegetables, seeds, natural plants
and flowers; live animals; foodstuffs for animals; commercial
or industrial business management; retail sales; publicity;
business management and assistance; import; export;
representation services, rearrangement of various goods
(except transport) for others, to enable consumers to examine
and purchase these goods conveniently, statistical
information, professional business consultancy and for
organisation of trade fairs, exhibitions and congresses for
commercial purposes.

OAMI - HABM - OHIM - OHMI - UAMI - Newsletter 12 - 2008



OFFIOE FOR HARMOMIZATION IHN THE INTERHAL MARKET (TRADE MARKE AMD DEEIOMGE]

AI i | o | ntﬂ Ews EURDOPEAN TRADE

CTM application

P e

It had been partially opposed on the basis of CTM No 3 274
917, “Gallo” (figurative mark), registered for olive oil, edible
oils and fats in Class 29, and on several national rights in
Gallo-brands registered also in Class 29. The opposition had
been rejected on the ground that the marks are dissimilar
enough to exclude LOC.

Sorvir/Norvir : T-149/08 — Office response filed.

Keywords: Opposition: likelihood of confusion (LOC) — LOC:
comparison of pharmaceutical goods — LOC: comparison of
marks.

The action is directed against a decision of the 2nd Board
6.2.2008 in R 0809/2007-2 relating to CTM application No 4
455 507, word mark “SORVIR”, which had been applied for in
respect of anti-viral pharmaceuticals in Class 5. It had been
opposed on the basis of CTM “NORVIR”, word mark, which is
registered in Class 5 for “a pharmaceutical preparation,
namely an anti-infective”. The opposition had been rejected
on the following grounds:

The relevant public is composed not only of professionals,
that is, doctors who prescribe the medicinal product and
pharmacists who sell that prescribed product, but also of end-
users. The relevant public must be deemed to be composed
of the average consumer who is reasonably well informed and
reasonably observant and circumspect. The goods are
identical.

Although the signs both phonetically and visually differ in their
first letter and have in common the remaining five letters, this
does not necessarily imply that the signs are confusingly
similar. Word marks consisting solely of six letters are
relatively short marks, and their differences are more easily
detected by the average consumer than differences in
relatively long marks.

The beginning of a sign is generally understood as the part
that primarily catches the consumers attention. In the present
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case, the common ending ‘VIR' alludes to the kind of goods at
issue, namely ‘anti-viral pharmaceuticals’ and is less relevant
than the beginnings ‘NOR’ and ‘SOR’. The differences
between the letters ‘N' and ‘S’ are both visually and
phonetically very strong, as well as clearly and immediately
noticeable. Therefore, the difference caused by the initial
letter in both signs has such an impact on the overall phonetic
and visual impression of the signs that it outweighs the
common element ‘ORVIR’. From a conceptual point of view,
the component ‘VIR' alludes to ‘virus’. Due to its allusive
content, it is of low importance in the comparison and cannot
counteract the phonetic and visual differences. In spite of the
identity of the goods at issue, an overall assessment of the
signs leads to the conclusion that there is no likelihood of
confusion on the part of the average consumer.

“I” or Joop’s Exclamation Mark: T-191/08 - Office
response filed (DE).

Keywords: Absolute grounds for refusal: distinctiveness.

The action has been initiated against a decision of the 1st
Board of 6.3.2008 in R 1822//2007-1 relating to CTM
application No. 5 332 176, an exclamation mark.

!

It had been applied for for a range of goods in Classes 14, 18 and
25. It had been rejected under Article 7(1)(b) CTMR on the ground
that the sign is no more than a simple and general eye catcher
which can be used everywhere and, in consequence, is devoid of
any capacity to individualise as to commercial origin.

NEW DECISIONS FROM THE BOARDS OF
APPEAL

The cases can be found in our website.

See also the Boards of Appeals 2006 case-law overview;
http://oami.europa.eu/ows/rw/pages/OHIM/OHIMPublications.
en.do, which provides an annual overview of selected
decisions grouped by type of decision.

Please note that the full number including slash has to be
entered in our database under 'Appeal N, without the letter
R

e.g. Case R 219/2004-1 has to be entered under '‘Appeal
N°" as: 219/2004-1
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Relative Grounds for Refusal — Cancellation
Proceedings — Article 52(3) CTMR

R 0946/2007-2 & R 1151/2007-2 VISIONIC/Visonic LTD
Relative Grounds for Refusal — Article 43(3) CTMR

R 0982/2007-2 - METABOLIFE/METABOLITES

Absolute Grounds for Refusal — Article 7(1)(e)(iii) CTMR
R 0497/2005-1 — LOUDSPEAKER

Procedural Questions — Article 78 CTMR

R 1299/2007-2 - GHIBLI [FIG. MARK]/Ghibli et al.

Priority — Article 29 CTMR
Priority — colour claim — elements which alters distinctiveness

Decision of the First Board of Appeal of 16 October 2008
in Case R 0061/2008-1 — BIMBO [Fig. Mark] (Spanish)

R 0061/2008-1 — BIMBO [Fig. Mark] — The applicant for a
CTM claimed priority based on its earlier Australian trade
mark application. To be able to claim priority, the application
for a CTM must be filed within six month after the application
on which the priority claim is based was filed. Furthermore,
the signs as well as the goods and services must be identical.

In the present case, the Australian application is a figurative
trade mark, filed in black and white. The CTM application was
filed for the same figurative trade mark, but in red and blue.
Even if the Australian law provides that if a ‘trade mark is
registered without limitations as to colour, it is taken to be
registered for all colours’ (Section 70 AU Trade Marks Act),
the Board considers that the colour combination adds to the
signs and changes the distinctive character of the signs.
Consequently, the trade marks cannot be considered
identical. The priority claim is rejected.

Appeal Proceedings — Article 59

Admissibility — Revocation — Corrigendum — Time limit to file
an appeal

Decision of the First Board of Appeal of 30 October 2008
in Case R 0228/2008-1 DM/DM [Fig. Mark] (English)

R 0228/2008-1 — DM/DM [Fig. Mark] — The Opposition
Division rendered a decision which was not appealed by the
applicant, who was the losing party in the opposition
proceedings. Within the time limit to file an appeal, the
Opposition Division informed the parties that it intended to
revoke the decision due to an obvious error. However, after
the expiry of the time limit to file an appeal, the Opposition
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Division issued a corrigendum of the decision, correcting one
paragraph of its original decision. The Opposition Division
explained that the decision could not be revoked because the
decision did not contain a procedural error but only an
obvious mistake which can only be corrected by a
corrigendum. The applicant filed an appeal against the
corrigendum as well as against the original decision.

The Board considered the appeal inadmissible. First of all, the
deadline to file an appeal against the original decision had
expired already several months before and the time limit to
file an appeal is not suspended by a revocation. Furthermore,
the applicant is not adversely affected. The change of one
paragraph relating to the similarity of the goods was without
relevance since it did not change the outcome for the
applicant. The corrigendum simply clarified some of the
reasons that had led to the decision.

Cancellation Proceedings — Article 53 CTMR
Cancellation Proceedings — acquiescence

Decision of the Second Board of Appeal of
21 OCTOBER 2008 in Case R 1299/2007-2 GHIBLI [FIG.
MARK]/Ghibli et al. (English)

R 1299/2007-2 - GHIBLI [FIG. MARK]/Ghibli et al. — In
accordance with Article 53(2) CTMR, a CTM cannot be
declared invalid if the applicant for the declaration of invalidity
was aware of the use of the said CTM for more than five
years.

The Board found that Article 53(2) CTMR cannot be
interpreted in such a way as to require the CTM proprietor to
prove — in addition to five-year concurrent use, to which the
proprietor of the earlier right knowingly acquiesced — that the
applicant for the declaration of invalidity also knew, for at least
five years, that the later mark was protected as a CTM. What
matters in this context is the objective circumstance that the
sign (to the use of which the applicant for the declaration of
invalidity knowingly acquiesced) must have existed for at least
five years as a CTM. Pursuant to Article 6 CTMR, a CTM is
obtained by registration, the date of publication of its
registration being irrelevant in this context. Consequently, in
the context of Article 53(2) CTMR it is also irrelevant when the
registration of the contested CTM was published. The
applicant for the declaration of invalidity cannot base the
action on an earlier Italian right since he acquiesced in the
use of the CTM in Italy for more than five years.

Furthermore, the applicant for the declaration of invalidity did
not prove the existence of the earlier well-known trade marks
in Spain, Portugal, France, Germany and the United
Kingdom.
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