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Changes to professional 
representation under the Madrid 
Protocol system  
Following representations from, and 
consultation with, interested parties the Office 
has made some changes concerning Madrid 
Protocol system professional representation. 
 
These changes affect the communication of 
search reports and surveillance letters during 
the examination procedure as well as the 
submission of receipts and opposition 
notifications in the case of oppositions being 
filed. 
 
The changes have been inserted in OHIM's 
"Manual of Trade Mark Practice", which 
combines the parts of the existing Guidelines 
that are unchanged since the last formal 
revision with amendments reflecting current 
Office practice. The Manual can be consulted 
 at: http://oami.europa.eu/en/mark 
/marque/manual.htm. 
 
The changes are intended to simplify the 
communication between OHIM and the 
professional representatives of International 
Registration (IR) holders and are the result of 
the consultation made with NGOs in the past 
months. 
 
With regard to search reports, they will be 
notified directly to WIPO representatives 
irrespective of the location of the 
representative or of the IR holder. The Office 
will only send these reports and letters 
directly to the IR holder when it does not hold 
sufficient contact information concerning a 
WIPO representative. 
 
As far as opposition receipts and notifications 
are concerned, as a general rule opposition 
receipts will always be sent to WIPO 
representatives. With regard to notifications 
of oppositions, a distinction must be made 
between professional representatives within 
the EU and those outside the EU 
 
a)Professional representatives within the EU 
(Article 89 Council Regulation (EC) No 40/94 
of 20 December 1993 on the Community 
trade mark (‘CTMR')) 

 
The Office will send opposition receipts and 
notifications to all WIPO representatives who 
comply with the criteria of Article 89 CTMR, 
irrespective of the location of the IR holder. 
Only if the Office has clear information or 
serious doubts that the representative no 
longer represents the IR holder, will the 
Office either continue the proceedings 
directly with the IR holder (where professional 
representation is not obligatory in accordance 
with Article 88(1) CTMR) or invite it to appoint 
an EU representative (for obligatory 
representation in accordance with Article 
88(2) CTMR). 
 

b) Professional representatives outside the 
EU 
 
i) The Office will send opposition receipts to 
WIPO representatives who do not comply 
with Article 89 CTMR. Such receipts will 
invite the IR holder (the WIPO 
representative's client) to appoint a 
professional representative in accordance 
with Article 89 CTMR (an ‘EU representative') 
within 1 month from the reception of the 
communication. This invitation to appoint an 
EU representative and the time limit are sent 
for information purposes only. 
 
ii) If at the time of the notification of an 
opposition an EU representative has been 
appointed, the Office will continue the 
proceedings with this representative.  
 
iii) If at the time of the notification of an 
opposition an EU representative has not 
been appointed, the Office will send the 
notice of opposition directly to the IR holder.  

• In the case of obligatory 
representation (Article 88(2) CTMR), 
the IR holder will be invited to 
appoint an EU representative within 
two months from the reception of the 
communication. The consequences 
of not complying with this 
requirement (namely, refusal to 
grant CTM protection for the IR) will 
be indicated.  

• In the case of professional 
representation not being obligatory 
(Article 88(1) CTMR), the 
proceedings will continue directly 
with the IR holder.  

Please note that the change of practice on 
search report and surveillance letters entered 
into force on the 10th of March (as a 
consequence of the entry into force of the 
new optional search system) whereas the 
change of practice on opposition receipts and 
notifications will enter into force on the 2nd of 
May. 
 
 
The James Nurton interview 
with Jane Collins, trade marks 
counsel with Syngenta and chair of 
the MARQUES Council 
James Nurton is a specialist intellectual 
property journalist from the UK and is 
currently the managing editor of the 
leading global magazine for IP owners, 
Managing Intellectual Property.
 
This month James speaks to Jane Collins of 
Syngenta, who is chair of the brand owners' 
association MARQUES. She talks about the 
prospects for harmonization, and the growth 
of the CTM and the Madrid Protocol. 
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How did you first become involved in trade marks? 
I started work as a patent secretary in a private practice, but 
my job soon disappeared and the trade marks partner was 
very busy so I started helping out. I had a law degree and it 
was interesting work, so I decided to train to become a trade 
mark attorney. I had a week to join the Institute and just three 
months to do the foundation exam! I was doing general trade 
mark work, predominantly for the UK. 

I then joined Batmark for six or seven years and was doing a 
whole range of work – it was a huge department with a huge 
portfolio. My knowledge of world geography went up by 
500%. There were also issues like counterfeiting and 
infringements and advertising restrictions to deal with. I really 
liked working in-house and not having to worry about billing or 
anything like that. 

From Batmark I joined Zeneca Agrochemicals, managing a 
small portfolio. But soon after I joined the company was spun-
off to form Syngenta, so I became head of trade marks for 
Syngenta. We have between 36 000 and 38 000 marks 
mainly covering pesticides and seeds, with a small amount of 
genetically modified products. 

What are the main trade mark issues you face? 
Counterfeiting is the biggest. In 1999 there was very little but 
now it's grown out of all proportion. A lot of it comes from 
China and is turning up in eastern Europe. We now have an 
attorney working full-time on counterfeiting. It is a big problem: 
at best the counterfeits don't do anything and at worst they 
destroy the farmer's crop. Someone threatened to sue 
Syngenta in Russia because his crop was destroyed by 
counterfeit products. 
 
Another problem is that it takes longer and longer to get to 
market so sometimes the trade marks are more than five 
years old before you are using the product, so then there is a 
risk of non-use. 

Do you face similar problems to the pharmaceutical 
industry? 
We are in class 5, the same as the pharmaceutical industry, 
so it is pretty crowded. But unlike pharmaceuticals, we can 
use more real words if we want. In most, but not all, countries, 
pharmaceuticals and agrochemicals are not regarded as 
being similar and we have good relationships with the 
pharmaceutical industry so we can normally get letters of 
consent. 

Do you use the CTM and International Registrations? 
We think they are absolutely tremendous and use both 
whenever we can. We have made close to 1 000 Madrid 
filings and the same sort of number of CTMs. 

The CTM covers so many countries that it is getting more 
difficult as more things get thrown up in searches. Some 
people say we should declutter the register but that is the 
nature of a unitary trade mark. It's also why you still need to 
have the national registries – for when you have a local mark, 
for just one or two countries. As we are a Swiss-based 
company, we use one of our German in-house attorneys with 
an address for service in Germany for filing CTMs. 

For international marks we file in Switzerland first and then 
designate the CTM, rather than filing a CTM first. It's much 
more complicated if you do it the other way round, especially 
if the CTM application goes wrong, and it can take up to a 
year. In Switzerland, the application process is very quick. 

Would you like to see more countries join Madrid? 
I've worked hard through MARQUES for that, particularly in 
Latin America. There is cautious optimism about Brazil, 
maybe they will join in a couple of year's time. That would be 
a huge incentive for the rest of Latin America, so it's really 
important they get it right. 

We think that downstream Madrid offers trade mark owners 
really big savings on renewals, changes of names and 
addresses, mergers and so on. These can cost millions. 

Is Brazil ready to join Madrid now? 
The Brazilian office has made very big efforts to improve. It 
has hired 60 new examiners and the backlog has been hugely 
reduced. So even if they don't join Madrid, there are benefits. 

Would you also like to see more substantive 
harmonization? 
We've seen EU law being harmonized, thanks to the ECJ, the 
CTM and the Directive. Countries have had to change their 
laws to work towards the same norms. International 
harmonization is quite slow, so I would like to see more 
regional harmonization through organizations like the Andean 
Pact, Mercosur and Asean. 

What do you think are the biggest benefits of the CTM? 
The low cost is a tremendous benefit and it is getting cheaper 
all the time from a trade mark owner's point of view. As 
owners, we are against the diversion of funds national offices 
to reduce the OHIM surplus. I don't see any problems with 
having cheaper trade marks. 

Do you not think there's a danger the registry gets 
overcrowded? 
At the moment, we can find things and it's an easy, open 
system. We don't worry until it becomes impossible. 

What are the downsides? 
The delay in getting a registration has been a downside. 
Hopefully that will be cut now you don't have mandatory 
searches. It looks like there is only a small take-up so far, so 
marks should move to publication more quickly. Translation is 
also a source of irritation and does hold things up. Where we 
can, we use the standard phrases already translated. 
 
What about OHIM decisions? 
They have made lot of efforts to make decisions more 
consistent. That was a problem in the past and it's difficult to 
make them more consistent than they are, even with the CFI 
and ECJ: that is the result of trying to get a consensus. Also 
there are always bound to be language inconsistencies. 
 
What was the first mark you filed? 
One of the first applications I made, I had to do a conversion 
for. It was Callisto, which apparently means fantastic or great 
in Greece, so we had to convert it to national marks. So I was 
learning about CTMs and conversions at the same time! 
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What's the most unusual mark you've dealt with? 
The business asked if we could file for a particularly nasty 
smell of a pesticide. But we thought it wasn't appropriate, 
even though it had been on the market for a very long time. 
I'm not sure you want to register an unattractive smell and 
anyway the case law suggested that you can't do it, so we 
decided not to. 
 
What do you expect the future challenges to be? 
If we are going into a sort of recession, cost savings are going 
to become even higher on the agenda, and trade marks tends 
to be one of the areas where companies tend to do that. 
Some national registries have reduced fees and as more 
countries join Madrid, that is something that needs to be 
thought about further. 

 
 
Community Trade Mark 
Likelihood of Confusion: CTM for “grinding 
discs” declared invalid   
A Community Trade Mark registered in 2006 for “grinding 
discs for hooves, farriers' knives” has been declared invalid 
on the ground that it could be confused with an earlier mark 
registered for machine tools. 
 
The word marks involved in the case are identical – 
“PROCUT” - but were registered for different classes.  

PROCUT  

(word mark)  

PROCUT 

(word mark)  
 
   

Earlier mark:  
CTM No 122 663  

German mark: No 989 079  

Contested mark:  
CTM No 4 480 372  

The invalidity request, by Irish engineering company Procut 
Engineering Processes Limited, was based on a CTM and 
earlier German trade mark registered for Class 7, covering 
various types of power-operated machines for “cutting, 
grinding milling, polishing and abrading”, including milling 
cutters and milling burrs. The contested CTM was registered 
for Class 8. 
 
The CTM proprietor, German company Horizon Group GmbH, 
contested the use of the earlier marks and the applicant 
provided a variety of evidence including a witness statement, 
extracts from a website, price lists and invoices. The applicant 
said the PROCUT mark was used in relation to burrs and 
routers for use in milling, grinding and cutting which came in 
different shapes in order to be suited to different applications. 
These items were for use in larger machinery or hand held 
devices, such as grinders. The applicant's company had used 
the mark for over thirty years in Europe, starting in June 1976 
and exported to at least 30 different countries. 
 
The Cancellation Division found that the applicant had been 
able to establish an effective and sufficient use of the trade 
mark on the market concerned, but since proof of use had 
been provided only for rotary burrs and routers bits, it was 
appropriate to limit the protection of the earlier mark to the 
following goods: machine tools for use in cutting; milling 
cutters and milling burrs. 
 

With regard to the possibility of confusion, while the 
Cancellation Division found that the word mark “PROCUT” 
was not highly distinctive, the fact that the marks were 
completely identical could not be disregarded. 
 
Furthermore, the challenged goods ‘grinding discs for hooves, 
farriers' knives' were found to be similar to the goods of the 
earlier trade mark in respect of which the Office deemed that 
the mark had been actually used, namely ‘machine tools for 
use in cutting; milling cutters and milling burrs'.  
 
In addition, there was a link between the applicant's ‘machine 
tools for use in cutting; milling cutters and milling burrs' and 
the challenged ‘farriers' knives'. A knife was a cutting 
instrument composed of a blade and a handle into which it 
was fixed, either rigidly or with a joint. Again, the challenged 
goods were hand operated, while the applicant's items for 
cutting were power operated. All of them might share the 
same distribution channels and be sold in the same 
establishments. It would not, therefore, be unreasonable for 
an average consumer when confronted with those goods to 
assume that they shared the same commercial origin. 
 
The Office found that the limited distinctive character of the 
earlier trade mark was counterbalanced by the absolute 
identity of the confronted trade marks and the degree of 
similarity of the goods at hand. 
 
Therefore, having regard of all the circumstances of the case, 
the Cancellation Division concluded that there was a 
likelihood of confusion within the meaning of Article 8(1)(b) 
CTMR on the part of the public in the EU, where the earlier 
mark was registered. 
 
 
 
Country overview: Spain & the Community Trade 
Mark 

 

 
Spain joined the EU in 1986, and has a population of 43.8m. 
It is an important producer of fruit and vegetables, olive oil 
and wine, and other significant economic activities include 
fish, textiles, automobiles and tourism. 
 
GDP growth was 0.8 % higher in the final quarter of 2007 
compared with the previous quarter. The service sector 
accounts for 67% of GDP, followed by industry (29%) and 
agriculture (3.8%).  
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The first Spanish CTMs were filed in 1997, and interest has 
remained high, with more than 7 300 filed last year. A total of 
more than 49 000 Spanish CTMs have been filed to date, 
including more than 2 200 this year so far. 
 
 

 
 
 
Word Figurative 3-D Colour Other 
36.87 % 62.31  % 0.71  % 0.04  % 0.06  % 
 
Figurative marks are the most popular with Spanish 
enterprises and account for 62% of applications, followed by 
word-based marks (37%). 
 
The most popular goods and services applied for by Spanish 
businesses are in classes 35, 39 and 16.  

 

 
 
 

The Internet is by far the most popular filing route for Spanish 
businesses and their intermediaries, accounting for more than 
94% of all filings at present. Fax continues to be used for just 
under 4% of filings and mail in about 2% of cases. 

  
 

Top 10 Spain-based owners by number of CTMs filed  
Company  CTMs  
BANCO BILBAO VIZCAYA ARGENTARIA, S.A. 306 
EL CORTE INGLES, S.A. 301 
TELEFONICA, S.A. 129 
BANKINTER S.A. 120 
LABORATORIOS PHERGAL, S.A 119 
BANCO SANTANDER, S.A. 98 
FÁBRICAS AGRUPADAS DE MUÑECAS DE 
ONIL, S.A. 95 
Laboratorios Almirall, S.A. 78 
COMERCIAL MASOLIVER S.A. 74 
CAMPER, S.L 73 

 
Top 10 representatives by number of CTMs received 

from Spain-based applicants  
Representative  CTMs  
Ungria López 3 629 
UDAPI & ASOCIADOS 3 097 
HERRERO & ASOCIADOS 2 609 
CLARKE, MODET Y CIA., S.L. 2 345 
PONS PATENTES Y MARCAS 
INTERNACIONAL, S.L. 2 084 
J. ISERN PATENTES Y MARCAS 1 803 
ELZABURU 1 149 
PROPI, S.L. 887 
ABRIL ABOGADOS 885 
HENSON & CO. 844 

 
 
 

Community Design 
Priority Claims in Design Matters  
On 11 March 2008 the Invalidity Division decided to reject the 
priority claim of a registered Community design (RCD) for the 
reason that the design in the earlier priority application was 
represented in black and white, whereas the later RCD was 
registered in colour. Both designs concern “fan articles” as 
shown below: 
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The issue came up in the course of invalidity proceedings 
(ICD 000004364) wherein the RCD 000246681-0001 was 
contested for lack of novelty and individual character. One of 
the arguments of the claimant was based on a prior design, 
which was disclosed in the interval between the date of 
priority and the date of filing of the RCD. If the priority claim of 
the RCD was valid, the argument of the claimant would have 
to be rejected straight away because the prior design was not 
part of the prior art which was taken into account when 
assessing novelty and individual character of the RCD. In 
order to evaluate the merits of the claimant's argument, the 
Invalidity Division had to decide first whether the priority claim 
in the RCD was valid or not. 
 
The fact that an RCD has been registered with the priority 
date does not prejudice the post-registration examination of 
the validity of the priority claim. A substantive examination of 
the priority documents is not part of the design registration 
procedure stipulated in the Community Designs Implementing 
Regulations (CDIR). Article 10 CDIR dealing with the 
“examination of requirements for a filing date and of formal 
requirements” refers to Article 8 and 9 CDIR, which only 
concerns formalities. However, in the best interest of the 
users, OHIM applies a prima facie examination to the priority 
documents, in order to identify obvious cases where the 
applicant has erroneously attached the wrong priority 
document to the application. 
 
According to Article 41(1) of the Community Design 
Regulation (CDR) the right of priority requires that the earlier 
priority application and the later RCD concern “the same 
design”. Where this condition is met, the right of priority 
guarantees that in the assessment of the requirements of 

protection, i.e. novelty and individual character, the RCD is 
treated as if it were filed at the date of priority. And inversely, 
a design cannot be considered as having existed already at 
the priority date where the designer has added new features 
after that date. Addition of new features prevents predating. 
 
In the present case, the Invalidity Division found one feature 
in the RCD, which was not present in the design of the priority 
application, namely the feature of the blue colour. Due to the 
blue colour the priority claim of the RCD had to be rejected.  
 
 
Country overview: Spain & the Registered 
Community Design 
The first Spanish filings of RCDs were made 2003, with 
almost 2 900 designs registered when the Community design 
became available. Altogether, a total of just under 21 200 
Spanish designs have been registered. Last year there were 
4 600 filings, and in 2008 so far, there have been almost 1 
300. 
 
The most popular classes for design owners are 6, 2 and 99. 
The most popular filing route for Spanish owners is the 
Internet with e-filing accounting for 48%, followed by mail at 
40% and fax at 12%. 
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Top 10 Spain-based owners by number of RCDs filed  
Owner  RCDs  
UNIVERMOBLE, S.A 550 
PIKOLINO'S INTERCONTINENTAL, S.A. 543 
FESTINA LOTUS, S.A.. 466 
EMBOGA, S.A. 320 
ROCA SANITARIO, S.A 279 
INTERFABRICS, S.L 232 
RIOMA, S.A. 232 
BAÑO Y DISEÑO, S.L. 228 
UNIVERSAL DE DESARROLLOS 
ELECTRÓNICOS S.A. 

223 

ALHAMBRA INTERNACIONAL, S.A. 205 
 
 
 
 

Top 10 representatives by number of RCDs received 
from Spain-based applicants  

Representative  RCDs  
J. ISERN PATENTES Y MARCAS 1 578 
Ungria López 1 224 
HERRERO & ASOCIADOS 1 115 
CLARKE, MODET Y CIA., S.L. 1 100 
OFICINA PONTI 856 
GARRIGUES AGENCIA DE PROPIEDAD 
INDUSTRIAL E INTELECTUAL, S.L. 

654 

Fernández Lerroux 604 
UDAPI & ASOCIADOS 550 
ISERN CAÑADELL 520 
CURELL SUÑOL 451 

 
 
 
 
 
 
 

Case-law 
Latest trade mark and design news from 
Luxembourg  
 
Index 
ECJ Judgments and Orders  
Hairtransfer: C-212/07 
Terranus: C-243/07 

ECJ Developments in 
pending cases 
Aire Limpio Pine Tree or Sämann: 
C-488/06 
Sunplus: C-21/08  

 
ECJ Preliminary Rulings 
    --  

ECJ Preliminary Rulings: 
Developments in pending 
cases 
    --  

 
  
 

CFI Judgments and Orders 
Kokoriko: T-126/07  
Garum: T-341/06  
Coto D´Arci: T-332/04 
Delivering the Essentials of Life: 
T-128/07  
Earth: T-389/07 
Pneumo Update: T-327/06  
RW: T-215/06 
Worldlink: T-325/04  

 
CFI Judgments and Orders: 
Developments in pending 
cases 
Jurado: T-410/07 
Mirtillino: T-427/07  
Acopat: T-409/07 
Libro: T-418/07  
Quicky/Quick-II: T-74/04 (II) 
Okatech: T-419/07  
Crunch: T-408/07 
Pickwick: T-450/07  
Roland Garros : T-380/07 
New Look: T-435/07  
Arcol/Capol-II or Kaul-II: T-402/07
300: T-426/07  

A: ECJ European Court of Justice (ECJ): Appeals 
from decisions of the Court of First Instance, 
Article 63 CTMR 

A-1: ECJ Judgments and Orders  

Hairtransfer: C-212/07 - P – Appeal from T-204/04; Order of 
13 February 2008 (DE, FR; action rejected a limine; Office 
practice confirmed). 

Keywords: Absolute grounds for refusal: descriptiveness – 
Descriptiveness: assessment (partially) an issue of fact. 

The case is an appeal from a decision of the CFI of 15.2.2007 
in Case T-204/04 relating to a decision of the 2nd Board of 
1.4.2004 in R 0435/2003-2. The Board and the CFI had 
confirmed partial rejection of CTM application “Hairtransfer” 
which had been applied for for a range of goods and services 
in Classes 3, 8, 10, 21, 22, 26, 41 and 44 and which had been 
rejected for the goods and services in Classes 8, 22, 41 and 
44. The 6th Chamber of the ECJ (Bay Larsen; Schiemann; 
Toader, rapporteur) confirmed the interpretation of Article 
7(1)(c) CTMR set forth by the CFI; it considered part of the 
CFI´s findings an issue of fact (no appeal unless distortion of 
facts can be shown).  
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Terranus: C-243/07- P – Appeal from T-322/05; Order of 15 
February 2008 (DE, FR; action rejected a limine; on 
substance, Office practice confirmed). 

Keywords: Opposition: likelihood of confusion (LOC) – LOC: 
assessment an issue of fact. 

The case is an appeal from a decision of the CFI of 22.3.2007 
in Case T-322/05 relating to CTM application “Terranus”, 
word mark, applied for for various services in Class 36, inter 
alia for financial services. It had been opposed on the basis of 
two earlier rights in the figurative mark “terra”, registered in 
Class 36 inter alia for financial services. 

CTM application  

  

 

   

 

The opposition had been allowed at all instances. The 5th 
Chamber of the ECJ (Tizzano; Borg; Ilesic, rapporteur) 
dismissed the action a limine, partially as inadmissible and 
partially as clearly unfounded. The assessment of LOC is an 
issue of fact. Pursuant to Article 225(1) EC and Article 58(1) 
of the ECJ Statute, appeal to the ECJ lies on issues of law 
only. The plaintiff did not show that the CFI distorted the facts 
(ECJ Judgment in Nestlé/HABM of 20.9.2007, Case C-
193/06-P, referred).  

 

A-2: ECJ: Developments in pending cases 

Aire Limpio Pine Tree or Sämann: C-488/06 - P (appeal 
from T-168/04) – Opinion of the Advocate General (Mrs. 
Sharpston). 

Keywords: Opposition: likelihood of confusion (LOC) – LOC: 
comparison of marks – Comparison of marks: conceptual 
comparison – Conceptual comparison: protection of the 
abstract concept of the earlier mark – LOC: enhanced 
recognition of the earlier mark. 

The case is an appeal from a decision of the CFI in Case T-
168/04 by which it had rejected an appeal against a decision 
of the 2nd Board of 15.3.2004 in R 0326/2003-2. The CTM 
application at issue is denominated as the “Aire Limpio mark”; 
it consists of the silhouette of a pine tree with a face in it and 
the words “Aire Limpio”. It had been applied for, in particular, 
in Classes 3 and 5 for perfumery, essential oils, and scented 
air freshener products. 

CTM application  

   

 

Earlier “silhouette mark”  

   

 

Earlier international 
registration  

   

 

Earlier international registration  

   

 

It had been opposed on a number of earlier rights which 
consist of a silhouette of a pine tree. Those earlier trade 
marks include CTM No. 91 991 registered for goods in Class 
5 which Advocate General Mrs. Sharpston refers to as ‘the 
silhouette mark'. They also include 17 other national and 
international figurative marks, all with a similar outline, though 
all but one differing in having a white base and/or some 
wording on the body of the tree. Of particular relevance to the 
present appeal are the two international trade marks shown 
above, registered for goods in Classes 3 and 5 with effect in, 
in particular, Italy (one had been registered on 21.8.1954 and 
the other on 30.11.1966). They are figurative marks 
containing word elements, and the Advocate General refers to 
them as ‘the CAR-FRESHNER mark' and ‘the ARBRE 
MAGIQUE mark', respectively.  

The Opposition Division had rejected the opposition. It had 
compared the Aire Limpio mark with the silhouette mark. It 
had found that the goods in Classes 3 and 5, in respect of 
which the application had been made, were identical or very 
similar to those in Class 5 covered by the silhouette mark. It 
had then considered whether the similarity between the marks 
was sufficient to give rise to LOC. It had essentially taken the 
view that the form of a pine or fir tree (or any other tree, fruit 
or flower) was not particularly distinctive with regard to 
perfumery or air fresheners, but was even generic or 
descriptive and thus could not be monopolised by a single 
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trader. There were significant graphic and verbal differences 
between the two marks, and the strongly distinctive 
differences outweighed the weakly distinctive similarities, 
creating an overall impression that was sufficiently different to 
rule out any likelihood of confusion or association. Having 
reached that view, the Opposition Division had not considered 
it necessary to examine in detail any of the other earlier 
marks relied upon, which displayed even greater differences 
vis-à-vis the Aire Limpio mark than did the silhouette mark. 

The 2nd Board had taken a different view of the likelihood of 
confusion. Accepting the undisputed similarity between the 
goods concerned, the Board had focussed its assessment of 
LOC on the Aire Limpio and silhouette marks, and ‘not on all 
the earlier marks relied upon' by the opponent (Sämann). It 
had done so ‘for the same reasons of economy' as those 
given by the Opposition Division, because the silhouette mark 
was ‘representative' of the other marks and because it was 
the mark examined by the Opposition Division. It had found 
that both marks were made up of a fir tree with branches 
formed by protrusions and indents on the sides and a short 
trunk on top of a wider base, but that the silhouette mark was 
a true silhouette whereas the Aire Limpio mark was an outline 
containing other elements. The question was therefore 
whether the differences were sufficient to rule out LOC, and 
the answer depended, decisively, on the distinctiveness and 
reputation of the earlier mark. 

The Board had recalled that conceptual similarity can lead to 
LOC, in particular where the earlier mark has a particularly 
distinctive character, either per se or because it is well known 
to the public. To determine whether the latter condition is 
fulfilled, all the relevant facts must be taken into 
consideration, in particular the market share held by the mark, 
the intensity, geographical extent and duration of its use, and 
the size of the investment made by the undertaking in 
promoting it. The evidence showed that over 45 million of 
Sämann's car air fresheners were sold each year, and that 
they had an estimated market share of over 50% in Italy, 
where the earlier mark had been protected, in the essentially 
identical form of the CAR-FRESHNER mark, since 1954 and 
where more than ITL 7 billion had been spent on advertising 
in 1996 and 1997. The prolonged use and reputation, in Italy, 
of the earlier mark gave that mark a particularly distinctive 
character, at least in Italy, “even if it did not have that 
character per se, as was found in the contested decision, a 
finding which is also questionable, since the shape of a tree in 
general is one thing and the shape of a fir tree is another”. 

The Board had deduced that the conceptual similarity 
between the marks – the idea represented by the shared 
shape of a fir tree – could, at least in Italy, create LOC on the 
part of the public concerned. The differences between them, 
essentially the fact that the fir tree in the Aire Limpio mark 
contained a comically-drawn character and a word element, 
would not prevent that likelihood of confusion because it could 
be perceived by the public concerned as an amusing and 
animated variant of the earlier mark, particularly when the 
similarity between the products covered is taken into account. 
The Board had therefore annulled the Opposition Division's 
decision in part, and refused registration of the Aire Limpio 
mark for goods in Classes 3 and 5. The CFI had dismissed 
the CTM applicant's subsequent appeal. 

 

The Advocate General concluded: 

“(121) I have reached the view that the judgment under 
appeal is legally flawed in four respects. First, the Court of 
First Instance erred at paragraph 85 by accepting that the 
Board of Appeal was entitled to find that the earlier mark had 
acquired a particularly distinctive character on the sole basis 
of sales and advertising figures and the date of first 
registration in Italy. Second, it erred again at paragraph 105 in 
dismissing the argument that the shape of the earlier mark 
was necessary to obtain a technical result, without examining 
the substance of that argument. Third, at paragraph 117, it 
erred in its assessment of the Board of Appeal's reasoning. 
Fourth, it erred, passim, in assuming that the Board of Appeal 
had based its assessment on evidence relating to the ARBRE 
MAGIQUE mark when that was not indicated in the decision. 

(122 ) In that light, and in view of the fact that no outstanding 
issues of law raised before the Court of First Instance remain 
to be dealt with, it seems to me that both the judgment under 
appeal and the Board of Appeal's decision should be annulled 
and the case remitted to OHIM.”  

 

Sunplus: C-21/08 - P: Appeal from T-38/04; Office response 
filed. 

Keywords: Opposition: likelihood of confusion (LOC). 

The case is an appeal from a decision of the 5th Chamber of 
the CFI of 15.11.2007 in Case T-38/04 (Sunplus/Sun). The 
conflict relates to CTM application SUNPLUS (figurative 
mark) filed on 1.4.1996 for a range of goods in Class 9. It had 
been opposed based on several earlier rights in “SUN”, word 
mark, registered in Class 9. 

CTM application 

 

   

  
 

 

   

Registration had been sought for the following goods: Class 
9: chips; semi-conductors; integrated circuits; electronic 
circuits; semi-conductor chips; semi-conductor elements; 
micro-processing chips; floating-point computing chips; super-
large-scale integrated circuits; program cards; disks having 
computer program; magnetic disks. The earlier marks are 
registered, inter alia, for: Class 9: information processing 
installations and apparatus, computers, personal computers, 
computer terminals, computer input and output devices, 
computer accessories, computer parts and computer 
memories, text processing apparatus; computer software; 
magnetic and electronic data carriers, apparatus and 
instruments for recording and reproducing data. The 
opposition had been allowed in full at all instances. 
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B: European Court of Justice: Preliminary 
Rulings  

B-1: ECJ Preliminary Rulings 

None 

B-2: ECJ Preliminary Rulings: Developments in 
pending cases  

None 

 

C:CFI Court of First Instance (CFI): Judgments 
and Orders on appeals against decisions of  
OHIM, Article 63 CTMR 

C-1: CFI Judgments and Orders 

Kokoriko: T-126/07 – Case closed; Order of 6 March 2008 . 

Keywords: Opposition: The ‘Clean Hands' Principle (abuse of 
process; CTM applicant holding a similar mark, in a different 
Member State, which is earlier than the invoked mark of the 
opponent) – Opposition: likelihood of confusion (LOC) – LOC: 
impact of parallel proceedings between the same parties at 
the national level.  

The action had been directed against a decision of the 2nd 
Board of 16.2.2007 in R 1047/2006-2 relating to CTM 
application “Coco Rico”, word mark, which had been applied 
for chocolate bars produced from organic foods in Class 30. 

CTM application  
 
 

 

   

 

  

KOKORIKO LTDA. had filed a notice of opposition b as ed on 
two earlier CTMs, word mark “Kokoriko”, and a figurative 
mark containing that word; both marks cover the goods 
applied for by the CTM applicant. In the opposition 
proceedings, the opponent had based its reasoning on two 
decisions of the Spanish Patent and Trade Mark Office, 
refusing applications on the basis of the same earlier rights 
the same trade mark as that currently applied for by the CTM 
applicant. Consequently, the applicant limited its original list of 
goods applied for by changing it to ‘chocolate bars, produced 
from organic food' referring to the niche market it intended to 
target with its products. The CTM applicant holds a German 
trade mark right in the word “Coco Rico” for chocolate bars in 
Class 30 which predates the invoked earlier rights of the 
opponent; it therefore claimed abuse of process. The 

Opposition Division had allowed the opposition and the Board 
had confirmed the decision. 

The re as oning of the Board had been the following: (a) The 
product ‘confectionery' protected by the earlier right does not 
exclude confectionery made of organic food and sold through 
health food shops, which confirms the contested decision's 
conclusion that the products identified by the conflicting signs 
are identical; (b) The applicant's comments about its efforts to 
reach an agreement with the Intervener are not pertinent; and 
(c) As regards the applicant's argument that it is the owner of 
German trade mark No. 39 511 801.8 for the word mark 
‘Coco Rico' for chocolate bars in Class 30, registered on 30 
August 1995, several years before either of the opponent's 
CTMs were registered, and its claim that the opponent's 
reliance upon its two earlier rights is an abuse of process, the 
Board considered that the opponent had merely been 
exercising its right to file an opposition against a CTM 
application, b as ed on two earlier CTMs. This cannot be 
qualified as an abuse of process. If, as it appears, the 
applicant could have filed an opposition in due time against 
the opponent's rights, but failed to do so, that is a matter 
entirely for that party. In any c as e, Articles 50 and 52 CTMR 
offer the applicant other means to defend its earlier right. 
Since the plaintiff (CTM applicant) informed the court that it 
wished to discontinue proceedings, the case was closed.  

   

Garum: T-341/06 – Judgment of 12 March 2008 (only FR; 
action allowed). 

Keywords: Absolute grounds for refusal: distinctiveness – 
Distinctiveness: generic words in Latin – Distinctiveness: 
relevant public. 

The action had been directed against a decision of the 1st 
Board of 7.9.2006 in R 1401/2005-1, relating to CTM 
application “Garum”, applied for goods in Classes 5 and 29. It 
had been partially rejected in respect of fish and canned fish 
on the grounds that “garum” is the Latin word for a fish sauce 
which had been common in Roman times and which still is 
quoted in the English and French version of the dictionary 
Larousse Gastronomique . Notwithstanding that a parallel 
decision of the 1st Board relating to the same CTM applicant 
and a similar sign had not been at issue in the present 
proceedings, it still had been taken into account by the 3 rd 
Chamber of the CFI (Jaeger; Azizi, rapporteur; Cremona ). 
The said decision had been taken on 8.8.2006 in R 
1132/2005-1 and had related to CTM application “Garum 
Amicorum” in Classes 5 and 29. There, the Board had 
revoked the examiner's rejection and had allowed the 
application on the grounds of lack of evidence that the term 
would be understood as the generic denomination of a 
product or substance. In relation to “Garum”, at issue here, 
the 3 rd Chamber took the same view and allowed the action.  

   

Coto D´Arci: T-332/04 – Judgment of 12 March 2008 (only in 
FR, ES; action dismissed; Office practice confirmed). 

Keywords: CFI proceedings: independent claim submitted by 
the intervener – Opposition: earlier right with reputation, 
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Article 8(5) CTMR – Opposition: likelihood of confusion 
(LOC). 

The action had been directed against a decision of the 2nd 
Board of 15.6.2004 in R 0550/2003-2 relating to CTM 
application “Coto d´Arcis” (figurative mark) which had been 
applied for for a range of goods and services in Classes 32, 
33 and 39, in the latter inter alia for transport services. It had 
been opposed on the basis of “El Coto” and “Coto de Imaz”, 
both registered in Class 33. 

CTM application 

 

   

   

   
 

Whereas the Opposition Division had rejected the opposition, 
the Board had partially allowed it in Classes 32 and 33 
(services in Class 39 excluded). The Board had taken into 
account an elevated level of recognition of “El Coto”, 
considering that the opponent uses a family of marks built 
around that core brand (Coto de Imaz, Coto Mayor, Coto 
Real, and Coto Privado). In the proceedings at issue, before 
the CFI, the intervener (opponent) had also challenged the 
decision of the Board in that it had rejected its opposition 
directed against the services in Class 39; it submitted new 
evidence, inter alia, a Spanish judgment confirming reputation 
of the invoked earlier rights. 

The 4th Chamber of the CFI ((Wisniewska-Bialecka; 
Vadapalas; Moavero Milanesi) rejected both claims. The 
appeal of the CTM applicant was dismissed under Article 
8(1)(b) CTMR relying an standard case-law. The “ancillary 
appeal” of the intervener was dismissed on the grounds that 
the evidence filed could not be considered since it had not 
been filed before the Office.  

  

Delivering the Essentials of Life: T-128/07 – Judgment of 
12 March 2008 (only in FR; action dismissed; Office practice 
confirmed). 

Keywords: Absolute grounds for refusal: distinctiveness – 
Distinctiveness: slogans. 

The action had been directed against a decision of the 1st 
Board of 2.2.2007 in R 0811/2006-1 relating to CTM 
application “Delivering the Essentials of Life” which had been 
applied for for a wide range of goods and service in Classes 
1, 9, 11, 16, 35, 36, 37, 38, 39, 40, 41 and 42. It had been 
rejected as a mere advertising phrase without any distinctive 
character under Article 7(1)(b) CTMR. The 8 th Chamber of 

the CFI ( Martin s Ribeiro; Papasavvas, rapporteur; Dittrich) 
confirmed these findings.  

   

Earth: T-389/07 – Order of 18 February 2008 (case closed; 
CTM application withdrawn pending proceedings). 

Keywords: Opposition: likelihood of confusion (LOC) 

The action had been directed against a decision of the 2nd 
Board of 9.8.2007 in R 1590/2006-2, relating to CTM 
application “Earth” (figurative mark). 

CTM application 

 

   

 

 

It had been applied for for the following goods: Class 25: 
footwear; clothing, namely shirts, sweatshirts, t-shirts, 
sweaters, hats, jackets, windbreakers, vests, parkas, pants, 
jeans, shorts, swimwear, socks, belts. The CTM applicant had 
claimed priority from a United States trade mark application. 
An opposition had been based on several earlier rights in 
marks consisting of or comprising “Earth”, registered for a 
range of goods and services in Classes 3, 14, 18, 25 and 35. 
The opposition had been allowed. The CTM applicant and 
plaintiff informed that, upon a friendly settlement with the 
opponent, it had withdrawn the CTM application.  

   

Pneumo Update: T-327/06 – Order of 18 February 2008 (DE; 
rejection a limine; partially evidently inadmissible, partially 
evidently lacking any legal basis). 

Keywords: CFI proceedings: formalities – Opposition: 
absolute grounds for refusal – Opposition: likelihood of 
confusion (LOC) – LOC: comparison of signs – LOC: weak 
earlier mark but weaker subsequent sign. 

The action had been directed against a decision of the 2nd 
Board of 11.9.2006 in R 0668/2005-2 relating to CTM 
application “Pneumo Update” which had been applied for for a 
range of goods in Class 5 (medicinal preparations etc.). It had 
been opposed on the basis of “Pneumo”, word mark, 
registered for pharmaceutical products etc. in Class 5. The 
opposition had been allowed in full. The CTM applicant 
sought to rely on procedural issues (lack of sufficient 
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reasoning in the challenged decision, etc.) and on 
misconstruction of Article 8(1)(b) CTMR. The 2 nd Chamber 
of the CFI (Pelikánová (rapporteur); Jürimäe; Soldevila 
Fragoso) stated that, inter alia, absolute grounds for refusal 
cannot be invoked at opposition, and that in the case of a 
weak earlier mark, normally or as a matter of principle, 
addition of an element to that mark in the subsequent sign 
would exclude LOC. This, however, is not the case where 
then the subsequent sign, overall, is even weaker as the 
earlier right.  

   

RW: T-215/06 – Judgment of 28 February 2008 (only FR; 
action partially allowed; the decision has a potential impact on 
the interpretation of Article 6ter Paris Convention in 
conjunction with Article 7(1)(h) CTMR in Office practice. The 
Office will appeal the decision). 

Keywords: Absolute grounds for refusal: Article 7(1)(h) 
CTMR; official emblems etc. – Article 6ter Paris Convention: 
interpretation – Article 6ter PC: difference between product 
marks and service marks. 

The action had been directed against a decision of the 1st 
Board of 4.5.2006 in R 1463/2005-1 relating to CTM 
application “RW” (figurative mark) which had been applied for 
for a range of goods and services in Classes 18, 25 and 40. 

CTM application  

   

 

State emblem of Canada (as 
registered with WIPO)  

   

 

 

It had been rejected under Article 7(1)(h) CTMR in 
conjunction with Article 6ter Paris Convention on the grounds 
that the sign contains the state emblem of Canada . The CTM 
applicant (plaintiff in the action) had argued, firstly, that the 
said state emblem is in red and that therefore its sign would 
keep a certain distance to it. Secondly, that when assessing 
such a case, a differentiation must be made between goods 
and services since Article 6ter PC would only apply to product 
marks. The 5th Chamber of the CFI (Vilaras, rapporteur; 
Dehousse; Sváby) found for the Office in relation to the goods 
in the application and in favour of the CTM applicant in 
respect of the services in Class 40.  

   

Worldlink: T-325/04 - Judgment of 27 February 2008 (action 
dismissed; Office practice confirmed). 

Keywords: Board proceedings: material filed for the first time 
– Scope of the CTM application: change of the description of 
the claimed goods and services after the appeal decision – 
Opposition: likelihood of confusion (LOC) – LOC: impact of 
national decisions between the same parties – LOC: 
comparison of services. 

The action had been directed against a decision of the 1st 
Board of 18.5.2004 in R 0789/2002-1 relating to the plaintiff's 
CTM application “Worldlink” (word mark). The goods and 
services in respect of which registration had been applied for 
fell within, inter alia, Class 36 and corresponded, in respect of 
that class, to the following description: insurance; financial 
affairs; monetary affairs and real estate affairs.  

CTM application    

 

It had been opposed on the basis of, inter alia , “LINK” 
(figurative mark) registered in the United Kingdom for services 
falling within Class 36, corresponding to the following 
description: ‘banking services for the dispensing of cash; 
funds transfer and payment services; financial information 
services'. The opposition had been directed, following 
restrictions effected before the Opposition Division, against 
services relating to ‘financial affairs; monetary affairs'. The 
Opposition Division had allowed the opponent a period 
expiring on 16.10.2000 to submit observations, evidence and 
arguments in support of its opposition, which the intervener 
did by letter dated 13.10.2000. Following several extensions 
of time, the CTM applicant and plaintiff in the present action 
submitted its observations in reply to those of the opponent 
on 28.5.2001 and 26.6.2001. On 28.9.2001 the Opposition 
Division informed the parties that no further observations 
could be submitted to it. 

Despite that communication, on 11.2.2002 the plaintiff 
submitted further observations, in which it stated that the 
Judgment of the High Court of Justice of England and Wales 
(Chancery Division) of 5.12.2001 relating to opposition 
proceedings between the opponent and itself, and the case in 
which it was delivered, was not relevant to the opposition filed 
before OHIM, contrary to what the opponent had claimed. The 
Opposition Division refused to take account of those 
observations on the ground that they had been filed out of 
time. Eventually, it upheld the opposition in so far as it 
covered the services relating to ‘financial affairs; monetary 
affairs'. Pending appeal proceedings, the CTM applicant and 
plaintiff had submitted further observations, which it 
maintained to have been a response to the facts and 
arguments submitted by the opponent. 

By its contested decision, the 1st Board had dismissed the 
appeal. It refused to take into consideration certain 
observations of the parties, inter alia the observations 
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submitted by the plaintiff pending proceedings. It took the 
view in this respect that it was necessary to take account of 
the judgment of the High Court and of the observations in 
relation to that judgment only in so far as that judgment had 
been relied on by the opponent, as evidence for the claim that 
the earlier mark was well known.  

As regards the substantive points at issue, the Board had 
considered, first of all, that the relevant public comprised 
average consumers within the United Kingdom and that the 
services in question were identical. The Board found, next, 
that, each taken as a whole, the mark applied for and the 
earlier mark were similar, the term ‘link' being their dominant 
element. Similarly, the Board found that the term ‘link' was not 
directly descriptive of the services in question and in any 
event was more strongly distinctive than the element ‘world'. 
On the other hand, it found that the claim that the earlier mark 
is well known could not be taken into account since it had 
been relied on for the first time before it. In conclusion, the 
Board took the view that there was a likelihood of confusion 
between the earlier mark and the mark applied for. By a letter 
sent to the Office two days before the present action had 
been brought, the plaintiff had declared that it ‘[was] 
restrict[ing] the specification of goods and services' covered 
by the mark applied for, by replacing within Class 36 the 
original description ‘financial affairs; monetary affairs' with 
‘financial affairs, namely electronic and paper-based banking 
services, all relating to multi-currency payment systems; all 
included in Class 36'. In a letter sent to the plaintiff three 
months after the action had been brought and headed 
‘Confirmation of a restriction of goods or services in a 
Community trade mark application (Article 44(1) CTMR)', the 
Office indicated that it ‘hereby confirms that the specification 
of goods and/or services of the above application has been 
amended to read as follows …'. The 2nd Chamber of the CFI 
(Meij; Pelikánová; Papasavvas) dismissed the action. 

The restriction of the services specified in the trade mark 
application 

“(20) The applicant submits that, following the restriction of 
the services specified in the trade mark application, there is 
no longer any need to give judgment in this case, which 
should be remitted to the Board of Appeal for a fresh decision 
on the basis of the restricted list of services. It submits in this 
respect that that restriction is comparable, in terms of its 
procedural consequences, to the withdrawal of an opposition. 
The withdrawal of an opposition renders inoperative OHIM's 
decision relating to the opposition. The opposite result 
amounts, in its view, to precluding the application of Article 
44(1) of Regulation No 40/94. 

(21) OHIM and the intervener submit that the restriction of the 
services at issue cannot be taken into account, since the 
Court is required to examine the legality of the contested 
decision in the light of the factual and legal context as it 
existed before the Board of Appeal. They maintain in this 
respect that the restriction carried out by the applicant is 
capable of changing the subject-matter of the dispute as 
regards the examination of the similarity of the services at 
issue.” 

 

 

Findings of the Court 

“(22) It must first be observed that, contrary to what the 
applicant submits, it is still necessary to give judgment in this 
case. Since, first, the applicant did not remove from the list of 
goods and services covered by the mark applied for all the 
services covered by the opposition and since, second, the 
intervener maintained that opposition notwithstanding the 
restriction effected by the applicant, the parties remain in 
dispute as to the likelihood of confusion between the mark 
applied for and the earlier mark with regard to certain services 
falling within Class 36. Consequently, the contested decision, 
which deals with that dispute, has not been rendered 
inoperative and it is therefore necessary to proceed to 
judgment. 

(23) It should next be observed that, under Article 44(1) of 
Regulation No 40/94, an applicant for a Community trade 
mark may at any time restrict the list of goods or services 
covered in the trade mark application. In the present case the 
applicant carried out such a restriction by its letter sent to 
OHIM on 3 August 2004. 

(24) As regards the effect of that restriction on this case, it 
should be borne in mind that the purpose of actions before 
the Court of First Instance under Article 63(2) of Regulation 
No 40/94 is to obtain a review of the legality of decisions of 
the Boards of Appeal, which must be carried out in the light of 
the factual and legal context of the dispute as it was brought 
before the Board of Appeal (Case T-57/03 SPAG v OHIM – 
Dann and Backer (HOOLIGAN) [2005] ECR II-287, paragraph 
17, and Case T-320/03 Citicorp v OHIM (LIVE RICHLY) 
[2005] ECR II-3411, paragraph 16). That precludes in 
principle taking into account elements which have come into 
existence after the Board of Appeal's decision has been 
given, such as the restriction of the services covered by the 
mark applied for at issue in the present case (see, to that 
effect, Case C-416/04 P Sunrider v OHIM [2006] ECR I-4237, 
paragraph 55, and the order of 15 November 2006 in Case T-
366/05 Anheuser-Busch v OHIM – Budejovický Budvar 
(BUDWEISER), not published in the ECR, paragraphs 40 to 
48) . 

(25) However, for reasons of procedural economy, the Court 
may take account of a restriction of the goods and services 
covered in the trade mark application on condition that that 
restriction is not such as to change the factual context to 
which the Board of Appeal's examination related as regards 
the goods or services not affected by that restriction.  

(26) Thus, a restriction carried out in accordance with Article 
44(1) of Regulation No 40/94 subsequent to the adoption of 
the contested decision may be taken into consideration by the 
Court where the applicant for the trade mark limits itself 
strictly to reducing the subject-matter of the dispute by 
withdrawing certain categories of goods or services from the 
list of goods and services covered in the trade mark 
application (see, to that effect, Case T-194/01 Unilever v 
OHIM (ovoid tablet) [2003] ECR II-383, paragraphs 13 to 17, 
and Case T-289/02 Telepharmacy Solutions v OHIM 
(TELEPHARMACY SOLUTIONS) [2004] ECR II-2851, 
paragraphs 13 to 15). Since, under Article 43(5) of Regulation 
No 40/94, the Board of Appeal must assess the likelihood of 
confusion in relation to each of the goods and services in 
respect of which the Community trade mark has been applied 
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for, but is not, however, required to carry out an analysis of 
each of the goods or services forming part of a category 
included in the list (order in BUDWEISER, paragraph 35), the 
mere withdrawal of one or more categories of goods and 
services from the list in respect of which the trade mark 
application is filed is not, in principle, capable of changing the 
factual context to which the Board of Appeal's examination 
related as regards the goods and services not affected by that 
restriction. 

(27) Where, on the other hand, that restriction leads to a 
change in the subject-matter of the dispute, in that it results in 
the introduction of new elements which had not been 
submitted for examination by the Board of Appeal for the 
purposes of the adoption of the contested decision, it may 
not, in principle, be taken into account by the Court. Such is 
the case where the restriction of the goods and services 
consists in specifications capable of influencing the 
assessment of the similarity of the goods and services or the 
determination of the target public and of changing, 
consequently, the factual context presented before the Board 
of Appeal (see, to that effect, Case T-164/03 Ampafrance v 
OHIM – Johnson & Johnson (monBeBé) [2005] ECR II-1401, 
paragraphs 20 to 22). 

(28) In the present case, the restriction effected by the 
applicant consists, first, in the withdrawal from the list of 
services covered in the trade mark application of ‘monetary 
affairs' and, second, in the specification of the category 
‘financial affairs' by the addition of the clarification ‘namely 
electronic and paper-based banking services, all relating to 
multi-currency payment systems; all included in Class 36'. 

(29) In the light of the foregoing, the withdrawal of the 
category ‘monetary affairs' may be taken into consideration. 

(30) On the other hand, as alluded to by the parties at the 
hearing, the clarification made to the category ‘financial 
affairs' is capable of influencing the examination of the 
similarity of that category of services with the services 
covered by the earlier mark and changes, consequently, the 
factual context of the dispute as it was brought before the 
Board of Appeal. Consequently, that clarification may not be 
taken into consideration by the Court.”  

 

C-2: CFI Judgments and Orders: Developments 
in pending cases  

Jurado: T-410/07 - Office response filed (ES). 

Keywords: Renewal: formalities – Renewal/entitlement to 
request: exclusive licensee. 

The action is directed against a decision of the 2nd Board of 
3.9.2007 in R 0866/2007-2 relating to CTM No. 240 218 
which had a priority date of 25.4.1996. The CTM had been 
exclusively licensed to Jurado Hermanos S. L. When renewal 
had become due, the Office had informed both the holder and 
the exclusive licensee within the statutory time limit. However, 
no request for renewal had been filed. In consequence, the 
Office had informed the holder after expiry of the right on 

25.4.2006 that the CTM had been expunged from the register. 
In March 2007, the licensee had filed a request for restitution 
in integrum which had been rejected by the competent unit. 
On appeal, the Board had confirmed rejection mainly on the 
ground that absent an express authorisation on the part of the 
licensor, a licensee lacks entitlement to request renewal.  

   

Mirtillino: T-427/07 - Office response filed (ES) 

Keywords: Opposition: likelihood of confusion (LOC) – LOC: 
comparison of marks – Relevant public: degree of 
attentiveness. 

The action is directed against a decision of the 2nd Board of 
29.8.2007 in R 0875/2006-2 relating to CTM application No. 3 
252 467, “Mirtillino” (figurative mark), which had been applied 
for for a range of goods in Classes 3, 18 and 25. 

CTM application 

 

   
 

 

It had been opposed on the basis of CTM No. 1 653 351, 
“Mirto”, word mark, registered in the same classes. Whereas 
the Opposition Division had partially allowed the opposition, 
the Board had rejected it on the grounds of an elevated 
degree of attentiveness of the relevant public and, against this 
background, an insufficient degree of similarity between the 
marks which would exclude LOC.  

   

Acopat: T-409/07 - Office response filed. 

Keywords: Opposition/invalidation: proof of use of the earlier 
right (POU). 

The action is directed against a decision of the 1st Board of 
6.9.2007 in R 0289/2006-1 relating to CTM No. 1 643 782, 
“acopat” (figurative mark), which had been challenged by way 
of a request for invalidation on relative grounds on the basis 
of “Copat”. 

CTM 

 

  

 

 

The CTM has been registered since 11.2.2000 for the 
following goods and services in Classes 35 and 42: services 
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consisting of business management and organization 
consultancy, especially related to the industrial property all 
included in this class; valuations, reports, researches, studies 
in general, all related to the industrial and intellectual 
property. The invoked earlier rights are registered for a range 
of goods and services in Classes 9, 35, 41 and 42, namely: 
computer programs, management consultancy, arranging and 
conducting of congresses and seminars, publication of books, 
magazines and computer programs as printed matter, 
services of an attorney, engineer, translator, programmer, 
searcher and of a designer; services of a patent lawyer, 
services of European Patent Attorney; consulting, agency, 
appraisal and search (technical and legal) commercial right 
protection regarding patents, utility models, design patents, 
registered trade marks, topographic sort patent rights and 
patent rights licenses and administration of patent rights 
including fee-monitoring; investigation in legal matters, in 
particular international patent right searches, technical 
consultations, physical technical appraisals, services of a 
physicist, technical and legal translation. 

After examining the filed material as regards POU, the 
Cancellation Division had allowed the request for invalidation. 
On appeal, the Board had rejected the invalidation request in 
its entirety. In essence, the Board had held that the evidence 
filed by the invalidity applicant did not substantiate its claim 
that the mark ‘COPAT' had been put to genuine use in 
Germany between 1996 and 2001 in respect of the services 
concerned, since, in particular, the extent of the use allegedly 
made within that period had not been documented in any 
way.  

 Libro: T-418/07 - Office response filed. 

Keywords: Opposition: likelihood of confusion (LOC) – LOC: 
comparison of goods and services. 

The action is directed against a decision of the 4th Board of 
3.9.2007 in R 1454/2005-4 relating to CTM application No. 2 
616 753, “LIBRO” (figurative mark). 

CTM application 

 

 

It had been applied for for a range of goods and services in 
Classes 9, 38 and 42, and had been opposed on the basis of 
“LIBERO” (figurative mark), registered in the same classes. 
The opposition had been partially allowed.  

 

Quicky/Quick-II: T-74/04 (II) - Observations of the Office filed 
(FR). 

Keywords: Opposition: likelihood of confusion (LOC) – LOC: 
comparison of marks – Comparison of marks: overall 
impression. 

The case is the second round in an action initially directed 
against a decision of the 2nd Board of 17.12.2003 in R 
0922/2001-2 relating to CTM application No. 467 746, 
“Quicky” (figurative mark). It had been decided on 22.2.2006 
(Case T-74/04 (I)) in favour of the opponent. On appeal, the 
ECJ had revoked the CFI judgment and had remitted the case 
back to the CFI on the grounds that, when comparing the 
marks in question, all relevant factors had not been taken into 
account, in particular the overall impression (Judgment of 
20.9.2007, C-193/06 - P).  

   

Okatech: T-419/07 - Office response filed (DE). 

Keywords: Procedural law – OHIM proceedings: repealing of 
a decision under Article 77a CTMR – Partial repealing of a 
decision (aspect of costs) under Article 77a CTMR: issue of 
partial finality of a decision – Partial repealing of a decision: 
formal requirements for an appeal against the decision on 
substance. 

The action is directed against a decision of the 2nd Board of 
3.9.2007 in R 0766/2007-2 relating to CTM No. 915 058, 
“Okatech”, word mark, which had been registered for a range 
of goods and services in Classes 6, 19 and 42. It had been 
challenged as regards use for the services of an architect and 
of a designer in Class 42. By its decision of 21.12.2006 the 
Cancellation Division had allowed the request in full and had 
ordered that each party shall bear its own costs. On 6.2.2007, 
it had informed the parties of its intention to repeal its decision 
on costs pursuant to Article 77a CTMR and had invited 
comments. The representative of the CTM proprietor 
subsequently had communicated with the Office over the 
phone, inter alia making enquiries as regards the next 
procedural steps and the time limits for appealing. On 
21.3.2007 the Cancellation Division took a decision repealing 
the decision of 21.12.2006 in relation to costs. 

On 16.5.2007, the CTM proprietor and plaintiff in the present 
action filed an appeal, arguing on substance that it had 
genuinely used its CTM for the revoked services. The 2nd 
Board rejected that appeal as inadmissible on the grounds 
that it had been filed out of time, Article 59 CTMR, in relation 
to the decision on substance of 21.12.2006 which had 
become final since only the aspect of costs had been 
repealed.  

   

Crunch: T-408/07 - Office response filed. 

Keywords: Revocation: non-use. 

The action is directed against a decision of the 4th Board of 
30.8.2007 in R 1168/2005-4, a revocation case for alleged 
non genuine use, relating to CTM No. 62 083. It had been 
registered in black and white, in Classes 9, 25 and 41. 
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The Cancellation Division had revoked the CTM for “pre-
recorded audio cassettes, disks and tapes and pre-recorded 
video cassettes, disks and tapes; excluding pre-recorded 
fitness videos (Class 9) and for footwear and headgear in 
Class 25. It had decided that the CTM remains registered for 
pre-recorded fitness videos in Class 9, for clothing in Class 25 
and for gymnasium, spa and health club services in Class 41. 

Before the Cancellation Division, the CTM proprietor had filed 
evidence of use of the mark, which mainly consisted of two 
affidavits plus ‘Exhibit 1' and ‘Exhibit 2', which were sets of 
Italian fitness magazines, with a translation of some relevant 
parts into English, ‘Exhibits 3 – 4' with a large number of 
invoices for clothing, and several fitness magazines and 
extracts thereof containing advertisement for fitness videos. 
The Cancellation Division had found that this evidence was 
sufficient to show genuine use of the mark for ‘clothing' and 
‘pre-recorded fitness videos'. As concerns ‘gymnasium, spa 
and health club services in Class 41', i.e., the services under 
appeal, the decision had reasoned: “The sponsorship of the 
annual outdoor fitness festival in Rimini as such does not 
amount to use of gymnasium, spa and health club services. 
However as personal trainers have been provided during the 
festival providing exercise instruction and lessons to the 
attendees and it is reckoned that approximately 400,000 
people attended the fitness festival held in June 2002 and that 
the numbers attending each year are growing. All such 
trainers wear the ‘CRUNCH' logo on their clothing and their 
stands. See exhibit 3, page 28 where an article entitled ‘Beto, 
Zumba, CRUNCH. The ‘great success of the Fitness Festival' 
refers to the trainers on the Crunch stage and the fact that the 
routines will be performed in all Italian gyms. The fact that a 
gymnasium, spa or health facility is lacking is not decisive as 
any fitness activity service falling under said specification may 
be carried out in open air. The nature, extent and time of use 
of the trade mark amounts to genuine use of the services in 
Class 41.” 

Subsequently, the revocation applicant had filed an appeal 
against this decision, to the extent that the Cancellation 
Division had not revoked the CTM also for gymnasium, spa 
and health club services in Class 41. By the decision at issue 
here, the 4th Board had allowed the action and consequently 
had also revoked the CTM for gymnasium, spa and health 
club services, essentially on the following grounds: 

- Considering the nature of the use, one could at best see 
from the evidence that there was a stage with a fitness trainer 
wearing a sweatshirt with the ‘Crunch' mark as registered and 
assume that a crowd of people, on the beach, imitated the 
exercises performed by that fitness trainer, this being one of 
the attractions of the Rimini festival. 

- The CTM proprietor's involvement in the festival did not go 
beyond mere sponsorship. 

- Arguably, it could constitute use for services in the area of 
fitness (broadly speaking) if the CTM proprietor provided a 
relevant part of the fitness activities on which the festival 
centered. However, it failed to provide evidence about the 
exact way in which it appeared on, or was connected to, the 
festivals. 

- The “use activities” at the Rimini festivals did not fall under 
the specification of ‘gymnasium, spa and health club 
services'. 

- ‘Gymnasium' services are those that are directed at people 
who want to perform gymnastics, bodybuilding or fitness 
exercises in a gymnasium. This requires either a building 
where appropriate equipment is installed and where exercises 
can be held regularly, with or without the assistance of 
trainers or instructors, or at least a place where such 
equipment is installed in a permanent form. The Community 
trade mark proprietor did not evidence that at the Rimini 
festivals and in relation to the mark ‘Crunch' there was an 
environment which involved the installation of such 
equipment. The fact that some of this equipment such as 
benches and curls is mobile and can be carried to any place, 
does not transform any place into a ‘gymnasium'. 

- Spa services imply bathing facilities. The CTM proprietor 
brought forward nothing that would bring the Rimini festival 
into the vicinity of ‘spa' activities or services. The fact that 
within a ‘spa' one may perform other activities than bathing is 
irrelevant. Had the CTM proprietor rendered such other 
activities that would constitute use for those other activities, 
but not for ‘spa' services. The Community trade mark 
proprietor never offered ‘spa' services. ‘Health club services' 
require physical installations in which various services 
beneficial to the client's health are rendered. As they are a 
‘club' (and not just ‘health services'), they imply a membership 
or ad hoc admission fee. In any case, they imply facilities 
where the customer can seek those services in a frequency 
and at a time convenient for him. Fitness exercises, whether 
outdoor or indoor, are not ‘health club' services. It follows that 
the use shown does not evidence at all use for the services 
as registered, namely gymnasium, spa and health club 
services in Class 41. Proper reasons for non-use were not 
provided by the CTM proprietor.  

   

Pickwick: T-450/07 - Office response filed. 

Keywords: Opposition/Invalidation on relative grounds: 
likelihood of confusion (LOC). 

The action is directed against a decision of the 2nd Board of 
10.9.2007 in R 1245/2006-2 relating to CTM No. 826 669, 
“Pickwick” (figurative mark) which had been registered for a 
range of goods in Class 25. This CTM had been challenged 
by way of a cancellation request made on the basis of two 
earlier Spanish rights in “Pick Quic” (figurative mark), 
registered also in Class 25. 
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CTM application 

 

  

 

 

The CTM had been registered on 1.9.2000 with the following 
disclaimer: “No claim is made to the exclusive right to use the 
words COLOUR GROUP outside the context of the trade 
mark”. The request for a declaration of invalidity on relative 
grounds had been allowed in its entirety.  

   

Roland Garros: T-380/07 - Office response filed (FR). 

Keywords: Appeal proceedings: formalities – Appeal 
formalities: payment of fee. 

The action is directed against a decision of the 4th Board of 
19.7.2007 in R 0876/2006-4 relating to CTM application No. 3 
114 477, “Roland Garros” (figurative mark), which had been 
applied by a Greek applicant for a range of goods in Class 25. 

CTM application 

 

   

   

 

 

   

It had been opposed by the Fédération Française de Tennis 
(Stade Roland Garros, Paris) on the basis of the earlier 
French word mark “Roland Garros”, registered in Class 25. 
The opposition had been allowed in full. The appeal initiated 
by the CTM applicant had been rejected for lack of payment 
of the statutory fee. Whereas in the case at issue the time 
limit specified in Article 59 CTMR had expired on 31 May 
2006, the appeal fee had been received on 27 September 
2006. The plaintiff invokes technical problems.  

   

 

 

New Look: T-435/07 - Office response filed. 

Keywords: Examination proceedings: division of the 
application – Absolute grounds for refusal: distinctiveness. 

The action is directed against a decision of the 2nd Board of 
3.9.2007 in R 0670/2007-2 relating to CTM application “New 
Look”, word mark, which had been filed in respect of a wide 
range of goods and services in Classes 3, 4, 9, 11, 14, 16, 18, 
20, 25, 26, 28, 35 and 36. After having been informed that the 
sign does not appear to be eligible for registration pursuant to 
Article 7(1)(b) and (c) CTMR in relation to at least part of the 
list of goods and services because in that context it merely 
designates the intended purpose of the challenged goods, 
which is to endow the customer with a novel and fashionable 
style or ‘look', the applicant responded to the examiner's 
objection arguing that the mark was merely evocative and 
that, in any case, it intended to submit evidence of acquired 
distinctiveness through use within the meaning of Article 7(3) 
CTMR, which it finally submitted. After having considered the 
evidence, the examiner had maintained her objection and had 
expanded it to include additional goods and services. In 
return, the applicant applied to divide its CTM application.  

Following that division, the CTM application at issue retained 
the following goods and services: Class 3: cosmetics and 
toiletries; soaps; perfumes, essential oils, shampoos and 
conditioners for the care of the hair; deodorants and 
dentifrices; Class 9: sunglasses, lenses and frames for 
sunglasses; Class 14: jewellery; articles of precious metal or 
coated therewith; bracelets, necklaces, brooches, rings and 
earrings; watches and clocks; watch straps; watch bracelets 
and watch chains; parts, fittings and accessories for the 
aforesaid goods; Class 16: paper, cardboard and goods made 
from these materials, not included in other Classes; printed 
matter and printed publications namely in-store magazines 
and mail order catalogues for clothing articles; Class 18: 
articles made of leather or imitation leather; bags; handbags; 
rucksacks, shoulder bags, beach bags, athletic bags, tote 
bags, carry on luggage; clutch bags, travelling bags, wallets, 
purses, cheque book covers, briefcases, hip pouches, articles 
of luggage, parasols, umbrellas, canes and belts; vanity 
cases; Class 25: articles of clothing, footwear and headgear; 
Class 26: wigs, false hair, and Class 35: the bringing together 
for the benefit of others of ranges of clothing, footwear, 
headgear, fashion accessories and lifestyle items in a retail 
environment, so that others can conveniently view and 
purchase such goods. 

The objection was maintained and the CTM application at 
issue rejected; the material filed under Article 7(3) CTMR, 
distinctiveness acquired on the market, having been rejected 
as insufficient.  

   

Arcol/Capol-II or Kaul-II: T-402/07 - Office response filed. 

Keywords: Opposition proceedings: formalities – Board 
proceedings: formalities. 

The action is directed against a decision of the 2nd Board of 
1.8.2007 in R 0782/2000-2 relating to CTM application No. 
195 370. It is the follow-up case of Arcol/Capol-I, C-29/05-P. 
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The background of the case can be summarised as follows: 
On 3 April 1996, Atlantic Richfield Company had applied to 
register the word mark “ARCOL” as a CTM for, inter alia , 
‘chemical substances for preserving foodstuffs'. Kaul GmbH 
subsequently had opposed registration on grounds of 
likelihood of confusion with its own earlier CTM “CAPOL”, 
registered for ´chemical preparations for keeping fresh and 
preserving foodstuffs, namely, raw materials for smoothing 
and preserving prepared food products, in particular, 
confectionery.' The opposition had been rejected on the 
ground that there could be no likelihood of confusion between 
the marks in the Community, taking into account their visual 
and phonetic differences. Kaul´s appeal had been dismissed 
(3rd Board of 4 March 2002 in R 0782/2000-3). In support of 
that appeal, Kaul had submitted, in particular, that the mark 
has highly distinctive character, for which reason it should, in 
accordance with the court's case-law, benefit from increased 
protection. In that regard, Kaul had asserted, however, that 
such highly distinctive character resulted not only from the 
lack of descriptive character of the term CAPOL for the goods 
considered, as it had already submitted before the Opposition 
Division, but also from the fact that that mark had become 
well known through use. In order to substantiate that well-
known character, Kaul had produced, in the annex to its 
written statement before the Board, a declaration in lieu of 
oath from its managing director and a list of its customers. 
The Board had found, inter alia , that it could not take into 
account a possible highly distinctive character of the earlier 
mark which is linked to the fact that it is well known, since that 
submission and the above-mentioned evidence in support 
had been introduced for the first time in the appeal brought 
before it. 

Kaul had then brought an action seeking annulment of the 
Board's decision. Four pleas in law were raised in support of 
that action: first, breach of the obligation to examine the 
evidence adduced by Kaul before the Board; second, 
infringement of Article 8(1)(b) CTMR; third, infringement of the 
principles of procedural law acknowledged in the Member 
States and the procedural rules applicable before OHIM; and, 
fourth, breach of the duty to state reasons. The CFI upheld 
the first plea and annulled the contested decision on that 
account without giving judgment on the other pleas raised in 
the action (Judgment of 10 November 2004 in Case T-
164/02). The CFI had found that “the Board was not able, 
without infringing Article 74 CTMR, to refuse to consider the 
factual evidence adduced by (the plaintiff) its statement (…) 
for the purpose of proving the highly distinctive character of 
the earlier mark resulting from the use, claimed by the 
Applicant, of that mark in the market.” 

Subsequently, the Office had appealed that CFI judgment, 
claiming that the ECJ should set it aside and refer the case 
back to the CFI for it to give judgment on the other pleas in 
the action. The ECJ then had set aside the contested decision 
(Judgment of 13 March 2007 in Case C-29/05-P). It had held 
that where facts and evidence have not been submitted and 
produced by the party concerned within the time limit set to 
that end under the provisions of the CTMR, and thus not ‘in 
due time' within the meaning of Article 74(2) CTMR, that party 
does not enjoy an unconditional right to have such information 
taken into account by the Board. However, the Board has 
discretion as to whether or not to take such information into 
account when making the decision which it is called upon to 
give. Therefore, in finding (in paragraphs 29 and 30 of the CFI 
judgment under appeal) that the Board is required to take 

account of the facts and evidence submitted for the first time 
by the party opposing an application for registration of a mark 
in the written statement lodged in support of its appeal before 
that Board, and in annulling the contested decision merely 
because the Board had refused, in this instance, to take 
account of such information, the CFI had infringed the 
combined provisions of Articles 42(3), 59 and 74(2) CTMR. 

The ECJ took note, as had the CFI, that the Board had 
refused to take into account the facts and evidence submitted 
by Kaul in support of its appeal by holding, essentially, that 
the taking into account of such information was automatically 
precluded since those facts and that evidence had not been 
submitted earlier before the Opposition Division within the 
time limit set by that Division. That reasoning of the Board, 
however, infringed Article 74(2) CTMR because the Board 
has a wide discretion as to whether or not to take account of 
such information. Instead of exercising that discretion, the 
Board had wrongly considered itself to be lacking any 
discretion. The ECJ therefore had also annulled the contested 
decision of the Board. 

By decision of the Presidium of the Boards of Appeal of 19 
June 2007, the case had been reallocated to the 2nd Board. 
That Board had stated in this contested decision that the 
crucial issue to examine and decide is whether or not to take 
into account the facts and evidence submitted by the 
opponent for the first time together with the grounds of appeal 
in the exercise of the discretion granted by Article 74(2) 
CTMR. In the context of opposition proceedings, taking such 
facts or evidence into account is particularly likely to be 
justified where the Office considers, first, that the material 
which has been produced late is, on the face of it, likely to be 
relevant to the outcome of the opposition brought before it 
and, second, that the stage of the proceedings at which that 
late submission takes place and the circumstances 
surrounding it do not argue against such matters being taken 
into account. According to the Arcol/Capol-I Judgment of the 
ECJ, the key factor to be considered by the Board in the 
exercise of its discretion is whether the new facts or evidence 
are, on the face of them, likely to be relevant to the outcome 
of the opposition brought before it. 

The Board had stated in that regard that, according to the 
case-law of the ECJ, assessing a likelihood of confusion 
presupposes that the signs as well as the goods and services 
at issue are identical or similar and the reputation of a mark is 
a factor which must be taken into account when determining 
whether the similarity between the signs and between the 
goods and services is sufficient to give rise to a respective 
risk of confusion (Canon, paragraphs 22 and 24 referred). 
The Board had gone on to conclude that since, in the present 
case, the conflicting marks cannot in any way be regarded as 
similar by the relevant public composed of manufacturers of 
food and confectionery products, the fact that the earlier mark 
is widely known cannot alter the global assessment of 
absence of a likelihood of confusion according to well-
established case-law (referred: ECJ of 12 October 2004 in C-
106/03 Vedial S.A. v OHIM (‘Hubert') [2004] ECR I-9573, at 
paragraphs 51 and 54; CFI of 12 December 2002 in T-110/01 
Vedial S.A. v OHIM (‘Hubert') [2002] ECR II-5275, at 
paragraphs 65; CFI of 22 October 2003 in T-311/01 Les 
Editions Albert René v OHIM (‘Starix') [2003] ECR II-4625, at 
paragraph 61; and CFI of 11 July 2006 in T-247/03 Miguel 
Torres, SA v OHIM (‘Torre Muga') [2006] ECR II-51, at 
paragraphs 72, 79-80). The failure of the opposition, the 
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Board had underlined, was due to lack of similarity of the 
conflicting marks and not to lack of distinctiveness of the 
earlier mark, since, at the time of the first decision, the 3 rd 
Board had found the earlier mark inherently distinctive to a 
high degree as an invented word. Consequently, the Board 
again had confirmed the rejection of the documents as 
inadmissible since they cannot have any bearing on the 
application of Article 8(1)(b) CTMR in the present case. In 
conclusion, it dismissed the appeal on the grounds that there 
is no likelihood of confusion between the conflicting marks.  

   

300: T-426/07 - Office response filed (PL). 

Keywords: Absolute grounds for refusal: distinctiveness. 

The action is directed against a decision of the 4th Board in R 
1245/2006-4 relating to CTM application No. 3 875 416, 
numeral “300” (figurative mark) 

 

It had been applied for for a range of goods and services in 
Classes 16, 28 and 41, and had partially been rejected for 
several goods in Classes 16 and 28 on the grounds that the 
sign would merely indicate possible characteristics of the 
products at issue. 

  

NEW DECISIONS FROM THE BOARDS OF 
APPEAL  
The cases can be found in our website.  
 
See also the Boards of Appeals 2006 case-law overview; 
http://oami.europa.eu/en/office/diff/default.htm, which provides 
an annual overview of selected decisions grouped by type of 
decision.  

Please note that the full number including slash has to be 
entered in our database under 'Appeal Nº', without the letter 
'R'. 
 
e.g. Case R 219/2004-1 has to be entered under 'Appeal 
Nº' as: 219/2004-1  

 

 

Index 
Relative Grounds for Refusal – Articles 8(1)(b) CTMR 
R 0028/2007-4 – BINA 
 
Community Design – Invalidity Action – Article 25(1)(c) 
CDR 
 R0064/2007-3 – Loudspeaker 
 
 
Community Design – Invalidity Action – Article 25(1)(e) 
CDR  
R 1352/2006-3 

Relative Grounds for Refusal – Article 8(1)(b) and (5) 
CTMR  
R 1382/2006-1 /CLINIQUE 

Relative Grounds for Refusal – Article 8(4) CTMR  
R 1580/2006-1 Slinky/SLINKY 

Relative Grounds for Refusal – Articles 8(1)(b) 
CTMR  

Likelihood of confusion – relevant consumer – marketing of 
products – fair use clause  

Decision of the Fourth Board of Appeal of 
15 February 2008 in Case R 28/2007-4 – BINA/PINAR[Fig. 
Mark] (German)  

R 0028/2007-4 – BINA/ – t he respective goods, 
which are either identical or similar, are items of everyday use 
that can be bought retail anywhere, including in restaurants. 
The Board held that the signs are visually similar and 
phonetically, especially in German. The signs cannot be 
compared conceptually, since they have no direct meaning in 
German. The existence of identity and high degree of 
similarity of goods together with the visual and phonetic 
similarity of the signs automatically implies a likelihood of 
confusion. Article 12(b) CTMR takes account of the interest of 
specific (e.g. linguistic) minorities in being able to use terms in 
their own language descriptively when dealing with each 
other. According to that article, specific descriptive indications 
are not an infringement of trade marks. 

Community Design – Invalidity Action – Article 
25(1)(c) CDR  

Holder of the RCD – rightful holder – employee – jurisdiction – 
competences of the Office  

Decision of the Third Board of Appeal of 11 February 
2008 in Case R 64/2007-3 – Loudspeaker (English)  

R 0064/2007-3 – Loudspeaker – it was held that, i n 
accordance with the CDR, the Office does not have any 
jurisdiction to determine which party is the rightful owner of 
the RCD. Such competence lies only with national courts. 
Consequently, the claim that the owner was not the rightful 
owner was rejected.  

http://oami.europa.eu/search/LegalDocs/la/en_BoA_index.cfm
http://oami.europa.eu/en/office/diff/default.htm
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Community Design – Invalidity Action – Article 
25(1)(e) CDR  

Sign used in a subsequent design – distinctive sign – 
jurisdiction – competences of the Office – presumption of 
validity of earlier trade mark  

Decision of the Third Board of Appeal of 31 January 2006 
in Case R 1352/2006-3 – Instruments for writing (English)  

R 1352/2006-3 / – the Board noted that 
there is a presumption of validity for national trade marks; 
claims with respect to the validity of an earlier trade mark fall 
within the jurisdiction of the competent national courts. To 
fulfil the conditions set out in Article 25(1)(e) CDR, the 
distinctive sign does not have to be reproduced identically in 
the contested RCD. It is sufficient that the distinctive sign is 
incorporated as such in the subsequent design. The 
additional elements and the differences do not prevent the 
characteristic features of the German trade mark from being 
discernable in the RCD. Consequently, the Board held that 
the RCD must be declared invalid, since the use of the design 
would violate the exclusive trade mark rights of the applicant 
for invalidity. The design was declared invalid.  

 

Relative Grounds for Refusal – Article 8(1)(b) and 
(5) CTMR  

Likelihood of confusion – dilution –unfair advantage – use of a 
trade mark – unfair competition – trade dress – comparison of 
signs – figurative elements – conceptual dissimilar  

Decision of the First Board of Appeal of 27 February 2008 
in cCse R 1382/2006-1 CINQUE [Fig. Mark]/CLINIQUE 
(English)  

R 1382/2006-1 /CLINIQUE – t he signs to be 
compared were the CTM applied for and the earlier word 
mark. The Board held that it is irrelevant how the trade marks 
are put on the market. Furthermore, trade mark owners are 
presumed to act with good faith. Copying the trade dress falls 
within unfair competition law. Even if CINQUE is visually quite 
similar to CLINIQUE, these words will not be confused. 
CINQUE is the Italian word for ‘five' and is therefore, 
phonetically and conceptually, far removed from CLINIQUE. 
Those members of the population who have no knowledge of 
Italian might not realise, at least not immediately, that the 
fourth letter in the applicant's mark is a ‘Q' and will make what 
they can of it. Consequently, the Board held that the signs are 
dissimilar. There was held to be no likelihood of confusion, 
and that the marks are not sufficiently similar to justify the 
belief that consumers will establish a link between them.  

 

 

 

Relative Grounds for Refusal – Article 8(4) CTMR  

Unregistered right – passing off – goodwill – damage  

Decision of the First Board of Appeal of 27 February 2008 
in Case R 1580/2006-1 Slinky/SLINKY (English)  

R 1580/2006-1 Slinky/SLINKY – Passing off is a common 
law tort, developed by English case-law. In order to rely 
successfully on it the opponent must prove that (i) it has 
acquired a goodwill or reputation in the market under the non-
registered mark and its goods are known by some 
distinguishing feature; (ii) there is a misrepresentation by the 
applicant (whether or not intentional) leading or likely to lead 
the public to believe that goods offered by the applicant are 
goods of the opponent; and (iii) the opponent has suffered or 
is likely to suffer damage as a result of the erroneous belief 
engendered by the applicant's misrepresentation. Goodwill is 
not only attributable to manufacturers but also to a distributor 
or importer. Since the signs and the goods in question are 
identical, the Board held that it is inevitable that the public will 
not be able to distinguish between earlier unregistered right 
and the CTM applied for. Since the opponent showed 
existence of goodwill in the UK, it was evident that the 
opponent's business may suffer damage in the case of having 
an identical mark for identical goods on offer on the UK 
market. Consequently, the appeal was upheld, the opposition 
allowed and the CTM applied for rejected. 

 
 
E-business at OHIM 
How to consult a CTM file online? 
Since last year, CTM files can be consulted online at a click of 
a button via the Online Access to CTM Files solution. This 
easy, straightforward and free solution has been welcomed by 
all users, and already, more than 50,000 documents are 
being consulted every week. 

What documents can be consulted? 

CTM files contain all correspondence exchanged between 
OHIM and the CTM owner and/or their representative. This 
includes correspondence exchanged during opposition, 
appeal, cancellation procedures and also recordals. 

However certain restrictions apply:  

• confidential documents and documents relating to 
non-published Community Trademark applications 
are not publicly viewable,  

• CTM certificates are not yet available  

How do you access this service?  

Online access to CTM files is accessible via CTM-ONLINE at:  

http://oami.europa.eu/CTMOnline/RequestManager/ 
de_SearchBasic?transition=start&source= 
Log-in.html&language=en&application=CTMOnline 

http://oami.europa.eu/CTMOnline/RequestManager/de_SearchBasic?transition=start&source=Log-in.html&language=en&application=CTMOnline


Page 20 of 22                               OAMI - HABM - OHIM - OHMI - UAMI - Newsletter 04 - 2008 

 

Only the CTM file of one specific CTM may be displayed.  

 
 
After having searched and retrieved a CTM, its electronic file 
is accessible by clicking on the  

icon in the detailed page of the CTM retrieved. 

 

All documents appear in several folders with a specific title. 
Documents relating to the CTM application are classified in a 
specific folder called CTM + the CTM application number. 

Document coordinates like the date of reception, language 
and number of pages are displayed for each document. 

Documents can be displayed one by one clicking on the 
icon. The documents are opened as PDF documents that can 
be saved locally. This functionality requires the installation of 
PDF reader.  

 

Please note that:  

• Non public documents (confidential documents and 
documents relating to non- published Community 
Trade Mark applications) may be consulted by the 
owner or their representative via MyPage.  

• On average, the system makes new publicly 
documents available online two working days after 
being received by OHIM.  

For further clarification or troubleshooting please contact our 
e-business hotline at e-businesshelp@oami.europa.eu  
 
 
 
 
 
 

mailto:e-businesshelp@oami.europa.eu
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Information concerning Online Access to Files  
Parts of the file excluded from inspection 

Rule 88(c) allows parts of the file which the party showed a 
special interest in keeping confidential to be excluded from 
public inspection, unless inspection is justified. 

In order to align this provision with the availability of the 
content of files online this notice is being issued. 

Where a party wishes to keep a document confidential there 
must be a clear explicit request to that effect.  It is not 
sufficient to stamp the item “confidential” or to rely on 
standard notes that appear as footnotes to the document.  In 
order to be sure that the request will be recognised it must 
include the word “confidential” in bold script and the opening 
paragraph of the document should explicitly refer to Rule 88 
(c) CTMIR (Community Trade Mark Implementing 
Regulation). A separate request must be made in respect of 
each document for which a request for confidentiality is made. 

Parties seeking to keep parts of the file confidential should be 
aware that in any ex parte proceedings in which they are filed 
they will not be taken into account.  If they cannot be open to 
challenge they cannot be given weight in the relevant 
proceedings. 

In inter partes cases parts of the file may be identified as 
confidential but will not be taken into account if they are not 
made available to the other party. 

Documents emanating from the Office (e.g. notifications, 
decisions) cannot be declared confidential. 

Inspection online is now available once a document is 
scanned and put into the Office system, which generally takes 
no more than a few days.  As a result, the only practical 
means of ensuring that a document will be excluded from file 
inspection is to make a confidentiality request at the time of 
submitting the document. 

Parties to proceedings should be aware that any request of 
confidentiality can be challenged. 

The information in this note will be reflected in the coming 
days in a change to OHIM’s "Manual of Trade Mark Practice". 
The Manual can be consulted at:  
http://oami.europa.eu/en/mark/marque/manual.htm. 
 
 
OHIM e-business roundup (2008)  
Statistical summary 

• The use of the CTM e-filing web form is steadily around 
83 %.  

• The use of RCD e-filing is between 35% and 40%  
• Increase of oppositions against CTM applications 

received electronically to 18%.  
• MyPage users represent around 40% of CTM 

Applications filed.  

 

 

State of play of future projects 
Service -  New version of e-Communication: 
Electronic communication will be expanded to include more 
official communications of OHIM.   

Status - OHIM has started the testing phase  

Service - New version of CTM E-filing: 
The current CTM e-filing service will be significantly improved.  

Status - OHIM has started the development phase  

 
Service - New version of electronic filing of RCD 
applications  
The current RCD e-filing service will be significantly improved 
with a view to solving, inter alia, the problem of large 
attachments. RCD e-filing will also be accessible through 
MyPage and changes will be made to harmonize it with CTM 
e-filing. 

Status - OHIM has started the development phase 

 
CTM watch:     
The objective is to provide an e-mail notification tool when 
specific CTM status changes. 

Status - OHIM is going to start the testing phase  

  

More News 
MIP Awards 
Around 250 IP specialists from all over the world took part in 
the "Managing IP Global Awards Dinner" held in Claridge's 
Hotel in London on 9 April 2008. 
 
The awards, run by the magazine, Managing Intellectual 
Property, are a celebration of success in the IP industry and 
consist of national awards for "best IP office", and a number 
of special awards. The awards cover the entire world apart 
from the US and Canada, as MIP also holds a North America 
event. 
 
In the Global awards event in London, IBM was voted "In-
House Team of the Year" and two "Outstanding Achievement 

http://oami.europa.eu/en/mark/marque/manual.htm
http://oami.europa.eu/en/mark/marque/efentry.htm
http://oami.europa.eu/en/design/efentry.htm
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Awards" were given, to João Miranda de Sousa from OHIM, 
and to the late Lord Justice Nicholas Pumfrey, an IP-specialist 
judge in London's Patents Court. 
 
João Miranda de Sousa, OHIM's director of General Affairs 
and External Relations, was chosen for his award in 
recognition of his work at OHIM and for trade marks in Europe 
generally. In his acceptance speech, he paid tribute to OHIM 
and his colleagues on the management team for the progress 
the Office had made in improving performance and 
developing services for users.  
 
 
EU-China cooperation project gets under way 
The EU-China cooperation project, IPR 2, set up to help 
improve the effectiveness of intellectual property rights in 
China, was officially launched earlier this month.  
 
IPR 21, which is costing €16m over a four-year-period, is 
being jointly funded by the EC and the Chinese, with two-
thirds coming from the European partners. OHIM is 
participating in the team in charge of the implementation of 
the project, which is being managed by the European Patent 
Office (EPO) in Munich. The project builds on the 
implementation of its forerunner, IPR 1, during 1999 to 2004.  
 
Representatives of OHIM, European industry, the national IP 
offices and European intellectual property experts took part in 
a special launch event for IPR 2 in Brussels on 17 April, when 
the European Commission and the EPO presented the 
project. Following OHIM's invitation to its users, this event 
was attended by representatives of ECTA, INTA, EFPIA, etc. 
Some major companies (Microsoft, Philips, Daimler, Intel etc.) 
participated in the event as well.  
 
On the Chinese side, the implementing partner is the Ministry 
of Commerce, Department of Treaty and Law, which is in 
charge of involving the key Chinese IP agencies and 
enforcement authorities such as the State Intellectual 
Property Office and the General Administration of Customs.  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Ewa Synowiec, Director for Intellectual Property in DG Trade, 
said, “China is a priority country for the European Commission 
for co-operation in IPR. The new IPR 2 project provides an 
excellent opportunity to further develop an open and practical 
approach on IP protection, and achieve progress on the 
enforcement of these rights at all levels.”  
 
OHIM, which has already built up a good relationship with the 
Chinese trade mark and design bodies through various bi-
lateral activities, will be contributing expertise in a number of 
areas including: helping to improve the Chinese legal 
framework in trade marks and designs; capacity building to 
enhance the performance of the IP Registration Offices; and 
supporting China's efforts to build up efficient internal and 
inter-agency systems and procedures for the effective 
protection of trade marks and designs.     
 
João Miranda de Sousa, Director for General Affairs and 
External Relations at OHIM, explained the importance of the 
EU speaking with a single voice to the Chinese. "While OHIM 
will be the major provider of technical knowledge in the field of 
trade marks and designs, the programme will also benefit 
from the experience of national experts", he said. 
 
---------------------------------------- 
1http://www.ipr2.eu 
 
 
 
Monthly statistical highlights March 2008 
Community trade mark applications 
received  

7 542 

Community trade mark applications 
published  

6 900  

Community trade marks registered 
(certificates issued)  

7 593  

Community trade mark renewal 
applications  

1 141  

      
Registered Community designs received  3 335  
Registered Community designs published  5 947  

 
* Statistical data for the month in course is not definitive. 
Figures may vary slightly after consolidation.  




