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A. Abbreviations

AT

BE
BG
BGBI.
BGN
Bl. f. PMZ
BOE
BX
CT™M
CTMR
CcD
CDR
CcY
CYP
(674
CzZK
DE
DK
DKK
DPMA
EE
EEK
ES
EUR/E
Fl

FR
G.U.
GB
GBP/£
GR
GRUR Int.
HU
HUF
HR

IE
INPI

IP
IT
LT
LTL
LU
LV
LVL
MT
MTL
N/A
NL

Austria

Belgium

Bulgaria

Bundesgesetzblatt (Austria, Germany)
Bulgarian Lev

Blatt fir Patent-, Muster- und Zeichenwesen
Boletin Oficial del Estado

Benelux

Community trade mark

Community Trade Mark Regulation
Community Design

Community Design Regulation

Cyprus

Cyprus Pound

Czech Republic

Czech Koruna

Germany

Denmark

Danish Krone

Deutsches Patent- und Markenamt (German Patent and Trademark Office)
Estonia

Estonian Kroon

Spain

Euro

Finland

France

Gazzetta Ufficiale (Italy)

United Kingdom of Great Britain and Northern Ireland
Pound Sterling

Greece

Gewerblicher Rechtsschutz und Urheberrecht - Internationaler Teil
Hungary

Hungarian Forint

Croatia

Ireland

Institut national de la propriété industrielle (France) / Instituto Nacional da
Propriedade Industrial (Portugal)

Industrial Property

Italy

Lithuania

Lithuanian Litas

Luxembourg

Latvia

Latvian Lats

Malta

Maltese Lira

not applicable

Netherlands



0OJ OHIM Official Journal of the Office for Harmonization in the Internal Market (Trade
Marks and Designs)

PIBD Propriété industrielle - Bulletin documentaire
PL Poland

PLN Polish Zloty

PT Portugal

RCD Registered Community Design

RO Romania

ROL Romanian Leu

SE Sweden

SEK Swedish Krona

S.1. Statutory Instruments

Si Slovenia

SIT Slovenian Tolar

SK Slovakia

SKK Slovak Koruna

TR Turkey

TRL Turkish Lira

ucb Unregistered Community Design

UK United Kingdom of Great Britain and Northern Ireland
WIPO World Intellectual Property Organization

WTO World Trade Organization



B. Introduction

The 3¢ edition of the brochure contains an updated version of the chapters already
contained in the 2" and 1% edition (published in 2002 and 1999) and, moreover, includes
information regarding the Community design and the list of national design laws.

The chapter “Content of national and Community search reports” (chapter 13) has been
deleted, since the Article 39 (Search) CTMR had been amended by virtue of Council
Regulation (EC) 422/2004. As a result, the Office will continue to issue search reports pro-
vided by each Member State of the European Union that has agreed to search CTMs
against national registers, until 10 March 2008. After that date, in accordance with the
amended Article 39, the Office will only provide search reports from the various national
offices (set out in a standard form prepared by the Office) upon request of the applicant
at the time of filing the CTM application and upon payment of the appropriate search fee
within the time limit for paying the filing fee. The Office will, however, continue to issue a
search report containing details of earlier CTM applications and registrations.

Community trade mark

The Community trade mark has a unitary character and has unitary effect throughout the
European Community. It is registered and administered centrally by the Office for
Harmonization in the Internal Market (Trade Marks and Designs). However, neither the
Community trade mark system nor the Office in Alicante exist in isolation from the
national law and the national industrial property offices of the Member States of the
European Community, including Benelux trade mark law and the Benelux Office for
Intellectual Property.

Firstly, each applicant for a Community trade mark has the choice of filing his application
either directly at the Office in Alicante or at a national office, which then has to forward
the application to Alicante.

Secondly, the Community Trade Mark Regulation at times abstains from governing all
guestions and expressly refers to national law. To give some examples: The Community
trade mark courts, which are competent for infringement actions, are national courts
which the Member States have to designate. The sanctions for infringement of a CTM are
dealt with in the CTMR only rudimentarily (Articles 14 and 98 CTMR).

Thirdly, and even more important, the express aim of the Community legislator was not to
abandon the national trade mark systems, but that they should continue to exist alongside
and parallel to the CTM system. The fifth recital of the CTMR expressly states that the
Community law relating to trade marks does not replace the laws of the Member States
on trade marks, and that it would in fact appear to be unjustified to require undertakings
to obtain a Community trade mark. This necessitated legal rules on the coexistence of the
CTM and national trade marks. To give some examples: A CTM or CTM application which
has failed may be converted into national trade mark applications of the Member States
(Article 108 to 110 CTMR). A CTM may benefit from the seniority of an earlier national
trade mark registered in or for a Member State (Articles 34 and 35 CTMR). Both national
trade marks and Community trade marks must be taken into account against each other
as earlier rights and relative grounds for refusal.

Thus, there are a number of legal “interfaces” to national trade mark systems, including
the Benelux trade mark law.



The purpose of this brochure is to provide both the users of the Community trade mark
system and the users of the national trade mark systems with comprehensive information
on those interfaces, in the form of easily referenced synoptic tables.

Community Design (RCD)

The Council Regulation No 6/2002 on Community designs was adopted on 12 December
2001 and entered into force on 6 March 2002.

A Community design right is directly enforceable in each Member State and is obtained
either by way of registration upon application to the OHIM (RCD) or automatically by way
of publication of the design (UCD). An UCD can be registered within a period of twelve
months (grace period) from publication. The advantages for the right holder of a RCD are
a longer duration of protection (maximum 25 years whereas for UCD it is 3 years) and a
different type of protection. Directive 98/71/EC of the European Parliament and of the
Council of 13 October 1998 on the legal protection of designs does not contain provisions
concerning the introduction of an unregistered design right in Member States. However,
since such provision already exists in some of the Member States, the Directive sets out
that its provisions are without prejudice for national unregistered design rights. The Com-
munity design has equal effect throughout the Community.

The number of legal “interfaces” of the Community design to national design systems,
including the Benelux design law, is small. The Community design courts, which are
national courts (Article 80 CDR), are competent for infringement actions. Pursuant to
Article 71 CDR the designated national authorities are competent for the enforcement of
final decisions of the Office fixing the amount of costs.

Enlargement

On 1st May 2004, ten countries became new Members of the European Union. The coun-
tries are Cyprus, Czech Republic, Estonia, Hungary, Latvia, Lithuania, Malta, Poland,
Slovak Republic and Slovenia. This has affected the CTM and RCD systems, being the first
EU enlargement since the launch of the Community trade mark and Community Design
systems.

All CTM registrations and applications filed (or claiming priority) before 1 May 2004 were
automatically extended to the ten new Member States as from the date of accession. No
fee was payable, no request for an extension was needed and there was no translation to
be carried out for the applications filed before 1 May 2004. The same applied for RCD
registrations and applications filed before the date of accession.

The extended CTMs and RCDs were “grandfathered” by this accession. This means that
they cannot be cancelled on the basis of grounds, either absolute or relative, that exist
only because of accession of new Member States.

If an automatically extended CTM is descriptive or purely generic in a new Member State,
the CTM proprietor is not able to forbid the use of its mark by a third party in the State
concerned in view of the defences set out in Article 12 of the CTMR. Further, if the CTM is
contrary to public policy or morality in one of the new States, its use can be prohibited in
that Member State under Article 106(2) of the Regulation. In addition, the proprietor of a
relevant earlier right (filed before 1 May 2004), in, for example, Slovakia, should be in a
position to seek to prevent the use of the automatically extended CTM in Slovakia on the



basis of Article 106. If the prior right exists only at a more local level, then Article 107 may
apply.

Accordingly, while the extension of existing CTM rights to the new Member States was
automatic, the right to use the CTM in those will depend on the existence (or otherwise)
of prior, national or local trade mark rights.

RCD applications filed before accession will not be examined for non-registrability grounds
which became applicable because of accession (Article 110a (2) CDR).

CTM and RCD applications with a filing or priority date of 1 May 2004 or later, will have
effect in all Member States and will be treated in the usual way, i.e. it is possible to raise
absolute or relative (for CTM) grounds of objection that are applicable in any of the
Member States. Accepted CTM and RCD applications will also be published in all the
languages of the European Union. Further, the usual rules applying to, for example,
seniority claims and conversion of a CTM application or registration apply in the new
Member States after their accession.

The same rules apply to Bulgaria and Rumania as of 1 January 2007 as well as to any
other further accessions.

The information in this publication has been assembled with the greatest of care.
Nevertheless, there may be inaccuracies, not only due to the structure of national legisla-
tion which is sometimes disperse and difficult to interpret, but also due to recent amend-
ments, as the relevant legislation of Member States relating to the CTM and RCD systems
is relatively new and often still in the process of being adopted or completed. Although
the Office consulted the national authorities of the Member States prior to publication of
this brochure, any possible inaccuracies are attributable to the Office alone. We should be
grateful for any comments or corrections.

Users should keep in mind that this brochure cannot replace consultation of the official
legal texts for each Member State, nor is it intended to replace qualified legal advice. On
the contrary, it should serve as a tool for access to such further consultation or advice.



Chapter 1
National law, legal bases

The table lists, in alphabetical order of the Member States and the Benelux, the most
important national laws, regulations and decrees concerning trade marks and design.

The title of the legal sources is given, where possible, in the original language. In some
cases, an abbreviated version of the full official title has been given. However, all possible
attempts have been made to keep as close to the official title as possible. A translation
into the language of this Brochure is given underneath in jtalics, where necessary.

The list contains only the main legal sources, namely legislation on trade marks and
designs, and implementing legislation or regulations on procedures applicable for trade
mark and design cases and fees to be paid to the national office. To keep within
reasonable limits, some secondary legislation with only an indirect impact on trade mark
registration proceedings, such as on geographical indications, and certain less important
procedural rules had to be omitted.

Where possible, the date of promulgation has been indicated. However, the date of entry
into force has been omitted, in particular because at times the provisions of a law or
regulation enter into force on different dates.

Under the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS),
Members of the WTO are obliged to notify relevant national legislation. It can be expected
that in the future most of the legislation on industrial property of the Member States will
be available in the languages of the WTO Agreement. However, the translations available
by the WTO at the time of publishing do not always refer to the latest Member State
legislation, and accordingly have not been included in this edition.

Column 2 lists the abbreviations used in the Brochure for ease of reference. They do not
necessarily coincide with the official abbreviations used in the Member State concerned.

This edition includes also the national laws concerning trade marks and designs in
Bulgaria and Rumania and in the candidate countries, namely Croatia and Turkey.
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Member

National provisions concerning trade marks and

Abbreviations

State designs used in this
synopsis
Austria (1) Markenschutzgesetz 1970 (MSchG) BGBI. Nr. 260, zuletzt AT-TML

geandert durch Gesetz BGBI. Nr. 151/2005

(1) Trade Mark Protection Law (Federal Law of 1970, as last
amended by Law No 151/2005)

(@ Patentgesetz 1970 (PatG) (BGBI. Nr. 259, zuletzt geandert
durch Gesetz BGBI. Nr. 151/2005

(2) Patent Law (Federal Law No 259 of 1970, as last amended by
Law No 42/2005)

(3) Patentamtsverordnung (PAV), Osterreichisches Patentblatt AT-PAV
1990, 161, zuletzt gedndert durch Verordnung veréffentlicht im
Osterreichisches Patentblatt, 1.Teil, 2005, Nr. 12 Anhang 4

(3) Order concerning the Patent Office

(4) Patentamtsgeblihrengesetz (PAG), BGBI. | Nr. 149/2004, AT-FEE
zuletzt gedndert durch Gesetz BGBI. Nr. 131/2005

(4) Law on Charges of the Austrian Patent Office (BGBI. | No
149/2004, as last amended by Law No 131/2005)

(5) Verordnung des Bundesministers fur Verkehr, Innovation und AT-FEE-RE
Technologie betreffend im Bereich des Patentamtes zu zahlende
Geblhren (Patentamtsgebihrenverordnung — PAGV), BGBI. Il
Nr. 469/2005

(5) Order concerning Charges of the Austrian Patent Office (BGBI.
Il Nr.469/2005)

(6) Musterschutzgesetz 1990 BGBI 1990/497 zuletzt geé&ndert AT-DeL
durch Gesetz BGBI. | 2005/151

(6) Design Law 1990 BGBI 1990/497, last amended by Law No
2005/151

Benelux (1) Convention Benelux en matiere de propriété intellectuelle BCIP

(marques et dessins ou modéles

(1) Benelux-verdrag inzake de intellectuele eigendom (merken en
tekeningen of modellen

(1) Benelux Convention on Intellectual Property

(2) Executive Rules BX-RE

12

Remark: these two legal acts entered into force on September 1,
2006 and replaced all existing legislation on trade marks and designs.




Member

National provisions concerning trade marks and

Abbreviations

State designs used in this
synopsis
Cyprus (1) The Trade Marks Law (Cap. 268) as amended by Laws CY-TML
No 63/62, No 69/71, No 206/90 and 176(1)/2000
(2) The Trade Marks Regulations of 1951. Subsidiary Legislation CY-RE
Cyprus Gazette No 3583, 30/10/1951 as amended by Laws
K.A.l1. 910/1971, K.A.I1. 354/1984 , K.A.l1. 281/1990, K.A.[.
108/1992, K.A.rl. 465/2001, K.A.[1.560/2003
(3) The Industrial Design and Models Law of 2002, 4 (1)/2002 CY-DelL
(4) Administrative Regulation
(5) Designs Regulations - K.A.l1. 873/2003 CY-DeRE
Czech (1) Zékon &. 441/2003 Sb., o ochrannych znamkach, ze dne 3. CZ-TML
Republic prosince 2003
(1) Law on Trade Marks No 441/2003 of 3 December 2003
(2) Vyhlaska €. 97/2004 Sb., k provedeni zakona o ochrannych CZ-RE
znamkéch ze 20. Gnora 2004
(2) Decree No 97/2004 of 20 February 2004 to Implement the Law
on Trade Marks
(3) Zékon ¢&. 14/1993 Sh., o opatfenich na ochranu primyslového CZ-IPL
vlastnictvi, ze den 20. prosince 1992
(3) Law No. 14/1993 Coll. on Measures concerning Industrial
Property Protection
(4) Zékon €. 207/2000 Sb., o ochrané pramyslovych vzor(, ve znéni CZ-DeL
pozdéjsich predpist
(4) Law No. 207/2000 Coll. of the Protection of Industrial Designs,
last amended by Law No. 59/2005 Caoll.
(5) VyhlaSka ¢&. 550/1990 Sb., o Fizeni ve vécech vynalezd a CZ-De-RE
pramyslovych vzord, ve znéni vyhlasky €. 21/2002 Sb.
(5) Decree No 550/1990 Coll. to Implement the Law on Design, last
amended by Law No. 21/2002 Coll.
Denmark (1) Bekendtggrelse af Varemeerkeloven (nr. 782 af 30. august DK-TML

2001)

(Lovtidende)

(1) The Consolidated Trade Marks Act (Act No 782 of
30 August 2001 )

13



Member
State

National provisions concerning trade marks and
designs

Abbreviations
used in this
synopsis

14

(2) Lov om @andring af patentloven, designloven, v
aremaerkeloven og brugsmodelloven (Regler om indleveri
ngsdag, oversattelse af europseske patenter genoprettelse
m.v. (nr. 451 af 10 juni 2003)

(2) Act on Amendment of the Patent Act, the Design Act, the
Trade Mark Act and the Utility Model (Act No 451 of 10 June
2003)

(3) Feellesmaerkeloven (Lov nr. 342 at 6. juni 1991)

(3) The Collective Marks Act (Act No 342 of 6 June 1991)

(4) Bekendtggrelse om ansggning og registrering m.v. af
varemaerker og feellesmaerker nr. 787 at 9. september 2003

(4) Order on Application and Registration etc. of Trade Marks and
Collective Marks No 787 of 9 September 2003

(5) Bekendtggrelse om eendring af bekendtggrelse om ansggning
og registrering m.v. af varemaerker og feellsmaerker nr. 1485 af
6 december 2004

(5) Order on Amendment of Order (No 787 of 09/09/2003) on
Application and Registration etc. of Trade Marks and Collective
Marks (No 1485 of 06/12/2004)

(6) Bekendtggrelse om Patent- og Varemeerkestyrelsens gebyrer
(nr. 150 af 11.3. 2004)

(6) Order on Fees of the Patent and Trade Mark Office (No 150 of
11.3.2004)

(7) Anordning om Varemeaerkelovens ikrafttraeeden pa Grgnland
(AN 856 af 15. december 1991)

(7) Decree-law on the entry into force of the Trade Marks Act on
Greenland (AN 856 of 15 December 1991)

(8) Anordning om Varemeaerkelovens ikrafttreeden pa Faerger
(AN 331 af 4. maj 1994)

(8) Decree-law on the entry into force of the Trade Marks Act on the
Faeroe Islands (AN 331 of 4 May 1994)

(9) Lov om &ndring af patentloven, ophavsretsloven med flere love
(Implementering af EF-direktiv 2004/48/EF om handhzevelsen af
intellektuelle rettigheder), (Lov nr. 1430 af 21/12/2005)

(9) Act on Amendment of the Patent Act, The Copyright Act and
other laws, Act No 1430 of 21/12/2005)

DK-RE

DK-FEE



Member

National provisions concerning trade marks and

Abbreviations

State designs used in this
synopsis

(10) Designloven (Lov nr. 1259 af 20/12/2000) DK-DeL

(10) The Design Act No 1259 of 20/12/2000

(11) Lov om eendring af patentloven, designloven, varemaerkeloven
og brugsmodelloven (Regler om indleveringsdag, oversaettelse
af europaeiske patenter, genoprettelse m.v.) (Lov nr. 451 af
10/06 2003)

(11) Act on Amendment of the Patent Act, the Design Act (No 1259
of 20/12/2000) the Trade Mark Act and the Utility Model Act No
451 of 10/06/2003

(12) Bekendtggrelse om ansggning og registrering af design nr. 819 DK-De-RE
af 18/09 2001”

(12) Order on Application and Registration of Designs No 819 of
18/09/2001

Estonia (1) KAUBAMARGISEADUS, Vastu vdetud 22. 05. 2002. a EST-TML
seadusega ( RT | 2002, 49, 308)

(1) Trade Marks Act of 22 May 2002 (RT | 2002, 49, 308)

(2) Kaubamérgimaérus; Majandus- ja kommunikatsiooniministri EST-RE
29. juuni 2004. a maarus nr 159; Maéarus kehtestatakse
«Kaubamargiseaduse»

(2) Trade Marks Regulation (Regulation No 159 of the Minister of
Economic Affairs and Communications of 29 June 2004 (RTL
2004, 89, 1407))

(3) RIIGILOIVUSEADUS Vastu vdetud 22. oktoobri 1997. a EST-FEE
seadusega (RT 11997, 80, 1344).

(3) The State Fees Act of 22 October 1997 (RT | 1997, 80, 1344)

(4) Toostusdisaini kaitse seadus (RT | 1997, 87, 1466) EST-DeL

(4) Industrial Design Protection Act (RT | 1997, 87, 1466)

(5) Toostusdisainilahenduse registreerimise taotluse dokumentide EST-De-RE

®)

©)

©)

sisu- ja vorminBuded ning esitamise kord (RTL 1998, 14/15,
106)

Formal and Substantive Requirements for Application Docu-
ments for Registration of Industrial Designs and Procedure for
Filing of such Documents (RTL 1998, 14/15, 106)

Toostusdisainilahenduse registreerimise taotluste ja nende me-
netluse andmekogu asutamine (RTL 1998, 181/182, 706)

Establishment of the Database of Registration Applications for
Industrial Designs and of Processing of such Applications (RTL
1998, 181/182, 706)

15



Member

National provisions concerning trade marks and

Abbreviations

State designs used in this
synopsis
(7) Toostusdisainilahenduse tunnistuse vormi ja selle plangi vormis-
tamise korra kehtestamine (RTL 1998, 143/144, 543; 2004, 45,
766)
(7) Format of the Certificate of Registration of an Industrial Design
and the Procedure for Completion of such Certificates (RTL
1998, 143/144, 543)
(8) Riikliku toostusdisainilahenduste registri pidamise pdhimaarus
(RT 11998, 56, 841)
(8) Statute for the Maintenance of the Register of Industrial Designs
(RT 11998, 56, 841)
(9) Eesti Toostusdisainilahenduse Lehe p&himaarus (RTL 1998,
181/182, 704)
(9) Statute of the Estonian Industrial Design Gazette (RTL 1998,
181/182, 704)
Finland (1) Tavaramerkkilaki 10.1.1964/7, viimeksi muutettu FI-TML
21.12.2004/1220
(1) Trade Marks Act (No 7 of 10 January 1964, as last amended by
Act No 1220 of 21 December 2004)
(2) Yhteismerkkilaki 5.12.1980/795 muutoksineen 25.1.1993/40
(2) Act on Collective Marks (No 795 of 5 December 1980, as
amended by Act No 40 of 25 January 1993)
(3) Tavaramerkkiasetus 29.5.1964/296 viimeksi muutettu
22.3.1996/188, 13.4.2000/370
(3) Trade Marks Decree (No 296 of 29 May 1964, as last amended
by Decree No 370 of 13 April 2000)
(4) Kauppa - ja teollisuusministerion asetus, Patentti -ja FI-FEE
rekisterihallituksen maksullisista suoritteista 2004/1142
(4) Decree No 1142/2004 of the Ministry of Trade and Industry on
the Services Liable to Charge of the National Board of Patents
and Registration of Finland
(5) Mallioikeuslaki 12.3.1971/221, viimeksi muutettu Fl-DeL
20.12.2002/1215
(5) Registered Designs Act (Act No 221 of March 12, 1971, as last
amended by Act No 1215 of December 20, 2002)
(6) Mallioikeusasetus 2.4.1971/252, viimeksi muutettu FI-DeRE
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18.7.2002/620

(6) Registered Designs Decree (Decree No 252/71 of April 2, 1971,
as last amended by Decree No 620 of July 18, 2003




Member
State

National provisions concerning trade marks and
designs

Abbreviations
used in this
synopsis

France

(1) Loin°92-597 du ler juillet 1992 relative au code de la propriété
intellectuelle (partie Iégislative) (modifié par la loi n® 94-102 du 5
février 1994, par la loi n° 96-1106 du 18.12.1996 et par
I'ordonnance n° 2001-670 du 25.7.2001)

(Journal officiel de la République frangaise 8.2.1994 et 28.7.2001)

(1) Law No 92-597 of 1 July 1992, on the Intellectual Property Code
(Legislative Part) (as last amended by Ordinance No 2001-670
of 25. July 2001)

(2) Code de la propriété intellectuelle (partie réglementaire) tel que
modifié en dernier lieu par le décret n°2004-199 du 3 mars 2004

(2) Intellectual Property Code (Regulatory Part) as last amended by
Decree No 2004-199 of 3 March 2004

(3) Arrété du 2 aolt 2005 relatif aux redevances de procédures
percues par I'Institut national de la propriété industrielle

(3) Order of 2 August 2005 concerning procedural fees to be paid to
the National Institute for Industrial Property

(4) Arrété du 5 février 2004 modifiant I'arréte du 31 janvier 1992
relatif aux marques de fabrique, de commerce et de service

(4) Order of 5 of February 2004 which amends the order of
31 January 1992 concerning trade marks and service marks

(5) Décret n® 97-863 du 17 septembre 1997 relatif a la qualification
professionnelle et a 'organisation professionelle en matiere de
propriéte industrielle et au régime disciplinaire des conseils en
propriété industrielle et modifiant le code de la propriété
intellectuelle

(5) Decree No 97-863 of 17 September 1997 concerning the
professional qualification and the professional organization in
industrial property matters, as well as the disciplinary rules of
industrial property agents, and amending the Intellectual
Property Code

(6) Décret n° 2002-216 du 18 février 2002 relatif aux juridictions
compétentes en matiere de marque communautaire

(Journal officiel de la République francaise numéro 43 du 20 février
2002, p. 3275)

(6) Decree No 2002-216 of 18 February 2002 on the competent
jurisdictions for Community trade marks

(7) Arrété du 25 février 2004 modifiant l'arrété du
13 aodt 1992 relatif aux dessins et modéles

(7) Order of 25 February 2004 which amends the Order of
13 August 1992 concerning designs

FR-Law
No 92-597

FR-IP CODE

FR-FEE

FR-DECREE

FR-De-Decree

17



Member
State

National provisions concerning trade marks and
designs

Abbreviations
used in this
synopsis

Germany

18

(1) Gesetz Uber den Schutz von Marken und sonstigen
Kennzeichen (Markengesetz-MarkenG) vom 25.10.1994
(BGBI. | S.3082, 1995 | S.156), zuletzt geadndert durch Gesetz
vom 31.10.2006 (BGBI. | 2407)

(1) Law on the Protection of Trade Marks and other Signs (Trade
Mark Law) (of 25.10.1994, last amended by the law of
31.10.2006)

(2) Gesetz uber die Erstreckung von gewerblichen Schutzrechten
(Erstreckungsgesetz- ErstrG) vom 23.4.1992 (BGBI. | S. 938),
geéndert durch Gesetze vom 15.4.1994 (BGBI. | S. 1438), vom
16.7.1998 (BGBI. | S. 1827), vom 13.12.2001 (BGBI. | S. 3656)
und vom 12.3.2004 (BGBI. | S. 390)

(2) Law on the extension of industrial property rights of 23.4.1992,
as last amended by the Law of 12.3.2004

(3) Gesetz Uber die Kosten des Deutschen Patent— und
Markenamts und des Bundespatentgerichts
(Patentkostengesetz) vom 13.12.2001 (BGBI. | S. 3656), zuletzt
geéndert durch Gesetz vom 21.6.2006 (BGBI. | S. 1318)

(3) Law on the fees of the German Patent and Trade Mark Office
and the Federal Patent Court of 13.12.2001, as last amended by
Law of 21.6.2006

(4) Verordnung zur Ausfuhrung des Markengesetzes
(Markenverordnung - MarkenV) vom 11.5.2004 (BGBI. | S. 872),
zuletzt gedndert durch Verordnung vom 22.11.2006 (BGBI. | S.
2660)

(4) Regulation on the implementation of the Trade Mark Law of
11.5.2004, as last amended by Regulation of 22.11.2006

(5) Verordnung Uber das Deutsche Patent- und Markenamt
(DPMAV) vom 1.4.2004 (BGBI. | S. 514) zuletzt gedndert durch
Verordnung vom 26.9.2006 (BGBI. | S. 2159)

(5) Order concerning the German Patent and Trade Mark Office of
1.4.2004 as last amended by Order of 26.9.2006

(6) Verordnung UUber die Wahrnehmung einzelner den
Prufungsstellen, der Gebrauchsmusterstelle, den Markenstellen
und den Abteilungen des Patentamts obliegender Geschéfte
Wahrnehmungsverordnung - WahrnV) vom 14.12.1994 (BGBI. |
S. 3812), zuletzt geéandert durch Verordnung vom 17.12.2004
(BGBI. | S. 3532)

(6) Order concerning the allocation of duties of 14.12.1994 as last
amended by Order of 17.12.2004

(7) Verordnung Uuber die Zahlung der Kosten des Deutschen
Patent— und Markenamts und des Bundespatentgerichts
(PatKostZV) vom 15.10.2003 (BGBI. | S. 2083)

(7) Order concerning the payment of fees of 15.10.2003

DE-TML

DE-FEE

DE-RE

DE-ORD
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(8) Gesetz liber den rechtlichen Schutz von Mustern und Modellen
(Geschmacksmustergesetz—GeschmMG) vom 12. Marz 2004
(BGBI. | S. 390) zuletzt gedndert durch Gesetz zur Anderung
des patentrechtlichen Einspruchverfahrens und des Patentkos-
tengesetzes vom 21.6.2007 (BGBI. | S. 1318)

(8) Law on the Protection of Designs (Design Law) of 12.03.2004,
last amended by the law of 21.6.2006

(9) Verordnung zur Ausfihrung des Geschmacksmustergesetzes
(Geschmacksmusterverordnung—GeschmMV) vom 11. Mai
2004, BGBI. | S. 884, geandert durch Verordnung zur Anderung
der Markenverordnung und anderer Verordnungen vom 17. De-
zember 2004 (BGBI. | S. 3532)

(9) Regulation on the implementation of the Design Law of
11.5.2004, as last amended by Regulation of 17.12.2004

(10) Verordnung Uber Verwaltungskosten beim Deutschen Patent-
und Markenamt — DPMA — Verwaltungskostenverordnung vom
14.7.2006 (BGBI. | S.1586)

(10) Order concerning the administrative expenses before the Ger-
man Patent and Trade Mark Office of 14 July 2006

DE-DeL

DE-DeRE

DE-ORDFEE

Greece

(1) Trade Marks Law (No 2239 of 16 September 1994)

(2) Presidential Decree No 353/98 of 16 October 1998

(3) Law No 2873/2000 for the ratification of Madrid Protocol

(4) Ministerial Decision No 307/2001 for the implementation of the
Madrid Protocol

(5) Law No 2943/2000 Chapter Il art. 6-11 for the Community
Trade Mark Courts

(6) Law 2417/1996 on the ratification of the convention of the Hague
on the international lodging of industrial designs and specimens
of 6 November 1925, as revised at the Hague on 28 November
1960 and the Supplementary Act of_Stockholm of 14 July 1967
as amended at Stockholm on 28th September 1979

(7) Presidential Decree 259/1997 on provisions to implement the
Hague Agreeement concerning the international deposit of
industrial designs and models ratified by Law 2417/1996 and
provisions concerning the national title of protection

GR-TML

GR-DECREE

GR-DeL

GR-Decree

GR-Decree
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Hungary (1) 1997. évi Xl. torvény a védjegyek és a foldrajzi arujelzék HU-TML
oltalmérdl
(1) Law No Xl of 1997 on the Protection of Trade Marks and
Geographical Indications (as last amended by Act CLXV of
2005)
(2) 16/2004. (IV. 27.) IM rendelet a védjegybejelentés és a foldrajzi HU-DECREE
arujelzdre vonatkozo bejelentés részletes alaki szabalyairdl
(2) Decree No 16/2004 (IV.27) IM of the Minister of Justice on the
detailed formal requirements of trade mark applications and
applications for the protection of geographical indications
(3) 19/2005. (IV. 12.) GKM rendelet a Magyar Szabadalmi Hivatal HU-FEE
elotti iparjogvédelmi eljarasok igazgatasi szolgaltatasi dijairdl
(3) Decree No 19/2005 (IV. 12.) GKM of the Minister of Economy
and Transport on the fees for administrative services in indus-
trial property procedures before the Hungarian Patent Office (as
last amended by Decree 29/2006. (V.19.) GKM of the Minister of
Economy and Transport)
(4) 2001. évi XLVIII. térvény a formatervezési mintak oltalmardl HU-DeL
(4) Act No XLVIII of 2001 on the Legal Protection of Designs
(5) 19/2001. (XI. 29.) IM rendelet a formatervezési mintaoltalmi HU-DeDECREE
bejelentés részletes alaki szabalyairol
(5) Decree No 19/2001 (XI.29.) IM of the Minister of Justice on the
detailed formal requirements of design applications
Ireland (1) Trade Marks Act, 1996 IE-TMA
(No 6 of 1996)
(2) “Trade Mark Rules”, 1996 IE-RULES
(S.1. No 199 of 1996)
(3) European Communities (Community Trade Mark) Regulations, IE-S.I. No 10
1996
(S.1. No 10 of 1996)
(4) Trade Marks Act, 1996 (Section 66) Regulations, 2001 IE-S.I. No 9
(S.1. No 9 of 2001)
(5) Trade Marks Act, 1996 (Residence of Trade Marks Agents) IE-S.I. No 34
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(6) Patent, Trade Marks and Designs (Fees) Rules, 2001 IE-FEE
(S.1. No 482 of 2001)
(7) Trade Marks Act, 1996 (Community Trade Mark) Regulations, IE-S.I. No 229
2000
(S.1. No 229 of 2000)
(8) Trade Marks (Madrid Protocol) Regulations, 2001
(S.1. No 346 of 2001)
(9) Industrial Designs Act, 2001 IE-DeL
(S.1. No 39 of 2001)
(10) Patents, Trade Marks and Designs (Fees) Rules, 2001 IE-FEE
(S.1. No 482 of 2001)
(11) Industrial Designs Regulations, 2002 IE-DeRE
(S.I. No 280 of 2002)
(12) Industrial Designs (Amendment) Regulations, 2004
(S.l. No 574 of 2004)
(13) European Communities (Community Design) Regulation 2003 IE-CDRE
(S.1. No 27 of 2003)
Italy (1) Codice del diritto della proprietd industriale IT-IP CODE
(1) Code of Industrial Property Law adopted by Legislative Decree
No 30/2005
Latvia (1) 1999.gada 16.junija likums “Par pre€u zZimém un geografiskas LV-TML
izcelsmes noradém” ar grozijumiem, kas pédg&joreiz grozits ar
2004.gada 21.oktobra likumu"
(1) Law on Trade Marks and Indications of Geographical Origin of
16 June 1999, as last amended by Law of 21.10.2004
(2) "Ministru kabineta 1998.gada 18.augusta noteikumi Nr. 309 LV-FEE
"Noteikumi par rdpnieciskda TpaSuma aizsardzibas valsts
nodevu", kas pédéjoreiz groziti ar Ministru kabineta 2004.gada
8.aprila noteikumiem"
(2) Cabinet Regulations No 309 of 18.08.1998 on State Fees for
Industrial Property Protection, as last amended by Regulation of
08.04.2004
(3) Ministru kabineta 01/11/2005 noteikumi Nr.828 “Noteikumi par LV-RE-FEE

Patentu valdes sniegto pakalpojumu cenradi”
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"2004.gada 28.oktobra Dizainparaugu likums"

Law on Industrial Designs of 28 October 2004

Ministru kabineta 2005.gada 28.junija noteikumi Nr. 472
"Noteikumi par valsts nodevu par dizainparaugu tiesisko aizsar-
dzibu"

Cabinet Regulations No 472 of 28.06.2005 on State Fees for
Industrial Designs Protection

LV-DeL

LV-DeFEE

Lithuania

22
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(€

@

@

©)

©)

4

4

®)

2000 m. spalio 10 d. Lietuvos Respublikos prekiy Zenkly |staty-
mas Nr. VIII-1981 (paskutiniai pakeitimai ir papildymai - 2004
m. vasario 19 d. jstatymas Nr. IX-2033), susije su Bendrijos pre-
kiy zenklais

Law on Trade Marks of the Republic of Lithuania No. VI11-1981
of 10 October 2000, as last amended by Law No. 1X-2033 of
19 February, 2004. These amendments concern the CTM

Prekiy Zenkly registravimo taisyklés ZR/03/2004, patvirtintos
2004 m. balandzio 30 d. Lietuvos Respublikos Valstybinio pat-
enty biuro direktoriaus jsakymu Nr. 3R-37

Regulation on Procedure of Registration of Trade Marks
ZR/03/2004, adopted by the Order of the Director of the State
Patent Bureau of the Republic of Lithuania No. 3R-37 on
30 April, 2004

Lietuvos Respublikos prekiy Zenkly registro nuostatai, patvirtinti
2001 m. vasario 21 d. Lietuvos Respublikos Vyriausybés
Nutarimu Nr. 188

Regulations on Trade Marks Registry adopted by the Order of
the Government of the Republic of Lithuania No 188 of
21 February, 2001

Lietuvos Respublikos prekiy Zenkly registro duomeny skelbimo
tvarka ZR/02/2001, patvirtinti 2001 m. kovo 9 d. Lietuvos
Respublikos Valstybinio patenty biuro direktoriaus jsakymu Nr.
27; paskutiniai pakeitimai padaryti 2001 m. gruodZio 17 d. jsa-
kymu Nr. 115

Regulation on Procedure of Publication of the Data of Trade
Marks Registry ZR/02/2001, adopted by the Order of the Direc-
tor of the State Patent Bureau of the Republic of Lithuania No
27 on 9 March, 2001 as last amended by Order No. 115 of
17 December, 2001

Madrido sutarties dél tarptautinés Zenkly registracijos protokolo
jgyvendinimo tvarka TZR/01/2001, patvirtinti 2000 m. gruodZio
29 d. Lietuvos Respublikos Valstybinio patenty biuro direktoriaus
jsakymu Nr. 123

LT-TML

LT-RE

LT-TMIR
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()

(6)

(6)

()

()

®)

(8)

9)

9)

(10) Dizaino

Regulation on Implementation of the Protocol of the Madrid
Agreement on International Registration of Marks TZR/01/2001,
adopted by the Order of the Director of the State Patent Bureau
of the Republic of Lithuania No. 123 of 29 December, 2000

2001 m. hirzelio 5 d. Mokes€iy uz pramoninés nuosavyhés
objekty registravimg jstatymas Nr. 1X-352, papildytas — 2004 m.
balandzio 29 d. jstatymu Nr. IX-2212

Law on Fees for the Registration of Industrial Property Objects of
the Republic of Lithuania No. 1X-352 of 5 June 2001, as
amended by 29 April, 2004 Law No 1X-2212

2002 m. lapkri¢io 7 d. Dizaino jstatymas Nr. 1X-1181, paskutiniai
pakeitimai ir papildymai — 2004 m. balandzio 29 d. jstatymu Nr.
IX-2205, susije su Bendrijos dizainu

Law on Designs of the Republic of Lithuania No. 1X-1181 of
7 November 2002, as amended by 29 April, 2004 Law No IX-
2205. These amendments concern the RCD

Dizaino registracijos taisyklés DR/03/2004, patvirtintos 2004 m.
lapkric¢io 15 d. jsakymu Nr. 3R-108

Regulation on Procedure of Registration of Designs DR/03/2004,
adopted by the Order of the Director of the State Patent Bureau
of the Republic of Lithuania No 3R-108 of November 15, 2004

Dizaino registro nuostatai, patvirtinti Lietuvos Respublikos
Vyriausybés 2005 m. rugpjac¢io 10 d. nutarimu Nr. 877

Regulations on Designs Registry adopted by the Order of the
Government of the Republic of Lithuania No 877 on August 10,
2005

registro duomeny skelbimo tvarka DR/02/2003,
patvirtinta Lietuvos Respublikos valstybinio patenty biuro
direktoriaus 2003 m. liepos 18 d. jsakymu Nr. 3R-77

(10) Regulation on Procedure of Publication of the Data of Designs

Registry DR/02/2003, adopted by the Order of the Director of the
State Patent Bureau of the Republic of Lithuania No 3R-77 of
July 18, 2003

LT-FEE

LT-DeL

LT-DeRE

LT-DeRE

LT-DeRE

Malta

1)

)

®)

(4)

(®)

Trade Marks Act (Act No. XVI of 2000, as last amended by Act
No I1X of 2003)

Trade Marks Act 2000, Community Trademark Rules, 2003
(L.N. 233 of 2003)

Trade Marks Act 2000, Trademarks (Provisions and Fees) Rules,
2000 (L.N.283 of 2000)

Chapter 414: Intellectual

Measures) Act

Property Rights (Cross Border

Chapter 417: Patents and Designs Act, Act XVII of 2000, as
amended by Acts IX of 2003 and XVIII of 2005

MT-TMA

MT-CTM Rules

MT-RE

MT-IP ACT

MT-DeL
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Poland

(1) Ustawa z dnia 30 czerwca 2000 r. — Prawo wtasnosci
przemystowej

(1) Industrial Property Law (published in Journal of Laws No
119/2003, text 1117), amended by Act of 23 January 2004

(2) Rozporzadzenie Prezesa Rady Ministréw z dnia 8 lipca 2002 r.
w sprawie dokonywania i rozpatrywania zgtoszeh znakow
towarowych; zmienione rozporzadzeniem Prezesa Rady
Ministrow z dnia 14 czerwca 2005 r. zmieniajgcym
rozporzadzenie w sprawie dokonywania i rozpatrywania
zgtoszen znakow towarowych

(2) Regulation of the Prime Minister of 8 July 2002 on filing and
processing of trade mark applications, as last amended by the
Law of 14 June 2005

(3) Rozporzadzenie Prezesa Rady Ministréw z dnia 30 stycznia
2002 r. w sprawie dokonywania | rozpatrywania zgtoszen
wzorow przemystowych (Dz. U. Nr 40, poz. 358);zmienione
rozporzadzeniem Prezesa Rady Ministréow z dnia 13 czerwca
2005 r. zmieniajacym rozporzadzenie w sprawie dokonywania i
rozpatrywania zgtoszen wzoréw przemystowych (Dz. U. Nr 106,
poz. 893)

(3) Regulation of the Prime Minister of 30 January 2002 on filing
and processing of industrial design applications (as amended on
13 June 2005)

(3) Rozporzadzenie Rady Ministréw z dnia 29 sierpnia 2001 r. w
sprawie optat zwigzanych z ochrong wynalazkéw, wzoréw
uzytkowych, wzoréw przemystowych, znakéw towarowych,
oznaczen geograficznych i topografii uktadéw scalonych;
zmienione rozporzadzeniem Rady Ministrow z dnia 2 marca
2004 r. w sprawie zmiany optat zwigzanych z ochrong wynalaz-
kéw, wzoréw uzytkowych, wzoréw przemystowych, znakéw
towarowych, oznaczeh geograficznych i topografii uktadow
scalonych

(3) Regulation of the Council of Ministries of 29 September 2001
on fees relating to the protection of inventions, industrial design,
trade marks, geographical indications and topographies of
integrated circuits, as last amended by the Law of 2 march 2004

PL-IP Law

PL-RE

PL-DeRE

PL-FEE

Portugal

(1) Cdbdigo da Propriedade Industrial di 5.3.2003

(1) Industrial Property Code (Law Decree No 36/2003 of 5.3.2003)

PT-IP CODE

Slovakia

24

(1) Zzakon €. 55/1997 Z. z. o ochrannych zndmkach v zneni zakonov
€. 577/2001 Z. z., €. 14/2004 Z. z a €. 344/2004 Z.z.

(1) Act No 55/1997 Coll. on Trade Marks as last amended by Act
No 14/2004 Coll.

(2) Vyhlaska ¢. 117/1997 Z. z., ktorou sa vykonava zakon ¢.
55/1997 Z. z. o ochrannych znamkach v Gplnom zneni zakon ¢.
610/2002 Z.z., ako vyplyva zo zmien a doplneni vykonanych
vyhlaSkou €. 709/2002 Z.

SK-TML

SK-RE
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(2) Decree No 117/1997 Coll. implementing Act No 55/1997 Coll.
on Trade Marks

(3) Zakon ¢&. 444/2002 Z.z. o dizajnoch v zneni zakona €. 344/2004
Zz

(3) Act No 444/2002 Coll. on Designs as amended by Law No
344/2004

(4) Vyhlaska ¢. 629/2002 Z. z. ktorou sa vykonava zakon ¢.
444/2002 Z. z. o dizajnoch

(4) Decree No. 629/2002 Coll. implementing Act No. 444/2002 Coll.
on Designs

SK-DeL

SK-RE

Slovenia

(1) Zakon o industrijski lastnini (Uradni list RS, St. 45/2201, zadnja
sprememba 20/2006)

(1) Industrial Property Act of May 23, 2001, as last amended by Act
No 20/2006

(2) Pravilnik o vsebini prijave znamke (Uradni list RS, St. 102/2201)

(2) Rules on the contents of a trade mark application (Official
Gazette RS, No 102/2001)

(3) Pravilnik o registrih prijav in pravic industrijske lastnine ter
potrdilu o prednostni pravici (Uradni list RS, §t. 102/2001)

(3) Rules on the register of applications and industrial property
rights and on the certificate of the priority right (Official Gazette
RS, No 102/2001)

(4) Uredba o pristojpinah za pridobitev in vzdrzevanje pravic
industrijske lastnine (Uradni list RS, §t. 110/2001, 91/2002)

(4) Decree on the fees for the acquisition and maintenance of indus-
trial property rights (Official Gazette RS, Nos 110/2001, 91/2002)

(5) Pravilnik o postopku za mednarodno registracijo znamke (Uradni
list RS, §t. 15/93)

(5) Rules on procedure for the international registration of trade
marks, (Official Gazette RS, No 15/93)

(6) Uredba o izvojanju Uredbe Sveta (ES) o znamki skupnosti
(Uradni list RS, §t. 40/2004)

(6) Decree implementing the Council Regulation on the Community
Trade Mark (Official Gazette RS, No 40/2004)

(7) Pravilnik o vsebini prijave modela (Uradni list RS, St. 102/2001,
112/2004)

SL-IP ACT

SL-RE

SL-FEE

SL-CTM Decree

SL-DeRE
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Rules on the contents of an industrial design application
(Official Gazette RS, No 102/2001, 112/2004)

Uredba o izvajanju Uredbe Sveta (ES) o modelu skupnosti
(Uradni list RS, St. 40/04)

Decree implementing Council Regulation on Community
Designs, Official Gazette RS, VO 40/04

SL-CD Decree

Spain

26

(€

@)

@)

@)

®)

®)

(4)

(4)

®)

Ley 17/2001, de 7 de diciembre, de Marcas

(Boletin Oficial del Estado, nim. 294, de 8 de diciembre 2001)

Law 17/2001, of 7 December, Trade Marks Law

Real Decreto 645/1990 de 18 de mayo de 1990, por el que se
aprueba el Reglamento para la ejecucion de la Ley 32/1988 de
10 de noviembre de marcas, modificado por Real Decreto
441/1994 de 11 de marzo de 1994

(Boletin Oficial del Estado, nim. 125, de 25 de mayo 1990)

Regulations for the Implementation of the Trade Mark Law
No 32/1988, of 10 November 1988 (Royal Decree No 645/1990
of 18 May 1990 as amended by Royal Decree No 441/1994 of
11 March 1994)

Real Decreto 441/1994, de 11 de marzo, por el que se aprueba
el Reglamento de Adecuacion a la Ley 30/1992, de
26 de noviembre, de Régimen Juridico de las Administraciones
Publicas y del Procedimiento Administrativo Comuin, de los
procedimientos relativos a la concesién, mantenimiento y
modificacion de los derechos de propiedad industrial

(BOE n° 84, de 8 de abril 1994)

Royal Decree 441/1994 of 11 March, approving the Adapting
Regulation to the 30/1992 Law of 26 November, on the Legal
System of the Government Administration and Common Admin-
istrative Procedure of Proceedings Related to Grant, Mainte-
nance and Modification of Industrial Property Rights

Real Decreto 1523/1997, de 26 de septiembre, por el que se
designa la autoridad espafiola competente para extender la
férmula ejecutoria de las resoluciones de la Oficina de
Armonizacién del Mercado Interior

(BOE n° 244, de 11 de octubre 1997)
Royal Decree 1523/1997 of 26 September, appointing the
competent Spanish authority for extending the enforcement

order of the decisions from the Office for Harmonization in the
Internal Market

Ley 17/1975, de 2 de mayo sobre creacion del Organismo Auto-
nomo “Registro de la Propiedad Industrial”

(BOE n° 107, de 5 de mayo 1975)

ES-TML

ES-RE

ES-DECREE
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(5) Law 17/1975 of 2 May 1975 creating the autonomous institution
“The Industrial Property Register”
(6) Ley 20/2003, de 7 de julio, de Proteccion Juridica del Disefio ES-DeL
Industrial
(6) Law on Designs No 20/2003 of 7 July 2003
(7) Real Decreto 1937/2004, de 27 de septiembre, por el que se
aprueba el Reglamento de ejecucion de la Ley 20/2003, de ES-DeDECREE
7 de julio, de Proteccion Juridica del Disefio Industrial
(7) Royal Decree No 1937/2004 of 27 September 2004,
implementing Regulation on Designs No 20/2003
Sweden (1) Varuméarkeslag (1960:644); Andring inford: t.0.m. SFS 2005:287 SE-TMA
(1) Trade Marks Act (1960:644) (as last amended by SFS
2005:287)
(2) Varumarkesforordning (1960:648) Om Varumarkesregistret; SE-RE
Andring inférd: t.o.m. SFS 2005:241
(2) Trade Marks Rules (1960:648) (as last amended by SFS
2005:241)
(3) Kollektivmarkeslag (1960:645)
(3) The Collective Marks Act (1960:645)
(4) Monsterskyddslagen (1970:485); Andring inférd t.o.m. SFS SE-DeL
2004:1154
(4) The Design Protection Act (1970:485); as last amended by SFS
2004:1154
(5) Monsterskyddsforordningen  (1970:486); Andring inférd t.o.m SE-DeRE
SFS 2004:1165
(5) The Design Protection Regulation (1970:486); as last amended
by SFS 2004:1165
United (1) Trade Marks Act 1994 (as last amended by Trade Marks (Proof UK-TMA
Kingdom of Use, etc.) Regulation 2004)
(S.1. 2004/946)
(2) The Community Trade Mark Regulations 2006 UK-TMCR
(S.1. 2006/1027)
(3) The Trade Marks Rules 2000 UK-RULES

(S.1. 2000/136)

(3a) The Trade Marks (Amendment) Rules 2001

27
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(3b) The Trade Marks (Amendment) Rules 2004

(4) The Patents, Trade Marks and Designs (Address For Service
and Time Limits, etc) Rules 2006

(S.1. 2006/760)

(5) The Trade Marks (International Registration) Order 1996
(S.I. 1996/714)

(5a) The Trade Marks (International Registration) (Amendment) Order
2000

(5b) The Trade Marks (International Registration) (Amendment) Order
2002

(5¢) The Trade Marks (International Registration) (Amendment) Order
2004

(5d) The Trade Marks (International Registration) (Amendment) Order
2006

(5e) The Trade Marks (International Registration) (Amendment No 2)
Order 2006

(6) The Trade Marks (Fees) Rules 2000

(S.1. 2000/137)

(7) The Community Trade Marks (Fees) Regulation 1995

(S.1. 2000/137)

(8) Registered Designs Act 1949 as last amended by the Registered
Designs Regulations of 1 April 2003

(9) The Registered Designs Rules 2006

(S.1. 2006/1975)

(10) The Registered Designs (Fees) Rules 2006

(S.1. 2006/2617)

(11) The Registered Designs Regulations 2001
(S.1. 3949/2001)

(12) The Registered Designs Regulations 2003
(S.1. 550/2003)

(13) The Community Design Regulations 2005
(S.1. 2339/2005)

(14) The Community Design (Fees) Regulations 2002

(S.1. 2942/2002)

UK-FEE-RULES

UK-FEE

UK-DeL

UK-DeRULES

UK-DeFEE-
RULES

UK-DeRE

UK-DeFEE
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Bulgaria

(1) Law of Trade Marks and Geographical Indications (State
Gazette 81/99), last amended by Law No 73/05.09.2006

(2) Regulations on the Drafting, Filling and Examination of
Applications for the Registrations of Trade Marks
and Geographical Indications (State Gazette 9/2000)

(3) Law of Industrial Designs (State Gazette 81/99), last
amended by Law No 48/2005)

(4) Regulations on the Drafting, Filling and Examination of
Applications for the Registration of Industrial Designs (State
Gazette 9/2000)

(5) Tariff of Patent Office Fees (State Gazette 114/99), last
amended by 91/2005)

BG-TML

BG-DeL

BG-FEE

Romania

(1) Law No 84/1998 on Trade Marks and Geographical
Indications

(2) Regulations for implementing Law No 84/1998 concerning
Trade Marks and Geographical Indications

(3) Law No 129 of December 29, 1992 on Industrial Designs
republished within the meaning of Art. Ill Law No 585/2002 for
the Modification and Completion of the Industrial Design Law
No 129/1992, published in the Official Gazette of Romania No
810 of 7.11.2002, with a new numbering of the texts. (The
Industrial Design Law No 129/1992 was published in the
Official Gazette of Romania, Part I, No 1 of January 8, 1993)

(4) Government Ordinance 1171 of October 2003 regarding
implementation of the Law 129/2002

(5) Law No 383/2002 regarding the Fees in the field of Industrial
Property

RO-TML

RO-DeL

RO-FEE
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designs

Abbreviations
used in this
synopsis

Croatia

@)
@)
®)
(4)
®)

(6)

Trade Mark Act (OG No 173/2003 of 31 October 2003)
Trade Mark Regulations (No 173/2004)

Industrial Design Act (OG No 173/2003 of 31 October 2003)

Industrial Design Regulations (No 72/2004)

Act on Administrative Fees in the filed of Intellectual Property
Rights (OG No 64/2000 of 5 July 2000)

Act amending Act on Administrative Fees in the filed of
Intellectual Property Rights (OG No. 160/2004 of 18 November
2004) and Ordinance Amending the Ordinance on Special
Charges and Charges for Information Services provided by the
State Intellectual Property Office (OG No 187/2004 of 29 De-
cember 2004

HR-TMA

Turkey

30

1)

@)

®)

(4)

Decree - Law No 556 pertaining to the Protection of Trade
Marks, as amended by the Law No 4128 of November 7, 1995

Implementing Regulations under the Decree Law No 556
pertaining to the Protection of Trade Marks

Decree - Law No 554 pertaining to the Protection of Industrial
Design

The Implementing Regulations under the Decree Law No 554
pertaining to the Protection of Industrial Design

TR-TML



Chapter 2
Membership in international treaties

The tables list the international treaties in the field of industrial property law, in particular
of trade mark and design law, to which the Member States are party.

These treaties fall into two categories, namely

- treaties administered by the World Intellectual Property Organization (WIPO), and

- the Agreement establishing the World Trade Organization (WTO) of which the
Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS

Agreement) is an integral part.

Information purposes about the candidate countries (Croatia and Turkey) is annexed for
reference purposes.
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Member State Paris World Trade Madrid Madrid
Convention Organization Agreement Protocol
Austria X X X X
Belgium X X X X
Cyprus X X X X
Czech Republic X X X X
Denmark X X X
Estonia X X X
Finland X X X
France X X (including all E?éM and TOM) X
Germany X X X X
Greece X X X
Hungary X X X X
Ireland X X X
Iltaly X X X X
Latvia X X X X
Lithuania X X X
Luxembourg X X X X
Malta X X
Netherlands X X X (including >ISILAntiIIeS)
Poland X X X X
Portugal X X X X
Slovakia X X X X
Slovenia X X X X
Spain X X X X
Sweden X X X
United Kingdom X X X
State
Bulgaria X X X X
Romania X X X X
Croatia X X X X
Turkey X X X

32




Member State

Lisbon Agreement for the
Protection of Appellations of
Origin and their International

Registration

Nice Agreement Concerning the

International Classification of Goods
and Services for the Purposes of the

Registration of Marks

Austria X
Belgium X
Cyprus

Czech Republic X X
Denmark X
Estonia X
Finland X
France X X
Germany X
Greece X
Hungary X X
Ireland X
Italy X X
Latvia X
Lithuania X
Luxembourg X
Malta

Netherlands X
Poland X
Portugal X X
Slovakia X X
Slovenia X
Spain X
Sweden X
United Kingdom X

State

Bulgaria X X
Romania X
Croatia X
Turkey X
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Member State

Vienna Agreement Establishing

Madrid Agreement for the

Trademark

an International Classification Repression of False or Law Treaty
of the Figurative Elements of Deceptive Indications of
Marks Source on Goods
Austria X
Belgium
Cyprus X
Czech Republic X X
Denmark X
Estonia X
Finland
France X X
Germany X X
Greece
Hungary X X
Ireland X X
Italy X X
Latvia X
Lithuania X
Luxembourg X
Malta
Netherlands X X
Poland X X
Portugal X
Slovakia X X
Slovenia X X
Spain X X
Sweden X X
United Kingdom X X
State
Bulgaria X X
Romania X X
Croatia X X
Turkey X X
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Member State

The Hague Agreement
Concerning the International
Deposit of Industrial Designs

Industrial Designs

Locarno Agreement Establishing
an International Classification for

Austria X
Belgium X
Cyprus
Czech Republic X
Denmark X
Estonia X X
Finland X
France X X
Germany X X
Greece X X
Hungary X X
Ireland X
Italy X X
Latvia X X
Lithuania
Luxembourg X
Malta
Netherlands X X
Poland
Portugal
Slovakia X
Slovenia X X
Spain X X
Sweden X
United Kingdom X
State
Bulgaria X
Romania X
Croatia X X
Turkey X X
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Chapter 3
Filing of CTM and RCD applications at national offices

The applicant for a CTM may choose to file his application directly at the Office or through
the intermediary of a national office (Article 25 (1) CTMR). The filing route through the
intermediary of a national office is available independently of the nationality of the
applicant and of the languages chosen as the first and second language in the CTM
application.

The following offices are available:

- the central industrial property offices of the Member States, including the Benelux
countries,

- the Benelux Trade Office for Intellectual Property.

The central industrial property offices of the Member States include their main seat and,
where applicable, their sub-offices or branch offices. However, CTM applications may not
be filed at other bodies or institutions of the Member States, even if they are competent
to receive national trade mark applications under the relevant national law. This is
particularly important for Spain, Italy and Germany where national applications may be
filed through certain regional administrative or other authorities.

The following table lists the names and addresses and other relevant practical
information, such as on technical means of filing, of the national offices, as well as, if
applicable, the fee for the handling and transmittal of CTM applications to which Article 25
(2), second sentence CTMR refers.

Applicants using the filing route through the intermediary of a national office should be
careful and bear in mind the following:

- Applications which reach the Office more than two months after filing shall be
deemed to have been filed on the date on which the application reached the Office
(Article 25 (3) CTMR);

- No payment for a CTM application may be made at or through the intermediary of a
national office, and any such payment will have to be returned to the applicant (cf.
Communication No 2/97 of the President of the Office of 3 July 1997, OJ OHIM
1997, 758);

- No correspondence subsequent to the CTM application as filed and no other
correspondence, application or request addressed to the Office may be sent to or
through the intermediary of a national office.

Applications for Community designs may be filed with the OHIM or through the industrial
property offices of Member States. The following table also includes where applicable, the
fee for the handling and transmittal of RCD applications to which Article 35 of the CDR
refers.
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Member
State

Address of the office

Technical
possibilities
of filing

National fee
(CTMR 25 (2),
second
sentence),
(CDR 35 (2)
second
sentence)

Legal
Basis

Austria

Osterreichisches Patentamt
Dresdner Stral3e 87,
Postfach 95

A - 1200 Wien

Tel.:(43-1) 534240

Fax: (43-1) 53 424 535
E-mail: info@patentamt.at
http://www.patentamt.at

Telefax

§ 1, AT-PAV

No fee

§ 69, AT-TML

§ 44a, AT-DeL

Belgium

Office de la Propriété
intellectuelle / Dienst voor de
Intellectuele Eigendom
Service public federal economie,
p.m.e., classes moyennes &
energie / Federale
overheidsdienst economie,
k.m.o., middenstand & energie
Ministére des affaires
économiques / Ministerie van
Economische Zaken

North Gate Il

Boulevard Roi Albert Il 16

B - 1000 Bruxelles/Brussel

Tel.: (32-2) 277 52 97
Fax: (32-2) 27752 77
http://www.mineco.fgov.be

Benelux
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Benelux-Bureau voor de Intel-
lectuele Eigendom (BBIE)

Office Benelux de la Propriété
intellectuelle (OBPI)

Bordewijklaan 15
Postbus / Boite postale 90404
NL - 2509 LK Den Haag

Tel.: (31-70) 349 11 11
Fax: (31-70) 347 57 08
E-mail: info@boip.int
http://www.boip.int/

E-filing, telefax,
mail

Articles 3.4. and
3.5. ER-BCIP

CTM: Fee = € 80
(+ transmission
costs if they
exceed € 25)

Article 4.6 (2),
ER-BCIP

RCD: Fee=€71
(+transmission
costs if they
exceed €25)

Article 4.8, ER-
BCIP




Member Address of the office Technical National fee Legal
State possibilities | (CTMR 25 (2), Basis
of filing second
sentence),
(CDR 35 (2)
second
sentence)
Cyprus TuAua E@dpou ETaipeiwyv kai No fee
ETrionuou MapaAnTrTn
[wvia Asw®. Makapiou kai
Kaptrevnaoiou
MoAukartoikia «<=ENIOZ», 1427
Aeukwaia
Ministry of Commerce, Industry
and Tourism
Department of Registrar of
Companies and Official
Receiver Corner
Makarios Avenue & Karpenisiou
“XENIOS” Building,
CY—1427 Nicosia
Tel.: (357) 22404433
Fax: (357) 22304887
E-mail:
deptcomp@drcor.mcit.gov.cy
http://www.mcit.gov.cy/mcit/drco
r/drcor.nsf/index_en/index _en?o0
pendocument
Czech Utad priimyslového vlastnictvi Telefax, e-mail Fee CTM =500 8§49, CZ -TML
Republic The Industrial Property Office with electronic CzK
CZ—160 68 Prague CZ-FEE DL
Tel: (420-2) 20383111 Fee RCD =500
Fax: (420-2) 24324718 CzZK
E-mail: posta@upv.cz
http://www.isdvapl.upv.cz
Denmark Patent- og Varemeaerkestyrelsen Telefax Fee CTM = 200 8§ 48,DK-TML
Helgeshgj Allé 81 DKK § 19, DK-RE
DK - 2630 Taastrup
§ 12, DK-FEE Art. 49 (2), (3),
Tel.: (45-43) 50 80 00 DK-DeL
Fax: (45-43) 50 80 01 Fee RCD = 200
E-mail: pvs@dkpto.dk DKK
http://www.dkpto.dk
§ 22, DK-FEE
Estonia Eesti Patendiamet Fee CTM =500 § 712, EE-TML
Toompuiestee 7 EEK
EE - 15041 Tallinn § 87°, EE-DL
EE-FEE
Tel: (372) 627 7900
Fax: (372) 645 1342 Fee RCD =500
E-mail: Patendiamet@epa.ee EEK
http://www.epa.ee
EE-FEE
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Member Address of the office Technical National fee Legal
State possibilities | (CTMR 25 (2), Basis
of filing second
sentence)
(CDR 35 (2)
second
sentence)
Finland Patentti- ja rekisterihallitus Fee CTM = €40 8 57, FI-TML
Patent- och § 6, FI-FEE
registerstyrelsen
Arkadiankatu 6A
FIN - 00100 Helsinki Fee RCD=€50 | §33b, Fl-DeL
§ 7 FI - FEE
Tel.: (358-9) 6939 500
Fax: (358-9) 6939 5328
http://www.prh.fi
France I. Institut national de la Telefax Fee CTM =€ 40
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propriété industrielle (INPI)

26bis, rue de Saint-Pétersbourg
F - 75800 Paris Cedex 08

Tel.: (33-1) 53 04 53 04
Fax: (33-1) 42 94 02 09

http://www.inpi.fr

Il. Branch offices

Bordeaux:
2, place de la Bourse
F - 33076 Bordeaux Cedex

Tel.: (33-5) 56 81 12 60
Fax: (33-5) 56 51 64 99

Grenoble:

5, place Robert Schuman
BP 1515

F - 38025 Grenoble Cedex 01

Tel.: (33-4) 76 84 08 84
Fax: (33-4) 76 84 06 87

Lille:
97 boulevard Carnot
F - 59040 Lille Cedex

Tel.: (33-3) 28 36 33 80
Fax: (33-3) 28 36 33 62

Lyon:
43, rue Raulin
F - 69364 Lyon Cedex 07

Tel.: (33-4) 78 72 59 42
Fax: (33-4) 78 61 77 21

Marseille:
32, Cours Pierre Puget
F - 13006 Marseille

Tel.: (33-4) 91 33 41 00
Fax: (33-4) 91 54 86 54

(does not apply to
the filing of colour
marks)

Article 1, FR-DEC
N° 95-196

Fee RCD =€ 40




Member
State

Address of the office

Technical
possibilities
of filing

National fee
(CTMR 25 (2),
second
sentence)
(CDR 35 (2)
second
sentence)

Legal
Basis

Nancy:

123, rue du Fbg des Trois
Maisons

BP 749

F - 54064 Nancy Cedex

Tel.: (33-3) 83 17 87 00
Fax: (33-3) 833292 23

Nantes:

3 place de la petite Hollande
BP 82308

F - 44023 Nantes cedex 1

Tel.: (33-2) 40 35 82 90
Fax: (33-2) 40 35 82 99

Rennes:

Centre d’Affairs Patton

BP 79 157

11, rue Franz Heller

F - 35079 Rennes Cedex 07

Tel.: (33-2) 99 38 16 68
Fax: (33-2) 99 36 99 29

Sophia Antipolis:

249, rue Fernand Léger
Sophia Antipolis

F - 06560 Valbonne

Tel.: (33-4) 93 65 37 37
Fax: (33-4) 93 65 41 34

Strasbourg:
2, rue Brilée
F - 67000 Strasbourg

Tel.: (33-3) 88 32 25 44
Fax: (33-3) 88 23 50 55

Toulouse:

3, rue Michel Labrousse Parc
d’activités Basso Campo

BP 1356

F - 31106 Toulouse Cedex

Tel.: (33-5) 61 40 96 00
Fax: (33-5) 61 40 75 06
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Member Address of the office Technical National fee Legal
State possibilities (CTMR 25 (2), Basis
of filing second
sentence)
(CDR 35 (2)
second
sentence)
Germany Deutsches Patent- und Telefax Fee CTM =€ 25 § 125a, DE-
Markenamt TML

42

Zweibrlckenstr. 12
D - 80331 Miinchen

Postal address:
Deutsches Patent- und
Markenamt
Markenabteilungen

D - 81534 Miinchen

Tel.: (49-89) 21950
Fax: (49-89) 21 9522 21
E-mail: info@dpma.de
http://www.dpma.de

Jena:

Deutsches Patent- und
Markenamt
Dienststelle Jena
Goethestr. 1

D - 07743 Jena

Postal address:
Deutsches Patent- und
Markenamt
Dienststelle Jena

D - 07738 Jena

Tel.: (49-3641) 4054
Fax: (49-3641) 4056 90

Berlin:

Deutsches Patent- und
Markenamt

Technisches Informations-
zentrum Berlin

Gitschiner Str. 97

D - 10969 Berlin

Postal address:
Deutsches Patent- und
Markenamt

Technisches Informations-
zentrum Berlin

D - 10958 Berlin

Tel.: (49-30) 25 99 20
Fax: (49-30) 25 99 24 04

(cf. Communica-
tion of the
President of the
German Patent
Office of 5.2.1997,
Bl. f. PMZ 1997,
69)

§ 11 DE-ORD

Fee RCD =€ 25
(per application
up to a maximum
weight of 2 kg)

=€ 50 (per appli-
cationup to a
maximum weight
of 12 kg)

=€ 70 (per appli-
cation with a
weight of more
than 12 kg)

§2
Annex No 335
100

DE-FEE

8 62, DE-DL
82, 815
Annex No 344
100; 344 200;
344 300

DE-FEE



Member
State

Address of the office

Technical
possibilities
of filing

National fee
(CTMR 25 (2),
second
sentence)
(CDR 35 (2)
second
sentence)

Legal
Basis

Greece

Trade Marks:

Ministry of Development
Department of Commerce
Unit for Trade and Industrial
Property

The Kanning Square

GR - 101 81 Athens

Tel.: (30-10) 38 43 171
Fax: (30-10) 38 21 717

Designs:

Industrial Property
Organization

5, Pandanassis St.,

GR - 151 25 Paradissos
Amaroussiou

Tel.: (30-210) 6183500
Fax: (30-210) 6819231
Email: info@obi.gr
http://www.obi.gr

Hungary

Magyar Szabadalmi Hivatal
Garibaldi utca 2.
H -1054 Budapest

Tel.: (36-1) 312 4400
Fax: (36-1) 331 2596
E-mail: mszh@hpo.hu
http://www.hpo.hu

Fee CTM =10
700 HUF

Art. 11 (6), HU-
FEE

Fee RCD =10
700 HUF

Art. 10 (5), HU-
FEE

Art. 76/B
HU-TML

Art. 60/B
HU-DeL

Ireland

Irish Patents Office
Government Buildings
Hebron Road

IE - Kilkenny

Tel.: (353-56) 77 20 111
Fax: (353-56) 77 20 100
E-mail: patlib@entemp.ie
http://www.patentsoffice.ie

Fee CTM =€ 25

Fee RCD =€ 25

Section 57 (1)
IE-TMA and
IE-S.I. No 10

Section 3 (2)
IE-S.I. No. 27
of 2003,
IE-CD
Regulation

Italy

Ufficio Italiano Brevetti e
Marchi

Ministero delle attivita
produttive

Via Molise, 19

| - 00187 Roma

Tel.: (39-6) 47 05 30 81
Fax: (39-6) 47 05 30 35
http://www.uibm.gov.it
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Member Address of the office Technical National fee Legal
State possibilities (CTMR 25 (2), Basis
of filing second
sentence)
(CDR 35 (2)
second
sentence)
Latvia Latvijas Republikas Patentu Fee CTM =11,80 Art. 39.1 2),
valde LVL LV-TML
Citadeles iela 7/70
P.O.Box 824, Rule 14, LV-RE-
LV-1010 Riga FEE
Tel: (371) 7099 600 _
Fax: (371) 7099 650 E@f RCD=11.80
E-mail: valde@Irpv.lv
http://www.lrpv.lv Rule 14, LV-RE-
FEE
Lithuania Lietuvos Respublikos Fee CTM = 100 Art. 55(1),
Valstybinis patenty biuras LTL paragraph 3,
Kalvarijy g. 3, LT-TML;
LT-09310 Vilnius Annex 4,
paragraph 17,
Tel: (370-5) 278 02 50 — LT-TMFEE
Fax: (370-5) 275 07 23
E-mail:spb@vpb.gov.It
http://www.vpb.gov.lt Fee RCD =100 Art. 51(1),
LTL paragraph 3,
LT-DeL;
Annex 2,
paragraph 12,
— LT-DeFEE
Luxembourg| Direction de la Propriété
Intellectuelle
Ministére de I'économie et du
commerce exterieur
19-21, boulevard Royal
L - 2914 Luxembourg
Tel.: (352) 47 84 187
Fax: (352) 22 26 60
http://www.eco.public.lu/
attributions/dg2/
d_propriete_intellectuelle/
index.html
Malta Ministry for Competitiveness Fee CTM =20 Rule 4
and Communications, MTL N.L. 233 of
Commerce Division, 2003
Industrial Property Registration Fee RCD =20
MT-Lascaris, Valletta, CMR 02 MTL
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Tel: (356) 25690206
Fax: (356) 25690338
E-mail: ipoffice@gov.mt
http://www.mcmp.gov.mt




Member Address of the office Technical National fee Legal
State possibilities | (CTMR 25 (2), Basis
of filing second
sentence)
(CDR 35 (2)
second
sentence)
Netherlands | Octrooicentrum Nederland
Netherlands Patent Center
Patentlaan 2
NL - 2288 EE Rijswijk
Tel.: (31-70) 398 66 99
Fax: (31-70) 398 66 06
http://www.octrooicentrum.nl
Poland Urzad Patentowy Fee CTM =120 Annex 3,
Rzeczypospolitej Polskiej PLN PL-FEE
Al. Niepodlegtosci 188
PL 00 - 950 Warszawa, PL-FEE
Tel.: (4822) 825 80 01 Fee RCD =120 | Annexz2,
Fax: (4822) 875 06 80 PLN PL-FEE
E-mail: informacja@uprp.pl
http://www.uprp.pl PL-FEE
Portugal Instituto Nacional da Fee CTM =€
Propriedade Industrial (INPI) 27,03
Campo das Cebolas
P - 1100 Lishoa PT-FEE
Tel.: (351-1) 888 11 01 Fee RCD =€
Fax: (351-1) 8 87 53 08 27,03
E-mail: atm@inpi.pt
http://www.inpi.pt PT-FEE
Slovakia Urad priemyselného CTM = No Fee 8§ 364,
vlastnictva Slovenskej SK -TML
republiky RCD = No Fee
Jana Svermu 43
SK-974 04 Banska Bystrica 4
Tel: (421-48) 4300111
Fax: (421-48) 4132563
E-mail: urad@indprop.gov.sk
http://www.indprop.gov.sk
Slovenia Urad Republike Slovenije Fee CTM = SIT Article 2,
za intelektualno lastnino 10 000 SL-CTM
Kotnikova 6 Decree
SI-1000 Ljubljana
Tel.: (386-1) 478 31 54 Fee RCD =SIT Article 2,
Fax: (386-1) 478 31 10 10 000 SL-CD Decree

E-mail: info@uil-sipo.si
http://www.uil-sipo.si
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Member Address of the office Technical National fee Legal
State possibilities | (CTMR 25 (2), Basis
of filing second
sentence)
(CDR 35 (2)
second
sentence)
Spain Oficina Espafiola de Fee = € 26,02 Article 84 and
Patentes y Marcas (receipt & transfer | Annex Article 1
P°Castellena, 75 to OHIM) (1) d, ES-TML
E - 28071 Madrid
Fee RCD =€
Tel.: (34-90) 2 15 75 30 25,51
Fax: (34-91) 3 49 55 97
http://www.oepm.es
Sweden Patent- och Registreringsverket/ Fee CTM = 300 8 65, first
Swedish Patent and SEK sentence
Registration Office SE-TML
Valhallavagen 136 § 27, SE-RE
P.O. Box 5055 8§ 50,
S - 102 42 Stockholm Fee RCD =500 SE-DelLaw
SEK
Tel.: (46-8) 782 25 00
Fax: (46-270) 173 51 § 30, SE-De-RE
http://www.prv.se
or
Patent- och Registreringsverket/
Swedish Patent and
Registration Office
Kungsgatan 8
P.O. Box 530
S-826 27 Soderhamn
Tel.: (46-8) 782 25 00
Fax: (46-270) 173 51
United The Patent Office Fee CTM=£ 15
Kingdom Concept House
Cardiff Road (If fax back is
Newport NP10 8QQ required an
UK additional fee of £
25 will be
Tel.: (44-1633) 81 40 00 charged)
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Fax: (44-1633) 81 45 63
or

The Patent Office

Harmsworth House

13-15 Bouverie Street

London

EC4Y 8DP

UK

E-mail: enquiries@patent.gov.uk
http://www.patent.gov.uk

Fee RCD=£15

UK—CD FEE




State Address of the office Technical National fee Legal
(Entry to EU possibilities | (CTMR 25 (2), Basis
on 1.1.2007) of filing second

sentence)
(CDR 35 (2)
second
sentence)
Bulgaria Patentno vedomstvo na
Republica Bulgaria
52B, Dr. G.M. Dimitrov Blvd.,
BG-1040 Sofia
Tel.: (359-2) 970 13 14
Fax: (359-2) 873 52 58
E-mail: bpo@bpo.bg
http://www.bpo.bg
Romania Oficiul de Stat Pentru Inventii si

marci
Sector 3,
RO-030044,Bucuresti,

Tel.: (40-21) 315 19 65
Fax: (40-21) 312 38 19

E-mail: office@osim.ro

http://www.0sim.ro
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Chapter 4
Geographical scope

The purpose of this Chapter is to provide information on the geographical scope of Com-
munity trade marks and the Community design and on the entitlement to file a CTM and a
RCD.

Previously, only persons listed in Article 5 CTMR were able to own a CTM. According to
the new Article 5 of CTMR, which entered into force on 10 March 2004, any natural or le-
gal person, including authorities established under public law, may be proprietors of a
CTM.

Since former Article 5 CTMR does not apply anymore, table 4) b) which was included in
the second edition, is left out.

The same principle applies to the RCD. Any natural person or legal entity from any
country in the world may file an application for a Registered Community Design.

The issue of geographical scope arises in several contexts under the CTMR. The question
is on which territory (this word being used here not as a terminus technicus, but in a
purely geographical sense) a Community trade mark is valid (“geographical scope” sensu
strictu). The CTMR also uses the terms “in the Community” and “nationals of a Member
State”.

The geographical scope of the CTMR and CDR defines the territory where pending
applications (provisional protection) and registered CTMs and RCDs are valid and can
(only) be infringed and enforced, i.e. in respect of which territory a CTM or RCD court may
pronounce remedies like injunction or border measures. In practice, although not in the-
ory, it coincides with the meaning of the term “in the Community”, which is used in the
CTMR in the following contexts: The CTM must be used “in the Community”, use in other
territories not being taken into account (Article 15 CTMR). Exhaustion of rights takes place
“in the Community” (Article 13 CTMR). A territory which is not “in the Community” is not
“a part of the Community” and is not to be taken into account for the assessment of abso-
lute grounds for refusal (Article 7 (2) CTMR). A Community trade mark may be licensed
for some or all of the goods or services for which it is registered and for the whole or part
of the Community (Article 22 (1)). Persons not having domicile or place of business “in the
Community” need to be represented (Article 88 (2) CTMR) and may not act directly
through their employees (Article 88 (3) CTMR). Persons who want to represent third
parties before the Office must have their place of business (or in the case of Article 89 (1)
(b) at least their employment) “in the Community” (Article 89 (1) (a), (2) (b) CTMR).

The same rules apply to an international registration designating the European Community
for example a trade mark which is the subject of an international registration designating
the EC must be put to genuine use in the Community (Article 155 CTMR).

The term “in the Community” is used in CDR in relation to the: exhaustion of rights of the
product placed on the market “in the Community” (Article 21 CDR). Persons not having a
domicile or place of business “in the Community” need to be represented (Article 77 (2)
CDR) and may not act directly through their employees (Article 77 (3) CDR).
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Persons who want to represent third parties before the Office must have their place of
business or employment “in the Community” (Articles 89 (2)(b) CTMR, 78 (4)(b) CDR).

The geographical scope of the CTMR and CDR is the territory on which the CTMR and
CDR, as the Community Regulations, are applicable. This is in principle governed by the
relevant provisions in the EC Treaty, in particular its Article 299 (former Article 227).

In addition, national law of a Member State may provide that a CTM or RCD confer the
same rights as a national trade mark or design registered in that Member State on its ter-
ritory. In other words, a Member State may extend the effects of a CTM and/or RCD to
territories which are not covered by the CTMR, CDR or EC Treaty. Any such rule does not,
however, have the effect that the CTMR or CDR become applicable on that territory. The
Member States which have enacted provisions of this kind are e.g. France and United
Kingdom.
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Member State

Geographical scope - Scope of the CTMR and CDR

(identical to the notion of “in the Community”)

Austria The Republic of Austria
Belgium The Kingdom of Belgium
Cyprus The Republic of Cyprus

Czech Republic

The Czech Republic

Denmark The Kingdom of Denmark, not including Greenland and the Faeroe Islands

Estonia The Republic of Estonia

Finland The Republic of Finland

France The French Republic, including the overseas departments: Martinique, Guadeloupe,
Réunion, Guyana. Not included are the following territories: New Caledonia, Wallis and
Futuna, French Polynesia, French Southern and Antarctic Territories, Mayotte (Article L.
811-4 FR-CPI)

Germany The Federal Republic of Germany

Greece The Hellenic Republic

Hungary The Republic of Hungary

Ireland The Republic of Ireland

Italy The Italian Republic

Latvia The Republic of Latvia

Lithuania The Republic of Lithuania

Luxembourg The Grand Duchy of Luxembourg

Malta The Republic of Malta

Netherlands

The Kingdom of the Netherlands in Europe

Poland The Republic of Poland

Portugal The Portuguese Republic (including the Azores and Madeira)
Slovakia The Slovak Republic

Slovenia The Republic of Slovenia

Spain The Kingdom of Spain (including the Canary Islands, Ceuta and Melilla)
Sweden The Kingdom of Sweden

United Kingdom

The United Kingdom of Great Britain and Northern Ireland (Great Britain consisting of
England, Scotland, Wales); Gibraltar. The Channel Islands and the Isle of Man are not
included.

Bulgaria

The Republic of Bulgaria

Romania

The Republic of Romania
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Chapter 5
National rights which constitute “earlier rights” in the sense
of Article 8 CTMR

This Chapter outlines which earlier national rights may be invoked against the registration
or validity of a CTM application or CTM.

1.  Article 8 CTMR sets out, in paragraphs (1) and (5), the relative grounds for refusal
and states, in paragraphs (2) and (4), what kind of trade marks and other rights are
relevant.

2. According Article 8 (2), the following national rights constitute relative grounds for
refusal:

. marks registered in a Member State; or trade marks registered at the Benelux Office
for Intellectual Property,

. applications for such marks, subject to their registration,

. international registrations under the Madrid Agreement or the Madrid Protocol
having effect in a Member State, including the Benelux,

. trade marks registered under international arrangements which have effect in the
Community

In addition, the following constitute a relative ground for refusal, in accordance with and
subject to the national law concerned:

- a non-registered trade mark,
- another sign used in the course of trade,

provided that such mark or sign is of more than mere local significance, that it was
acquired prior to the filing or, if any, priority date of the CTM, and that it confers on its
proprietor the right to prohibit the use of a subsequent trade mark (Article 8 (4)).
“Another sign” refers to exclusive rights of a similar character as trade marks and include
trade names and company names (corporate nhames), other business designations like
establishment or store names, titles of publications or similar works, as well as any other
similar exclusive right falling within this category.

3.  The national mark or other sign must be “earlier” than the CTM or CTM application
against which it is invoked.

The relevant date of the national mark or other sign is:

. In the case of a national trade mark or trade mark application the filing date or, if
priority has been validly claimed, priority date. However, applications for such marks
are taken into account only subject to their registration;

. In case of international registration under the Madrid Agreement or the Madrid
Protocol, the date of international registration or subsequent territorial extension, in
respect of that Member State, or the priority date of that registration as recorded by
the International Bureau;
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. In case of international registration designating the European Community, the date
of international registration or subsequent designation of the European Community,
or the priority date of that registration as recorded by the International Bureau or by
the OHIM.

In case of a non-registered mark or another sign used in the course of trade, the date of
acquisition of that right according to the national legislation.

The relevant date of the CTM or CTM application is the filing date or, if priority has been
validly claimed, the priority date. The date of seniority is not relevant in this context.

4.  The following table outlines the kinds of national marks and other rights which
qualify as relative grounds for refusal in opposition and invalidation proceedings
before the Office or a CTM Court. Applications for trade marks have not been
expressly mentioned.

5. Pursuant to Article 52 (2) CTMR, the following rights not constituting marks or signs
also qualify as a relative ground for invalidation: a right to a name, a right to a
personal portrayal, a copyright or another industrial property right, subject to
national law and in particular subject to the scope of protection given to these rights
under the relevant national law. The following table does not refer to these rights as
the scope of protection of these national rights under national law cannot be readily
summarized and may in particular depend on the circumstances of the case.

National rights which only apply to a particular locality (i.e. of mere local significance) do
not constitute a ground for opposition or declaration of invalidity, but confer on their
proprietor the right, pursuant to Article 107 CTMR, to oppose the use of the CTM in the
territory where the local right is protected, insofar as the law of the Member State
concerned so permits, and subject to certain limitations. National rights of this kind have
not been included in the following table.

Earlier rights which can preclude registration of a CTM comprise earlier marks well known
in a Member State, in the sense in which the words “well-known” are used in Article 6b/s
of the Paris Convention (Article 8 (2)(c) CTMR). Such well-known marks are not
mentioned in the list because the CTMR itself defines these earlier rights, and the national
legislation on well-known marks is not relevant here.

A second table has been annexed which lists national rights of the two candidate countries
which would fall under Article 8 CTMR. The table is included for information purposes,
since the earlier rights of these countries may not be invoked against the registration of a
CTM only if these countries accede to the European Union.

On 1 May 2004 ten new countries joined the EU and on 1 January 2007 another two. The
Community Trade Marks registered or applied before the accession date were
automatically extended to their territories. Earlier rights in the new Member States did not
confer the right to oppose a CTM registration, or to request its invalidation, except where
the date of the application for registration of the CTM was within the six month
immediately preceding accession. It is not sufficient that the earlier rights exist at the date
of the accession; they must actually pre-date the CTM application being challenged. The
right to object is excluded if the earlier right is acquired in bad faith.

The owners of earlier CTMs cannot prevent the use in the new Member States, of
intellectual property rights that existed in these countries before the accession.
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Member
State

National rights which constitute “earlier rights” in the sense of

Article 8 CTMR

Austria

Trade marks registered with the national office:

Marks filed earlier and still in force
8 30, AT-TML

Madrid Marks:

International registrations having effect in Austria
§2(2), 830 AT-TML

Unregistered TM:

Unregistered TM which has acquired a certain degree of recognition in the course of
trade (“Verkehrsgeltung”)

§ 31, AT-TML

Acquisition through use which has led to a recognition by the relevant public that the
sign is a mark of the claimant ("Verkehrsgeltung").

Right to prohibit use of subsequent (registered) trade mark provided that unregistered
mark, at the date of application for subsequent TM, was known to the relevant public
as designation for the goods or services of the claimant (“als Kennzeichen gegolten
hat”) and provided that the subsequent TM had not been used prior to application for
the same period as an unregistered mark.

Other signs used in the course of trade:

Trade names (the firm of an enterprise), special designations of enterprises and
designations similar to them.

Acquisition through use.

§ 32, AT-TML, 8§ 9 (1), (3) of the Law Against Unfair Competition

To the notion of a special designation of an enterprise are assimilated ("stehen
gleich") such business signs ("Geschéftsabzeichen™) or other signs designated to
distinguish the business from other businesses (including the get-up or packaging of
goods) which, within the relevant public, are considered to be the distinguishing sign
("Kennzeichen") of that business. Such other signs are acquired through use which
has led to a recognition by the relevant public that the sign is a sign of the claimant
("Verkehrsgeltung").

§ 9 (3) of the Law Against Unfair Competition

Right to prohibit use of subsequent (registered) trade mark provided that there is a
risk of confusion.

Benelux

Trade marks registered with the Benelux Office for Intellectual Property:

Registered individual trade marks and collective marks
Articles 2.2. and 2.35 BCIP

Madrid Marks:

Registered international marks
Articles 2.2 and 2.10 BCIP

Unregistered trade marks:

Unregistered trade marks are not recognised under the uniform Benelux Convention
on Intellectual Property.

Article 2.19 BCIP
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Member

National rights which constitute “earlier rights” in the sense of

State Article 8 CTMR

D. Other signs used in the course of trade:

General remark: In respect of the Benelux territory, each state must be considered

separately.

Belgium:

- Trade name (nom commercial)
Article 2.19 BCIP, Article 93 of 'loi du 14 juillet 1991 sur les pratiques du commerce et
sur l'information et la protection du consommateur' and Article 1382 of the 'Code
Civil' (Civil Code).
Acquisition of trade name from its first use in trade. Protection limited to geographical
area where the trade name is used.
Right to prohibit use of subsequent (registered) trade mark.

- Company name (dénomination sociale)
Article 2.19 BCIP and Article 65 of 'Code de sociétés du 7 mai 1999
Acquisition of protection as a company name, in principle, from the date of the
establishment of the company. Protection extends to the whole national territory.
Right to prohibit use of subsequent (registered) trade mark.

Luxembourg:

- Trade name (nom commercial)/ company name (dénomination sociale)
Article 2.19 BCIP and Article 17, alinéa f, of ‘loi du 27 novembre 1986 réglementant
certaines pratiques commerciales et sanctionnant la concurrence déloyale’.
Right to prohibit use of subsequent (registered) trade mark.

Netherlands:

- Trade name
Article 2.19 BCIP and Law of 5 July 1921 on trade names (Handelsnaamwet) and
Article 6:162 of the Dutch Civil Code (Burgerlijk Wetboek).
Acquisition: Right to a trade name is acquired by its use; there is a possibility to have
the trade name registered with the Trade Register at the Chamber of Commerce, but
there is no obligation to do so, and doing so does not provide any right. No particular
requirement that the trade name be distinctive and non-descriptive.
Right to prohibit use of subsequent (registered) trade mark where there is a risk of
confusion.

Cyprus A. Trade marks registered with the national office:
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Trade marks registered in Cyprus
Article 14A (1) (a) (i), CY-TML

B. Madrid Marks:

Trade marks registered under international agreements and having effect in Cyprus
Article, 14A 81) (a) (i), CY-TML



Member
State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Unregistered trade marks:

Unregistered trade marks are not recognised under the law of Cyprus.

Czech
Republic

Trade marks registered with the national office:

Trade marks registered or applied for
Articles 1, 3 (a) (1), 6 and 7 (1)(a), CZ-TML

Madrid Marks:

International registrations having effect in the Czech Republic
Articles 3 (a) (2), 7 (1)(a) and 48 (1), CZ-TML

Unregistered trade marks:

Unregistered signs which have become characteristic through use prior to the filing of
an opposing application and is more than of mere local significance

Article 7 (1)(g), CZ-TML

Acquisition through use in the course of trade.

Scope of protection: Identical to that of a Czech registered mark

Right to prohibit subsequent trade mark if signs are identical or similar and cover
identical or similar goods and services

Other signs used in the course of trade:

Industrial property right, if it can be affected by the use of the sign applied for
Article 7 (1) (j), CZ-TML

Denmark

Trade marks registered with the national office:

Trade marks registered in Denmark
88 3 and 15 (2)(1)(b), DK-TML

Madrid Marks:

Trade marks registered under international agreements and having effect in Denmark
§ 15 (2)(i)(c), DK-TML

Unregistered trade marks:
TM “by commencement of use”
8§ 3 (1)(ii), DK-TML

Acquisition: Right to unregistered trade mark by commencement of its use in
Denmark.

Right to prohibit use of subsequent (registered) trade mark if used for the goods or
services for which it has commenced to be used and for which it is continuously used
§ 15 (4)(ii), DK-TML.

Scope of protection: The same as for Danish registered trade marks, i.e. against the
acts corresponding to those referred to in Article 9(1) (a), (b) and (c) CTMR
84 (1), (2), DK-TML.
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Member National rights which constitute “earlier rights” in the sense of
State Article 8 CTMR

D. Other signs used in the course of trade:

- Company name to which the person concerned has a legal title
The term “company name” is to be given an extensive interpretation and covers not
only private companies such as private firms, limited liability companies, other
commercial companies, secondary trade names but equally foundations, unions,
associations, museums and public institutions.
§ 14 (iv), DK-TML
Acquisition: Company name protection does not require its registration.
Right to prohibit use of subsequent (registered) trade mark, where signs are identical or
similar.

- Signs used in the course of trade
§ 15 (4)(ii), DK-TML
The term “signs used in the course of trade” is to be given an extensive interpretation
and covers, according to Danish law, any commercial meaning or symbol, which can
serve as a connecting link between a business and its customers/users. This includes,
inter alia, trade marks, business names and shop-facades
Right to prohibit use of subsequent (registered) trade mark, where signs are identical or
similar.

- Distinctive titles of protected literary and artistic works
Only titles of protected literary and artistic works fall under this provision. Whether a
literary or artistic work is protected is decided according to the Danish Law on
Copyright.
§ 14 (v), DK-TML
Right to prohibit use of subsequent (registered) trade mark.

Estonia A. Trade marks registered with the national office:

- Trade marks registered or filed
§5 (1) 2) and § 11 (1) 2), 3), EST-TML

B. Madrid Marks:

- International registrations having effect in Estonia
§5(1) 3), and 8 11 (1) 4), 5), EST-TML

C. Unregistered trade marks:

- Unregistered trade marks are not protected under Estonian law, unless the marks can
considered to be well-known.
§5 (1) 3)and § 11 (1) 1) EST-TML

D. Other signs used in the course of trade:
Business names entered in the commercial register prior to the filing date of the
registration, application or the priority date provided that the area of activity in respect of
which a notation has been made in the commercial register includes the goods and
services for which the trade mark is used to or is going to be used (designates).
Article 10(1) 4), EST-TML
Acquisition of protection as a business name is from date of entry in the commercial
register.
Right to prohibit use of subsequent (registered) trade mark where the signs are
identical or similar and if they are used for the goods and services for which the trade
mark is registered.
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Member
State

National rights which constitute “earlier rights” in the sense of

Article 8 CTMR

Finland

Trade marks registered with the national office:

Trade marks registered in accordance with the Trade Marks Act
§ 14 (1) (6), FI-TML

Madrid Marks:

Trade marks protected by international registration valid in Finland
§ 14 (1) (8), § 53 FI-TML

Unregistered trade marks:

Trade mark established on the market

§ 2, FI-TML

Acquisition: Use leading to the unregistered mark becoming established on the
market. Shall be regarded as established if it has become generally known in the
appropriate business or consumer circles in Finland as a symbol specific to its

proprietor’'s goods or services.

Scope of protection: Identical to that of a Finnish registered trade mark, i.e. against
acts corresponding to those contained in Article 9 (1)(a), (b) and (c) CTMR.

8§81, 2 (3), 6, 14 (1) (6), FI-TML

Other signs used in the course of trade:

Trade names ((toiminimi, firma) definition: any name that a natural or legal person is
using in business activities).

these include secondary trade names ((aputoiminimi, bifirma) natural or legal
person can carry out part of their business under a secondary trade name) and
secondary symbols ((toissijainen tunnus, sekundart kéannetecken) sign, including
figurative signs, used in the course of trade)

881, 2(2),3(2),6,14 (1) (6), FI-TML

Acquisition: Use leading to the trade name becoming established on the market.

Right to prohibit subsequent trade mark, if signs can be confused and cover
identical or similar goods or services.

Distinctive titles of protected literary or artistic work

Right to prohibit the use of a subsequent trade mark if it is composed of or contains
anything that is likely to give the impression of being the title of another’s protected
literary or artistic work

§ 14 (1) (5), FI-TML

Name of a trader

Right to prohibit subsequent trade mark if signs can be confused and cover identical
or similar goods and services

881, 6, 14 (1) (6), FI-TML
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Member
State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

France

Trade marks registered with the national office:

Registered trade marks
Article L. 711-4 (a), FR-IP CODE

Madrid Marks:

International registrations having effect in France (Article L. 711-4 (a), FR-IP CODE
does not explicitly refer to international registration but implicitly, by using the language
“trade marks registered”)

Unregistered trade marks:

Unregistered trade marks are not recognised under French law

Other signs used in the course of trade:

Company name (dénomination sociale) or sign of a company

Article L. 711-4 (b), FR-IP CODE

Acquisition: Protection of the company name from completion of founding documents
of the company.

Scope of protection: In principle, a company name is protected only in the area of
effective activities.

Right to prohibit use of a subsequent trade mark.

Scope of protection: Risk of confusion in the mind of the public.
Trade name (nom commercial)

Article L. 711-4(c), FR-IP CODE

Acquisition: Protection from first use in trade. Must be known throughout the French
national territory.

Scope of protection: Risk of confusion in the mind of the public
Business sign (enseigne)
Article L. 711-4(c), FR-IP CODE

Acquisition: Protection from its first use in trade. Geographical scope: limited, in
principle, to area of activity (rayonnement local).

Right to prohibit use of a subsequent trade mark only if sign is known in the whole
country (enseigne notoire).

Scope of protection: Risk of confusion in the mind of the public.

Germany
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Trade marks registered with the national office:

Registered trade marks
§ 4 (1), DE-TML

including trade marks registered by the former industrial property office of the German
Democratic Republic which were in force on 1 May 1992; these have been extended as
of that date on the remaining territory of the Federal Republic of Germany (8 4 (1),
Erstreckungsgesetz)



Member National rights which constitute “earlier rights” in the sense of
State Article 8 CTMR

B. Madrid Marks:

- Earlier international registrations having effect in the Federal Republic of Germany
88112, 124, DE-TML

- including international registrations under the Madrid Agreement with effect from the
former German Democratic Republic which were in force on 1 May 1992; these have
been extended as of that date on the remaining territory of Federal Republic of Ger-
many (8§ 4 (2), Erstreckungsgesetz)

C. Unregistered trade marks:
Trade mark acquired by use ("Benutzungsmarke")

Acquisition through use which has led to a recognition by the relevant public that the
sign is a mark of the claimant ("Verkehrsgeltung").
§ 4 (2), DE-TML

Right to prohibit the use of a subsequent trade mark in the whole territory of
Germany, if the recognition exists in the whole of Germany. Not, if recognition is
established only for a particular locality.

8§14, DE-TML

Scope of protection: The same as for registered German trade marks, i.e. against the
acts corresponding to the acts referred to in Article 9 (1) (a), (b) and (c) CTMR.
§ 14 (2) no. 1, 2 and 3, DE-TML

D. Other signs used in the course of trade:

Business identifiers ("geschaftliche Bezeichnungen"), namely
- business signs ("Unternehmenskennzeichen"),

- work titles ("Werktitel")

§5 (1), DE-TML

A business sign is a sign which is used in the course of trade as the name or firm or
as the special business designation of a business establishment ("Geschéaftsbetrieb")
or business enterprise ("Unternehmen”). To the notion of a special designation of a
business are assimilated ("stehen gleich") such business signs
("Geschéftsabzeichen") or other signs designated to distinguish the business from
other businesses which, within the relevant public, are considered to be the
distinguishing sign ("Kennzeichen") of that business.

§ 5 (2), DE-TML

The name or firm is the official or officially registered designation of the trader. The
special designation of business is a sign used by the trader to identify his business or
undertaking as such, which functions as the name of the business or enterprise.

A work title is the name or other designation of printed publications, films, musical
works, stage works or other comparable works, § 5 (3), DE-TML

This can be an individual work, a series of works, or a periodical publication. Under
German jurisprudence, this also includes titles of radio or television series, computer
games and video games, possibly also computer programs. It is not required that the
work designated by the work title is protected under copyright law.

Acquisition of rights:

- Business signs:

- Main rule: If the sign is inherently distinctive, acquisition through use in trade as a
business sign.
If the sign is not inherently distinctive, through acquisition of market recognition
("Verkehrsgeltung™).

- Exception: other business signs ("Geschéftsabzeichen™) or other signs designated
to distinguish the business from other businesses are protected only if they have
become known in the course of trade as distinctive signs, i.e., if they have
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Member

National rights which constitute “earlier rights” in the sense of

State Article 8 CTMR
acquired distinctiveness through market recognition ("Verkehrsgeltung")
Work titles:
If the work title is inherently distinctive, acquisition through use in the course of trade,
i.e. normally as from the appearance of the work. The required degree of inherent
distinctiveness is low.
If the work title is not inherently distinctive, acquisition through acquisition of market
recognition ("Verkehrsgeltung").
Right to prohibit use:
Right to prohibit unauthorized use of business signs or similar signs where there is a
risk of confusion. If the business sign has a reputation in Germany it is also protected
regardless of likelihood of confusion if the use would be detrimental to, or take unfair
advantage of, the distinctiveness or reputation of the business sign.
§ 15 (2), (3), DE-TML
Greece Trade marks registered with the national office:
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Registered trade marks
Article 4 (2)(a), GR-TML

Madrid Marks:

International registrations having effect in Greece

Article 1 of Law No 2783/2000 for the ratification of the Madrid Protocol,

Article 9 of Ministerial Decision No 307/2001 for the implementation of the Madrid
Protocol

Unregistered trade marks:

Introduction:

There are two sets of provisions dealing with the protection of unregistered trade marks
and related signs: (a) trade mark law confers on the owner the right to prohibit
registration of a later trade mark, whereas (b) the law on unfair competition and other
specific provisions deal with the issue of use. As the complementary application of
trade mark law for any matter not directly dealt with in other statutes is generally
accepted, both sets of rules are discussed here.

Acquisition through use in the course of trade. If not inherently distinctive, they must
have also been "established in the market".

Necessary conditions of protection: Prior use, likelihood of confusion as to origin.

Article 4 (3) (a), GR-TML
Law 146/1914 on Unfair Competition, Article 13 (1)

Other signs used in the course of trade:
Company names:

Acquisition exclusively through use in the course of trade. Registration is not relevant
for protection, it only serves administrative purposes.

Necessary conditions of protection: Prior use, likelihood of confusion as to origin.

Civil code, Article 58
Law 1089/1980, Article 4-8, as amended by 1746/1988



Member National rights which constitute “earlier rights” in the sense of
State Article 8 CTMR

Article 4 (3) (a), GR-TML
Law 146/1914 on Unfair Competition, Article 13 (1)

- Trade names and commercial establishment insignia:

Acquisition through use in the course of trade. If not inherently distinctive, they must
have also been "established in the market".

Necessary conditions of protection: Prior use, likelihood of confusion as to origin.

Article 4 (3) (a), GR-TML
Law 146/1914 on Unfair Competition, Article 13 (1) (2)

- Titles of periodical publications:

Generally regarded as sui generis exclusive rights, whether or not original enough to
be protected as literary works.

Acquisition through use in the course of trade (i.e. from date of first publication).
Necessary conditions of protection: Prior use, likelihood of confusion as to origin.

Article 4 (3) (a), GR-TML
Law 146/1914 on Unfair Competition, Article 13 (1)

- Other distinctive signs

The peculiar shape of the goods or of their packaging, as well as the peculiar get up
or decoration thereof (I8iaitepog diaoxnuatiopds, diakdopnaon), provided they are
known in the relevant commercial sector as product identifiers of a given trader.

Acquisition through use in the course of trade. They must be capable of performing a
trade mark-like function (i.e. to possess a distinctive character afforded by a certain
degree of originality).

Necessary conditions of protection: Prior use, likelihood of confusion as to origin.

Article 4 (3) (a), GR-TML
Law 146/1914 on Unfair Competition, Article 13 (3)

General note:

All the exclusive signs referred to above are also protected under Art. 1 of Law
146/1914 on "Unfair Competion", especially as regards infringing acts not covered by
the above provisions (e.g. protection of reputed signs for dissimilar goods — dilution
of, or unfair advantage to, their distinctiveness or repute, that is, where likelihood of
confusion is not relevant).

Hungary A. Trade marks registered with the national office:

- Registered trade marks and trade marks applied for
Article 4 (2), HU-TML

B. Madrid Marks:

- International registrations having effect in Hungary
Art. 76/N(1)—(3), 76/V and 4(2) HU-TML

C. Unregistered trade marks:

- There is no protection for unregistered trade marks under the Hungarian Trade Mark
Law unless it has been used effectively in the country where the use of the sign with-
out the consent of the prior user would be contrary to law.
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Member
State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Article 5 (2) a), HU-TML

Art. 6 of Act LVII of 1996 on the prohibition of unfair and restrictive market practices: It
shall be prohibited to manufacture, distribute or advertise goods and services without
the consent of competitors if such goods and services have a characteristic
presentation, packaging or labeling (including designation of origin), or to use a name,
mark or designation, by which a competitor or its goods and services are usually
recognized.

Other signs used in the course of trade:

Earlier personal right of others
Article 5 (1) a), HU-TML

Earlier copyright or industrial property right of others.
Article 5 (1) b), HU-TML

Ireland
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Trade marks registered with the national office:

Registered trade marks
Sections 7 (1) and 10 (1), (2), (3), 11 (1)(a), IE-TMA

Madrid Marks:

International trade marks
Section 11 (1)(a), IE-TMA

Unregistered trade marks:

Unregistered trade marks used in the course of trade
Section 10 (4)(a), IE-TMA

Right to prohibit use of subsequent TM if protected by any rule of law, in particular, the
law of passing off.

The action for passing-off is based upon goodwill acquired by use of the earlier sign.
Goodwill is sometimes called reputation. In Ireland, goodwill can be acquired without
necessarily trading in the territory of the State. The tort arises if a later sign causes a
misrepresentation likely to lead to deception or confusion, with consequent likelihood of
damage to the goodwill or business of the proprietor of the earlier sign. The law is
explained in "Intellectual Property in Ireland" by Robert Clark and Shane Smyth,
Butterworths, 1997, Chapter 24. Authoritative statements of the law are found in Court
judgements, for example in C. & A. Modes v. C. & A. (Waterford) [1978] Fleet Street
Reports 126; Adidas K.G. v. O'neill & Co. Limited [1983] Fleet Street Reports 76; and
Guiness Ireland Group v. Kilkenny Brewing Co. Limited [2000] Fleet Street Reports
112.

Other signs used in the course of trade:
Business sign used in the course of trade
Section 10 (4)(a), IE-TMA

Right to prohibit use of subsequent TM if protected by any rule of law, in particular, the
law of passing off.

On the law of passing-off, see remarks above under point C.



Member National rights which constitute “earlier rights” in the sense of
State Article 8 CTMR
Italy Trade marks registered with the national office:
Registered trade marks
Articles 15 (1), 12 (1)(d), (e), (f), IT-IP CODE
Madrid Marks:
International registrations
Article 12 (1)(d), (e), (f), IT-IP CODE
Unregistered trade marks ("Marchio di fatto"):
Sign known as a trade mark or as a sign which is distinctive for manufactured goods
or services which have been put on the market or rendered by others (= notorious
prior used mark)
Article 12 (1)(b), IT-IP CODE
Right to prohibit use of a subsequent trade mark, where known by the relevant public
throughout Italy or in a substantial part of it.
Scope of protection: Identical or similar signs and identical or similar goods or
services and likelihood of confusion including likelihood of association.
Other signs used in the course of trade:
Company name, corporate name, trade name or business signs adopted by others
("ditta", "denominazione sociale", "ragione sociale", "insegna")
Article 12 (1)(c), IT-IP CODE
Right to prohibit use of subsequent trade mark, where known by the relevant public
throughout Italy or in a substantial part of it.
Scope of protection: Identical or similar signs and identical or similar goods or
services and likelihood of confusion including likelihood of association.
Latvia Trade marks registered with the national office:

Registered trade marks
Articles 4 (5) (6), LV-TML

Madrid Marks:

International registrations in force in the Republic of Latvia
Articles 4 (5) (6) and 39 (1), (2), LV-TML

Unregistered trade marks:

Unregistered trade marks (and other signs, including domain names, used to
distinguish goods or services) used fairly in the course of trade in Latvia for identical
or similar goods or services.

Article 9 (3) No 4, LV-TML
Right to prohibit the subsequent trade mark where there is a risk of confusion, and, in

consequence of this, a right to oppose the registration of it, where such use could
mislead the consumers as to the origin of the goods or services.
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Member National rights which constitute “earlier rights” in the sense of
State Article 8 CTMR

D. Other signs used in the course of trade:

- Trade names (commercial designations, names of a mass media, or other similar
signs) used in course of trade in Latvia in an identical or similar business sector.
Trade names (commercial designation, name of a mass medium, or other similar sign)
of Latvia or of a foreign country that is well-known in Latvia.
Article 9 (3) no 3, LV-TML
Acquisition through fair and lawful use in the course of trade in Latvia.
Right to prohibit use of a subsequent trade mark, if signs can be confused and cover
identical or similar goods and services.

Lithuania A. Trade marks registered with the national office:

- Registered trade marks or trade marks applied for
Articles 7 (1) (1), 7 (2) (1), LT-TML

B. Madrid Marks:

- International registrations in effect in the Republic of Lithuania
Articles 7 (1) (2) and 7 (2) (2), LT-TML

C. Unregistered trade marks:

- Only if recognized as well-known marks by a court decision.
Article 7 (1) (3), 9, LT-TML

D. Other signs used in the course of trade:

- Trade names/other business identifier
Business names, Atrticle 7 (1) No 4, LT-TML
Scope of protection (general rule) - identical with or similar to the earlier mark (signs)
and because of the identity or similarity of the goods and/or services covered by the
marks there exists a likelihood of confusion on the part of the public; the likelihood of
confusion includes the likelihood of association with the earlier mark
Article 7 LT-TML

Malta A. Trade marks registered with the national office:

- Registered trade marks
Article 3, Article 6, 7 (1) a, MT-TMA

B. Madrid Marks:

- Malta is party to neither the Agreement nor the Protocol

C. Unregistered trade marks:

- Unregistered trade marks used in the course of trade
Article 6 (4)(a), MT-TMA
Acquisition through use.
Scope of protection: Risk of confusion.
Right to prohibit a subsequent trade mark if signs can be confused and cover identical
or similar goods and services. (Article 6 (2))

66



Member
State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Other signs used in the course of trade:

Other signs used in the course of trade
Article 6 (4)(a), MT-TMA

Right to prohibit a subsequent trade mark if signs can be confused and cover identical
or similar goods and services. (Article 6 (2), MT-TMA)

Trade names

Although there is no legal reference to trade names, per se, the Maltese IP office
accepts these as trade marks and will treat them under the same provisions of the law.

Poland

Trade marks registered with the national office:

Registered trade marks and trade marks applied for (provided that the latter are
subsequently registered)

Article 132 (2)(i), (ii), (iii), PL - IP Law

Madrid Marks:

International registrations having effect in Poland
Article 132 (2)(i), (ii), PL - IP Law

Unregistered trade marks:
Unregistered trade marks, when well-known and used in the course of trade.

Other signs used in the course of trade:

Portugal

Trade marks registered with the national office:

Registered trade marks
Articles 239 (m) and 242, PT- IP Code

Madrid Marks:

International registrations having effect in Portugal
Article 239 (m), PT - IP Code

Unregistered trade marks:

an unregistered trade mark has priority rights for registration six months before filing
and the user of it may oppose any application for the said trade mark
Article 277, PT- IP Code

unregistered signs, which are well-known mark in Portugal
Article 241, PT- IP Code

unregistered signs having a reputation in Portugal
Article 242, PT- IP Code

Right to prohibit a subsequent trade mark where the signs are identical or similar and
the goods and /or services are identical or similar and in case of well-known trade mark
there is a possibility of the signs being confused with one another or if there is a
possibility of giving rise to an association with the owner of well-known trade mark.
Right to prohibit a subsequent trade mark even when the goods and services are
dissimilar where the use of the trade mark applied for would take unfair advantage of,
or be detrimental to, the distinctive character or the repute of the earlier sign, in case of
the sign having reputation.
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State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Other signs used in the course of trade:
Trade name, company name
Article 239 (f), PT- IP Code

Right to prohibit use of a subsequent trade mark, if it is susceptible of causing
consumers error or confusion.

Name and emblem of an establishment, logotype

Name of establishment is:

a pure word sign which identifies and distinguishes a certain establishment
Emblem/Insignia of establishment:

has a figurative nature (it may contain word elements as well) and identifies and
distinguishes a certain establishment

Logotype:

a sign capable of being graphically represented which identifies an entity providing
services or trading products

Articles 283 - 284, 293, 301, PT-IP Code

Such names, emblems and logotypes are valid for a period of 10 years from the date
of granting.

With the exception of the trade name, all the above-mentioned trade signs are subject
to registration.

Slovakia
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Trade marks registered with the national office:

Registered trade marks and trade marks applied for
Article 4 (1) a), b), SK-TML

Madrid Marks:

International registrations having effect in the Slovak Republic
Articles 4 (1) a), b), , 36 (1), SK-TML

Unregistered trade marks:

Unregistered signs which have become characteristic through use and are not of a
mere local significance (Article 4 (e), SK-TML)

Right to prohibit a subsequent trade mark, where signs are identical or similar and
goods and/or services are identical or similar.

Other signs used in the course of trade:
Trade names or its essential part entered in the Register of Companies or a similar
register

Article 4 (f), SK-TML

Right to prohibit a subsequent trade mark where the signs are identical or similar and
the goods and /or services are identical or similar



State National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Slovenia Trade marks registered with the national office:
Trade marks registered and applied for
Article 44 (2)(a), SL-IP ACT
Madrid Marks:
International registrations having effect in the Republic of Slovenia
Article 44 (2)(b), SL- IP ACT
Unregistered trade marks:
Unregistered sign, which is in the Republic of Slovenia a well-known mark within the
meaning of Article 6bis of the Paris Convention or Article 16 (3) of the TRIPS
Agreement.
Other signs used in the course of trade:
No

Spain Trade marks registered with the national office:
Earlier trade mark applications and registrations
Article 6 (2)(a) and (c), ES-TML
Madrid Marks:
International registrations
Articles 6 (2)(a), 79, ES-TML
Unregistered trade marks:
Unregistered trade marks are not recognized under Spanish trade mark law.
Other signs used in the course of trade:
Business names, provided that they have been registered or applied for at the Spanish
Patent and Trade Mark Office.
Article 7 (2) (a) and (b), ES -TML
Business names, designations or corporate names of legal persons not registered at
the Spanish Patent and Trade Mark Office, provided that such sign identifies a person
(enterprise) for the purposes of trade, and that evidence is provided of use or such that
a sign is well-known in the national territory.
Article 9 (1) (d), ES -TML
Right to prohibit use of subsequent trade mark.
Scope of protection: Identical or similar signs and identical or similar goods or services
and likelihood of confusion.

Sweden Trade marks registered with the national office:

Registered trade marks
8§ 1 and 14 (6), SE-TMA

Madrid Marks:

International registrations with effect in Sweden
§ 14 (8), SE-TMA
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National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Unregistered trade marks:

Unregistered trade marks established on the market

§2 (1), SE-TMA

Acquisition: Use leading to the unregistered mark becoming established on the market.
A sign shall be considered to have become established on the market when it is, within
a significant portion of the circle for which it is intended, known as a symbol for the

goods which are being made available under it.

Scope of protection: Identical to that of a Swedish registered TM, i.e. against acts
corresponding to those contained in Article 9(1)(a), (b), and (c) CTMR

881, 2 (3), 6,14 (6), SE-TMA

Other signs used in the course of trade:

Trade names

881, 2(2),3(2), 14 (6), SE-TMA

Acquisition: Use leading to the trade name becoming established on the market

Right to prohibit use of a subsequent TM, if signs can be confused and cover identical
or similar goods and services

Distinctive titles of protected literary or artistic work

§ 14 (5), SE-TMA

Right to prohibit use of a subsequent TM If it contains an element which is likely to
convey the impression of being the distinctive title of another person's protected literary
or artistic work.

Name of trader
88 1, 6, 14 (6), SE-TMA

Right to prohibit subsequent trade mark if signs can be confused identical or similar
goods or services

United
Kingdom
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Trade marks registered with the national office:

Registered trade marks
Section 6 (1)(a), UK-TMA

Madrid Marks:

International trade marks (UK)
Section 6 (1)(a), UK-TMA

Unregistered marks:
Unregistered TM used in the course of trade

Unregistered TM used in the course of trade, if protected by any rule of law, including
that of passing off.

Section 5 (4)(a), UK-TMA
Other signs used in the course of trade:

Sign used in the course of trade



State

National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Sign used in the course of trade, protected by any rule of law, including that of passing
off.

Section 5 (4)(a), UK-TMA

Right to prohibit use of a subsequent trade mark

Remarks: The Olympic Symbol Protection Act 1995 contains provisions on the
exclusive use for commercial purposes of the Olympic symbol and certain words

associated with the Olympic games by an individual nominated by the Secretary of
State: such entitlement is not a basis for Article 8(4) CTMR.
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State National rights which constitute “earlier rights” in the sense of
Article 8 CTMR

Bulgaria A.  Trade marks registered with the national office:

- Registered trade marks and marks applied for
Articles 10 and 12 (2) (i) (ii), BG-TML

B. Madrid Marks:

- International registrations having effect in Bulgaria
Articles 12 (2) (i) (ii) and 69 (2), BG-TML

C. Unregistered trade marks:

- Only if well-known in the territory of the Republic of Bulgaria
Article 12 2 (iii), BG-TML

D. Other signs used in the course of trade:

Romania A. Trade marks registered with the national office:

- Registered trade marks and trade marks filed subject to their registration
Articles 3 (b), 4, 6, RO-TML

B. Madrid Marks:

- International registrations having effect in Romania
Articles 3 (b), 4, 6 and 65, RO-TML

C. Unregistered trade marks:

- Unregistered trade marks are not recognised under Romanian law
Article 4, RO-TML

D. Other signs used in the course of trade:
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State National rights which would fall under Article 8 CTMR, if the
respective country acceded to the European Community
Croatia Trade marks registered with the national office:
Registered trade marks
Article 4 (2), HR-TMA
Madrid Marks:
International trade marks having effect in Croatia
Article 66, HR-TMA
Unregistered marks
Unregistered marks are not recognised under Croatian Law
Other signs used in the course of trade:
Turkey Trade marks registered with the national office:

Registered trade marks and trade marks applied for
Articles 1, 7 (b), 8 (1)(a), (b), TR-TML

Madrid Marks:

International registrations having effect in Turkey (not explicitly mentioned in the law
but follows from the wording "trade marks registered.")

Unregistered trade marks:

Unregistered trade marks (provided that the rights to the sign were acquired prior to
the date of filing for registration of the trade mark, or the date of priority claimed for the
application for registration and provided that the sign confers on its proprietor the right
to prohibit the use of a subsequent trade mark).

Article 8 (3)(a), (b), TR-TML

Other signs used in the course of trade:

Signs used in the course of trade (provided that the rights to the sign were acquired
prior to the date of filing for registration of the trade mark, or the date of priority claimed
for the application for registration and provided that the sign confers on its proprietor
the right to prohibit the use of a subsequent trade mark).

Article 8 (3)(a), (b), TR-TML
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Chapter 6
Treatment of the CTM as an earlier right in proceedings
concerning national trade marks

Whereas the previous chapter indicated how national earlier rights prejudice the
registration or validity of a CTM, the present chapter deals with the reverse situation: How
and in which proceedings is a CTM or CTM application taken into account as an earlier
right, precluding the registration or prejudicing the validity of a national mark.

Article 4 (1), (2) (@) (i), (2) (b) of the First Council Directive of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (89/104/EEC)
(hereinafter referred to as the “Harmonization Directive”) contain rules on conflicts
between earlier marks and younger national trade marks. Leaving aside the issue of
conflicts between national marks, and looking only on CTMs as an earlier right, the
Harmonization Directive obliges the Member States to exclude a younger national mark
from registration or, if registered, to invalidate a national mark if the mark is in conflict
with

- an earlier Community trade mark,
- an earlier Community trade mark application, subject to its registration,

- a national mark which benefits from a valid claim to seniority (Articles 34, 35 CTMR)
for a registered Community trade mark, namely where the seniority of an earlier
national mark has been claimed which was registered in that Member State and
which has been surrendered or allowed to lapse,

- marks referred to in the preceding indent for which seniority is claimed in a CTM
application, subject to the registration of the CTM.

“In conflict with” an earlier mark means (Article 4 (1), (3) of the Harmonization Directive):

- that the younger national mark is identical with the earlier mark, and the goods and
services for which the younger mark is applied for or registered are identical with
the goods or services for which the earlier mark is protected, or

- that because of its identity with, or similarity to, the earlier trade mark and the
identity or similarity of the goods or services covered by the two trade marks, there
exists a likelihood of confusion on the part of the public, which includes the
likelihood of association with the earlier trade mark, or

- that the younger national mark is identical with, or similar to, an earlier mark as
referred to in the preceding paragraph and is to be, or has been, registered for
goods and services which are not similar to those of the earlier Community trade
mark, where the earlier Community trade mark has a reputation in the Community
and where the use of the younger national mark without due cause would take
unfair advantage of, or be detrimental to, the distinctive character or the repute of
the earlier CTM.
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Furthermore, Member States may provide that a younger national mark be precluded from
registration or declared invalid if it is identical with, or similar to, an earlier Community
trade mark which was registered for identical or similar goods or services and conferred a
right which has expired for failure to renew within a maximum of two years preceding
application, unless the proprietor of the earlier mark gave his agreement for the
registration of the younger mark or did not use his trade mark.

“Younger national mark” means a national trade mark or trade mark application or an
international registration under the Madrid Agreement or the Madrid Protocol with effect in
the Member State concerned, including Benelux trade mark applications and trade marks
and international registrations with effect in the Benelux countries.

The following chapter indicates the procedures in which this “earlier right effect” of a CTM
or of a former national mark benefiting from the seniority effect becomes relevant. It is
indicated whether the “earlier right effect” is considered ex officio by the national office
during the examination stage, in opposition proceedings, and which kind of invalidation,
cancellation or nullity proceedings (the terminology differs from country to country) are
available. Not all grounds for conflict are relevant in all procedures. For example, the
“reputation” effect under Article 4 (3) of the Harmonization Directive is not a ground for
opposition in Germany. Where there is express national legislation on the earlier right
effect of CTMs this has been expressly indicated even if it repeats the contents of the
Harmonization Directive. Likewise, any particular provisions on the requirement to use the
earlier trade mark have been expressly quoted although Articles 10 and 11 of the
Harmonization Directive and Article 15 CTMR already contain harmonized rules on the use
requirement.

A CTM may at the same time be a well-known mark within the meaning of Article 6 bis of
the Paris Convention. Article 4 (2) (d) of the Harmonization Directive obliges the Member
States to take into account as an earlier right such marks which are well-known in the
Member State concerned, regardless of whether they are - also - registered as a CTM.
This is why well-known marks have not been included in this chapter as earlier rights.
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Member
State

Treatment of the CTM as an earlier right

Austria

(a) In the application procedure

Ex officio search for earlier marks
8§21 (1), AT-TML

No rejection of the application on the grounds of earlier marks, but the applicant shall be
notified by the Austrian Patent Office of such marks and be given the opportunity to
withdraw his application.

§21 (1), (2), AT-TML

“Earlier marks” include:

- registered marks (registered national marks and registered CTMs)
§2(2),(3), 821 AT-TML

The search is carried out according to the following conditions:

- earlier marks

- there is identity or possible similarity between the marks (signs shall be “similar”, within
the meaning of the AT-TML, where there is a likelihood of confusion in trade)

- goods or services in the same class
§ 21 (1), AT-TML

(b) In opposition proceedings
No opposition procedure under Austrian law
(c) In invalidity/cancellation proceedings

An action for cancellation based on earlier marks may be brought before the Austrian
Patent Office (the Nullity Division) by the owner of an earlier mark
88 30 (1) and 37, AT-TML

“Earlier marks” include:

- registered marks (registered national marks and registered CTMs)
882 (2),(3),21 (1), AT-TML

The grounds for cancellation are the following:

1.-The CTM is earlier, and

- there is identity of the marks and identity of the goods or services, or

- there is identity or similarity of the goods or services and of the mark and because of
this there is a likelihood of confusion, including a likelihood of association
88 2 (3), 30 (1), AT- TML

and

2. -earlier CTMs having a reputation in the European Community where the later mark is
identical or similar to the earlier CTM and is registered for goods or services which are
not similar to those for which the earlier CTM is registered, provided that the use of the
later trade mark will take unfair advantage of, or be detrimental to, the distinctive char-
acter or repute of the earlier CTM
88 2(3), 30 (2), (4), AT- TML

Cancellation is subject to the following limitation:

- Cancellation shall not take place where the party requesting cancellation has
acquiesced the use of the younger mark, being aware of that use, within a period of
five successive years. This only applies in respect of those goods and services for
which the younger mark has been used, and only where the younger mark was not
filed in bad faith
§ 30 (3), AT- TML
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Member
State

Treatment of the CTM as an earlier right

Benelux

78

(a) In the application procedure

The search for prior marks is no longer mandatory. It will only be performed by the BOIP
upon request (Article 2.7 BCIP). Further, all trademarks valid in the Benelux territory can be
searched in the online database of the Office.

International applications are no longer subject to ex officio searching. A search will only be
performed by the BOIP upon request (Article 2.7 BCIP). Further, all trademarks valid in the
Benelux territory can be searched in the online database of the Office.

No rejection of the application on the grounds of earlier marks

“Earlier marks” include:

- registered Benelux marks
Articles 2.3 and 2.28 (3) BCIP

- registered CTMs
Articles 2.3, 2.28 (3) and 2.45 BCIP

- Madrid marks
Articles 2.3., 2.10 and 2.28 (3) BCIP

(b) In opposition proceedings
Since 01.01.2006 opposition is open for all classes. Articles 2.14 - 2.18 BCIP
“Earlier rights” include:

- registered Benelux marks
Articles 2.3 and 2.28 (3) BCIP

- registered CTMs
Articles 2.3, 2.28 (3) and 2.45 BCIP

- Madrid marks
Articles 2.3., 2.10 and 2.28 (3) BCIP

(c) In invalidity/cancellation proceedings

An action for nullity may be brought before the competent civil court by any interested party
(provided that the proprietor of the prior registration or the third party as referred to in
Article 2.4. (d) (e) and f BCIP is party to the proceeding)

Article 2.28 (3) BCIP

“Earlier rights” include:

- registered Benelux marks
Articles 2.3 and 2.28 (3) BCIP

- registered CTMs
Articles 2.3, 2.28 (3) and 2.45 BCIP

- Madrid marks
Articles 2.3., 2.10 and 2.28 (3) BCIP

The grounds for invalidity are the following:

1.-The CTM is earlier, and

- there is identity between the marks and identity of the goods or services, or

- there is identity or similarity of the marks and identity or similarity of the goods or
services where there exists in the public mind a likelihood of association between the
marks.



Member

State Treatment of the CTM as an earlier right

Articles 2.3. (a) and (b), 2.28 (3) and 2.45 BCIP

and

2. -the later mark is similar to the CTM and is registered for goods or services that are not
similar where the CTM enjoys a reputation, and where the use without due cause of the
later mark would take unfair advantage of or be detrimental to its distinctive character
or repute
Articles 2.3. (c), 2.28 (3) and 2.45 BCIP

An application for a declaration of invalidity is subject to the following limitation:

- Where the proprietor of an earlier CTM has acquiesced, for a period of five consecutive
years, in the use of the later mark while being aware of such use, he shall no longer be
entitled to invoke nullity of the later registration on the basis of his earlier right (Art. 2.28
(3) (8)), unless the application of the later mark has been made in bad faith.
Article 2.29 BCIP

Cyprus (a) In the application procedure

Ex officio search and examination for earlier registered and earlier filed CTMs.
Section 14A (1)(a)(iii) and (b), CY-TML

“Earlier rights” include:

- Aregistered CTM,
- An application for a CTM, subject to its registration
Section 14(A)(1)(a)(iii), (b), CY- TML

Rejection of the application based on earlier marks, under the following conditions:

- the CTM s earlier and there is identity or similarity between the marks and,

- there is identity or similarity between the goods or services and,

- there exists a likelihood of confusion including a likelihood of association (except where
there is identify of the marks and the goods or services.
Section 14(1)(a), (b), CY-TML

(b) In opposition proceedings

Opposition to application for registration before the Registrar of Trade Marks and based on
earlier CTMs may be filed by any person.
Section 20(2), CY-TML

The notice of opposition together with a statement of the grounds of opposition must be
submitted to the Registrar within two months of the date of publication in the Official
Gazette of the application for registration.

Section 20(1), (2), CY-TML, Regulation 40, Trade Marks Regulations 1951.

The grounds of opposition are the following:

The earlier rights constituting grounds of rejection in the application phase, and, earlier
CTMs having a reputation in the Community where the later mark is identical or similar to
the earlier CTM and is to be registered for goods or services which are not similar to those
for which the earlier CTM is registered, provided that the use of the later trade mark
without due cause will take unfair advantage of, or be detrimental to, the distinctive
character or repute of the earlier CTM.

Section 14A(1), CY-TML
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State Treatment of the CTM as an earlier right

(c) In invalidity/cancellation proceedings
An application for a declaration of invalidity may be made by any person, and may be made
to either the Registrar or to the Court.
Sections 28 and 49, CY-TML
“Earlier rights” include:
A registered CTM,
Section 14A(1) (a) (iii), CY-TML
The application for a declaration of invalidity is subject to the following limitation:
Where the proprietor of an earlier CTM has acquiesced for a continuous period of five years
in the use of a registered trade mark in Cyprus, being aware of that use, there shall cease to
be any entitlement on the basis of that earlier CTM to apply for a declaration that the
registration of the later trade mark is invalid or to oppose the use of a later trade mark in
relation to the goods or services in connection with which it has been so used.
Section 28(A)(a)TML, 28(A)(b), CY-TML

Czech (a) In the application procedure

Republik
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Ex officio search for earlier marks
The search is carried out according to the following conditions:
- there is identity between the marks and identity of goods and services

The application will be refused if the sign applied for contains elements of an earlier trade
mark which has been applied for or registered for another proprietor, if these elements could
cause confusion with the earlier trade mark; the office shall not refuse the application if the
proprietor or applicant of the earlier trade mark grants written consent to the registration of
the earlier trade mark in the register.

The trade mark will be not rejected if the proprietor or the applicant of the earlier trade mark
grants a written consent to the registration of the subsequent trade mark in the register.

Section 6, 22 (2), CZ-TML
(b) In opposition proceedings
The grounds for opposition are the following:

- identity or similarity between the trade marks and identity or similarity of the goods or
services, where there exists a likelihood of confusion on the part of the public; the
likelihood of confusion includes also the likelihood of association with the earlier trade
mark;

and

- earlier Community trade mark which is identical with or similar to the sign applied for, if
this sign is to be registered for goods or services which are not similar to those goods or
services covered by the earlier trade mark, but the earlier trade mark has a good
reputation in the territory of the European Communities and the use of the sign applied
for would without due cause take unfair advantage of or would be detrimental to the
distinctive character or the reputation of the earlier Community trade mark;

Section 7, (1) a), e), CZ-TML
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State Treatment of the CTM as an earlier right

(c) In invalidity/ cancellation proceedings

The office shall declare invalid the trade mark in a proceeding started at the request of a

third or on its own motion.

Section 31 (1), CZ-TML

The grounds for cancellation are the following:

- identity of the trade marks and identity of the goods or services,
Section 32 (1), 6, CZ-TML

and

- earlier Community trade mark which is identical with or similar to the sign applied for, if
this sign is to be registered for goods or services which are indeed not similar to those
goods or services covered by the earlier trade mark, but the earlier trade mark has a
good reputation in the territory of the European Communities and the use of the sign
applied for would without due cause take unfair advantage of or would be detrimental to
the distinctive character or the reputation of the earlier Community trade mark.
Section 32 (3), 7 (1) , CZ-TML

Denmark (a) Application procedure

Ex officio search and examination for earlier CTMs
§15 (1), (2), DK-TML

No rejection of the application on the grounds of earlier marks, but the Danish Patent and
Trademark Office will submit the search report to the applicant.
§5(2), DK-RE

“Earlier marks” include:

- aregistered CTM
§ 15 (2)(i), DK-TML

- an application for a CTM, subject to its registration
8§ 15 (2)(iii), DK-TML

The search is carried out according to the following conditions:

- The CTM s earlier, and

- there is identity or similarity between the marks, and

- there is identity or similarity of the goods or services, and

- there exists a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services).

(b) Opposition proceedings

Post-registration opposition before the Danish Patent and Trademark Office in which an
earlier CTM application or a registered CTM may be invoked by any person.

§8 15 (1)-(3), 23, DK-TML

The opposition, which shall be reasoned, shall be filed with the Danish Patent and
Trademark Office, within two months from the date of publication.

§ 23 (1), DK-TML

The grounds of opposition are the following:

1.-The CTM s earlier, and

- there is identity or similarity between the marks, and
- there is identity or similarity of the goods or services, and
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Treatment of the CTM as an earlier right
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- there exists a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services)

and

2. -earlier CTMs having a reputation in the European Union where the later mark is identical
or similar to the earlier CTM and is registered for goods or services which are not similar
to those for which the earlier CTM is registered, provided that the use of the later trade
mark will take unfair advantage of, or be detrimental to, the distinctive character or
repute of the earlier CTM.

§ 15 (3)(i), DK-TML

Notice of opposition is subject to the following condition:

- Where the ground for opposition is an earlier conflicting trade mark, opposition may be
filed if the person filing opposition can prove that the earlier trade mark, within a period of
five years following the date of the completion of the registration procedure, has been put
into genuine use in Denmark in connection with the goods or services in respect of which
it is registered, unless there are proper reasons for non-use. It is possible to file an
opposition even it the earlier trade mark has not been put into genuine use. However, the
opposition will be accepted only when the proprietor of the earlier trade mark can prove
genuine use, if such request of proof of use has been made by the proprietor of the latter
trade mark.

88 15 (1)-(3), 23, 25, 28 (5), DK-TML

(c) In invalidity/cancellation proceedings

An action for revocation (“ophaevelse”) may be brought before the competent civil court by
any person having a legal interest therein or may - by means of an administrative revocation
(“ophaevelse”) taking place after the termination of the registration procedure - be brought
before the Danish Patent and Trademark Office by any person.

8§ 29, 30, DK-TML

“Earlier marks” include:

- aregistered CTM
88 15 (2)(i), 28, DK-TML

- an application for a CTM, subject to its registration
§§ 15 (2)(iii), 28, DK-TML

The grounds for revocation are the following:

- the same as the grounds for opposition
§ 28 (1), DK-TML

Claim for revocation is subject to the following limitations:

- Aclaim for revocation (“opheaevelse”) may only be made if the person having claimed the
revocation (“opheevelse”) can, at the request of the other party, prove that the earlier
trade mark (CTM) has been put into use in Denmark, in accordance with the conditions
laid down in Section 25 of the Danish Trade Marks Act.

8815 (1)-(3), 25, 28 (5), DK-TML

- A later right in a registered trade mark may coexist with an earlier right in a confusingly
similar trade mark (CTM) provided that the registration was applied for in good faith and
that the proprietor of the earlier right (CTM) has been aware of and tolerated the use in
Denmark of the later right for a period of five successive years.

88 8, 15 (1)-(3), 28 (5), DK-TML

- Alater right in a trade mark may coexist with an earlier right in a confusingly similar trade
mark (CTM), if the proprietor of the earlier trade mark has not, within a reasonable time,
taken the necessary steps to prevent the use of the later mark.

889, 15 (1)-(3), 28 (5), DK-TML
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Estonia

(a) In the application procedure

Ex officio search and examination of earlier rights (including CTMs)
§38 (1), EST-TML

“Earlier marks” include:
- aregistered CTM
§11(1) 6) EST-TML

- an application for CTM, subject to its registration
§11(1) 7) EST-TML

Refusal of the application on the basis of earlier marks under the following conditions:

- the CTMis earlier, and

- there is identity or similarity between the marks, and

- there is identity or similarity between the goods or services, and

- there exists a likelihood of confusion on the part of the public, which includes association
of the trade mark with the earlier trade mark;
§10(1) 1) and 810(1) 2) EST-TML

and

trade marks is identical or similar to an earlier registered trade mark or a trade mark which
has been submitted for registration /.../ which has been granted legal protection for different
kinds of goods or services, if the use of the later trade mark without due cause would take
unfair advantage of, or be detrimental to, the distinctive character or the repute of the earlier
trade mark.

810(1) 3) EST-TML

Circumstances which preclude legal protection are not taken into account if the proprietor of
the earlier trade mark or another earlier right consents to the registration of the later trade
mark in writing, except in the case where trademarks and goods/services are identical.
§10(2) EST-TML

(b) In opposition proceedings

Pre-registration opposition:

An interested person may contest an applicant’s right to a trade mark before the Industrial
Property Committee if circumstances specified in subsection 9 (1) or § 10 of EST-TML which
preclude legal protection exist. The term for the filing of an opposition is two months as of the
publication of the notice of the decision to register a trade mark. § 41(2) EST-TML

The grounds of opposition are the following:
- the earlier rights constituting grounds of refusal in the ex officio examination.

(c) In cancellation proceedings

An interested person may file an action against the proprietor of a trade mark for the exclusive
right of the proprietor of the trade mark to be declared invalid if circumstances specified in 88
9 or 10 of EST-TML which preclude legal protection exist and grounds for the action also ex-
isted at the time of making the registration.

§52(1) EST-TML

The grounds of invalidity are the following:
the earlier rights constituting grounds of refusal in the ex officio examination.
Invalidity proceedings are subject to following limitations:

an action provided for in 852(1) shall not be filed if the proprietor of the earlier trade mark or
the proprietor of another earlier right filing the action has not contested the later trade mark
within five years after becoming aware of the later trade mark. These grounds do not apply if
the application of the later trade mark was filed in bad faith.

(852 (2) 1) EST-TML)
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The proprietor of a trade mark does not have the right to request that the exclusive right of
the proprietor of another trade mark be declared invalid if the proprietor of the trade mark
has failed to use the registered trade mark within the meaning of § 17 of this Act during five
consecutive years without good reason.
§ 52(4) EST-TML
Finland (a) In the application procedure

84

Ex officio search and examination for earlier CTMs
“Earlier marks” include:

- CTMs registered on the basis of an earlier application
§8§ 14 (1) (9), 57 (1), FI-TML

Rejection of the application on the basis of earlier marks under the following conditions:
- The CTMis earlier, and
- the marks are confusingly similar, and
- the goods or services are of the same kind or a similar kind
88 6, 14 (1) (9), FI-TML

(b) In opposition proceedings

Post-registration opposition in which an earlier CTM may be invoked by any person.
§ 20 (2), FI-TML

Any opposition to the registration of a trade mark shall be filed in writing with the Finnish
National Board of Patents and Registrations within two months from the date of the public
notice

§ 20 (2), FI-TML

The grounds of opposition are the following:

- The earlier rights constituting grounds of rejection in the application phase

(c) Ininvalidity/cancellation proceedings

Invalidity proceedings may be brought before the competent civil court by any person who
suffers detriment as a result of the registration

§ 27 (2), FI-TML

“Earlier marks” include:

- CTMs registered on the basis of an earlier application
§8§ 14 (1) (9), 57 (1), FI-TML

The grounds of invalidity are the following:
- The earlier rights constituting grounds of rejection in the application phase
Invalidity proceedings are subject to the following limitations:

- Ifaregistered trade mark which has been used in Finland for a period of five successive
years is liable to be confused with an earlier registered trade mark (including a CTM), the
use of the later mark shall not be prohibited, provided that the application for registration
was made in good faith and that the proprietor of the earlier trade mark (including a
CTM) had been aware of such use of the later mark for such a period.

88 8, 25, FI-TML
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- If an established trade mark is liable to be confused with an earlier registered trade mark
(including a CTM), but the proprietor of the earlier trade mark (including a CTM) has not
subsequently taken steps to prevent the use of the later trade mark within a reasonable
period of time, he shall no longer be entitled to prohibit the use of the later trade mark.
8§89, 25, FI-TML

France

(a) In the application procedure

No ex officio search for earlier rights (including CTMs)
No rejection of application based on such earlier rights
(b) In opposition proceedings

Opposition to an application for registration, before the French National Institute of Industrial
Property, on the basis of earlier marks (CTMs), may be brought by their proprietors or by a
beneficiary of an exclusive right of exploitation (unless otherwise stipulated in the contract).
(The term “owner of a mark that has been registered or applied for at an earlier date” should
be interpreted as including owners of registered CTMs)

Article L. 712 - 4, FR-IP CODE

Opposition shall be filed with the Director of the French National Institute of Industrial
Property, during a period of two months following publication of the application for registration.
Article L. 712 -3, Article L. 712 - 4, FR-IP CODE

“Earlier marks” include:

- earlier registered marks (CTMs)
Article L. 712-4(a), FR-IP CODE

Grounds for opposition:
The following shall be prohibited, unless authorized by the owner:

- The reproduction, use or affixing of a mark, even with the addition of the words such as:
“formula, manner, system, imitation, type, method”, or the use of a reproduced mark for
goods or services that are identical to those designated in the registration.

Article L. 713 - 2(a), FR-IP CODE

The following shall be prohibited, unless authorized by the owner, if there is a likelihood of
confusion in the mind of the public:

- the reproduction, use or affixing of a mark or use of a reproduced mark for goods or
services that are similar to those designated in the registration;

- the imitation of a mark and the use of an imitated mark for goods or services that are
identical or similar to those designated in the registration.
Article L. 713 - 3, FR-IP CODE

(c) In invalidity/cancellation proceedings
Article L. 711 - 4, FR-IP CODE
“Signs may not be adopted as marks where they infringe earlier rights, particularly an earlier

right that has been registered.”

“Earlier registered rights” within the meaning of that provision should be interpreted as
including CTMs.

An action for invalidity may be brought before the competent civil court by the owner of the

earlier right.
Article L. 714-3, FR-IP CODE
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“Earlier rights” include:

- earlier registered marks (CTMs)

Article L. 714-3, Article L. 711-4, FR-IP CODE

The grounds for invalidity are the following:

- the grounds for opposition,

- use of a mark enjoying a reputation or use of a well-known mark within the meaning of
Article 6bis of the Paris Convention for goods and services that are not similar to those
designated in the registration.

Article L. 714-3, Article L. 714-4, Article L. 713-5, FR-IP CODE

Invalidity proceedings are subject to the following limitations:

- Invalidity proceedings are not admissible if the mark has been registered in good faith
and if the owner of the earlier registered mark (CTM) or the owner of a well-known mark
within the meaning of Article ébis of the Paris Convention have acquiesced to its use
during a period of five years.

Article L. 714-3, Article L. 714-4, FR-IP CODE
Germany (a) In the application procedure
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No ex officio search for earlier rights (including CTMs)
No rejection of application based on such earlier rights
(b) In opposition proceedings

Post-registration opposition before the German Patent Office, in which an earlier mark may
be invoked by its proprietor to obtain cancellation of the registered mark
§842,9,125b Nr. 1, DE-TML

Notice of opposition shall be filed within a period of three months following the date of
publication of the registration of the trade mark
§ 42 (1), DE-TML

“Earlier marks” include:
- aregistered CTM,

- aCTM application subject to its registration
889 (2), 42 (2),125b Nr. 1, DE-TML

Upon opposition, the registration is cancelled under the following conditions:

- the CTMis earlier, and

- there is identity or similarity of the marks, and

- there is identity or similarity of the goods or services, and

- there is a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services).

Notice of opposition is subject to the following conditions:

If the proprietor of an earlier CTM has lodged notice of opposition, he shall, if the other party
contests the use of the trade mark, substantiate by prima facie evidence that, during the
period of five years preceding the publication of the registration of the trade mark against
which a notice of opposition has been filed, the earlier registered trade mark (i.e. the CTM)
has been put to use in accordance with Article 15 of the Community Trade Mark Regulation,
provided the earlier trade mark has at that date been registered for not less than five years.
If the period of five years of non-use ends after the publication of the registration, the oppo-
nent shall, if the other party contests that use, substantiate by prima facie evidence that,
during the five years preceding the decision on the opposition, the CTM has been put to use
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in accordance with Article 15 of the Community Trade Mark Regulation.
8843 (1),9,125b Nr. 1, 4, DE-TML

(c) In invalidity/cancellation proceedings

An action for cancellation may be brought before the competent civil court by the proprietor of
an earlier right.
8851, 9,125b Nr. 1, DE-TML

“Earlier rights” include:

aregistered CTM,

a CTM application subject to its registration
889 (2),51 (1), 125b Nr. 1, DE-TML

The grounds for cancellation are the following:

the grounds for opposition,

and

earlier CTMs having a reputation in the Community where the later mark is identical or
similar to the earlier CTM and is registered for goods or services which are not similar to
those for which the earlier CTM is registered, provided that the use of the later trade mark
will take unfair advantage of, or be detrimental to, the distinctive character or
repute of the earlier CTM.

889,51 (1), 125b Nr. 1, DE-TML

Cancellation is subject to the following limitations:

The registration may not be cancelled on the grounds of the registration of an earlier CTM
where the proprietor of the earlier CTM has acquiesced, for a period of five
successive years, in the use of the later trade mark for the goods or services for which it is
registered, while being aware of such use, unless registration of the later trade mark was
applied for in bad faith. Furthermore, the registration may not be cancelled on the grounds
of the registration of an earlier CTM where the proprietor of the earlier CTM has consented
to the registration of the trade mark prior to the filing of the cancellation request.

§§51 (2), 9,125b Nr. 1, 5, DE-TML

Where an action for cancellation has been brought by the proprietor of an earlier CTM, he
shall, if the defendant has filed an objection, furnish proof that the earlier CTM has been
put to use in accordance with Article 15 of the Community Trade Mark Regulation during a
period of five years preceding the bringing of the action, provided the earlier trade mark
has at this date been registered for not less than five years. If the period of five years of
non-use ends after the bringing of the action, the proprietor of an earlier registered trade
mark (i.e. a CTM) shall, if the defendant has filed an objection, furnish proof that the trade
mark has been put to use in accordance with Article 15 of the Community Trade Mark
Regulation during the period of five years preceding the end of the oral proceedings.

Where the earlier CTM has been registered for a period of not less than five years at the
date of publication of the registration of the later trade mark, the proprietor of the earlier
CTM shall also, if the defendant has filed an objection, furnish proof that, at that date, the
registration of the earlier CTM could not have been cancelled under § 49 (1) of the
German Trade Mark Law.

889 H55(3) 125b Nr 1. 5 DE-TMI

Greece

(a) In the application procedure

Ex officio search for identical or confusingly similar “earlier marks”, within the meaning of Art.
4, GR-TML is carried out.

“Earlier marks” subject to an ex officio search and examination include:

aregistered CTM
Article 4 (2)(a), GR-TML
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- an application for a CTM, subject to its registration
Article 4 (2)(b), GR-TML

(b) In opposition proceedings

Any party with a legal interest may bring an opposition before the Administrative Trade
Marks Committee against the decision to accept the trade mark.
Article 10 (1), GR-TML

The opposition shall be filed within a time limit of four months, starting from the 16th of the
month following publication of the decision in the Commercial and Industrial Property
Column of the Official Bulletin.

Article 10 (4), GR-TML

“Earlier marks” include:

- aregistered CTM
Article 4 (2)(a), GR-TML

- an application for a CTM, subject to its registration
Article 4 (2)(b), GR-TML

The grounds of opposition are the following:

1.-The CTM s earlier, and

- there is identity or similarity between the marks, and

- there is identity or similarity of the goods or services, and

- there exists a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services)
Article 4 (1)(a), (b), GR-TML

and

2. earlier CTMs having a reputation where the later mark is identical or similar to the earlier
CTM and is designated to distinguish for goods or services which are not similar to those
for which the earlier CTM is registered, provided that the use of the later trade mark will
take unfair advantage of, or be detrimental to, the distinctive character or repute of the
earlier CTM.

Article 4 (1)(c), GR-TML

Opposition is subject to the following limitation:

- A party cannot bring an opposition where he has intervened in the hearing of the
application
Article 10 (1), GR-TML

(c) In invalidity/cancellation proceedings

An action for cancellation may be brought before the competent civil court or the
Administrative Trade Marks Committee by any person with a legal interest.
Article 17 (1), (5), GR-TML

The grounds for cancellation are the following:

- the same as the grounds for opposition
Articles 4 and 17 (1)(e), GR-TML

Cancellation is subject to the following limitations:

- The trade mark shall not be cancelled if the proprietor of the earlier CTM entitling the
proprietor to prohibit use of any subsequent trade mark has tolerated use of the said
mark for a period of five successive years, provided that the application of the
subsequent trade mark has not been made in bad faith;

Article 17 (2)(b), GR-TML
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- The trade mark shall not be cancelled where the earlier CTM (forming the basis for the
request for cancellation) may itself be cancelled by reason of its non-use or of the
suspended operation of the undertaking in accordance with Article 17(1)(a) and (b) of the
Greek Trade Mark Law;

Article 17 (2)(a), GR-TML

- Cancellation proceedings based on prior rights must be brought before the Administrative
Trade Marks Committee within a period of five years, starting from the registration of the
trade mark, unless the trade mark was applied for in bad faith;

Article 17 (6), GR-TML
Hungary (a) In the application procedure

Ex officio search and examination for earlier CTMs.

Article 60, HU-TML

(b) In opposition proceedings

“Earlier rights” include:

- aregistered CTM,

- aCTM application subject to its registration
Article 76/C, HU-TML

The grounds of opposition are the following:

- the TMis earlier, and

- there is identity between the marks and identity of the goods and services, or

- there is identity or similarity between the trademarks and the identity or similarity of the
goods or services where there exists a likelihood of confusion on the part of the
consumers,

- with respect to dissimilar goods or services if a sign with a later date of priority is identical
with or similar to an earlier trade mark having a reputation in the country where the use
without due cause of the later sign would take unfair advantage of or be detrimental to the
distinctive character or the repute of the earlier trade mark.

Article 4 (1) A, HU-TML

(c) In invalidity/cancellation proceedings

Invalidity proceedings are subject to the following limitations:

Where the proprietor has acquiesced, for a period of five successive years, in the use of a

later trade mark in the country while being aware of such use, he shall no longer be entitled

either to oppose the use of the later trade mark in the country or to request, on the basis of
his earlier trade mark, the cancellation thereof, unless the trade mark was applied for in bad
faith.

Article 17 (1), (3) and Article 33(2) b), HU-TML

The trade mark shall not be cancelled when the applicant for cancellation does not furnish

proof of use of its earlier trade mark.

Article 73 (4), HU-TML

Ireland (a) In the application procedure

Ex officio search and examination for earlier CTMs.
Sections 10, 11 and 42, IE-TMA

“Earlier marks” include:

- Aregistered CTM
Section 11 (1)(a), IE-TMA
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- An application for a CTM, subject to its registration
Section 11 (2), IE-TMA

- A CTM, until one year after the expiry of its registration, unless there was no bona fide
use of the CTM during the two years immediately preceding the expiry
Sections 11 (1)(a), 11 (3), IE-TMA

Rejection of the application based on earlier marks, under the following conditions:

- The CTMis earlier, and

- there is identity or similarity between the marks, and

- there is identity or similarity between the goods or services, and

- there exists a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services)
Section 10 (1), (2), IE-TMA

(b) In opposition proceedings

Opposition to an application for registration, before the Irish Patents Office and based on
earlier marks (CTMs), may be brought by any person.
Section 43 (2), IE-TMA

The notice of opposition - together with a statement of the grounds of opposition - must be
submitted to the Controller within three months of the date of publication of the application
for registration in the Journal.

Section 43 (2), IE-TMA, Rule 18 (1), (2), IE-TMR

The grounds of opposition are the following:

1. The earlier rights constituting grounds of rejection in the application phase,
and

2. earlier CTMs having a reputation in the Community where the later mark is identical or
similar to the earlier CTM and is registered for goods or services which are not similar to
those for which the earlier CTM is registered, provided that the use of the later trade
mark will take unfair advantage of, or be detrimental to, the distinctive character or
repute of the earlier CTM.

Sections 10 (1)-(3), 43 (2), IE-TMA

(c) In invalidity/cancellation proceedings

An application for a declaration of invalidity may be made by any person, and may be made
to either the Controller or to the Court.
Section 52 (3), IE-TMA

In the case of bad faith in the registration of a trade mark, the Controller may apply to the
court for a declaration of invalidity of the registration.
Section 52 (3), (4), IE-TMA

“Earlier rights” include:

- Aregistered CTM
Sections 52 (2), 10 (1)-(3), 11, IE-TMA

- A CTM, until one year after the expiry of its registration, unless there was no bona fide
use of the CTM during the two years immediately preceding the expiry.
Sections 11 (1)(a), 11 (3), IE-TMA

The grounds for invalidity are the following:

- The grounds for opposition.
Sections 10 (1)-(3) and 52 (2), IE-TMA
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An application for a declaration of invalidity is subject to the following limitation:

- Where the proprietor of an earlier trade mark (CTM) has acquiesced for a continuous
period of five years in the use of a registered trade mark in Ireland, while being aware of
that use, the trade mark (CTM) proprietor shall no longer be entitled, on the basis of the
earlier mark (CTM) to apply for a declaration that the registration of the later trade mark is
invalid or to oppose the use of the later trade mark in relation to the goods or services in
connection with which it has been so used, unless the registration of the later trade mark
was applied for in bad faith.

Section 53 (1), IE-TMA

Italy

(a) In the application procedure

No ex officio search for earlier rights (including CTMs)
Article 170, IT-IP CODE

No rejection of application based on such earlier rights

(b) In opposition proceedings (opposition procedure not yet operational, but awaiting
implementing measures)

Opposition may be filed within three months from the publication of the trade mark application.
The opposition must be in writing, be reasoned and documented.
Article 176 (1), IT-IP CODE

"Earlier rights include":

- Avregistered CTM
Articles 112 (1) (d), (e) and 176 (5), IT-IP CODE

- An application for a CTM, subject to its registration
Articles 12 (1) (d), (e) (2) and 176 (5), IT-IP CODE

(c) In invalidity/cancellation proceedings

Any person, including the public prosecutor ex officio may bring invalidity proceedings before
the competent civil court. However, an action for invalidity against a mark because it is
identical or similar to a sign already known as an unregistered mark, or as a sign distinctive for
goods and services on the market, or furnished by third parties, or a sign already known as a
company name, corporate name, trade name or business sign adopted by others or an earlier
registered national mark or a mark having effect in Italy, may only be brought by the proprietor
of the earlier right.

Articles 120 (1) and 122 (1), (2), IT-IP CODE

The grounds for invalidity are the following:
1. - The same rights as the earlier rights constituting grounds of opposition
and

2. -earlier CTMs having a reputation in the Community where the later mark is identical or
similar to the earlier CTM and is registered for goods or services which are not similar to
those for which the earlier CTM is registered, provided that the use of the subsequent trade
mark without just reason would constitute undue exploitation of the distinctiveness or
notoriety of the prior CTM or would be detrimental to the latter
Articles 12 (g), 18 (2), IT-IP CODE

An application for a declaration of invalidity is subject to the following limitation:

- Where the owner of the earlier CTM has known of and tolerated, during five consecutive
years, the use of a subsequently registered identical or similar trade mark, he may not
request that the subsequent trade mark be declared invalid or oppose its use for the goods
and services in respect of which it has been used by virtue of his own earlier CTM, except
where the registration of subsequent trade mark was applied for in bad faith. The owner of
the subsequent trade mark may not oppose the use of the earlier one or the continuation of
the prior use.

Articles 12 (1)(d), (e), (g), 28 (1), IT-IP CODE
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(a) In the application procedure

No ex officio search for earlier rights

No rejection of application based on such earlier rights
(b) In opposition proceedings

Post-registration opposition before the Board of Appeal of the Patent Office of the Republic
of Latvia, in which an earlier mark may be invoked by its owner or his successor in title, or
their representatives, to obtain the invalidation of the registered mark.

Articles 18 (1), (3), LV-TML

Notice of opposition shall be filed within a period of three months following the date of
publication of the registration of the national trade mark or within a period of four months
from the date of publication of a notice of international trade mark registration with respect to
Latvia.

Articles 18 (1), 39 (5), LV-TML

"Earlier marks" include:

- aregistered CTM;
Article 7 (2) 1), LV-TML

- aCTM application, subject to its registration;
Article 7 (2) 2), L\V\-TML

- a CTM until two years after the expiry of its registration, except in cases where the owner
of the CTM has consented to the registration of the opposed mark or has not used the
CT™M
Article 9 (2), L\V\-TML

- acollective CTM until three years after the expiry of its registration.
Article 9 (1), L\V\TML

An opposition based upon the Articles 9 (1) and (2), in addition to the owner or his
successor in title, or their representatives, may also be filed by professional associations
and associations of manufacturers, traders and providers of services, whose articles of
association provide for the protection of the economic interests of their associates
(members), as well as by organisations and authorities, whose purpose, under their articles
of association, is consumer protection.

Article 18 (4), LV-TML

The grounds of opposition are the following:

1. -the CTM s earlier, and

- there is identity between the marks and identity of goods and services, or

- there is identity or similarity between the marks and identity or similarity of the goods
and/or services, and there exists a likelihood of confusion of the trademarks or a
likelihood of association between the trade marks on behalf of the relevant consumers.
Article 7 (1), LV-TML

and

2. earlier CTMs having a reputation in the Community where the later mark is identical or
similar to the earlier CTM and is registered for goods and services which are not similar
to those for which the earlier CTM is registered, provided that the use of the later trade
mark without due cause will take unfair advantage of, or be detrimental to, the distinctive
character or repute of the earlier CTM.

Article 39.3(1), LV-TML
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Opposition is subject to the following limitation:

- Where the opposition is based on an earlier trade mark (i.e. the CTM), that has been
registered no less than five years previously, the owner of the opposed mark is entitled
to request that the opponent provide obvious and sufficient (prima facie) evidence that
this earlier CTM has been actually used within the meaning of Article 15 of the CTMR.
Where the earlier CTM has been registered before 1 May 2004, the five year period,
mentioned in Article 15 of the CTM Regulation, starts as from 1 May 2004.

Article 19 (7), 39.4(1), Transitional Provision 8, LV-TML

(c) In invalidity proceedings

A trade mark registration may be invalidated by the judgment of a court. An action may be
brought in the Riga Regional Court by persons who are entitled to file oppositions to trade
mark registration. Such a claim, provided there exist sufficient grounds for it, may also be
brought as a counterclaim, including in proceedings for unlawful use of a trade mark.

Article 31 (1), (3), LV-TML

"Earlier marks" in invalidation proceedings are the same as in opposition proceedings.
The grounds for invalidation are the same as the grounds for opposition.
Invalidation is subject to the following limitations:

- if an invalidation claim is based on an earlier trade mark (i.e. CTM) and the defendant
has brought a counterclaim for the revocation of the earlier trade mark on the basis of its
non-use, the trade mark registration may be invalidated only insofar as the counterclaim
is not succesful.

Article 31 (2), LV-TML

- if the owner of an earlier trademark (i.e., CTM) has not contested, in administrative or
court proceedings, the use of a later trade mark registered in Latvia for a period of five
successive years, while aware of such use, he shall no longer be entitled, on the basis
of his earlier trade mark (CTM), either to request the invalidation of the later trade mark,
or to oppose the use of the later trade mark with respect to the goods and services for
which the later trade mark has been used, unless registration of the later trade mark was
applied for in bad faith.

Article 29 (1), 39 (3), LV-TML

Lithuania

(a) In the application procedure
No ex officio search and examination for earlier CTM or for national or international marks
(b) In opposition proceedings

In opposition proceedings before Appeal Division (Article 18 LT-TML), before the court
Article 46 LT-TML

“Earlier marks” include:

- CTMs registered on the basis of an earlier application
Article 7 (1), 7 (2) (4), LT-TML

- CTMs which claim seniority, in accordance with the Regulation on the CTM, from a trade
mark referred to in subparagraph 1 or 2 of paragraph 2 of this Article, even when the
latter trade mark has been surrendered or allowed to lapse.

Article 7 (1), 7 (2) (5), LT-TML

Post-registration opposition. The interested persons may give (to the Appeals Division) a
justified written opposition to registration of the mark on the grounds that it may not be
registered under Articles 6 and 7 of LT-TML within a period of three months.

Article 18 (1), LT-TML
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Grounds of opposition are the following:

- the TMis earlier and

- there is identity between the marks and identity of goods and services, or

- identity or similarity of the marks and identity or similarity of the goods and/or services
where there exists a likelihood of confusion on the part of the public; the likelihood of
confusion includes the likelihood of association with the earlier mark

Article 7 (1), (2), LT-TML
(c) Ininvalidity/cancellation proceedings

Cancellation proceedings are available only before the court (Vilnius County Court)
Article 47, 49(2)(3), LT-TML

Invalidity proceedings are subject to the following limitations:

Invalidation or revocation of a mark shall not be allowed if the proprietor of an earlier
registered mark has knowingly tolerated the use during five years of a later mark which
has been the subject of a bona fide application, except where the coexistence would be
liable to mislead the public or be contrary to public order.

Article 46 (4), LT-TML

Malta
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(a) In the application procedure

(b) In opposition proceedings

No opposition procedure under the Maltese Trade Mark Law
(c) In invalidity/ cancellation proceedings

“Earlier marks” include:
- registered trade marks (registered national trade marks and registered CTMs)
Articles 6, 7 (1), MT-TMA

The relative grounds for refusal are the following:

- the TMis earlier, and

- there is identity of the marks and identity of the goods and services, or

- there is identity or similarity of the marks and identity and/or similarity of the goods and
services where there exists a likelihood of confusion on the part of the public, including
the likelihood of association by the public with the earlier trade mark;
Article 6 (1), (2), MT-TMA

and

A trade mark which -

(a) is identical with or similar to an earlier trade mark, and

(b) is to be registered for goods or services which are not similar to those for which the
earlier trade mark is protected, shall not be registered if, or to the extent that, the earlier
trade mark has reputation in Malta and the use of the later mark without due cause would
take unfair advantage of, or be detrimental to, the distinctive character or the repute of the
earlier trade mark.

Article 6 (3), MT-TMA

Invalidity is subject to the following limitation:

Where the proprietor of an earlier trade mark or other earlier right being aware of the use of
a registered trade mark in Malta, has acquiesced to such use for a continuous period of five
years, he shall cease to be entitled to any right on the basis of that earlier trade mark or
other right -
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(a) to apply for a declaration that the registration of the later trade mark is invalid, or
(b) to oppose the use of the later trade mark in relation to the goods or services in relation to
which it has been so used, unless the registration of the later trade mark was applied for in
bad faith.
Article 44 (1) (a), MT-TMA
Poland (a) In the application procedure

Ex officio examination for earlier marks
Article 145 (1) PL-IP Law

“Earlier marks” include:
- registered marks (registered national, international marks and registered CTMs)

(b) In opposition proceedings

Any person may submit a reasoned notice of opposition within six months from the
publication the decision of granting a trade mark in the Official Journal of the Polish Patent
Office.

Article 246 (1), (2) PL-IP Law

The grounds of opposition are the following:

- there is identity between the trade marks and identity of the goods or services
designated by the trade mark; or

- there is identity or similarity of the trade marks and identity or similarity of the goods
where there exists a likelihood of confusion on the part of the public

(c) In cancellation proceedings

The right of protection for a trade mark may be invalidated in whole or in part at the request
of any person having a legitimate interest therein, provided that that person is able to prove
that the statutory requirements for the grant of that right have not been satisfied.

Article 164 PL-IP Law

The grounds for invalidity are the following:

- The grounds for opposition
Article 246 (2) PL-IP Law

Cancellation is subject to the following limitation:

1. Arequest for invalidation of the right of protection shall not be admissible:

(i) on the ground that it conflicts with an earlier trade mark or the personal or economic
rights of the requesting party have been infringed, where the requesting party has
acquiesced, for a period of five successive years, in the use of the registered trade
mark while being aware of such use,

(ii) after the expiration of a period of five years from the grant of the right of protection,
where the right in question was granted in breach of the provisions of Article 129,
however in consequence of its use the trade mark has acquired a distinctive
character,

(iii) on the ground that it conflicts with a well-known trade mark, where the party entitled
to the well-known trade mark has acquiesced, for a period of five successive years of
the use of the registered trade mark, in the use of the latter while being aware of such
use.

2. Paragraph (1) shall not apply, where the holder of the right has acquired the right in bad
faith.

Article 165, PL-IP Law
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Portugal
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(a) In the application procedure

Applications are published prior to examination. Examination will take place after the
opposition period or after the opposition procedure is closed.
Articles 17, 236 and 237, PT-IP Code

(b) In opposition proceedings

Against a trade mark application opposition may be entered within two months after
publication of the contested application.
Articles 17 and 237, PT-IP Code

“Earlier marks” include:

- registered marks
Article 239 (m), PT-IP Code

The grounds of opposition are the following:

1. -the mark is earlier, and

- there is identity or similarity of the goods and services, and

- the consumers may be lead into error or confusion or which entails a risk of association
with the registered mark
Articles 239 (m) and 242, PT-IP Code

and

2. -earlier CTMs enjoying reputation in the European Community, even if for dissimilar
goods and services, if:

- the mark applied for is identical or similar to the trade mark having a reputation, or
constitute a translation of the latter,

- the use of the trade mark applied for would take unfair advantage of, or be detrimental
to, the distinctive character or the repute of the earlier trade mark

- the owner of the reputed trade mark files an application for the registration of the reputed
trade mark (not applicable to Community trade marks)
Article 242, PT-IP Code

(c) Ininvalidity/cancellation proceedings

An action for invalidity may be entered on the same grounds which would have lead to the
refusal of the application of the contested trade mark.

Article 266(1)(a), 242 PT-IP Code

“Earlier rights” include:

- registered marks
Article 239 (m), PT-IP Code

The grounds of invalidity are the following:

- the same as the grounds for opposition
Article 242, PT-IP Code

An application for a declaration of invalidity is subject to the following limitations:

- Theinvalidation will not take place if the earlier trade mark has not been put into genuine
use,
Articles 266 (3) and 268, PT-IP Code

- Annulment action may be brought within 10 years after the date of granting the
registration
Article 266 (1) (a), PT-IP Code
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- Where the proprietor of the earlier trade mark (CTM) has acquiesced, for a period of five
consecutive years, in the use of the later registered trade mark while being aware of
such use, he shall no longer be entitled on the basis of his earlier trade mark (CTM), to
apply for the invalidation of the later trade mark, unless registration of the later trade
mark was obtained in bad faith
Slovakia (a) In the application procedure

Ex officio search for earlier CTMs (883, 36 (1), 36a)
(b) In opposition proceedings

Notice of opposition shall be filed within a period of three months following the date of
publication of the registration of the trade mark.
§9, SK-TML

“Earlier marks” include:

- aregistered CTM (§836a(2), SK-TML),
- aCTM application subject to its registration
§§3(1)b), 9,16 (7), SK-TML

The grounds of opposition are the following:

- the CTMis earlier, and
- there is identity between the marks and similarity of the goods and services,
- orthere is similarity between the marks and identity of the goods and services

and
an earlier Community trade mark which has a reputation in the Community, if the use of
such sign for goods or services, which, however, are not similar to those for which the
earlier Community trade mark with a reputation has been registered, would take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier
Community trade mark.
Article 4 (1) a), (3), SK-TML

(c) In invalidity/cancellation proceedings

The registration of a trade mark may be declared invalid at the request of a third party or
ex-officio if the trade mark was registered contrary to the conditions laid down by the Act for
registration of trade marks.

Article 16 (1), SK-TML

The grounds for cancellation are the following:

- The CTM is earlier, and

- the contested trade mark is identical with, or confusingly similar to Community trade
mark and has been registered for goods or services which are not similar to those for
which the Community trade mark is registered, where the Community trade mark has a
reputation in the Community and where the use of such trade mark without due cause
would take unfair advantage of, or be detrimental to, the distinctive character or the
repute of the Community trade mark.
Article 16 (17), SK-TML

Cancellation is subject to the following limitations:

Trade mark shall not be cancelled if the owner of the right:

- has acquiesced for a period of five consecutive years the use of contested trade mark on
the territory of the Slovak Republic since the moment he was aware of such use; it shall
not apply if the owner of the right proves that the application of contested trade mark was
made in bad faith.

Article 16 (16) a), SK-TML
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Slovenia (a) In the application procedure

No ex officio search for earlier rights.

No rejection of application based on such earlier rights.

(b) In opposition proceedings

Within three months following the publication of a trade mark application, a written notice of

opposition to registration of the mark may be filed with the Office by the owner of an earlier

mark.

“Earlier marks” include:

CTMs registered on the basis of an earlier application

Article 139 (1), SL-IP ACT

The grounds of opposition are the following:

- The CTMis earlier, and

- there is the identity between the marks and identity of the goods and services, or

- there is identity or similarity of the marks and identity or similarity of the goods and
services where there exist the likelihood of confusion on the part of the public, which
includes the likelihood of association with the earlier mark;
Article 44 (1) a) b), SL-IP ACT

(c) In cancellation proceedings

Actions to declare nullity of a mark may be filed where the mark has been registered,

subject to the date of the filing of the application, contrary to Article 42 or 43.

Article 114, SL-IP ACT

Cancellation is subject to the following limitation:

Where the owner of an earlier mark as referred to in Article 44(2) has not opposed, in a

period of five successive years, the use of the later mark while being aware of such use, he

shall no longer be entitled on the basis of the earlier mark to file an action under Article 114

or 119, or to prohibit the use of the later mark in respect to the goods or services for which

the later mark has been used, unless the later mark was applied for in bad faith.

Article 48 (2), SL-IP ACT

Spain (a) In the application procedure
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No ex officio search for earlier rights (including CTMs).
No rejection of application based on such earlier rights.

However, the Spanish Office is required to conduct a search of earlier national trade marks
and business names registered or applied for and to notify the proprietors of these about the
publication of the new application in case they wish to file an opposition. This search does
not include registered CTMs.

Articles 18 (4) and 15 (1) , ES-TML

(b) In opposition proceedings

Any person who considers himself to have sustained damage may filed an opposition, on
the basis of grounds for refusal (both absolute and relative grounds) set out in Title Il of the
Spanish Trade Mark Law.

Article 19 (1), ES-TML

The opposition must be filed at the Spanish Office in writing accompanied by the relevant
grounds and duly documented within two months of the date of publication in the Boletin
Oficial de la Propiedad Industrial.

Articles 19 (2) ES-TLM and 17(1) ES-RE
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“Earlier trade marks” include:

- registered CTMs
Article 6 (2) (a) and (b), ES-TML

- CTMs applications, provided that they are eventually registered
Article 6 (2) (c), ES-TML

The grounds of opposition are the following:

The TM is earlier, and

- there is identity between the marks and identity of the goods or services; or

- there is identity or similarity between the marks and identity or similarity of the goods or
services; and

- there exists a likelihood of confusion, including a likelihood of association.

and
earlier CTM is well-known or has a reputation where the later mark is identical or similar
to the earlier CTM and is registered for goods or services which are not similar to those
for which the earlier CTM is registered, provided that the use of the later mark will take
unfair advantage of, or be detrimental to the distinctive character or
reputation of the earlier CTM.

Article 6 (1)(a) and (b), Article 8 (1), ES-TML

(c) Ininvalidity/cancellation proceedings

The proprietor of an earlier right affected by the registration of a trade mark may institute the

relevant invalidity proceedings at the competent civil court.

Article 52 (1) and 59 (b), ES-TML

“Earlier trade marks” include:

- registered CTMs
Article 6 (2) (a) and (b), ES-TML

- CTMs applications, provided that they are ultimately registered
Article 6 (2) (c), ES-TML

The grounds for declaration of invalidity are the following:

- the same as the grounds for opposition
Articles 6 (1)(a) and (b); 8 (1) and 52 (1), ES-TML

An action for a declaration of invalidity is subject to the following limitation:

- Actions seeking invalidation of trade marks registered in a manner contrary to the
provisions on earlier rights shall be statute-barred after five years, counted from
publication of the grant of registration in the Boletin Oficial de la Propiedad Industrial,
except where registration of the trade mark had been applied for in bad faith.

Article 48 (2), ES-TML
Sweden (a) In the application procedure

Ex officio search and examination for earlier CTMs
§ 14 (9), SE-TMA

“Earlier marks” include:

- CTMs registered on the basis of an earlier application
§ 14 (9), 1st paragraph SE-TMA

99



Member
State

Treatment of the CTM as an earlier right

100

- CTMs which are registered on the basis of a later application if the CTM proprietor can,
as regards that mark, claim the seniority of an earlier trade mark according to the
Community Trade Mark Regulation and that earlier trade mark is registered on the basis
of an earlier application
814, 2nd paragraph, SE-TMA

Rejection of the application based on earlier marks under the following conditions:

- The CTMis earlier, and

- the marks are confusingly similar, and

- the goods and services are of the same kind or a similar kind
88 6, 14 (9), SE-TMA

(b) In opposition proceedings

Post-registration opposition before the Swedish Patent and Registration Office, in which an
earlier CTM may be invoked by any person.
§ 20 (2), SE-TMA

Opposition must be submitted in writing to the Swedish Patent and Registration Office within
two months from the date of publication of the registration.
§ 20 (2), SE-TMA

The grounds of opposition are the following:

- The earlier rights constituting grounds of rejection in the application phase,
§ 14 (9), 20, SE-TMA,

and

- earlier CTMs having a reputation in the European Union where the later mark is identical
or similar to the earlier CTM and is registered for goods or services which are not similar
to those for which the earlier CTM is registered, provided that the use of the later trade
mark will take unfair advantage of, or be detrimental to, the distinctive character or
repute of the earlier CTM.

88 14 (9), 3rd paragraph, 20, SE-TMA

(c) Ininvalidity/cancellation proceedings

An action for invalidity may be brought before the competent civil court by any person who
suffers injury from the registration.

§8 26, 14 (9), SE-TMA

“Earlier rights” include:

- CTMs registered on the basis of an earlier application
8§14 (9), SE-TMA

- CTMs registered on the basis of a later application, where the CTM proprietor can, as
regards that mark, claim the seniority of an earlier trade mark according to the
Community Trade Mark Regulation and that earlier trade mark is registered on the basis
of an earlier application
814, 2nd paragraph, SE-TMA

The grounds of invalidity are the following:

- the grounds for opposition
8§14 (9), SE-TMA

An application for a declaration of invalidity is subject to the following limitations:

- Theright of the later mark may, as regards goods or services for which it has been used,
exist side by side with an earlier right in a confusingly similar symbol (an earlier CTM), if
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the registration was applied for in good faith and the owner of the earlier right was, for a
period of five years, aware of, and accepted, the use of the registered trade mark in
Sweden.

881, 8,14 (9), 25, SE-TMA

- If a symbol is established on the market, the right in the said symbol may exist side by
side with an earlier right in a confusingly similar symbol (an earlier CTM), if the owner of
the earlier right (the earlier CTM) has not, within a reasonable time, taken action against
the use of the later symbol.

889, 14 (9), 25, SE-TMA

- If a trade mark is confusingly similar to another person’s earlier trade mark, the
registration of the first mentioned mark may, however, not be invalidated on this ground if
the other earlier trade mark does not fulfil the requirements as to its use under § 25a of
the Swedish Trade Mark Act.

§ 25, SE-TMA

United (a) In the application procedure
Kingdom
Ex officio search and examination for earlier registered and earlier filed CTMs.
Sections 5, 6, 37 (2), UK-TMA

“Earlier rights” include:

- Aregistered CTM
Section 6 (1), UK-TMA

- An application for a CTM, subject to its registration
Section 6 (2), UK-TMA

- A CTM until one year after the expiry of its registration, unless there was no bona fide
use of the CTM during the two years immediately preceding the expiry.
Section 6 (3), UK-TMA

Rejection of the application based on earlier marks, under the following conditions:

- The CTMis earlier, and

- there is identity or similarity between the marks, and

- there is identity or similarity between the goods or services, and

- there exists a likelihood of confusion, including a likelihood of association (except where
there is identity of the marks and the goods or services)
Section 5 (2), UK-TMA

(b) In opposition proceedings

Opposition to an application for registration, before the Patent Office and based on earlier
CTMs, may be filed by any person.
Section 38, UK-TMA

The notice of opposition - together with a statement of the grounds of opposition - must be
submitted to the Registrar within three months of the date of publication in the Journal of the
application for registration.

Section 38 (2), UK-TMA, Rule 13, UK-RULES

The grounds of opposition are the following:

- the earlier rights constituting grounds of rejection in the application phase,

and

- earlier CTMs having a reputation in the Community where the later mark is identical or
similar to the earlier CTM and is to be registered for goods or services which are not
similar to those for which the earlier CTM is registered, provided that the use of the later
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trade mark without due cause will take unfair advantage of, or be detrimental to, the
distinctive character or repute of the earlier CTM.
Sections 5 (1)-(3), 38 (2), UK-TMA

(c) In invalidity/cancellation proceedings

An application for a declaration of invalidity may be made by any person, and may be made

to either the Registrar or to the Court.

Section 47 (3), UK-TMA

“Earlier rights” include:

- Aregistered CTM
Sections 5, 6 (1)(a), 47 (2)(a), UK-TMA

- A CTM until one year after the expiry of its registration, unless there was no bona fide
use of the CTM during the two years immediately preceding the expiry
Sections 5, 6 (3), 47 (2)(a), UK-TMA

An application for a declaration of invalidity is subject to the following limitation:

- Where the proprietor of an earlier CTM has acquiesced for a continuous period of five
years in the use of a registered trade mark in the United Kingdom, being aware of that
use, there shall cease to be any entitlement on the basis of that earlier CTM to apply for
a declaration that the registration of the later trade mark is invalid or to oppose the use of
the later trade mark in relation to the goods or services in connection with which it has
been so used, unless the registration of the later trade mark was applied for in bad faith.
Section 48 (1), UK-TMA

Bulgaria (a) In the application procedure

No ex officio search for earlier rights.

(b) In opposition proceedings

“Earlier marks” include:

CTMs registered on the basis of an earlier application

Articles 12 (2), 72a (3), BG-TML

The grounds of opposition are the following:

- The CTMis earlier, and

- there is the identity between the marks and identity of the goods and services, or

- there is identity or similarity of the marks and identity or similarity of the goods and
services where there exist a likelihood of confusion on the part of the consumers, which
includes the likelihood of association with the earlier mark;

Article 12 (1) BG-TML
Romania No provision in Romanian TM Law.
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Chapter 7
National provisions on the effect of a seniority claim

Pursuant to Articles 34 and 35 CTMR, the applicant for or proprietor of a CTM may claim
the seniority of an earlier national mark registered in a Member State, including a Benelux
trade mark, or of an earlier international registration having effect in a Member State,
either within two months from filing or following the registration of the CTM.

Seniority has the sole effect under the CTMR that where the proprietor of the CTM
surrenders the earlier trade mark or allows it to lapse, he shall be deemed to continue to
have the same rights as he would have had if the earlier trade mark had continued to be
registered. Until this takes place, the seniority effect does not become operative.

These “same” rights include the right to sue third parties for infringement of the earlier
mark and the effect of that earlier mark as an earlier right which can be invoked as a
relative ground for refusal, be it against a CTM, in opposition or invalidity proceedings
before the Office or in the framework of a counterclaim for declaration of invalidity before
a CTM court, be it against a national trade mark before the competent national office or
court.

The “earlier right effect” against a CTM follows from the combined application of Article 34
(2) and 8 CTMR.

The “earlier right effect” against a national trade mark follows from Article 4 (2) (b) of the
First Council Directive of 21 December 1988 to approximate the laws of the Member
States relating to trade marks (89/104/EEC) (the “Harmonization Directive™).

The seniority claim accepted by the Office will lose its effects in the following four
situations:

1.  Pursuant to Articles 34 (3) and 35 (2) CTMR, the seniority claimed for a CTM shall
lapse if the earlier trade mark is declared to have been revoked or to be invalid or if
it is surrendered prior to registration of the CTM. Thus, a successful attack against
the national mark automatically destroys the seniority claim.

2. A valid claim to seniority has, once it has become operative, the effect that a
national trade mark which has already been deleted from the national register is still
deemed to be registered. Therefore, the national law must provide that the seniority
effect (the deemed continued existence of the lapsed national trade mark) can be
attacked in the same way as if the national mark were still registered. This is why
Article 14 of the Harmonization Directive provides that, if the seniority of an earlier
mark which has been surrendered or allowed to lapse is claimed for a CTM, the
invalidity or revocation of the earlier mark may be established a posteriorr.

3.  The seniority effects cease if the substantive conditions (identity of the proprietors
of the CTM and the national mark, identity of the trade marks, and -at least partial -
identity of the goods or services contained in the two registrations) cease to be
fulfilled.
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Finally, the seniority effect ceases where the CTM application is withdrawn, deemed
to be withdrawn or refused or where the CTM ceases to have effect. In such a
situation, where the seniority effect has not yet become operative, the proprietor of
the earlier national mark may simply maintain his national mark with all the rights
associated with it. Where the seniority effect has already become operative, both
the CTM and the rights under the national mark will be lost. The applicant or
proprietor of the CTM may, however, convert the CTM or CTM application into
national trade mark applications of the Member States, while keeping not only the
filing or priority date of the CTM application, but also the seniority date for the
respective Member State (Article 108 (3) CTMR - for details see Chapter 8,
Conversion), regardless of whether the seniority effect has already become
operative.

Dealing with seniority claims under national law involves complex questions, in particular
because a mark already removed from the register must be considered as if it were still
registered.

The following table lists the provisions in national law on seniority claims and on the
effects of claimed seniority, in particular as concerns the earlier right effect against
national trade mark applications and the possibility of attacking ex posteriori an earlier
national trade mark which has already been removed from the national register. Due to
the complexity of the legal questions involved, the provisions of national law are quoted
as they are, and no attempt is made to interpret their meaning and their implications.
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Austria If either at the application stage or after registration pursuant to Articles 34 or 35 of the
Community Trade Mark Regulation the seniority of a trade mark which is registered in the
Register of the Austrian Patent Office or which enjoys protection in Austria by virtue of an
international registration has been claimed for a Community trade mark application or
Community trade mark and if that trade mark, upon which the seniority is based, has been
surrendered or allowed to lapse by the proprietor, a declaration of invalidity may
subsequently be made on the grounds for cancellation set out in 88§ 30-34 and 66.

A motion pursuant to paragraph 1 must be filed against the registered owner of the
Community trade mark.

If the subsequent declaration of invalidity of a trade mark pursuant to paragraph 1 is sought
in the context of § 33a, the relevant date shall be the date of cancellation of the trade mark
giving rise to the seniority due to the proprietor’s surrender or, in the case where the trade
mark was allowed to lapse, the expiry, and not the application date as referred to in § 33a

@), (6).
§ 69a AT-TML

Benelux Article 2.3 and Article 2.28 (3) (a) shall apply to Community trade marks for which seniority
in the Benelux territory is validly claimed in accordance with the Community Trade Mark
Regulation, even if the Benelux or international registration on which seniority is based has
been voluntarily cancelled or has expired.

Article 2.46, BCIP
Where the seniority of a right in an earlier mark is invoked with respect to a Community
trade mark, nullity or revocation of such an earlier right may be invoked even if the right

has already lapsed due to voluntary cancellation or to expiry of the registration.

Article 2.47, BCIP

Cyprus -

Czech “Earlier trade marks” include:

Republic _ _ ) ) o _
Community trade marks, which have a valid claim to seniority from an earlier trade mark
mentioned in letter a) point 1 and 2 within the meaning of Article 34 of the Council
Regulation, even if such an earlier trade mark was surrendered by its proprietor or when
such an earlier trade mark ceased to exist;
Section 3, b), TML.
The application resulting from the conversion of the application for registration of a
Community trade mark shall be accorded the date of filing or the date of priority of the origi-
nal application or even the seniority which was claimed under Article 34 and 35 of the
Council Regulation.
Section 50, (3), TML

Denmark “Earlier trade marks” include:

Community trade marks which claim seniority, in accordance with the Community Trade
Mark Regulation, in relation to an earlier trade mark, even if the later trade mark has been
surrendered or has lapsed.

§ 15 (2)(2), DK-TML

In the Register of Trade Marks information that the seniority of the mark has been claimed
in respect of a Community trade mark, shall be entered.

105



Member
State

National provisions on the effects of a seniority claim

§ 20 No 12, DK-RE

Where the request (for the conversion of a Community trade mark application or a
Community trade mark into a national registration) is complied with, the application shall be
given the same date of filing, date of priority or date of seniority as the Community trade
mark application or the Community trade mark.

§ 10 (2), DK-RE
The provisions in paragraphs 1-6 (administrative revocation) equally apply to registrations
for which seniority has been claimed in respect of a Community trade mark, even after

these have been deleted from the Danish Register of Trade Marks.

§ 12 (7), DK-RE

Estonia

“Earlier trade marks” include:

A Community trade mark registered on the basis of the Community Trade Mark Regulation
if the filing date of the application, priority date or the seniority date granted on the basis of
Estonian registration is earlier.

§11 (1) (6), EST-TML

A Community trade mark filed for registration on the basis of the Community Trade Mark
Regulation if the filing date of the application, priority date or the seniority date granted on
the basis of Estonian registration is earlier; A trade mark filed for registration shall be an
earlier trade mark only if it is registered.

§11 (1) (7), EST-TML

If seniority of a trade mark valid in Estonia is claimed for a registered Community trade
mark or a Community trade mark which has been filed for registration on the basis of an
earlier registered trade mark or the Madrid Protocol pursuant to Articles 34 and 35 of the
Community Trade Mark Regulation, an action may be filed for the exclusive right of the
proprietor of the trade mark to be declared invalid pursuant to § 52 of this Act or an action
may be filed against the proprietor of a trade mark for the exclusive right of the proprietor of
the trade mark to be declared extinguished pursuant to § 53 of this Act even if the earlier
trade mark has been deleted from the register due to refusal to renew the term or
surrender by the proprietor.

§71*, EST-TML

Finland

A trade mark shall not be registered:

if it is liable to be confused with a Community trade mark within the meaning of Article 57
that has been registered on the basis of an earlier application or that has seniority from
Finland under Articles 34 or 35 of the Council Regulation referred to in Article 57

§14 (1) (9), FI-TML

France
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Where an earlier mark registered in France has not been renewed or has been
surrendered and where the seniority of that earlier mark has been claimed for a CTM, the
nullity of that mark or the loss of the rights of its proprietor may still be pronounced.

In applying the present Article such a loss shall, nevertheless, only be pronounced where
the conditions of forfeiture already existed at the date of the surrender or of the expiry of
the registration

Article L. 717-6, FR-IP CODE



Member
State

National provisions on the effects of a seniority claim

Germany

Where, in respect of a filed or registered Community trade mark, the seniority of a trade
mark recorded in the Register of the Patent Office has been claimed under Article 34 or 35
of the Community Trade Mark Regulation and where the trade mark recorded in the
Register of the Patent Office has been cancelled due to non-renewal under § 47 (6) or
surrender under § 48 (1), the invalidity of the trade mark on grounds of revocation or nullity
may be established subsequently on request.

Invalidity shall be established on the same conditions as cancellation on grounds of
revocation or nullity. However, the invalidity of a trade mark on grounds of revocation
under § 49 (1) may only be established if the conditions for cancellation under that
provision were also fulfilled at the date of cancellation of the trade mark.

The invalidation procedure shall be governed by the provisions applicable to the procedure
for cancellation of a registered trade mark with the proviso that the establishment of
invalidity of a trade mark shall take the place of the cancellation of its registration.

§ 125¢, DE-TML

Greece

Earlier trade marks include:

Community trade marks with a valid claim, in accordance with the Community Trade Mark
Regulation, to seniority from a national mark covering the Greek territory even where the
national mark for which seniority has been claimed has been surrendered or allowed to
lapse.

Article 3, GR-DECREE

Where a Community trade mark claims seniority from an earlier national mark, in
accordance with Articles 34 and 35 of the Community Trade Mark Regulation, an
application for cancellation of that earlier mark made be made, even where the earlier mark
has been surrendered or allowed lapsed.

Article 4, GR-DECREE

Hungary

+Earlier trade marks” include:

A Community trade mark shall be taken into consideration as an earlier trade mark (Article
76/C) with its duly claimed seniority even if the protection of the trade mark registered by
the Hungarian Patent Office under HU-TMA, the seniority of which has been claimed with
respect to the Community trade mark, has lapsed by reason of expiration of protection
without renewal or by reason of surrender.

Atticle 76/F (4), HU-TML

A trade mark registered by the Hungarian Patent Office on the basis of this Act, the senior-
ity of which has been claimed with respect to a Community trade mark under Articles 34
and 35 of the Community Trade Mark Regulation and the protection of which has lapsed by
reason of expiration of protection without renewal or by reason of surrender, may be
cancelled or revoked by reason of non-use, by reason of the trade mark losing distinctive
character or becoming deceptive or by reason of the dissolution of the proprietor without
successor in title, if the conditions for cancellation or for revocation have existed both at the
date of submitting the request and at the date of the earlier lapse of trademark protection.

Article 76/F (1), HU-TML
It shall be indicated in the Trade Mark Register that the seniority of the trade mark has
been claimed with respect to a Community trade mark. Loss of seniority shall also be

entered in the Trade Mark Register.

Atticle 76/F (2), HU-TML
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Member
State

National provisions on the effects of a seniority claim

All facts and circumstances concerning trade marks, in particular licenses of use, right of
pledge, any other encumbrance of rights relating to trade marks or deriving from trade
mark protection as well as transfer and assignment of such rights, shall be entered into the
Trade Mark Register even after the lapse, by reason of expiration of protection without
renewal or by reason of surrender, of the protection of the trade mark the seniority of which
has been claimed with respect to a Community trade mark.

Article 76/F (3), HU-TML

Ireland
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An “earlier trade mark” means:

a Community trade mark which has a valid claim to seniority from an earlier registered
trade mark or international trade mark, even when the latter trade mark has been
surrendered or allowed to lapse.

Section 11 (1)(b), IE-TMA

Where the Controller receives a notification under Rule 8(3) of the Community Trade Mark
Rules pursuant to Article 34 of the Community Trade Mark Regulation of a seniority claim
based on an earlier registered trade mark, the Controller shall note the said seniority claim
and such claim is prescribed as a matter to be entered in the register.

IE-S.I. No. 9

Where the Controller receives a notification under Rule 28(3) of the Community Trade Mark
Rules pursuant to Article 34 or 35 of the Community Trade Mark Regulation of a seniority
claim based on an earlier registered trade mark, the Controller shall note the said seniority
claim and such claim is prescribed as a matter to be entered in the register.

IE-S.I. No. 229, Section 3

Where the proprietor of a Community trade mark claims the seniority of a registered trade
mark which has been removed from the register under Section 48 or has been surrendered
under Section 50 after registration of the Community trade mark, application may be made
to the controller or to the Court by any person for a declaration that, if the registered trade
mark had not been so removed or surrendered, it would have been liable to be revoked
pursuant to Section 51 or deemed invalid pursuant to Section 52, and the Controller or the
Court may grant such a declaration accordingly.

IE-S.1. No. 229, Section 4 (1)

Where a Declaration is made pursuant to paragraph (1) the registered trade mark shall be
deemed to have been revoked pursuant to section 51 or invalidated pursuant to Section 52,
as the case may be, and the Controller shall notify the Office for Harmonization in the
Internal Market of any such declaration made.

IE-S.1. No. 229, Section 4 (2)

Where a registered trade mark has been surrendered only in respect of some of the goods
and services for which it is registered, paragraph (1) shall apply only in relation to such
goods and services.

IE-S.1. No. 229, Section 4 (3)

The provisions of section 51 or, as the case may be, Section 52, and Sections 76, 78 and
79 shall apply, with necessary modifications, in relation to an application to which

paragraph (1) applies.

IE-S.1. No. 229, Section 4 (4)



Member National provisions on the effects of a seniority claim
State

Italy An “earlier mark” (in the sense that it “shall not be new”) includes:

trade marks effective from an earlier date on account of a priority right or, in the case of a
Community trade mark, a valid claim to seniority.

Article 12 (1)(d), (e), (9), IT—IP CODE

Those entitled to bring oppositions are the proprietor of an earlier registered mark, with an
earlier filing date, or where applicable, with an earlier claim to priority or seniority.

Article 177, IT— IP CODE

Latvia If pursuant to Article 34 or 35 of the CTMR a CTM enjoys a seniority based upon a relevant
earlier trade mark, registered in Latvia or registered internationally with respect to Latvia,
when determining the priority of such CTM in Latvia, the filing date and the priority date of
the trade mark registered in Latvia or the relevant priority of the internationally registered
trade mark shall be accorded to the CTM. The seniority accorded to the CTM shall be re-
tained if the relevant Latvian trademark registration or the international trade mark registra-
tion that refers to Latvia is surrendered, or deleted from the Register due to expiration of its
period of validity.

Article 39.2(2), LV-TML

The trade mark registration which served as a basis for the seniority of the CTM can be
invalidated or revoked also after the expiration of the validity term of this registration or
when the registration is surrendered, provided that the relevant grounds for invalidation or
revocation of the trade mark registration existed during the validity of this registration.

Article 39.2(3), LV-TML

Lithuania An “earlier mark” includes a Community trade mark which claims seniority, in accordance
with the Regulation on the Community Trade Mark, from a trade mark referred to in
subparagraph 1 or 2 of paragraph 2 of this Article, even when the latter trade mark has
been surrendered or allowed to lapse

Article 7 (2) (5) ,LT-TML
Where the seniority of an earlier trade mark, protected under this Law, which has been
surrendered or allowed to lapse, is claimed for a Community Trade Mark, the invalidity or

revocation of the earlier trade mark may be established a posteriori.

Atticle 46 (6), LT-TML

Malta Where the proprietor of a Community trade mark claims the seniority of a registered trade
mark which has been removed from the register under Article 39 or has been surrendered
under Article 41, application may be made to the registrar or to the court by any person for
a declaration that, if the registered trade mark had not been so removed or surrendered, it
would have been liable to be revoked under Article 42 or declared invalid under Article 43.

Article 5 (1), TML-CTM Rules

Poland It is not regulated by the Polish Trade Mark Law but since CTMR has a direct effect in
Poland it is accepted.

Portugal -
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National provisions on the effects of a seniority claim

State

Slovakia An application resulting from the conversion of a Community trade mark application shall
be granted the date of filing and the date of priority of the Community trade mark
application and, where appropriate, the seniority of a trade mark of that State claimed
under Article 34 or 35 CTMR.
Article 36 b (3), SK-TML

Slovenia No specific provision on seniority in the Slovenian legislation. However, provision of CTMR
are directly applicable.

Spain Earlier trade marks include:
CTMs which, in accordance with the relevant regulation, validly claim the seniority of
Spanish trade marks or internationally registered trade marks with effect in Spain even if
the latter have been surrendered or have lapsed.
Article 6 (2) (b) (1), ES-TLM
Where a CTM enjoys the seniority of an earlier trade mark with effect in Spain, this earlier
trade mark may be declared to be revoked or invalid even if it has lapsed because it has
not been renewed, because it has been surrendered by its proprietor or because
maintenance fees have not been paid, as applicable.
Article 85, ES-TLM
Applications for conversion shall be deemed to have been filed on the filing date granted
as an application for a Community trade mark and, if they had a claimed priority or
seniority, shall enjoy these rights.
Article 86 (4), ES-TLM

Sweden If a mark is confusingly similar to a Community trade mark which is registered on the basis
of a later application, an obstacle to registration exists if the holder of the Community trade
mark can, as regards that mark, claim the seniority of an earlier trade mark according to
the Council Regulation on the Community trade mark.
§ 14 (9), SE-TML

United Where the proprietor of a CTM claims the seniority of a registered TM which has been

Kingdom removed from the register under Section 43 or has been surrendered under Section 45,
application may be made to the Registrar or to the Court by any person for a declaration
that, if the registered TM had not been so removed or surrendered, it would have been
liable to be revoked under Section 46 or declared invalid under Section 47.
Section 3, UK-TMCR

Bulgaria No specific provision on seniority in the Bulgarian legislation.

Romania No specific provision on seniority in the Romanian legislation.
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Chapter 8
Conversion

Pursuant to Article 108 (1) CTMR, the applicant or proprietor can request conversion of his
CTM application or CTM into a national trade mark application with effect in the Member
States designated in the request, where the CTM application has been refused or
withdrawn or is deemed to be withdrawn, or where the CTM ceases to have effect.

The request for conversion must be filed with the Office, which examines the request,
with the exception of whether or not conversion is excluded pursuant to Article 108 (2)
CTMR where the conversion into a national trade mark of one or more given Member
States would run counter to the contents of the decision of the Office or a Community
trade mark court which gave rise to the request for conversion.

Once the Office has transmitted the request for conversion to the designated offices, the
request for conversion becomes a national trade mark application under the national law
of the designated offices, keeping, however, the original filing and, if any, priority date
before the Office and the date of seniority in the Member State concerned.

Each designated office will examine whether conversion is excluded pursuant to Article
108 (2) CTMR (Article 110 (1) CTMR) and will treat and examine the ensuing trade mark
application in the same way as a normal national trade mark application, subject to the
following:

- The national office may require payment of the national application fee, indication of
an address for service in the State in question, translation of the request for
conversion, and furnishing of a representation of the mark in the required number
of copies, within a time limit of at least two months following the receipt of the
request for conversion by the national office (Article 110 (3) CTMR);

- The national office may not impose any other formal requirements different from or
additional to those provided for in the CTMR and the IR (Article 110 (2) CTMR);

- Certain national laws provide for a system registration under facilitated conditions,
where the request for conversion is based on a CTM which was already examined
and registered by the Office.

The following table shows the national requirements for requests for conversion.

The requirements which the applicant has to observe before the national office (including
the Benelux Office) following transmittal of the request for conversion have also been
indicated where the national law does not contain particular provisions on conversion of
CTMs, because it is only natural that these requirements are automatically applicable to
national trade mark applications ensuing from a request for conversion, to the extent that
they are not precluded by Article 110 (2), (3) CTMR. However, information concerning the
scope of examination of the ensuing national trade mark application has been included
only if the national law contains express provisions to this extent. Where there are no
such special provisions, Article 108 (2) CTMR applies directly, and the ensuing national
trade mark application will be subject to examination on formalities, absolute grounds
and, as the case may be, relative grounds for refusal as a normal national trade mark

application.
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Column 1 deals with the requirements mentioned in Article 110 (3).

Column 2 specifies the due date and time limit for the payment of the application fees.
Column 3 contains additional information on the appointment of a representative.

Column 4 contains information on the scope of examination by the national office where

the relevant national law contains special provisions on the examination of requests for
conversion and/or the ensuing national trade mark applications.
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

Austria Conversion is particulary regulated by 8§ 69b and 69c, AT-TML

(a) Payment of
application fee for an
individual mark: € 69

Class fee for the first
three classes: € 15

Fee for each class ex-
ceeding three: € 21

8§ 18, 69b (2), first sen-
tence, AT-TML

Payment of application
fee for a collective mark:
€276

§ 63 (2), AT-TML,
§ 69b (2) no. 1, AT-TML

(b) Translation into the
German language of the
conversion request and
its accompanying docu-
ments

§ 69b (2) no. 3, AT-TML

(c) Indication of an ad-
dress for service in Aus-
tria (8 69b (2), no. 4
TML), except

1. where the applicant is
from a country outside
the European Economic
Area, if he is represented
by an attorney-at-law, a
notary public, or a patent
attorney, in accordance
with the regulations gov-
erning the respective
profession,

2. where the applicant
has his place of
residence within the
European Economic
Area, if he has appointed

(a) Within a time
limit of 2 months
counted from the
invitation by the
Austrian Patent
Office

§ 69D (2), AT-
T™ML

(b) Within a time
limit of 2 months
counted from the
invitation by the
Austrian Patent
Office

§ 69D (2), AT-
T™ML

(c) Within a time
limit of 2 months
counted from the
invitation by the
Austrian Patent
Office

§ 69b (2), AT-
T™ML

If a representative
acts without an
authorization or,
in the case of an
attorney-at-law, a
notary public or a
patent attorney,
without making
reference to an
authorization
granted to him,
any procedural
acts taken by him
shall be valid only
if he submits a
regular authoriza-
tion or makes
reference to the
authorization
granted to him,
within a reason-
able time limit
fixed by the Aus-
trian Office

§61 (3), AT-TML

1. Examination as
to the
admissibility of
the request for
conversion:

- Whether the
rights of the pro-
prietor of the
CTM have been
revoked for non-
use, unless the
CTM, according
to Austrian law,
has been put into
genuine use in
Austria

- Whether in ac-
cordance with a
decision of the
OHIM or of a na-
tional court,
grounds for re-
fusal of registra-
tion or grounds
for revocation or
invalidity apply in
Austria, to the
CTM application
orthe CTM

Where the Aus-
trian Patent Office
finds that these
conditions are not
met, it will notify
the applicant.
Eventually, the
request for con-
version will be
refused

§ 69D (1), AT-
™ML

2. Examination of
the ensuing appli-
cation in the
same way as any
other national
trade mark appli-
cation
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
a person for the purposes
of receiving notifications § 69c (1), AT-
who is resident in Austria TML
(d) Where the mark does (d) Within a time Exception: If,
not consist exclusively of limit of 2 months however, the con-
figures, letters or words counted from the version request
having no special pictorial | invitation by the relates to a regis-
form or claim to particular | Austrian Patent tered CTM, the
characters, 20 Office ensuing applica-
representations of the tion will not be
mark must be submitted. § 69b (2), first examined as to
In case of a sound mark, sentence, AT- absolute grounds
in addition to 20 TML for refusal
representations of the
mark by means of a The time limits §69c (2), AT-
sheet of music or a referred to under T™L
sonogram, a reproduction (a) — (d) may be
of the sound mark on any extended.
media used for the
purposes of recording
sound must be submitted
§ 69b (2) no. 2, AT-TML
§ 10, Order concerning
the Patent Office
Benelux Conversion is particularly regulated by Article 1.34 ER BCIP
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(a) For an individual
mark:

Filing fee, basic amount:
€240

Supplementary amount
for each class of goods
and services exceeding
the third class of the In-
ternational Classification
in which the goods and
services are listed: € 37

For a collective mark:
Filing fee, basic amount:
€373

Supplementary amount
for each class of goods
and services exceeding
the third class of the In-
ternational Classification
in which the goods and
services are listed: € 37

Articles 1.34 and 4.4. (1)
ER BCIP

(a) The minimum
time limit is one
month. It can be
extended ex offi-
cio and will be on
request, to a
maximum of six
months

Article 1.34 (2)
ER BCIP

Not mandatory

Examination on
formalities and
absolute grounds
as a normal
Benelux trade
mark application



Member
State

Procedural steps to be
taken

(a) Fee

(b) Translation
requirement

(c) Address for service or
representative

(d) Requirements con-
cerning the number
of representations of
the mark

Time limit for
taking
procedural
steps referred to
in
column 1

Appointment of
alocal
professional
representative
for the
national
application
resulting from
conversion

Examination

Publication, on request,
of a description — maxi-
mum 50 words — of the
distinctive elements of
the mark, fee: € 39

Articles 1.1. 82), 1.34
and 4.4. (1) ER BCIP

(b) All documents sub-
mitted to the Benelux
Office shall be drawn up
in Dutch or French

Articles 1.34 and 3.3 ER
BCIP

(c) Persons who have
neither headquarters nor
a place of residence on
the EC/EES territory and
who have not appointed
a representative shall
state an address for ser-
vice on the EC/EES terri-
tory

Articles 1.34 and 3.6 (4)
ER BCIP

(d) The Director-General
establishes the rules for
representation of trade-
marks and designs

(b) The minimum
time limit is one
month. It can be
extended ex offi-
cio and will be on
request, to a
maximum of six
months

Article 1.34 (2)
ER BCIP

(c) The minimum
time limit is one
month. It can be
extended ex offi-
cio and will be on
request, to a
maximum of six
months

Article 1.34 (2)
ER BCIP

(d) The minimum
time limit is one
month. It can be
extended ex offi-
cio and will be on
request, to a
maximum of six
months

Article 1.34 (2)
ER BCIP
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
Cyprus No provision in Cyprus TM Law
Czech o . :
Republic Conversion is particularly regulated by Article 50 CZ-TML, § 14 (2) RE
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(a) Fee:

- Individual marks: 5000
CZK (173 €)

- Collective marks: 10000
CZK (345€)

- Plus 500 CZK (17€) for
each class of goods and
services exceeding three

Article 50 (1) a), CZ-TML
(Part XI of the Law No
634/2004)

(b) Translation into Czech
of the CTM application
and its accompanying
documents

Article 50 (1) b), CZ-TML

(c) Address for service in
the Czech Republic;

Article 50 (1) c), CZ-TML

(a) Within 2
months following
the delivery of the
official communica-
tion

Article 50 (1), Cz-
TML

(b) Within 2
months following
the delivery of the
official communica-
tion

Article 50 (1), CZ-
TML

(c) Within 2
months following
the delivery of the
official communica-
tion

Article 50 (1), CZ-
TML

Person who does
not have an en-
terprise, perma-
nent residency or
seat in the terri-
tory of the Czech
Republic has to
be represented in
proceedings on
trade marks pur-
suant to special
laws

Article 46 (2), CZ-
TML

The Office exam-
ines if the request
for a conversion is
admissible pursu-
antto CTMR 108,

&)

Article 50 (2),Cz-
TML

If the request is
admissible, it shall
be treated as an
application for the
registration of the
trade mark under
the CZ-TML

If not, the request
will be refused

Article 50 (2), CZ-
TML

Where conversion
of a registered
CTM is requested:
The mark is regis-
tered without any
further examina-
tion

Article 50 (4), Cz-
TML



Member

Procedural steps to be

Time limit for

Appointment of

Examination

State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
(d) three reproductions of (d) Within 2
the trade mark , except months following
in the case of a word the delivery of the
mark official communi-
cation
§ 14 (2), CZ-RE
Article 50 (1),
TML
Denmark Conversion is particularly regulated by § 20, DK-ORDER and § 7 (2), DK-FEE

(a) Payment of the basic
application fee for the
registration of a trade
mark or a collective
mark:

2,350 DKK

§ 20 (1) no. 1, DK-RE,
§7 (1), (2), DK-FEE

Fee for each class ex-
ceeding three:
600 DKK

§ 20 (1) no. 1, DK-RE,
§ 7 (1), (2), DK-FEE

(b) Translation of the
conversion request and
its annexes into Danish

§ 20 (1), DK-RE

(c) Indication of an ad-
dress for service in Den-
mark

§ 20 (1) no. 3, DK-RE

(d) A reproduction of the
mark

§ 20 (1) no. 4, DK-RE

(a) Within two
months from the
Patent Office’s
reception of the
request for
conversion

§ 20 (1), DK-RE

(b) Within two
months from the
Patent Office’s
reception of the
request for con-
version

§ 20 (1), DK-RE

(c) Within two
months from the
Patent Office’s
reception of the
request for con-
version

§ 20 (1), DK-RE

(d) Within two
months from the
Patent Office’s
reception of the
request for con-
version

§ 20 (1), DK-RE
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

Estonia Conversion is particularly regulated by § 71 *EST-TML
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(a) Fee:

Individual marks: 2200
EEK (€ 141)

Collective marks: 3000
EEK (€ 192)

Plus 700 EEK (45€) for
each class of goods and
services exceeding one

Article 125, EST-FEE

(b) Translation into Esto-
nian of the accompanying
documents of the request
for the conversion

§713(3) 1), EST-TML

(c) The address of a com-
mercial or industrial en-
terprise operating in Esto-
nia and belonging to a
person of a foreign state
or the authorisation docu-
ment of an authorised
patent agent

(d) No special require-
ments

(a) - (d) Within
two months as of
the date on which
a corresponding
request from the
OHIM is received
in the Patent Of-
fice.

The conversion
application is
considered to be
withdrawn if the
applicant does
not comply with
the deadline

§ 713(3), EST-
TML

A person with no
residence, seat or
commercial or
industrial enter-
prise operating in
Estonia shall
authorise a pat-
ent agent as the
person’s repre-
sentative to per-
form procedures
related to trade
marks in the Pat-
ent Office and in
the Board of Ap-
peal, except the
filing of an appli-
cation

§13(2), EST-
™ML

"The Patent Of-
fice shall perform
examinations and
process requests
for conversion
pursuant to the
provisions of
Chapter 4 of this
Act [i.e. the Trade
Marks Act], taking
into account the
specific provi-
sions arising from
the Community
Trade Mark
Regulation"

§ 713(5), EST-
T™ML



Member

Procedural steps to be

Time limit for

Appointment of

Examination

State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

Finland Conversion is particularly regulated by § 57a, FI-TML

(a) Payment of fee

- for individual marks:

€ 165 plus € 65 for each
class of goods and ser-
vices exceeding three

- for collective marks:

€ 235 plus € 65 for each
class of goods and ser-
vices exceeding three

§ 57a (1) (1), FI-TML
§ 6 FI-FEE

(b) Translation of the
conversion request and
accompanying docu-
ments

§57a (1) (2), FI-TML

(c) Indication of an ad-
dress for service in
Finland

§ 57a (1) (3), FI-TML

(d) Representation of the
trade mark

§ 57a (1) (4), FI-TML

(a) Within a time
limit given in an
invitation by the
National Board of
Patents and Reg-
istration of
Finland

§ 57a (1), FI-TML

(b) Within a time
limit given in an
invitation by the
National Board of
Patents and Reg-
istration of
Finland

§ 57a (1), FI-TML

(c) Within a time
limit given in an
invitation by the
National Board of
Patents and Reg-
istration of
Finland

§ 57a (1), FI-TML

(d) Within a time
limit given in an
invitation by the
National Board of
Patents and Reg-
istration of
Finland

§ 57a (1), FI-TML

The application is
treated as an
application for
registration of a
national trade
mark
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
France Conversion is particularly regulated in Articles L. 7175, R. 717-9 and
R. 717-10, FR-IP CODE
(a) Payment of fee The conditions Where the appli- A request for con-
€ 225 plus € 40 for each set out under (a), cant has neither version into a
class of goods and ser- (b) and (c) must his domicile nor French national
vices exceeding three be satisfied within his principal mark is subject to
the time limits laid place of busi- a new substantive
FR-FEE down by the Of- ness in a Mem- examination, in-
Article R. 717-9, FR-IP fice ber State of the cluding formali-
CODE Community or a ties, absolute
Article R. 717-9, Member State grounds and op-
(b) Translation into FR-IP CODE of the European position proce-
French of the conversion Economic Area, dure
request and accompany- Where above he must appoint
ing documents mentioned re- a representative Where conver-
quirements are established in a sion has been
Article R. 717-9, FR-IP not fulfilled within Member State requested in re-
CODE the time limited of the Commu- spect ofa CTM
prescribed, the nity or a Mem- for which seniority
request is re- ber State of the of an earlier mark
jected and the fee European Eco- registered in
paid is reim- nomic Area France was
bursed claimed, there will
Article R. 717-9, be no new sub-
Article R. 717-9, FR-IP CODE stantive examina-
FR-IP CODE tion, and no op-
position may be
lodged
Article L. 717-5,
FR-IP CODE
Germany Conversion is particularly regulated in § 125d, DE-TML
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(a) Payment of
application fee:

-€ 300 for an individual
mark

-€ 900 for a collective
mark

Payment of fee for each
class exceeding three:

-€ 100 for an individual
mark

(a) The applicant
shall pay the
specified fees
within a period of
three months
from the receipt
of the request for
conversion by the
Patent and Trade
Mark Office.

If the fee has not
been paid in time,
the request for

In principle,
failure to appoint
a domestic
representative, as
required under

§ 96 DE-TML, will
entail refusal of
the application.

There are no spe-
cific provisions on
this as far as con-
version is con-
cerned

Where conver-
sionofaCTM
application is
requested: New
substantive ex-
amination

Where conver-
sion of a regis-
tered CTM is re-
guested:

Direct recordal of
the trade mark in
the German



Member
State

Procedural steps to be
taken

(a) Fee

(b) Translation
requirement

(c) Address for service or
representative

(d) Requirements con-
cerning the number
of representations of
the mark

Time limit for
taking
procedural
steps referred to
in
column 1

Appointment of
alocal
professional
representative
for the
national
application
resulting from
conversion

Examination

-€ 150 for a collective
mark

§ 125d (1) DE-TML in
conjunction with No 331
100 to 331 400 of the
schedule of fees, annex
to 8§ 2 (1), DE-FEE

(b) Applications must be
filed in the German
language; no specific
rules on languages of
requests for conversion

§ 93, DE-TML

(c) The proprietor of a
filed or registered trade
mark having neither a
domicile nor a seat nor
an establishment in Ger-
many shall state an ad-
dress for service in Ger-
many or shall appoint as
his representative a pat-
ent attorney or an attor-
ney-at-law established in
Germany or in a Member
State of the European
Union or a Member State
of the EEA, provided that
he appointed a domestic
representative as an
assignee for service
(Zustellungsbevollmachti

gte)

§ 96 (1), (2), § 125d (1),
(4), DE-TML

(d) Four two-
dimensional, identical
copies of the representa-
tion of the mark, except
in the case of a word
mark

§§ 8-12, DE-RE

conversion shall
be deemed to
have been with-
drawn

§ 125d (1), DE-
T™L
§ 6 (1), DE-FEE

Filing of a written
authorization will
not be required
by the German
Patent and Trade
Mark Office.

§ 15 (4), DE-
DPMAV

Trade Mark Reg-
ister. No new
substantive ex-
amination; no
opposition can be
filed against the
registration

§ 125d (2)-(3),
DE-TML

§125d (2), (3),
DE-TML ex-
pressly provides
that the ensuing
national applica-
tion and trade
mark maintain the
filing date before
the OHIM and, if
any, the priority
or seniority date
(cf. Article 108 (3)
CTMR)
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

Greece Conversion is particularly regulated by Article 2, GR-DECREE
(a) Fee for the (a) Within a time A legal practitio- Examination,
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registration of the first
class: € 120

Fee for every additional
class: € 30

Article 2 (1) (a), GR-
DECREE, Atrticle 35 (1),
GR-TML

(b) Translation into Greek
of the conversion applica-
tion and its accompany-
ing documents

(c) Power of attorney
appointing a lawyer
authorised to represent in
Greece

Article 2 (1) (c), GR-
DECREE

(d) 10 representations of
the mark; in case of col-
our marks, 10 represen-
tations in colour

Article 2 (1) (d), GR-
DECREE

limit of two
months counted
from the receipt
of a notice sent to
the applicant by
the "Direction de
la propriété Com-
merciale et Indus-
trielle"

Article 2 (2), GR-
DECREE

(b) Within a time
limit of two
months counted
from the receipt
of a notice sent to
the applicant by
the "Direction de
la propriété Com-
merciale et Indus-
trielle"

Article 2 (2), GR-
DECREE

(c) Within a time
limit of two
months counted
from the receipt
of a notice sent to
the applicant by
the "Direction de
la propriété Com-
merciale et Indus-
trielle"

Article 2 (2), GR-
DECREE

(d) Within a time
limit of two
months counted
from the receipt
of a notice sent to
the applicant by
the "Direction de
la propriété Com-
merciale et Indus-
trielle"

Article 2 (2), GR-
DECREE

ner must be ap-
pointed for the
representation of
the applicant, and
a power of attor-
ney bearing the
signature of the
applicant must be
filed. The legali-
sation of the ap-

is not required

Article 2 (1) (c),
GR-DECREE,
Article 6 (3) (d),
GR-TML

plicant’s signature

including on ab-
solute and rela-
tive grounds for
refusal, as in any
Greek trade mark
application

Article 2 (4), GR-
DECREE



Member

Procedural steps to be

Time limit for

Appointment of

Examination

State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

Hungary Conversion is particularly regulated by Article 76/E, HU-TML

(a) Payment of conver-
sion fee

-for a CTM application
(individual mark)

54 800 HUF (217€)

in the case of more
classes, for the second
and each additional
class, per class 32 000
HUF (127€)

- for a CTM application
(collective mark)

300 000(1186¢€)

in the case of more
classes, for the second
and each additional
class, per class 32 000
HUF (127€)

- for a CTM (individual
mark) 37 400 HUF
(148¢€)

in the case of more
classes, for the second
and each additional
class, per class 16 000
HUF (63€)

- for a CTM (collective
mark )160 000 HUF
(635€) in the case of
more classes, for the
second and each addi-
tional class, per class 16
000 HUF (63€)

Articles 11 (1), (2) and
(7), HU-FEE

(b) translation of the re-
quest into Hungarian and
the accompanying
documents

Article 45 (5) , HU-TML

(a) within two
months from re-
ceipt of the re-
quest by the Hun-
garian Patent
Office

Article 76/E (5),
HU-TML

(b) it shall be filed
with the Hungar-
ian Patent Office
within four
months from re-
ceipt of the re-
quest by the Hun-
garian Patent
Office.

Article 50 (5),
HU-TML; Article
76/E (6) HU-TML

In the absence of
a provision of an
international
treaty to the con-
trary, foreign ap-
plicants shall be
represented by
an authorized
patent attorney or
an attorney-at-
law in all trade-
mark matters
within the compe-
tence of the Hun-
garian Patent
Office. This provi-
sion shall not
apply where the
foreign party is a
natural person or
a legal entity
whose permanent
residence or
domicile is in the
territory of a
Member State of
the European
Economic Area

Article 44 (1) and
(4) HU-TML

The provisions of
industrial property
laws concerning
representation of
foreign applicants
shall apply muta-
tis mutandis to
the payment of
fees under HU-
FEE by foreign
applicants

Article 21(2) HU-
FEE

The request for
the conversion of
a Community
trade mark appli-
cation shall be
treated as an
application for the
registration of the
trade mark under
the Act the
provisions of
Chapters VIl to IX
shall apply
mutatis mutandis

Article 76/E (10),
HU-TML

Where conver-
sion of a regis-
tered CTM is
requested: The
mark is registered
without any fur-
ther examination
after the payment
of the filing fee
and filing of the
translation pre-
scribed in para-
graph 6 of the
Article 76/E HU-
TML

Article 76/E, HU-
TML
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal

(a) Fee procedural professional

(b) Translation steps referred to representative
requirement in for the

(c) Address for service or column 1 national
representative application

(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark

(c) Appointment of a pro-

fessional patent attorney

or an attorney at law in all

trade mark matters within

the competence of the

Hungarian Patent Office

Articles 44 (1) and (4),

HU-TML

Ireland Conversion is particularly regulated by IE-S.I. No. 229
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(a) Application for the
registration of a trade
mark: € 70

Class fees for each
class over one: € 70

Section 8 (2), IE-S.I. No.
229, Schedule 3, IE-
RULES

(b) A translation in the
English language of the
request and of the docu-
mentation accompanying
it

Section 8 (3) (b) (i), IE-
S.I. No. 229

(c) An address for service
in Ireland

Section 8 (3) (b) (iii), IE-
S.I. No. 229

(d) A representation of
the trade mark

Section 8 (3) (b) (ii), IE-
S.I. No. 229

(a) — (d) Within a
period of 3
months of the
giving of the noti-
fication by the
Controller (Irish
Patent Office)

Section 8 (4), IE-
S.I. No. 229

1. Examination as
to the admissibil-
ity of the request
for conversion
(the “preliminary
decision”):

- Whether the
rights of the pro-
prietor of the
CTM have been
revoked for non-
use, unless the
CTM, according
to Irish law, has
been put into
genuine use in
Ireland

- Whether in ac-
cordance with a
decision of the
OHIM or of a na-
tional court,
grounds for re-
fusal of registra-
tion or grounds
for revocation or
invalidity apply in
Ireland, to the
CTM application
orthe CTM

Section 8 (1), IE-
S.I. No. 229

2. Where the pre-
liminary decision
is taken that the
request is admis-
sible: examination
of the ensuing
application
(whether relating



Member

Procedural steps to be

Time limit for

Appointment of

Examination

State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
to a request for
conversion of a
CTM application
or a registered
CTMinto a na-
tional mark) in the
same way as any
other national
trade mark appli-
cation
Section 8 (1), IE-
S.I. No. 229
Italy Conversion is particularly regulated by IT-ORDER

(a) Payment of applica-
tion fee

- individual marks: € 101
plus € 34 for each class
of goods and services
exceeding one

- collective marks: € 337,
irrespective of the num-
ber of classes of goods
and services.

(b) Translation into Italian
of the CTM application
and its accompanying
documents

(c) Domicile in ltaly or
appointment of a repre-
sentative inscribed be-
fore the Italian Institute of
Industrial Property
Agents or of a lawyer
inscribed at the Bar

Payment of fee
must be made to
postal account
No. 82618000

(a)-(d) The Italian
Office will request
the applicant for
conversion to
present the docu-
mentation

Where a repre-
sentative has
been appointed
and deposited a
power of
attorney, the Ital-
ian Office will
forward the re-
quest for docu-
mentation
directly to the
representative.
The documenta-
tion must be sub-
mitted within a
time limit of 90
days from the
date of the re-
quest made by
the Italian office

Where a represen-
tative has been
appointed he must
deposit a power of
attorney, accom-
panied by the pay-
ment of a fee of

€ 34, which is to
be credited to
postal current ac-
count No
82618000

Where the Italian
office has de-
cided that the
request for con-
version is admis-
sible in accor-
dance with Article
108 (2) CTMR, it
will be treated as
a normal applica-
tion for a national
mark
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
Latvia Conversion is particularly regulated by Article 39.°, LV-TML
(a) Payment of applica- (a) Within three A foreign appli- Trade mark
tion fee months cant may only file application
an application, ensuing from the
- individual marks: 60 Article 39.5(1), maintain corres- request for
LVL (86,1€) plus 20 LVL LV-TML pondence, and conversion of the
(28,7€) for each class of perform all further CTM is subject to
goods and services ex- actions before the a new
ceeding one Patent Office substantive
Article 39.5(1), LV-TML through a profes- examination,
sional patent including
- collective marks: 150 attorney (trade formalities,
LVL (215,2€) plus 20 mark agent) absolute grounds
LVL(28,7€) for each and opposition
class of goods and ser- Article 10 (11), procedure,
vices exceeding one LV-TML subject to the
Article 39.5(1), LV-TML provision of
Article 110 (2) of
(b) Translation of the (b) Within three the CTMR
conversion request in- months , 5
cluding the list of goods Article 39.%(4),
and services, into Latvian Article 39.5(1), LV-TML
LV-TML
Articles 39.5(4), 10 (7),
LV-TML
(c) Appointment of a pro- (c) Within three
fessional patent attorney months
(trade mark agent)
Article 39.5(1),
Article 10 (11), LV-TML LV-TML
(d) No special require-
ments
Lithuania Conversion is particularly regulated by LT-RE, Chapter XXXVI
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(a) Payment of applica-
tion fee

- individual marks: 240
LTL (69,51€) plus 120
LTL (34,75 €) or each
class of goods and ser-
vices exceeding one

Para. 285.1. LT-RE, LT-
FEE Annex 4, par. 1 and
2

No fees for collective
marks

(a) - (d) Within 2
months as of the
date on which a
corresponding
conversation ap-
plication is sent
from the OHIM to
the State Patent
Bureau of the
Republic of
Lithuania (SPB).
The application
fee has to paid at
the same day as

Foreign natural
persons who are
not permanent
residents of the
Republic of
Lithuania or any
other EU Mem-
ber State and
legal persons of
foreign states
who do not have
a branch office
or representa-
tive office regis-
tered in the Re-

Where the State
Patent Bureau
has decided that
the conversion
application is
admissible in
accordance with
Article 108(2)
CTMR and para.
285 of LT-RE it
will be treated as
a normal applica-
tion for a national
mark taking ac-
count, where



Member

Procedural steps to be

Time limit for

Appointment of

Examination

State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
(b) Translation of the filing of other public of Lithua- appropriate, of
conversation application documents nia or a regis- the priority or
and its accompanying tered office, a seniority under
documents into Lithua- Para. 285 LT-RE branch office or a Articles 34 and
nian representative 35 CTMR.
The conversion office in any other
Para. 285.2. LT-RE application will be EU Member Para. 288, 289
checked by the State, shall file LT-RE
(c) Application with the SPB during 1 applications to
address for communica- month after the the State Patent Where conver-
tion in the territory of the receipt of all Bureau and per- sion of a regis-
Republic of Lithuania documents. The form all actions tered CTM is
conversion appli- relating to the requested, the
Para. 285.3. LT-RE cation is consid- registration of the mark is registered
ered to be with- mark with the without any fur-
(d) A representation of drawg if the appli- State _Pa’:egF Bu- ther examination
_ ) cant does not reau, including
:irfn;ni?rmazrlzeigri?wdsﬂgn- follow the dead- also representa- Par. 290 LT-RE
dard letters, in all others line and if one of tion at the Ap-
cases — 5 reproductions the mentioned peals Division,
documents as through a patent
Para. 285.4. 32 LT-RE well as fees are attorney of the
' missing or incor- Republic of
rect Lithuania
Para. 286, 287 Article 11 (2) LT-
LT-RE ™
Malta Conversion is particularly regulated by Article 10, MT-CTM Rules

(a) Fee

Individual marks
(included one class):
50 MTL (116 €)

Each class of goods and
services exceeding one
50 MTL. Separate appli-
cation for each class

Collective marks
(included one class):
50 MTL

Art. 10 (2), MT-CTM
Rules

Each class of goods and
services exceeding one
50 MTL. Separate appli-
cation for each class

(b) Maltese or English
(c) and (d) not required

Atticle 8 (1), MT-RE

(@) - (b) Within
ninety (90) work-
ing days from the
date of filing a
national applica-
tion resulting from
a conversion ap-
plication

Representation
not required

Where the Comp-
troller decides
that a request for
a conversion ap-
plication is admis-
sible pursuant to
Article 108, it
shall be treated
as an application
for registration of
a trade mark un-
der the Act

Article 10 (2).
MT—CTM Rules
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
Poland Itis not regulated by the Polish Trade Mark Law but since CTMR has a direct effect in Poland
it is accepted
Portugal Conversion is particularly regulated by Article 247, PT - IP Code
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(a) Fee

Individual marks (for one
class):
€81,09

Each class of goods and
services exceeding one:
€43,24

Collective marks
(for one class):
€81,09

Each class of goods and
services exceeding one:
€43,24

(b) Translation into Portu-
guese of the conversion
request and its accompa-
nying documents

(c) Designate a represen-
tative to act before the
Portuguese Industrial
Property Office

(d) Two representation of
the trade mark

(a) Within a time
limit of three
months from the
notification sent
by the Portu-
guese Industrial
Property Office

Article 247 (2),
PT-IP Code

(b) Within a time
limit of three
months from the
notification sent
by the Portu-
guese Industrial
Property Office

(c) Within a time
limit of three
months from the
notification sent
by the Portu-
guese Industrial
Property Office

(d) Within a time
limit of three
months from the
notification sent
by the Portu-
guese Industrial
Property Office

Persons not resi-
dent in Portugal
must either be
represented by a
lawyer or an offi-
cial industrial
property agent or
indicate an ad-
dress for service
in Portugal

Articles 10 (1),
247 (2) (d),
PT-IP Code

Where the
Portuguese
Industrial
Property Office
has decided that
the request for
conversion is
admissible in
accordance with
Article 108 (2)
CTMR, it will be
treated as a
normal
application for a
national mark

Article 247, PT-IP
Code



Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
Slovakia Conversion is particularly regulated by article 36b, SK-TML
(a) Fee: (a) Within 15 An authorised If the request for
days from the representative conversion is
- Individual marks: 3500 delivery of the must represent admissible in
SKK (93 €) Office invitation natural persons accordance with
and legal entities Article 108 (2),
- Collective marks: 7000 Law No 145/1995 that do not have the Slovak Indus-
SKK (188 €) Coll. their domicile or trial Property Of-
seat in the Slovak fice will treat it as
- Plus 300 SKK (8 €) for Republic, for the an application for
each class of goods and trade mark proce- the registration of
services exceeding three dure the trade mark
under the SK-
Article 34 (3), SK- TML
TML
Where conver-
(b) Translation into Slo- (b) Within two sion of a regis-
vak of the CTM applica- months from the tered CTM is
tion and its accompany- delivery of the requested: The
ing documents Office invitation mark is registered
without any fur-
Article 36b (1) a), SK- Article 36b (1), ther examination
TML SK-TML
Article 36b (4),
(c) Address for service in (c) Within two SK-TML
the Slovak Republic months from the
delivery of the
Article 36b (1) b), SK- Office invitation.
TML
Article 36b (1),
SK-TML
(d) two reproductions of (d) Within two
the trade mark , except months from the
in the case of a word delivery of the
mark Office invitation.
Article 36b (1) c), SK- Article 36b (1),
TML SK-TML
Slovenia Conversion is particularly regulated by Article 4, SL-CTM Decree

(a) Application fee:

1. Individual marks:
- for up to three classes
20.000 SIT (83,5€)

- for each additional
class 3.000 SIT (12,5€)

(a-d) Within three
months from the
receipt of the
Office invitation

The applicant
may request,
prior to the expiry
of a time limit, its
extension for up
to three months

Foreign persons
having neither
residence nor
real and effective
industrial or com-
mercial establish-
ment in the Re-
public of Slove-
nia, must appoint
one of the repre-

If a request for a
conversion of an
application is
admissible pursu-
ant Article 108
CTMR, it shall be
treated as a na-
tional application
for a mark
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Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
sentatives regis-
2. Collective marks: tered by Slove-
- for up to three classes nian Intellectual
50.000 SIT (209€) Property Office.
- for each additional class However, foreign
9.000 SIT (37,5€) persons may file
an application,
(b) Translation into Slo- perform acts re-
vene of the CTM applica- lating to the es-
tion and its accompany- tablishment of the
ing documents filing date, pay
fees in the pro-
(c) Address for corre- ceedings before
spondence which is in the the Office, file
territory of the Republic of copies of first
Slovenia or power of at- applications when
torney appointing one of claiming the right
the representatives regis- of priority under
tered by Slovenian Intel- Article 61, and
lectual Property Office receive notifica-
tions by the Of-
(d) five reproductions of fice relating to
the trade mark, except in those proceed-
the case of a word mark ings, without a
representative. In
such case foreign
persons must
communicate to
the Office an ad-
dress for corre-
spondence which
is in the territory
of the Republic of
Slovenia
Spain Conversion is particularly regulated by Articles 86, ES-TML and 42, ES-RE
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(a) Application fee:

1. Individual marks:
€ 145,47 for each class
applied for

2. Collective marks:
€ 290,92 for each class
applied for

Article 86 (2)(a), ES-TML

(a)-(d): within a
time limit of two
months from re-
ceipt of the appli-
cation for conver-
sation at the
Spanish Patents
and Trade Mark
Office (Oficina
Espafiola de Pat-
entes y Marcas)

Article 42 (1), ES-
TML

Natural or legal
persons who lack
a domicile or a
genuine, serious
industrial or com-
mercial establish-
ment in the Euro-
pean Community
must, as provided
by Article 155 (2)
of Law 11/1986,
of 20 March (the
Patent Law), ap-
point an industrial
property agent to
represent them

Article 56 (2) ES-
RE

Where conver-
sionofaCTM
application is
requested:

The application is
treated as a nor-
mal application
for a national
mark.

Where conver-
sion of a regis-
tered CTM is re-
quested: The
mark is registered
without any fur-
ther examination.



Member Procedural steps to be Time limit for Appointment of Examination
State taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number conversion
of representations of
the mark
(b) Translation into Span- This does not,
ish of the request for however, apply
conversion and any other where the ground
document accompanying for conversion of
the request, where the the CTMR was
request and other docu- the surrender or
ments are not already failure to renew it
submitted in this lan- and this occurred
guage during the pend-
ency of a pro-
Article 86 (2)(b), ES-TML ceeding involving
a ground for
(c) Where an applicant declaration of
acts on his own behalf invalidity or revo-
and has no domicile or cation, provided
registered office in that the latter was
Spain, he must elect a of such a kind
domicile in Spain for the that it could affect
purpose of notifications the protection of
the mark in Spain
Articles 29 (4) and 86 (2)
(c), ES-TLM Article 86 (4), ES-
TML
(d) Four reproductions of
the mark if the mark is a
figurative mark or con-
tains figurative elements
Article 86 (2)(d), ES-TML
Sweden Conversion is regulated by § 27, SE-RE

(a) For an application for
registration transmitted to
the Patent and
Registration Office in
accordance with

Articles 109 and 110
CTMR:

1. For protection in one
class of a mark other
than a collective

mark: 1,400 SEK (153€)

2. For protection in one
class of a collective
mark: 1,400 SEK (153€)

3. For protection in one
class in addition to the
first one: 700 SEK (76€)

(a) At the time of
the filing of the
application

§ 7, 2nd para-
graph, SE-RE
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Member

State

Procedural steps to be
taken

(a) Fee

(b) Translation
requirement

(c) Address for service or
representative

(d) Requirements con-
cerning the number of
representations of the
mark

Time limit for
taking
procedural
steps referred to
in
column 1

Appointment of
alocal
professional
representative
for the
national
application
resulting from
conversion

Examination

132

Application for division of
an application for
registration, for each new
divided application:

1,400 SEK (153€)

Application for division of
a registration, for each
new divided registration:
1,400 SEK (153€)

There is no longer an
extra fee for a mark
containing a figurative
element

§ 65, SE-TML
§ 27, SE-RE

(b) The application shall
be filed in the Swedish
language unless the
Registration Authority, in
a specific case, admits
otherwise

Where an annex to an
application isin a
language other than
Swedish, the applicant
shall file also a certified
translation of the annex,
where the Registration
Authority so requests

§7, SE-RE

(c) The owner of a
registered trade mark
who does not have his
domicile in the European
Economic Area (EEA)
needs to have an
attorney resident in EEA
who is empowered to
represent him in all
matters relating to the
mark

Where no such
empowered attorney is
recorded in the register,
the Registration Authority
shall request the owner,
at his last available
address, to rectify the
matter within a




Member
State

Procedural steps to be
taken

(a) Fee

(b) Translation
requirement

(c) Address for service or
representative

(d) Requirements con-
cerning the number
of representations of
the mark

Time limit for
taking
procedural
steps referred to
in
column 1

Appointment of
alocal
professional
representative
for the
national
application
resulting from
conversion

Examination

determined period, failing
which the mark shall be
removed from the
Register

§ 31 (1), SE-TML

(d) Where a registration
concerns the registration
of a figurative mark,
according to the practise
of the Swedish IP Office
one copy is enough

Where the mark is
requested to be
registered in colour, one
copy is enough and the
same applies to the
black and white trade
mark applications

United
Kingdom

Conversion is particularly re

gulated by Section 10,

UK-TMCR

(a) Application for regis-
tration of a trade mark or
a series of trade marks:
£200 (297€)

Class fee for each class
over one: £50 (74€)

UK-FEE

(b) Translation of the
application into English
may be required where
the application was not
filed in English

Section 10 (2), UK-
TMCR,
Rule 72, UK-RULES

(c) ex parte cases: an
address for service any-
where in the EC, EEA or
the Channel Islands,

Rule 10 (4), UK-RULES

Inter partes cases: an
address for service in the
United Kingdom unless
the Registrar directs oth-
erwise.

Rule 10 (5), UK-RULES

(c) Within a pe-
riod of two
months from the
date of notice
sent by the Pat-
ent Office, inviting
the applicant to
file an address for
service

Section 10 (2),
UK-TMCR,

Rule 10 (6), UK-
RULES

Where the Regis-
trar decides that a
request for a con-
version applica-
tion is admissible
pursuant to
CTMR 108, it
shall be treated
as an application
for the registra-
tion of the trade
mark under the
Act

Section 10 (2),
UK-TMCR
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State Procedural steps to be Time limit for Appointment of Examination
taken taking alocal
(a) Fee procedural professional
(b) Translation steps referred to representative
requirement in for the
(c) Address for service or column 1 national
representative application
(d) Requirements con- resulting from
cerning the number of conversion
representations of the
mark
Bulgaria Conversion is particularly regulated by Article 72c, BG-TML
(a) Payment of applica- (a) Within two Persons who
tion fee months following have no
the date of residence or
- individual marks: 200 receipt of the headquarters in
BGN (102€) plus 60 conversion the
BGN (31€) for each class notification. Republic of
of goods and services Bulgaria shall
exceeding one Article 72c (2), conduct business
Article 4 (1), BG-FEE BG-TML with the Patent
Office through a
- collective marks: 400 local
BGN (204,5€) plus 120 industrial property
BGN(61€) for each class agent.
of goods and services
exceeding one Article 3 (1), BG-
Article 4 (1), BG-FEE TML
(b) Translation into (b) Within two
Bulgarian of the months following
conversion request and the date of
its accompanying receipt of the
documents conversion
notification.
Article 72c (2) (i), BG-
TML Article 72c (2),
BG-TML
(d) Arepresentation of (d) Within two
the mark months following
the date of
Article 72c¢ (2) (ii), BG- receipt of the
TML conversion
notification.
Article 72c (2),
BG-TML
Romania No provision in Romanian TM Law
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Chapter 9
Sanctions for infringement of a CTM

Where the rights conferred by a CTM, as laid down in Articles 9 to 13 CTMR, have been
infringed, the CTMR provides, as a sanction, only the claim for injunction (Article 98 (1)
CTMR), besides claims against the publisher of dictionaries or similar works (Article 10
CTMR).

With regard to all other sanctions, such as damages, seizure, destruction and claims for
information, Article 98 (2) in conjunction with Article 14 (1) CTMR provides that the law of
the Member State, including its private international law, is applicable.

The CTMR is silent on criminal sanctions for the use of a Community trade mark.

The following table shows the relevant national provisions and, where applicable, whether
there are special provisions for sanctions for the infringement of CTMs.
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Austria

136

- Express statement in the Austrian legislation that the sanctions equally apply to CTMs

§ 2 (3), AT-TML

(a) Unauthorized use of a
trade mark:

Appropriate monetary com-
pensation

§53 (1), AT-TML

(b) Intentional or negligent
trade mark infringement:

damages, including the prof-
its of which the injured party
has been deprived,

or

surrender of the profits real-
ised by the infringer through
the infringement

§ 53 (2), AT-TML

Independently from proof of
damages, the double of the
appropriate monetary com-
pensation (referred to under
(a) above) may be claimed,
where the infringement was
committed intentionally or
with gross negligence

§ 53 (3), AT-TML
(c) In addition to (b):

Claim for appropriate com-
pensation for damages not
consisting in any monetary
loss suffered as a result of
the intentional or negligent
trade mark infringement, in-
sofar as this is justified by the
special circumstances of the
case

§ 53 (4), AT-TML

- Restoration of the state in
compliance with the law,

- in particular destruction of
any infringing goods and
making unserviceable tools
and devices used solely and
mainly for the production of
infringing goods,

- with the exception of those
goods the state and use of
which would not infringe the
trade mark rights of the plain-
tiff

- Instead of destruction or
making unserviceable, the
right holder may claim sur-
render of the goods con-
cerned against reasonable
compensation not exceeding
the production costs

- All these measures can only
be claimed to the extent re-
quired to restore the state in
compliance with the law

§ 52, AT-TML

Publication of the conviction
of the guilty party

§ 55, AT-TML
8 149, AT-Patent Law

Right of Information

§ 55a, AT-TML

1. Where the act was
committed professionally:

Imprisonment up to two
years

§§ 2 (3), 60 (1), AT-TML
Executive competence:

Landesgericht fir Straf-
sachen Wien

§ 69d (2), AT-TML
2. Fine up to 360 times
the per diem rate for cal-

culating fines

88 2 (3), 60 (1), AT-TML



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Benelux

- No express statement in the Benelux legislation that the sanctions equally apply to CTMs

- The penal sanctions are regulated by the national laws of Belgium, Luxembourg and the
Netherlands. No express statement that these sanctions equally apply to CTMs

Infringement of the exclusive
rights of a trade mark proprie-
tor as laid down in Arti-

cle 2.20 BCIP:

Damages suffered and/or
account of profits

Article 2.21 BCIP

Account of profits may be
refused by the court where
the use of the mark - as pro-
hibited by Article 2.20 BCIP -
was not made in bad faith or
the circumstances of the case
do not call for such a sen-
tence

Article 2.21 (2) BCIP

Where the infringement was
made in bad faith, the proprie-
tor of the mark shall have the
right to claim ownership of
any movable goods that have
infringed his right or of goods
that have served to produce
such goods or to demand that
they be destroyed or ren-
dered unusable

Article 2.22 (1) BCIP

The court may order that sur-
render shall be subject to
payment by the plaintiff of an
indemnity that it shall deter-
mine

Article 2.22 (3) BCIP

At the request of the proprie-
tor of a Benelux mark, the
court may order the person
who has infringed his right, to
supply to the proprietor all
information at his disposal
with respect to the origin of
the objects that have infringed
the mark and to communicate
to him all relevant data

Article 2.22 (4) BCIP

BE:
1. Imprisonment

with a minimum of 8 days
and a maximum of six
months

and/or

2. Fines

with a minimum of 26 €
and a maximum of 2000
€, multiplied with a cor-
rection factor of 5.

Shall be punished those
who:

- Have imitated a mark
and those who have used
the imitated mark in a
deceptive way;

- Have indicated, in a
deceptive way, on their
industrial products or on
the objects of their trade,
a mark which belongs to
someone else, by addi-
tion, omission or another
change;

- Have knowingly sold,
put up for sale, or
brought into trade, prod-
ucts on which an imitated
or a deceptively indicated
mark appears.

As perpetrators of the
misdemeanours indicated
in the previous Article are
punished, those who:

- Executed them or
helped directly with the
execution thereof;

- Furnished help by an
act in the execution of the
misdemeanour, so that
the misdemeanour could
not have been committed
without their help;
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

138

- Provoked the misde-
meanour with gifts, prom-
ises, threats, abuse of
authority, or of power,
criminal plotting or cun-
ning

Articles 8 and 9, Law of
1 April 1879 regarding
Trade Marks

The products on which
the imitated or decep-
tively indicated marks
appear, as well as the
instruments and the
equipment which served
for committing the misde-
meanour, can be totally
or partially confiscated
when they belong to the
convicted person. The
confiscated objects can
be given to the plaintiff
who asks for damages in
the prosecution proce-
dure or deducted from
the amount of his dam-
ages. The court may, in
any case, order the de-
struction of the imitated
marks

Article 12, Law of
1 April 1879 regarding
Trade Marks

The court can order that
the decision be posted
up in the places where it
decides or that the deci-
sion be published in the
papers it indicates; all
expenses of this shall be
paid by the convicted

party

Article 13, Law of
1 April 1879 regarding
Trade Marks

NL:

Article 337, Dutch Penal
Code (max. 4 years im-
prisonment — max. fine of
€67.000)



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Cyprus

No provision in Cyprus TM Law

Czech
Republic

- Express statement in the Czech legislation that the sanctions provided for equally apply

to CTMs

Section 51 (2), CZ-TML

The right to claim the
surrender of unjustified
enrichment and to claim the
damages

Section 5 (1) CZ Law No
221/2006 Coll.

Compensation for damage
suffered.

Civil Code, § 420 (1)

The proprietor of the trade
mark has, against any infring-
ing party, the right to obtain
information on the origin of
the goods or of the docu-
ments accompanying the
goods or services

Section 3 (1), CZ Law No
221/2006 Coll.

Withdrawal from the market
and destruction of the goods,
whose manufacturing or intro-
duction on the market would
endanger or infringe the
rights protected, or the de-
struction of the materials and
tools which are to be used or
which are used exclusively or
predominantly for activities
endangering or infringing the
rights protected

Section 4 (1), CZ Law No
221/2006 Coll.

The removal of the sign or the
counterfeit trade mark from
the goods before their intro-
duction on the market may be
allowed only in exceptional
cases

Section 4 (2), CZ Law No
221/2006 Coll.

Appropriate satisfaction,
including pecuniary
appropriate satisfaction

Section 5, CZ Law No
221/2006 Coll.

Pecuniary sanction or
imprisonment of max. 2
years

Criminal Code, § 150

Denmark

- No express statement in the

Danish legislation that the sanctions equally apply to CTMs

(a) Infringement intentional or
due to negligence:

reasonable compensation for
the use of the trade mark
plus damages for eventual
further injury

§43 (1), DK-TML

Removal of illegally affixed
trade marks from the goods
which are in the possession
of the infringing party or at his
disposal

Destruction of the goods or
surrender of the goods to the
injured party in return for or
without compensation

§ 44, DK-TML

1. Imprisonment

Under aggravating cir-
cumstances:

Subject to a maximum of
one year

§42 (1), DK-TML
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Member

Damages/Account of

Removal of infringing

Penal sanctions

State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right

of information 2. Fine
(b) Infringement not inten- 2. Fine
tional or due to negligence:

In case of intentional
Compensation for the exploi- infringement
tation of the trade mark plus
damages for eventual further § 42 (1), DK-TML
injury, to the extent it is found
reasonable
§ 43 (2), DK-TML
Compensation for non-
economical damages
§ 43 (3), DK-TML
Estonia - No express statement in the Estonian legislation that the sanctions therein apply equally
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to CTMs

Compensation for patrimo-
nial damage caused inten-
tionally or due to negligence,
including loss of profit and
moral damage

§57 (1) 2), EST-TML

The proprietor may request
the destruction of unlawfully
designated goods and ob-
jects solely or almost solely
used or intended to commit
the offence which are in the
ownership or possession of
the offender if it is not possi-
ble or expedient to eliminate
the unlawful nature of the
goods or objects in another
manner

§58 (1), EST-TML

The proprietor may request,
through the court, from the
person infringing the exclu-
sive right, information con-
cerning the origin, the man-
ner and channels of distribu-
tion and the amount of unlaw-
fully designated goods, in-
cluding the names and ad-
dresses of the manufacturer,
supplier, previous proprietors
and resellers of such goods

§ 58 (2), EST-TML

In case of infringing acts:
a pecuniary punishment

or up to 3 years’ impris-

onment.

The same act, if commit-
ted for commercial pur-
poses, is punishable by a
pecuniary punishment or
up to 5 years’ imprison-
ment

If the infringement is
committed by a legal
person, is punishable by
a pecuniary punishment.

88 226 and 227 of the
Penal Code



Member

Damages/Account of

Removal of infringing

Penal sanctions

State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
Finland - No express statement in the Finnish legislation that the sanctions provided for equally
apply to CTMs
See, however: § 38 and § 39 FI-TML: “Anyone who ... infringes ... a trade symbol ... pro-
tected by this Act”
§ 14 (9) FI-TML “A trade mark shall not be registered if it is liable to be confused with a
CTM ..
(a) Infringement deliberate or Erasure or alteration of sym- 1. Imprisonment
due to negligence: bol that has been placed on
_ goods, their packaging, leaf- In case of industrial prop-
Compensation for all damages | |ets, commercial documents, | erty right offence (if it
suffered or the like without authoriza- causes considerable
i tion financial damage to the
§ 38 (2), first sentence, FI-TML owner of the right), sub-
. . Destruction of property or ject to a maximum of two
() Ipfrlngement due to slight change of property in a spe- years
negligence. cific manner
; § 2 of Chapter 49 of the
Compensation for damages o
may be modified Sur_re_nder o_f property to the Finnish Penal Code
plaintiff against payment
§ 38 (2), second sentence, FI- 2. Fine
T™L § 41 (1), FI-TML
In case of deliberate
(c) Infringement not due to any infringement, unless the
negligence: act is punishable as an
industrial property right
Profits gained from infringe- offence under § 2 of
ment for up to max. three pre- Chapter 49 of the Finnish
ceding years, where the court Penal Code
deems it reasonable in view of
financial or other circum- § 39 (1), FI-TML
stances on the part of the de-
fendant
§ 38 (3), FI-TML
France - Express statement in FR-IP CODE that both civil and penal sanctions equally apply to

CTMs, (Articles L.717-1 and L. 717-2, FR-IP CODE)

The legal basis for obtaining
damages in case of infringe-
ment of a trade mark is con-
tained in the Civil Code, Arti-
cles 1382 -1384

Article 1382:

“Every act of a man which
causes injury to another obli-
gates the one by whose fault
it occurred to give redress”

Confiscation of goods and of
the tools that have served to
commit the offence

Delivery of confiscated goods
to the owner of the mark that
has been infringed

Destruction of the goods

Article L. 716-14, FR-IP
CODE

Publication of the decision
containing the conviction

Article L. 716-13, FR-IP
CODE

1. Imprisonment of max.
two years, under the
following conditions:

(a) Any person who,
without lawful reason,
holds goods he knows
to bear an infringing
mark or has knowingly
sold, offered for sale,
furnished or offered to
furnish goods or ser-
vices under such mark

(b) Any person who has

knowingly delivered a
product or furnished a
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

service other than that
requested of him under
aregistered mark
Article L. 716-9, FR-IP
CODE

2. Fine

1,000,000 Francs
Article L. 716-9, Article
L.716-10, FR-IP CODE

Other penal sanctions
applicable to infringe-
ment of trade marks:
Penal Code, Articles
422,422-1,422-2, 423,
423-1, 423-2

Germany

- Express statement in the German legislation that the civil sanctions provided for equally

apply to CTMs

§ 125b, 2nd paragraph DE-TML:

“In addition to the rights under Articles 9 to 11 of the Community Trade Mark Regulation,
the proprietor of a registered Community trade mark shall have the same rights to com-
pensation for damages (8 14 (6) and (7)), destruction (8 18) and information (§ 19) as a
proprietor of a trade mark registered under this Law”
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Infringement intentional or
negligent:

Compensation for damage
suffered

§ 14 (6), DE-TML

Destruction of the unlawfully
marked products that are in
the possession of the infring-
ing party or are in his prop-
erty unless the infringing na-
ture of the products can be
removed in some other way
and the destruction is dispro-
portionate

§ 18 (1), DE-TML

Destruction of devices that
are the property of the in-
fringing party and are used
or intended exclusively or
almost exclusively for the
unlawful marking of a prod-
uct unless the infringing
nature of the devices can
be removed in some other
way and the destruction is
disproportionate

§18 (2),DE-TML

Further rights for removal of
the unlawfully marked prod-
ucts according to general
rules of law remain unaf-
fected

§18 (3), DE-TML

The criminal sanctions
for the unlawful infringe-
ment of a CTM corre-
spond to those for in-
fringement of national
marks and consist of:

1. Imprisonment of max.
three years

or
2. Fine

3. In case of infringing
acts committed profes-
sionally: Imprisonment
of max. 5 years or fine

The attempt is punish-
able

§ 143 (2), (3)
§ 143a, DE-TML



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Infringing party may be re-
quired to give, without de-
lay, information as to the
origin and distribution chan-
nels of the unlawfully
marked product, unless
disproportionate. Informa-
tion comprises particulars of
the name and address of the
manufacturer, the supplier
and other prior possessors of
the product, of the commer-
cial buyer or customer, and
on quantity of products that
have been manufactured,
dispatched, received or or-
dered

In case of obvious infringe-
ment, the right to informa-
tion may be imposed by
obtaining a preliminary in-
junction

§ 19 (1)-(3), DE-TML
Further rights for destruc-
tion and information accord-

ing to general rules of law
remain unaffected

§19 (5), DE-TML

Greece

- No express statement in the Greek legislation that the sanctions provided for equally

apply to CTMs

Part E (Articles 26-32) of the Greek Trade Marks Act deals with infringement actions

The Greek trade mark law
does not contain any specific
provisions on the conditions
for obtaining damages, but
makes reference to Law
146/1914 (Greek Code of
Civil Procedure) and Arti-

cle 914 of the Greek Civil
Code

Article 26 (3), GR-TML

Infringement intentional or
due to negligence:

Damages including loss of
profits

Article 914 of the Greek Civil
Code

In case of alteration:
Destruction of the products
or goods which bear the al-
tered trade mark.

In case of imitation:
Removal and destruction of
the trade mark or destruction
of the product

Article 31 (1), GR-TML

Removal or destruction of the
trade mark in case of acquit-
tal of the accused, if there
exists a likelihood of confu-
sion

Article 31 (2), GR-TML

1. Imprisonment

with a minimum of three
months

and/or

2. Fine

587 €

Articles 28, GR-TML

The following infringing
acts are penalised by the
above sanctions:

(a) Alteration of a trade

mark or knowingly use of
an altered trade mark;
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Publication of a summary of
condemning judgment at the
convicted party’s expense

Article 30, GR-TML

(b) knowingly affixing to
products of the undertak-
ing or to objects of the
latter’s trade, a trade
mark not owned by the
person performing the
acts in question;

(c) imitation of a trade
mark, wholly or in part,
without altering it with a
view to mislead buyers or
knowingly use of such a
mark;

(d) knowingly sale or
expose for sale or distri-
bution of products or
goods bearing the trade
mark which constitutes
an alteration or imitation
of another trade mark;
(e) use of the mark con-
trary to Article 19 of the
Greek Trade Mark Law
(e.g destroying the mark
of the producer while the
products are still for
sale);

(f) use as a trade mark,
the emblems and sym-
bols of the Greek State
and of every authority as
well as religious symbols

Article 28 (1), GR-TML

Hungary
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- Express statement in the Hungarian legislation that the sanctions provided for therein

apply equally to CTMs

Art. 76/D HU-TMA:

“To the infringement of a Community trade mark the same legal consequences shall
apply — in accordance with the provisions of Article 14 of CTMR - as to the infringement
of a trade mark registered by the Hungarian Patent Office on the basis of HU-TML”

Concerning the criminal sanctions, there is no such express statement

The proprietor may require
surrender of the gains
obtained by the infringement
of the trade mark. Where a
trade mark is infringed, the
proprietor may also claim
damages under the rules of
civil liability

Article 27 (2) e) and (3), HU-
TML

The fact of infringement may
be declared by the court.

Art. 27(2)(a), HU-TML

The proprietor may:

- request an injunction that
the infringer cease his in-
fringement or any acts di-
rectly threatening such in-
fringement . The proprietor
may also put in the claim

1. Imprisonment/ 2. Fine

The infringement of in-
dustrial property rights
(including trade marks)
and consequent financial
damage may be pun-
ished by imprisonment
of up to two years, fine
or labour in the public
interest



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

referred to in paragraph
(2)(b) against any person
whose services were used in
the infringing activities

Art. 27(2)(b) and (4), HU-TML

- demand that the infringer
gives information on the iden-
tity of persons involved in the
production and distribution of
the infringing goods or the
provision of infringing ser-
vices and of their channels of
distribution

Art. 27(2)(c) and (5)—(7), HU-
TML

- demand satisfaction from
the infringer by way of a dec-
laration or by other appropri-
ate means; if necessary, the
declaration shall be made
public by the infringer or at
his expense. At the request
of the proprietor, the court
may order that its decision be
made public at the expense
of the infringer. The court
shall decide on the manner of
the publicity. Publicity shall
mean, in particular, publica-
tion in a national daily news-
paper or on the Internet

Art. 27(2)(d) and (11), HU-
T™ML

- request the seizure, the
transfer to a specific person,
the recall and the definitive
removal from the channels of
commerce, or destruction, of
the infringing products and
the packaging thereof, as
well as of the means and
materials exclusively or prin-
cipally used for infringement

Art. 27(2)(f) and (8)(10),
HU-TML

Art. 329/D of the Hun-
garian Penal Code:

The punishment shall be
— imprisonment of up to
three years in case of
businesslike conduct and
causing financial injury of
exceeding 3 million HUF,
— imprisonment of up to
five years in case of a
financial injury exceeding
50 million HUF,

— imprisonment from two
to eight years in case of
a financial injury exceed-
ing 500 million HUF
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Ireland

- Express statement in the Irish legislation that the sanctions provided for equally apply to

CTMs

Section 57(4), IE-TMA:

“Section 24 (remedy for groundless threats of infringement proceedings) and Part VI
(offences) shall apply in relation to a Community trade mark as they apply in relation to a

registered trade mark”

“In an action for infringement
of a registered trade mark all
such relief by way of dam-
ages, injunctions, accounts
or otherwise shall be avail-
able to the proprietor as is
available in respect of the
infringement of any other
property right”

Section 18 (2), IE-TMA:

If the infringement is inten-
tional or due to negligence:

Damages (general damages
and loss of profits)

or
account of profits

Common law

Order that the offending sign
be erased, removed or oblit-
erated from any infringing
goods, material or articles in
the possession, custody or
control of the infringing per-
son

Section 19 (1)(a), IE-TMA

Order to secure the destruc-
tion of the infringing goods,
materials or articles in ques-
tion

Section 19 (1)(b), IE-TMA

Order for the delivery to the
proprietor of a registered
trade mark of any infringing
goods, material or articles of
which a person has posses-
sion, custody or controlling
the course of a business or
otherwise for the purpose of
dealing in it anyway

Section 20 (1), IE-TMA

1. Imprisonment/ 2. Fine

Infringement of a trade
mark right, with a view to
gain for oneself or an-
other, or with intent to
cause a loss to another
On summary conviction
to imprisonment for a
term not exceeding six
months or to a fine not
exceeding €1269,74 or
both

On conviction on indict-
ment to imprisonment for
a term not exceeding five
years or to a fine not
exceeding €126,973.81
or both

Section 92, IE-TMA

Italy
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- No express statement in the Italian legislation that the sanctions provided for equally apply to

CTMs

Infringement intentional or
due to negligence:

Damages, loss of profits or
account of profits

Articles 2043, 2056 and 2059
Italian Codice Civile

The judgment providing for
compensatory damage may,
at the request of a party, or-
der their settlement as a
lump sum computed on the
basis of the records of the
proceedings and of the pre-
sumptions deriving therefrom

Destruction of the words,
designs or signs which in-
fringe

Destruction, where neces-
sary, of the goods or the ma-
terial for the performance of
the services

Article 124 (3), IT-IP CODE

No order for removal or de-
struction of articles constituting
infringement of the rights in the
mark or order to restrain use of
them may be issued where
such articles belong to persons
using them in good faith for
personal or domestic purposes

1. Imprisonment/
2.Fines

Criminal Code Sections
743, 474, 475, 514, 517
and 518



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Article 125, IT-IP CODE
Actions against counterfeit-
ing

(Interventi contro la pirateria)

Articles 144-146

Article 124 (7), IT-IP CODE

Seizures of goods
(Sequestro amministrativo)

Art. 146 (2), IT- IP CODE

Destruction of goods
(Distruzione)

Art. 146 (3), (4), IT-IP
CODE

Publication of judgment is-
sued as a consequence of an
infringement of a registered
trade mark

Article 126, IT-IP CODE

Latvia

- Express statement in the legislation that the sanctions provided for equally apply to CTMs

Article 39.3(2), LV-TML

Reimbursement of damages
including lost profits

Article 28 (4) 2), LV-TML

Recovery of court costs, in-
cluding litigation expenses as
prescribed by law, and the
fees paid to the representa-
tive

Article 28 (4) 3), LV-TML

Convey the goods to the
owner of the trade mark, if he
SO agrees

Donating the goods for use
for charitable purposes, if it
possible to ensure that the
goods do not return into eco-
nomic circulation and do not
cause any further detriment
to the rightful party

Destroying of the goods with
the unlawful marking

Destroying of tools and mate-
rials used solely or mainly for
the production of infringing
goods, if their owner knew, or
it was obvious for him from
the circumstances, that the
tools and materials were
used or intended for perfor-
ming unlawful activities

Article 28 (5), LV-TML

1. Imprisonment

Subject to a maximum of
five years

Article 206, Criminal Law
2. Fine

Not exceeding two hun-

dred times the minimum

monthly wage

Article 206, Criminal Law
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Member

Damages/Account of

Removal of infringing

Penal sanctions

State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
Lithuania - No express statement in the legislation that the sanctions provided for equally apply to

148

CTMs

Reimbursement of losses
and damage, including moral
damage and lost income and
other expenses

Article 50 (1) (3), LT-TML;
Article 51 (1), (2), LT-TML

Compensation up to 200% of
damage suffered or up to
300% if the infringer has
committed the infringement
deliberately

Article 50 (1) (4), LT-TML;
Article 51 (3), LT-TML + Civil
Code of Lithuania

Seizure and, where neces-
sary, destruction of unlawfully
used marks, devices or
equipment for the production
thereof, also of goods when it
is impossible to remove the
marks unlawfully affixed to
them as well as of other de-
vices and equipment used for
the infringement of the rights
conferred by virtue of the LT
TML

Article 50 (1) (6), LT-TML

Criminal liability for the
infringement of the rights
of the proprietor of the
mark is established by
the Criminal Code of the
Republic of Lithuania

Article 53, LT-TML

1. Imprisonment

For aterm of up to 2
years for the following
infringing acts:

Placing a large amount
of goods with the trade
mark of another enter-
prise on the market with-
out its authorization or
causing great damage to
the enterprise whose
trade mark is used

Article 204(1) of Criminal
code

2. Fine

-upto 12500 LTL
(3840¢)

for the following infring-
ing acts:

Placing a large amount
of goods with the trade
mark of another enter-
prise on the market with-
out its authorization or
causing great damage to
the enterprise whose
trademark is used

Article 204(1) of Criminal
code;

- up to 6250 LTL (1810€)
for the following misde-
meanour:

Placing a small amount
of goods with the trade
mark of another enter-
prise on the market with-
out its authorization or
causing damage to the
enterprise whose trade-
mark is used

Article 204(2) of Criminal
code



Member | Damages/Account of Removal of infringing Penal sanctions
State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
- up to 1250000 LTL
(362025 €) for enterprises,
which commits the infring-
ing acts specifies in para-
graphs 1 and 2 of Article
204 of Criminal Code
Article 204(3) of Criminal
code
Malta - Express statement in the legislation that the sanctions provided for equally apply to CTMs
Article 8, MT-CTM Rules
The offending sign may be A person guilty of an
erased, removed or obliter- offence under the below-
ated from any infringing mentioned articles shall be
goods, material or articles in liable on conviction to
the possession of the infring- | imprisonment for a term of
ing party, custody or control max. three years
Article 15 (1) a), MT-TML or
Destruction of the infringing to a fine of max. ten
goods, material or articlesin thousand liri or to both
guestion such fine and
imprisonment
Article 15 (1) b), MT-TML
Article 81, MT-TML Article 72 (4), MT-TML
Article 73 (2), MT-TML
Article 74 (3), MT-TML
Poland - There is no express statement in the Polish legislation that the sanctions provided for

equally apply to CTMs. However, this follows from the interpretation of Article 4, PL-IP

Law

Compensation for damage
suffered

Article 296 (1), PL-IP Law

Anyone marking goods
with a counterfeit trade-
mark for the purpose of
placing them on the market
or placing on the market
goods bearing such trade-
mark, shall be liable to a
fine, limitation of freedom
or imprisonment for a pe-
riod of up to two years

Article 305 (1), PL-IP Law
In case of an act of minor
gravity, a person commit-
ting the offence referred to
in paragraph (1) shall be
liable to a fine

Article 305 (2), PL-IP Law

A person who has commit-
ted the offence referred to
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

in paragraph (1) his con-
tinuing source of pro-
ceeds or commits that
offence in respect of the
goods of handsome
value, he shall be liable
to imprisonment for a
period from 6 months to
five years

Article 305 (3), PL-IPLaw

Portugal
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- No express statement in the Portuguese legislation that the sanctions provided for

equally apply to CTMs

Article 316 PT-IP CODE: “Industrial property shall have the guarantees established un-
der Portuguese law for property in general and shall be specially protected in accor-
dance with the terms of the present statute and other laws and conventions in force”

(a) Infringement intentional or
due to negligence:

Total loss suffered, including
actual damage and account
of profits

Article 483, Portugese Civil
Code (1996)

Articles 562-566, Portugese
Civil Code (1996)

In case of lower degree of
negligence the damages may
be reduced accordingly

Article 494, Portugese Civil
Code (1996)

1. Imprisonment

Imprisonment up to three
years or fine for anyone
who, without the consent
of the proprietor of the
right:

- reproduces, copies or
uses a registered trade
mark,

- imitates or uses a trade
mark that imitates a reg-
istered trade mark,

- uses, reproduces or
imitates a well-known
trade mark for which
registration has been
applied for in Portugal,

- uses atrade mark iden-
tical or similar to trade
mark having a reputation
in Portugal, or, in case of
Community trade mark,
in the European Commu-
nity, whenever the use of
the later trade mark
aims, without due cause,
at taking unfair advan-
tage of, or be detrimental
to, the distinctive charac-
ter or the repute of the
earlier trade mark,

- uses, in its products,
services, establishment



Member Damages/Account of Removal of infringing Penal sanctions
State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
or enterprise, a registered
trade mark belonging to
someone else
Article 232, PT-IP CODE
Imprisonment up to one
year or a fine for anyone
who sells, puts in circula-
tion or conceals any coun-
terfeited products as per
Article 323
Article 232, PT-IP CODE
Slovakia - Express statement in the Slovak legislation that the sanctions provided for equally apply
to CTMs

Article 36 ¢ (2), SK -TML

Compensation for damage The simple removal of the 1. Imprisonment
suffered sign unlawfully affixed shall
not be deemed to be the rem- | Imprisonment up to three
Article 26 (3), SK-TML edy preventing further in- years for anyone who with-
fringement of the right out a lawful reason, know-
ingly sells or exposes for
Article 26a (c), SK-TML sale or distributes products
bearing the infringing
The products, materials or trade mark or furnishes a
instruments through which service bearing such a

the infringement or jeopardis- | trade mark
ing of right protected by this
Act, will be destroyed in a § 281 (1) of the Criminal
suitable manner at the cost of | Code No 300/2005 Coll.
the person infringing the

right, unless a more appropri- | Imprisonment up to five

ate solution is available years or up to eight years if
a major damage is suf-

Article 26a (d), SK-TML fered, or the infringer is a

member of an criminal
The trade mark owner is enti- | faction

tled to require information
about the origin of goods or § 281 (3) and (4) of the
documents accompanying Criminal Code No

the goods or services from 300/2005 Caoll.

anyone introducing or in-
tending to introduce on the
market goods or services
which are marked with a sign
identical with or confusingly
similar to his trademark

Atticle 25 (2), SK-TML
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Member

Damages/Account of

Removal of infringing

Penal sanctions

State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
Slovenia No express provision in Slovene legislation regarding sanctions provided for infringement
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of a CTM. Provisions of CTMR are directly applicable and sanctions provided for infringe-
ment of national marks are equally applicable to CTM

Compensation for total loss
suffered, including actual
damage and account of pro-
fits

The infringer shall pay to the
owner of the right damages
in the amount to be defined
under general rules on com-
pensation for damage, or in
the amount which is equal to
agreed or customary license
fee

Article 121a, SL-IP-Act, Artic-
les 168, 169 and others of
the Civil Code (Official Ga-
zette No 83/2001)

In certain cases the compen-
sation may be reduced
accordingly

Article 170 of the Civil Code
(Official Gazette No 83/2001)

Prohibition of the infringe-
ment already commenced
and of future infringements;

Rectification of the state cau-
sed by the infringement

Recall of the objects of infrin-
gement from the channels of
commerce, taking account of
the interests of bona fide third
parties;

Irrevocable removal of the
objects of infringement from
the channels of commerce;

Destruction of the objects of
infringement;

Destruction of the means of
infringement that are owned
by the infringer and intended
or used exclusively or princi-
pally for infringement;

Surrender of the objects of
infringement to the plaintiff
against the reimbursement of
the costs of their production;

Publication of the judgment.

The court shall take into ac-
count all circumstances of the
case, in particular
proportionality between the
seriousness of the infringe-
ment and the claim, as well
as the interest of the owner of
the right to ensure effective
protection of rights

Article 121, SL-IP-ACT
Duty to provide information

In the proceedings concer-
ning the infringement of
rights, the court may, upon a
justified request of the party,
order that information on the
origin and distribution
networks of the goods or
services which infringe a right
under this Act be provided by
the alleged infringer

Article 124.b, SL-IPA-ACT

1. Imprisonment

Anyone using in com-
mercial activities, without
authorisation, a trade
mark of another person
or anyone using the pre-
dominant part of the
trade mark as his own
trade mark or other sign
for marking goods or
services shall be liable to
imprisonment for a pe-
riod of up to three years

Article 238 of Penal
Code (Official Gazette
RS, No 95/2004)

2. Fine

The court may in certain
cases change punish-
ment of imprisonment
into fine

Articles 42, 43 of Penal
Code (Official Gazette
RS, No 95/2004)

If the judge decides to
change punishment of
imprisonment into fine,
he shall set the fine in
accordance with Penal
Code, as a daily or fixed
amount

Article 38 of Penal Code
(Official Gazette RS, No
95/2004)



Member

Damages/Account of

Removal of infringing

Penal sanctions

State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
Spain - No express statement in the Spanish legislation that the sanctions provided for equally

apply to CTMs

Conditions for obtaining dam-
ages:

All those who commit any of
the acts of infringement enu-
merated in Article 34 (3) (a)
and (f) ES- TML, as well as
those responsible for the
unauthorized use of goods
and services, shall be
obliged to compensate for
the damage caused

All persons who commit any
other act of infringement of a
registered trade mark shall
be required to pay compen-
sation for the damage
caused only:

- if they have been formally
notified by the proprietor of
the trade mark or, where
applicable, by the person
empowered to act in relation
to its existence, as appropri-
ately identified, and to its
infringement, and required to
cease such infringement, or
where their action involves
fault or negligence or where
the relevant trade mark is
widely known or has a repu-
tation

Article 42, ES-TML

When ordering the cessation
of acts of infringement of a
trade mark, the court shall
specify a compensation
amount of not less than €
600 for each day that elap-
ses until the infringement
actually ceases. The amount
of this compensation and the
date of commencement of
the compensation require-
ment shall be set when jud-
gement is given

Article 44, ES-TML

Calculation of damages in-
clude not only the damages
suffered but also the loss of
profit suffered by the proprie-

Withdrawal from the market
of the goods, packaging,
wrappers, advertising mate-
rial, labels or other docu-
ments by means of which the
infringement of the trade
mark right was committed

Article 41(a) and (c), ES-TML

The destruction or cessation
at the losing party’s expense,
of the goods illegally identi-
fied by the trade mark that
are in the infringer’s posses-
sion, unless the nature of the
goods allows the distinctive
sign to be eliminated without
affecting the goods or the
destruction of the goods
causes disproportionate dam-
age to the infringer or owner,
according to the specific cir-
cumstances of the individual
case as assessed by the
court

Article 41(1)(d), ES-TLM

For the purposes of assess-
ing the amount of the dam-
age sustained, the proprietor
of the trade mark may de-
mand documents from the
infringer to facilitate such
assessment

Atticle 43 (4), ES-TML

1.Imprisonment of six
months to 2 years

and

2.Fine of 12 to 24 monthly
penalty payments, under
the following conditions :

(a) Any person who, wit-
hout a lawful reason re-
produces, imitates, modi-
fies or in any other way
uses a distinctive sign
identical or likely to be
confused therewith to dis-
tinguish the same or simi-
lar goods, services, activi-
ties or establishments as
those for which the indus-
trial property right is regis-
tered

(b) Any persons who inten-
tionally import these goods
without a lawful reason,
shall be liable to the same
penalty; however, the im-
port of the said goods from
a Member State of the
European Union shall not
be punishable if the goods
have been purchased dire-
ct from or with the consent
of the proprietor of the
rights in that State
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Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

tor of the registered trade
mark by virtue of the infringe-
ment of its right

Where a court has found that
atrade mark has been in-
fringed, its proprietor shall be
entitled, in all cases and with-
out the need for any proof, to
receive as damages one per
cent of the turnover obtained
by the infringer with the
wrongfully designated goods
or services. The proprietor of
the trade mark may in addi-
tion claim a larger amount of
damages if he proves that
the infringement of his trade
mark has caused him more
damage, in accordance with
the provisions of the preced-
ing paragraphs

Article 43, ES-TLM

Sweden
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- Express statement in the Swedish legislation that the sanctions provided for equally ap-

ply to CTMs

§ 66 SE-TML: “The provisions of § 37 on liability for trade mark infringements apply also
to infringements in respect of a Community trade mark. The provisions of 88 37ato 41
apply to the extent that otherwise not follows from Council Regulation on the Community
Trade Mark. In this respect what is said about trade mark infringement shall apply to the
infringement of a Community trade mark”

(a) Infringement committed
wilfully or with negligence:

Equitable compensation for
the use of the trade mark
plus compensation for the
further damage. In the deter-
mination of the amount of the
compensation consideration
should also be given to the
right owner’s interest that a
trade mark infringement not
be committed and other cir-
cumstances of other than
purely economic importance
shall be taken into account

§ 38, 1st paragraph, SE-TML
(b) Infringement committed

without intention or negli-
gence:

Removal or alteration of in-
fringing trade symbol appear-
ing on goods, packages, ad-
vertising material, business
documents, or any other ob-
ject.

Destruction or alteration of
the goods on which the in-
fringing symbol appears.

Surrender of the property,
against compensation, to the
injured party

88 41, 1st paragraph and 66,
SE-TML

Destruction or alteration

of the property whose use
would constitute a trade mark
infringement

88 41, 2nd paragraph and 66,
SE-TML

1. Imprisonment

Infringement committed
wilfully or with gross neg-
ligence

Subject to a maximum of
two years.

88 37 and 66, SE-TML
2. Fines

Infringement committed
wilfully or with gross neg-
ligence

88§ 37 and 66, SE-TML

Attempts to commit in-
fringement under the
above circumstances as
well as the preparation of
such acts shall be pun-
ishable according to the



Member
State

Damages/Account of
profits/Compensation

Removal of infringing
sign from the goods/
Destruction of
infringing goods/Right
of information

Penal sanctions
1. Imprisonment

2. Fine

Compensation for the use of
the mark, if and to the extent
that this is considered rea-
sonable

§ 38, 2nd paragraph,
SE-TML

Where an action relating to a
trade mark infringement is
based on a registration under
the Swedish Trade Marks
Act, Article 38 shall not apply
to the time prior the publica-
tion of the registration,
unless the infringement was
committed wilfully

§ 39, SE-TML

provisions of Chapter 23 of
the Swedish Criminal Code

88 37, 2nd paragraph and
66 SE-TML

United
Kingdom

- Express statement in the UK legislation that the sanctions provided for equally apply to

CTMs

UK-TMCR, Section 7
“Offences and forfeiture”:

“The provisions of section 92 (unauthorised use of a trade mark, etc., in relation to goods),
section 93 (enforcement function of local weights and measures authority), section 97
(forfeiture: England and Wales) and section 98 (forfeiture: Scotland) apply in relation to a
Community trade mark and for the purposes of those provisions -

(a) references to a registered trade mark shall include a Community trade mark;

(b) references to goods in respect of which a trade mark is registered shall include goods
in respect of which a Community trade mark is registered”

Trade Marks (1996 No. 1908) The Community Trade Mark Regulations, Section 8
representing a trade mark as a Community trade mark”:
“Falsely representing a trade mark as a Community trade mark”:

“1. It is an offence for a person falsely to represent that a mark is a Community trade
mark, or to make a false representation as to the goods or services for which a Commu-
nity trade mark is registered, knowing or having reason to believe that the representation
is false.

2. A person guilty of an offence under this regulation is liable on summary conviction to a

fine not exceeding level 3 on the standard scale”

Infringement intentional or
due to negligence:

General damages or account
of profits

Section 14 (2), UK-TML

Erasure, removal or oblitera-
tion of the offending sign from
any infringing goods, material
or articles in the possession,
custody or control of the in-
fringing party

Section 15 (1)(a), UK-TML
or

Where not reasonably practi-
cable for the offending sign to
be erased, removed or oblit-
erated: destruction of the

1. Imprisonment

On summary conviction for
a term not exceeding six
months;

on conviction on indictment
for a term not exceeding
ten years:

In case a person, with a
view to gain for himself or
another, or with intent to
cause loss to another, and
without the consent of the
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of information

Penal sanctions
1. Imprisonment

2. Fine
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infringing goods, material or
articles in question

Section 15 (1)(b), UK-TML

Order for the delivery up to
the proprietor of the regis-
tered trade mark, or such
other person the court may
direct, of any infringing
goods, material or articles
which a person has in his
possession, custody or con-
trol in the course of a busi-
ness

Section 16 (1), UK-TML

proprietor, commits an
offence as described
under Section 92 of the
UK-TML

Section 92 (6), UK-
TML,
Section 7, UK-TMCR

and/or

2. Fine

(a) On summary convic-
tion a fine not exceed-
ing the statutory maxi-
mum;

on conviction on indict-
ment a fine, the amount
of which is to be deter-
mined:

Where a person, with a
view to gain for himself
or another, or with in-
tent to cause loss to
another, and without
the consent of the pro-
prietor, commits an
offence as described
under Article 92 of the
UK-TML

Section 92 (6), UK-
TML,
Section 7, UK-TMCR

(b) On summary convic-
tion, a fine not exceed-
ing level 3 on the stan-
dard scale:

Where a person com-
mits an offence as de-
scribed in Section 7 (1),
UK-TMCR

Section 7 (2), UK-
TMCR



Member | Damages/Account of Removal of infringing Penal sanctions
State profits/Compensation sign from the goods/
Destruction of 1. Imprisonment
infringing goods/Right
of information 2. Fine
Bulgaria - Express statement in the Bulgarian legislation that the sanctions provided for equally
apply to CTMs

Article 72d, BG-TML

Compensation is due for Seizure and destruction of 1. Imprisonment
all material and non-material the infringing products, as
damages suffered and profits | well as of the means with Imprisonment up to three
lost, which are a direct which the infringement was years for any person using
and proximate consequence | carried out. in trade a mark without the
of the infringement. consent of the proprietor
Article 76 (1) (iv), BG-TML or
Article 76a, BG-TML
The claimant may request 2. a fine of up to 5000
Where an action is well that the court obliges the BGN.
founded, but there is no defendant or a third party to
sufficient information as to its | furnish information on Criminal Code, Art. 227
amount, the claimant may circumstances that are of
request the following importance for solving the Fine of 500 to 1,500 BGN
compensation: case. shall be imposed on any
(i) 500 to 100 000 BGL, the person who uses in the
concrete amount being fixed Article 76f, BG-TML course of trade, within
at the discretion of the meaning of Article 13,
the court, subject to the goods or services bearing
provisions of Article 76a(2) a sign that is identical with
and (3), or or similar to a registered
(ii) the equivalence in money mark without the consent
of the infringing products at of the proprietor thereof,
retail prices of legally and a property sanction of
produced articles which are 1,000 to 3,000 BGN shall
identical with or similar to the be imposed on one-man
infringing businesses or legal
goods. entities.
Article 76b (1), BG-TML Where the infringement is

repeated, the fine imposed
shall be 1,500 to 3,000
BGN, and the property
sanction imposed on one-
man businesses or legal
entities shall be from 3,000
to 5,000 BGN.

Article 81 (1), (2), BG-TML

Romania No provision in Romanian TM Law
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Chapter 10
A. Community trade mark courts

Pursuant to Article 91 CTMR, the Member States shall designate Community trade mark
courts of first and second instance that have the competences attributed to them under
the CTMR. Pursuant to Article 101 (3) CTMR, a further action or appeal may be brought to
a court of third instance if and to the extent that the relevant national law allows such
action or appeal against decisions of its courts which are designated as CTM courts of
second instance.

The Community trade mark courts are specialised national courts, entrusted with
Community-wide jurisdiction on Community trade marks. The aim is to have, for each
Member State, a number of such courts as limited as possible.

Pursuant to Article 92 CTMR, the CTM courts have exclusive jurisdiction for:
- actions for infringement of CTMs,

- actions for threatened infringement and declaration of non-infringement, if national
law provides for such kind of actions,

- actions for claim of reasonable compensation for the use of a published CTM
application (Article 9 (3) CTMR),

- counterclaims for revocation or declaration of invalidity of a CTM.

Pursuant to Article 91 (2) CTMR, each Member State had to notify to the European
Commission before 15 March 1997 a list of the Community trade mark courts together
with their names and their territorial jurisdiction. Likewise, any changes to that list have to
be notified to the European Commission. As long as a Member State has not notified the
list to the European Commission, the competence as referred to in Article 92 CTMR lies
with the national courts which are competent, ratione /loci and ratione materiae, in the
case of proceedings concerning a national mark registered in that Member State, that is,
as if the CTM were a national mark registered in that State (Article 91 (5) CTMR).

Any list and any amendment thereof notified by a Member State must be published by the
European Commission in the Official Journal of the European Communities (Article 91 (4)
CTMR). The Office will republish such notifications in its Official Journal. However, the
effect that the courts notified by the Member State become competent instead of the
courts normally competent for national trade marks is not dependent on this publication in
the Official Journal of the European Communities.

The following table lists the Community trade mark courts as notified up to now by the
Member States. Where applicable, the reference to the publication in the Official Journal
of the European Communities or the Official Journal of the Office is given as well. The
table, moreover, lists the Community trade mark courts which have merely been
designated by the Member States in their national law without having been notified yet to
the Commission.
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Member
State

Community trade mark courts

Reference
of
Publication

Austria

CTM court of first instance:
- Handelsgericht Wien
CTM court of second instance:

- Oberlandesgericht Wien

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

§ 69d (1), AT- TML

0J OHIM
4/2000, p. 472

Belgium

CTM court of first instance:

- Tribunal de Commerce de Bruxelles / Rechtbank van Koophandel te
Brussel

CTM court of second instance:

- Cour d’appel de Bruxelles / Hof van Beroep te Brussel

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 602 (1) of the Belgian Judicial Code and Article 5 of its Annex

0J OHIM
9/1999,
p. 1141

Cyprus

Czech
Republic

CTM court of first instance:
- Méstsky soud v Praze
CTM court of second instance:

- Vrchni soud v Praze
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 55, CZ-TML

Denmark

CTM court of first instance:

- Sg@- og Handelsretten, Copenhagen
CTM court of second instance:

- Hgjesteret, Copenhagen

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

§ 43a, DK-TML

0J OHIM
9/1999,
p. 1141

Estonia
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CTM court of first instance:
- Harju Maakohus
CTM court of second instance:

- Tallinna Ringkonnakohus

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 71° of the Estonian Trade Marks Act




Member Community trade mark courts Reference
State of

Publication

Finland CTM court of first instance:
- Helsingin Kéarajaoikeus
CTM court of second instance:

- Helsingin Hovioikeus

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

8 42, 3rd sentence, § 49, FI-TML

France CTM court of first instance:
- Tribunal de grande instance de Paris
CTM court of second instance:

- Cour d’appel de Paris

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 1, FR-DECREE No 2002-216

Germany CTM court of first instance: 0OJ OHIM
9/1999,

- The following District Courts (Landgerichte) p. 1141,
e Landgericht Mannheim OJ OHIM
e Landgericht Stuttgart 12/2001,
e Landgericht Nurnberg-Firth p. 2151
e Landgericht Minchen |
e Landgericht Berlin
e Landgericht Bremen
e Landgericht Hamburg
e Landgericht Frankfurt am Main

Landgericht Rostock
Landgericht Braunschweig
Landgericht Disseldorf
Landgericht Koblenz
Landgericht Frankenthal (Pfalz)
Landgericht Saarbriicken
Landgericht Leipzig
Landgericht Magdeburg
Landgericht Kiel

Landgericht Erfurt

CTM court of second instance:

- Higher Provincial Court (Oberlandesgericht) which is locally competent
for the respective district court, namely

Oberlandesgericht Karlsruhe
Oberlandesgericht Stuttgart
Oberlandesgericht Nirnberg
Oberlandesgericht Miinchen
Kammergericht Berlin

Hanseatisches Oberlandesgericht Bremen
Hanseatisches Oberlandesgericht Hamburg
Oberlandesgericht Frankfurt am Main
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Member Community trade mark courts Reference
State of
Publication

e Oberlandesgericht Rostock
¢ Oberlandesgericht Braunschweig
e Oberlandesgericht Diisseldorf
e Oberlandesgericht Koblenz
e Pfélzisches Oberlandesgericht Zweibriicken
e Saarlandisches Oberlandesgericht Saarbriicken
e Oberlandesgericht Dresden
e Oberlandesgericht Naumburg
e Schleswig-Holsteinisches Oberlandesgericht
e Thiringer Oberlandesgericht
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
§ 125 e DE-TML

Greece CTM court of first instance:
e Tribunal de premiére instance d’Athénes
e Tribunal de premiére instance de Thessaloniki
CTM court of second instance:
e Cour d’'appel d’Athénes
e Cour d'appel de Thessaloniki
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Law No 2943/2001, Chapter IlI, Art. 6-11

Hungary CD court of first instance:
- Févarosi Birésag
CD court of second instance:
- Févérosi Itélétabla
Article 76/H HU-TML

Ireland CTM court of first instance:
- the High Court
CTM court of second instance:
- the Supreme Court
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Article 7, IE-S.I. No. 229

Italy CTM court of first instance:
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e Tribunale di Bari
Tribunale di Bologna
Tribunale di Catania
Tribunale di Firenze
Tribunale di Genova
Tribunale di Milano
Tribunale di Napoli




Member Community trade mark courts Reference
State of
Publication
e Tribunale di Palermo
e Tribunale di Roma
e Tribunale di Torino
e Tribunale di Trieste
e Tribunale di Venezia
CTM court of second instance:
e Corte d’appello di Bari
e Corte d'appello di Bologna
e Corte d'appello di Catania
e Corte d'appello di Firenze
e Corte d’appello di Genova
e Corte d'appello di Milano
e Corte d’appello di Napoli
e Corte d’appello di Palermo
e Corte d’'appello di Roma
e Corte d'appello di Torino
e Corte d'appello di Trieste
e Corte d'appello di Venezia
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Article 1 D Igs. 27/06/2003, n.168
Latvia -
Lithuania CTM court of first instance:
- Vilniaus apygardos teismas
CTM court of second instance:
- Apeliacinis Teismas
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Article 49, part (2) 6, LT-TML
Article 301 part 3, Civil Code of the Republic of Lithuania
Luxembourg [ CTM court of first instance:
- Tribunal d’Arrondissement de Luxembourg
CTM court of second instance:
- Cour Supérieure de Justice
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Malta CTM court of first instance:

- First Hall of the Civil Court
CTM court of second instance:
- The Court of Appeal

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 9, L.N. 233 of 2003
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Member Community trade mark courts Reference
State of
Publication
Netherlands | CTM court of first instance: 0J OHIM
9/1999,
- Arrondissementsrechtbank te ‘s - Gravenhage p. 1141

CTM court of second instance:

- Gerechtshof te ‘s - Gravenhage

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Poland

CTM court of first instance:

- Sad Okregowy w Warszawie - Sad Wspoélnotowych Znakéw
Towarowych i Wzoréw Przemyslowych

CTM court of second instance:

- Sad Apelacyjny w Warszawie
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Law of 16 April 2004 amending the law on the statute of the common courts

Portugal

CTM court of first instance:
e Tribunal do Comércio de Lisboa
CTM court of second instance:

e Tribunal da Relag&o de Lisboa

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 40, PT— IP Code

Slovakia

CTM court of first instance:

e Okresny sud v Bratislave |
e Okresny sud v Banskej Bystrici
e Okresny sud v KosSiciach |

CTM court of second instance:

e Krajsky sud v Bratislave
e Krajsky sud v Banskej Bystrici
e Krajsky sud v KoSiciach

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Article 11 of the Act No 371/2004 Coll. on Seats and Circuits of the Courts in the Slovak
Republic

Slovenia
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CTM court of first instance:

- Okrozno sodiS¢e v Ljubljani

CTM court of second instance:

- Vi§je sodis¢e v Ljubljani

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

Articles 101 (1) (Il) (4) and 104 (1) of the Act on Courts (Official Gazette No 100/2005)




Member Community trade mark courts Reference
State of
Publication
Spain CTM court of first instance:
- Juzgados de lo Mercantil de Alicante
CTM court of second instance:
- Audiencia Provincial de Alicante
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
Article 2 (4) of the “Ley Orgéanica 8/2003, de 9 de julio, para la Reforma Concursal, por la que se
modifica la Ley Organica 6/1985, de 1 de julio, del Poder Judicial”
Sweden CTM court of first instance: 0OJ OHIM
9/1999,
- Stockholms tingsréatt p. 1141
CTM court of second instance:
- Svea hovratt, Stockholm
Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission
§ 67, SE-TML
United CTM court of first instance:
Kingdom

(a) in England and Wales

The High Court

The Patents County Court
Birmingham County Court

Bristol County Court

Cardiff County Court

Leeds County Court

Liverpool County Court

Manchester County Court
Newcastle upon Tyne County Court

(b) in Scotland

- The Court of Session

(c) in Northern Ireland

- The High Court

CTM court of second instance:

- The Court of Appeal

Notification in accordance with Article 91 (2) CTMR, addressed to the European Commission

The Community Trade Mark Regulations 2006
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B. Community design courts

Pursuant to Article 80 CDR, the Member States shall designate Community design courts
of first and second instance that have the competences attributed to them under the CDR.
Pursuant to Article 92 (3) CDR, a further action or appeal may be brought to a court of
third instance if and to the extent that the relevant national law allows such action or
appeal against decisions of its courts which are designated as CD courts of second
instance.

The Community design courts are like the Community trade mark courts specialised
national courts, entrusted with Community-wide jurisdiction on Community IP Law. The
aim is to have, for each Member State, a number of such courts as limited as possible.

Pursuant to Article 81 CDR, the CD courts have exclusive jurisdiction for:
a) actions for infringement of CDs,

b) actions for threatened infringement and declaration of non-infringement, if national
law provides for such kind of actions,

c) actions for declaration of invalidity of an unregistered CD,

d) counterclaims for declaration of invalidity of a CD raised in connection with actions
under (a).

Pursuant to Article 80 (2) CDR, each Member State had to notify to the European
Commission before 6 March 2005 a list of the Community trade mark courts together with
their names and their territorial jurisdiction. Likewise, any changes to that list have to be
notified to the European Commission. As long as a Member State has not notified the list
to the European Commission, the competence as referred to in Article 80 CDR lies with
the national courts which are competent, ratione loci and ratione materiae, in the case of
proceedings concerning a national design registered in that Member State, that is, as if
the CD were a national design registered in that State (Article 80 (5) CDR).

Any list and any amendment thereof notified by a Member State must be published by the
European Commission in the Official Journal of the European Communities (Article 80 (4)
CDR). The Office will republish such notifications in its Official Journal. However, the effect
that the courts notified by the Member State become competent instead of the courts
normally competent for national trade marks is not dependent on this publication in the
Official Journal of the European Communities.

The following table lists the Community design courts as notified up to now by the
Member States. Where applicable, the reference to the publication in the Official Journal
of the European Communities or the Official Journal of the Office is given as well. The
table, moreover, lists the Community design courts which have merely been designated by
the Member States in their national law without having been notified yet to the
Commission.
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Member
State

Community design courts

Reference
of
Publication

Austria

CD court of first instance:
- Handelsgericht Wien
CD court of second instance:

- Oberlandesgericht Wien

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Section 4b (2) of the Protection of Designs Act
Section 4 of the Civil Jurisdiction Act

Belgium

CD court of first instance:

- Tribunal de Commerce de Bruxelles / Rechtbank van Koophandel te
Brussel

CD court of second instance:

- Cour d'appel de Bruxelles / Hof van Beroep te Brussel

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Cyprus

Czech
Republic

CD court of first instance:
- Meéstsky soud v Praze
CD court of second instance:

- Vrchni soud v Praze
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 47 of the Designs Act
Administrative Procedure Code

Denmark

CD court of first instance:

- Sg- og Handelsretten, Copenhagen
CD court of second instance:

- Hojesteret, Copenhagen

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 42, Section 2 and Article 43 of the Danish Designs Act

Estonia

CD court of first instance:
- Harju Maakohus
CD court of second instance:

- Tallinna Ringkonnakohus

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 877 of the Estonian Industrial Design Protection Act
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Member Community design courts Reference
State of
Publication
Finland CD court of first instance:
- Helsingin Kéarajaoikeus
CD court of second instance:
- Helsingin Hovioikeus
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission
Article 43 (2) of the Finnish Design Act
France -
Germany CD court of first instance:

168

Landgericht Munchen |
Landgericht Nirnberg-Firth
Landgericht Mannheim
Landgericht Stuttgart
Landgericht Berlin
Landgericht Bremen
Landgericht Hamburg
Landgericht Frankfurt am Main
Landgericht Neubrandenburg
Landgericht Rostock
Landgericht Schwerin
Landgericht Stralsund
Landgericht Braunschweig
Landgericht Disseldorf
Landgericht Bad Kreuznach
Landgericht Frankenthal (Pfalz)
Landgericht Kaiserslautern
Landgericht Koblenz
Landgericht Landau in der Pfalz
Landgericht Mainz
Landgericht Trier
Landgericht Zweibriicken
Landgericht Saarbriicken
Landgericht Bautzen
Landgericht Chemnitz
Landgericht Dresden
Landgericht Gorlitz
Landgericht Leipzig
Landgericht Zwickau
Landgericht Magdeburg
Landgericht Flensburg
Landgericht Itzehoe
Landgericht Kiel

Landgericht Liibeck
Landgericht Erfurt




Member Community design courts Reference
State of
Publication
CD court of second instance:
e Oberlandesgericht Minchen
o Oberlandesgericht Nirnberg
e Oberlandesgericht Karlsruhe
e Oberlandesgericht Stuttgart
e Kammergericht Berlin
e Hanseatisches Oberlandesgericht Bremen
e Hanseatisches Oberlandesgericht Hamburg
e Oberlandesgericht Frankfurt am Main
e Oberlandesgericht Rostock
e Oberlandesgericht Braunschweig
e Oberlandesgericht Dusseldorf
e Pfalzisches Oberlandesgericht Zweibriicken
e Oberlandesgericht Koblenz
e Saarlandisches Oberlandesgericht Saarbricken
e Oberlandesgericht Dresden
e  Oberlandesgericht Naumburg
e Schleswig-Holsteinisches Oberlandesgericht
e Thiringer Oberlandesgericht
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission
Greece CD court of first instance:
e Thessaloniki City Court
e Athens City Court
CD court of second instance:
e Thessaloniki Court of Appeal
e Athens Court of Appeal
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission
Article 9 of Law 2934/2001
Hungary CD court of first instance:
- Fo6varosi Birosag
CD court of second instance:
- Foévarosi Itélétabla
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission
Section 60 E of the 2001 Protection of Designs Act (XL VIII)
Ireland CD court of first instance:

- the High Court
CD court of second instance:

- the Supreme Court
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

|IE-S.I. No. 27 of 2003
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Member
State

Community design courts

Reference
of
Publication

Italy

CD court of first instance:

Tribunale di Bari
Tribunale di Bologna
Tribunale di Catania
Tribunale di Firenze
e Tribunale di Genova
Tribunale di Milano
Tribunale di Napoli
Tribunale di Palermo
Tribunale di Roma
Tribunale di Torino
Tribunale di Trieste
Tribunale di Venezia

CD court of second instance:

e Corte d'appello di Bari

e Corte d’appello di Bologna
Corte d’appello di Catania
Corte d’appello di Firenze
Corte d’appello di Genova
Corte d’appello di Milano
Corte d’appello di Napoli
Corte d’appello di Palermo
Corte d’appello di Roma
Corte d’appello di Torino
Corte d’appello di Trieste
Corte d’appello di Venezia

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 15 No 273, Codice del diritto della proprieta industriale

Latvia

CD court of first instance:
- Rigas Apgabaltiesa
CD court of second instance:

- Augstakas tiesas Civillietu tiesu palata.

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Lithuania
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CD court of first instance:

- Vilniaus apygardos teismas
CD court of second instance:

- Apeliacinis Teismas

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 46, part (2) 4, Law No 1X-1181
Article 301 part 3, Civil Code of the Republic of Lithuania




Member Community design courts Reference
State of
Publication
Luxembourg | -
Malta -

Netherlands

CD court of first instance:
- Arrondissementsrechtbank te ‘s - Gravenhage
CD court of second instance:

- Gerechtshof te ‘s - Gravenhage

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Uitvoeringswet EG-verordening betreffende Gemeenschapsmodellen

Poland

CD court of first instance:

- Sad Okregowy w Warszawie - Sad WspoInotowych Znakow
Towarowych i Wzoréw Przemyslowych

CD court of second instance:

- Sad Apelacyjny w Warszawie
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Law of 16 April 2004 amending the law on the statute of the common courts

Portugal

CD court of first instance:
- Tribunal do Comércio de Lishoa
CD court of second instance:

- Tribunal da Relacéo de Lisboa
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 40, PT-IP Code

Slovakia

CD court of first instance:

e Okresny sud v Bratislave |
e Okresny sud v Banskej Bystrici
e Okresny sud v KoSiciach |

CD court of second instance:

e Krajsky sud v Bratislave
e Krajsky sud v Banskej Bystrici
e Krajsky sud v KoSiciach

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 11 of the Act No 371/2004 Coll. on Seats and Circuits of the Courts in the Slovak
Republic
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Member
State

Community design courts

Reference
of
Publication

Slovenia

CD court of first instance:

- Okrozno sodiSée v Ljubljani

CD court of second instance:

- Vi§je sodiSée v Ljubljani

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Articles 101 (1) (Il) (4) and 104 (1) of the Act on Courts (Official Gazette No 100/2005)

Spain

CD court of first instance:
- Juzgados de lo Mercantil de Alicante
CD court of second instance:

- Audiencia Provincial de Alicante
Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 2 (4) of the “Ley Orgéanica 8/2003, de 9 de julio, para la Reforma Concursal, por la que
se modifica la Ley Organica 6/1985, de 1 de julio, del Poder Judicial”

Sweden

CD court of first instance:

- Stockholms tingsréatt

CD court of second instance:
- Svea hovratt, Stockholm

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

Article 52 of the Swedish Act on Design Protection
General Swedish Rules on Jurisdiction

United
Kingdom

CD court of first instance:

e The High Court
e The Patents County Court
e The Court of Session

CD court of second instance:

- The Court of Appeal

Notification in accordance with Article 80 (1) CDR, addressed to the European Commission

The Community Designs Regulations 2005

State

Community trade mark and design courts

Reference
of
Publication

Bulgaria

Romania
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Chapter 11
National authorities competent for the enforcement of final
decisions of the Office fixing the amount of costs

Pursuant to Article 82 (1) CTMR and Article 71 (1) CDR any final decision of the Office
fixing the amount of costs shall be enforceable.

Pursuant to Article 82 (2) CTMR and Article 71 (2) CDR, enforcement is governed by the
rules of civil procedure in force in the State in the territory of which it is carried out, and
the Member States must designate national authorities competent for the enforcement of
final decisions of the Office fixing the amount of costs. The Member States must make the
designated authorities known to the Office and to the Court of Justice.

The following table lists the national authorities competent for enforcement which have,
up to now, been communicated by the Member States (this is the case in respect of
Germany, Slovakia, Austria, Denmark, France, the Netherlands and the United Kingdom).
The table, moreover, lists the national authorities competent for enforcement, which have
merely been designated by the Member States in their national law (this is the case for
Spain).
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Member National authorities competent for the Reference of
State enforcement of final decisions of the Office Publication
fixing the amount of costs
Austria CTM and CD: Bezirksgerichte 0OJ OHIM 4/2004,
559 and 561
Belgium CTM and CD: courts of first instance
Cyprus

Czech Republic

Denmark CTM: Patentdirektoratet
Estonia
Finland
France CTM: I'Institut national de la propriété industrielle 0J OHIM 5/2002,
887
Article 3, Decree No 2001-670
Germany CTM and CD: Bundespatentgericht OJ OHIM 6/2005,
853 and 855
8§ 125i, DE-TML; § 64 DE-DelL
Greece
Hungary CTM and CD:
- A megyei birdsagok székhelyén mukddo helyi birésag
- Budapesten a Budai Kdézponti Keruleti Birdsag
Article 16 (f) of Act LIIl of 1994 on judicial enforcement
Ireland CTM and CD: The High Court
Article 3 (1), S.I. No. 646 of 2006
Italy
Latvia CTM: Latvijas Republikas Patentu Valde
Article 39.1(2), LV-TML
Lithuania
Luxembourg
Malta
Netherlands CTM: Arrondissementsrechtbanken (All the District Courts) 0J OHIM
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Member National authorities competent for the Reference of
State enforcement of final decisions of the Office Publication
fixing the amount of costs
Poland
Portugal
Slovakia CTM and CD: Urad Priemyselného Vlastnictva OJ OHIM
11/2004, 1273
Slovenia
Spain CTM: La Secretaria General Técnica de Ministerio de Justicia
ES-DECREE
Sweden

United Kingdom

CTM: The Secretary of State is the competent authority referred
toin Article 82 (2) CTMR. Given that the Secretary of State has
delegated his powers in this field to the public officers of the
Patent Office of the United Kingdom, such applications should
be sent to:

The Law Section

Trade Mark Registry
Concept House

Cardiff Road

Newport

South Wales NP10 8QQ

OJOHIM
12/1998, 1381

State National authorities competent for the Reference of
enforcement of final decisions of the Office Publication
fixing the amount of costs
Bulgaria -
Romania -
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Chapter 12
Five-year period for assessing use of national trade marks

According to Article 43 (2) CTMR the proprietor of an earlier CTM who has given notice of
opposition against the registration of a CTM application shall, where the CTM applicant so
requests, furnish proof that his earlier CTM has been put to genuine use in the Community
in connection with the goods or services for which it was registered during the period of
five years preceding the date of publication of the CTM application, provided the earlier
CTM has at that date been registered for more than five years ("5-year grace period").

Equally, the proprietor of an earlier national mark who has given notice of opposition
against the registration of a Community trade mark shall, according to Article 43 (3) CTMR
and where the CTM applicant so requests, furnish proof that his earlier national trade
mark has been put to genuine use in the Member State in connection with the goods and
services for which it was registered during a period of five years preceding the date of
publication of the CTM application, provided the earlier national mark has at that date
been registered for more than five years.

The date of registration of a CTM is the date in which it is entered in the Register of
Community trade marks. Consequently, the 5year grace period of a CTM commences
from its entry in the Register of Community trade marks.

In order to determine the date of commencement of the 5 years grace period in respect
of a national mark, national law is relevant. The commencement of this period depends
on the registration procedure of the Member States and, in particular, whether a Member
State applies a post registration opposition procedure (this being the case in respect of
DE, DK, FI and SE).

The following table makes reference to the relevant national provisions on non-use of a

national trade mark and specifies the relevant point in time when the five-year grace
period for a national trade mark commences.
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Member

Five-year period for assessing use of national trade marks

State
Austria “registered for a minimum of five years where it has not been used ... in Austria during the
five years preceding submission of the request”

Article 33a (1), AT-TML

Date of entry in the Register of trade marks

Benelux "insofar as no normal use has been made of the mark on the Benelux territory for the goods
for which the mark is registered, without valid reason, during an uninterrupted period of five
years"

Article 2.26 (2) (a) BCIP

Date of registration of the mark

Cyprus “...a continuous period of five years or longer elapsed during which the trade mark was a
registered trade mark and during which there was no bona fide use thereof in relation to
those goods or services by any proprietor thereof for the time being...”

Section 28 (1) (b), CY-TML

Date of entry of the mark in the Register of trade marks

Czech “..five years following the registration, the proprietor of the trade mark has not put the trade
Republic mark to genuine use...”
Section 13 (1), CZ-TML
Date of entry of the mark in the Register of trade marks
Denmark "... Within a period of five years following the date of the completion of the registration pro-
cedure ..."

§ 25 (1), DK-TML

Where no opposition has been lodged:

2 months after the publication of the registration (post-registration opposition procedure).

Where an opposition has been lodged:

a. date where the decision on the opposition becomes final (i.e. in cases of final refusal of
the opposition, namely where time limit for appeal has expired or where possibilities for
appeal have been exhausted) or

b. date of withdrawal of the opposition

Estonia “...during five consecutive years after the making of the registration, without good reason...”

§53 (1) 3), 4), § 53 (2) and (3), EST-TML

Date of entry of the mark in the Register of trade marks

Finland "... if the trade mark has not been used for the last five years ..."
§ 26, FI-TML
France "... use during an uninterrupted period of five years"
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Article L. 714-5, FR-IP CODE

Date of publication of the registration in the ‘Bulletin officiel de la propriété industrielle’



Member
State

Five-year period for assessing use of national trade marks

Germany

Where no opposition has been lodged:
Date of registration (post registration opposition procedure).

Where opposition has been lodged:
Date of closure of the opposition period (i.e., final refusal of the opposition or disposal
otherwise, e.g. by withdrawal of the opposition)

§ 26 (5), DE-TML

Greece

. within a period of five years following the date of completion of the registration
procedure”

Article 17 (1)(a), GR-TML

Hungary

“...within a period of five years following the date of registration...”

Article 18 (1), HU-TML
The date of the decision on registration shall be the date of registration of the trade mark
Article 64(1), HU-TML

Ireland

"... within the period of five years following the date of publication of the reqistration"

Article 51 (1)(a), (b), IE-TMA

Italy

"... within five years from registration"
Article 24 (1), IT— IP CODE

Date of entry of the mark in the Register of trade marks

Latvia

“...within five years from the date of registration...and there are not sufficient reasons for
non-use”

Article 23 (3) LV-TML

Date of entry of the mark in the Register of trade marks

Lithuania

“...of the continuous period of five years of non-use, except in cases where the use of the
mark was prevented by serious reasons”

Article 47 (2), LT-TML

Date of issuing of the registration certificate

Malta

"...within the period of five years following the date of completion of the registration
procedure it has not been put to genuine use..."

Article 42 (1) a), MT-TMA

Poland

“...an uninterrupted period of five successive years of non-use...”

Article 170 (2), PL-IP Law
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Member Five-year period for assessing use of national trade marks
State
Portugal "... the registration shall lapse if the trade mark is not put to serious use over a period of five
consecutive years"

Article 269 (i), PT-IP Code

The five years period starts running as from the date of registration.

Article 269 (5), PT-IP Code

Slovakia “...the trade mark has not been used ...for at least five consecutive years ...”
Article 16 (4), SK-TML

Slovenia “...within a continuous period of five years from the date of entry of the right in the register “
Article 120 (1), SL-IP ACT
Date of entry of the mark in the Register of trade marks

Spain "... within a period of five years from the date of publication of the grant in the Boletin Oficial
de la Propriedad Industrial"

If a trade mark has not been put to genuine use in Spain for the goods or services in respect

of which it is registered, or if such use has been suspended for a continuous period of five

years, the trade mark shall be subject to the sanctions provided for in this law, unless there
are proper reasons for non-use.

Article 39 (1), ES-TLM

Sweden "Within a period of five years following the date of the completion of the registration
procedure”

§ 25a, SE-TML

Where no opposition has been lodged:

2 months after the publication of the registration (post registration opposition procedure).

Where an opposition has been lodged:

a. date where the decision on the opposition becomes final (i.e. in cases of final refusal of
the opposition, namely where time limit for appeal has expired or where possibilities for
appeal have been exhausted) or

b. date of withdrawal of the opposition

United "... within a period of five years following the date of completion of the registration
Kingdom procedure ..."
Article 46 (1)(a), (b), UK-TML
From the entry of the mark in the Register of trade marks
State Five-year period for assessing use of national trade marks
Bulgaria “....within a period of five years following registration..”
Article 19 (1), BG-TML
Romania -
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